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DeMti  April  6,  1B83. 

9S  O.  Q.,  973. 

R  miDKK  Rule  42 — Brzciric  Rrprrrhces  Sequikkd. 
Bnls  43  contempl«tes  aucli  apeolfio  Teference  bs  will  olearlf  Identify  tb«  pMtlo- 
nl^  Application  referred  to,  and  thii  should  be  effected  by  atatiug  the  aeclkl  nnm- 
bar  knd  date  of  flliag  of  the  application. 

Appkax  firom  Primary  ExRmiaer. 


Apflioatioit  of  John  M.  Finch,  filed  December  11, 1882. 

MMtri.  DovbUdaji  tb  BUmi  for  the  applicant. 
Mabblx,  Commiuioner  : 

Applicant  has  filed  two  applications  for  patents  for  improvements  in 
dost-colleotors.  The  draviogB  accompau;FiDg  the  applioatioos  are  tden- 
tieal.  In  one  the  specific  device  ia  shown  and  described  bnt  not  claimed, 
aiid  in  the  other  the  device  ia  shown,  described,  and  clniraecl.  The  Ex- 
aminer requires  the  applicant,  if  he  desires  to  take  ont  his  patent  for 
the  speciflo  device,  to  make  a  reference  to  Lis  application  in  which  the 
devioe  was  shown  and  described  but  not  claimed,  the  claim  in  the  lat- 
ter application  being  broader  than  in  the  former.  This  requirement 
was  made  under  Bole  42  of  the  Bales  of  Practice,  which  reads  as  &>!• 
lows: 

Whan  an  applicant  makea  two  or  more  applieationa  relating  to  the  ume  aahJeot- 
matlar  of  inveotioo,  all  ihowing  but  only  one  claiaiing  the  same  thing,  thoae  not 
eUinlog  it  moat  OMit^n  diaalaimwa  theiea^  with  ceferencea  to  the  application  elalm- 
Isgtt. 

t&:3  Fi.T — 1  1 
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Under  this  rule  applicant  daima  that  it  is  snfflcient  for  him  to  refer 
to  another  pendiD^f  application,  in  which  the  device  ia  shown  bot  not 
dainied,  withont  giving  the  date  of  its  filing  or  aerial  number. 

It  will  be  observed  that  the  rule  above  quoted  re<]nirea  that  where 
two  or  more  applications  are  tiled  by  the  RRine  iuventor,  all  showing  the 
aame  snbject-niatter  of  invention,  but  claiioing  it  in  distinct  parts,  tbut 
the  applications  not  claiming  a  particular  part  uiust  contain  dis<!laioiers 
thereof,  "with  reference  to  the  application  claiming  it."  There  is  no 
way  of  specifying  the  particular  application  in  which  the  invention  ia 
daiined  except  by  stating  in  the  other  applicatioua  filed  ita  date  of  filing 
or  serial  number.  If  such  statement  be  given,  any  person  interested  in 
any  particalar  patent  which  may  issue,  or,  in  case  one  application  is 
passed  to  issue  before  the  others,  can  ascertain  by  inqairy  where  sncli 
application  ia,  and  what  it  contains  and  claims.  This,  I  think,  is  the 
object  and  purpose  of  the  rule.  In  requiring  that  sach  reference  shonld 
be  made  in  the  present  case  the  Examiner  did  not  exceed  his  duty;  on 
the  contraiy,  be  would  have  been  remiss  in  his  daty  bad  he  foiled  to 
make  such  requirement.  Farcbasers  of  rights  nnder  patents  granted 
are  entitled  to  be  notified,  so  far  as  possible,  of  any  application  or  pat> 
ent  which  subordinates  the  patent  under  which  they  obtain  their  rights. 
If  an  application  is  pending  which,  when  it  ripens  into  a  patent,  will 
Aabordinate  the  patent  whidi  they  desire  to  purchase,  or  nnder  wbioh 
they  are  operating,  they  hare  the  right  to  Ite  notified  of  sach  applica- 
tion, In  order  that  they  may  protect  their  rights. 

The  decision  is  afflrmed. 


Ex  Paste  Obusoh  and  Schdhahv. 

Dwldtd  Januarf  6, 1884. 

36  O.  Q.,  374. 

1.  Oath — Skction  4892  Revised  Statdtrb  Construrp. 

Section  4892  Beviwd  Statotes  does  not  authorize  an  applicant  who  ia  »  resident 
of  »  fortign  eoantr;  to  make  oatb  to  lils  application  l>efote  any  ofUcer  otlier  tbut 
tboM  tleaigiwted  in  (Mid  Kction.  They  are  "  any  minister,  ehargi  taff»ire»,  con. 
anl,  or  comnierdal  agent  holding  commiMion  nodet  tlie  Oovemment  of  the  UDited 
States,  or  any  notary  public  of  the  foreign  coautry  in  which  the  applicant  may- 
be.'' 
3.  B-vMit— AuTHOsnTTOApjiiiinaTEBOATHsDKRivEDirHOM  Ukitxd Btatxs Statdtb 
A1.OHK. 

Sach  designated  offlclals  In  administering  the  oath  act  by  virtne  of  the  antboi- 
ity  conferred  by  the  statute  of  the  United  States,  and  not  by  virtae  of  any  power 
or  authority  conferred  by  the  foreifni  GoTemment. 
3.  Sahb — Ofpicbb  not  Autuorizrd. 

An  oath  taken  before  a  Judge  of  the  royal  Pmsiitui  court  la  not  mffieient. 

Afpbai.  from  Primai7  Examiner. 
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Application  of  HermanD  Oriuoa  and  Hax  Schamann,  filed  April  19, 
1883. 

Mesfn.  Knight  Brother!  for  the  appHcantH. 
BUTTESTTOBTH,  Oommissioner : 

The  qnestion  raised  on  tliis  appeal  in  as  to  the  anfOciency  of  tlie  oath 
accompanying  the  application.  Applicants  are  residents  of  Germany, 
and  took  and  subscribed  the  oath  to  their  application  before  a  jadge  of 
the  Toyal  Prossian  court  at  Bnckan.  The  Examiner  r^eoted  the  appli- 
eatioa  as  not  being  in  compliance  vitb  the  reqnirements  of  the  Revised 
Statutes,  section  4893,  which  provides  that  the — 

*  *  *  oatb  nut;  be  made  berore  kay  penen  within  tbe  Uoitvd  Statet  nntfaoriied 
by  law  to  admiD inter  oatbs,  or,  wbeo  the  applicant  rtrsidee  in  a  forelgD  oaontr;,  be- 
fore any  iDiniater,  ekarge  iTuffaWt*,  consel,  or  commercial  ageot  holding  oommisBion 
under  the  QoTemment  of  the  United  6tat«a,  or  before  any  notary  pnblic  of  the  for- 
vigti  eonntry  In  which  the  applicant  may  be. 

The  section  jost  quoted  is  so  dear  and  distinct  that  there  is  no  ne- 
eesrity  for  resorting  to  mles  of  constrnction.  That  it  is  perfectly  com- 
petent for  Congress  to  designate  the  officers  in  this  eonntry  or  elsewhere 
before  whom  the  oath  shall  be  taken  cannot  be  doubted.  It  has  pleased 
Congress  in  the  present  instance  to  do  precisely  that  thing.  If  the  ap- 
plicant resides  in  the  United  Btates,  the  oath  may  be  administered  by 
any  officer  authorized  to  administer  an  oath,  the  evidence  of  his  author- 
ity being  attested  by  the  seal  of  his  office,  or  a  certificate  ftom  some 
competent  authority  declaratory  of  the  foot.  The  statute  does  not  say 
that  when  the  applicant  is  a  resident  of  some  other  country  he  may 
make  and  subscribe  the  oath  before  any  officer  authorized  to  administer 
an  oath,  but  states  with  particularity  before  what  officer  the  oath  shall 
be  takenj  and  those  mentioned  areministerxjCAar^r^cfa^airM, consuls, 
and  commercial  agents  holding  commissionR  niider  the  Government  of 
the  United  States,  or  any  notary  public  of  the  foreign  country  in  which 
the  applicant  may  be.  It  is  nrged  that  this  is  merely  directory,  and 
that  the  oath  may  be  administered  by  any  officer  in  the  foreign  coun- 
try who  has  authority  under  the  laws  of  snoh  country  to  administer 
oatha.    The  statute  does  not  admit  of  any  snch  construotioo. 

It  is  further  nr^ed  that  "  the  German  Government  does  not  permit 
consnis  or  other  American  officers  to  adminiitter  oaths  to  German  sub- 
jects."- This  may  be  true,  but  if  so,  it  could  not  change  or  modify  the 
oonstmction  of  a  statute  of  the  United  States  which  is  clear  and  ex- 
plicit in  its  terms,  even  though  such  strict  cunstruotion  might  greatly 
embarrass  German  snlyecta  in  the  matter  of  procuring  patents  in  the 
United  States. 

It  is  urged  also  that  a  notary  in  Germany  is  not  authorized  to  ad- 
minister an  oath — -that  he  acta  merely  as  a  conveyancer.  That  may  be 
■0,  but  whether  it  is  or  not  the  statute  has  designated  notaries,  Ameri- 
cas ooniols,  Bioiaten,  oommeroial  agents,  and  oAorjrtf  (Ft^jrw  as  per- 
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Bona  who  may  administer  oaths  to  appliciinta  for  patents  in  this  conntiy. 
It  haa  mi^ntioiied  no  otlteri),  tiitbitr  gpecifioally  or  by  implication.  Sach' 
desigiiateil  ofUciali^  in  tKluiiiiisterin^  the  oath  act  by  virtue  of  theaa- 
thority  conforred  by  the  statutes  of  tli»  United  States,  and  not  by  vir- 
tue of  any  power  or  luitburil.v  conferred  by  tbe  foreign  government.  It 
might,  tliereforc,  well  be  doubted  wbt^ther  the  German  Government  has 
by  law  forbidden  cilizens  or  nKidents  of  that  Umpire  ft>>ni  taking  th« 
oatii  required  before  tbe  oRlcutU  antboiizcd  by  the  law  of  the  United 
States  to  administer  the  same. 

It  is  also  urged  that  the  judge  of  the  royal  Prussian  court  performs, 
in  part  at  leiist,  many  of  the  functions  which  appertain  to  a  notary 
pnbliu  in  the  Uuited  States.  If  counsel  is  correct  in  this,  that  fact 
could  not  change  or  modify  my  ruling  iu  this  case.  If  the  German 
Oorernmeut  for  any  reason  declines  to  permit  the  oCBoers  mentioned 
in  the  statute  of  tbe  Uuited  States  to  administer  oaths  to  applicants 
who  are  citizens  or  residents  of  Germany,  and  thereby  makes  it  difflonlt 
for  them  to  comply  with  the  requirements  of  our  laws  regulating  ap- 
plications for  patents,  such  fact  would  offer  no  valid  reason  for  a  de- 
parture from  the  plain  requiremeuts  of  an  act  of  Congress  prescribiag 
the  mode  of  procedure  iu  the  matter  of  framing  applioatioDS  for  patents 
by  citizens  or  residents  of  foreign  countries. 

Tlie  provisions  of  our  law  are  liberal.  If,  however,  hturdship  results 
&om  au  observance  of  them,  as  is  claimed  in  this  case,  relief  mnst  be 
sought  by  a  modi&cation  of  the  law,  and  not  by  disregarding  it.  I  tun 
of  opinion,  however,  that  it  is  ^'ery  exceptional  for  a  foreign  applicant 
to  hesitate  iu  the  matter  of  taking  the  required  oath  before  some  one 
of  the  officials  designated.  If,  as  suggested,  the  Government  of  Ger- 
many forbids  it,  tbe  remedy  might  very  properly  be  sought  in  an  ap- 
peal to  that  Government  to  modify  the  law  or  regulation  to  the  extent 
of  doing  away  with  such  prohibition. 

The  Examiner's  action  is  approved  and  afarmed. 


Ex  Pabtb  Bubll. 

Dtcided  Janaarf  11, 1884. 

ae  O.  0.,  437. 

1.  Practice  in  Patbst  Oppior— Dutv  or  Examiner  ik  Divisionai.  Appucatioms. 

When  nn  applioatiou  is  Qled  at  a  division  of  a  former  Apptioatioo,  the  first 
diit;  of  the  Eiftmiuer  is  to  Ueturiniae  whetber  the  one  is  a  continn&tion  of  the 
otiier  applicuti  >ii  nudtir  the  law. 

2.  PRACTICK— FAVllltABLK  JUDOMKXT  OV    ESAMINKB   EXPRESSED   BT  FOKWARDLttO 

Cask  to  Issuk  Divisiox. 

It  is  not  nntil  Ihe  Examiner  signs  tbe  file-wrapper  and  fomards  the  applio*- 
tioa  to  the  Issue  Division  that  be  cau  l>e  considered  as  having  reudered  a  favoi- 
able  Judgment  upon  it.  He  may  have  formed  au  opinion  in  its  favor,  or  eZ' 
pressed  sa  oral  or  even  a  written  snggestioQ  iu  the  same  direction ;  but  theaa  do 
not  coustitnte  his  fomml  favorable  Jadpnent. 
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X  Practice— ExAxms  xot  Boukd  bt  Cokclcsions  of  au  PRicDicoKSBOit. 

An  Eskminor  iaoot  obliged  tukdhWAto  a  ravorftlila  oonolnelua  wbjeh  his  pred- 
~    BDwaor  funned  or  expreNed  ia  regaitt  to  tbe  uliulwioa  of  certain  mutter  Into  tt 
particular  applieatiou,  niileM  moh  ozpreMiciu  took  the  form  of  it  favorable 
Judgment. 
4.  Pbaottcb— DirisioxAL  A.pplio4TIo;(  Caxxot  br  Basrd  ox  Nkw  Mattbr. 

An  applleatiou  buetl  upon  niAtter  aawarrnntably  introduoed  into  n  fbmMr 
■pplioktlon  OAnnotbe  oonildered  a*  a  dlvinou  of  the  prior  ap|tlleatioD. 

Afpeai.  tnm  tlie  Primary  Gxamiiier. 


Application  of  Charles  B.  Baell,  filed  .Inue  2C,  1883. 

Meatn.  Chunk  A  Chureh  for  tfae  applicant. 
BnTTEBWOBin,  Commiasioner : 

In  1^76  Baell  filed  au  ap[>lioation  for  transinittinj;  and  signal  tele- 
graphs, in  wliicb  he  showed  and  described  a  certain  Hysteiii.  In  the 
eame  year  tlie  Examiner  culled  iiiwu  hiiQ.t«>  aniond  the  drHwin^H  so  as 
to  show  -'  the  syatfin  aH  applied  to  the  uses  to  whiuli  it  is  paiticnlarly 
adapted."  Thcreufter  Figure  5  wan  added  to  tliodtawin^ra^  urliiuli  illiis* 
trated  a  clock-dial,  and  a  simultancoiia  anioiidinent  w.m  iiiiiile  to  the 
specification,  which  (ravo  a  hriuf  dtuwriptioii  of  siiuli  ll;;iire.  Xo  claim 
was  made  to  the  invention  Khown  in  the  added  Ruiun  niitil  I8.sii  or  18.S3, 
when  not  only  claims  were  made  thereto,  but  ;t  sit|i,inite  iipiilic^iliuii  was 
filed,  claiuiiiig  to  1m  a  division  of  the  lUld  nppliciilioii,  and  tlicivl'ore  to 
relate  back  to  it,  so  as 'to  get  the  benefit  of  the  ciiilier  ditto  of  lilin;;. 

The  1883  application  belon^'s  to  a  diHtront  diviHioii  of  the  Ullice  IVom 
the  1870  application,  and  is  within  the  jurist)  let  ion  of  another  Exam- 
iner. The  flrat  doty  of  the  latter  offl(»r  wan  to  duteraiine  whether  tbe 
ll!iS3  application  was  a  pro]ier  division  of  the  old  appHcatinii,  and  was 
entitled  to  Iw  regarded  as  a  continuation  thereof.  In  the  performance 
of  this  dnty  he  foandthat  the  new  application  was  b:i»ed  n|>im  imitter 
introdcceil  into  the  old  application  after  the  latter  watt  fihil,  and  held 
UiaC  this  could  not  be  done  ander  the  practice  of  the  OIVkso  and  dwis- 
ions  of  the  conrts,  and  consequently  the  new  ap])lication  lan^t  stand 
alone,  and  conid  derive  no  aid  ft-oin  the  old  ajtplication.  To  this  hold- 
ing tbe  applicant  take«  exemption,  because  be  thinks  the  iulrnis.s{i)a  of 
the  matter  into  the  old  appliciition  had  been  decided  to  bo  proi>er  by 
another  Bnamtner,  and  was  therefore  rex  adjiuUcala. 

Under  the  rulos  of  the  Office  now  and  at  the  time  of  the  Alinf;  of  the 
18T6  application,  an  Examiner  had  Jurisdiction  of  a  ciine  until  it  was 
passed  and  allowed.  It  is  not  until  the  examiner  signs  the  Ale-wrap{>er 
and  forwards  the  case  to  the  Issue  Division  that  he  can  be  consj<lered  as 
having  rendered  a  fevorable  juilgment  u)>on  it.  He  may  have  formed 
Ml  opinion  in  its  favor,  or  expressed  an  oral  or  even  a  written  saj^gea- 
tion  in  the  same  direction :  but  these  do  not  constitnte  his  formal  favor- 
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able  (lectaion.  (See  ex  parte  Starr,  O.  D.,  1879,  page  91.)  If  the  case 
ahall  at  any  time  be  trunsfeired  to  anotbor  Examiner,  the  latter  mast 
be  regiirdt-d  a»  stAiiding  in  tbe  sltoen  uf  liia  predecessor  in  respect  to 
that  pur  tic  til  111'  case,  und  entitled  to  iiass  ux>on  and  determine  tbe  qnes- 
Uon  itbsoliitf  ly.  So  it  ]imat  l>e  lield  tliat  the  prcseut  Examiner  is  not 
obliged  toudliuie  to  the  fiivorublc  coiieluKiou  which  tlte  former  Examiner 
foriiit.^1  or  exjin'ssi'd  in  i-e«iH'ct  to  the  propiiety  of  admitting  Fig.  5  and 
the  di.'ri<Ti|jtioi)  tbvi'eof.  In  i-eidity,  the  former  Examiner's  nttentioa 
was  n(»t  driiwn  to  tbe  precise  point  mtw  under  disetissioii,  for  the  ametid- 
ment  was  called  for  un<i  admitted  by  wny  of  illuistration  and  exphuia- 
tion,  and  no  claim  nns  tlier  founded  thereon.  Amendments  explnna- 
tory  in  their  nature  are  uot  viewed  with  the  same  strictness  as  those 
the  purpose  of  which  is  to  serve  as  a  basis  tor  a  new  claim.  (See  «p 
parte  Snyder,  22  O.  G.,  1975,  and  ex  parte  Howe,  L'5  O  Q.,  1189.) 

I  think  tbe  Examiner  ia  correct  in  holding  that  Fig.  5  and  the  de> 
scriptive  matter  referring  thereto  is  new  matter,  and  sboold  not  have 
been  iutrodaced  in  the  old  application.  This  being  so,  then  a  pateot 
granted  claiming  snch  matter  and  based  niiousHid  old  application  would 
be  invalid,  in  view  of  the  doctrine  announced  in  ISayleB  v.  Chicago  Ss 
Sortkwettem  Railroad  Gompony  (16  O.  O-.,  349)  and  Eagleton  Jfantt- 
facturing  Company  v.  The  We»t  Bradley  A  Careg  itam^aeturing  Ctmpanp 
(18  Blatcfa.,  218). 

The  Examiner  ia  snstiuned. 


Ex  PA.BTE  Hentz. 

Dedded  JaHHari/  33,  1^84. 

26  0.  G.  437. 

JoiMDKK  OF  Invkmiuk—Sbvrral  Claims  TO  A  "CoupoaiTiON'TjcRMissiBu:. 

If  suvifrut  cluiiuH  fa>  ft  "compiisitiun  of  inattiT,"  tliougli  diatiiiut,  cuvtit  Msocia- 
tiouH  of  eleintMits  which  cuiitrit>iitu  to  ttiu  pi'vOiintioii  of  a  Hiuglu  heucScial  result, 
and  do  uot  fnll  iiDderdifTorent  olinMea,  they,  proiierly  speaking,  uowt  bnt  a  vlugt* 
iaventioD,  and  beoce  may  bo  lnG)iidc4  ia  tbe  •nine  application, 

Appeal  fi-om  the  Primany  Examiner. 

conroiniD  ma  imoTiNa  com 

Application  of  Albert  Heuta  filed  September  14, 1881. 

Mr.  A.  M.  Tanner  forlbe  applicant. 
B0TTEBWOBTH,  Commissioner: 

The  application  presents  three  claims  for  a  compound  for  removing 
corns  and  other  callosities.  Tlie  flivt  claim  ennmeratea  two  elementa, 
the  purpose  of  wliich  i»  to  effect  a  cure  of  the  disease.  The  second  claim 
ennmeratea  the  elements  embraced  in  tlie  first  claim  and  a  third  elemeot, 
the  office  of  wbiob  is  to  alleviate  the  pain  incident  to  the  application  of 
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the  comtive  agent,  and  tbe  third  claim  inclndes  the  same  elemeata  as 
the  secotKl,  bat  is  somewhat  more  speciflo  io  its  terms. 

The  qiiestioQ  to  be  (letermiuetl  ia,  whetiier  these  claims  may  all  be 
inclnde<I  in  one,  or  shall  eauh  form  the  sabject-matter  of  a  separate  ap- 
plicatiou. 

The  statnte  provides  that — 

Any  person  wholiaa  invented  nidiseoverod  aujneir  unit  unertilnrt,  machine,  mana- 
CwiiiTe,  orcompositioaof  iiinttor,    •    •    ■    nuy  obtain  d  putent  the  refur. 

It  will  be  observed  that  the  statute  does  not  in  terms  prescribe  nor 
in  anytriae  limit  the  Qtimber  of  claims  that  may  be  iocluded  in  a  single 
patent.  Bnt  it  has  been  urged  that,  as  only  the  singnlar  number  is 
need,  the  statate  by  implication  prohibits  the  inclusion  of  more  than 
one  invention  in  a  patent  The  courts  hold  that  tbe  matter  is  left 
largely  to  the  discretion  of  tlie  Commissioner.  In  view,  therefore,  of 
the  mling  and  practice  of  the  Office,  I  will  consider  the  pro[)Osition  that 
a  patent  shonld  include  only  a  eingle  ioventiou.  On  tbat  liypothesia  a 
patent  may  not  contain  two  or  more  "arts,"  two  or  more  "  machines," 
two  or  more  " mann&cturee,"  or  two  or  more  "compositions  of  matter." 
Bnt  does  it  follow  that  an  "art,"  or  a  "  machine,"  or  a  " manafactore," 
ta  a  "composition  of  matter"  which  requires  more  than  one  claim  iu 
order  to  eflectnally  cover  the  whole  inventioD,  may  not  be  inclnded  in 
one  patent  f 

Id  regard  to  an  "article  of  mannfiictnre,"  this  precise  question  wag 
nnder  discussion  in  the  cases  of  E.  H.  Sumner  (C.  D.  1169,  p.  180)  and 
Au^atva  Adami  (ibid.,  1873,  p.  18),  and  iu  deciding  the  qnestion  in  the 
former  case  the  language  of  the  Commissioner  is: 

Wliile  1b  the  preaetit  cms  tlie  v&rlons  iDiprovementa  nre  Dot  so  Telated  to  each  other 
fb«t  tbe  fnnctionit  of  tbe  ooe  cannot  be  brogiiht  Into  full  plaj  nitbont  tbe  co-apera- 
tiim  of  tbe  other,  jet  thsre  !■  no  such  clBssili cation  of  inventions  in  tbe  Offloe  aa 
woald  bring  the  Mverol  improvementH  nuiler  different  lubolasses.  IniMiunch,  tbere- 
foia,  as  their  union  In  a  singte  apjilicution  does  not  ini|ioBe  npon  tlie  OfUce  anj  extra 
labor  of  exaraiDation.  tbi«coui«e  ma;  properly  be  permitted,  aod  the  appllcatinn  uaw 
pandinx  will  be  proceeded  with. 

In  one  sense  each  claim  in  tbe  Sumner  case  covered  a  distinct  inven  - 
tion  (and,  indeed,  every  claim  mast  do  so  iu  order  to  be  patentable], 
for  the  function  of'each  of  the  several  combinations  could  bo  brought 
into  foil  play  Vithont  the  co-oiwration  of  its  fellows,  bnt  they  united  id 
oontributing  to  a  single  resnit,  and  did  not  fnll  under  different  classes 
in  the  UQlce.  The  case  of  Adams  is  of  the  same  tenor  and  effect,  and 
since  these  decisions  tbe  practice  of  the  Office  has  on  this  point  been 
uniformly  in  accord  with  them. 

In  regard  to  an  "art,"  in  tbe  cases  Bnith  (16  O.  G.,  630)  and  HfnDou- 
§alH18  O.  Q.,  130)  the  following  doctrine  is  announced : 

Aldiongh  each  of  the  MTeral  "acta"  of  the ''series  of  acta"  eons' itn  ting  a  lu-ncem 
may  bo  capable  of  performing  separately  its  own  pecnliar  fnncticin,  and  inn.v  be  used 
indepeDdently  of  the  othen,  yet  if  tbpy  all  contcibnte  in  prodnciuK  the  final  monlt 
ttwy  may  be  J«in«d  in  a  single  application,  uid  a  clnlro  mny  be  iiitule  f  i>  Itic  entire 
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Witb  reference  to  n  "madLine,"  th»  propriety  of  presenting  spreml 
olaims  coTeriDR  a  general  oombination  aocl  various  sabcombiuati'tn-  > 
too  well  established  and  recognized  to  require  the  dtatiou  of  autliont.F 
in  ita  snpport. 

It  is  manifest  trom  the  above  that  a  single  invention,  whether  it  1m 
an  "art,"  "  manufacture,"  or  a  " machine,"  may  be  covered  by  divers 
claims,  even  though  each  claim  embraces,  in  a  sense,  a  distinct  thing 
capable  of  performing  separately  its  own  pecalisr  function,  and  is  sus- 
ceptible of  a  practical  use  independently  of  the  others,  proWded  the 
oeveral  things  covered  by  said  claims  all  contribute  to  produce  tbe  ulti- 
mate result,  and  do  not,  as  suggested  above,  tall  under  diflercnt  classes 
in  the  OfBce.  When  several  cl&ims  cover  iuveutious  having  different 
pnrpones  or  effecting  the  same  end  by  different  means  thoy  can  no 
longer  be  considered  as  embracing  n  single  invention. 

No  good  reason  is  seen  why  the  doctrine  as  to  joinder  of  invention 
which  is  announced  as  governing  tbe  other  classes  is  not  equally  a])p]i- 
cable  to  "  comiK>sitious  of  mutter."  A  party  may  make  a  "  compositiou  " 
containing  a  certain  namlter  of  ingredients,  all  of  which  enter  into  and 
form  part  of  the  complete  oompound,  and  aid  in  making  its  operation 
perfect  for  the  pur[>08e  intended,  and  yet  a  Butwtauce  containing  a  less 
number  of  ingredients  nniy  constitute  the  essence  of  tbe  inventiou  and 
contribute  most  largely  in  producing  the  desired  result.  It  is  mauirest 
that  to  fnlly  protect  tbe  interests  of  the  inventor  several  claims  would 
be  required,  .and  it  would  be  a  hardship  to  compel  him  'to  file  separate 
applieatious  to  cover  each  claim  of  wliat  is  iu  reality  a  single  complete 
inventiou.  The  statute  does  not  require  it,  tbe  decisions  of  tbe  courts 
do  not  require  it,  the  practice  of  tbe  Office  in  regard  to  tbe  other  classes 
of  invention  does  not  afford  a  precedent  for,  nor  does  the  conveuteuco  ot 
the  OtHce  require  it,  so  long  as  the  several  distmct  things  are  not  dif- 
ferently classified.  It  is  true  that  in  several  decisions  of  thb  Office 
(notably  Locxerand  Lippincott)  it  waslicid  Ibat  a  "  comiwdtion  of  matter' 
needs  but  asiiigle  claim.  But  tbe  eonrse  of  reasoning  in  tliose  cases  does 
notjutitif'y  the  conclutiioos  reached.  If  they  are  correct,  it  is  difficult  to 
see  why  tbe  principle  announced  would  not  include  and  apply  to  other 
classes  of  inventions,  Bucb  as  macbitiea.  But  tbe  cases  last  cited  have 
not  l)een  iipproved  and  followed  in  all  cases.  On  the  contrary,  in  the  case 
of  JJiigli  liurffem  (MS.  vol.  21,  p.  362],  my  predecessor,  in  a  well-consid- 
ered opinion,  held  that  several  olaimaou  a  compound  might  bPiDclnded 
in  tbe  same  application. 

It  is  said  that  the  introduction  of  eai^h  additional  ingredient  forms  a 
neiv  composition.  This  is  iu  a  sense  true,  but  imlpably  no  more  so  with 
reference  to  a  composition  of  matter  than  a  macbliie.  Tbe  addition  of 
a  feed  or  guide  to  a  sewing  macliine  to  tbat  extent  changes  tbe  character 
of  tbe  machine,  but  it  is  still  a  sowing -machine..  So  with  the  addition  of 
the  anodyne  in  the  composition  of  matter  under  consideration.  It  is 
still  a  medicine  for  tbe  cure  or  removal  of  callosities,  and,  as  in  tbe  case 
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of  the  sewingr-mfichine,  it  1b  rendered  more  complete  by  tbe  addition  of 
the  element  mentioned ;  and  as  under  the  subcl^sification  of  the  Bo- 
reaa  there  exists  no  obligation  to  divide,  the  composition  with  all  the 
claims  presented  most  be  covered  in  one  and  the  same  application  and 
be  included  in  one  Letters  Patent. 

It  has  been  urged  that  the  applicant  might  go  on  adding  ingredients 
until  he  included  the  whole  range  of  drugs.  In  case  of  a  machine,  it 
may  vitli  egnal  force  be  nrged  tliat  new  devices  might  be  added  ad  libi- 
tum, and  HO  they  might  so  long  as  the  cliaracter  of  tbe  machine  remains 
onchanged,  and  so  with  the  composition  of  matter  under  oonsideratioD. 
After  the  addition  of  each  new  ingrediefat  the  Examiner  will  determine 
whether  the  comiionnd  is  in  character  the  same,  to  wit,  a  medicine  for 
removing  or  curing  callosities.  It  will  not  be  assumed  that  ingredients 
will  be  added  without  reference  to  their  use  or  utility  as  a  part  of  tbe 
enrative  agency  employed.  Certainly,  devices  will  not  be  added  to 
machiuee,or  ingredients  to  compounds,  simply  because  snch  addition  can 
do  no  harm.  If  the  claims,  though  distinct,  cover  asaociiitions  of  ele- 
ments which  contribute  to  the  production  of  a  single  beneficial  resulb 
and  do  not  foil  under  different  classes,  they,  properly  speaking,  cover 
but  a  single  invention,  and  hence  may  be  included  in  the  Rame  applica- 
tion. 

Viewed  in  the  light  of  these  suggestions,  the  case  at  bar  doea  not  re- 
qnlre  division.  The  third  claim  covers  the  compound  in  its  perfect  form, 
the  others  embrace  combinations  t«nding  toward  the  same  end,  iiud  not 
&]ling  under  different  classes.  All  three  of  the  ulniins  nnt  necessary  in 
order  to  fblly  protect  the  iuvention. 

The  decision  of  the  Examiner  is  reversed. 


Ex  Fakte  Bobden. 

D*eidtiJa»>targ  n,  )8B4. 
XO.Q.,  439. 

I.  PUOB  POBUCATIOM— A  DRAWINO  Of  A  PATENT  A  PUBOCATIOM. 

£Ten  TTilhuut  any  duHcrlption,  if  a  pnlilUlicd  drawing  fully  rmd  cleurly  exbibita 
knd  discloDeti  an  luventioD  Bonfrbt  to  be  patented,  It  in  an  adeqaate  and  complete 
leference  of  itself  alone.     It  Is  to  be  consiiierml  at  a  publication. 

S.  JLbamdormskt  bt  Pubuoatioh  Inurks  to  tub  BbmbI'it  or  thr  Public. 

A  BOTfll  tiling,  the  invention  of  a  patentee,  fully  abown  anil  publinhed  in  tb« 
drftwing  of  his  patent,  even  Ihou^^b  nut  belonging  ezcliiaivoly  U>  bim  hs  not  being 
tneladed  In  hii  claims,  and  oven  if  ettopped  fhim  being  st^t  up  in  a  cluini  npon 
laianM,  may  not  be  donated  to  au  individual.  If  tbn  pat«ntee  baa  )o>4  it — if  11  is 
Kbaadoiied— 'it  bM  gone  to  tbe  piiblio,  and  ia  tbe  property  of  tli«  public. 

S.  ApfkaIiS — PEmiNBNCT  OF  A  Rkfrrknck  Afpraladlk  to  Ekaminkrs-in-Cuuf. 

Wbetbei  or  not  ■  reference  cited  by  Ihe  Examiner  is  entirely  ilnrnrczit  from  tbe 

InTontioo  claimed  by  an  applicant  is  a  tiiication  alTecting  tlio  merits  of  tbo  caea, 

and  u  ancb  ia  appealable  in  tbe  flrel  instanee  to  tbe  Ezamiiiers-in-Cbiuf,  and  noi 

to  tbe  Commlvtiouflt  diraet. 
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Applioatiov  of  Georfce  E.  Borden  filed  April  21, 1882. 
Mr.  J.  MeC.  P«rfcJiM,  for  the  applicaut. 

BUTTBEWOHTH,  Committioner : 

This  cme  comes  ai)  on  objection  of  tlie  attorney  to  tbe  citation  by  tfae 
Examiner  of  uertaiu  matter  in  reference — tliat  ia,  as  constituting  a  bar 
to  the  grant  of  a  patent.  In  refusing  the  appliuant'H  elaim,  the  Kxam- 
Iner  dii-ected  attentiou  to  a  certain  CTiiited  States  pdtent,  citing  one 
fignre  of  the  drawing  thereof  as  exhibiting  precisely  the  invention  for 
vhich  a  patent  ia  now  souglit.  Attention  was  alao  directed  to  another 
United  States  patent,  bat  the  qnestioD  is  not  connected  with  the  latter, 
this  patent  having  been  put  into  the  record  merely  to  show  how  tbe 
devices  to  which  the  improvement  of  the  applicant  is  to  be  attached 
act,  the  applicant  not  having  shown  tfae  device  with  full  relation  of  the 
parte  with  which  It  is  to  operate. 

The  objection  appears  to  be  in  the  natuns  of  a  demnrrer,  it  being  ad. 
mitted,  it  seems,  that  the  figure  of  the  drawing  cited  doet  show  the  in- 
TCution  of  the  applicant,  bat  contended  that  the  citation  is  not  legal  or 
proper,  upon  the  ground  that  inasmuch  as  the  description  of  what  is 
Ulnstrated  by  this  fignre  of  the  drawing  vaa  erased  from  tbe  speoiflca- 
tion  as  origiaally  written  and  filed,  the  printed  Bpeeifloation  of  the  pat- 
ent not  containing  it,  the  matter  cited  muist  bo  treated  as  if  exhibited 
In  a  r^ected  and  abandoned  application. 

The  objection  is  bad,  and  the  reasoning,  or  rather  the  ground,  is  mani. 
fe«tly  fallacious.  Because  the  Examiner  alludes  to  language  which  was 
in  the  original  upeciflcation,  the  attorney  insists  that  the  rejection  is  on 
the  erased  description.  This  is  not  so.  Tbe  rejection  is  on  the  graphic 
I  representation  of  the  invention  as  exhibited  by  the  drawing,  and  if 
language  which  was  originally  in  the  specification  describes  the  drawiDg 
as  the  Examiner  sees  it,  it  ia  only  the  more  certain  that  his  eye  is  not 
deceived.  But  even  without  any  description,  if  a  published  drawing 
fblly  and  clearly  exhibits  and  discloses  an  Invention  sought  to  be  pat- 
ented,  it  is  an'adequate  and  complete  reference  of  itself  alone.  It  ia  to 
be  (^jnsHered  a  publication.  A  good,  clear,  and  distinct  drawing  of  an 
invention  is  ahigher  order  of  evidence  of  the  existence  of  the  invention 
than  any  mere  description  thereof  in  words.  Language  in  elastic  and 
may  mislead.  The  most  careftally-considered  language,  in  the  light  of 
snbseqnent  experience,  is  often  found  to  be  ambignons.  But  the  graphic 
representation  or  eml>odiment  of  a  thing,  whether  as  a  drawing  or  pic- 
ture, or  in  tangible  form,  is  unmistakable.  As  to  the  attorney's  re». 
soning,  it  is  not  i>erceived  how  the  Examiner's  citation  can  be  likened 
to  tbe  citation  of  a  rejected  and  abandoned  application.  It  is  true  that 
in  the  Supreme  Court  case  of  Brown  v,  Qmld  (6  O,  G.,  392),  as  inter-' 
preted  by  tlie  Gommieaioner'sdedBioD  in  Rmue  v.  Stoddard  (7  O.  O.,  1C9), 
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which  may  be  the  cases  to  which  the  attorney  refers,  it  is  heltl  that  s 
mere  application  of  ooe  party,  aa  a  rejected  aod  abaodoned  aiiplicatiou 
fbr  a  patent,  is  iiot  a  bar  to  the  grant  of  a  patent  to  another,  and  some 
ollasion  is  made  iu  the  case  of  Brow»  v.  Quild  to  a  certain  r^ected  and 
withdrawn  application  being  merely  part  of  an  abandoned  exijerimeot ; 
bat  there  is  groat  diffurenue  between  the  abandon  moot  of  a  mei-u  appli- 
catioD  (both  as  regards  the  inventor  himself  and  as  regards  otUcra)  and 
the  abaudoDtneut  of  somethiug  in  a  p»teut — between  a  mere  abandoned 
experiment  and  the  ahnndonmeut  of  an  invention.  An  abandoned  ap- 
plication ishidden  in  the  secret  archives  of  the  Patent  OtBce,  and  another 
application  for  the  same  thing  may  at  any  time  be  made  by  the  same 
iDventor  or  by  another  inventor.  Something  abandoned  in  a  piiteut  is 
published,  (a  patent  iu  all  its  parts  being  open  to  pabliu  in8i)ection), 
and  hence  goes  to  the  public.  An  experiment  nhen  abandoned  may  be 
picked  op  and  carried  to  completion  and  to  the  reward  of  a  patent  by 
aoy  individual.  The  public  cannot  be  said  to  have  acquired  anything, 
for  there  was  uo  certain  acbieTement,  no  result,  or  production  to  take. 
Ad  imentioH  when  publiahed  and  abandoned  is  abandoned  to  the  public, 
and  becomes  the  property  of  the  pablio,  and  no  individual  has  the  right 
to  m(»iopoliKe  it. 

The  attorney  argues  that  because  in  the  patent  the  description  of 
the  figure  of  the  drawing  cited  in  reference  is  erased,  and,  under  exist- 
ing interpretatioua  of  the  law  in  numerous  decisions  of  the  courts,  the 
patentee  would  be  estopped  from  claiming  on  reissue  the  matter  erased, 
his  client  shoald  be  allowed  his  claim  to  the  iuventiOD.  It  need  not  be 
oonsidered  whether  the  patentee  would  or  would  not  t>e  entitled  to  a 
reissae  describing  and  claiming  the  matter  shown,  A  norel  thing,  the 
invention  of  a  patentee  fully  shown  and  published  in  the  drawing  of  his 
patent,  even  though  not  belonging  exclusively  to  him  as  not  being  in- 
cluded in  his  claims,  and  even  if  estopped  from  being  set  up  in  a  claim 
npou  reissue,  may  not  be  donated  to  on  individual.  If  the  patentee 
has  loat  it — if  it  is  abandoned— it  has  gone  to  the  pabliu,  and  is  the  prop- 
erlj  of  the  pablio.  It  is  not  easy  to  nuderstaud  how  it  can  be  seriously 
argued  that  although  ata  invention  is  shown  in  a  patent,  because  a  de- 
scription thereof  has  been  canceled  and  the  patentee  is  estopped  ftom 
leissne,  it  should  be  presented  to  some  one  else. 

I  have  refrained  from  considering  the  question  whether  or  not  the 
figure  or  the  drawing  cited  (although,  as  said  above,  it  seems  to  be  ad- 
mitted that  it  does)  really  does  or  does  not  fully  show  the  invention 
of  the  applioant,  or  show  it  at  all,  since  this  is  a  question  going  to  the 
mmts  of  the  case,  and  as  such  is  properly  appealable  in  the  first  in- 
stance to  the  Examinen-in-Chfuf,  and  not  directly  to  the  Commissioner. 
I  only  decide  that  whether  there  be  or  be  not  language  in  the  specifica- 
tion descriptive'of  the  figure;  whether  there  has  been  sach  language 
and  it  has  been  oanoeled,  or  tliero  hag  never  been  any  language  bear- 
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fog  upon  the  figure,  if  tbe  flfrnre  of  the  drawing  cited  adeqoately  dis- 
closes the  applicant's  inventioD,  it  is  a  e^ootl  and  sntBcient  reference 
in  and  of  itself  alone.  Upon  this  point  the  decision  of  the  Examiner 
is  affirmed. 


Opinion  TotroHtna  the  BidHT  of  EarpLOT^a  of  the  Patent 
Office  to  file  an  Applioatio:!  fob  a  Patent. 

86  O.  G.,  637. 

1.  SiCTIOM  480  R.  8.  CONSTRintD. 

Under  Sec  I  inn  480  U.S.  officen  and  einplo.T^H  of  thePntent  Office  an  prohibited 
from  acquiriutc.  direclly  or  fiii1irect1;,ai);  Interest  whatever  id  apatvut,  and  am 
alao  probibiteil  from  fllln)(  an  applieatlon  for  a  patent. 
3.  8a MB— Application  Eviugncx  of  a  Party's  Titlb. 

An  applicnlion  in  (he  eviitence  of  an  applicant's  title  to  the  exelntlve  ritilit  or 
privilege  noiifrbt,  and  Hfnce  he  cmi  acqiiiro'no  ititereit  in  the  tbin^;  llaelf,  to  say 
that  be  might  nevcrtbeleaa  take  stepB  to  eacabliah  his  title  thereto  vronlil  be  to 
prononDce  au  absurdity. 
3.  Sam K— Application  and  Fsi  to  of  Srtiirni[d. 

Applicatioua  filed  in  confravcutton  of  the  atatnto  aaoauatmod  by  thia  deoiaion 
vill  be  rotniued  to  the  party  flitus  the  same,  aud  the  foo  will  also  bo  tetomed. 

DEPAKTMKNT  of  the   iNTEBIOB, 

United  States  Patent  Office, 

Washington,  F^ruary  B,  188*. 
lam  called  npon  to  decide  whether  an  offlcur  or  employ^  of  this 
Bureau  may  file  and  prosecute  nn  Ap)i1ioatloti  for  a  patent.    Section  480 
of  the  Bevised  Statutes  provides  tbnt — 

AH  ofBrers  and  einplnyds  of  thfl  Pnlpn-  OHIoc  rU.;!!  bo  incaiialile,  dnrinjt  the  period 
for  which  they  liold  their  appniutiiiifiitH,  to  acquire  or  take,  dirt-ctly  or  itiAinctly,  ex- 
eei>t  by  inhetltauee  or  bequest,  any  rijtht  or  )ut«Teat  to  any  patent  lasned  by  the 
Offlue. 

That  the  section  just  qnoted  renders  all  ofScers  and  emploj'^8  of  the 
Bureau  iucnpahle  of  ncquiriiit;,  directly  or  indirectly,  any  interest  what- 
ever in  a  patent  is  clenr.  I  iim  equally  clear  tliiit  tliey  are  alike  pro- 
hibited from  tiling  or  prosecuting  an  application  for  a  patent  It  would 
seem  on  its  face  altsurd  to  bold  that  a  party  may  file  and  proseoate  a 
claim  to  obtain  a  right  or  privilege  in  which  lie  is  by  express  prorision 
of  statute  mntle  incapable  of  acquiring  auy  Interest  whatever. 

An  application  is  the  bneis  npon  which  tho  right  to  at  patent  rests. 
It  is  the  evidence  of  applicant's  title  to  the  »eolurive  right  orprivHege 
sought.  But  since  he  can  acquire  uo  interest  in  the  thing  itself,  to  say 
that  he  might  nevertheless  take  atepi  to  establish  his  title  thereto 
would  be  to  pronounce  an  absurdity.  The  reason  upon  which  the  see- 
tion  rests  is  clear.  The  proceedings  of  the  Bureau  in  the  matter  of  con- 
sidering tlie  claituB  of  applicants  are  secret,  and  for  obvions  reasous. 
It  would  be  palpably  unjust  to  allow  those  who,  by  Wrtue  of  their  em- 
ployment, learn  the  nature,  character,  aud  scope  of  an  applicant's  in- 
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vention,  to  enter  the  fleld  as  a  competitor  to  obtiaii  a  patent  for  the 
same  or  a  Bimilar  ioTentioa,  and  especially  when  Hach  officer  or  employ^ 
may  be  charged  with  the  duty  of  passing  upon  the  patentability  of 
the  inreutioa  mentioned  and  described  in  his  competitor's  application. 
Fabliv  policy  and  common  jnstioe  to  the  inventors  of  the  country  who  are 
ptoaecating  claims  for  patents  before  thin  Office  render  it  necessary 
that  the  section  of  the  statute  which  renders  the  officers  and  employ^ 
of  the  Patent  Office  incapable,  during  tlie  period  for  which  they  hold 
their  appointment,  of  acquiring  any  interest  in  a  patent  be  strictly  en- 
foreed. 

Applications  filed  in  contravention  of  the  statote  aa  construed  herein 
wilt  be  retained  to  the  party  filing  the  same.  Of  oonrse  the  tee  will  be 
returned. 

BENJ.  BUTTEBWOBTH, 

Cratmwfjoiwr. 


fix  PlBTB  MATTHKVS  AKD  B1.OE. 

DaeUM  JMUtarf  34, 1884. 

aeO.  Q.,  883. 

1.  BXISBUa— BDI:B  OV  h^OtOB  MORS  BlOID  WHXIT  iNTKiniOK  IS  BR04DBNXD  TSUI 
WHKf  LDUTZD. 

UnmMciDttble  Aalmj  «  b»r  to  nlarnte,  althoaghlt  ii  aonght  to  narrow  knd  ratriot 
the  olklnu;  bnt  the  rule  b*  to  UobM  U  more  rigid  In  oaeei  irheie  appUoant  weki 
t«  broadAD  elalma 
t,  Sbmus— No  LacKU  uitdib  trs  CixotmerAXcxe. 

After  litigation  laattng  twelve  ;ean  the  Saprema  Conrt  of  tlie  United  States  held 
that  tlM  patent  of  Uatthawi  &  Baoe  covered  a  bMader  invention  than  they  had 
a  light  to  claim  ai  new.  Hatthem  dt  Baoe  therenpoo  apply  for  reiiane  with 
oUlma  raatrloted :  Btld  that  they  might  do  ao,  and  that  lix  raonthi  waa  not  ia 
the  partlonlai  oaae  onieaaonable  dehqr. 


Affxal  fhnn  the  Primary  Examiner. 


£  application  filed  October  31, 1882. 
Mr.  R  M.  HunUr  for  l^e  applicants. 

BCTTEBirOBTH,  GOMMIMKHW: 

It  i^)pear8  fh>m  the  record  of  this  case  that  on  November  16,  1869, 
there  was  granted  to  applicants  a  patent  which  contained  one  broad 
eUim,  which  was  snbseqaently— to  wit,  in  1882— by  the  Supreme  Conrt 
held  to  be'  broader  than  they  were  entitled  to.  Within  a  few  months 
after  such  decision  the  reissue  application  under  consideration  was  field 
with  a  view  of  narrowing  the  claim.  The  reissne  contains  severAl 
claima,  each  of  which  is  more  restricted  than  that  contained  in  the 
ortgiiiat  patent}  bnt  whether  they  are  sufficiently  narrow,  in  view  <tf 
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tlie  State  of  the  art  and  the  deoision  of  the  Sapretne  Oonrt  above  re- 
ferred to,  I  am  Dot  at  present  called  apon  to  decide. 

The  question  now  presented  Is  whether  the  dela;  between  the  grant- 
log  of  the  original  patent  and  the  flliufc  of  Ihe  presoot  application  does 
not  operate  oe  a  bar  to  the  reissne.  Tlie  Examiner  holds  that  it  does, 
and  ill  scpport  nf  his  decision  refers  to  a  number  of  cases  decided  by 
my  predecessor  in  which  two  years  lire  indicated  as  the  longest  period 
which  may  elapse  between  the  date  of  a  pntent  and  filing  of  an  applica- 
tion for  a  reissue  thereof.  I  have  carefully  examined  said  decislonst 
and  find  that  tliey  treat  of  cases  in  which  the  object  was  to  broaden  the 
claims,  and  do  not  contemplate  a  case  .where  the  pnrpose  is  to  restrict 
or  narrow  them. 

Section  1916  of  the  Bevised  Statntes  provides : 

Whenever  bdj  patent  is  )i)op«r*tlveoiinTnlidby  reaaoD  of  »  defootire  or  Inanffl- 
«leut  Bpeolfloation,  or  hj  mamd  of  the  patentee  oUliuing  m  hie  nini  liivratlon  or  d» 
wverj  mart  than  be  hnd  »  rigbt  to  claim  M  neir,  •  ■  •-  the  CommlHtonu  tlutU, 
on  tlie  BatTender of  sQch patent,  *  •  •  cBOManewpatent  fartheaametovonttait, 
■     ■     *    to  be  iwnsd  to  the  patentee. 

In  oonstraing  this  section  the  courts  bave  of  late  decided  that  a  re- 
issue for  the  purpose  of  enlarging  the  claim  is  not  in  terms  provided  for 
therein,  and  that  though  in  a  case  of  undoubted  accident  or  mistake  a 
reissue  onring  the  defect  resulting  therefrom  may  be  permitted  under 
the  general  provisions  of  the  law,  yet  in  each  ca^erelief  must  be  speed- 
ily applied  for.  {Miller  v.  Bridg^ort  Bra»$  Oo.,  21  0.  G.,  49.)  But  in 
the  same  decision  the  oocrt  hold  that  the  statute  in  terms  anthoriced 
a  reissne  for  the  correction  of  errors  in  the  description  and  for  tbe  par- 
pose  of  narrowing  tbe  claim,  and  suggest  that  a  reissue  ma;  be  proper 
in  such  cases  after  a  longer  delay  than  would  be  snfflotent  to  bar  a  re- 
issue for  enlargement.  An  examination  of  the  decisions  upon  thequea- 
tioD  of  reissue  will  disclose  the  tact  that  the  mte  which  suggests  that 
laches  on  the  part  of  the  applicant  Justifies  n  rBJection  of  the  application 
has  generally  been  applied  when  the  end,  aim,  and  pnrpose  were  to  en- 
large and  broaden  the  claims,  I  do  not  mean  to  say  or  snggest  that  a 
party  may  not  be  guilty  of  such  laches  as  wnuld  bar  an  application  for 
reissue  even  when  it  is  for  the  piir])ose  of  restricting  the  claim,  but 
merely  indicate  that  the  courts  hold  applicants  who  seek  in  a  reissne  to 
broaden  or  enlarge  their  claim  to  a  mncli  more  rigid  rule  than  in  cases 
where  the  reverse  is  true,  and  for  reasons  which  are  obvious. 

There  is  no  case  reported  which  decides  the  question  as  to  what  is 
unreasonable  delay  in  applying  for  a  reissue  for  the  purpose  of  restrict;- 
ing  or  narrowing  the  claim ;  but  the  decision  already  referred  to  will 
still  be  useful  in  guiding  to  a  right  conclusion  in  this  case,  as  the  qaes- 
tioQ  of  the  effect  of  laches  is  to  be  considered. 

Section  1932  of  the  Revised  Statutes  provides  in  substauce  that  a 
party  upon  disclaiming  any  defluite  part  of  a  patented  invention  may 
maintain  a  suit  for  such  other  part  of  the  invention  as  is  Justly  his  own, 
provided  he  hag  not  anreaaonably  neglected  to  file  the  disclaimer.    This 


DECISIOl^B  OP  THE  COUUiaaiOItEE  OF  PATENTS.  16 

sectfoD  and  section  4916,  b«injT  \npari  materia,  mnBt  be  cnnstnied  to- 
gether. Tlie  Utter  section  pmrlilea  that  whenerer  n  patent  is  <*  inop- 
erative or  iuvalid  by  reason  of  *  *  *  the  patenteu  claitcinK  as  his 
own  invention  or  discovery  more  titan  he  had  a  right  to  claiia  as  new, 
*  *  *  the  Comiuissiouer  shall,  on  sniTenderof  auch  patent,"  &e.; 
while  the  former  section  provides  that  he  inny  maintain  enit,  &e.,  on 
■ach  part  of  a  patent  as  in  his  onu,  if  he  ha»  not  unreanonably  neglected 
to  file  the  Aiaclamer.  Under  thexe  sections  it  is  clear  to  my  mind  that 
nnreaaonable  delay  in  filing  a  diaclnimer  of  the  parts  of  the  invention 
to  which  the  patentee  was  not  entitled  wonld  bar  the  refasue.  The  snr- 
render  of  a  patent  with  a  view  of  narrowing  the  claims  is  in  effect  a  dis- 
claimer of  all  contained  in  the  orignal  claim  in  excess  of  what  is  de- 
manded in  the  reissne  application,  and  tbe  same  rule  wonld  apply. 

In  November,  1860,  a  patent  was  issned  to  applicants,  by  which  it 
appeared  the  tribunal  duly  authorized  toadjadicatenpon  thatqoestion 
b^  determined  that  the  patentees  named  in  said  patent  were  entitled 
to  have  all  the  claims  mentioned  and  recited  therein.  The  patent  vested 
in  tbem  prima  faeie  the  ezclnaive  right  to  make,  nse,  and  vend,  &c.,  the 
thing  as  mentioned  and  described  in  their  several  cluims,  and  antil  the 
right  80  vested  was  modified  or  annulled  by  a  competent  tribanal,  in  tbe 
absence  of  proof  to  the  contrary,  we  must  presnme  that  the  patentees  be- 
lieved they  were  entitled  to  all  they  claimed.  They  had  so  sworn,  and 
the  examiner,  who  was  by  law  charged  with  the  determination  of  that 
question,  had  so  fbnod,  and  the  contract  (patent)  hwX  been  written  in 
oontonnity  to  the  finding.  The  Supreme  Ooart  modified  the  contract, 
and  said  the  patentees  claimed  and  were  allowed  more  than  they  were 
entitled  to,  and  refused  adecree  in  their  favor.  The  conrtin  fact  found 
the  claims  wereftrooder  and  covered  more  than  the  patentees  had  a  riglit 
to  daim  as  new.  The  Conrt  did  not  draw  the  line  definitely  botwifun 
that  which  the  applicants  might  and  that  which  they  might  not  hHve 
claimed,  and  whether  they  would  havesnataineil  the  patent  if  narrowed 
to  the  extent  now  presented  in  the  application  for  reissue  I  am  not  at 
present  called  upon  to  decide. 

The  suit  seems  to  have  been  pending  in  the  courts  for  over  twelve 
years,  daring  which  time  we  mnst  suppose  tbe  public  were  payjng  trib- 
ute as  if  the  patent  were  valid.  The  pateutceK  have  been,  in  accord- 
ance with  what  tbey  eapiK>sed  to  be  their  strict  legal  right,  exacting 
tribnte  where  none  was  due.  The  Supreme  Coiirt  having  determined, 
if  not  the  limit  of  applicants' legal  rights,  atlcust  that  those  thereto- 
fore ehjoyed  nnder  their  patent  were  excessive,  they  come  and  ask  this 
bureau  to  review  its  former  action,  and,  iu  the  light  of  the  decision  re- 
ferred to,  grant  a  reissue  for  such  claims  as  they  allege  might  properly 
have  been  secured  under  their  original  application. 

The  decision  of  the  uonrt  was  in  Mlarch,  1882,  and  application  for  re- 
issue was  filed  in  Uotober  of  the  same  year.  From  what  date  shall  we 
regard  the  lapse  of  timet    Tbe  issuance  of  the  surrendered  patent,  or 
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ftom  the  date  of  the  deoisioii  of  the  Sapreme  Ooart  by  whicb  the  appli- 
cants were  adjudged  to  have  claimed  and  been  allowed  more  than  they 
were  entitled  to  t  There  are  some  oases  direotly  iu  point,  viz:  (yReiUy 
V.  Mnrae  (15  How.,  62)  and  Tuck  v.  Bramhill,  (3  Fish.,  400).  In  the 
former  cnae  the  Supreme  Court  held  that  it  was  not  tmreaaonable  neg- 
lect to  Hie  a  disolainior  after  the  court  had  held  the  claim  to  be  too  broad, 
and  the  same  doctrine  is  announced  in  the  latter  case.  If  these  deoia- 
ions  nre  to  serve  aa  guides,  and  they  most  antil  modified  or  reversed, 
or  the  rule  they  prescribed  is  changed  by  statutory  enactment,  I  mast 
hold  applioaiits  to  be  in  time,  though  it  may  be  doabt«d  whether  the 
delay  of  several  months  is  excusable. 
The  decision  of  the  Examiner  is  overruled. 


Ex  Pabie  Ola&eb. 

Dftided  FOntart  6, 1684, 
S6  0.  0.,  eS4. 

An  appUcMtloQ  wm  Bled  December  11,  IHSi,  oerUin  elnlma  of  whEoh  were  pnt  hitw 
ioterfereuce.  Uocler  Bale  135  matter  not  in  interftrenoe  waa  iritbdrawn  from 
thefint  aud  made  the  boaia  of  a  aecond  application,  upon  which  aeeond  appli- 
oatiuD  a  patent  was  granted  Febniar;  SO,  1883.  Bald  patent  contained  a  dis- 
claimer ooverlug  all  featarea  ahown  but  not  claimed  therein,  and  alao  a  olanae 
IMorriDj;  the  rigbt  to  claim  anoh  featurea  in  an  application  filed  prfiTionalf. 
Daring  the  pendency  of  the  flnt  application,  and  after  the  patent  had  iaatied 
on  the  second,  a  third  application  traa  filed  with  olaima  oorerliig  the  matt^ 
desuribcd  in  both  the  first  appliontion  and  the  patent.  Beld  that  under  the  oir- 
cnmstniices  the  third  must  be  regarded  aa  a  division  of  the  flrat  application,  aod 
therefore  the  invention  claimed  Id  the  latter  cannot  be  deemed  to  hare  bowi 
abuudoned  by  reiison  of  ita  being  deaoribed  In  the  patent, 

Keither  of  the  applications  above  referred  to  ahould  be  allowed  nntll  amended  ao  aa 
to  dUcIuim  the  Invention  ahovrn  but  not  claimed  therein,  with  propar  mom- 
reference  to  the  applLoation  in  which  SDob  claim  1*  made. 

APFGix  &om  the  Primary  Examiner. 


AppLirATiON  of  Willard  A.  Clarke  filed  Maroh  12, 1883. 

Metsra.  Doubleday  4&  BlUa  for  the  appellant. 
BUTTERWonrn,  Commit$ioiier : 

This  is  an  nppenl  from  the  decision  of  the  Primary  Examiner  holdia)^ 
that  the  subject-matter  of  tUe  itpplication  has  been  dedicated  to  the  pab> 
lie  by  reason  of  its  appearing  in  a  patent  previously  granted  the  appli. 
cant,  but  whicb  did  not  contain  a  claim  thereto).  Clarke  filed  an  appli> 
cation  December  11, 1382,  certain  claims  of  which  were  put  Into  Inter- 
feience  with  an  application  filed  by  another  party.  Under  Bole  12S, 
Clarke  withdrew  matter  not  hi  interference,  and  made  it  the  basis  of  a 
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Mcouil  appllcattou,  filed  Janaaiy  23, 1883,  which  was  patented  February 
20, 1883.  Id  tbia  patent  is  a  diaclaimcr  coverine^  all  features  Dot  thereia 
cUimed,  and  a  olanae  reservJDg  the  right  to  claim  such  teatnres  in  an 
application  filed  prei'ionsly. 

On  March  13, 1883,  Clarke  filed  an  application  in  vhioli  he  daimed 
matter  abowii,  described,  and  diaclaiued  ia  the  aforesaid  patent  vhicb 
was  contained  also  in  a  reseiratioD  clause.  The  question  is,  May  he 
pn^terly  claim  in  tliis  third  application  the  matter  diBclaimed  and  re- 
i«rred  aa  above  set  forth  T 

Id  all  the  decioions  which  have  been  cited  against  the  allowance  of 
Clarke's  third  application  the  general  proposition  announced  is  that  a 
party  cannot  claim  In  a  second  application  matter  shown  and  described, 
bat  not  cbumed,  in  a  patent  previonsly  granted  to  him.  But  in  eaiih  of 
tbeae  cases  it  will  be  observed  that  when  the  second  application  was 
pending  at  the  same  time  with  that  npon  which  the  patent  was  based 
the  rale  vas  held  not  to  apply.  Glarhe*8  flnit  and  second  applications 
were  pending  at  the  same  time,  and  when  the  patent  upon  the  latter 
was  grante<l  it  contained  (in  compliance  with  Bute  12)  a  disclaimer  of 
matter  shown,  bat  not  olaimeil  therein.  It  contained  also  a  reference  to 
tbe  first  application,  in  whieh  it  icua  embraced.  Under  these  oiroam- 
xiancea,  there  can  hnrdly  be  a  doubt  that  uudL>r  the  rules  iiud  the  deeiaious 
irtfiitioued  tbe  matter  now  claimed  in  the  third  could  be  cliiiined  in  the 
Hnt  application.  But  Airthermore,  in  Singer  v.  Brauntiiorf  (7  Blatchf., 
.Wl)  it  was  expressly  decided  that  where  two  applications  were  pemling 
limniluneonHly  »  patent  grtuitetl  ui>on  one  of  them  which  sliowed  and 
derMrribM  bat  did  nut  claim  a  certain  inventiou  did  not  invalidnte  a  »ee- 
*i>iii  paUnt  based  upon  the  other  application,  and  in  which  cliiiins  to 
Miid  invention  were  introdui;edHab8eqaently  to  the  iasumico  of  the^r«( 
patent,  and  to  the  same  effect  is  the  decision  of  my  preilecettsor  in  ex 
parte  Emerson  (C.  D.  1880,  143).  Instead  of  making  tliesu  claims  in 
the  first  application  (as  we  have  seen  he  might  huve  dune),  the  applicant 
elected  to  take  the  matter  fhim  said  applioation  and  present  it  in  a  third. 
There  Is  no  objeotioa  to  this  coarse,  and  it  is  one  of  common  practice. 
The  thinl  application  simply  stands  in  lien  of  the  flrft  to  tbe  extent  of 
cho  matter  snbtracted  fh>m  the  latter.  In  other  words,  it  Is  a  division 
of  the  first  application. 

Abandonment  or  dedication  to  the  public  cannot  be  urged  against 
the  tbird  application  unless  it  can  be  against  the  first.  This  pioiiosi- 
tiou  involves  n  familiar  principle,  and  hardly  needs  tlie  citutiun  of  na- 
tfaorityioitssnpiwrt;  hat  tiie c&ae  of  Smith  v.  Gooilj/ear  Dental  Vulcanite 
f.Vimj»M]r  (11  O.  U.,  240)  may  be  mentioned  as  in  point.  'Ihu  yujiieme 
Court  in  that  ciise  held  that  a  second  application  for  the  ouine  invention 
tiled  during  the  pendency  of  the  first  inuttt  be  re;;anled  tm  a  cuntinuu- 
lion  of  the  hitter,  and  though  public  use  lor  live  youra  livfui-e  the  Uling 
of  the  siMiond  application  wus  proven  tliu  iiiventiuu  wad  nut  abandoned. 
1  therefore  oaniiot  adopt  the  views  of  the  Examiner  in  holding  that  tbe 

Q!t7:t  v<T 9 
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invention  claimed  in  the  third  application  baa  been  dedicatnl  to  the  pab- 
lie.  The  ExamineriaiDstruoted, however, tbatneitberapplivatioD  should 
be  allowed  tiiilil  amended  so  as  to  disclaim  the  InreuTion  shown  bat 
Dot  claimed  theieio,  with  proper  oross-reference  to  the  application  in 
which  such  claim  ia  made. 


Ex  Pabtb  Dsiaiina. 

i>MMNl  Monk  19,  UBi. 
fieO.0.,  I30r. 

No  matter  whetlisr  m  inTSDtor  U  »  ptoneer  Id  hJi  line  or  not,  he  Monot  make  a  valid 
olaim  the  aeope  of  whioli  ia  ao  extenaive  aa  to  inotnde  meana  aabataDtlall;  dlf- 
ferent  Aom  thoae  deaerlbed,  even  though  the  nuue  reaalt  ma;  be  piodnced  by 
anoh  dUbrenl  meani. 

An  inventor  may,  however,  employ  langaage  anflBcieoiiy  oonpreheoalve  to  iuclnds 
colorahlB  variationa  of  hla  Inveniiou,  mechanical  eqaivalenta  thereof,  and  (if 
the  atate  of  the  art  will  Jaatify  it}  modlBcatlona  differlog  la  form  hnt  eniliodj- 
ing  the  same  prinoipiea. 

Claima  which  depend  npon  anoh  woifla aa  "meana"  and  "meebauiam"  to  axpraa* 
theii  patentable  difference  over  the  prior  atate  of  the  art  are  too  broad. 

And  it  ia  uot  auffloleot  that  the  claima  oontain  worda  of  leferenee  to  the  epeeiflcatloa 
where  the  invention  la  deacribcd,  for  noder  the  statute  It  la  the  ajflce  cf  tta 
elalat  to  net  forth  apeclflcally  and  definitely  the  actual  Inveatioo  covered  bj 
the  patent. 

Affeai,  from  the  Primary  Examiner. 

APPUOATION  of  Bernard  Demming  filed  June  22, 18S3. 

Meuri.  Baldwinf  Hopkim  A  Peyton  for  the  applleaut 
BVTTEBVOBTS,  ConmUtiowr: 

Three  claims  are  preeented  in  this  ease,  which  are  as  follows : 

1.  The  combination,  anbatantially  h  aet  forth,  of  a  IocIe,  bolt,  tnmbler  or  tnniblera, 
a  dog  or  dog*  for  looking  one  or  more  of  the  tnmblt>is  la  anaboonualpoaltidn  when 
it  haa  been  moved  paat  the  proiwr  point  to  peiuiit  the  movement  of  the  bolt,  aod 
meana  for  aetlng  dlreclly.Dn  the  dog  or  doga  with  the  key  to  reatore  the  lock  to  Ita 
normal  position. 

8.  The  combination,  inbatantially  aa  aet  forth,  of  the  bolt,  the  pivoted  tnmbler  oi 
tomblera  nolohed  on  tbeEr  rear  ends,  and  dt-tents  or  Aogfi  which  engage  witb  one  or 
morn  of  tba  tomblers  when  ihey  are  moved  past  the  pro|>er  point  to  permit  tbe  paa- 
tageof  the  l>olt,  and  tbeextcudeil  enda  of  the  doga  b;  which  the  doga  may  be  UutiWB 
ont  of  engogemeut  with  the  tuiiiblcn  aa  describiHl. 

3.  Tbeconihinattoo,  snbBtiiutially  aa  net  foi1h,  ofa  luck,  bolt,  tumbler  or  tnmbleia, 
a  detent  or  detenta  for  locking  one  or  more  uf  tbe  tumbtara  in  an  abuonnal  ]ioaltlon 
when  it  haa  been  moved  past  the  proper  point  to  penult  the  muveti  ent  of  the  bolt, 
and  metliauiam  by  which  the  detents  may  be  aoled  directly  upon  and  tripped  by  th« 
propel  key  only. 

Of  these  claims  only  the  first  and  third  are  involved  iu  this  appeal 
Tt..  «)».»  -lot—  .1 ,. .L ,T- .- ..  .  .  '*.    ,  ..t .  .  <,  :  ., 
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on  tbe  dog  or  dogs  with  the  key  to  restore  the  louk  to  its  normal  iiosi' 
tioD  "  to  expreHs  its  patentable  difference  over  the  prior  state  of  the 
art.  Were  it  uot  for  such  vords  said  claim  would  be  subatautially 
answered  by  a  British  patent  cited  in  reference.  The  words  "mechan- 
ism by  which  the  detents  may  be  acted  directly  upo»  And  tripped  by  tbe 
proper  keg  only  '*  are  employed  to  distiaguish  between  the  combinatiou 
covered  by  tbe  third  claim  and  said  British  patent. 

An  examination  of  the  description  and  the  drawings  of  the  appliea- 
tion  shows  a  certain  specific  mechaoism  which  acts  directly  iu  ctmjanc- 
tioQ  with  the  proper  key  (and  can  act  with  no  other  form  of  key)  for 
tripping  the  dogs  or  detents  and  permitting  the  tumblers  to  retom  to 
their  normal  position,  A  portion  of  snch  mechanism  is  definitely  ex- 
pressed io  tbe  second  olaim  by  the  words  "  extended  enda  of  the  dogs  "  ; 
bot  the  first  and  third  claims,  as  we  have  seen,  use  each  vRgue  and  in 
definite  terms  as  '*  means  "  and  "  mechanifim,"  with  no  limitatioa  except 
the  fitnction  or  result  intended  to  be  performed  or  accomplished. 

If  oonstmed  literally,  the  portions  of  tbe  ifirst  and  third  claims  npon 
which  they  depend  for  novelty  embrace  all  coustmction  or  arrange- 
menu  whereby  a  certain  desired  resalt  cau  be  attained,  and  if  allowed 
and  npheld  would  involve  a  departure  from  the  settled  practice,  which 
very  properly  restricts  a  claim  to  tbe  particnlar  device  mentioned  and 
described  or  its  palpable  equivalent 

The  limit  to  tbe  scope  of  a  patent  wliicb  may  be  obtained  by  an  ig- 
ventor  is  clearly  preaoribed  by  the  Sapreme  Court  in  (/Keilly  v.  Morto 
(15  Howard,  62).    They  say : 

Wboavsr  diaeoven  Ibftt  *  enCaln  umAiI  iMolt  will  be  prodacsd  In  aay  ftrt,  ma. 
«hiiMr  mwiDfkctiire,  or  compoaltion  of  matter  by  the  me  of  oertai*  msiim  is  eDtitlod 
to  •  patent  Jbr  U.  *  '  '  1'he  patent  coDfeta  oa  him  the  eiolueWe  right  to  use  the 
■B»nt  k»  «^ac(JfM  to  prodnoe  the  rraalt  or  effuct  he  describea,  &ad  noAing  m«ra,  wtd  it 
■akM  BO  dtSereDM  In  tbla  teapect  whether  the  effect  Is  produced  by  chemioal  agencj 
or  oomulDAtioa,  or  by  tbe  application  of  diacoveriei  or  principles  in  natnral  phlloe* 
ephj  kuown  or  nulinown  before  his  inventioD,  or  by  machiuerj-  actiug  altogether 
npoB  inc«bMiical  priueiplea.  la  either  case  he  mnst  desoribe  the  nianni.'r  and  pro- 
eaM  ae  Above  raentioDed  and  the  end  it  acoompllthes ;  and  any  one  may  lavrftally  aa* 
eoapllah  tbaaameend  wijliont  tnfHnging  the  patent  if  be  uses  wtMUt  inlttan^llg 
dffcTMl^M  tkoteimeribti. 

And  in  TUshman  v.  Proctor  (19  O.  G.,  869)  the  same  court  quote  tho 
language  used  i&  O'Reilly  v.  Moree  above  recited,  and  then  say : 

It  MeniB  to  ni  that  thii  clear  and  exact  aommary  of  the  lair  affords  the  key  to  al- 
atoat  evary  oaae  that  ean  ariae. 

Tbis  latter  case  was  decided  so  recently  as  in  1881,  and  therefore  ia 
the  more  valuable. 

It  follows  from  these  decisions  that,  no  matter  whether  an  iuventw 
U  a  pioneer  iu  bts  line  or  not,  he  cannot  make  a  valid  claim  the  scope 
of  which  is  so  eztenuire  us  to  include  "  meaus  substantially  different 
from  those  described,"  even  though  tbe  same  result  may  be  produced 
by  ineh  ''different"  means.    He  is  not  entitled  to  cover  every  means 
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for  effecting  the  exact  purpose  bis  InTeotion  is  desif^oed  to  acoomplub. 
<aee  Burr  v.  Duryee,  1  Wall,  631 ;  Cate  v.  Brown,  3  Wall.,  230;  MarA 
V.  Dodge,  Fiaher,  503,  and  others.)  By  the  foregoing,  hovever,  it  is  not 
meant  that  an  inventor  may  not  employ  language  snfflciently  compre- 
hensive to  iuchule  colorable  variations  of  his  invention,  mechanical 
equiraleuts  thereof,  and  (if  the  state  of  the  art  vill  justify  it)  modifi- 
cations diS'ering  in  form,  but  embodying  the  same  principles,  for  this 
be  may  properly  do  vithout  coming  in  conflict  with  the  rule  annoanoed 
l)y  the  courts. 

In  the  first  and  third  claims  of  the  present  applicatiou  the  terms  em- 
|iloyc<l  to  define  the  gist  of  the  invention  are  too  broad.  They  cover 
not  only  variations,  equivalents,  and  modifications  of  tbe invention  de- 
scribed, but  also  "  means  substantially  diff6r«Dt "  therefrom,  if  snob 
«lioultt  in  the  future  be  invented.  Indeed,  the  cWms,  having  specified 
the  desired  resnlt,  indicate  a  purpose  to  monopolize  everything  that  can 
accomjilisL  such  result.  It  may  be  urged  because  the  specifloation 
clearly  describes  a  particular  mechanism  for  effecting  the  result,  and  the 
claims  specil'y  "  means  "  and  "  mechanism,"  and  contain  words  of  refer- 
ence to  the  specification,  that  the  courts  would  constme  them  by  the 
«peciflcatiou  and  snstain  them.  It  is  true  the  courts  have  been  very  lib- 
«ral  in  this  respect,  and  have  in  seme  instances  upheld  patents  contain- 
xig  claims  of  a  similar  character,  but  even  then  they  have  commented 
tiiifavorably  upon  the  form  of  the  claims. 

In  the  case  of  Caae  v.  Broum,  supra,  the  Supreme  Court  says : 
WeliavehwloccisioQ  torematkin  a  laM  cub  (Burr  v.  Jtirgee,  1  Wall.,  535;  m« 
x-ilsu  UoComtiek  v.  TaleotI,  20  How.,  405)  on  tliis  new  art  of  expaiidlug  niachf noa  lata 
tpajiy^Dta  for  a  iiio<)e  of  o{ieratioD,  »  fuuctiou,  a  principle,  an  eftMt,  or  ramll,  ao  thai 
lli,\  aa  equivocal  uw  of  the  tetiii  "ciiuivaleat"  a  pateiitee  of  an  improvad  maehina 
viiMy  HU|t|>TeiM)  all  further  improvemeutD.  U  is  out  Dsceasaty  a^aiu  to  espoae  tha  fal- 
lacy of  the  tirgainents  by  which  these  attenipta  aie  aoDght  to  be  aapported,  tkcugk  w 
cannot  hinder  thtir  reprlUion. 
In  Merriil  v,  Yeomant  (11  O.  6.,  972)  the  8ame.court  says  ^ 
'rh«  developed  and  improved  conditiou  o{  the  patanC  law  and  of  the  prinolplea 
'w'hich  govern  the  eichiaive  rightti  conferred  by  it  leave  iioezcuae  for  ambigaooalaa- 
;^uag«  or  Tague  deitcriptious.  The  public  should  uot  be  deprived  i>f  rights  sappoeed 
ro  iHsloDg  to  it  without  being  clearly  totil  what  it  \e  that  limits  theae  rights.  Tb« 
geaioBof  the  invcDtor  coDHtantly  makiug  improvemenla  in  exiHtiug  patents,  a  pro- 
cess which  gives  to  the  patent  dyHtem  its  greatest  vatne,  should  not  be  restrained  bj 
4'4i0««'and««i{rjiiiiledoscriptioiia  of  claims  in  SKlsliug  patents  from  the  salatarj  and 
ueceaaary  rigbts  of  .improving  on  that  which  has  already  been  invented? 

Without  citiog  otber  cases  in  which  the  court  used  similar  langoage, 
I  may  add  that  it  is  clear  the  allowance  of  claims  of  the  character  under 
coutuderatiuu  &ud»  uo  favor  whatever  with  the  Supreme  Ouurt,  and  is 
in  terms  condemned,  which  indicates  the  purpose  of  the  court  to  re- 
/juire  that  the  cluimu  ^hall  be  so  framed  as  to  point  out  distinctly 
.Hiid  uni-guivocully  the  actual  invention,  and  uot  resort  to  the  specifioa- 
'  tton  to  limit  or  extend  the  scope  of  the  claims.  I  am  cunllrmed  iu  this 
«'iew  by  observing  tUe  course  ofilhe  decisiuna  of  the  Supreme  Ooort  In 
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the  last  few  .veare  in  regard  to  reissues,  and  also  by  their  ruling  ia  the 
uase  of  Lekigk  Valley  Railroad  Company  \:  Mellon  (20  O.  G.,  1881).  At 
any  rate,  this  should  be  the  practice  of  tlie  Patent  Office.  It  is  uot 
safBoient  aoder  the  statute  to  merely  set  forth  an  invention  in  the  de- 
scription,'bnt  it  must  be  supplemented  by  a  specific  and  well-deflncd 
«lMm  to  Uie  part,  impFovement,  or  combination  wbich  the  inventor  re- 
gards as  hia  property.  The  pnrpose  of  the  description  is  to  desciibe 
the  manuer  of  making,  constractiiig,  and  naing  the  invention,  while 
the  office  of  the  claim  is  to  define  and  accurately  describe  it. 

The  Examiner  will  be  governed  Id  this  and  similar  cases  by  the  sng- 
geetiona  contained  herein. 


FiX  Parte  Debba'. 

Deddtd  Marek  13,  1884. 
96  0.  O.,  1206. 

AtwodonmeDt  of  an  itiveuttoD  it  not  to  be  pTMamed  from  tUe  faot  that  it  ia  ahoirn  and 
deacribed,  though  not  t»clinjcallr  claimed,  in  a  patent,  If  tliere  ia  conpled  vith 
■ncli  detcriptipn  and  diiiclairaer  a  notice  and  reservation  of  the  right  and  decla- 
ration of  the  pnrpose  to  claim  anch  inTention  in  a  aabaeqiient  application,  which 
is  ia  fact  tiled  with  reamnahle  dtligence. 

Kx parte  Re\«  (O.  O.,  \o\.  •£>,  p.  113)  overrated. 

The  Dotire  and  reservation  mentioned  above  must  be  followed  by  diligence  in  tillnK 
an  application  for  such  invention.  Each  da]''B  delay  tends  to  prove  abandon- 
ment, and  is  at  the  peril  of  the  applicant.  Both  the  law  and  public  poHrr  de- 
mand vigilaoce. 

It  ia  not  intended  to  sanction  Ihepraeliet  of  incorporating  in  piitents  declarations  of 
rBaervatioD  of  parlicnlnr  luventions  uot  claimed  therein.  Such  tiractice  is  of 
dodbtfiil  praprietf,  and  onght  only  to  be  permitted  in  exceptional  cnsesand  on 
oonalderations  not  diacneaed  in  this  decision. 

Whore  an  Invention  is  described,  bnt  not  claimed,  tn  a  patent,  and  no  notice  of  an  in- 
tention to  claim  it  in  a  subsequent  application  ia  contained  therein,  if  the  iii- 
ventor  Ujnatl;  entitled  to  claim  such  invention,  and  has  Inadvertently' omit teil 
to  inaert  it  in  his  patent,  the  appropriate  remedy  is  a  reiasue,  and  not  a  anbse- 
qaenl  application.  Rule  91  authorizes  this  course,  and  it  is  aiiBtained  \iy  the 
deeUona  of  the  OStce  and  the  oonrts  in  caaes  where  application  is  made  nith- 
oat  onieaaouable  delay. 

Afpeax  from  Primary  Examiner. 

APPLICATION  of  George  MeC.  Derby,  filed  June  20,  IS83. 
Mea»ra.  Po  e,  EUgeooj^b  ■£  Batler  and  Mr.  F.Jnnnut  for  the  applicant. 
BuTTEttwOETH,  CoMmisstontr : 

00  May  20,  1883,  there  was  granted  to  applicant  Patent  No.  278,517- 
The  s[»eciflcRtiou  of  said  patent  contains  the  following  paragraph. 

1  do  not  herein  broadly  claim  a  tubular  rock-drill  nttnched  lo  a  tubular  shank,  iu 
■Mrabinalioii  withuicrlmnlHui  forcommunicatinj;  a  posilivc  to  ami  fro  motion  thereto, 
mad  for  forcing  n  Hlrcain  of  air  oa  water  tberbthrongh,  as  I  canteiiiplate  embodying 
tfce  Hune  iu  an  appllcatinn  to  Iw  hereafter  tiled  by  me. 
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Tt7ciit}'-t\ro  days  after  the  grant  of  the  patent  fthovA  meotioDed  tiie 
prciitiDt  api>]icatioD  was  Bled.  It  coDtnhis  two  claims  coreriog  the  in- 
Yciition  shon-n  and  described  in  said  pateut,  but  not  olHimed  tberelD. 
TLu  firut  of  these  claims  is  in  substance  identical  with  the  disclaimer, 
vhiuh  is  coupled  with  notice  and  reservation  contaiued  iu  said  pateot; 
but  the  second  is  for  a  different  invention,  and  more  nearly  resembles 
the  second  claim  of  said  pat«nt,  but  is  much  bronder.  The  Examiner, 
following  the  case  of  ex  parte  Rohn  (U.  G.,  vol.  22,  p.  113],  rejected  both 
the  claiins,  because  their  subject-matter  "was  shown  in  a  patent  pre- 
viously granted  to  applicant."  tJndonbtedly  applicant  bad  shown  the 
subject- mattef  of  both  these  claims  in  the  patent  granted  to  him  as 
aforesaid  without  making  technical  claim  thereto:  but  there  is  indi- 
cated a  purpose  to  do  so  in  a  subsequent  application,  which  has  now 
been  filed  and  is  before  me,  and  the  question  presented  ia  whether  ap- 
plicant is  debarred  from  having  his  claim  allowed  by  reason  of  the  facte 
horeiiibcfore  recited.  In  other  words,  what  effect  does  the  description 
anil  sliuwing  of  the  device,  the  disclaimer,  reservation,  and  notice  con- 
tained in  the  patent  granted  have  upon  his  right  to  prosecute  an  ap- 
plication containing  claims  to  said  device  so  a«  aforesaid  in  aaid'patent 
mentioned,  shown,  described,  and  disclaimed  iti  connection  with  reser- 
vation of  right  and  notice  of  purpose  to  claim  said  invention  in  snbse 
tjnont  application! 

Section  48S6  Elevised  Statutes  provides  that — 

Any  p«t80ii  n-hu  has  iDvratFd  or  discoTeted  any  uew  ami  useful  art,  macliine,  man" 
nfacture,  or  compoiiitioD  of  mattor,  or  any  new  nnd  useful  imiirovement  thereof,  no* 
knovru  01'  until  by  otbera  in  t'aia  country,  Bud  not  prLtenled  or  deacribod  in  any  ))Tinted 
publicatJuD  iu  this  or  any  foreign  country  before  bin  iuvontion  or  distovery  thei«of, 
and  not  in  public  aae  or  on  aale  for  more  than  two  yuara  prior  to  tiib  application, 
aoleas  the  stuno  is  fonnd  to  have  been  abandoned,  may,  upon  payment  of  (h«  fbw 
required  by  law  and  other  due  prooeedlugH  had,  obtain  a  patent  therefur. 

The  applicant  has  invented,  so  far  as  appears,  a  new  and  usefal  im- 
provement in  machines  for  drilling  rocks.  It  is  not  shown  that  hia  in- 
vention was  "  known  or  used  by  others  in  this  country,"  or  "  patented 
or  described  in  any  printed  publication  in  this  or  any  foreign  coantr>' 
before  his  invention  or  discovery  thereof  ^'' nor  is  it  shown  that  such 
invention  was  in  "  public  nse  or  on  sale  for  more  than  two  years  prior 
to  his  application." 

He  has,  therefore,  satisfied  the  conditious  proscribed  by  the  stalnte, 
unless  it  is  shown  that  said  invention  baa  been  abandoned.  Has  tliat 
bet'U  shown;  and  if  so,  bowl 

It  is  a  well-settled  principle  that  abandonment  is  not  to  be  presumed. 
It  niustbe  affirmatively  established  by  satisfactory  proof.  An  inventor, 
it  he  80  elects,  may,  by  ('xpres,s  dnelaration,  abandon  or  dedicate  his 
invention  to  the  public.  But  in  the  ciise  at  bar  there  is  no  evidence 
that  the  invention  has  beeu  aluuidoni-d  by  the  expressed  intention  of 
the  ioveutor.  On  the  contrary,  the  reverse  appeara  in  the  very  evidence 
relied  upon  to  prove  abaudonment.  Has  the  invention  been  abandoned 
by  the  acts  of  the  inventor! 
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Id  tbe  caae  of  Skate  v.  Cooper  (7  Petera,  292)  the  Supreme  Court  say : 
No  BMtter  by  wli*t  meaoa  an  Inrentioi)  m%y  be  oommnnloKted  t«  tbe  pnblU  baiim* 
a  patent  U  obtataod,  mnj  aoqaieaofinoe  In  tbe  public  um  by  the  lavenlor  will  be  an 
•bandoDineDt  of  bis  rtgbt.  If  the  rigbt  were  aewrted  by  him  who  frandaleatlf  ob< 
laioed  it,  perbapa  do  lapae  of  time  could  give  It  Talidlt;.  Bnt  the  public  ftaad  in  an 
fntirelf  differcDt  relatlOD  to  tbe  Inventor.  Tbe  Invention  paiioe  lDt«  the  powanlon 
of  innocent  penoni  who  have  no  knowledge  of  the  frand,  and,  at  a  coniiderable  ez- 
penae,  pecbopa,  they  apprapri«le  it  to  their  own  nae.  Tbe  Inventor  or  bia  agent  baa 
fell  knowledge  of  these  facte,  bot/oili  la  oMcrf  hie  right.  Shall  be  afterward  be  per- 
mitted to  aoMrt  it  with  affectf  Ir  not  this  anob  evidenoe  of  aoqnieacenoe  In  the 
pnlilic  nae  on  bla  part  aa  Joatly  forfelta  hia  right  f 

If  an  individual  witneaa  a  sale  and  tranafer  of  real  eatnte  nnder  certain  elreuni- 
■tancea,  In  whiab  he  baa  an  eqnit-able  lien  or  Interest,  and  doea  not  make  known  this 
Interest,  be  shall  not  afterward  be  permitted  to  oasert  it.  On  tkUprtHtiplt  It  la  that 
s  dlMorerer  abandons  bia  right  If  liefore  the  attainneDt  of  his  patent  his  disooverr 
gors  into  pabllc  me.  His  right  wonld  be  *raar«d  tj>  ^sinf'  publie  noUot  that  he  was 
tlie  iiventor  of  the  thing  need,  and  that  he  ihoxld  applg/or  »fattnt. 

And  farther  on  in  the  same  decision  the  foUoviog  Inngnage  is  em- 
ployed : 

WbatevermaTbe  the  intentionof  thelDveotor,  If  besnCTera  hIa  invention  to  go  into 
pnblie.nae  through  anf  dimim  trhatioerer,  witbout  ao  Immedlnte  asnrUoa  of  his  right, 
he  in  not  entitled  to  a  patent,  nor  will  a  patent  obtained  under  sneb  ciraninatanoea 
protect  his  riifbt. 

In  this  decision,  rendered  more  than  fifty  years  ago,  in  the  iafanoy 
of  t)ie  patent  system  of  thia  coantry,  we  find  a  clear  and  accnrate  ex- 
position of  the  principle  nndorlying  the  doctrine  of  oonatmctive  aban- 
donment. 

In  whatever  manner  the  public  gains  a  knowledge  of  tbie  inrention, 
the  right  to  the  nse  of  thiii  knowledge  becomes  absolute,  oaless  the  in- 
ventor immediately  assert  bia  right.  The  manner  pointed  out  in  the 
deciidon  for  asserting  his  right  is  "by  giving  public  notice  that  he  was 
tbe  inventor  of  the  thing  used,  and  that  he  ehould  apply /or  a  patent." 

The  &ct8  before  the  coort  in  8haa  r.  Cooper  were  that  the  invention 
had  been  pablioly  tised,  and  thereby  the  public  had  gained  a  knowl- 
edge of  it ;  bnt  the  langoage  of  the  conrt  and  the  priucipte  npou  whioh 
the  decision  rests  cover  a  case  where  information  of  the  invention  was 
commnnioated  to  the  public  tbrongh  tbe  medium  of  a  patent. 

In  The  Suffolk  Company  v.  Hajfden  (3  Wall.,  315)  the  point  was  raised 
that  a  description  of  hu  invention  in  a  patent  and  omiation  to  claim  it 
tkereiH  operated  as  an  abEmdonment  or  dedication  of  it  to  the  public, 
and  for  that  reason  a  subsequent  patent  claiming  the  said  invention 
WAS  void.    Tbe  court  said  ; 

Unt  tba  answST  to  this  ground  of  defense  is  that  it  avpnirod  that  Haydeo,  the  pat- 
•nlre,  had  pending  before  the  Commisaioutir  of  PatentH  an  application  for  the  same 
iniproveinent  at  tbo  tiiiia  he  deacribnl  it  iu  tbe  uptfcitioitiou  of  tbe  I7th  of  Haroh, 
whieh  waa  donbtlms  the  reason  fnr  nut  clniiiilng  it  in  tltia  patent.  The  description 
in  uoiense  affected  this  application  thus  pendinj^befbre  tbe  CommlBalonec,  and  while 
it  ranaiiied  before  him  rupelled  any  infereuoe  of  abandonmitnt  or  dedication  from  the 
D  to  again  claim  it. 
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Here  the  principle  aononnoed  in  Skate  v.  Cooper,  ««pni,  is  »gkm 
recognized,  and  applied  to  tike  extent  called  for  by  the  faatB;  tor  aban- 
doDfuent  or  dedication  to  the  public  was  held  not  to  resalt  flrom  a  de- 
acription  of  an  iDTention  in  a  patent,  even  though  it  was  not  claimed 
therein,  in  ease  anottur  appliaUion  claiming  guch  invention  v>at  pending 
before  the  Oommitttoner  at  ike  time  tke  patent  was  tutted.  In  other  words, 
the  pending  application  negaiired  the  idea  of  abandonment  of  the  in- 
rentor's  right  to  the  inventiGn  Thieb  was  described  though  not  claimed 
in  the  patent 

In  the  case  of  O'iMIfy  r.  Moree  (15  Hot.,  62)  the  court  said : 

It  ia  nid,  howATer,  that  thU  ft]lef«d  improvement  i«  oat  new,  »nd  ii  enbnwed  in 
blafi)ruer«p«eifleBtioo,  tmd  tbat  If  midd  portion  of  it  isneir  it  U  not  ao  deecribed  m 
todlatingnieh  thenew&omtheold.  ■  •  •  AH  tint  we  think  ii  oaofnl  or  neopwiy 
to  wy  ia  thmt  «Aer  a  oarafnl  axwnination  of  the  patenta  we  think  the  objootion  oa 
thli  gnrand  ia  not  tenable. 

In  this  case,  though  the  point  now  in  controversy  was  raised,  yet  the 
decision  seems  to  have  turned  on  the  correctness  of  the  counsel's  appre- 
heneion  of  the  &ct8  upon  which  the  point  was  based,  and  as  the  court 
found  an  eiror  in  the  statement  of  the  facts,  it  was  unnecessary  to  ex- 
amine tfae  legal  proposition  iuvolTed. 

In  the  case  of  CampMl  v.  James  (21  O.  Q.,  337)  the  following  lan- 
guage is  used: 

Tbe  aanie  oombination  of  post-marker  and  blotter  waa  alao  exhibited  in  Nortoti'a 
pataat  of  Aagnat  9,  1869.  As  he  did  not  then  rmeree  the  procfxa  of  atamping  letten 
withaneh  an  fnatniinent,  nortbecomblnatiouof  a  p oat- marker  and  a  blotter,  aud  did 
not  make  any  eimnltaneona  iq)p11catian  therefor,  he  could  not  afterward  obtain  a 
patent  for  aucb  proceta  and  combination,  but  would  be  rcalricted  to  sacb  particalar 
eMnbioatlon  or  proceaa  as  might  be  exhibited  in  a  new  uevice  or  appaiktaa. 

The  rule  suggested  by  this  decision  is,  that  to  Recnre  protection  for 
an  invention  exhibited,  but  not  claimed  in  a  patent,  the  inventor  mast 
at  the  time  of  the  iasuanoe  of  the  patent  signify  in  his  disclaimer  as 
intention  to  reserve  it  for  a  ftitnre  application,  or  be  mnst  evidence  such 
intention  by  filing  an  application  clatming  such  device  prior  to  the  is- 
suance of  the  patent  in  which  it  is  shown.  Ttie  decision  of  OampbeU  v. 
Jamet  ia  therefore  perfectly  consistent  with  the  deciaions  of  the  Supreme 
Oourt  before  mentioned.  Indeed,  it  referred  to  the  several  proceedings 
recounted  in  8kait  v.  Oooper  and  Suffolk  Company  v.  Haj/ien  as  disprov- 
ing constructive  abandonment,  and  determined  the  cose  before  the  court 
by  reference  tliereto. 

In  Singer  v.  Braunadorf  (7  Blatchf.,  S21),  Orakam  v.  MeOormteK  (31 
O.  G.,  1533),  MoMiUen  v.  Eeei  (17  O.  G.,  1367),  Hatek  v.  MoiffUt  (15  Fed. 
Sep.,  262),  and  other  cironit  court  decisions,  views  are  expressed  which 
are  even  more  liberal  than  those  announced  by  the  Supreme  Oourt; 
bat  it  is  nnneoessary  to  consider  them  in  the  present  case. 

It  being  determined  that  tbe  inference  of  abandonment  which  might 
leeolt  ttom  a  description  of  an  invention  in  apateutwithont  a  technical 
ohdm  thereto  would.be  reiielled  by  an  assertion,  of  right  by  the  inventor 
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to  said  iDveution,  the  qtHwtioa  remaJDB  as  to  the  extent  of  the  effect  of 
SDcfa  assertion  of  right.  The  ansirer  is  that  abandoumeut  ^en  becomes 
»  gnesljon  of  foot  to  be  determiDed  by  the  circomstaDces  of  each  par- 
ticular ease.  A  coToplianoe  with  the  requirements  sng^osted  in  Shaw 
V.  Cooper  and  other  cases  cited  luakea  a  prima  facie  case  against  the 
plea  of  abandonment,  and  this  priffui  fade  case  can  only  be  orercome 
by  proof.  Laches  tend  to  establish  abandonment,  vigilance  in  the 
pcosecotiou  of  the  claim  being  required  both  bvthe  letter  and  policy  of 
[he  law. 

It  is  clear  that  applicant  cannot  be  permitted  to  rest  in  sopine  inac- 
tiou  upfHi  the  notice  that  he  has  an  invention  as  yet  formally  unclaimed, 
bat  whicb  he  intends  in  the  fbtnre  to  claim.  Every  day's  delay  is  at 
his  periL  A  similar  doctrine  is  annonnoed  by  the  coorta  in  regard  to 
tiie  proseoDtion  of  applications  already  filed,  and,  indeed,  the  statute 
hmtts  a  time  within  which  they  must  be  proseonted.  The  first  claim  in 
the  application  under  consideratiou  Is  in  terms  identical  with  the  sub- 
ject-matter mentioned  and  described  in  the  disclaimer,  notice,  and  res- 
wration  which  appear  in  the  patent  granted  to  applicant.  In  pnrsnauce 
(tf  said  Dotioe  and  reserratiou  applicant  did,  in  tweuty-two  days  after 
Ihe  isBiuuioe  of  said  iiatent^file  his  application,  in  which  he  makes  claim 
to  the  device  which  is  a  part  of  the  subject-matter  of  this  controversy. 
While  in  my  jiidgmeut  the  better  practice  woqM  have  been  to  file  an 
upplieation  before  the  iHsnaucc  of  the  patent,  nevertheless  I  cannot  find 
tiiat  the  right  to  tile  the  application  and  prosecute  the  claim  has  been 
bMt  by  laches,  or  that  there  is  what  I  can  regard  as  actual  or  construct- 
ive abandonment.  There  appears  to  be  no  statutory  bar  to  the  graut 
<rf  a  patent  embracing  the  first  claim,  I  am  of  the  opinion  that  the 
grant  ean  properly  be  predicated  upon  the  application  presented. 

It  is  not  intended  b;-  this  decision  to  sanction  the  practice  of  incor- 
pmtting  in  patents  declarations  of  reservation  of  particular  inventions 
not  ehumed  therein.  Sach  practice  is  of  doubtful  propriety,  and  ought 
only  to  be  aostained  in  exceptional  cases  and  on  souaideration  not  dis- 
emsed  bereiQ. 

I  come  now  to  consider  whether  the  second  claim  in  the  present  ap- 
{dfeation  can  be  sustained.  It  is  Hubstautially  shown  and  described  in 
the  patent,  but  is  not  included  in  *he  reservation  clanse  thereof.  As 
prearaited,  ii  operates  to  enlarge  and  broaden  the  second  claim  of  said 
patent.  l%e  effect  of  permitting  the  issuance  of  a  p&tent  coveriug  snid 
oUm  as  it  appears  in  the  application  would  be  practically  to  extend  the 
life  (rf  the  original  patent  in  derogatiou  of  the  rights  of  the  generul  pub- 
lic, and  possibly  embraoe  those  who  have  acquired  rights  in  the  prem- 
ises without  notice. 

As  before  stated,  since  no  reservation  clause  or  eqaivalent  notice  in 
reganl  to  sueb  broad  claim  ia  contained  in  the  patent  already  granted, 
it  may  be  doubtiKl  whether  an  independent  vuM  patent  can  be  gr»utud 
for  such  cluito ;  l>ut  it  ia  not  necessary  to  decide  this  iwiut.     If  the  ap- 
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plioant  is  JDStly  entitled  to  aach  broad  claim/and  has  inadverteDUy  omit- 
ted to  insert  it  In  his  patent,  the  appropriate  remedy  is  a  reissae.  Role 
91  presents  this  course,  aud  it  is  anthorized  and  sostaiued,  not  only  by 
4he  decisions  of  this  Office,  bat  by  the  coarts,  provided  application  ia 
made  witboat  an  reasonable  delay. 

The  decision  of  the  Examiner  is  affirmed  as  to  the  second  claim  and 
•overraled  as  to  the  first. 


Ex  PA.BTB  TJPTON. 
DtiUtd  Martk  81, 1884. 

27  O.  G.,  99. 

1.  Pakaoraph  1  nF  Ectlk  93  avd  thk  BBaiMsnia  of  Rl-lk  94  Comstrubd— Coimjcr 

IN  Claims  Dbtimsd. 

Tbe  apirit  of  the  mle  of  fnterfcreuce  is  not  that  cistmi  mnst  conflict  in  tuas 
Id  order  to  constttat«  mi  interference,  but  thkt  the  anbJeot-mKtter  claimed  mnM 
confltct. 

It  ia  not  eeaeDtial  tliat  the  cluow  ahonld  be  ao  alike  that  tha  olmim  in  any  oa« 
caae  irlll  apply  Jnat  to  the  matter  or  device  of  the  other  or  othera. 

If  the  claini  of  one  party  will  inclnde  that  of  another,  there  ia  an  interfer«ate 
iDfiwt. 

It  ahould  beaettled  in  the  Patent  Office  who  ia  entitled  ta  the  broad  olalm,  and 
tbla  abonld  appear  aa  the  reanlt  of  an  interference  proceedlag. 
4.  SCBSBQOBNT  pATsirrs  with  Broader  Claims. 

Netthar  the  apirit  of  the  law  nor  public  pcdioy  aanetiona  tha  granting  of  pateati 
with  Rpeciflc  claima  while  applicatiooa  with  generic  claims  are  stilt  pending,  th* 
objection  being  that,  whether  the  application  with  the  generic  claim  belonga  to 
the  aame  party  who  haa  a  specllla  claim  noder  tha  genua,  or  la  an  application  af  a 
different  party,  a  patent  covering  by  a  generic  olatii'  if  a  aabeeqneat  pciant,  fa- 
7>n>perly  ezlenda  the  monopoly. 

AppBix  trom  the  Primary  Examiner. 


Applioatioh  filed  Jnne  25, 1883. 
Metvn.  Dger  d;  Seely  for  the  applicant. 
fiuTTBBWOBTH,  CottMN juiofter  .* 
Tbe  Examiner  says : 

Tills  appeal  ia  taken  fVom  tlie  action  of  the  Priranry  Kxitmiuer  refusing  a  patent  to 
the  applicant.  In  view  of  Piitent  No.  282,449  to  T.  H.  Dodge,  Joly  31,  1643,  and  in- 
Tolvea  a  queation  of  practice  aa  to  the  right  of  the  Examiner  to  cite  as  a  refbresoe  a 
patent  granted  on  an  applioatioDpeiidingat  the  same  time  with  the  application  nnder 
oooai  deration. 

The  facta  are  as  follows : 

Tbe  applloatlon  at  taane  waa  filed  Jane  25, 1883.  That  of  the  patentee,  Dodge,  wM 
filed  Deoembet  1&,  1679,  and  a  patent  aocordingly  inaued  aa  above  July  31,  1883.  No 
ijnestion  ia  here  ralaed  aa  to  tbe  pertinency  of  tbe  reference  tram  lack  of  identity  of 
•nlijcot-matter.  In  fact,  it  iaacltnowledged  to  be  gcnerically  theaame  in  both.  Dodge, 
the  patentee,  made  ooa  very  limited  claim  to  tbe  cnnatruction  ahown  and  deaorlbad. 
The  applicant  makes  broad  claima  to  tbe  genna,  and  deniea  the  right  of  the  Ezamloer 
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to  eiW  CMid  pfttent,  holding  tLat  aader  the  mle*  either  ad  mterferenoe  sbonld  be  de- 
«Ured  or  both'patentt  allnired  to  Issoe,  and  oit«  Bule  74  as  BoatoiDlnK  hi*  Tiews.  No 
int«rf«i«Dee  exists  nor  haa  at  anj'  time  existed. 

The  ExamiDer  is  in  error  as  to  tbere  being  do  iuterference.  An  in- 
terfereoce  does  and  did  exist  The  spirit  of  the  iaterfereDve  rale  is  not 
that  claims  mast  conSict  in  terms  in  order  to  constitute  an  interference, 
bnt  that  the  «nbject-matter  claimed  must  conflict.  It  is  not  necessary 
that  the  claims  should  be  so  alike  tliat  the  claim  in  either  case  will  ap- 
ply just  to  the  matter  or  device  of  the  other.  If  the  claim  of  one  party 
will  inclade  that  of  the  other,  there  in  an  interferenoe  in  toot.  The 
Dodge  case  having  got  to  issue,  the  Examiner  was  right  in  citing  the 
patent  to  the  applicant.  It  Bhonld  be  settled  in  the  Patent  Office  who 
is  entitled  to  the  broad  claim,  and  this  should  appear  as  the  result  of 
an  interference  proceeding. 

Neither  the  spirit  of  the  law  nor  public  policy  sanctions  the  granting  of 
patents  with  specific  claims  while  applications  with  generic  claims  which 
include  the  specific  claim  allowed,  are  still  pending,  the  objection  being 
that  whether  the  application  with  the  generic  claim  pending  belongs  to 
the  same  party  who  has  a  specific  claitn  under  the  genus,  or  is  an  ap- 
plication of  a  different  party,  a  patent  covering  by  a  generic  claim,  if  a 
snbeegnent  patent,  improperly  extends  the  monopoly. 

The  applicant  in  the  present  case  will  either  stand  nyected  on  the 
patent  of  Dodge  or  make  the  affidavit  required  by  the  Examiner  and 
request  an  iuterterence. 

The  Examiner  will  be  guided  in  other  eases  by  the  oonstmotion  of 
the  role  herein  announced. 


Ex  Paste  Kerb. 

DtMtd  AtrMTf  S6, 1684. 

98  O.  G.,  96. 

1.  By  the  words  "penoos  skilled  in  the  ftrt,"  as  need  in  the  atatnte,  is  not  meant  p«r- 
•oiu  who  excel  their  fbllows  Id  psrtioolar  arts  or  soietiaM,  but  morel;  wen  who 
hare  ordinary  or  fair  inronnation  in  that  partionlar  line. 

3.  The  capacity  of  the  inventor  or  attorney  to  nodentand  the  Inrention  deeorlbed 

ahoold  not  be  the  standard  by  vhieh  to  roeasnre  the  ability  of  others  skilled  1b 
the  art  t<i  comprehend  the  Bpeai&oation. 
X  Where  the  gisC  of  the  invention  lies  iu  the  construction  and  arrangement  of  oel- 
taln  parts,  it  is  not  permiasibte  in  the  claim  to  mention  the  parte  In  a  genenl 
■lanner  and  then  add  words  of  refeninoe  to  the  specifteation  as  a  dsBnltloo  of 
•neh  ooustmetion  and  arrangemeiit. 

4.  FVoni  a  deoivon  of  tlie  bxamtnei  as  to  the  pertinency  of  a  patent  cited  against  a 

claim  an  sppeal  Uee  in  the  first  initanoe  to  the  Examlners-ln'Clile^  and  not  to 
the  Commissioner, 

APPB1.L  from  the  Primary  Examiner. 

Applicatioti  of  David  B.  Kerr  filed  May  28, 1883.         Goo^^lc 

Mr.  John  8Mnn  for  the  appellant. 
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DtbbKfobth,  AcHtig  Commitsumer: 

I  have  carefally  read  the  epeci&oation  presented  in  thU  appticatiiHi, 
Id  conueetion  with  the  drawing  forminff  a  part  thereof,  and  also  care- 
flilly  examined  the  argament  made  by  the  attorney  in  support  of  thi» 
appeal.  To  discass  separately  each  of  the  issues  prodaoed  by  the  dif- 
ference of  opinion  between  the  Examiner  and  the  attorney  vonld  ex- 
tend this  decision  to  too  great  length,  and  therefore  it  will  not  be  at 
tempted.  I  think  all  the  objections  nrged  by  the  Examiner  against 
the  fnllnees  and  saffldenoy  of  the  desoriptioo  of  applicant's  invention 
may  he  treated  together.  The  statute  requires  a  description  of  ao  io- 
TODtion  to  be  in  snch  ftall,  dear,  condse,  and  exact  terms  as  will  enable 
one  skilled  in  the  art  to  make,  constmot,  and  use  the  same,  and  the 
qaeetion  first  to  be  considered  is  whether  the  applicant  has  complied 
with  such  requirements  in  this  ease.  The  solatioa  of  this  question  turns 
upon  the  interpretation  which  should  be  given  the  words  •'  petaons 
skilled  in  tbe  art."  By  these  words  I  do  not  think  is  meant  persoos 
who  excel  their  fellowd  in  particular  arts  or  sdenoes  in  whidi  Ihey  ue 
skilled,  bnt  merely  men  who  hare  ordinary  or  fair  information  in  that 
partioalar  line;  Nor  do  i  think  that  the  capacity  of  the  inventor  or  his 
attorney  to  understand  the  invention  described  in  the  spedflcation 
shoold  be  tbe  standard  by  which  to  measure  the  ability  of  others  skilled 
In  tbe  art  to  comprehend  snch  specification.  The  inventor  is  of  ooorse 
ftally  acquainted  with  his  iuvention  before  he  andertakes  to  explain  it, 
and  is  apt  to  .ascribe  tn  the  dullness  of  others  any  bilore  to  appreciate 
a  description  which  in  reality  fails  to  express  the  ideas  present  in  his 
mind  and  intended  to  be  communicated.  The  lack  of  detail  io  the  de- 
scription which  prevents  others  i^m  getting  a  clear  and  exact  nnder- 
staading  of  the  invention  is  not  appredated  by  the  inventor,  since  all 
the  niinntiffi  of  invention  are  always  present  in  his  mind.  And  so  tbe 
attorney,  having  acquired  an  accurate  and  complete  knowledge  of  the 
invention  fh>m  an  eUborate  and  exact  disclosure  of  its  parts,  character- 
istics, and  uses,  aitled  perbaps  by  modds  or  full-sized  devices,  is  often 
misled  into  believing  langnage  which  iu  fact  conveys  but  a  snggestion 
to  oontain  a  clear  and  full  explanation  of  tbe  invention  intended  to  be 
aet  fbrth.  Snch  seems  to  be  the  ^t  in  this  case.  The  attoniey  and 
inventor,  having  iu  thdr  minds  tbe  actual  invention,' give  greater  force 
and  effect  to  the  language  employed  in  dexcribing  it  than  does  the  ex- 
aminer, who  is  obliged  to  rely  upon  that  language  alone. 

As  before  said,  I  have  carafnlly  examined  this  application ;  yet  I 
tbiuk  the  examiner's  objections  to  the  lack  of  fullness  and  deamess  iu 
the  deecription  are  well  taken. 

Hie  form  of  the  claim  will  next  be  considered.  An  invention  cannot, 
as  formerly,  be  merely  set  forth  in  the  description,  but  to  this  must  be 
supplemented  a  specific  and  well-defined  claim  to  the  part,  improve- 
ment, or  combination  which  the  inventor  regards  as  his  property.  In 
*4ie  present  case  a  claim  is  made  which  is  in  form  to  a  combination  of 
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partSf  bat  sacb  claim  m  uol  si>eciSa  and  well  deflned  as  the  lair  re- 
4|Dire8.  The  only  parts  speciAoallf  mentioued  are  "holes,"  "pattern- 
cards  odd  in  namber,"  aod  "oot,"  siuoe  the  rest  of  the  claim  coDsists  in 
ft  raference  to  tlie  specifioatioD  for  farther  iuformatioD.  Xow  the  gist 
<tt  the  inveution  lies  in  the  oonstraction  and  arrangement  not  deflnitely 
net  oat  in  the  claim,  and  to  be  aaccrtained  the  speciflcation  mast  be 
resorted  to  and  carefolly  examined.  If  sach  a  olaim  were  permissible, 
there  woald  be  no  occasion  fbr  making  a  claim  at  all,  for  it  would  be 
lust  as  well  to  search  the  description  iu  the  first  instance  for  the  inven- 
tion, inatead  of  looking  at  what  is  deuoinioated  a  "  claim,"  bnt  in  reali^ 
is  A  more  reference  to  such  descriptfou.  The  aim,  end,  and  porpose  of 
the  deaoription  onder  the  present  statute  is  not  to  poiot  out  the  inven- 
tion songbt  to  be  covered  by  the  patent,  bat  to  deeoribe  the  manner  of 
Btakiag,  eomtmeting,  and  using  the  same.  The  olaim  in  this  case  is 
therefiHe  clearlj  insafBciMit. 

Xbe  next  qnestion  is  as  to  the  pertinency  of  the  English  patent  cited 
against  the  claim;  bat  this  is  ^pealable  iu  the  first  instance  to  the 
Bxaiainva-in-Cbief,  and  cannot  be  oouaidered  at  this  time  by  ue. 

Tbe  dedsitm  of  ^e  Bzamioer  is  affirmed  aa  to  all  formal  ottfeotions. 


Ex  Pl.ltTE  Lyon,  Dupdv  &  Co. 

Deeldtd  JHtg  1,  18P4. 
98  O.  6.,  101. 

1.  No  applicktit  iu>,v  regiater  u  Iradu-mart  giilew  lie  cuu  «Blabliafa,  first,  that  h* 
haa  the  right  toniw  it,  nn<l  iioone  elae  luu;  seconil,  that  it  isuot  identioal  with 
the  raipatvivdur  bnuwii  trnde-umrk  nf  utmtlitir  pcnioii,  and  beyond  thishe  moat 
shttw  lluit  he  in  naing  the  tindi'-iiiurk  mIiIcIi  Ik-  hu  ovna  id  commerce  irith  foietgn 
natians  or  liidiau  tril>pfi. 

3.  Th«  statute  dova  pruvido  that  the  tiuda-marii  sought  to  be  registered  ehaU  be  naed 
in  fuislgii  commerce;  but  it  does  not  )u  terms  provide,  nor  in  fUr  inteDdment 
covey  thr  idcn,  that  a  parly  may  acqniro  the  right  to  use  somebody  else's  trade- 
niailt  merely  hy  naing  it  in  such  trade. 

3.  When  the  recurdnof  this  oQicediaoloae  that  certaiu  part i«s  registered  a  trade-mark 
onder  the  lair  of  1870,  that  auL'b  Iradu-niark  wnii  their  property,  that  they  had 
been  miiujc  it  iu  this  canntry  for  teii  years  next  preveding  the  date  of  their  ap- 
plication tot  registratiou,  and  there  is  no  evidfore  that  they  have  ever  aban- 
do«ed  Boeh  trailo-uiark.  Held  that  seution  1)  or  tile  act  of  Irfdl  and  the  spirit  of 
Um  whole  statute  antborize  tliu  Piituiit  OlHco  to  take  nutice  of  the  foots  recited 
io  will  records  iu  di'tenuiuing  "  the  i>re»iiiiiptivi-  lawfulness  of  olaima  to  the 
allegril  trxle-uiark,*'  hy  sulnu'iiiiciit  iiiiplii-autJi  far  registration,  aud  tbe  Bs- 
aaiiiisr  woe  jnsli Ileal  in  rejectiug  Ibo  appliuitinii  for  reKistratiou  on  tbe  facta 
dlaeloaeil  in  sniil  record. 

Appeal  from  the  Exiuiiiuer  of  Tnule-^Iarke. 


APPLIGATION  filed  l>ecember  HI,  1883.  Goo^jlc 

Mr.  R.  H.  Eddy  and  MeMrs.  Voorheet  tfc  SiAgletou  for  the  appliwinta. 
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l>TBEKPOaTH,  Acting  Commisaioner : 

TbA  applicants  seek  to  register  as  a  tra<1e-mark  fur  wbeatHour  the 
word  *'Triui]i pliant.''  Tlie  Examiner  i-et'uses  registratiou  npoii  the 
gronud  that  the  mark  too  iiearly  resembles  the  trademark  of  Imbs, 
Meyer  &  Co.  (the  word  "Triumphant"  appropriated  to  tJoiir),  theii 
certificate  being  So.  3,472,  and  dated  Febniar;  29,  167C,  iu  the  ftppli- 
oatioQ  for  which  it  is  staled  that  the  trade-mark  bad  been  *'  useil  Um 
years  last  past." 

The  applicants  do  not  den;  the  near  resemblance  of  their  trade-mark 
to  the  trade-mark  registered  by  Imbe,  Meyer  &  Co.,  that  it  so  nearly 
resembles  a  mark  appropriated  to  the  same  class  of  goods  that  one 
might  be  mistakes  for  the  other,  but  contend,  it  is  understood,  that  the 
citation  is  not  proper,  in  that  Imbs,  Heyer&Co.,  having  registered  an- 
der  the  law  of  1870,  since  held  nncousUtotional,  and  not  having  re- 
newed their  registration  ander  the  present  law,  there  is  do  competent 
evidence  that  the  word  is  stili  useil  as  a  trade-mark,  the  oertiflcate  and 
lecord  nnder  the  old  law  not  being  competent  evidence  of  ownership. 
The  qae»tion  is  clearly  raised  on  this  appeal,  whether  the  Ezauiiuer 
may  properly  reject  an  application  for  registration  of  a  trade-mark  on 
reference  to  a  prior  registration  of  the  same  thing  by  another  |iarty, 
made  ander  the  act  of  Congress  approved  in  1870,  subseqaently  and 
recently  declai'Od  to  be  anconstitntional.  In  other  words,  is  the  reg- 
,  istration  made  nuder  the  act  of  1870,  which  is  on  file  in  the  Patent 
Office,  and  which  was  made  in  conformity  to  the  law  as  it  then  atoodr 
evidence  of  any  thing  t  If  so,  of  what  t  The  qnestiou  is  worthy  of  care- 
fkil  oonsideratioa,  as  it  is  arising  constantly,  and  &  precedent  mast  be 
established. 

The  act  of  Congress,  approved  March  3, 1881  (passed  to  care  the  de- 
fects in  the  act  of  1870),  which  provides  for  the  registration  of  trade- 
marks, is  very  carefully  worded,  and,  in  my  judgment,  was  so  worded 
with  direct  reference  to  preventing  the  practice  of  fraud  upon  those 
who  had,  under  a  prior  law,  and  in  accordance  with  the  terms  thereof, 
reghjtered  their  trade-marks,  and  also  to  protect  the  public  against  im- 
position. No  one  adopts  the  trade  mark  of  another,  or  a  trade-mark 
Vhich  is  similar  in  appearance  to  that  of  another,  except  for  the  pur- 
pose of  deriving  benefit  thenfrom.  The  benefit  hoped  for  results  from 
the  reputation  of  the  trade-mark.  If  it  bus  not  been  in  use  except  fw 
a  very  short  period,  it  is  subtibintially  worthless,  since  one  device  or 
symbol,  when  first  approiiriated,  is  about  as  good  as  another,  the  value 
of  a  trade-mark  depending  npoo  the  superior  quality  of  the  article  of 
commerce  to  which  it  is  attached,  or  its  desirability  to  the  public,  since 
it  becomes  indicative,  after  long  use,  of  that  peculiar  qnality,  and  the 
■rti<tld  in  the  market  becomes  known  and  designated  by  that  particular 
trade-mark.  If  the  trademark  is  valuable,  it  is  because  of  its  use  in 
eoDoectlon  with  ao  article  of  peculiar  quality.  If  it  has  been  used  io 
foniieetioii  with  aa  article  of  oommeroe  wbioli  is  of  inferior  qaality  or 
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umlosirablu,  tbo  tmde-iiiark  is  not  only  worthless,  but  it  in  palpuble 
that  its  use  would  be  abHoiutcly  itijurioua.  So  it  follows  as  ii  corolliuy 
tliat  where  an  ap|>licaut  has  Hdojtteil  as  liis  ovru  and  seeko  to  ri'gistcr  a 
trademark  which  is  the  facsimile  of  that  used  by  auother,  attacLed  to 
the  same  class  of  merchandise,  he  does  it,  if  kuowint;ly,  to  avail  hiiuself 
of  the  property  aud  rights  of  that  other  peiHon  or  firm,  and  with  inteut 
"  to  deceive  purchasers,"  aud  this  is  precisely  what  the  law  seeks  to 
prevent. 

The  question  here  raised  is,  what  shall  be  regarded  as  .sufficient  evi- 
dence that  an  applicant  is  not  entitled  to  the  trademark  be  seeks  t^ 
register.  It  is  uuderstood  that  the  applicants  in  this  case  iidniit  that 
their  trade-mark  is  substautiaby  the  same  as  that  registered  iu  1870  by 
Imbs,  Meyer  &  Co.,  which  is  cited  as  a  reference ;  but  make  the  point 
that,  inasmuch  as  the  registration  was  not  authorized  by  law,  therefore 
it  cannot  be  accepted  hy  this  office  as  evidence  of  the  existence  of  such 
trade-mark,  nor  of  prior  use  or  ownership  by  others,  nor,  in  fact,  of  auy  - 
tiling  which  could  tend  to  defeat  the  registration  of  the  trade-mark  they 
present  Now,  let  me  examine  the  case  at  b^ir  in  the  light  of  what  I 
regard  as  the  obvious  intent  and  meaning  of  this  statute.  The  applica- 
tiuD  under  consider^ion  is  in  proper  form,  aud,  iu  the  abseuce  of  auy 
sbowiug  against  it,  entitles  applicants  to  registraHnn  of  the  trade- mark 
«8  prayed.  Thoy  are,  however,  met  by  a  reference,  which  if  at  all  com- 
petent as  evidence^  raises  a  presumption  that  a|iplicauts'  declaration 
that  "  no  other  person,  firm,  or  corporation  has  a  right  to  such  use  (usd 
of  the  trade-mark],  either  iu  the  identical  form  or  in  such  uear  resem- 
blance thereto  as  might  be  calculated  to  deceive"  the  public,  is  erron- 
eous ;  and  further,  the  reference  cited,  if  considered  as  evidence,  uega* 
tives  the  allegation  in  the  pending  application  that  the  trade-mark 
aongbt  to  be  registered  is  not — 

Idantical  with  «  >  •  ■  l-iH>»rt  tntdo-ntBrk  owned  by  another  and  approprinta 
to  the  lame  clan  of  ineTchaiidiM),or  which  bo  nearly  reaeniblen  some  other  peraon'* 
lawful  tnde-mark  as  to  be  likely  to  caoM  coDfaBJuu  ot  luUtuke  iu  the  iniud  «f  the 
pablic  or  to  dfceiTe  pnrcbuers. 

If  the  reference  is  competeut  as  evidence  tending  to  establish  the  facta 
disclosed  therein,  clearly  Che  applicants  must  be  required  to  meet  it  by 
additional  evidence  to  sustain  the  declaratiou  contained  in  their  applica- 
tion, or  registration  be  refused.  Applicants  do  uot  offer  to  meet  tha 
reference  cited  ;  do  not  intimate  in  re[>ly  to  it  that  Inibs,  Meyer  &  Oo. 
have  abandoned  their  trade-mark,  or  that  they  (the  applicants)  have  in 
a  lawful  way,  in  view  of  any  previous  right  of  Imbs,  Meyer  &  Co.,  ac- 
quired the  light  lo  use  it  uow.  Their  answer  to  the  reference  is  that 
the  act  of  Congress,  under  the  provisions  of  which  Imbs,  Meyer  &  Co. 
registered  that  trade-mark,  was,  by  the  Supreme  Court,  held  to  be  un- 
oouatitutioual,  and  therefore  the  regi^Iration  was  nil  i»  law,  and  the 
CommiasioDer  of  Patents  is  not  authoiized  to  reganl  the  record  of  regia- 
tratioD  at  all  for  any  purpose  whatever  j  that  to  all  intents  and  pur- 
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poses  tUe  applicaiita  are  in  the  same  position,  mt  far  as  the  office  can 
take  notice,  as  if  Imbs,  Meyer  &  Co.  had  never  registered  or  attempted 
to  register  the  trade-mark  in  controversy,  and  the  ofBce  bod  in  no  wise 
received  any  intimation  whatever  of  the  fact  that  tbey  owned,  or  claimed 
to  own,  a  property  right  therein.  Is  that  iiositioo  based  on  reason  or 
authority  1  I  am  satisfied  that  it  does  not  rest  on  sound  reason,  and 
hence,  I  think,  not  upon  anthority. 

A  trade-mark  beouiiies  tbe  exclaaive  property  of  one  only  wheu  he  hut,  prior  to  knr 
one  else,  appro j>riated  and  nsed  it  to  indicate  the  origin,  ownership,  Mid  quality  of  Ml 
article  to  which  it  ii  attached.  Its  value  testa  on  reputation  aud  on  Ita  Implied  gnar- 
anty  that  the  anicle  isof  aoertain  qnalitj.  Ita  object  is  to  prerent  oaeperwni  from 
aeiling  his  goods  m  those  of  another  of  astabliihed  repntation,  to  the  iqjnry  of  that 
other.     BenAtery  4-  Sotit  v,  MelkU  f  Co.,  37  0. 6.,  1037. 

If  tbe  trade-mark  in  question,  or  one  substantially  the  same,  has  been 
for  many  years  in  use  by  Imbs,  Meyer  &  Co.,  on  tbe  same  character  of 
merchandise  (flour),  in  connection  with  which  applicants  propose  to 
use  and  do  use  it,  one  thiuff  is  clear,  and  that  is  that  the  trade-mark  is 
of  value,  for  no  firm  will  lise  a  trade-mark  which  has  a  bad  reputation, 
aa  such  would  destroy  tbe  trade  instead  of  building  it  up.  If  it  is  valo- 
able,  it  may  be  assumed  that  value  results  from  the  fhct  that  Imba, 
Meyer  &  Co.,  have  used  it  in  connection  with  flour  of  a  superior  qaality. 
It  follows  that  if  applicants  use  that  identical  trade-mark,  or  one  sub- 
stantially identical  with  it,  the  result  must  be  to  *'  cause  confusion  or 
mistake  in  the  miud  of  tbe  pubiic  or  to  deceive  purchasers."  In  that 
case  tbe  law  requires  that  re{;it)tration  should  be  denied.  But  it  might 
be  urged  that  the  use  and  owi)eraIiip  mentioned  in  the  sbitute  have 
reference  only  to  the  right  to  ute  that  particular  trade-mark  in  com- 
merce tcith  the  Indian  tribes  and  foreign  nation*,  aud  that  no  other 
cbarHCter  or  quality  of  title  or  ownership  or  nse  can  be  considered. 
Tliat  view,  in  my  Judgment,  were  but  a  thin  disguise  and  subterfuge 
under  the  protection  of  which  one  party  would  be  seeking  to  appro- 
priate proi>erty  that  does  not  belong  to  him,  mid  by  the  same  token 
to  practice  a  fraud  on  the  public.  The  statute  does  not  say  in  wonlSf 
nor  does  it  by  fair  intendment  convey  the  idea,  tliat  a  party  may  appio- 
priate  and  have  registered  as  h\s  own  the  old  and  well-established 
trade-mark  of  bis  neljrhbor  by  proving  that  be  has  sent  a  few  (one  or 
more)  {tackages  of  gooilH  with  the  trade-mark  attached  to  the  Indian 
tribes,  or  one  or  more  to  some  foreign  nation,  and  thereupon  preilicate 
a  perfect  right  to  register  that  trademark,  thus  clouding  bis  neighbor's 
title  to  his  property,  if  not  in  fact  robbing  biin  of  it  altogether.  Tbe 
statute  does  provide  that  the  tradenmrk  nongbt  to  be  registered  aball 
be  u»ed  in  foreign  commerce  or  with  the  Iiidiait  tribes;  but  it  docs  not 
provide  that  a  party  niiiy  ucquii'e  the  right  to  ivgister  sonicboily  else's 
trademark  and  no  sccnre  prima  fuiic  cviilence  of  ownershij),  simply  by 
using  it  in  such  tnule.  The  »liitute  provides  that  a  tnide-niark  sought 
to  be  registered  hIimII  not  be  identical  with  a  registered  or  knoicn  trade_ 
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MarJb  owned  by  another,  Ac  It  also  provides  tbat  applicant  shall stato 
nnder  oath  that  be  has  the  right  to  nee  snch  trade-majk,  and  that  no 
other  perBon,  firm,  or  corporation  has  the  right  to  such  use,  either  in 
tfa«  identical  form  or  Id  anysncU  near  resemblance  thereto  as  might  be 
calCDlat«d  to  deceive.  In  my  Judgment,  it  is  clearly  wrong,  in  view  of 
the  effect  which  would  resnlt,  to  read  the  statute  as  if  the  words  "in 
commerce  with  foreign  nations  or  Indian  tribes"  were  inteipolated  after 
the  word  '•  registered,"  and  after  the  word  "  deceive"  in  the  second  sec- 
tion, and  after  Ihe  word  "  merchandise"  and  after  the  word  "  parchnaers" 
in  the  third  section.  Snch  coDBtrnctioa  coold  not  have  been  intended 
by  Congress.  On  the  contrary,  no  applicant  may  register  a  tratle-mark 
nuleas  fao  can  establish, _/ir«t,  that  he  has  the  right  to  nae  it,  and  no  one 
else  baa ;  aeeond,  that  it  is  not  identical  with  the  registered  or  itnoim 
trade-mark  of  another  person ;  and  beyond  this  he  must  show  that  he  ia 
nsing  the  trade-mark  which  be  so  owns  in  commerce  with  foreign  nations 
or  Indian  tribes.  The  ownership  does  not  give  the  United  States  Jnrisdio- 
tion.  It  is  tbe  nee  in  commerce  with  foreign  nations  or  lodiao  tribes 
thai  oonfers  it.  But  tbe  statute  makes  not  merely  the  use  but  also  the 
exclusive  ownetahip  a  prerequisite  to  registration.  To  give  the  statute 
the  coDstmctlou  contended  for  is  to  use  the  law,  not  to  prevent  ftand 
and  impOHitton,  but  to  shield  and  protect  both.  Tbe  proposition  that 
an  owner  of  a  trade-mark  may  assert  his  common-law  right,  nowith- 
■taildlng  registration  by  another,  is  not  of  importance  in  determining 
the  gnestion  here  presented.  It  Is  ft  novel  'suggestion  that  the  statute 
of  the  United  States  authorizes  one  party  to  appropriate  tbe  property 
<rf  another  unless  the  common  law  can  afford  a  remedy  to  prevent  it, 
wfaidi  tbe  court  will  ntiltee  to  that  end. 

In  pawing  npon  the  sufficiency  of  the  reference  I  endeavor  to  act 
n^n  principles  of  common  sense.  The  registration  of  Imbs,  Meyer  & 
Co.  was  complete  nuder  tbe  law  of  1870,  and  established  not  only  title 
to  the  txade-mark  in  controversy,  but  that  they  had  been  using  it  for 
ten  years.  There  is  no  pretense  that  that  record  does  not  disclose  the 
exact  tmtfa.  The  point  made  is  that  the  law  under  which  that  solemn 
aet  to(A  place  and  tfie  record  of  it  was  made  up  was  nnconstitntional, 
god,  grgo,  I  must  nhnt  my  eyes  to  what  that  record  discloses.  But  the 
statute  says  that  applicant  shall  not  be  entitled  to  registration  of  a 
trade-mark  which  is  Identical,  or  substantially  identical,  with  tbe  regis- 
tered or  Imwtra  trademark  of  another.  This  record  discloses  to  me  that 
^tpUcmts  are  seeking  to  register  substantially  the  inoKn  trade-mark  of 
anotber — to  wit,  that  of  Imbs,  Meyer  &  Go.  It  is  true  that  these  par< 
ties  nay  have  abandoned  their  trade-mark,  bnt  abandonment  is  not  to 
be  presumed'.  If  it  bad  become  worthless,  no  other  person  would  have 
sought  to  appropriate  it,  or  that  which  is  substantially  ideutical  with  it. 
It  id  said  that  to  act  niMm  the  record  of  registration  made  aoder  the 
law  of  1870  woold  be,  in  effect,  the  same  as  citing  a  r^ected  application 
9373  P 
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for  a  patent.  Tbia  ia  error.  If  tbere  is  any  aimilarity,  it  ib  more  like 
citing  a  patent  itself,  and  the  full  record  of  public  use.  To  decide 
Atlurviae  would  be  to  open  Pandora's  box  and  turn  loose  fraud  upon 
Individuals  and  ioiposition  upon  Ibe  public  On  the  otber  band,  tbe 
4X>nBtruction  I  giv6  tbe  statute  cannot  work  any  bardsbip.  Certainl; 
it  ia-fo  iiiuustioe  to  an  applicant  to  require  bim  fairly  to  entabliith  that 
kie  is  tbe  owner  of  tbe  property  be  seeLs  to  appropriate  as  his  own.  If 
a  former  registrant  bas  abandoned  bis  property,  It  is  eaay  to  aaoertain 
and  prove  tbe  fuct.  If  applicants  bai'e  by  poruhaife  or  othervise  legally 
acquired  tbe  rigbt  to  tbe  property,  it  could  not  be  diflScult  to  establish 
tliat  fact. 

It  is  contended  tbat  tbe  registration  of  a'  trade  mark  confers  no  title 
tbereto.  Neither  does  tbe  registration  of  a  deed  to  land  confer  title. 
Bnt  tbe  certified  transcript  of  tbe  record  is  eTiduuce  of  title,  and  tbe 
atatute  permits  registration  of  a  trade-mark  as  a  means  of  preserving 
In  a  pnblic  record  evideuoe  of  ownersbip,  and  since  it  is  eridence  of 
.ownersbip  care  bas  been  taken  in  tbe  statute  to  provide  against  frttad- 
oleut  registration. 

It  is  said  tbat  I  am  giving  the  registration  onder  the  law  of  1870  the 
•ame  force,  and  effect  as  if  it  bad  been  made  nnder  tbe  statote  of  1881. 
TUw  ia  palpable  error.  I  And  here  in  this  Office  a  pnblic  record — pob- 
lic  in  tbe  sense  tbat  is  open  and  notorious,  and  may  be  seen  and  read 
by  all  men — in  which  is  recorded  a  fao-simile  of  trade-marks,  with  a  fall 
lltatement  of  ownership,  and  period  of  use,  &c.,  all  under  tbe  auiotioD 
pf  an  oath.  This  public  record  discloses  that  Imbs,  Meyer  ft  Uo.,  in 
1876,  registered  a  trade-niark,  proved  tbat  it  was  their  property;  that 
tbey  were  using  it  attached  to  flour ;  tbat  they  bad  been  so  using  it 
for  ten  years  next  preceding  tbe  date  of  their  application  for  registra- 
tion. Sow,  I  do  not  hold  tbat  tbat  registration  bas  tbe  force  and  efifeet 
of  a  r^istration  made  nnder  tbe  present  law.  Nothing  of  tbe  kind. 
But  I  do  hold  tliat  I  am  properly  authorized  under  the  provision  of  Seo- 
jtion  3  of  the  act  of  18S1,  and  by  the  true  spirit  and  intent  of  tbe  wbole 
atjitnte,  which  is  to  prevent  and  not  to  conuive  at  fraud  and  imposition, 
to  take  notice  of  tbe  facts  recited  iu  tbat  record,  in  determining  "  the 
.  presumptive  lawfulness  of  claim  to  the  alleged  trade-mark  "  by  tbe  ap- 
plicants. 1  hold,  therefore,  tbat  the  Examiner  was  clearly  justified  Id 
rejecting  applicant's  pelition  of  registnition  ou  the  reference  of  Iioba, 
Ueyer  &  Co.,  Kbicb  disclosed  that  tbey  were  and  had  b^n  for  many 
jears  using  that  identical  tra^e-mark,  or  one  sabstautially  the  same, 
on  fiour;  tbat  Ihey  bad  bden  so  utiiug  it  for  a  long  time  before  the  ap- 
plicant's claim  to  have  known  of  it  or  sought  to  uite  it. 

Tbe  decision  of  tbe  Examiner  is  approved  and  affirmed. 


D,g,l,..cbyGOOglC 
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Ex  Pasts  Hoodie. 

Decided  Stplmber  22,  1064. 
28  O.  O.,  mi. 

1.  OonicTras  intended  to  d«ra)v«  npon  th«  Commiuloner  of  Patent*  the  duty  of  d«- 

tanaiolng  the  character  of  tbosabjMt-mfttteroBeMdfDtnKiHtnttion  nndertha 

tftWl  and  trMl»-mark  tair, 
%  The  propfT  Donstraction  of  the  atatitte  ia  that  the  snbjert- matter  of  an  applioatioD 

for  a  label  shall  be  that  which  may  be  properly  ctainied  m  a  label,  and  not  be 

■iMrel;  Babject-mattttr  for  a  trade-mark. 
3.  But  the  etatnte  doea  0<>t  mean  to  Imply  that  If  oertain  ■abJBot'matter  is  fonnd  to 

be  Incapable  of  regwtration  aa  a  trade-mark  it  can  nevertheleta  be  regiaWred 

aa  « label,  for  it  may  not  be  deaoTiptive  of  the  qnalit;  or  natare  of  the  gouda, 

and  therefore  fail  to  conjttitato  a  label, 
t.  In  thecaae  at  bar  the  Examiner  properly  refnsed  to  register  aa  a  label  matter  which 

gaged  by  the  eetebliahed  mlea,  conati  tutea  only  Hotijuot-malter  for  a  trade-mark, 

AFPKAi.  from  the  Primar;  Examiner. 


Q  L.  Moodie's  application  filed  April  9, 1884. 

Matrt.  Ootpel  <£  Raegenir  for  appellant. 
BurmwosTH,  OimmiM$iontr  : 

Tfala  case  brings  np  before  me  for  consideration  two  qnestions:  Firat, 
baa  the  CommiBsiouerof  Pateota  diHoretionary  power  aodcr  the  etatate 
to  refiue  to  register  as  a  label  what,  in  bis  opinion,  is  snltject- matter 
oqI}'  for  A  trade-inarkt  Secondly,  If  matter  oGFored  for  registration  as 
a  tnde-mark  be  not  a  trade-mark,  by  reason  of  non-adoption  and  aae 
8B  snch,  may  tt  therefore  be  registered  aa  a  label,  although  not  coming 
witliio  the  known  and  recognized  definition  of  the  term  labelT 

As  to  the  first  point,  I  am  satisfied  tbat  Congress  intended  to  devolve 
Qpou  the  Oommissioner  of  Patents  the  duty  of  determiuingthe  character 
of  the  subject-matter  offered  for  registration  under  the  trademark  And 
label  law.  Section  3  of  chapter  3<tl,  Revised  Statutes,  contains  the  fol- 
lowing clause:  "except  that  there  shall  be  paid  for  recording  the  title 
of  any  print  or  label  »io(o(md*ffi«rfc,  six  dollars,"  &C.  Tbe  words  "not 
a  trade-mark"  plaitdy  indicate  that  some  one  must  decide  whether  or 
not  the  proffered  label  is  really  nothing  but  a  label.  Who  is  to  deter- 
mine this :  The  same  section  says : 

And  the  CommiHsiooer  of  Patents  ii  hereby  charged  with  the  snperriiiion  aod  con- 
trol of  the  entry  or  regiHiry  of  saeh  printe  or  labelH,"  Ae. 

The  trade-mark  law  of  1881,  in  section  3,  speaks  of  t,h«  "  alleged  trade- 
mark." The  whole  tenor  of  the  statutes  is  that  the  Commissioner  of 
Patents  flbalt  determine  the  question  of  fact  in  executing  the  law — vis, 
aa  to  whether  or  not  the  alleged  trade-mark  is  actnally  a  trade  mark ; 
otherwise  the  Office  would  be  registering  as  trades-marks  matter  which 
the  eonrte  wonld  unbesitatingiy  declare  to  be  only  labels,  and  vice  versa. 
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Mach  confluion  and  hurdahip  might  readily  arise  wbere  parties  are 
relying  for  pretection  upon  a  mere  label,  believiug  it  to  Iw  a  valid  trade- 
mark, bftcatise  reKiHt«red  as  sach.  Oaaea  have  arisen  in  the  courts  viiere 
parties  have  sued  for  infringement  of  an  alleged  tratle-niark  which,  npon 
investigation,  tnrned  ont  to  be  nothing  more  than  a  label.  {Ckeavinr. 
W(Mer,  Oox's  Maunel  of  Trade- Mark  Cases,  p.  294 ;  Oilman  v.  HunneicM, 
Id.,  303.)  Yet,  if  the  Office  ia  to  blindly  accept  the  opinion  of  the  appli- 
cant  aa  to  whether  he  has  a  trade-iuark  or  a  label,  or  be  governed  by  bis 
preference  as  to  what  he  will  call  the  sabject-malter  of  tie  application, 
incidents  of  this  sort  mast  inevitably  contione  to  aritte,  and  the  Patent 
Office  woold  be  in  the  nnenviable  poaitiou  of  deliberately  misleading  the 
public,  whose  servant  it  is.  In  sach  an  abstract  matter  as  this  there 
Bre  likely  to  be  many  differences  of  opinion  among  persons  nufamiliar 
with  the  law,  however  well  settled  the  principles  may  be  upon  which  a 
right  decision  must  be  based.  The  courts  are  sometimes  confbsingly 
loose  in  their  language  respeoting  trade-marks,  classing  as  such  what 
are  really  bat  labels.  It  would  conduce,  therefore,  to  greater  uniformity 
and  regalaiity  in  the  practice  of  the  office  to  have  some  one  person 
decide  whether  or  not  an  "alleged  trade-mark'*  is  actually  what  it  is 
alleged  to  be.    It  seems  to  me  that  Congress  so  intended. 

I  am  aware  of  the  decision  of  the  Supreme  Court  of  the  District  of 
Oolambia  in  The  United  SUOet,  «r.  reL,  The  WUeos  tfi  Oibbi  Sewing  ita- 
mne  Co.,  V.  a.  M.  Marble,  (22  0,  O.,  1366.)  But  that  was  practically 
an  ex  parte  proceeding  and  not  fatly  argued,  and,  as  I  conoeive,  did  not 
have  uareftil  considezstion.  The  transfer  to  the  Commissioner  of  Pat- 
ents of  the  supervision  and  control  of  the  entry  or  registry  of  prints  or 
labels  designed  to  be  used  for  articles  of  mannfitctare,  not  pictorial  illus- 
trations  or  works,  was  evidently  for  the  purpose  of  bringing  tbem  nuder 
the  control  of  the  officer  who  registered  trade-marks.  Why  t  Beoaoae 
trade- marks  and  labels  are  so  intimately  oonaected  that  confosion  might 
arise  were  they  supervised  by  separate  and  independent  officials. 
Furthermore,  the  fee  for  registering  saoh  prints  or  iatmls  was  at  the 
same  time  rused  from  one  dollar  to  six  dollars.  This  was  evideuUy  in 
view  of  some  extxa  work  which  would  be  entailed  in  the  entry  or  r^is* 
try  of  these  prints  or  labels.  If  simple  registry  were  all  that  were  neoes- 
sary  why  was  not  the  same  fee  charged  as  for  registering  other  prints 
or  labels  by  the  Librarian  of  Congress  T  It  seems  more  reasonable  to 
view  the  extra  fee  as  an  equivalent  for  additional  labor,  which  can  be 
no  other  than  an  investigation  of  the  alleged  label  to  see  whether  it 
does  not  in  fact  amount  only  to  the  snbject-matter  of  a  trade-mark. 
The  act  requires  this  fee  of  six  dollars  to  be  p^d  for  the  registry  of  any 
label "  not  a  trade-nua^k."  Why  are  those  three  words  added  1  Becaose 
a  different  fee  is  required  for  the  registry  of  a  trade-mark,  and  it  is  to 
guard  against  the  registry  of  one  for  the  other  that  both  are  placed  ia 
the  hands  of  one  officer.  An  expert  in  both,  he  letter  than  any  one 
else,  can  determine  which  fee  the  applicant  shall  pay  and  the  Govern- 
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meDt  receive  in  any  given  case.  The  act  iDfereotiaUy  says  tbat  any 
allefied  print  or  lubul  whicli  m  a  trade  marli  shall  pay  the  trade-mark 
feft,  instead  of  the  six  doUara  charged  for  a  print  or  label  "  not  a  trade- 
nub."  I  am  aware  thni  it  is  arged  that  adoption  and  nse  are  essen- 
tial to  a  tiade-uiark ;'  that  before  any  symbol  or  device  can  be  desig- 
nated a  trade  mark  it  must  have  been  adopted  by  some  person,  Arm  or 
corj»ration,  and  nsed  in  connection  with  some  article  of  nierohandise. 
Thu  is  tnie.  Bat  it  doee  not  follow  that  that  which  is  only  a  symbol 
or  aiga,  and  does  not  in  any  wise  indicate  tbe  contents  of  the  |>acl(agA, 
&C.,  vliich  is  the  plain  otBce  of  a  label,  can  be  denominated  or  made 
tbeanhject-matter  of  a  label.  In  other  words,  it  does  not  follow  because 
1  certain  symbol  or  device  is  not  a  traile-mak,  becaose  it  has  not  heeo 
adopted  and  naed  as  sncb,  it  may  therefore  be  registered  as  a  label,  in 
thealwenceof  those  characteristics  and  essentiaU  which  am  int*e|iarable 
^DDi  a  label  nnder  every  known  and  recognized  definition  of  tbe  term 
"UbeL"  And  here  is  the  fallacy  of  the  argnmeat  presented  Ui  me  iu  this' 
esse.  It  is  aasnmed  that  because  the  device  or  symbol  presented  for 
tpgiatmtioD  is  not  a  trade-mark,  becanse  of  non-use  as  such,  that  there- 
fore it  may  be  registered  as  a  label,  sim])ly  because  the  applicant  is 
pleased  to  eiA\  it  a  label  and  prefers  to  register  it  as  sncb.  This  ia  fal- 
lactoas.  It  does  not  have  tbe  requirements  of  a  label  and  it  has  none 
of  tbe  etomenta  of  a  label,  but  is  the  subject-matter  of  a  trade-mark 
onder  every  known  definition  of  a  trade-mark. 

If  the  argument  of  counsel  in  thia  case  ia  correct,  the  definition  of 
what  is  known  in  law  as  a  "label"  and  what  is  known  as  a  "trade- 
mark" amount  to  nothing,  They  can  in  nowise  serve  as  a  guide  in  de- 
termiDiog  what  is  a  label  and  what  the  anbject-matter  of  a  trade-mark. 
His  all  to  be  determined  and  definitely  settled  by  the  »iiniite  preference 
of  tbe  applicant.  He  may  present  to  thia  office  what  ia  well  known  to 
be  BDhject-matter  for  a  trade-mark  which  presents  not  one  of  the  ele- 
ments of  a  label,  and  simply  Itecaase  he  is  pleased  to  call  it  a  "label" 
it  is  to  be  registered  as  such. 

I  am  aware  also  that  a  point  can  be  made  on  tbe  peculiar  pliraseology 
of  tbe  statute  where  the  phrase  ia  used,  "  except  that  there  ahall  be  jiaid 
lor  the  title  of  any  print  or  label,  not  a  trademark,  six  dollars,"  &c.  It 
■oa.v  be  said  that  to  be  a  trade-m»rk,  iu  contemplation  of  thi»  langua{;e, 
it  mast  have  been  ««ed  as  such.  I  drsseuteutirely  from  that  proposition, 
for  that  involves  the  absurdity  I  have  before  mentioned,  that  to  l)e  n 
ffifeland  have  the  necessary  characteristics  of  sudi  it  is  only  neceHsary 
tbet  the  applicant  cail  the  uubject-matter  of  his  npplicat  ion  a  ^6el.  Tlic 
better  construction  of  the  statute,  and  the  proi)er  one,  it  seems  to  me, 
is  tbat  the  M^Mt-MflKer  of  an  application  shall  be  I  hat  which  may  bo 
properly  claimed  as  a  lab^  and  nut  l>ti  mereli/  aiibject-matter  for  a  Iraiii- 
ttark. 

The  second  part  of  this  inquiry  follows  naturally  upon  what  hoa  been 
Mid  above.    The  cliaracteristius  of  a  trade-mark  are  well  settled  au<1 
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have  been  carefnllj'  focmnlated  by  text-writers.  The  fundamental  par* 
pose  of  a  trade-mark  is  to  disliDgntsL  tlie  goods  maaufactiired  by  its 
owner  from  those  of  anotber  inaiiufactarer.  It  is  Uie  cotuuiercial  sig- 
nature of  the  producer.  It  says  to  the  public,  tlieae  goodu  were  made 
b;  BO  and  so,  at  snch  and  such  a  place,  and  are  therefore  such  and  tiuch 
a  quality.  As  to  what  it  may  consist  of  niauy  deAnitions  have  be«a 
given.    Upton's  is  as  follows : 

A  tnide-mnrk  ia  tb«  ntinie,  a^rmbol,  figure,  luttur,  furm,  or  device  adopted  «d<1  aaed 
by  a  uiiuiLifactam  or  mercttftDt  in  vrder  to  dBsigiiute  the  Kooda  tUnt  tie  inaaafiLCtnres 
or  mIIb.  and  ilistiiigniabca  thepj  fn>iu  tluioe  mimufuctured  or  suM  liy  another,  to  the 
end  that  tti«7  may  be  bnonn  in  the  uarket  as  Uia,  aod  tting  enable  bim  to  srcure 
«aoh  profits  m  reault  fVoiii  a  reputaliou  for  sapurtur  skill,  iudiistry,  or  enterprise. 

Browne  says : 

The  trade-mark  may  couslst  in  Ibe  name  of  themaDnractureror  the  merchant  (pro- 
Tided  it  be  vrritten,  priuled,  briiniled,  or  stampcil  in  a  mo'le  peculiar  t«  itaolf)  ia  ft 
aeal,  a  letter,  a  cipher,  a  monogram, or  anyotlierHij;n  oraymbo]  that  can  serve  todis- 
tingiiisb  the  products  of  one  man  from  tbose  of  another.  It  may  be  any  symbol  or 
emblem,  however  anmeaniug  to  Uself,  as  a  cross,  a  bird,  a  qnadrnpad,  a  castle,  ast«r, 
aooiiiet,  asnn  ;  oril  may  and  f^quently  dneacooaist  of  a  coiiibiiiatiOD  of  varinua  oh- 
jecU,  copied  from  nature,  art,  or  fancy ;  iind  if  such  symbol  or  embiem  cornea  by  uae 
to  be  recogniwd  in  trade  aa  the  mark  ol  the  gooils  of  a  particular  penon,  no  other 
trader  baa  a  right  to  ifflx  It  to  goods  of  a  similar  ileacriptiun.  It  may  be  odhenive  or 
aon-adbedve.  It  may  be  pat  inside  of  the  article  or  on  tbn  oaCslde.  It  mn;  be 
written,  printed,  etAmped,  painted,  stenciled,  branded,  nr  otbanTise,  and  either  on  tho 
■nlclv  itself  or  on  its  case,  covering,  envelope,  or  wrapper.  (BrowDeooTrade-Harka, 
•M.Sr.) 

But  what  is  a  label  t    Worcester  defines  it  aa  follows : 
A  small  piece  of  paper  or  other  material  eoutaining  a  name,  title,  or  deaoription, 
and  affixed  to  anylbiug  to  indioale  ita  nature  or  contents. 

The  distinctive  featureof  a  label  ia  that  it  is  descriptive.  It  tells  one 
the  contents  of  the  package  to  which  it  is  affixed.  It  is  compoiied  of 
words  in  ordinary  utw,  used  nith  their  ordinary  sfgiiiflcaiice.  It  is  soch 
a  placard  as  might  be  wi'itteu  by  any  one  who  had  snch  goods  to  sell, 
irrespective  of  their  oriKiii.  The  protection  afforded  by  the  statute  is 
similar  to  that  of  a  copyright.  It  covers  the  arrangement  and  dress  of 
the  subject-matter,  not  the  subjcct-mal  ter  itself.  Ai)yl>04ly  else  may 
take  the  smne  uleas  and  dress  them  up  in  another  way  and  protect  that 
arrangement  by  copyright  or  registration.  Nor  does  the  statnte  mean 
to  imply  that  if  certain  subject-matter  is  found  to  be  incapable  of  regis- 
tration an  a  trade-mark  it  can  nevertheless  be  registered  uh  a  label.  An 
alleged  trade-m^rk  may,  as  Iwfore  stated,  l>e  fonnd  to  hick  the  essential 
clianicteristius  of  a  tnule-mark,  or  to  be  nntcnahle  as  such  by  reason  of 
prior  rights,  or  because  it  ia  merely  a  colorable  imitation  of  some  other 
murk,  and  yet  not  be  registrable  as  a  label  because  itis  not  descriptive 
of  the  quality  or  nature  of  the  goods,  or  because  it  has  the  outward  np- 
IK'anince  of  beios  a  trademark,  and  so  is  calcuiated  to  deceive.  So, 
too,  n  8o-calle^l  "label"  «r  "traile-mark"  may  be  found  to  be  merely  a 
design,  and  the  proi>er  subject  of  a  jHttent. 
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In  the  case  at  bar  the  Esaininer  has  properly  refused  to  register  as 
a  label  matter  which,  g»nged  by  the  established  rales,  constitutea  only 
sabJect-iDiitter  for  a  tratle  mark. 

The  ^peal  is  dismissed. 


£X  P1.BTE   KlBNHA. 

Decided  Sepltmbtr  'i-i,  t8S4. 
iW  O.  G.,  liWS. 

1.  In  section  4<i91,  RsrtMid  Statntes,  theclitiise  "  upon  fikil'iTeof  ths  kpplicnatto  proa- 
ecote  the  Mme  within  tiro  fears  sEter  any  aotiou  thr raon,  of  which  aotioaBhall 
b*Te  been  given  to  the  applioant,"  is  ia  effect  a  statute  of  limitions,  aajiDg 
plsial;  to  applioButa  that  if  tbejr  do  n»t  push  their  applications  ahead  with 
reasonalile  dilij^nce  the;  wili  be  reijarded  as  having  abandoueil  them. 

9l  In  considering  a  oasa  arising  unJer  Mutiun  iSi  it  ia  nectniaaxy  to  eiorcisn  g'eat 
eu«  In  the  appUoatloa  of  these  priuciplea,  lest  it  be  found  that  in  ehonlng  too 
gnu  leniene;  to  oae  applioant 'the  interests  of  the  public  at  large  or  of  privat* 
indiTidnala  ha*e  saKired. 

9>  The  term  "anaroiditlile"  as  nwd  in  that  statute  tneaos  that  thit  inventor  was  pM- 
Tented  from  piosecntiog  his  case  by  ciroum stances  over  which  he  had  no  oon- 
trol. 

4.  nie  proof  nNjaisite  to  ntisfy  the  Comiuiasioiier  that  anch  a  state  of  facts  existed 
in  any  given  caae  mnst  be  fall,  clear,  and  conclnsive,  and  it  Is  nst  so  In  this 


HonoK  fbr  rehearing. 

APPLI01.TION  of  Wesley  Klenha,  filed  December  18, 1879. 
Mr.  V.  F.  Warner  and  Mr.  M.  K  Dayton  for  the  applicanL 

BuTTKBWOBTH,  Committioner: 

Section  189-1,  Bevised  Statutes,  is  as  follows: 

All  applications  for  patents  shall  lie  completed  uuil  |irt>pared  for  examination  within 
two  years  after  tbe  llliitg  of  the  appliculioii,  and  in  default  thentuf,  nr  tt|ion  failure 
of  the  applicant  to  prowcute  tie  siinie  within  two  years  afUr  aiiy  action  thereto,  of 
which  notice  shall  have  been  given  to  the  applicant,  tbey  shall  be  retrnrdcd  as  aban- 
don*^ by  the  parties  thereto,  unlfss  it  be  sliown  tn  tbe  saliHfaction  of  the  CoforolB* 
Mooer  of  Patents  that  such  delay  was  unavoidulite. 

The  clause  "  upon  failure  of  tbe  api)licant  to  prosecat«  the  same  within 
two  years  after  any  action  therein,  of  wliicli  uotiee  sIihII  have  been 
gireo  to  the  applicant,"  ap])ears  for  the  first  time  in  the  act  of  1870, 
spction  3'J.  It  is  in  eflWct  a  stutnte  of  limitations,  suyinff  plainly  to  ap- 
plicants that  if  they  do  not  push  their  applications  ahead  with  reason- 
able  diligence  tbey  will  be  ref;anle<l  an  having  abandoned  them.  A 
statate  of  limitation  is  to  be  strictly  conMtrned.  It  is  based  u{»on  tbe 
solid  gnmnds  of  public  policy  and  private  justice.    It  ia  adopted  only 
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after  experienc«  has  demonstrated  that  aneb  a  law  is  Decessary  to  pre- 
vent abuses. 

Mr.  Justice  AfcLoan,  in  1830,  in  renderinK  the  npiuiou  of  the  Bapreme 
Court  in  McCluny  v.  Silliman  (3  Peters,  270),  said : 

Of  latn  yean  tbe  onurta  in  Eo^'otid  kdiI  in  tbia  uoaQtcjhave  coiulilered  ktatutea  of 
liroll-ation  nioro  fuTorabty  tboD  funueily.  The;  rest  iipoD  coudiI  poUoj.  uid  tend  M 
tlis  [leaoe  nud  xrelfare  of  society.  Tbe  conrtt  do  uot  now,  nnlcM  emupelled  by  the 
forceof  former  ilecisioos,  give  a  rtraineil  ooiutruotioa  to  evade  tbe  effecta  of  thoM 

Hr.  Justice  Story  says  that  a  statute  of  limitatiop  is  intended  to  be 
"a  statute  of  repose."  In  considering  acaae  arisingunder  section  4894 
it  is  tlierefore  ueoessary  to  exercise  great  care  in  the  application  of  these 
principles,  lest  it  be  found  that  in  showing  too  great  leniency  to  an  ap- 
plicant the  interests  of  the  public  at  large  and  of  other  private  individ- 
uals have  suffered.  It  will  be  noticed  tliat  the  statute  is  uot  inflexible 
in  ita  commaud.  There  is  geuerouslv  added  a  proviso  to  the  effect  that 
its  enforoement  may  be  waived  if  the  Commissioner  shall  become  satis- 
fied that  the  delay  of  more  than  two  yedre  was  "  nnowtdaftls."  KothM 
the  word.  It  is  not  quite  so  strong  as  "impossible,"  bnt  very  nearly  so. 
It  means  that  the  inventor  was  prevented  from  prosecuting  his  oaw  by 
"circumstances  over  which  be  had  no  control."  ITow,  the  proof  requisite 
to  satisfy  the  Commissioner  that  such  a  state  of  facts  existed  in  any 
given  case  mast  be  f^ll,  clear,  and  conclnsive.  In  the  reported  oases 
arising  since  this  statute  was  passed  but  few  of  them  coinuieut  upon  the 
character  of  the  proof  required. 

In  Ballard  v.  City  nf  Pimhwrg  (12  Fed.  Bep.,  783)  Jodge  HeKennan 
held  that  tbe  Commissioner  of  Patents  did  right  in  allowing  an  appll- 
cation  to  be  amended  after  a  delay  of  over  four  years,  where  the  to- 
venter  had  been  generally  iocapaciteted  for  business  by  mMtol  AU- 
order. 

In  Hnd»ay  v.  Stein  (21  O.  G.,  1613}  this  section  was  considered  by 
Judge  Blatchford,  but  no  intimation  is  given  of  what  would,  iu  his 
opinion,  be  sufficient  evidence  of  unavoidable  delay. 

In  The  U.  S.  Rifle  and  Cartridge  Co.  v.  Whitney  Arms  Co.  (12  O.  Q^ 
373)  it  was  remarked  by  Judge  Sbipmao  that  the  Comiuissioner's  de- 
oisions  upon  tbe  sufficiency  of  the  reasons  for  delay  of  more  tbau  two 
years  is  conclusive.  No  intimation  was  therefore  given  as  to  what 
would  constitute  sufficient  reasoifs. 

These  three  are  the  onlv  conrt  cases  that  bave  come  under  my  obser- 
vation iu  which  this  section  of  the  law  has  been  toncbeil  upon.  There 
are  M^veral  decisions  of  the  Commissioner  of  Patents,  the  latest  one  in 
print  being  thatof  Smith  v.  Dimond  ('JO  O.  C,  742).  In  this  case  it  was 
held  that— 

OdI.v  an  Hxtraonlinory  combination  of  circiimiitaneeacoiild  unavoidably  prevctit  an 
Inventor  from  taking  Home  alep  in  coiiaectioii  with  bia  application  for  a  period  of 
nearly  eight  years.  Attaching fnll  credit  lotbe  atatementanf  the  affiaota  that  Sniitii 
waa  continuonaiy  in  alralght^ned  ciroamatancva,  and  that  he  eipnMsed  at  variooa 
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tisMS  l)i»  dwire  to  obtain  a  pateot  for  his  JnTeDtion,  I  do  not  And  thkt  at  an  j  tim« 
ka  mMte  koy  Mriooa  effort*  to  oUtala  aaalBtaiioe  la  proMoatlug  hisapplieatlon,  or  thftt 
it  i*  clear,  u  a  matter  of  fact,  tbat  it  wsa  bii  oonstant  Intention  to  renev  the  appli- 
eatioa  or  proonre  a  pateot  lor  his  invention. 

Smith's  exooses  were  Babstaotially  the  lame  as  those  urged  by  the 
preoent  applicant,  viz,  that  he  was  oat  of  employment,  had  a  large  and 
increasing  family,  incarred  heavy  expensed  from  the  sickness  of  his 
doagbter,  who  became  a  oon&rmed  iuvalid,  was  roDDing  into  debt  all 
the  time  for  the  necessaries  of  life,  and  coald  interest  no  one  in  big  Id* 
vention  in  spite  of  earnest  and  repeated  efforts  to  do  so.  He  preseated 
to  the  Commissioner  the  affidavits  of  himself,  his  wife,  his  son,  two 
brothers,  his  former  employer,  and  an  old  aoqaaintance — eleven  in  all. 
Tet  the  decision  of  the  Commissioner  was  that  his  delay  was  not  "  nn- 
avtddable."  Id  this  couoection  it  may  be  remarked  that  the  exense  of 
poverty  is  the  easiest  and  readiest  one  In  the  world.  Almost  any  mas 
oao,  if  circamstanoea  reqaire  it,  persuade  himself  that  be  is  poor,  and 
honestly  mabe  snob  a  statement  ander  oath.  Poverty  was  the  exoose 
offered  in  the  interfiarence  case  of  Wickei'tkam  v.  Singer,  which  went  ap 
OD  appeal  to  the  sapreme  court  of  the  Distfict.    Jadge  Menick  said: 

The  meawie of  poTertywhlohone maatpo—o—beftire  he ii(Qott)  required  to eieroUe 
Uif  diligenoe  to  pruaeoate  hia  rlghta  !■  not  to  fonnd  in  the  etatnte.  It  la  au  exeoM 
TUT  n*dilr  nude,  whlob  yet  ahould  not  too  readily  Iw  llatened  to.  If  ■  man  be  ut- 
terly deadtiite  of  money,  withoat  fHenda,  and  incapable  thereby  of  proaecativg  an 
eaterpriae,  mncli  Indolgenoe  may  be  bIioiitd  him,  &e. 

Anothw  case  In  which  poverty  and  sickness  were  held  not  to  oonsti- 
tate  salBoleut  ezcase  for  delay  of  more  than  two  years  is  ex  parte  Maifort 
13  O.  G.,  913. 

Iq  the  ease  at  bar  applicant  was  Anally  r^eoted  Febmary  20, 1880. 
His  remedy  then  was  by  appeal  to  the  board,  the  fee  for  which  is  ten 
dollars.  For  three  years  and  eight  months  be  did  notbing.  His  action 
then  was  not  an  appeal,  bat  an  amedd^mebt  of  his  application,  which,  by 
tha  way,  foils  to  comply  with  the  provisions  of  Bole  07,  ander  which, 
presumably,  it  is  made.  It  can  hardly  be  denied  that  his  failure  to  take 
action  doring  nearly  foar  years  must  be  regarded  as  an  acqaiescence  In 
the  action  of  the  Office.  He  knew  the  remedy  provided  by  law.  No 
hordsbip  bos  been  committeil  if  he  silently  refused  to  avail  himself  of 
this  remedy.  His  plea  of  poverty  cannot  exonse  him.  It  is  incredible 
tiiat  a  man  with  an  invention  worth  anything  at  alt  cannot  in  two  years 
raise  ten  dollars  to  bring  it  before  the  appellate  tribanal  of  this  Office. 
It  Is  still  farther  incredible  that  his  poverty  should  prevent  htm  fW>m 
doing  within  two  years  what  he  has  attempted  to  do  at  the  end  of  three 
years  and  eight  months,  vie,  amend  his  case  nnder  Bute  67.  Such  an 
action  requires  bat  a  little  paper  and  ink,  and  a  postage-stainp,  the 
oust  of  which  is  nominal  only.  For  two  reasons,  then,  I  mast  refliae  to 
admit  this  amendment  or  grant  the  relief  asked,  viz,  first,  becanse  the 
fact  of  the  alleged  incapacity  to  prosecate  his  application  by  reason  of 
poverty  is  not  snbatantiated,  and  secondly,  accepting  as  true  what  he 
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avers  in  his  affidavit,  I  am  clear  that  it  does  not  present  a  case  for 
fiivorable  aotiou,  Soaod  public  policy  forbids  it.  Tlie  refusal  (o  re- 
o|)eii  tills  catie  may  work  a  bardshipou  the  applicant,  but  that  iaalvayt 
the  uase  when  au  applicant  fails  or  neglects  to  comply  with  the  require- 
ments of  tbe  law.  But  the  interest  of  the  general  public  must  be  con- 
sidered as  veil  as  the  private  right  of  tbe  individual. 
The  motion  is  overruled. 


Ex  Pabte  Lassoell. 

DetAa4A  S^Uvibrr  30,  1BA4. 
28  0.  a,,  1274. 
1.  The  etiminatton  of  nil  claime  from  hq  ftpplioation  is  in  efieot  ail  »baiiilonm«iit  of  ib 
S.  A  paver  of  Bllornej  wliich  ffivN  sn  Bgeiit  fiiil  power  to  prosecute  tlui  ftpplicatioo, 
to  muke  ■llernliOQB  and  BmeDdinmta  therein,  BDd  to  traiiBBcI  all  bueineM  in 
the  Peteut  Office  contiecU^  therewith,  doee  not  ftnthoriM  him  to  eliminkt«  all 
claioiB  from  the  applicHtion.  I 

Appeal  from  the  Primary  Examiner. 

APPLICATION  of  William  B.  Lasscell  filed  March  16, 18^. 

Mr.A.  PoUok  for  the  appellant.  ; 

Dtbunpobth,  Acting  Commianoner: 

Tlie  interference  between  the  applicant  and  one  Ryder  was  dissolved 
by  the  Commissioner,  with  directions  to  re<leclare  it  in  a  different  form. 
Under  tbe  existing  rules  it  is  necessary  for  both  parties  to  claim  anC 
invention  before  it  can  be  made  the  issne  in  an  interference  prooeed- 
iofr,  and,  in  ortler  to  avoid  the  possibility  of  un  interference,  Lasscell's 
attorney  bns  filed  an  amendment  canceling  all  tbe  claims  in  Lasscell's 
application ;  but  the  Examiner  vefuses  to  enter  the  amendment,  hold- 
ing that  tbe  nttoruey  has  no  right  to  make  it.  Formerly  it  was  anffl- 
cient  for  an  inventor  fully  to  describe  his  invention,  witliont  following 
snch  descriptiou.by  what  is  technically  known  as  a  "claim";  bat  now 
this  is  not  enough,  fur  both  tbe  statute  and  the  rales  require  every 
speciHcation  to  be  accompanied  by  a  distinct  claim  to  the  part,  im- 
provi'ment,  or  cotnbinatioo  which  tbe  inventor  regards  as  belongiug 
to  him.  (See  Sec.  48S8,  R.  S.  and  Rule  34.)  The  abaence  of  a  claim  la, 
under  the  present  law  and  rules,  absolutely  fiital  to  an  applicatioD,  for 
it  is  then  so  far  incomplete  as  to  be  inoperative  for  any  useful  purpose — 
in  other  norda,  when  there  is  no  claim  there  is  practically  no  applica- 
tion. "When  LHBscell's  application  was  filed  he  matle  oath  to  the  sped- 
fication  and  chiiin,  and  appointed  Anthony  PoUok,  esq.,  as  his  attorney, 
with  full  power  of  substitution  and  revocation  to  prosecute  the  applica- 
tion, "  make  alterations  and  amendments  therein,"  and  "  to  transact  all 
business  in  the  Patent  OfHce  connected  therewith."    Now  this  power  of 
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Attorney  manifestly  eontemplated  an  active  prosecatioa  of  tbe  applica- 
tion and  power  to  make  amcDdments  and  alteratioua,  witli  a  view  of  fa- 
eilitatiug  biich  prosecution,  and  vaa  not  designed  to  authorize  tbo  at- 
toroey  to  interpose  a  bar  to  progress  toward  obtaining  a  pateut  for  the 
ioveotion  or  some  part  of  it  set  forth  in  the  specification  and  clitim. 
Tbis  is  the  only  sensible  interpretation  of  such  language  as  the  inven- 
tor employed,  without  boldiug  it  np  to  tbe  ligbt  sbed  upon  it  by  the 
mlee  and  statute  under  whiub  it  was  made,  and  witb  which  the  inventor 
ia  by  law  presumed  to  be  acquainted;  but  with  tbe  aid  of  the  Bules  of 
Practice  of  the  Uffice  uo  other  construction  is  permissible.  As  before 
saggested,  the  cancellation  of  all  the  claims  in  an  application  is  in  effect 
a  formal  abandonment  of  it ;  and  this  can  only  be  affttcted  by  the  direct 
act  of  the  inventor  himself,  which  act  must  be  approved  by  tbe  assignee, 
if  tbe  invention  has  been  assigned.  Bnle  165  expressly. provides  that 
the  Inventor  himself,  or  the  assignee,  in  case  the  applicutiou  bos  been 
Maigned,  shall  aign  the  formal  abandonment.  Now  Lasscell,  when  he 
gave  his  attorney  power  to  prosecnte  the  application  and  make  altera- 
tions and  amendments  therein,  clearly  did  so  with  the  reservation  that 
the  latter  shoatd  go  no  further  in  this  direction  than  the  rules  of  tbe 
OtBce  permitted,  and  heaoe  gave  him  no  power  to  execute  the  paper 
which  in  efleot  is  a  formal  abandonment  of  his  application.  The  mak- 
ing of  an  amendment  canceling  all  the  claims  in  Lnsacell's  appliuatios 
is  tberefqre  an  act  beyond  the  8coi>e  of  the  authority  conferretl  upon  the 
attorney  by  the  inventor,  and  hence  the  ExaniiDcr  did  right  in  refusing 
to  enter  such  an  amendment. 
The  decision  of  tbe  Examiner  is  approved  and  affirmed. 


Ex  Fabts  Holt. 

DeMed  JpHl  26,  lb84. 
U  0.  Q.,  171. 

1.  ApptlcktloD*  for  letten  pftteat  are  to  ba  divided  only  upon  Warn  driiirD  betneen 
•eparkble  auddl^tioot  parte  of  the  thing  invented.  No  iiiventinii  cnu  be  divided 
upon  ma  linftgiaarj  line,  one  detei  mined  by  a  niura  diffDreuce  iu  wouIm,  at  by 
tbe  leladve  breadth  of  oUiim  to  Identical  ■iibject-matl'or ;  that  ie,  npoo  a  dla- 
Ituciiua  of  ecope,  not  of  •nbatance— nf  the  mlud,  nut  of  matter.  Diviaional 
ftpplicatioDa  which  rslata  to  tUe  same  marhiae  ur  structure,  and  conlain  claima 
to  tbo  conitltDent  parte  thereof  which  iutt>rweave  with  each  other,  oc  overlap 
one  another,  are  Improper. 

S.  An  interrnrer.ae  cannot  be  declared  with  an  improper  divUional  application. 

3.  When  a  penoa  inveutathesiibject-niutter  of  auurn>iivclaini  npoiiant-rtuitieutity, 
in  theaame  moment  of  time  anilaa  tbu  same  MUse- concept.  lie  iiiveuta  that  of 
a  broader  claim  thereon ;  hence  a  DHCond  [lateut  to  him  nith  elaitii  to  aubji-ct- 
natter  which  conipfEhendH  tlio  claim  of  his  ]ireviniiB  patent  in  void  as  being 
anliclpaied  in  inch  previous  pnteut,  ami  so  the  alluwunce  uf  a ppli cations  with 
elaima  to  speoiflc  devices,  or  "simoiea,"  while  an  appplicatiou  coutuinlnt;  a 
"generic"  qlain  eovering  tboae  apeoiea  is  in  eonlroveny  or  withheld,  is  oou- 
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4.  If  pmperly  dlrided  out,  it  u  pormiMlble  M  olnlm  In  an  ftppliMtioD  nutter  wUeb 
ia  shown  and  dMcriked  bat  not  cUimd  in  %  patent  to  the  mat  applioMit,  pio- 
Tided  the  Application  npi>D  which  th«  parent  naa  gruted  was  concaireotly 
pending,  as  painted  oat  In  (.-  porta  Derbn  (36  O.  Q.,  1306) ;  but  wbete  the  anb- 
jeot-matter  is  one,  integral,  and  IndtTisitile  the  mere  &ct  that  the  appUoationf 
were  aimultaneonsly  twfoTs  the  OSoe  will  not  warrant  the  gruitinx  of  mon 
than  one  patent  theranpon. 

6.  The  oaae  hera  on  appeal  is  one  in  which  there  oonld  be  no  proper  dirisioa ;  bnt 
eTen  in  cases  where  tbeie  can  l>e  proper  division,  if  the  diTisiona,  when  pat  !»• 
gether,  conatltate  an  organized  machine,  dependiag  for  Its  operation  as  snob 
npon  each  of  the  distiact  and  separate  divisions,  it  teems  only  proper  that  all 
tlie  diviUooa  should  be  pending  coaonrrentiy,  and  tkemld  <*■■«  *lmmU*»«oit*lg, 
•nalogona  to  divisions  of  a  reiwne,  in  onler  that  tbrongh  tlw  intardependMioa  of 
thfe  parts,  by  withholding  ttoai  patent  nntil  muoh  later  an  easential  part,  or  ft 
snb-iggroupment  of  parts,  or  h;  patenting  the  separate  parts  or  •nb-aggronp- 
meots  of  parta,  Mrlalisi,  at  long  intervalv,  the  term  of  patent  protection,  of  az- 
claaive  right  to  the  machine,  may  not  l>e  esteoded,  or  seem  to  be  extended,  bo- 
yond  that  limited  by  law,  and  deprive  the  poblio  of  right  to  the  maofalne  or  bo 
a  menanoe  atmtnst  such  riuht,  after  the  ftrat  patent  has  expired.  Theaameeon- 
ndentions  obtain  with  reapeet  to  prooeaa  and  product,  maohina  and  prodoet, 
and  maobtne  and  method.  Of  coarse,  when  the  piodnot  ean  only  be  made  bj 
one  pruoesa,  the  two  are  so  linlied  together  that  the  invention  Is  one,  and  then 
can  be  no  division;  bnt  where  the  prodnoClacapable  of  being  efTeoted  by  varioaa 
methods,  proceews,  or  machines,  and  division  ia  thaa  pos^ble,  whMe  the  proo- 
«M,  or  the  machine  woold  prodaoo  no  other  prodnct,  the  method,  pRN>ea>,ot 
machine  ahonld  not  be  allowed  to  go  to  patent  before  the  prodnot,aad  the  prod- 
uct be  subaeqnently  patented,  as  io  anch  case  the  public  may  neem  to  be  bartod 
from  the  use  of  the  raethud  or  process,  or  of  the  machine,  even  after \he  patent 
open  the  same  has  expired,  for  the  reason  that  there  cannot  be  anch  use  with- 
out  malting  the  prodnct.  Proper  divislan  between  proeeas  and  product,  dlrlft- 
ions  between  machine  and  product,  and  between  mauhlne  and  mottiod  shoold 
issne  simultaneously.  If  the  patent  for  the  process,  or  for  the  maohine,  {mdo 
first,  a  subsequent  patent  upon  the  produot  should  bo  refused,  and  in  the  oaae 
of  machine  and  method,  if  a  patent  on  the  machine  iosue  flnt  a  snbaeqnent  pat- 
ent on  the  method  should  be  refnsed,  all  upon  the  gronnd  that  it  woatd  seem 
to  extend  the  monopoly,  and  is  thna  against  public  policy. 

6.  When  an  application  is  once  tiled,  be  it  a  diviaioual  or  other  original  application, 

it  presenta  a  certain  state  of  facts,  and  wh^n  examined  on  that  state  of  fiwta 
the  Patent  Office  has  done  all  that  ia  reqnlred,  the  applicant  having  reoelred 
all  that  a  single  fee  will  cover.  He  may  not  shift  from  one  state  of  facta  to  so- 
other and  draw  in  extraneoua  i^atter.  whether  it  bo  from  an  entirely  independ- 
ent aonroe  or  ftom  a  divisional  application. 

7.  The  deacription  of  an  invention  by  a  apeoifloation  alone  is  not  now,  aa  formerly, 

all  sufficient ;  bnt  the  deecHptlon  must  be  siippleiiiented  by  a  specific  and  well- 
defined  claim  to  the  part,  improvement,  or  combination  which  the  inventor 
regards  as  his  property.  The  aim,  end,  purpose  of  the  ipecfJtoaMoR  under  tb* 
present  statute  ia  to  daeiiha  the  invention  aought  to  be  covered  by  the  patent, 
and  the  maiinerof  making,  oonstTnoting,  and  nsinjc  the  same.  The  aim,  the 
end,  the  pnrpoae  of  the  ofaim  is  to  ;ioial  out  parlioalarlii  and  ifittiaollir  i*^*»  the 
InTenttoD  tobesecnred  tn  the  Individual.  Thecfadit  is  Ihemeasnre  of  the  pat- 
ent, and  the  day  has  passed  when  the  conrts  will  search  through  the  specific*- 
tion  for  iufonnatioii  which  it  ia  the  very  offlce  of  the  cUlm  t«  imp»rt. 
9.  Such  expft'eaionH  as  "meaiia"  and  "niecbnniam"  ace  generally  oblectiooaUe,  M 
being  indefinite.  They  are  olijectlonable  as  employed  in  this  ease.  They  M« 
always  objectionable  If,  by  their  one,  the  cloisi  iUtlf  does  not  disUngaish  what 
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ia  bdieved  to  b«  oew.  But  it  ia  not  intended  to  intimate  that  any  particolw 
expraawoD  or  form  of  irotda  ia  alnaja  t«  be  uxcladetl  from  a  claim— that,  for 
•XMDplA,  Mich  esprBaaloaa  aa  "nieanB"  aod  "mecliaatam"  inaj'  nereT  be  em- 
plojnd.  On  thu  contrwry,  if  these  wordi  coupled  with  the  reqiihiite  word*  of 
qokllllcfttlon  ever  expreaa  tba  eiacl  invention,  nr  refer  to  nierel;  adJnnctiTa 
dvficea  readily  anderstood,  the;  tue  not  objeccionablo.  Comprebeniiivii  terms 
and  phnsM  to  inelade  mechsnioal  equivaleuta  an  quite  proper  (see  expartt 
Demauuf,  S6  O.  G.,  1207)  if  tbej  are  dear— that  in,  provideil  tliey  dlstiuctlv  ex- 
preaa the  iaeatlUm  and  are  warranted  by  the  gpeci&cation. 
B.  Erery  inatrn mentality  or  anbatanoe  intended  to  be  an  eleuient  or  ingredient  of  a 
elaln  must  be  directly  brought  in  aa  aaefa,  not  infertintially  inolnded,  or  only 
allndad  to  in  naming  some  other. 

10.  It  la  to  be  obaarved  that  claiuB  forming  part  of  «nt  oaae  cannot  be  to  altamatiTfl 

•onabnetMua— that  ia,  allernatiTe  with  other  claims  to  coDStmctions ;  in  other 
worda,  which  are  modification*  of  eonatrnctiona  iiet  up  in  othec  claiinii ;  nor  may 
elaima  be  In  themaelrea  alternative. 

11.  Eaeh  claim  mual  be  to  a  complete  and  operative  combinalioa  in  the  direction  of 

the  invention. 
Ui  In  an  origiiial  application  matter  not  warranted  by  the  oaae,  aa  first  filed,  abould 
not  be  deaignated  by  the  term  "  new  matter."    The  term  "  new  mutter  "  ia  em- 
ployed in  the  statute  uid  in  the  Bnlea  of  Practice  only  with  refitrenoe  to  re- 

Afpkal  from  Piioauy  Eutniuer. 


Afpligatiok  of  :Noali  W.  Holt,  flted  Jaly  19, 18S2. 
Meurt.  DoidtUdaji  (t  Blitt  for  the  applicant. 

BTA.TRICBBT  OF  THE  OASB. 

HdLt  fil«d  ao  application  January  26,  ISSO,  with  two  sheets  of  draw> 
logs  (to  which,  BabsequeDtly,  another  sheet  was  added),  describing  the 
firflowiDg  iavention  in  apparatus  for  ooUeotaug  the  dost  from  poriflers 
M'fioBi  stooes  and  other  redacing  meehanlsin  la  flooriog-millB,  tIx: 
Within  a  large  ease  baving  an  inlet  leading  from  the  dust-flne  of  the 
parifler  is  »  reel  which  fits  closely  within  the  case,  but  is  capable 
of  rotating  ft«ely  therein.  The  reel  is  composed  of  two  impervioos 
heads  and  two  conoentric  series  of  rods  or  bars  coDDeotlug  them.  The 
reel  is  -clothed  with  ooarse  or  loosely-woven  ftannel,  the  same  being 
wound  from  a  rod  or  bar  of  one  series  to  the  adjoining  rod  or  bar  of  the 
next,  thas  presenting  a  zigzag  or  indented  surface.  A  Baction<&n  ont- 
side  the  case  may  be  placed  either  at  one  end  of  the  cose  or  at  one  side 
of  tlie  same,  or  there  may  be  a  suction- t^n  at  each  end  of  the  case. 
Where  there  is  but  one  snodon-fkn  and  this  is  located  at  one  end  of  the 
ease,  the  reel  has  at  that  end  a  hollow  trannion  by  which  passage  of  air 
is  permitted  from  the  interior  of  the  reel  to  the  fan.  Where  the  suction- 
fan  is  located  at  one  side,  or  where  there  are  two  Baction-&n8,  one  at 
each  end  of  the  case,  the  reel  has  both  tmnnions  hollow  for  the  pasnage 
of  air  from  the  interior ;  where  the  fan  is  at  one  side,  there  being  siiita- 
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ble  docts  leading  to  it  from  the  traanione.  By  the  actron  of  ttae  fan  or 
fans  a  curreut  of  air  is  ioilaced  through  the  iolet  leading  from  the 
dust  flue  of  the  purifier,  iuwani  throuf^h  the  clothiug  of  the  reel  und 
ont  through  the  trnniiion  or  trLitiDione,  the  dust  with  which  the  current 
Is  charged  being  depo»ited  njtcm  the  outer  surface  of  the  clothing.  Be- 
low the  reel  there  in  a  trongb  containing  a  conveyer,  and  while  the  reel 
rottites,  asench  eection  or  indentation  comes  orer  the  trough,  its  upper 
salient  angle  ia  Btnick  by  one  or  more  knockers  and  the  accumulated 
dU8t  is  Jarred  off.  After  the  duet  has  been  janed  from  the  surfkce  of 
the  clotb,  or  before  tliis, after  a  section  containing  duat  is  turned  down, 
It  is  desirabte  thut  the  dust  shall  not  be  subjeoteil  to  the  blast,  and  to 
this  end  the  lower  part  of  the  reel- clothing  is  cue  off  from  the  action  of 
the  fan,  the  housing  of  the  reel  being  contracted  about  the  reel  on  each 
Bide  of  the  trough  throughout  the  length  of  the  reel,  and  a  partition 
being  suspendetl  in  contact  with  the  inner  series  of  rods  or  bars.  This 
pendent  partition  may  hang  from  a  central  shaft,  where  there  la  one,  or, 
where  there  ia  none,  from  the  trunnions.  If  the  shaft  ia  non  rotating, 
the  arms  attaching  the  partition  thereto  may  be  Hited  to  it;  otherwise 
the  partition  nhouiil  hang  loose  upon  tlie  shaft,  when  its  weight  will 
keep  it  in  proi>er  position.  The  trough  thus  coDStitutes  a  still-air  cham- 
ber, and  the  conveyer  carries  off  tlte  du^t  that  falls  into  it  More  ef- 
fectively to  cut  off  thia  atill-air  chamber  iVom  action  of  the  fan  the  salient 
angles  of  the  sections  or  outer  rods  are  provided  with  lougitudiual  pro- 
jecting strips  of  rubber  or  leather,  which  are  pressed  against  the  con- 
tractwi  portion  of  the  housing  when  they  come  to  that  position,  and 
tbna  act  as  packing.  To  apply  these  strips,  the  outer  rods  or  bars  are 
made  double — tliat  is,  are  uomiKised  of  the  fixe<l  or  cloth-sapporting  bar 
or  rod  and  an  exterior  strip  having  the  packing-strip  set  in,  according 
to  the  well-known  construction  of  weather-strips ;  and  similar  strips  in 
annular  form  may  be  applied  to  the  heads  at  or  near  their  peripheries. 
The  fan  or  fans  and  the  reel  are  rotated  by  seimrate  pulleyii,  the  reel 
being  driven  more  slon-jy  than  the  funn  by  a  belt  from  a  pnlley  on  the 
conveyer.  The  rods  which  connict  the  heads  may  be  rollers,  and  in- 
stead of  the  reel  revolving,  the  clothing  may  be  made  to  revolve  by  ro- 
tating one  or  more  of  the  rollers.  In  this  caae  the  knocker  is  aotoated 
by  projections  on  the  conveyer  which  engaged  suooeasively  with  a  pro- 
jection on  the  knocker. 

The  following  were  the  original  claims: 

1.  The  coLtinnoaa  mnviii);  cnnvoliiteit  clolh  c,  rnmblned  with  the  ont«r  cam  A,  bsv- 
Idk  tbe  inlet- pHM&ge  a,  tbe  HtlU-air  ubniuberA,  and  a  anolion-fan  conneoting  w[th  Um 
^tooe  Inolomd  by  tbe  ototb  «,  enbtitatitially  an  and  for  the  purpoMB  set  furlh. 

S.  The  oouiblDBtioii  wiib  tbo  iunur  and  oiiler  bars,  r  aud  r',  anppocling  the  moving 
cotivoliited  cloth  0,  of  tbe  iuuer  purtitiDii  /,  the  oittsr  bouitiiij[  A,  contracled  troui  • 
tO(f  and  from  e' to  8,  aud  the  8i ill-air  chamber  A,  anbstautlally  as  described. 

3.  The  rotating  reel  B,  peripherally  clnthed  with  the  coavulated  oloth  o,  combined 
•od  nrTBOged  witb  theoniercaae  A,  anction-fau  C,  still-air  apace  A,  and  a  koookar  to 
dlalodge  the  dnat  from  the  oh>th  OTer  the  stilt-aic  apace,  aabaUDtially  aa  deaorllwd. 
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4.  TIi«  IniMker  ■,  combined  wlrh  tbe  atill-air  chamber  k  and  outer  ban  7',  aupport- 
ing  tbe  cnDvoliited  cloth  0,  ■obsUotiiilly  m  dHHcribed, 

i.  Tbe  knocker  1,  combined  with  the  mnving  cloth  e  and  worm  i,  and  actnuted  by 
tbe  pmjections^  open  the  irorni,  guliaiantially  lu  dexcrilieil. 

6.  Id  eorobinBtion  with  the  cunToliited  reel  clnth  0,  and  the  rRel-boiialng  A,  con- 
liaeted  to  pr>>xiuate  the  outer  aapporting  reel-ban  r",  the  fl*?xilile  puublng-atrlp  t, 
MOured  to  the  bar*  r",  aabataaliAlIy  a«  descrilniil  and  for  the  piirpnMB  set  forth. 

Ad(1  the  following  disclaimer  was  filed : 

I.do  Bot  brt>a(11y  claim  the  combiaation  of  a  etUI-nlr  chamber  wirb  a  movinfc  dn*t- 
eollttctiog  elotb,  nor  the  oombiaatioa  with  aiioh  >  obamber  and  r.lotli  of  a  knoaker  to 
dialnd(t«  the  duat  from  tbe  oluth  «o  that  it  wUl  fall  into  tbe  atlll-air  oliitiuber,  theee 
eoniMnatione  haviDg,  aa  I  am  Informed  ftod  so  far  as  I  am  coacerued,  been  ilrat  in- 
Tented  by  Jonathan  Mitli. 

Otber  claimB  were  ftvin  time  to  time  flubstitnted  foi-  the  orifrinal 
claims,  and  at  the  present  time  tlie  case  ia  pending  upon  tbe  follow- 
ing: 

1.  Tbe  oombination  of  a  atellated  doat-separatiug  reel  lotiitiog  about  a  horlsontal 
•xfe,  ft  box  anderoeath  for  catching  the  dOHt  aa  it  ftilia  from  tbe  luniitb  of  a  vertical 
chamber  thereof,  and  a  knocker  acClng  against  a  section  over  said  daat-boz,  snb- 
•twitlally  aa  set  forih. 

It.  The  eombioation  of  a  rotating,  atellated  duat- separating  reel,  a  horixontal  oat- 
off  wliicb  iaolatee  certain  of  the  atellated  aectlona,  a  kuncker  striking  at  iuterrala 
agaitist  each  isolated  seolioua,  and  a  diiat-bax  to  catch  the  dialodged  dnet,  aubatan- 
tiatly  an  set  furtb. 

3.  The  combinatinn  of  a  atellated  duet-separating  reel  rotating  about  a  boriionCal 
axis,  acnt-oST  tTbich  iaolat«a  certain  of  the  stellaled  sections,  an  incloaing-cane.whloh 
admits  auil  directs  the  dnat-ladea  air  to  the  sectione  not  tsolutud,  and  mecbauism  for 
detaching,  collecting,  and  carrying  away  tbe  duat,  substantially  im  sec  forth. 

4.  Tbe  coDibinatioa  with  an  iDcloaing-uase  of  u  strllaCeil  diiat-collecting  reel  with 
an  open  bead,  a  borisontal  abaft  carrying  aucb  rrel,  and  around  which  tie  air  may 
cacDpe  axially,  and  a  aiictlon-fan  arranged  tu  draw  the  air  tliroii^b  tbe  acreen  radially 
and  fioni  the  reel  tbrongb  tbe  opening  arontid  the  shaft,  auliatDutially  as  set  forth. 

&.  In  a  dust- col  lee  tor,  the  combination  with  a  revolving  rani,  and  a  case  inclusing 
the  R*me  of  rings  or  beuringa  interposed  liRtwecn  tbe  caaiiig  and  beads  of  tbe  reel 
aionud  openinga  in  the  heads,  aubsluntislly  aa  and  for  tbe  purposes  set  forth. 

6.  Tbe  combination  of  the  duat- collecting  reel  consisting  of  ibe  heads,  tbe  Inner 
mad  onter  seriea  of  clotb-burs  anil  the  cloth,  the  ont-olT  willitn  (bn  reul,  the  casing, 
tho  fan,  and  the  partitions  below  tbe  reel,  eubstaiitially  as  set  forth. 

7.  A  dnit-cnllecting  reel,  consiating  of  the  circular  heada,  an  inner  seiiea  of  ribs, 
an  oDler  serieH  of  ribs,  clolb  arranged  in  si giag .planes,  aronntl  tbe  riba  and  forming 
seetiuna  having  converging  aides  In  ^.ombination  with  tbe  coning,  supporting-rings 
connecting  Ibe  rert-(i«ads  with  the  cosing,  and  a  partition  iimJecLing  Trom  thi<  lower 
part  of  tbe  casing  into  close  proximity  with  Ibe  periphery  of  the  reel,  nbereby  air- 
earrenls  are  prevented  trom  passing  back  and  forth  betiuatb  tbe  reel,  aa  and  fi>r 
tbepnrpoaea  aat  forth. 

Tbe  following  rettervation  clause  appears  io  tbe  caae: 
It  is  oot  Intended  In  this  application  to  cover  all  the  Inveations  disclosed  Id  the 
drawings  and  made  tbeanliject  of  this  npplioatlDD.    lu  a  divisional  application  I 
have  eovered  the  speotllo  combinations  involved  in  the  form  of  machine  shown  is 
Fi(a.  hjO,"!,  and  6,  which  has  tbe  leel  snspended  npon  hollow  tmnnioaa. 

July  10, 1883,  Holt  filed  four  otber  a[>|>licatioQs  embracing  snbjeot- 
matter  set  forth  above  ia  describing  tbe  invention,  and  declared  these 
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applications  to  be  divisiona  of  the  application  filed  Jannary  26,  1880, 
the  parent  eaBe,  which,  for  coiivenieuce,  will  hereafter  be  referred  to  as 
"  Case  A."  .  Tbe  dravtogs  in  all  of  these  cases  show  sabstantially  the 
iuventioti  described  kind  lllnstrated  in  Case  A,  and  tbe  claims  in  each 
of  the  canes  filed  July  19,  1882,  will  be  given.  The  applications  filed 
July  19,  1882,  are  numbered  67,136.  67,13G,  67,137,  and  67,138,  and  are 
deflignated,  respectively,  as  "  Oatte  B,"  "  Case  0,"  '*  Oaae  B,"  and  "  Oaae 
E.'' 
Tbe  claims  in  Oase  B  are  as  follows : 

1.  Tlie  comliiDalion  of  the  moving  cloth,  the  blunt-chamber  or  conduit  through 
which  air  in  gniili-d  to  Mill  clotb,  Mid  tbe  denil-air  chamber,  entirely  cnt-off  from  aaid 
blMt-ohfkUibet  ur  air^uonilult,  to  reoeivD  the  duHt,  ■ubintntilLlI;  m  set  forth. 

S.  The  comliinatioD  of  tbe  rotating  clotli,  tb«  blast-cb amber  or  air-ooudnit,  ui« 
d«a(t-air  cbaiubvr,  entirely  cut  off  &om  the  air-conduit,  sud  )irovided  with  m)  orifice 
indepeudent  of  the  bla«t- chain  (Mr  or  air-coDdatt  for  tbe  iliHcharge  of  the  ool)««t«d 
dnat,  HUbatantialtr  aa  set  forth. 

3.  Tbe  combination  of  a  dead-air  chamber,  parti -cylindrical  cnt-off  wa]la,-«nd  an 
air-oondnit  or  blaHt-chamber,  arraoged  aululantiiilly  at  net  forth,  to  for««  the  air 
through  tbe  ctoth  on  aiibHtaatially  radial  lioea  on  all  aidee  of  the  axia  or  tbe  cenL 
except  where  the  aaid  cnt-off  walla  are. 

4.  The  comblnatioD  of  a  rotating  reel,  a  eolleo ting-cloth  thereon,  a  blaat-chambar 
or  air-con i1  iiit  throDgb  which  doHt-laden  air  is  forced  against  tbe  cloth,  a  dead-air 
chamber  entirely  cut  off  from  the  b1aat-chamber  or  air-ooodiiit,  and  provided  with  a 
discharge  or  emptying  opening  separate  from  said  blast-chamber  or  air-oondnit,  meaiM 
for  dislodging  the  da»t  from  the  cloth  into  said  dead-air  chamber,  and  a  poBiUvelj- 
Mting  nitH-'banism  for  carrying  tbe  dislodged  doat  to  ai^d  opening,  subataotially  m 
•et  forth. 

5.  Tbe  ooniblnation  of  a  rotating  reel,  a  filtering-oloth  carried  thereby,  meana  for 
aarrylng  a  diist-loden  aironrrent  against  said  cloth,  mechanism  adapted  to  dislodg* 
the  dust  from  the  cloth,  u  still-air  chamber  below  said  dislodging  devicea  tbroogh 
which  tbe  dust  drops  without  contact  with  tbe  air-current,  the  cut-off  anrfaoea  ocn- 
centric  with  the  reel,  tbe  longitudinal  peripheral  cloth-supporting  ribs,  and  the  fisKi- 
ble  air-stops  attached  to  said  ribs,  anbstantially  as  set  forth. 

The  following  reservation  clause  appears  in  this  case : 
I  do  not  in  this  application  claim  anything  bat  what  is  speciflaally  set  forth  in  tke 
following  claims,  reserving  to  myself  tbe  right  to  claim  any  other  patentable  msttan 
which  I  have  herein  shown  and  deecribed  in  another  application  thftt  I  have  fltod 
heretofore  and  of  which  this  is  a  diviiioo. 
The  claims  in  Case  C  are  as  follows ; 

1.  In  a  dutt-colleotor,  the  coiiibluatioii  of  the  following  elnments,  vIei  a  stellated 
reel  rotating  alwut  a  horizon  tal  aiis  and  provided  with  a  central  opening  for  the  exit 
of  air,  an  iiJclosinK- cosing  provided  with  an  opening  corresponding  to  the  central 
opening  in  tbo  reel,  and  a  fun  mounted  on  tliecasinj^,  the  eye  of  the  fan  being  arranged 
to  commnnicute  directly  willr  tbe  air-otHniiDg  in  the  rasing  and  In  the  reel  bead,  anb* 
•tantially  a*  set  forth. 

2.  In  a  dnst-colleotor,  the  combination  of  the  following  elements,  via :  a  •te1Iat«d 
reel  adapted  to  rotate  around  a  horizontal  uiia  and  provided  with  a  central  opening 
for  the  es:it  of  air,  an  inclosiug-ciute  provided  with  an  airopeolngcorrf  spending  with 
the  oponiug  iu  tbe  reel,  a  fan  mounted  on  tbe  cosing,  the  eye  of  the  fan  being  arranged 
to  coniuinnicate  dirijctly  with  tile  air-opening  In  tbe  casing  and  in  the  reel,  andacnt- 
off  adapted  to  iiwlutc  piirtiuiie  of  the  slellatiMl  reel,  subHtiLntially  ae  described. 

X  In  a  dust-collector,  tbo  comliinatinu  of  tbe  following  elementa,  via :  a  stellated 
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ml  adapted  to  rotate  aronDd  •  nonuHital  axU  and  pioTided  with  a  central  opsQlng 
Idt  the  rxit  of  air,  aa  inalosliig'CaBiog  piDvlded  with  at)  kir-opentaf;  opposite  to  the 
opaning  ia  the  real,  a  tun  monnttid  ou  tbe  caning,  the  eye  uf  the  fun  b«iiif{  arranged 
to  cammaDlcate  direct!}'  wiih  theair-opeaings  id  the  coning  and  iu  the  reel,  acnl-oS 
xdapted  to  isolate  portions  uf  the  Rtrllated  reel,  and  a  convej^r  nrr.inged  below  tho 
rtel  to  receive  doat  from  the  isoliiled  portion  of  the  reel,  sahstantiuHy  as  let  forth. 

4.  In  a  dtut-colleclor,  the  conibinDtiuii  of  Ihe  followinj;  elemente,  tIz  :  a  stellated 
ml  nitatKig  aboat  a  boriEoiitii]  rixia,  a  cutoff  tidiptcil  to  Isolate  portion*  of  the  etel- 
1ftt«d  rral,  a  conveyer  belovr  llittrwl  to  receive  duat  trom  tbe1aolal«d  poTtioaaof  th« 
reel,  and  mechanism  ooDoectiiig  the  conveyer  with  the  reel  for  imparting  a  rotary 
nDvenieut  to  the  reel,  sabstaiitially  ut  eet  forth. 

5.  In  a  dii9t-collccti>r,  the  combination  of  the  following  elemente,  vii :  a  stellated 
i«el  adapted  to  rotate  .%r>iiinil  u  horizontal  axia  and  provided  with  a  oentral  opening 
for  tbe  exit  of  air,  aa  JDcloring-canng  provided  with  an  i^-opening  oorreapoadlng  to 
the  opening  in  (he  reel,  a  eat-off  Mlapt«d  to  isolate  portiona  of  the  itellated  reel,  a 
MnTeyei  atianged  below  the  reel  to  receive  dnet  dislodged  fhun  the  iaolated  portiona 
of  the  reel,  and  a  Jarring  mechanism  act'uat«U  by  tbe  conveyer  tot  lemofing  dnat 
fiom  the  isolated  portions  of  the  reel,  aubstaatially  aa  set  forth. 

The  following  reservation  clauses  appear  in  this  case: 
1  do  not  hereby  elain  any  of  the  fhatnrea  other  than  those  speoiAeally  aet  forth  ia 
tbe  claim,  reaerring  to  myself^  however,  thu  right  to  claim  the  other  geoerto  and  ap^ 
BiAo  patentable  matter  which  I  have  abown  iu  another  application  which  I  have  AM, 
Berial  No.  I,«t8,  Aled  Jannary  90,  iBbO,  of  which  thU  is  a  division. 

I  do  not  limit  myself  to  all  the  part*  in  detallwhiehIhaveataown,aa  it  is  apparent 
that  acHite  of  the  novel  featnres  lllonrat«d  and  described  may  be  separated  from  tba 
otben  and  oomblned  with  the  other  devices  withont  departing  from  the  spirit  of  my 
invention  ao  for  aa  it  relate*  to  the  portions  that  are  separable.  Thns  It  will  be  sean 
Uiat  tbo  knooking  or  hammering  devioea  for  diolodging  the  dost  will  operate  moi« 
advaolageonaly  thma  tbe  device*  used  heretofore,  whether  or  not  they  be  eombined 
with  these  specific  (arms  or  dsvicee  for  ontting  off  tbe  air,  whloh  I  'have  shown  or 
combined  with  this  specific  form  of  oloth-anpport.  So,  also,  the  advantage*  incident 
to  supporting  the  inside  cut-off  statinnarlly  [t]  relatively  t«  the  revolving  part*  ar* 
attained  irraapeotive  of  employment  therewith  of  the  ontsida  abntmant. 

The  claims  fn  Case  D  are  as  follows : 

1.  In  a  dnst-collector,  the  combination  of  the  following  elemeuta,  namely:  an  In- 
dosing  casing,  a  rotating  filtering-reel  arranged  therein  to  move  aroood  a  horiiontal 
axis,  and  a  stationary  cut-off  arranged  within  the  reel  and  supported  independentlj 
of  the  reel  npon  a  stationary  anpport,  anbatantiiilly  as  set  forth. 

8-  In  a  dn  St -col  lector,  the  combination  of  the  following  oleuenta,  namely :  an  In- 
closing-coning,  a  Altering  reel  having  aztgzatc  anrface  inclosed  within  thecosiog,  and 
a  ent^ff  arranged  within  tbe  reel  and  below  the  center  of  the  reel,  a  suctian-fan,  and 
air-tmnk  conneoting  the  fan  with  openingii  in  the  reel-heads,  substantially  as  set 
liwtb. 

3.  In  a  difBt-collector,  the  combination  of  the  following  elements,  namely :  an  In- 
ctemng-caaiQg,  a  filtering-reel,  mechanism  acting  upon  the  reel-head*  within  the  cas- 
ing to  rotate  the  reel,  aout-off  for  iaoluting  porlious  of  tLefliteriiig-surfaces  alterna- 
tively, and  a  jarriiig  mechanlim  fur  disioilgiug  tbe  dust  from  the  iuolated  portion  of 
the  filtering  reel,  anbsLantially  as  set  forth. 

4.  In  a  dnst-collector,  the  combination  of  the  foltowiog  elements,  namely :  an  in- 
elodng-casing.arotatingflltorlng-roelbavingiigzagBurritucB,  mechaQism  acting  upon 
the  icel-beads  within  the  casing  to  rotate  tbe  reel,  a  ciit-ntf  arrangad  iuiiide  uf  said 
reel  for  ieolating  portions  of  the  filtering-Burfucesalttiriiatively,  andajarriug  uecb- 
BoisB  fbr  mmoring  the  dust  trom  the  isolated  portion  of  tbe  flltering-reel,  snbatso. 
ttoDyM  aet  forth. 
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6.  In  a  ituBt-collcclor,  the  comliiUBtinD  of  tbe  follon-lng  elements,  niunelj  :  an  ia- 
closiTic-dHiiig,  a,  rotary  reel  inaide  of  the  onniii);,  the  tiilitilar  liearinga  for  the  end*  of 
the  reel,  wliiTcby  it  ma.v  Iw  uioiintcd  nithoiit  a  tbrniiRh -shaft,  and  a  cut-off  iuaida 
and  su|)parted  independontlj  of  tbe  red,  aiibstautittllf  sa  set  forth. 

6.  In  ft  dust-culioctoT,  tlie  com bi nation  of  tbe  followiii);  eleiiieute,  uatnely:  an  in- 
eloi>iti};-i!iiHiii£,  a  rotaiiiig  illliTiiig-nsul  in  Haiti  cMsiiij;,  hollow  truiinioua  fur  luoiintlng 
■aid  Ti'i-1,  comuiunJcBting  nilb  the  inlorior  of  the  rt^rl,  aiidn  auction -fan  adapted  to 
draw  air  from  the  coaing  itilo  tbe  interior  of  the  rei'l  through  the  filtering  raalerial 
sud  out  of  naid  reel,  sabstaDliHlly  nn  ael  forth. 

7.  Ill  a  duat-col lector,  the  coinbiuHtioii  of  an  incloaiug- rasing,  aEiitzaggedshafUcac 
rotating  reel,  a  fan  moving  air  into  the  rei/l  through  tbe  cluth  and  outwarct  axially, 
a  fixed  uut-olf  placed  on  the  ioside  of  tbe  reel  wi  as  to  iutoruupt  the  Inflow  of  aic 
throngh  a  part  of  the  zigzagged  sectiona,  and  a  trough  plaucd  under  tbe  iaolated  aeo- 
tioDH  to  receive  the  duat  dislodgnl  from  such  sections,  auhatantially  as  set  forth. 

The  following  reRervation  clansea  and  compreheDBire  statements  ap- 
pear in  this  case; 

I  do  not  herein  claim  an;  of  the  featarea  other  then  those  specifically  set  forth  in 
the  claim,  reserving  to  myself,  however,  the  right  t«  olaim  the  other  generic  and 
epeciflo  iiatentable  matters,  which  I  have  shown  in  another  application,  which  I 
have  nied,  Serial  No.  1,43S,  filed  Jauaary  36,  ISBO,  of  which  tkie  Is  a  divinoa. 

I  do  not  limit  myself  to  all  the  parts  iu  detail  which  I  have  shown,  as  it  is  ap|MC- 
ent  that  some  of  the  novel  features  iUDatrat«d  and  described  may  be  separated  ftt»ii 
the  others  and  combined  with  other  devices  without  departing  from  the  spirit  of  mjr 
invention  so  for  as  it  relates  to  tbe  portions  that  are  separable.  Thus  it  wilt  be  ae«n 
that  the  knocking  or  hammering  devices  for  dislodging  the  dost  will  operate  ni<»e 
advantageously  than  the  devices  used  heretofore,  whether  or  not  tbey  be  combined 
with  these  specific  forms  of  devions  for  oottlng  off  the  air  whtoh  I  have  shown,  or 
combined  with  this  speoifio  form  of  olotb-aupport.  So,  also,  the  advantages  incident 
to  supporting  the  inside  cnt-off  stationarily  [I]  relatively  to  tbe  revolving  parts  an 
attained  irrespective  of  employment  therewith  of  the  outside  ahnUnent. 

The  means  for  evenly  distributing  tbe  air  by  suction  over  the  oollBoting-sonaatt 
from  end  to  end  of  the  reel  can  be  applied  odvontageonsly  to  reels  bearing  [differing  f] 
somewhat  from  the  specific  character  shown, 

Ab  rKvolving  reels  without  central  ahafts  and  radial  arma  have  been  moonted  In 
many  waj'a  now  n-ell  known,  by  constructing  them  with  heada  adapted  to  rest  and 
rotate  directly  upon  the  bearings  of  tbe  reel,  I  wish  it  understood  that  I  do  not  limit 
myself  to  the  iipoeific  form  of  reel-mounting  of  this  clnas  which  I  have  ahow'n,  for, 
when  uouibiued  with  an  ftlr-tight  ciising  and  the  other  devicea  set  forth,  a  mountiog 
of  a  moflificd  form  could  be  employ nd  to  similar  advantage. 

One  feature  which  diatiuguishes  my  invention  fniui  those  which  have  preceded 
It  is  the  uieClind  of  sap|>oi'ting  the  reel-hi>aiU  wbicli  have  central  openings,  directly 
npon  the  sl-ationary  bearings,  instead  of  npon  a  central  recf-sbaft  which  rotates  with 
the  reel,  and  wherever  in  this  cnso  I  refer  to  a  reel  having  beads  at  Its  ends  resting 
npon  biMriugs,  I  mean  reel-heads  which  engago  directly  with  the  reel-sapports  and 
rotate  irlatively  thereto. 

I  have  sliowii  iu  the  drawings  the  machine  conatructed  with  one  of  its  tabular 
bearintfH  cumniiiDicatlng  with  the  fan,  also  another  organization  In  which  botb  the 
holtuw  triinniuua  are  connected  with  tbe  fau-case.  I  therefore  desire  to  be  under, 
stood  tliut  in  claiming  the  hollow  truiiuions,  I  wish  to  cover  as  well  the  atrnotura 
ghowu  where  both  tmuntons  are  hollow  as  the  oae  where  only  one  of  the  trannions 
connects  with  the  fan.  In  tbe  latter  enae  it  of  coarse  is  not  important  that  the  other 
trunnion  abonld  be  open. 

Case  E  haa  but  one  claim,  aa  follows : 

The  oombination  of  mqchaniam  for  onnductlng  a  blast  against  and  throngh  aaenen, 
meohanlam  for  isolating  a  portion  of  said  screen,  mechaniam  fbr  Jatring  aaid  Iwlated 
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portloD,  and  DMchaDtam  for  iaolatiog  the  anbatkiioM  thas  Mpu«t«d  ftwD  the  liliat 
Mid  cmdncting  tbeni  ftway  from  the  infloenoee  of  uiid  bUet,  rII  tabitantially  m 
•honn  bud  described. 

The  fbllowiDg  reaerration  dame  appears  in  tliis  caM : 
I  do  not  in  thla  ftpplieation  claim  anfthlng  exoepl  what  U  apMiBoally  eet  (brth  In 
the  folloiriag  claime,  teeerring  the  right  to  oIbId  the  other  patentable  mutton  whleh 
I  liare  ihown  in  another  application  of  which  thli  It  a  divlaion. 

June  14, 1883,  Holt  filed  anotbn  applioatiOD,(leelariDg  it  to  beastill 
farther  division  of  the  application  filed  Janaary  26,  1880.  This  case  is 
yo.  93,091,  acd,  for  couveniecoe,  will  be  referred  to  as  "  Case  F."  The 
claim  in  this  case  ia  as  follows: 

In  combinatfoD  with  the  ttill-air  ohamber  aad  the  taoriaf  olothof  adiiat-«oDeoter, 
the  coaTftTBT  E,  anbetantiallr  a*  eet  forth. 

The  following  reserratioo  olaose  appears  in  this  cue : 

It  ie  not  intended  tn  thie  appUeatlon  to  ooTor  all  the  inTenttoiu  dlaeloeed  in  tha 
diawinita,  beeaoae  othac  parts  themof  hare  heen  made  the  nl^eet-mittUr  of  other 
applloatione  which  I  have  filed;  hnt  In  thia  eaae  I  propoae  to  limit  mjaeirta  the  in- 
VBDtione  epeotleally  reelted  and  oorered  by  the  oUtma  hereof,  reserring  to  mjeeir 
the  right  to  e\aim  all  other  patentable  inTeudona  ahown  or  deaoribeS  In  the  other 


Shorn  of  verbiage  and  devirid  of  anything  like  magniloqoenoe,  the 
daima  fn  these  oaeea  are  fttand  to  be  aa  follows : 

Id  Case  A,  claim  1  oovera  the  reel,  the  daat-boz  andemeath,  and  the 
kaooker,  and  there  ia  an  Indiatinot  allDslon  to  some  sort  of  vertical- 
chamber  month  not  directly  broaght  Into  the  combination.  Olalm  3 
oovera  the  reel,  the  dastboz  tmdemeatfa,  the  knocker,  and  a  cnt-off  (prob- 
ably the  inner  ont-off).  Olaim  3  covers  ibe  reel,  tbe  daat-box  underneath 
(in  the  indefinite  expression  "  mechanlam  for  collecting"),  the  knocker  (in 
the  indefinite  expression  "mechanism  for  detaching),  the  cnt-off,  lite 
indosing-case,  and  the  conveyer  (the  last  in  the  indefinite  expression 
"mecbantsm  for  carrying  away  tbe  doat").  Otalm  i  covers  the  reel 
with  an  open  head  (it  troald  be  inoperative  without  auoh)  npon  a  hori- 
zontal abaft  (an  alternative  couatmotion  to  that  named  in  claim  S,  In 
which  the  reel  rotates  on  its  ends  without  a  througb-abaft),  tbe  inclos- 
ing-eose,  and  a  soctiDn  fan.  Olatui  fi  covers  the  reel,  the  inclosing-oase, 
and  tnbnlar  bearings  around  hollow  trannlons  in  the  heads,  tbe  latter 
elementa  ooustitntlng  a  oonstractlou  alternative  to,  or  whloh  may  sup- 
plant, that  named  in  claim  i.  Olaim  0  oovers  the  reel  (not  now  desig- 
nated by  the  expressiou  "stellated,"  but  described  as  being  made  up  of 
heads  and  inner  and  outer  series  of  dotb-barti  and  the  clotb),  the  cut-ofl^ 
the  inoloalag-oase,  the  ftn,  and  the  ooutraoted  housing  below  the  reel 
(this  last  being  probably  indicated  In  the  expression  "partitions  below 
tbe  reel ").  Olaim  7  covers  tbe  reel  as  we  see  It,  tbe  casing,  the  tabnlor 
bearings,  and,  probably,  the  contracted  housings. 

In  ease  B,  olaim  1  covers  the  moving  cloth  (which  indicates  a  eoa- 
Btmotlon  ^tentative  with  the  moving  reel  in  the  other  case),  the  in- 
dosfng-eaw  (hot  torgidly  deoomtuated  a  "bUkst-obamber"),  aod  th* 
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stil!-air  chamber  (sorely  implied  iu  tbe  other  case  Id  tboee  olaims  in 
which  tbe  contracted  hoDSiugs  ore  Darned,  for  the  very  purpose  of  the 
contracted  housings  is  to  get  the  so-called  "still-air  chamber").  Claim 
2  covers  the  uloth,  the  inclosiug-casiag  or  "  blast-chamber,"  and  the 
dead-air  or  Btill-air  chamber  (the  combination  King  the  same,  it  being 
now  only  furtbermore  explained  that  tbe  Btill-air  chamber  mast  have  a 
discharge,  ^'itbont  vhiah  it  would  be  useless).  Claim  3  covers  tbe 
dead-air  chamber,  the  contracted  housings,  and  the  inclosing  casing 
(denominated  a  "  blaHt-chamber,"  and  said  to  be  "  arrangetl  to  foi  ce  the 
air  through  tbe  cloth  on  substaDtially  radial  lines  on  all  aides  of  the 
axis  of  the  reel,  except  where  tbe  housings  are,"  whereas  nothing  is 
named  in  tbe  claim  which  will  do  any  forcing,  and  the  claim  is  to  an 
inoperative  aggToapment>  the  reel  not  being  brought  in).  Claim  4 
covers  the  reel,  "tbe  collecting-cloth  thereon'^  (by  the  reel,  "tbe  col- 
lecting-cloth thereon"  is  nnderstopd,  and  naming  the  reel  separately 
makes  this  claim  alternative  with  claims  1  and  2  of  this  same  case),  the 
inclosing-casing,  the  deadair  or  still-air  chamber  having  its  discbarge, 
the  knockers  (supposed  to  be  intended  in  the  indeflnite  expreasion 
"means  ford  islodging  tbe  dust  trom  the  clotb"),  and  a  conveyer  (sap- 
poaed  to  be  intended  in  tbe  indeflnite  expression  "a  poatlvety-actiDg 
mechanism  for  carrying  the  dislodged  dnst  to  said  opening,"  which  is 
irrong,  besides,  becanse  it  should  be/rom  said  opening).  Claim  6  cov- 
ers the  reel,  tho  cloth  (independent  of  it),  the  fan,  and  the  iuclosiag- 
casing  (the  last  two  being  supposed  to  be  covered  by  the  indeflnite  ex- 
pression "means  for  carryings  dnst- laden  air-cnrreutagainst  said  cloth"), 
tiie  knocker  (supposed  to  be  intended  in  the  indeflnite  expression  "  mech- 
anism adapted  to  dislodge  tbe  dust  &om  the  cloth"),  the  still-air  cham- 
ber, the  contracted  housings,  and  the  internal  cnt-off  as  well  (both  cat- 
offs  being  supposed  to  be  uivolved  in  the  expression  "  the  cnt-off  sur- 
&ceB  concentric  with  the  reel "),  and  a  packing  on  tbe  bars  of  the  reel. 
Id  Case  G,  claim  1  covers  the  reel,  the  casing,  and  the  fan — nothing 
more.  (It  is  true  that  certain  explanations  are  made,  perhaps  intended 
BB  limitations ;  bat  they  might  as  well  have  been  omitted,  for  tbey  are 
understood,  inasmuch  as  without  them  the  parts  would  be  absolntely 
Inoperative.  Thus  it  is  explained  that  the  reel  is  on  a  horizontal  axis 
and  has  a  central  opening  for  the  exit  of  air,  that  the  inclosing-caite  is 
provided  with  an  opening  corresponding  to  the  central  opening  In  tbe 
xeel,  and  that  the  eye  of  the  fan  is  arranged  to  commanioate  directly 
Tith  the  air-opening  in  the  casing  and  in  the  reel — not,  for  example, 
irttb  the  oatside  of  the  casing  or  with  some  other  part  where  it  would 
be  independent,  and  thus  abosolutely  useless.)  Claim  2  covers  the 
reel  having  tbe  same  anderstood  essentials,  tbe  casing  having  the  same 
extraordinary  provisions,  the  fan  also  unexpectedly  provided  with  con- 
ditions to  make  it  operative  in  its  sitnation,  and  a  cut-off  (whether  the 
Inner  oat-off  or  the  outer  cut-off  the  pnblic  is  not  here  informed).  Claim 
S  coven  the  leel,  the  iuolosing-oat^,  the  &n,  the  (me  oati^  or  the 
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other  (which  is  anibj^oas),  and  the  conveyer  below  the  reel.  Claim 
4  covers  the  reel,  one  or  the  other  cut-off  (which  is  ambigaous),  the 
oonveyer  below  the  reel,  and  meohaDism  ooDnecting  the  conveyer  with 
the  reel  for  taming  the  latter.  (But  all  would  be  absolately  inoperative 
withoDt  the  inclosing-caaing.)  Olaim  6  covers  the  reel,  the  caaing,  one 
or  the  other  uutoff  (which  is  auiblguous),  the  oonveyer,  and  tbe  knocker 
or  knockers  actuated  by  the  oonveyer. 

In  Case  D,  claim  1  covers  the  reel,  tbe  casing,  and  tbe  inside  cnt-of^ 
now  described  to  be  supported  independently  of  tbe  reel  and  upon  a 
stationary  support  (which  description  is  either  eaperflnoas,  since  the 
inside  cnt-off  if  not  stationary  is  inoperative,  or  is  alternative  with  the 
oonstraction  in  which  the  cut-off  bangs  loosely  upon  a  movable  support). 
Olaim  2  covers  the  reel,  the  inclosing-cxsiug,  the  insiile  cut-off  (suirar- 
flaoasly  said  to  be  below  the  center  of  tbe  reel),  the  suction-fan,  and  the 
air-trunk  connecting  the  fan  with  openings  io  tbe  reel-heads  (this  claim 
being  thus  to  that  alternative  construction  or  that  modification  in  which 
there  is  a  single  &n  located  at  one  side).  Claim  3  covers  the  reel,  the 
casing,  one  cnt-off  or  the  other  (which  is  ambiguous),  the  knockers,  and 
M  inecbaniam  acting  upon  tbe  reel-beads  within  the  casing  to  rotate  the 
reel "  (which  probably  refers  to  the  reel  beiug  turned  ttom  the  conveyer). 
Claim  1  covers  the  reel,  tbe  casing,  the  inside  cut-off,  the  knocker  or 
knockers,  and  ^^meekanitm  acting  upon  the  reel-heads  wittiin  the  casing 
to  rotate  tbe  reel,"  there  being  no  difference  between  this  claim  and  the 
preoedii>g,  even  in  words,  excepting  that  the  flitering-reel  is  said  to  be 
a  rotating  one,  without  which  it  would  not  be  a  rtiel,  and  is  said  to  have 
sigzag  sarfaoes — without  which  it  would  not  be  the  reel  of  this  appli- 
cation,  since  no  other  is  shown,  described,  or  even  hinted  at — and  that 
the  single  cut-off  named  is  definitely  located.  Claim  5  covers  the  in- 
closing-oasing,  the  reel  inside  tbe  casing  [not  outside),  tbe  tabular  bear- 
ings for  the  ends  of  the  reel  (being  tbe  construction  alternative  with 
that  of  the  throngb-sbaft),  and  an  inside  cutoff.  Claim  0  covers  the 
inclosing-casing,  the  reel  "in  said  casing"  (not  outside),  hollow  trun- 
nions for  the  reel  (without  which  tbe  tubular  bearingtt  would  be  useless, 
and  which,  therefore,  should  have  been  included  in  the  claim  naming 
them),  and  the  fon.  Olaim  7  covers  the  reel,  the  casing,  the  cut-olf  in- 
side tbe  reel,  tbe  fan,  aud  the  trough. 

In  Case  E,  tbe  claim  covers  the  fan  (supposed  to  be  intended  by  tbe 
expression  "mechanicism  for  conducting  a  blast  against  and  through 
a  screen"),  one  or  the  other  cut-off  (which  is  supposed  to  be  intended 
by  tbe  ex^iession  "mecbauicism  for  isolating  a  portion  of  said  screen," 
thoQgh  what  torem  does  not  appear,  since  no  such  element  has  been  di- 
rectly included,  aud  "screen"  is  but  a  vague  name  for  tbe  reel,  aud  is 
MQ  exprei^on  not  occurring  in  the  specification),  tbe  knocker  or  knockers 
(sopposed  to  be  alluded  to  ia  tbe  expression  "mechanism  for  Jarring"), 
and  the  contracted  hoosings,  or  atill-air  chamber,  which  is  tbe  same 
flting,  and  tbe  conveyer  (both  of  which  are  supposed  to  be  intended  in 
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tiie  rather  rambliag  expresaion  "mechanism  for isolatiag  the sabstenoes 
thuH  separated  from  the  blast,  aod  oondactiDg  them  away  from  the  id* 
flueiices  [malign]  of  said  blast."    And  the  aggroapment  named  i>  in-  ' 
operative — certainly  so  without  the  inolosing-oasing. 

Ln  Case  F,  the  cltum  corers  the  still-air  chamber,  the  moTiog  doth 
(which  may  be  either  the  cloth  moving  on  the  fhtme  or  the  doth  mov- 
iog  mth  the  reel,  and  which  iB  thos  ambiguous),  and  the  conveyer.  And 
this  claim  is  incomplete  and  inoperative. 

Having  analyzed  all  these  claims,  a  glance  will  suffice  to  show  how 
they  overlap — how  inextricably  they  are  interwoven.  Cose  D  has  be- 
oome  a  patent  as  No.  273,533,  dated  March  6. 1883,  and  it  is  tbrongh  this 
drcumataoce  that  the  attention  of  the  Commissioner  is  called  to  the 
case. 

And  this  leads  direoti;  to  the  ease. 

Dtbbhfobth,  AeHng  Committioner  : 

Appeal  is  taken  here  in  Case  0,  and  principally  apon  the  reftasal  of 
the  Examiner  to  entertain  the  flnt  four  claims  of  that  case,  in  view  cf 
the  patent.  The  fifth  daim  was  not  Inclodad,  probably  because  tJie 
knockers  actuated  by  the  conveyer  are  not  specifically  claimed  in  the 
jntent,  bat  are  shown  and  described  therein.  The  particular  reaaou  ot 
appeal  bearing  npon  this  point  is  as  follows : 

3.  Tha  Exkmliiet  erred  In  refnalng  to  ezunlne  the  alairae  1  to  4,  iDelnetra,  In  Tlaw 
of  kppllcant'a  Patent  No.  S7S^. 

The  Examiner  might  have  gone  much  fbrther,  aad  have  refused  oon- 
rideratlon  of  any  of  the  applications  In  view  of  the  patent;  but,  as  he 
has  not  done  so,  I  will.  The  patent  folly  displays  the  subject-matter 
of  every  one  of  the  applications.  I  will  go  even  beyond  this  and  say 
that  there  has  been  no  proper  and  legal  division  of  the  parent  case,  the 
esse  filed  January  26, 1880,  Case  A,  Consideration  of  all  the  so-called 
divlsIoDB,  Including  the  specifloatlons  and  drawings,  and  conipariaon  of 
the  claims  copied  out  above  make  it  apparent  that  the  claims  In  all  the 
cases  refer  to  the  same  structure,  and  some  of  the  claims  of  the  applica- 
tions are  even  broader  than,  and  would  comprehend,  those  of  the  patent. 
Theie  may  even  be  a  clond  upon  a  patent  issued  upon  a  subsequent 
application  denominated  "  a  division"  where  the  subject-matter  of  which 
it  is  said  to  be  a  division  is  not  divlsble,  since  a.  pat«nt  ffhloh  does  not 
ootttain  full  description  of  an  Invention  and  distinct  claims  thereto,  is  bad 
as  not  meeting  the  plain  reqniremeuta  named  in  section  1888.  B.  8.,  as 
OOnditlons  upon  which  the  grant  is  predicated ;  and  so  it  would  have  been 
better  if  the  Examiner  at  the  oatset  bad  refuseil  consideration  of  all  the 
oases  filed  as  divisions  of  Cose  A,  npon  the  ground  that  none  of  them 
are  for  separate  parts  of  the  inveotion  disclosed  in  that  case. 

The  questions  to  be  decided  are— 

1.  Whether  a  person,  taking  certain  subject-matter  as  a  basis  and  de- 
scribing and  showing  it,  or  describing  It  alone  where  It  is  not  snsoep- 
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tible  of  illuBtratioD  by  dnwinfr,  may  take  tbia  sabject-matter  aa  a 
text  for  all  the  ohaDges  that  can  be  rung  apon  the  varioas  combiDationBi 
aggronpments,  Bubstitotiona,  aud  interohangea  that  can  be  made,  and 
make  a  seiuirate  application  for  each  combination,  aggroapment,  aabatl- 
tntion,  or  interchange,  or  set  thereof  so  made ;  it  betng  nnderatood  that 
the  atmotore  has  not  been  changed,  bat  haa  been  aaed  as  an  exponent 
in  each  coae,  or  aa  the  text  of  the  whole,  while  the  oombfuatjona,  ag- 
gioapmentK,  aabatitntiona,  or  Interohangea  are  not  aeparable  oat  of  the 
particalar  stmctare  with  relation  to  ita  operativeneaa  or  the  ope^tire- 
neaa  of  other  parta  ibereof,  aud  are  not  separable  mechanical  parte  oon- 
■titating  a  distinct  piece  of  mechanism. 

2.  Whether  aperaon  having  apatent  ahowing,  describing,  and  claim- 
ing certain  anttteot-matter  may  obtain  another  patent  npon  application 
pending  at  the  aame  time  with  the  applloatioa  npon  which  the  patent 
was  granted,  and  to  which  the  patent  refers,  and  which  refers  to  the 
patent,  the  pending  application  In  its  apedfioation  and  clalma  relating 
to  the  aame  atmctnre  to  which  the  claims  of  the  patent  relate,  thongh, 
perhaps,  to  different  plaoea  in  the  stmctare,  or  td  different  insepuatde 
parta  of  the  aame. 

3.  Whether  in  one  patent  a  peraon  may  have  a  specific  claim  fbr  a 
device,  and  in  a  later  patent  have  a  broad  claim  upon  the  aame  device. 

The  first  and  second  qaestlons  may  be  answered  as  follows :  TXo  in- 
veDtlon  can  be  divided  upon  a  line  determined  merely  by  the  acope 
of  claim  npon  the  aame  ant^ectmatter.  Any  diviaional  application  apon 
tbia  basis  alone  ia  illegal  and  of  no  effect.  The  machine  repreaented  in 
BoIt*a  patent  ia  anbatantially  the  same  machine  as  that  exhibited  in 
each  and  every  one  of  hla  pending  appIicationB  refierred  to.  There  can 
only  be  a  division  where  that  which  it  la  proposed  to  divide  oat  eon- 
atitntea  a  separate  and  distinct  part  or  atroctare.  Claima  which  refer 
to  the  aame  entity,  and  are  merely  claims  to  constltnents  of  the  struct. 
are,  at  different  distances  apart ;  or  which  interweave  with  a  claim  or 
with  claims  in  the  other  application  or  appHcatioDS ;  or  which  properly 
refer  to  the  spedfloatioD,  or  to  the  apeoification  and  drawing,  of  the  case 
sought  to  be  divided  ;  which  are  indistinct,  differing  ftvm  the  original 
only  in  this,  perhaps,  that  intermediate  parta  are  omitted,  do  not  con- 
atXtate  diiialon.  It  aeems  clear  that  sabject-matter  cannot  be  divided 
npon  an  imaginary  line,  a  diatluotion  of  scope,  not  of  aalutance — of  tbe 
mind,  not  of  matter.  If  there  ia  to  be  a  division  of  a  oaae  it  must  be 
upon  lines  IndloatlDg  dlatinot  and  separate  parta  of  the  invention.  One 
cannot  have  more  than  one  patent  for  the  same  invention.  This  woald 
result,  if  it  were  permitted  to  divide  apon  lines  determined  only  by  tbe 
breadth  and  acope,  or  the  wording  of  the  claims,  or  bythe  changes  rang 
in  them,  upon  iireolseiy  the  aame  thing.  Suppose  that  patents  were 
granted  upon  saob  division,  and  tbe  inventor  were  to  sell  a  separate 
and  exolaatre  license  under  each  patent  so  granted.  The  party  hav- 
ing the  right  to  the  claims  In  one  would  certainly,  to  the  extent  of  hta 
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fllaims,  have  right  to  tliA  other,  perhaps  eren  to  the  very  clolnu  of  the 
ether, Buivieeverta.  IfthegrantorlioenMin  eltlier cam ooold  be  with 
azulnsion  of  the  right  to  use  what  l8  olaimed  In  the  other,  this  aaiai^oa 
might  sweep  away  the  whole  fbandatioo  of  snoh  other. 

Begardiog  the  third  qoestion,  Holt  has  a  patent  with  certain  oUims, 
which  are  more  spedfio  than  the  olalma  of  certain  of  his  appUoatioos, 
and  it  la  thus  proposed  to  have  another  later  patent  ianie  with  broader 
claims  upon  Identically  the  same  Htmotnre  upon  which  one  patent  has 
already  iHoed,  nslng  the  Btmctore  merely  aa  an  exponent  of  a  genns — 
that  is  to  say,  it  ia  proposed  to  divide  the  inTention  npon  a  liue  deter- 
mined merely  by  the  scope  of  the  claim  a^Km  the  same  thing,  clairaing 
thespedealn  theearlier  patent  and  the  genos  In  the  later  one.  If  Chis 
cannot  be  done,  then  any  acMjalied  "diTinlonal  appUcatioD,"  being  an 
fUegal  one,  is  of  no  effect,  and  can,  therefore,  have  no  standing  in  the 
Patent  Office.  The  machine  represented  in  Holt's  patent  is,  it  mnet  be 
remembered,  substantially  the  identical  mnohine  represented  in  the  ap- 
plications. The  claims  in  the  patent  refer  to  the  same  dence,  stmotare, 
entity,  as  those  of  the  applications.  It  is  trne  that  the  patent  ia  isAaed 
npon  HO  application  long  subsequent  to  that  of  the  case  containing  the 
the  broadest  claims ;  but  I  consider  the  relative  dates  of  the  applications 
of  no  importance,  since  a  patent  has  issued  npon  one  of  them  and  the 
snbject-matter  is  cot  divisible.  It  is  immaterial  that  the  applicatiooa 
were  concurrent,  since  the  sabject-tnatter  is  not  divisible,  and  this,  there- 
fore, ia  not  inoonalstant  with  the  mling  in  ex  parte  Derbg  (26  O.  O.,  1208). 
When  Holt  invented  the  snbjeot-matter  of  the  claims  of  his  patent,  he> 
in  the  same  moment  of  time,  and  as  the  same  sense-concept,  invented 
the  subject-matter  of  his  applications.  This  subject-matter,  as  set  forth) 
it  one,  integral,  and  indivUible.  The  only  distinction  between  the  pat- 
ent and  aome  of  the  applicationa,  notably  the  application  of  Jannary  26, 
1880,  is  that  the  patent  ia  fur  the  device  claimed  more  apecifically  than 
it  is  claimed  in  the  application,  and  it  ia  perfectly  clear  that  snbject- 
matter  cannot  be  divided  npnn  such  a  purely  artificial  and  imaginary 
distiuctioo — such  a  subtlety.  The  authorities  agRioat  the  grant  of  a  sec- 
ond patent  nnder  such  circumstances  are  numerous  and  conclusive. 

Id  SickeU  v.  The  FalU  Company  {i  Blatch.,  608)  Mr.  Justice  li^elsout 
after  declaring  the  claim  not  patentable  because  in  terma  for  an  etEbct 
or  fhnctlon,  says : 

Bat  wlthoDt  plftdiig  the  cue  upon  tbli  itrlot  groand,  the  at)MUfr«t*kl«  ottjeotion 
to  the  pUiDtllP*  reooTcry  \b,  that  the  linproTement  i%  anbitaotlmllT  deaeribrd  »nd 
flUlmed  In  a  patent  Branivd  to  hfm  on  the  IMh  of  October,  1644.  Ttala  )■  a  bu  to  » 
sabaeqnent  patent. 

The  claim  in  thia  case  was  a  broad  claim,  and  a  generic  one.  All  the 
claims  in  the  patent  of  1844  were  specific  ones,  differing  even  more 
widely  in  scope  from  the  invalidated  claim  than  do  Holt's  present  ^pli- 
cations nrom  his  patent. 

In  (yEeiltg  et  al  v.  Morse  et  al  (15  How.,  62),  tf r.  Obief  Jnstioe  Taney, 
Id  delivering  the  opinion  of  the  Oonrt,  annonnced  that  a  patentee  oonld 
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not  take  oat  a  aabseqaent  patent  for  a  portion  of  his  first  inveu  tion,  and 
thereby  extend  his  monopoly  beyond  the  period  limited  by  law. 

In  Od*4Mme  t.  The  Ameabury  Kail  Factory  (1  Kobb,  300}  Mr.  Justice 
Story  8«yB : 

It  CMiDot  be  that  a  patentee  cao  tuve  in  aaa  at  tlie  Mine  time  two  Talid  pateDta 
fbr  ihe  same  inTention;  and  If  he  eaa  succewivel;  take  ont,  at  different  times,  new 
patents  for  the  same  invention,  he  ma;  pecpetnate  his  eiclnsive  ri^ht  darioK  a  cen- 
tury, whenaa  the  patent  act  cottSues  this  right  to  fourteen  years  from  the  date  of 
the  Snrt  pateut.  If  this  proceeding  could  obtain  couutensnce,  it  woold  couipletely 
destroj-  the  whole  consideration  derived  by  the  pabljc  fur  tlie  grunt  of  the  patent, 
namely,  the  right  to  use  the  invention  at  the  expiration  of  the  term  specified  in  the 
original  ffrant.  I  hold  it  to  be  the  necessary  ooncIusioQ  of  law  that  the  inventorcan 
bavebnt  n  siugle  Talld  patent  for  his  Invention;  and  that  the  first  he  obtains,  while 
it  remaina  unrepealed,  is  an  estoppel  to  any  fntnre  pabmC  for  the  same  invButiim, 
fi)nnde«l  upon  the  general  patent  act.  The  pnblic  have,  by  the  fiist  iiatebt,  acquired 
an  inchoate  luterest,  which  caunot  Ik>  defeated  by  any  merely  uiinisterial  acta  of  th» 
officers  of  the  Goverument. 

These  decisioDB  are  not  in  cases  where  the  scope  of  the  claims  in  each 
patent  is  the  same.  They  are  in  cases  where  the  claims  are  upon  the 
same  BubatAntial  thing,  differing  only  in  breadth  and  soope.  That  they 
were  intended  to  express  the  Jndgment  of  the  conrtH  that  community 
of  Bobject-matter  amounted  to  identity  between  the  i>atenta  is  clear; 
bnt  if  there  can  possibly  be  any  donbt,  It  would  seem  to  be  entirely  re- 
moved by  subsequent  decisions. 

In  Smith  V.  Ely  et  at.  (6  McLean,  76)  the  Court  says: 

An  individaal  who  has  olrtalned  a  patent  for  a  thing  which  he  claimed  tn  have  in- 
dented cannot  at  any  Aiture  time  claim  anuther  patent  for  a  mbstautial  pnrt  of  the 
••ms  thing;  ■  ■  ■  but  it  is  an  attempt,  It  would  seem,  to  extend  lieyouil  the  liiul* 
tation  of  tlie  patent  act  the  exclusive  right.  Thin  mniit  be  held  void  as  sRuinst  the 
policy  of  the  law.  *  *  *  If  any  improvement  lie  mode  on  the  origiual  invention, 
a  patent  may  be  obtained  £)r  the  improvement. 

This  case  refers  to  the  case  of  (ySeilly  et  al.  v.  Marm  tt  al.,  above 
dted. 

Mr.  Justice  Clifibrd,  ih  holding  iuvalid  two  patents  because  tliey  were 
for  the  same  inveutiou  as  n  previous  pateut  to  the  same  inventor  (the 
claims  of  both  differed  iu  scope  from  those  of  the  first),  said  in  Jonn 
et  aL  V.  Sewall  (3  Cliff.,  075). 

Two  other  patents  are  set  forth  in  the  bill  of  complaint ;  but  it  is  closr  that  Hie 
patents  are  each  for  the  new  and  useful  improvement  in  Ibe  jirnnpns  of  pt'eserving 
|K«n  corn,  and  that  they  severally  embody  substiiotially  the  same  iiivuTiiinn  as  that 
dMBrlbed  in  the  second  patent.  fmprortmtnU  eoMltUiig  of  leparate  ani  dUtiHtt  pmrl* 
mii*evlmlKcatmh«Me»rtdbtt»panaaaiidilHUctpatmt*;  hut  no  more  (Has  OMpaleal 
•■■(•^fisfiwitnl/arUUsaBwfarsalMH.  (5  SUt.  at  Large,  IW,  ^IoHm  v.  f alb  Omh- 
fMr,4BUteh.,  soe.) 

Id  the  recent  case  of  Jamei  v.  CamplzU  {'21  O.  O.,  337}  the  Sapreme 
Court,  iu  its  decision,  after  poiut'ug  out  :Uat  a  patent  bad  been  granted 
to  one  yorton,  Augast  9, 1859,  and  another  Dt^oember  10,  IS02,  iu  which 
were  shown  epeoiflo  devices  comprehended  by  generic  claims  in  the 
patent  nuder  oonsideratiou — a  reissue  of  a  later  patent,  one  granted 
April  14. 1863— held  this  later  patent  invalid,  with  the  following  state- 
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ment  of  reasons,  Mr.  Jnstioe  Bradley  delivering  the  opinion  of  thA 
Oonrt: 

It  la  hardly  neceaury  to  remark  that  thepatmteeooald  not  inclnile  in  m  ■nb«»qnait 
p»t«nt  any  InrontioD  embraced  or  tl«Hr1bed  In  a  prior  one  granted  to  himactf  anj 
more  than  he  oonid  an  Invention  pmbraced  or  <1eKrib«d  in  »  prior  patent  granted  to  a 
third  penon.  Indeed,  not  so  well ;  b«oaiise  lie  might  get  a  patent  fnr  an  Invention 
before  patented  to  a  tblrd  penon  In  this  country  if  he  conld  ihoir  that  he  was  the 
flret  and  orlginitl  iayentur,  and  If  h«  fhonld  iiave  an  interference  dcclar«^.  Now,  a 
mere  iMpectlou  of  the  patentii  ntferred  to  above  will  ahow  thatani:r  December,  18S2, 
Norton  could  not  lawfully  claim  to  have  a  patent  forthe  general  [generic]  proceaa  of 
atauping  letters  wlthapoat-matk  and  oauoellng  etamp  at  the  tame  time,  norfbt  the 
general  [generic]  combination  of  a  poat-atamper  and  hhttter  tn  one  instmmeut,  nor 
tor  the  combination  of  a  poat-atamper  and  blotter  connected  hy  a  croia-bar,  for  all 
theae  tblnga,  In  one  or  other  gpeolBo  form,  wen  exhibited  In  theae  prior  patents 

Id  McEaji,  truttee,  (£o.,  v.  Dibert  (19  O.  Q,,  13fil),  previous  to  the  de- 
d«ioD  joat  quoted,  there  seems  to  have  been  a  tendency  toward  a  con- 
trary doctrine ;  bat  afterward  in  McKa]/  t.  Jaekman  (22  O.  Or.,  86)  the 
Mithority  of  Jamea  v.  CampMl  was  accepted,  uid  the  Blake  patents, 
owned  by  HoEay,  were  declared  invalid  npon  the  gronnd  that  tbeir 
■Dtrjeot-matter  was  embraoed  in  a  patent  previoasly  obtained  by  the 
aame  inventor. 

The  anthorities  in  the  Patent  Office  are  to  the  same  effect  as  the 
Bbove.  Id  ex  parte  Atwood  (0.  D.,  1869, 98)  Mr.  Oommiseloner  Fisher 
Bays: 

There  would  *eem  to  be  an  ohvlona  impropriety  in  Allowing  an  Inventor  to  maka 
application  and  obtain  a  patent  for  aome  trifling  improvement,  and  then  oome  In  at 
any  time  vrithla  two  year*,  aa  anggeateA  by  oonnaei,  and  claim  anotber  patent  oore^ 
ing,  broadly,  the  tnaohlne  Improved  and  already  deacribed  in  the  flnt  patent,  ao  that 
the  Brat  patent  wonld  beooiue  tributary  to  the  aeoond,  and  the  nntucky  pnrchaMi  of 
the  firat  would  become  an  infringer  of  the  aecond  in  the  banda  of  hiH  grantor. 

Id  ex  parte  Lowe  (0.  D.,  1870,  30)  Air.  Commissioner  Fisher  said : 
The  flrat  anawer  to  thla  claim  la  that  It  cannot  form  the  anbject  of  a  separate  pat- 
ent. It  la  not  for  a  dlatinot  and  aepDrate  part  iif  the  tbing  patented  in  the  original. 
The  furtheat  point  to  which  the  division  of  Inventions  baa  bean  pnahed  baa  I>ee&  to 
grant  one  patent  for  a  proceaa  and  anothar  for  the  product  of  that  proceaa.  9neh 
patenta  have  with  nome  healtatlon  been  aiiataliied  (Ooodyaar  7.  SonMingtr,  3  Flafaer, 
ISO;  Ooodgear  v.  TTalf,  3  Flaher,  S44;  OoodfMr  t.  ProHdnM  Bubhef  Co.,  S  Flaher, 
BIO);  bnt  upon  the  expreaa  grotfud  tliat  thla  \raa  araatter  confided  bylaw  to  the  dla- 
credon  of  the  Comrolaaloner.  But  I  hare  never  koown  one  patent  to  iwane  tot  ft  ma- 
chine  and  another  &r  the  law  or  priooiple  by  which  It  operatea.  The  mechanlem  of 
applicant  laof  no  value,  Axoept  to  oBiTyuiit  thla  proMM.  Adde  from  thla  it  poaaeaaoa 
no  patentable  utility.  Theproeeaniaof  noaTall  unleaacarrledon  thronghthemedinm 
of  inatmmentallty.  (Jfartcav.  Stv  Tori  Sft  Infirmarg.BViibtt.SU.)  It  would  b* 
Idle  to  aeli  the  patent  for  the  mechantam  and  withhold  that  which  bovera  Ita  legiti- 
mate and  only  mode  of  operation.  Separate  patent!  for  pmoetaen  and  products  hara 
been  Juatlfied  npon  the  ground  that  the  product  might  heimpnrtwl,  and  a  patent  fltr 
the  proceaa  would  give  no  protection ;  but  the  maclilne  and  ita  mode  of  operation 
cannot  be  aeparated. 

In  ex  parte  Hyde  (0.  D.,  1871, 100),  where  the  several  applications 
were  npon  the  same  models  and  drawings,  Mr,  Commissioner  Leggett 
reiterates  the  doctrine  announced  in  the  case  of  Atwood. 
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It  haa,  it  is  trae,  been  held  that  a  person  can  independeDtly  patent 
that  which  has  been  shown  and  deacribed  but  not  claimed  in  a  preriooa 
patent  npon  a  coaonrreDt  application.  Authorities  npon  this  subject 
we :  The  SuffoUc  Co.  v.  Hayden  (3  Wall.,  316) ;  Singer  *  Clark  v.  Brauiu- 
iorf  A  Weil  (7  Blatoh.,  621),  McMillin  et  al.  v.  Reese  et  at.  {17  O.  G., 
1222) ;  GraluM  t.  MoCormiek  et  al.  (11  Fed.  Rep.,  HfnQ) ;  Hatch  v.  Mo^tt 
[15  Fed.  Bep.,  251;) ;  ex  parte  Emerson  (17  O.  G-.,  1461) ;  ex  parte  Derb^ 
(26  O.  Or.,  1208).  These  cases,  however,  are  easily  dlstingaishable  fit>m 
the  case  of  James  v.  Campbell  and  that  here  iuTOlred.  In  al]  of  them 
that  which  was  independently  patented  was  either  a  dtetinct  and  sepa- 
rate part  of  the  invention  or  a  distinct  improvement  thereon.  It  was 
not  sabstantiatly  the  same  thing  comprehended  in  the  first  patent. 
There  was  not  a  mere  distinction  of  breadth  or  soope  of  claim.  The 
ranedywberea  broad  claim  is  omitted  ia  pointed  ontio  the  i>«rby  case, 
ngra. 

It  is  clear  that  if  the  law  prohibits  a  separate  patent  for  anything  bat 
a  distinct  and  separate -part  of  the  thing  Invented,  the  applicant  may 
not  evade  the  prohibition  by  reserving  the  broad  claims  by  a  statement 
in  hia  speciflo  patent ;  he  cannot  reserve  that  which  the  law  forbids  him 
to  reserve,  and  this  refers  to  the  intended  reservation  olanses  qooted 
from  each  one  of  the  applications. 

It  haa  been  contended  that  an  applicant  shonld  be  allowed  to  divide 
ao  origial  application  the  same  as  he  would  be  allowed  to  divide  an  ap- 
plication fbr  the  reissne  of  a  patent  While  the  mle  of  division  may 
not  be  BO  strict  in  reissnes  as  in  origlDal  applications,  since  divisionB 
of  a  rusane  are  not  open  to  the  objection  that  they  will  prolong  the  term 
of  the  patent  protection  beyond  the  limitatiou  imposed  by  law  (and 
such  a  procedure  as  Ilolt's  is  open  to  that  objection,  inasmuch  as  if  a 
later  patent  with  a  bn>ader  clfum  issue,  it  oxtenda  the  monopoly,  see 
ex  parte  Upton,  27  O.  G.,  OD),  yet  it  may  be  remarked  thtit  even  npon 
reissne,  as  pointed  out  in  Bole  88,  the  inventinn  mast  be  aosceptible  of 
legitimate  division — that  is,  division  into  distinct  and  separate  parts. 
In  no  case  can  there  be  more  than  one  patent  for  one  thing.  There  can 
be  no  two  valid  coexisting  patents  niton  the  same  invention.  The  prao- 
tiee  which  has  recently  spmng  np  in  the  Patent  Office,  or  has  been  re- 
vived, of  allowing  cbiims  to  specific  devices,  claims  to  species  to  be 
patented  while  the  generic  claim  npon  the  same  species,  the  claim  to 
the  gttmt,  is  in  oontrovorsy  and  withheld  as  on  denial  of  its  patentabil* 
ity,  or  on  right  to  the  claim  being  contested,  or  for  other  reasons,  cannot 
too  emphatically  he  condemned.  Aside  from  the  absurdity  of  attempt- 
ing to  separate  the  law  or  principle  from  its  flcst  illustration,  and  claim- 
ing its  broad  embodiment  in  another  cose,  and  in  a  second  case,  too,  as 
tfaoagh  a  aabaeqnent  thing,  a  8<>cond  patent  with  aclairn  to  8Qbject'ma^ 
ter  which  compreheDda  the  claim  of  a  previona  patent,  has  been  held, 
void  as  being  met  in  such  previous  patent.  This  has  been  held,  as 
showo,  even  where  In  the  snbseqneat  patent  the  Illustration  of  the 
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generic  claim  vas  by  a  different  species  from  that  displayed  in  the  pre- 
vioas  patent.  Where,  however,  the  seir-same  species  displayed  in  the 
prerioua  patent  is  the  illustration  of  the  sob'teqaeut  case,  the  only  diffex- 
eoce  between  the  cases  being  that  the  first  caae  has  a  speoiflo  claim, 
while  the  second  has  a  generic  claim,  there  can  be  no  possible  question, 
for  in  such  case  the  division  is  purely  imatrinary,  it  is  intangible;  there 
is  none  in  fact. 

It  is  apparent  that  the  application  **0"  of  Holt,  here  on  appeal,  is 
onlawful,  as  are  also  the  other  applications  above  considered,  for  the 
leason  that  all  are  for  divisions  of  something  which  is  not  susceptible 
of  division,  and  that  their  subject  matter  is  sabstanUally  covered  bf  a 
patent  already  grouted  to  Holt. 

In  this  conuectiun  attention  ia  directed  to  such  of  these  cases  as  may 
be  in  interference,  and  it  will  be  observed  that  the  Commissioner  can 
only  declare  an  interference  under  certain  circnmstances.  It  is  not 
every  case  which  describes  and  shows,  even  claims,  interfering  matter 
which  can  be  put  into  interference  with  another.  Thns  the  Commis- 
Bioiier  could  not  declare  nu  interference  with  a  forfeited  application,  not 
with  an  abandoned  application,  uor  with  an  incomplete  application. 
Ee  cannot  declare  an  iuterferencCwith  an  unlawful  application.  The 
Examiner  will  note  this  sii{;gestion. 

The  vase  here  oo  appeal  ia  one  in  which  there  oonid  be  no  proper 
division;  but  even  in  cases  where  there  can  be  proper  division,  if  the 
divisious  wlien  put  together,  constitute  an  organized  machine,  depend- 
ing for  its  operation  as  such  upon  all  of  the  distinct  and  separate  divis- 
ions, it  scums  only  proper  that  all  the  divisions  sfaoald  be  pending 
concurrently,  and  should  is$tie  nmullaneouslyf  anulogons  to  divisioDS  of 
a  reisKiie,  in  order  that,  tiirongh  the  interdependence  of  the  parts,  by 
withholding  from  patt.'nt  until  iiiuch  later  an  essential  part,  or  a  sob- 
aggruupment  of  parts,  or  by  patenting  the  8e|i:irate  parts,  or  sab-ag- 
groupmcnts  of  parts,  Kcriatim,  at  long  intervals,  the  term  of  pateut  pTO> 
ti-ctinn,of  exclusive  right  to  the  muchino,  may  not  be  extended,  or  seem 
tu  be  extended,  Iteyoud  that  limited  by  law,  and  deprive  the  public  of 
right  to  the  machine,  or  be  a  menace  against  such  right,  after  tbe  first 
patent  has  expire«l.  The  same  considerations  obtain  with  respect  to 
method  or  process  and  pro<litct,  and  machiue  and  product,  and  muchine 
and  method.  Of  course,  where  the  pnnluct  can  only  be  made  by  one 
process,  the  two  are  ho  linked  together  that  the  invention  is  one,  and 
there  can  be  no  division;  but  where  the  prodnct  is  capable  of  being 
effected  by  various  methods,  processes,  or  machines,  and  division  is 
thus  possible,  where  the  metho<]  or  process,  or  the  machine  would  pn>- 
duce  no  other  product,  the  method,  process,  or  machine  should  not  be 
allowed  to  go  to  patent  before  tbe  product,  and  the  product  be  subse- 
quently patented,  as,  in  such  case,  the  public  may  seem  to  be  barred 
from  the  use  of  the  method  or  process,  or  of  the  machine,  even  after 
the  patent  u|>ou  the  same  has  expired,  for  the  reason  that  there  cannot 
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be  8och  tiae  withoat  makiop  tbe  prodnct  Proper  divisioD  between 
method  or  process  and  tbe  product,  divisions  betweeD  maoliine  and  tbe 
prodact,  and  between  macliiue  and  nietbod  aboald  itisue  simultnneoiisly. 
If  tbe  iiatent  for  the  nietbod  or  process,  or  for  tlie  macbine,  itiHue  first, 
a  subscqaent  patent  npon  tbe  product  should  be  refused,  and  iiitbe 
ease  of  machine  and  method,  if  a  patent  ou  the  nutohiue  i«sue  flmt,  a 
sabeeqnenC  patent  on  the  method  sfaonld  be  refused,  ull  upon  tlie  ground 
that  such  Hubseqneut  fiateut  would  extend  or  seem  to  extend  tic  monop- 
oly and  is  tbos  against  public  policy. 

I  am  not  unaware  that  in  the  ease  of  McKay  t,  Dibert  (19  O.  O.,  1351} 
a  subsequent  pateutupou  a  product  was  held  valid,  although  it  was  fully 
reeognued  that  this  patent  prevented  norestrained  use  by  tbe  public 
of  a  prior  patent  upon  the  machine,  which  bod  expired ;  but,  as  already 
said  in  McKay  v.  Jackman,  the  court  took  a  differiant  view,  followiug 
tbe  authority  of  Jamet  v.  Campbell,  and,  besides,  in  this  same  case  of 
McKay  y.  IHbert  the  court  says: 

*  *  *  It  is  •  &ir  inference  from  what  wa*  decided  in  Bttntttt  v.  FowJtr  (18  WkU., 
44&}  that  the  oodtU  have  no  ftbaolnte  contiul  OT«r  the  bead  of  tbe  Patent  OQloe  in  the 
ezaieiae  t^  lila  diaeretion  whether  a  girefi  InrentlMi  or  improvement  ahaU  be  erobraeed 
in  me,  two,  or  nune  Dftteia  patent. 

Another  reason  of  appeal  is  as  follows : 

1.  The  Examiner  erred  in  deoidiDg  that  the  amendment*  filed  on  December  II  an 
aot  BotbcMixed  by  Bnle  69. 

An  examination  of  the  original,  the  canceled  application  in  this  case, 
(Case  C,  in  which  appeal  is  taken,  and  which  briugs  this  entire  record 
to  my  attention),  and  the  original  drawing  canceled  December  11, 18S3, 
discloses  the  &ct  that  this  application,  as  originally  filed,  contained 
hnt  three  figures  of  drawing,  tbe  first  and  second  figures  according  to 
the  original  description,  being  chosen  and  described  as  the  main  or  pre- 
ferred type  of  duBt-collectiug  machine^  while  the  third  was  stated  to  be 
"  a  lon^tadioal  section  of  a  slightly  modified  form." 

In  speaking  of  the  relative  advantages  of  the  main  and  modified  forms 
of  the  uiacbine  (see  page  i  of  the  canceled  specification),  and  referring 
to  figure  3  (now  canceled),  in  which  the  urtrunks  I,  I,  converge  to- 
ward a  single  fiui  J,  the  ai>plicant  declared — 

I  do  not  hereiu  claim  aiiy  of  tlie  patentable  featorea  p«rtaining  to  thit  method  of 
introducing  and  witbdrawiug  the  air  current,  an  I  have  made  them  the  subjeot-mat- 
ter  of  aaother  ^plioatioa  which  I  have  Sied. 

Tbe  other  application  thns  referred  to  is  that  npon  which  tbe  now 
existing  patent  of  March  6, 18S3,  So.  273,o33,  was  grauteil.  As  flgare 
3  of  tbia  case,  under  the  applicaut'g  own  admission,  formed  a  part  of  tbe 
invmtion  covered  by  tbe  appliotitioD  upon  which  the  patent  named  was 
graoted,  its  cancellation  from  this  case  was  required  by  tbe  Examiner 
its  a  eondition  precedent  to  the  allowanoeof  tbe  patent,  and  it  was  dnly 
canoeledf  aa  its  present  condition  shows.  Having  thus  secored  the 
grant  of  Uie  patent,  it  is  now  sought  to  undo  the  deliberate  acta  which 
flertainly  fimned  a  oousideration  npon  which  the  patent  was  graatcd. 
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and  Dot  only  roatore  tbe  oaDceled  flgare  in  qoestion  (the  present  flgore 
3  of  (fae  applioatioD  being  also  figure  3  of  the  potent),  hot  odd  additional 
flgnres  1,  2,  4,  and  5,  all  of  whioli  are  common  to  this  oaw  and  to  the 
patent.    This  cannot  be  done. 

Bale  6  IB  as  follows : 

Id  orl^Qftl  ftppliofttionB,  wbich  are  OBp»bl«  of  IUhbizvUdd  hy  drkwiog  or  mod«l,  all 
kmsndiqeDU  of  tbe  model,  drAwiogt,  or  apeolflaation,  or  of  •dditiooa  thorato,  mart 
eonform  to  at  leaat  one  of  them  as  ihej  were  »t  the  time  of -tbe  filing  of  the  ■pplic»- 
tion.  Hatter  not  found  in  either  invotring  a  departure  I^ni  the  origiaal  iDTention 
can  be  shovn  or  claimed  only  Id  a  uparale  applloatlon.  If  the  invention  does  not 
admit  of  iUoBtratioo  by  drairing  or  model,  amendment  of  tba  tpeeifioation  i*  petmlt- 
ted  upon  proof  utiefaotory  to  tbe  CommlMianer  that  tbe  matter  eorered  bj  tiie  pn^ 
poaed  amendment  was  a  part  of  the  original  inTention ;  the  affldariu  pctaoiibed  in 
Bale  47  ma;  or  may  not  be  tnffloient. 

It  makes  no  difference,  therefore,  whether  an  applioation  is  a  divis- 
ion or  not.  When  an  application  is  once  filed,  be  it  a  divisional  or  other 
original  application,  it  presents  a  certain  state  of  facts,  and  when  ex- 
amined  on  that  state  of  fiwts  the  Patent  Office  has  done  all  that  is  re- 
quired, the  applicant  having  reoeiTed  all  that  a  single  fee  will  ooT«r. 
He  may  not  shift  from  one  state  of  f^ots  to  another,  and  draw  in  extra- 
neous matter,  whether  it  be  from  an  entirely  independent  sonroe,  or  fhun 
a  divisional  application. 

The  other  reasons  of  appeal  are  as  follows : 

S.  Tbe  Examiner  erred  in  deciding  that  the  amendmeDta  relating  to  a  "leiieM  ef 
knooking  or  hatnmeriug  devioea  as  operated  by  Inga  projecting  from  the  oonTayeK" 
are  new  matter. 

4.  The  Examiner  erred  in  refoalug  to  examine  tbe  fifth  cUm  npon  Its  merita. 

The  Examiner  is  mistaken  in  holding  that  only  a  single  knoekcff  ia 
referred  to  in  the  parent  case,  since  on  page  2  in  line  23  of  the  ori^nal 
canceled  specification  I  find  the  expression  "  one  or  more  knockers." 
This,  however,  is  ot  no  importance  in  view  of  the  condition  of  the  case 
as  above  set  forth. 

Begardiiig  the  form  of  the  claims  in  some  of  the  cases,  particalarly 
tbe  form  of  the  claim  in  Case  E,  attention  is  called  to  ex  parte  DewHuitig 
(26  O.  G.,  1207).  Such  expressions  as  "means"  and  "mechanism"  are 
generally  objectionable  as  being  indefinite.  They  are  always  objection 
sbU  if  by  their  use  the  claim  itself  doea  not  disttngaish  what  is  be- 
lieved to  be  new.  The  description  of  an  invention  by  a  specification 
alone  is  not  now,  aa  formerly,  all  sufflcieot;  but  the  description  must 
be  supplemented  by  a  specific  and  well-defined  claim  to  the  part,  im- 
provement, or  combinacion  which  the  inventor  regards  as  his  property. 
The  aim,  end,  and  purpose  of  the  tpec\fietttioii,  nndor  the  present  statute, 
is  to  deioriie  the  invention  sought  to  be  covered  by  the  patent,  and  the 
manner  of  making,  constrntting,  and  using  the  same.  The  aim,  the 
end,  tbe  purpose  of  the  olatm  is  to  poiitt  out  particularlif  and  dittineUff  de- 
ftne  the  invention  to  be  secured  to  the  individual.  The  eUtim  is  the 
meaaore  of  the  patent,  and  the  day  has  passed  wImit  the  ooorts  will 
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search  tbroagli  the  BpecifloatioD  for  information  wtaich  it  is  tlie  very  of- 
fice of  the  claim  to  impart,  I  do  QOt  wish  to  be  understood  aa  meaniog 
that  any  partiealar  expreasioD  or  form  of  words  is  always  to  be  ezcladed 
from  a  claim — that,  for  example,  snch  expressions  as  *■  means'*  and 
"  mechanism  "  may  never  be  employed.  On  the  contrary,  if  these  words, 
ooopled  with  the  requisite  woMs  of  qnali&cation,  ever  express  the  ex- 
act invention,  they  are  not  objectiouable.  Compiehensive  terms  and 
phrasea  to  inclnde  mechanical  eqairalents  are  quite  proper  (see  ex  parte 
Demminff,  26  O.  Q.,  120?)  if  they  are  clear— that  is,  provided  they  dis- 
tineUy  express  the  uivmNoa — and  are  warranted  by  the  spectflcation. 
To  illostrate,  anppose  an  inventor  wishes  to  accomplish  a  oertain  re. 
salt,  and  conceives  that  it  can  be  accomplished — say,  by  three  move- 
ments collectively  novel — of  a  certain  agent,  which  mOYements  may  be 
effected  by  a  variety  of  mechanisms. 

In  (/Beillg  V.  Moree  (IS  How,  62)  the  Supreme  Ooart  says: 
WboeTat  diaooTOTB  thftt  %  certftiu  aufal  result  will  be  pn>dao«d  in  au;  ut,  mmohine, 
vairalketiue)  ttt  aompnaitioi)  of  inatlBr  by  tho  nae  of  etrtain  mmm*  it  uitltled  to  a  pfttent 
Jkr  U.  *  *  *  '  Th«  patent  eonfan  on  bin  the  exolnalT*  tight  to  nw  the  meaiu 
kt  jpwiji—  to  prodnoo  the  reault  or  effeot  ha  deaoribe^  and  notU»g  motcj  and  it  make* 
DO  differ«noa  in  thla  respect  whether  the  effect  la  prodnoed  bj  ohamicaJ  ageDo;,  or 
combination,  or  by  the  appliiMtioi)  of  illaooveriea  or  principles  in  natural  philoaophj 
known  or  nnkoown  before  hla  inventlOD,  or  by  maohlnery  acting  altogether  npoa 
maebaotoal  prinelplea.  In  either  oaae  ha  mnst  deaoribe  the  manner  and  prooeaa  m 
aboT*  mentioned  and  the  end  it  aooompligheB;  and  any  one  may  lawfully  accomplish 
the  aaine  ood  withoot  infringing  the  patent  if  he  naeeaeaatniflaMUallyd^trvitlAMN 
OMedtaeribad, 

In  TSlmum  v.  Proctor  (19  O.  O.,  859)  Mr.  Justice  Bradley,  in  delivering 
the  opinion  of  the  Supreme  Court,  refers  to  this  with  approval,  but  says 
that  ''nieaua"  need  not  be  a  machine  or  an  apparatus. 

In  ex  parte  Demming  (26  0.  Q.,  1207}  the  Comuissioner  says: 

It  foUowa  from  these  deoiaioos  that,  no  matter  whether  ou  iuventor  is  a  pioneer  in 
his  lin«  or  not,  he  cannot  make  a  Tttlld  claiui  the  scope  of  whluh  is  so  extensive  as  to 
inolads  "  means  Bobstantialty  differf at  from  iLose  described,"  even  though  the  same 
result  may  be  produced  by  such  "different"  means. 

And  in  Burr  v.  Durgee  (1  Wall.,  531),  Case  v.  Brotcn  (2  Wall.,  230), 
and  Xarek  v.  Lodge  (6  Fisher,  562)  it  is  declared  that  an  applicant  is 
not  entitled  to  cover  every  means  for  effecting  the  exact  puipose  his  in- 
ventioD  is  designed  to  accomplish. 

In  the  case  above  suppoRed,  therefore,  the  inventor  could  not,  of 

conise,  claim  the  acbieveuicnt  in  tlie  absti-act,  however  accomplished 

that  ia,  he  could  not  claim  in  advance  all  niuveuients  or  means  for  ob- 
taining his  result,  since  snch  woultl  be  clatminj;  a  result ;  but  he  can 
claim  in  generic  terms  mechanism  for  effecting  the  three  separate  move- 
ments, these  latter,  and  not  merely  the  mecbanism  by  which  they  are 
effected,  constituting  the  invention.  This  in  no  broader  than  a  cluim 
to  the  method  of  process  (which  cotiiprehends  all  mechanisms  by  which 
it  ia  carried  into  effect),  and  it  is  often  a  more  desirable  form  than  a 
method  or  process  claim.    In  the  case  supposed  the  "eertai»  meatu" 
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Specified  are  tbe  movementa  to  prodnce  tUe  resalt,  and  not  Bpeciflo 
mechaoisms  for  producing  tbe  movements.  Otber  morements  for  effect- 
ing the  result,  vith  means  for  effecting  them,  ^ould  not  be  this  inven- 
tion, nor  tributary  to  thJK  invention,  but  Bnlisequent  inventors  contriv- 
ing other  tnechaniams  for  effecting  the  same  movements,  though  they 
might  obtain  patents  for  them  as  improvements,  would  necessarily  be 
■abservient  to  the  broad  fundamental  claim  vhicb  comprehends  the 
three  movements  by  whatever  mechanisms  tliey  are  produced.  In  ad- 
dition to  the  brond  claim  the  inventor  might  claim  tbe  mechanisms 
apeciBcally  by  which  he  effects  the  movements.  Further,  to  illustrate, 
suppose  that  the  novelty  of  operation  whereby  a  particular  and  desir- 
able effect  were  produced  which  could  not  otherwise  be  attained,  re- 
sided in  moving  tbe  presser-foot  of  a  sewing- machine  B.\'DCbronon8ly,  or 
in  unison,  with  tbe  needle-bar,  and  this  were  fblly  asserted  in  the  speci- 
fication as  the  invention;  of  coarse,  in  addition,  particalar  mechanism 
would  have  to  be  described  and  shown  whereby  this  is  effected,  bat  any 
mechanician  might  devise  other  i>articular  mechanism  for  doing  the 
same  thing,  and  it  would  obviously  be  unjast  to  deprive  the  ioveolor 
of  the  full  measure  of  hia  invention  by  confining  bis  patent  to  the  sped- 
flc  instrnmentalities  he  exhibits  for  producing  tbe  novel  effect,  or  to  the 
mere  mechanical  substitutes  for  the  specific  instrameutalities. 

In  the  case  of  the  American  BeU  Tel^hone  Company  et<U.v.  Spencer 
et  al  (20  O.  O.,  299)  it  was  held  substantially  that  Bell's  nwoiw  of  effect- 
ing his  resalt — that  of  transmitting  articulate  speech  by  electricity — 
being  by  the  production  or  establishment  and  proper  application  of  what 
he  calls  "anduiatory  vibrations  of  electricity,"  the  production  of  these 
vibrations  for  the  purpose,  of  these  meaiit,  though  by  different  iostm- 
mentalities,  was  an  infringement  of  the  patent.  The  patent  could  not 
be  evaded  by  difference  in  the  specific  mechanism  for  eiitablishing  the 
means,  even  though  tbe  new  specific  mechanism  were  an  improvement 
on  tbe  mechanism  of  the  patentee,  and  thus  patentable  per  se. 

In  tbe  case  above  supposed,  then,  the  applicant  might  well  claim  the 
combination  of  needle-bar  and  presser-foot  with  mechanism  for  impart- 
ing synchrouous  or  simultaneous  movement  to  tbe  two.  This  ia  very 
different  from  claiming  broadly  effecting  tbe  desired  purpose,  or  claim- 
ing the  attainment — that  is,  claiming  a  result  which  means  an  abstract 
effect — by  whatever  acts  or  instrumentalities  to  perform  the  acts  pro- 
daced.  Another  case  in  which  it  is  not  improper  to  employ  such  ex- 
pressions as  "means"  and  "mocbaniams"  is  where  they  refer  to  mere 
adjunctive  devices  readily  understood.  But  each  claim  must  in  and 
of  itself  clearly  express  and  define  the  invention  which  it  covers. 
Words  only  vagutOy  descriptive,  coupled  with  a  general  reference  to 
the  specification  for  an  interpretation  of  their  meaning,  are  exceedingly 
objectionable.  They  are  tbe  more  objectionable  when  they  refer  to  no 
expression  in  the  specification  which  is  oommensurate  with  the  breadth 
irbieh  they  assome.    Though  the  claim  ii  to  be  flilly  descriptiTe  of  the 
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iDventioD  wbicb  it  corera,  it  is  not  so  iudepeudent  of  the  speciflcation 
tliat  it  may  vary  therefrom  in  the  ittventioD  named,  or  in  the  scope  of 
that  to  which  exclnsire  title  is  axserted.  Though  the  claim  must  of 
itself  d(>flDe  the  inveotiou,  it  mast,  at  least,  be  io  harmony  with  the  de- 
scription, and  should  not,  of  course,  be  broader  than  anything  positively 
set  np  in  the  case,  than  any  allegation  or  assertioo  of  iaventlon  con* 
tained  la  the  speoiflcation.  The  appending  to  a  speciflcatiou  of  claims 
which  are  broader  than  anything  set  np  as  the  invention  in  the  speci- 
flcatiou is  too  mnch  like  the  practice  which  formerly  prevailed  in  reis- 
soes,  in  which,  tboagb  great  care  was  often  taken  in  the  new  specifica- 
tion not  to  vary  in  the  slightest  degree  from  the  language  of  the  old 
specification,  the  claims  were  frequently  so  expanded  as  to  seem  to  be 
sofferiug  from  hypertrophy,  or  new  claima  were  added  which  were  so 
cnormons,  compared  with  the  description  of  the  invention  in  the  speci-  . 
fleation,  that  the  specification  with  its  appendages  appeared  lik«  a 
slender  cord  suspending  an  immense  weight,  and  the  cord  often  broke 
in  the  conrts.  ■  In  the  present  case  a  claim  is  made  which  is  in  form  to 
a  combination  of  parts;  but  such  claim  is  not  specific  and  well  defined 
as  the  law  requires.  The  only  parts  mentioned  are  mecAaHUm  for  con- 
ducting a  blast  against  and  through  a  screen,  meokanism  for  doing 
something  els^,  and  mechaniam  for  doing  something  else  beyond  this, 
and  for  performing  some  other  function  besides,  since  the  rest  of  the 
claim  consists  in  a  reference  to  the  specification  for  further  information. 
There  is  nothlug  in  this  claim  which  distingufshes  the  invention,  which 
points  ont  exactly  wherein  it  resides,  and  there  is  no  allegation  any- 
where in  the  case  that  a  broad  aggroupment  of  the  mechanisms  named 
is  novel  and  constitntes  the  invention  or  any  part  of  the  invention  of 
the  applicant.  Hence  the  invention  lies  in  a  construction  nnder  special 
arrangement  not  definitely  set  out  in  the  claim.  If  such  a  claim  were 
permissible,  there  would  be  no  occasion  for  making  a  claim  at  all,  for 
it  Tonld  be  just  as  well  to  construe  the  description  for  the  invention 
instead  of  looking  at  what  is  denominated  a  claim,  but  in  reality  is  a 
mere  reference  to  general  description.  Furthermore,  regarding  the 
form  of  some  of  the  claims,  particularly  the  claim  in  Case  E,  it  is  to  be 
observed  that  every  instmmentality  or  substance  intended  to  be  an 
element  or  ingredient  of  a  claim  must  be  directly  brought  in  as  soob, 
Dot.  fnferentially  included,  or  only  alluded  to  in  naming  some  other. 
Furtiiennore,  regarding  some  of  the  claims,  notably  claim  1  of  Oase  B, 
and  the  claim  of  Oase  F,  it  is  to  be  observed  that  claims  forming  put 
of  01M  case  can  not  be  to  alternative  constructiouf — that  is,  alternative 
with  other  claims — that  is,  to  construcdoos  which  are  modifications  of 
eoDstmctions  set  up  in  other  claims ;  nor  may  claims  be  in  themselves 
alternative.  Finally,  regarding  the  form  of  some  of  the  claims,  partion- 
larly  claim  1  in  Case  A,  it  ia  to  be  observed  that  each  claim  most  be  to 
a  oomplete  and  operative  combination  in  the  direction  of  the  invention. 
In  tUa  case,  for  example,  the  reel,  an  a^aoent  dust-box,  and  a  knocker 
9373  PAT Et 
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would  uot  sepaiHte  tbe  dost  ftt>m  tbe  ^r — woald  Dot  take  the  dost- 
ladeA  air-oarrent  from  a  ntiddlinga-piirifler,  and,  leaving  the  dost  od 
the  oiltaide  of  the  reel,  take  tbe  air  into  it.  lu  ao  origioal  application 
matter  not  warranted  by  the  case,  as  first  died,  should  not  be  designated 
by  the  term  "new  matter."  The  term  "  new  matter"  is  employed  in 
the  statute  and  in  the  Bales  of  Practice  only  triih  reference  to  reissaes. 
The  decisioQ  of  the  Examiner  is  affirmed,  excepting  as  regards  hia  re- 
ftisal  to  permit  .doscription  or  exhibition  of  more  than  one  knocker,  and 
he  will  be  goided  in  this  and  similar  caaea  by  the  ruling  herein  an- 
nounced. 


TjX  PA£TE  La»scell. 
2»0.  G.,  HI. 

1,  Whll«  tbe  qneatioQ  u  to  irhetlier  tbo  oaiicelUtioii  of  M  c)*imi  worka  ah  sbauduit- 
ment  of  the  application  u  not  free  from  doabr,  in  myjndgment  claims  are  in- 
dlipenuble  to  the  life  of  ma  Application,  ud  tta«  uncellkttou  of  all  of  thcro 
wldiont  ivlMtltittiiig  othera  alpilflee  Ibo  intent  of  the  inTentor  to  abandon  liis 
appUoation. 

S.  Whetbei  ha  aball  be  required  to  put  that  abbndontueat  In  a  set  form  of  vrordn  i»  a 
matter  in  the  diacMtion  of  the  office,  nnd  a«  noder  Bnle  ie>'>  tlie  amendment  i> 
dflfcotlTS  Id  not  exprecalj  deolarlug  tbe  lotenl  to  abandon,  the  Examiner  \ria 
rlgbt  in  nfnalvg  to  enter  it. 

AFFEiX  from  the  Primary  Examiner.  | 

inwne  miw  bbaid  mo  hats,  m.,  aid  Ari-AKATi'B  niaacFOB. 

APPLICATION  of  William  B.  Lasacell  filed  March  16, 1882. 

Mr.  A.  PoUolc  for  the  applicant. 

BVTTERWOETH,  ComnUtioaer: 

This  case  cornea  np  on  appeal  to  review  the  action  of  the  Examiner, 
who  refased  to  accept  and  enter  an  amondment  canceling  all  the  claims 
withont  sabstitntiug  any  others,  or  intimating  any  desire  to  do  eOy  if 
each  an  intimation  would  have  bad  any  sigDifioance,  The  Exwniner 
held  that  the  cancellation  of  all  claims  in  an  application  was  tanta- 
mount to  an  abandonment  of  the  application,  and,  being  in  effect  an 
abandonment,  it  should  be  framed  in  accordance  with  the  rules  and  in 
such  manner  as  to  make  the  intent  clear.  Applicant  prtoents  tbe 
aii.eu(tmeut  and  insists  upon  hie  riglit  to  have  it  entered  as  presented. 
The  ameudment  does  not  in  words  express  an  intent  on  the  |iart  of  ap- 
plicant to  abandon  the  application,  fie  simply  says,  here  is  my  amend- 
ment, signed  by  myself  aud  the  Hssignees,  roqoeating  that  tbe  claims 
be  erased  entire. 

Two  qnestions  arise:  Firit,  does  this  aiiiendniput  work  an  abaiidoii- 
ment  of  the  application  i  If  so,  has  the  Commissioner  a  right  to  require 
that  it  be  put  in  formal  language!  This  case  was  before  tbe  Acting 
Commissioner,  who  held  that  the  amendment  was  in  effect  an  abandon- 
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neut  of  the  apiilicatioii,  and  tliat  it  shoiilil,  therefore,  be  dgiii'd  by  tlie 
fipplivaut  and  the  nttDignees,  if  the  invention  bad  l>een  Hsaignvd.  It 
iieeiUHtliat  tI]P8mcndiiieiitpi'e.-4eute<1, and  which  tlieActiujjCommissioner 
bAil  tioder  consideration,  was  signed  only  by  tlie  ftltotney  of  record. 

The  qaeation  as  to  wlietbcr  the  ctiucellation  of  all  claiinx  without  i»ub- 
Ktitoting  otliei-s  works  an  abandonment  of  the  application  is  not  fi-ee 
from  doabt,  aa  it  may  bi;  claimed  that  the  ii[»plicnnt  has  iiudei*  the 
stRtat«  two  years  iu  which  toainend  oi- take  such  action  as  the  condition 
of  the  case  requires.  The  statute  (section  48SS  Kevtsed  titittutps)  pre- 
scribed what  ao  appliciitiou  8halt  contain.  It  pi-ovide»  tbat  it  .shall 
ooataiD  a  description  of  the  invention,  shall  point  out  itK  use,  &v.,  and 
fnrther,  that  the  applicant  ahall  particularly  |>oint  out  and  distinctly 
claim  the  part,  improvement,  or  combination  which  he  claims  as  his  in- 
vention ordiscovery.  Under  thepractien,  asiniderthe  statute,  an  ap- 
plication ia  not  complete — not  iu  fact  an  application— which  omits  the 
olaimH.  Papers  are  uotintYeqnently  filed  withont  claims,  but  the  iilteii- 
tion  of  applicant  is  called  to  the  omission,  and  the  papei-  is  not  ivgaixleil 
at  OM  application  to  bo  acted  apon  or  treated  as  snch  antil  claimH  are 
inserted.  It  ia  the  c^itn  that  imparts  life  to  the  application ;  it  in  preil- 
icated  u|>on  the  thing  described.  The  question  is,  may  an  Hi>plicant, 
in  order  to  avoid  an  interference  or  for  any  other  purpose  that  may  ouit 
hisobcHoeorooaTenience,  strike  out  all  hisclainia,  thus  in  efi^t  destroy- 
ing his  application ;  for  it  will  not  be  contended  that  he  coald  amend  by 
inserting  the  same  claims  at  any  lime  wiMitn  two  years,  I  am  clearly 
of  opinion  that  to  permit  it  wonld  be  a  pernicious  practice;  bat  if  it  is 
his  legal  right,  the  fact  that  the  practice  woald  be  bad  would  not  estoi» 
him  ftom  presenting  the  amendment  and  having  it  entered.  I  am  satis- 
Aed  that  no  particular  form  of  words  is  necessary  in  order  to  indicate 
an  intendon  to  abandon  an  application.  The  question  is,  Does  the 
amendment  presenteil,  whatever  the  form  of  woids,  operate  us  mi  aban- 
donmentt  In  my  jndgnieiit,  daims  are  indi8t>ensable  to  the  life  of  an 
^plication,  and  when  tax  applicant  is  pleased  to  cancel  all  of  them  with- 
ont sabstitaUng  others  he  thereby  signifies  his  intent  to  abandon  his 
application.  Whether  he  shall  be  required  to  put  tbat  abandonment  in 
a  set  form  of  wonls  is  a  matter  iu  the  discretion,  as  I  thing,  of  the  Uflice. 
In  this  case  the  Acting  Commissioner  iu  his  decibion  expressly  uoti- 
flcK  the  applicant  that  the  amendment  he  presented  was  in  c&ect  an 
abandonment  of  bis  application,  and  that  an  abandonment  should  be 
signed  by  the  applicant  and  his  assigiietts,  if  there  were  any.  The 
amendment  wassosigued  and  again  presented.  Now,  however,  althongh 
signed  by  the  applicant  and  his  assignees,  it  is  defective  inform  under 
Bute  Iflo,  which  provides  that  the  applicant  shull  expressly  declare  his 
intent  to  abandon  his  application,  and  for  that  reiuson,  and  that  alone, 
the  Kxaminer  refused  to  I'eceive  and  enter  it. 

While,  as  I  have  snggeKted,  (he  point  is  not  free  from  doubt,  I  am 
inclined  to  the  opinion  that  the  Examiner's  action  was  ootTect^  and  hence 
approve  it.  * 
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El  PjjBTB  Witty  and  Capfbet. 

Dtetdtd  MtVMlur  85,  I8d4. 

89  0.  G.,  863. 

Uodittoationa  of  mi  inreDtioa  dc'«tlb«d  in  a  apeolfleation  niiiat  iIm  be  illaatntod  in 

the  drawioK. 

Appeal  from  the  Primary  Ezamiiier, 


Application  filed  Februarj-  6, 1884. 

Mr.  Oie$ter  Bradford  for  the  applicauta. 
Buttebwobth,  CommitBioner  ,- 

The  Examiner  and  ooansel  for  applicanb*  do  not  differ  except  as  to 
the  necessity  of  so  amending  the  drawing  iu  this  case  as  to  show  what 
applicaats  describe  aa  a  modifioatiou  of  theii*  inveation.  Tbey  refer  to 
it  aa  a  mechanical  equivalent  Whether  a  particular  modiflcation  de- 
scribed in-  the  application  is  simpty  a  mecbauical  equivaleDt  it  may 
sometimes  be  difDcnlt  to  determine.  Counsel  is  aware  that  examina- 
tions are  conducted,  in  the  main,  by  an  inspection  of  the  drawjugs.  It 
is,  therefore,  not  only  proper,  but  necessary,  that  eacli  drawing  shall 
disclose  an  fully  as  possible  the  invention,  and  also  the  substantial  mod- 
ifications thereof,  in  order  that  two  patents  may  not  be  issued  for  the 
same  thing,-  thus  doing  injustice  to  the  public  and  to  the  patentees. 

It  is  thought  the  requirement  of  the  Examiner  oomes  within  the  rale 
laid  down  in  ex  parte  Hove  (25  O.  Q.,  1189).  His  action  is,  therefore, 
approved. 

Gill  t.  Scott. 

D«Mei  yoMmttr  SS,  1884. 
29  O.  0.,  949. 

1.  After  a  caae  has  been  heard  and  decldod  by  the  Couuiuiouer,  It  is  competent  for 

either  party  to  move  for  a  new  trial  or  rehearing  on  the  record.  When,  how- 
ever,  the  port;  fallB  to  make  snoh  motion,  but  pnxmcntes  an  appeal,  BM,  that 
the  proBecation  of  aoch  appeal  operatee  as  a  subatanttal  waiver  of  the  right  to 
enbaequeutl;  make  suob  motioD. 

2.  In  answer  to  a  rule  from  tho  Conrt  requiring  the  Comniiasioiier  to  abow  eanae  whjr 

a  writ  Bhaiild  not  issoe  agoiDHt  him  to  compel  him  to  iiaufi  a  patent,  be  stated 
fhat  he  did  not  desire  to  hear  further  argument  in  the  case,  nor  to  make  any 
other  or  additional  inqnir;  or  ioveatigation  in  tbat  behalf,  bat  withheltl  the 
patent  in  defBrenee  to  the  Seoretary  of  the  Interior,  lowhonj  the  oaae  had  been 
appealed,  and  therenpon  the  writ  of  mandauiiia  hnving  been  awarded,  BM, 
that  th^  Commissioner  is  rstoppod  by  said  recnrn  to  say  tbat  ho  desires  to  re- 
hear the  case  or  to  be  further  Bdvisod. 

3.  Tbu  case  having  been  decided  by  a  former  CommissioDer,  it  wontd  be  obnoxtoaa  to 

the  provUions  of  Biile  139  for  the  present  Commiasioner  to  roiiear  it,  uo  twv 
facta  having  been  presented  to  him. 

MoTiOH  for  rehewring. 
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Application  of  O.  0.  Gill  filed  Marcfa  12, 1881.  Patent  Ko.  238.720 
graoted  to  Walter  Scott,  Idarch  8, 1881. 

ileun.  MitH90*  «£  PMlipp  for  Gill. 
Mr.  L.  W.  BerreU  for  Scott. 

BtrTTBBWosTH,  Commissioner  .- 

Iq  diBposing  of  tlie  motion  made  in  this  cause  for  a  rebeariog  it  will 
be  proper  to  refer  briefly  to  the  history  of  the  case.  Au  interferenoe 
Tsa  declared  between  Gill  and  Scott;  wad  heard  by  the  Bxaminer  of 
Interferencea  aiijl  decided  by  him ;  was  appealed  to  the  Kxamlners  in 
Chief,  argaed  before  that  tribanal,  aud  decinion  rendered,  from  which 
appeal  was  taken  to  the  Commissioiier,  my  predecessor,  who,  after  arga- 
ment,  decided  the  case  in  livvor  of  Gill.  Ko  motion  for  a  iicw  trial  or 
rehearing  was  made  beforetbe  Commissioner,  bat  appeal  was  taken  to 
the  Secretary  of  the  Interior.  This  was  in  effect  a  snbstantifll  waiver 
of  the  right  or  privilege  to  make  a  motion  for  a  rehearing  before  the 
Commieaioner.  While  the  case  was  pending  before  the  honorable  Sec- 
retary a  demand  was  made  by  Gill,  tbroagb  bis  counsel,  npon  the  pres- 
eiit  CommissiOQer  for  a  patent  to  issno,  based  npon  the  decision  of  Oom- 
misaioiier  Marble  that  Gill  was  entitlo4l  to  apatent,  be  having  been  ad- 
jndgwl  to  be  the  Brat  and  sole  inventor.  I,  as  Commiaaiouer,  refused 
to  iasne  the  patent,  as  the  case  was  pendingbefore  the  honorable  Secretary 
on  appeal.  Theren|>on  Gill,  through  bis  counsel,  filed  n  petition  for  a 
writ  of  mandamus  agaioet  the  Cammiasioner  to  compel  him  to  issue  a 
patent  to  Gill  in  accordance  with  the  judgment  theretofore  rendered  in 
his  favor.  A  rule  was  issned  requiring  tlie  Commissioner  toshowcaose 
why  the  writ  should  not  issue  aguiiiHt  him  asprayed  for.  Inanswerto 
the  mie  the  Commissioner  reviewed  tlio  history  of  the  cEtse,  admitted 
that  a  judgment  in  favor  of  Gill  had  been  entered  in  the  interference 
between  him  and  Scott  which  was  unreversed,  and  that  no  motion  or 
other  proceeding  was  pending  in  the  Office  to  review  or  modify  that  find- 
ing. The  Commissioner  further  stated  that  he  did  not  desire  to  hear 
farther  argument  in  the  case,  nor  to  make  any  other  or  additional  in- 
qaiiy  or  investigation  in  that  behalf;  that  he  revised  to  issue  tlie  pat- 
ent on  the  sole  ground  and  for  no  other  reason  than  that  the  case  had 
been  appealed  to  the  Secretary  of  the  Interior;  that  if  the  honoi-able 
Secretary  bod  jurisdiction  to  hear  aud  determine  the  case  on  aiipeal, 
refosing  to  issue  the  pateut  a8  demanded  by  Gill  was  proper,  otherwise 
it  was  not,  and  Gill  was  entitled  to  have  his  patent  issue  to  him  as 
prayed.  Upon  this  return  issne  was  joined.  The  ease  was  heard  by 
the  SnpremeCourtof  the  Dintriut  of  Columbia,  and  a  wrltof  mandnrons 
against  the  Commissioner  awarded.  The  case  wuh  taken  on  appeal  to 
the  Supreme  Court  of  tbo  ITnited  States,  and  the  judgment  uf  the  court 
below  affirmed.    After  the  rendition  of  the  judgment  of  the'Snpn-ine 
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Guart  of  tta«  District  of  Oolumbia,  but  possibly  before  thn  opintoD  of 
the  Sapreiiie  Goart  of  the  tTnited  Statea  was  annonnoed,  ooansel  for 
Scott  filed  tlie  motion  nniler  consideration,  asking  for  a  rohe^ng  on 
t)ie  record  in  this  Office. 

There  are  tiiree  i-oasouK  which  may  be  urged,  two  of  them  being,  in 
my  Judgment,  conclnsiv'e  agalust  tbe  grouting  of  tliis  motion.  The  fliBt 
is,  that  it  is  obnoxious  to  tlie  proTiaioua  of  Bale  139,  with  which  tiie 
learned  connsel  is  fumiUai-.  Second,  it  was  competent  for  oounael,  if  he 
desired  to  do  so,  to  move  for  a  rehearing  white  the  ORse  was  pending 
before  the  Commissioner.  If  the  Commissioner  bad  in  (kct  committed 
an  error,  It  was  not  only  competent  bat  proper  that  the  motion  should 
have  been  made  after  the  rendition  of  the  judgment,  and  before  appeal 
was  taken  to  a  higher  tribunal  for  rehearing  or  new  trial,  in  order  that 
tbe  eiTor,  if  there  was  error,  might  be  corrected  by  the  Commissioner 
hlmseif.  This  whh  not  done,  bat  an  appeal  was  taken  directly  to  the 
Secretary  of  the  Interior,  who  was  supposed  at  that  time  to  have  joris- 
diction  to  sit  as  a  court  of  appealt*  to  review  the  decisions  of  the  Com- 
niissiouer  of  Patents.  By  taking  the  appeal  direct  to  the  appellate 
tribunal  tlie  applicntit  wiuved  his  right  to  file  a  motion  for  a  new 
trial.  Tlie  fact  that  it  tvas  subsequently  determined  that  the  appel 
late  tribunal  had  no  jnrisdiction  to  henr  and  determine  tbe  cause,  in 
my  jndgmcjit  made  uo  difference,  the  right  was  substantially  waived 
when  the  party  declined  to  avail  himself  of  iL  Beyond  this  a  writ  of 
mandamus  baa  been  awarded  against  the  Commissioner,  requiring  liim 
to  issue  a  patent  to  Gill.  It  is  urgoil  by  counsel  that  notwithstanding 
said  writ  there  still  remains  in  the  Coininisaioner  the  power  to  review  the 
former  decision  and  to  exercise liisdiHcretion  as  to  whether  he  williflsue 
tlie  patent  or  not.  From  that  propositioi:  I  am  compelled  to  dissent. 
It  may  be  conceded,  and  the  courti)  have  held,  that  so  long  as  any  dis- 
eretiou  remains  in  the  Commissioner  to  issue  or  withhold  a  patent,  for 
reasons  which  he  may  adjitd;^  to  be  good  :ind  sufficient,  the  conrt  will 
not  issue  a  writ  of  m^ndamuH  to  compel  the  issuaQCu  of  a  patent.  In 
this  ease,  however,  the  Commissioner  expreaely  declared  to  the  court  in 
Ilia  answer  to  the  inle  that  he  did  not  desire  to  i-eview  the  case  nor  in 
any  wise  to  riakf  further  inquiry  into  the  merits.  He  declared  ei- 
pi'i^'saly  that  Gill  was  entitled  to  liis  patt-itt,  unless  an  api>eal  to  the 
honorable  Secretary  was  authoriKcd  and  had  boch  properly  prosecuted; 
that  ho  withheld  the  patent  for  the  roIg  ri^ason  that  an  appeal  liad  been 
taken  to  the  Secretary,  and  in  deferenw^  to  the  Itoitorable  Secretary's 
jurisdiction  he  had  withheld  the  patent  while  the  case  was  so  pending 
before  that  ofiicer.  So  It  is  clear  that  the  Gommissiouer  is  estopiwd  now 
to  say  that  he  desiret)  to  rehear  the  case  or  to  be  further  advised ;  and 
it  is  submitted  that  if  a  rule  should  issue  against  the  Commissioner  re- 
quiring him  to  show  cause  why  he  had  not  issued  the  patent  as  i-cquired, 
bo  would  be  estopped  to  say  that  be  hud  Unally  concluded  to  rehear  the 
case,  or  that  he  desired  to  make  further  investigation  and  to  be  more 


DscmoKS  OP  Tm  comhi88iones  of  patents.  71 

folly  adviaed.  Tlie  Court  would  probably  say,  "  Ton  stated  distinctly 
In  your  answer  to  the  nile  that  yon  had  passed  that  iMunt,  and  did  not 
refiise  to  issae  the  pAtent  for  any  SQOh  reason,  and  ve  cannot  now  hear 
yoa  or  give  consideration  to  that  reason  or  excuse  for  refoslng  to  obey 
oar  mnndate." 

As  bM  been  said  in  another  case,  the  party  complaining  is  not  with- 
oot  redress — the  ooarts  are  open.  While  this  decision  is  not  final  as 
determiniog  the  rights  of  UieBC  parties,  I  am  impressed  with  the  impor- 
tance of  reaching  an  end  to  litigation  in  this  Office. 

On  the  whole  case  I  am  very  clearly  of  opinion  that  this  motion  shonid 
be  overmled,  which  is  accordingly  done. 


Ex  Parte  Wileik. 

AeU«tf  Oelober  31,  1884. 

89  O.  Q.,  MD. 

A  cUioa  which  nuioly  depend*  npon  snch  langoAge  tw  "  maoluniun  subotMitwlly  m 
dMoribed"  to  ezpTMB  tlie  invention  soaght  to  be  patented  u  vajfue  and  indefi- 
nite, Mid  does  not  eomplj  with  the  etatnto. 

Appeai.  from  the  Primary  Examiner. 


Application  of  Theodore  S.  Wilkin  filed  July  7, 1884. 
Mettrs.  Dodge  <£  Son  for  the  applicant 
Dybenfobth,  Acting  OommittUmer : 
The  first  claim  of  the  applicant  is  as  follows : 

1.  In  Gambiuation  with  a  eaw-mill  dog,  mecbaniam,  eabstaatially  anoh  m  shown 
and  described,  connected. with  the  doi;,  and  adapted  to  lie  operated  by  steam  or  other 
fluid,  enbetantially  as  explained. 

This  claim  was  objected  to  liy  the  Examiner  on  the  ground  that  it 
was  vagne,  and  did  not  iiieutifytbe  construction  which  iwrforms  the 
resalt  desired.  Wben  this  claim  is  analyzed  the  saw-inill  dog  is  alwut 
the  only  olemwit  uientioned  with  defiuiteness  at  all,  the  remaining  ele- 
ments being  merely  referred  to  by  snub  indefinite  exprcsRionB  as '"mech- 
anism" and  suhftantiaUg  at  shown  and  deieribed,  wlifcli  t(.-rmx  iu  reality 
merely  leave  the  Office  and  the  Court  to  explore  the  entire  record  in 
order  to  discover  what  is  tbo  actual  inrentiouuluimed.  This  ia  not  the 
])laiii  reqnirement  of  the  statute,  wliicb  calls  for  a  specific  and  tcelldefined 
claim  to  the  part,  improvement,  or  cutnbiuation  which  the  applicant 
regards  as  his  invention  or  discovery.  Tlie  mechanism  for  operating 
tlie  saw-mill  dog  comprises  qaite  a  nnmber  of  devices,  and  thuy  should 
Iw  set  forth  eitber  speciQcaly  or  by  some  generic  but  defliiitc  cxpres; 
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lu  the  case  of  ex  parte  Doming  (26  O.  O.,  1207)  almoBt  the  same  state 
of  facta  existed  as  are  nov  ander  conaideratioQ,  and  the  preaent  Oom- 
miBsiooer  *  *  •  coDdemoed  the  form  of  claiiA  nov  in  qoestioii. 
This  was  reit«rated  in  the  Kerr  decision,  published  only  a  short  time 
thereafter,  and  again  in  the  Holt  decision  (20  O.  G.,  171). 

In  view  of  the  weU*established  praotice  as  indicated  in  the  abore  de- 
dsioDS,  there  can  be  no  donbt  that  the  GzamiDer  vas  ri^t  in  arging 
the  objection  complained  of  against  the  claim  above  redted,  and  hia 
decision  ia  approved  and  affirmed. 


Ex  Parte  Chapman. 

DeeUlril  Somtba- 19,  18B4. 
30  O.  G.,  950. 

1.  Tbe  diaoretlon  vested  ia  the  Commisaioner  by  aectioa  4894  KeviMiISUtatMM  judi- 
cial discretion,  sud  not  inttrB  complaiiance. 

S.  Wben  the  statute  and  i-nle  sa;  that  It  mast  be  shown  fo  the  MtiBtkction  of  tha 
Com miBsi oner  that  the  ilelBf  in  prosecnting  an  application  is  unavoidable.  It 
is  meant  that  satis  foe  tory  evidence  must  be  addnccd  that  the  delay  could  not 
have  been  avoided. 

Petitioh  for  renewal  of  an  abandoned  application. 

Application  of  Matthew  T.  and  Mark  C.  Chapman,  flied  Angiist  IS^ 
1S82. 

Mean.  Wett  tft  Bond  and  Mr.  J.  L.  Norris  for  the  applicants. 

BUTTBEWOETH,  CommissiOTur : 

The  last  action  on  the  part  of  the  Patent  Office  in  this  case  was  uiade 
Angust  38, 1882,  An  amendment  was  presented  6a  September  3, 1834, 
bnt  was  not  entered.  Bnle  165  of  the  Bales  of  Practice  of  the  Patent 
Office  is  as  follows : 

.In  abandoiicd  application  is  one  nliich  has  not  been  completed  and  prepared  for 
examination  tritbin  two  yesrs  after  the  flliugof  the  petition  on  which  the  applicant 
has  failed  to  prusecute  within  two  jmn  after  any  action  therein,  of  which  notice  hae 
been  dnly  given  (see  Kntcs  31  and  76),  on  which  the  applicant  has  expressly  aban- 
doned by  filing  in  the  Office  a  writteo  declaintiou  of  abandonment  rigned  bybiniMlf 
(and  Baei)^ee,  If  >iny),  identlf^ini;  his  applic:ktion  by  titie  of  invention  and  date  of 
filing.  (See  Bule59,).  Prosecution  of  nu  niiplication  to  save  it  from  abandonment 
mnel  include  such  proper  action  as  tlie  cimilitioti  of  tbo  cnse  may  retinire. 

The  application,  therefore,  became  abandoned  on  the  28th  of  Angost, 
1884. 

The  applicants  now  petition  the  Goramissioner  to  allow  the  applica- 
tion to  be  renexred.  The  only  question  to  be  considered  is  whether  the 
delay  in  the  prosecution  of  the  application  was  nnavoidable. 
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SeetJon  1894  of  the  Revised  Statutes  is  as  follows : 

All  ^pliMtioufinr  pftteotB  •liall  1m  completed  and  prepftrad  for  ezftniioatiou  witlitu 
tiro  f«ftis  titer  the  filing  of  the  applle»ll«D,  ftnd  in  dofanit  thereof,  or  upon  failure 
of  the  »pplic*nt  to  proeecuto  the  iome  Kittiin  two  yean  after  any  action  therein,  of 
which  notice  sbsll  hsTo  been  given  to  the  applicant,  thej  ehall  be  regarded  ati  aban- 
doned by  the  paitiea  thereto,  nnleas  (t  be  ahown  to  the  mtiitfactioii  of  the  Cnmni<»- 
tioner  of  Patenta  that  each  delay  waa  nnavoldsble. 

Bole  166  is  as  follows: 

Beloia  an  application  abandoned  by  failure  to  oonipleto  or  pnweoute  can  lie  runeweil 
it  muat  be  shown  to  the  aatiafaotion  of  the  Comniiaeloiior  that  the  dulay  in  the  proae- 
tntioa  of  the  aame  waa  nnavoidahle. 

The  matter  is,  therefore,  addressed  wholly  aud  solely  to  the  discretiou 
of  the  Oommiasioner ;  but  by  the  discretioD  of  the  Commissioner  is  to 
be  QOderstood  his  judicial  dueretton,  not  mere  complaisance.  The  stat- 
ute and  rale  declare  that  it  mast  be  shown  to  the  satisfactioa  of  the 
Oommissiouer  that  the  delay  was  onaToidable.  By  this  is  meant  that 
there  most  be  tatU/actory  evidence  addnced  that  the  delay  was  unavoid- 
able. 

Id  the  present  case  it  appears  that  the  principal  attorneys  put  the 
case  into  the  hands  of  their  associate  here  on  the  18th  day  of  Angnst- 
1884,  only  ten  days  before  the  expiration  of  the  limit ;  that  an  amend- 
ment was  prepared  by  the  associate  before  the  two  years  expired,  bnt 
was  not  filed  in  time,  because  of  his  absence  from  the  city.  It  does 
not  appear,  and,  as  a  matter  of  ftict,  it  Is  not  likely,  that  no  one  else  in 
his  office  is  nnthorized  to  sign  amendmentit  daring  his  absence;  but 
even  it'  this  were  the  fact  'and  could  be  considered  snfficient,  it  would 
only  account  for  delay  during  the  last  few  dayR  of  a  period  of  xeveu  hun- 
dred and  twenty  days  or  more.  It  is  true  thpt  it  in  attempted  to  be 
shown  that  the  applicants  were  prevented  from  pushing  the  prosecti- 
tton  of  their  application  during  the  two  ycaro  by  reason  of  necessity  for 
some  experiments;  but  all  that  is  alleged  in  this  respect  is  that,  owing 
to  tiie  numerous  absences  of  Mr.  M.  T.  Ghnpmcn,  one  of  the  applicants, 
the  experiments  were  not  mode  antil  the  fore  pitrt  of  Aujj^nst,  1884. 

Giving  to  all  that  has  been  said  the  fuIleHt  value,  there  is  not  a  sat- 
infoctory  showing  that  the  delay  could  not  hare  been  aroided. 

The  petition  mnst  be  denied. 


D,g,l,..cbyGOOglC 
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Ex  PARTE  Finch. 

96  o.  o.,  sw. 

Disclaim  KR  uhdf.b  Buli  43— Spxciric  Bxferbmcks  Beqdibkd. 

Role  48  oontemplate*  anoL  iipeclSo  reference  m  will  clearly  Ideutlfy  the  part  icu- 
1»T  applioktiou  referred  to,  aud  tbU  would  seem  to  bo  beet  accoinplidied  by  attkt- 
iag  the  date  of  flliag  and  the  Mrial  unmber  of  the  applloatloD. 

Dbpabtmbht  of  the  Intbbiob, 

Watliinifton,  Janvary  4,  1884. 

SiK :  I  have  coualdered  the  qnestion  jaTolTed  ia  the  appeal  from  the 
action  of  year  predeoeasor  in  the  case  of  John  M.  Finch,  ex  parte.  It 
appears  that  Mr,  Finch  has  filed  two  applicatioos  for  patents  for  ini- 
proremente  is  dast^olleotors.  Id  one  the  ipeolflc  device  is  shown  and 
described,  hat  not  claimed,  and  in  t^e  other  the  device  is  shown,  de- 
scribed, and  claimed.  The  drawings  aocompanying  the  applications  are 
identical.. 

Bole  4a  of  the  Bnles  of  Practice  is  as  follows : 

When  an  appUoant  makes  two  or  more  applieatloni  lelatiug  to  the  aaiiie  Hubject. 
matter  of  inveutlou,  all  ahowiug  bnt  only  one  clalmlns  the  »ame  Ehlug,  thone  not 
olalmlng  it  mntt  contain  dlialaimeri  thoreof  with  leferenoee  to  tbe  application  claim* 
inglt. 

The  applicant  filed  a  disclidmer  in  tbe  words: 

I  do  not  In  thU  oa*e  clulin  »nj  luveutlon  except  tboie  ipoalAoulIi-  not  {»ith  lu  the 
eUluu  hereof  preArring  to  claim  an;  other  patentable  featargHboim or  deiarlbed  In 
aaotber  appUeatloo,  which  I  have  filed  at  a  dlrUlon  of  tbii  oow. 

ThiB  general  reference  to  another  application,  &c.,  was  not  regarded 
by  your  office  as  snffioient  to  meet  the  reqaJrement  of  the  rnle,  and  the 
applicant  was  called  apoo  to  specify  the  partionlar  application  by  stating 
tbe  date  It  was  filed  and  its  serial  number.  From  this  requirement  the 
appeal  is  taken. 
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I  coDCOT  in  the  opinion  of  the  CotnmissfoQfir  that  the  role  contem- 
plates snch  specific  reference  as  will  clearly  identify  the  partioQlar 
application  referred  to,  and  this  would  seem  to  be  beat  acoompliuhed  by 
stating  the  date  of  filing  and  the  serial  number  of  the  appUcatioa. 

The  decision  of  the  Commiasioner  is  afBrmed.    The  papers  belon|ifing 
to  the  files  of  yonr  office  are  herewith  retiinicd. 
Very  respectfully, 

H.  M.  TELLER, 

Seoretary. 

The  COMMISaiOHEB  OF  PATENTS. 
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UNITED  STATES  COURTS 


PATENT    OASES, 

1884. 


[(TaiMd  SUtci  OlTDBlCCoDrt— Kortkran  IHMrlet  a(H>v  Toih.] 

ROBBBTS  t>.  WALLBY. 

ZfnitW  Ocfohr,  1889. 

96  0.  O.,  107. 

I.  IxvKiRaxnun— CoMPXLLiira  DxrxNDAirT  to  Qivb  Xamk  or  Custohkb, 

In  R*n1t  for  the  tnUngeineiit  of  •  pateot,  where  the  validity  of  tbe  patent  and 
tha  inlHngemeat  are  denied,  the  Domplalnftut  owinot,  ai  part  of  hia  prellmlnarr 
proof,  compel  the  ilefendant  to  diioloee  the  oamea  of  h\n  oonfideiitial  caiitomurs  to 
whom  he  ha«  faroUhed  artlolet  alleged  to  be  covered  by  the  pat«Dt,  but  hu  uiiiv 
be  leqnlred  to  ([Ive  the  name  of  one  pervon  to  whom  h«  has  fiimiahed  such  ar- 
tlclea. 

3.  CORTEHFTB— POWXK  OF  BXAMIMXX  TO  SuLI  ON  EviDXHOK. 

Tlie  •xamlner  baa  no  power  to  mle  on  the  admlHlblllty  of  ertdeuce,  and  defend- 
ant, whan  a  wltneM  before  him,  has  a  right,  npon  a  queitlon  not  free  from  doabt, 
to  take  the  opliiiun  of  the  court;  and  when  he  refuse*  to  answer  under  advice  of 
ooanael  and  apparently  in  good  faith  he  Aonld  not  be  punished  for  eont«mpt  of 
eoart,  even  though  he  acted  mistakenly. 

[On  motion  to  ponish  defendant  for  contempt  of  court  in  refasing 
otiiJer  advice  of  counsel  to  answer  certain  questioDB  in  proceedings  l>e- 
fiire  the  examiner  in  an  action  for  tlie  Infriugemenl  of  a  patent  for  oil- 
well  torpedoes.  The  complainant  called  the  defendant  as  bis  witness, 
and  after  he  had  testitled  that  he  was  engaged  iu  the  business  of  torpe- 
doing oil-wella  in  this  State,  and  that  he  owned  the  iiatents  for  the  pro- 
ecasos  used  by  him,  he  was  asked  to  gire  the  uumes  of  the  persons  for 
whombehadpnt  in  torpedoes  in  oil-wells  in  this  State  prior  to  Janoarr 
Itt    TTnder  advice  of  counsel  he  refosed  to  answer.] 

Jfr.  F.  &.  Ftntiie  for  the  motion. 

Mr.  S.  Ward,  eimtra. 


78  DBCKI0N8  OF  U.   8.   COUBTS  IH  PATENT  CASES. 

Coze,  J.,  in  deliTerioff  the  opinion  of  the  oonrt,  Bftid : 

The  qaestion  presented  is  Himply  this :  Can  the  compl^nftnt  io  a  pat- 
ent suit,  where  the  infringement  and  the  validity  of  the  patent  are  both 
denied,  as  part  of  bis  preliminary  proof,  compel  the  defendant  to  dis- 
close tiie  names  of  confidential  ooatomers  to  whom  he  has  ftuuiabed  ar> 
^oles  alleged  to  be  covered  by  the  patent  1  The  complalnantfl  do  not 
submit  a  brief,  and  the  oonrt  is  referred  to  no  aathority  bearing  dl< 
directly  npon  the  qaestion.  It  appeara,however,  after  a  somewhat  care- 
fbl  examination,  that  the  booka  contain  many  oasea  where  similar  ques- 
tions have  been  aeked  In  prooeedlngs  before  the  master,  imd  bat  few  in 
which  such  proof  has  been  allowed  before  the  examiner,  the  patent  and 
the  inftingement  both  being  In  dispate.  TurrM  v,  ^pa«tA,  3  Bann.  ft 
Ard.,  185}  8twm  v.  United  Statu,  94  TJ.  S.,  76;  Sunutt  v.  Pkaion,  19 
How.  Pr.,  630;  Oreenleaf  on  Ev.,  13Ch  ed.,  500,  510,  410;  Lord  MM- 
vitl^t  cose,  29  How.  State  Tr.,  549 ;  Sex  v.  Wobum,  10  East,  395  ;  Fain 
V.  Oranger,  3  Gamp.,  177 ;  Brady  r.  AtUmtto  Worki,  15  O.  G.,  966. 

Although  the  examination  of  the  defendant  was  proper  within  cer- 
tain limfta,  it  was  not  proper  to  the  extent  insisted  apon  by  the  oom- 
plainauta.  The  necessary  proof  of  luftiugement  could,  it  seems,  be  ob- 
tained withontreqairlngwitness  to  disclose  the  names  of  all  hiscostom- 
em  iu  this  State,  as  required  by  the  second  question,  ^ila  knowledge 
might  be  of  advantage  to  oomplalnant  in  other  proseoattons,  but  how 
it  could  materially  nid  the  court  npon  the  qnesdon  of  infringement  it  is 
not  easy  to  discover.  If  tiie  patent  is  sustained  and  the  device  of  the 
defendant  determined  to  be  an  infringement,  his  previoas  testimony 
that  be  hod  used  bis  torpedoes  in  great  numbers  in  this  State  ia  sardy 
sufficient  evidence  of  use  to  sustain  an  luterlooatory  decree.  While  it 
would  seem  that  the  compMnanta  are  not  entitled  to  pursue  this  line  of 
examiuatiou  ad  libitum,  they  are  entitled  to  safficieot  evidence  to  enaUe 
them  to  present  to  the  oonrt  clearly  and  intelligently  a  complete  de- 
scription of  the  defendant's  torpedo,  the  maimer  of  its  use,  and  the  eflbot 
produced  by  its  explosion.  It  foUova,  therefore,  that  the  queation  call- 
ing for  the  name  of  one  person  or  firm  should  have  been  answered. 
Should  the  complainants  desire  again  to  examine  the  witness  he  sfaoald 
be  required  to  answer  as  suggested.  It  is  very  clear  from  these  views 
that  the  motion  to  paniab  for  contempt  muat  be  denied.  The  examiner 
had  no  power  to  rule  on  the  admiaaibility  of  the  evidence,  and  the  de- 
fendant bad  tlie  right>  npon  a  question  which,  to  say  the  least,  was  not 
ttee  ftoni  doubt,  to  take  the  opinion  of  the  coorCi  Had  be  answered^ 
the  mischief  which  he  seeks  to  avoid  would  have  been  accomplished  and 
he  would  have  been  left  remedileas.  Heacteil  under  the  advice  of  coan- 
eel,  apparently  in  good  faith,  and  even  thoagh  he  acted  mistakenly.  It 
is  not  a  case  wbei-e  he  shonld  be  pnniahed.  In  re  Judton,  3  Blatchf. 
14S;  Bmithv.  Stage  Co.,  IS  Ahb.Pr.,iWi  Hinikerv.natkor»e,Shaw,l 
710;  Weeki  v.  Smith,  3  Abb.  Pr.,  311,  -,         . 

Motion  denied.  t..oo^;le 
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|nu»«d  StttM  CteoDlt  C«aH-KarU«itiI>l*trii)tur  Nr*  Totkl 

KDIBALL  V.  Hebb. 

Dmrigtd  Febnary  S6,  IdKI. 

«  0.  O.,  107. 

riiiiwtii   rwiiiiiiiiiiiii  II 

Dabndsota  ttMitad  toliwoo  tu  a  motltod  slniilUir  to  the  ptoceu  pateuteil  bjr . 
plalntUb,  exo«pt  that  dafesdanti  nude  dm  of  nn  equlvBlsut  far  the  gnm-stsbto 
nmd  bj  th«  plklutifi  to  prodnae  the  sftiue  efleot  an  that  rendered  bf  platntlflB' 
prooCM :  Stli,  that  thU  wna  tnMngement. 

Biu.  in  equity  for  tlie  IntHngeinent  of  a  )>ftt«at.  The  foota  appear 
in  the  opinion. 

.Vr.  G«orge  B.  8Me»  and  Mr.  B,  F.  Thurston  for  tlie  complainniit. 

.Vr.  W.  F.  Coffiwell  and  Mr.  S.  MeOvin  for  tlie  defendants. 

Waixaob,  J.,  in  delivering  the  opinion  of  the  court,  said : 

InMngement  is  alleged  of  letters  patent  granted  te  to  the  com- 
plainante  as  aanlgnees  of  William  S.  Kimball,  bearing  date  Jnue  30, 
1874,  for  au  improTemeut  in  preparing  tobacco.  The  patent  contaius 
two  claims — one  for  a  process,  the  other  for  the  prodnct  The  invention 
relates  to  a  process  of  treating  tobacco  while  being  prepared  for  use  by 
which  the  prodaot  known  in  the  trade  as  "flake-cut  tobocoo"  is  made. 
Tobacoo  known  by  that  name  Is  readily  distinguished  by  its  appear- 
ance from  other  varieties  of  the  mannfacturetl  article,  but  was  unknown 
nntD  it  was  introduced  to  the  trade  by  tiie  patentee  about  a  year  prior 
to  obtaining  his  patent  When  (be  prooeHa  of  its  preparation  is  com- 
pleted, the  article  as  designed  for  use,  instead  of  being  tlnffy  like  the 
Icmg-ont,  or  fleecy  like  the  fine-out-,  or  broke  like  the  graunlated,  is  in 
the  fbnn  of  thin  flakes,  the  particles  adhering  closely  together  and 
being  hard  and  dry.  When  crumbled  for  use  the  flake-cut  does  not 
pack  as  closely  in  the  pipe  as  the  other  preparations,  and  thereby  fooil- 
itates  a  better  drafl,  and  the  smoke  is  cooler  and  fl'eer,  and  does  not 
burn  the  tongue.  Practically  there  Is  no  difBcalty  in  determining  what 
is  meant  by  the  term  "  flaky"  as  descriptive  of  the  oharaoteristio  of  the 
product.  The  validity  of  the  patent  is  contested  upon  the  grounds  that 
the  spedfloatlon  is  so  ambiguous  and  obscure  hs  to  render  the  patent 
void,  and  that  there  is  neither  uovelty  nor  utility  In  the  invention.  In 
view  of  the  prior  state  of  the  art  the  gist  of  the  invention  described  in 
the  patent  consists  in  treating  the  leaves  of  the  tobacoo  while  they  are 
being  prepared  for  the  outtlng-machiiie  with  »  solution  of  gum-arabic 
or  an  equivalent  adhesive  material,  so  that  the  leaves  will  adhere  to- 
gether without  other  pressure  than  they  are  subjected  to  by  the  cutting- 
machine.  A  Butfloleut  quantity  of  the  gum-arabic  or  its  ei)nivalent 
must  be  employed,  so  that  the  fibers  wlU  adhere  together  after  passing 
throagh  the  cutting-machine,  and  remain  in  flakes  or  lamina  after  the 
product  is  dried  and  prepared  for  use.    This  t>Toa<l  couBtniotloo  is  given 
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bccaase  tbe  pateutoe  was  the  first,  bo  &r  as  the  proof  sbows,  to  employ 
au  a  Jhesive  material  during  the  prooeas  of  preparation  for  the  parpose 
of  producing  the  flalcy  charaoteriatic,  which  not  only  serves  to  diatin- 
fTii'^ili  llu^  product,  bat  imparts  to  it  its  peoaliar  valne.  The  proofii 
sbuw  that  tobucco  prepared  for  chewing  has  coatomarily  been  treated 
with  a  variety  of  materials  for  sweetuiing  or  flavoring  it.  Some  of 
thene,  like  liuorlce,  contain  snfBoieat  gam  to  prodaoe  more  or  lean  ad* 
heHioii  hetwoou  the  leares  when  they  are  moistened  and  pressed  to- 
gtither  in  the  cutting-machine.  They  were  never  applied  with  the  object 
of  producing  adhesion,  and  the  degnse  of  adheaiveness  which  they  oon* 
tributed,  when  appreciable,  was  inoouaiderable.  Unless  they  are  ased 
iu  such  proportions  as  to  be  not  only  an  eqaivalent  for  gnm-arabio,  bat 
toinipitrt  the  flaky  characteristio  to  the  product  after  it  is  dried  and 
fully  prepared  fur  uiie,  the  )<utcntei:l  process  is  not  infringed.  The  de- 
fendaot  for  a  time  adopted  the  precise  treatmeot  described  in  the  patent. 
Subsequently,  however,  they  dispensed  with  the  gum-arabic  and  sat- 
arat«d  the  leaves  of  their  tobacco  with  adhesive  substances  by  sweet- 
ening them  with  simp  and  intermixing  with  the  leaves  what  is  known 
as  "  plug-scrap,"  which  is  highly  charged  with  adhesive  material.  Their 
product,  npon  examination,  is  found  to  contain  a  greater  qnantity  of 
adhesive  material  than  the  complainant's  product  as  nsaally  prepared 
according  to  the  process  of  the  patent.  Whether  the  defendanta  have 
thus  attempted  a  colorable  evasion  of  the  patented  process,  or  whether, 
iu  good  faith,  they  have  believed  themselves  Justified  in  adopting  their 
sabstituted  treatment,  is  not  material.  They  have  need  au  eqaivalent 
for  the  gum-arabic  of  sufficient  adhesive  properties  to  impart  the  flaky 
characteristic  to  the  product  when  dried.  This  is  infringement. 
Decree  for  complainants. 


[rnlUd  Statu  circuit  Court— nutilot  gf  Onfra-l 

Chafhan  V.  Febbt  et  al 

Decided  Daomhtr  3, 1683. 

26  O.  G.,  274. 

1.  I'HiMTED  Copy  ov  TiTL«  or  Book,  4c, 

The  "iiriiited"  copy  of  tbe  title  uf  n  buoK  or  ot1i«r  article  required  by  eeotloii 
AHUi  of  lilt-  KevlBed  Stntutee  to  be  (l«livered  or  mailed  to  tho  Librarian  of  Cten- 
RTesa,  may  be  "  printed  "  with  a  peu  as  welt  as  type,  with  or  withont  the  ^d  of 
traoiog-paper. 

2.  DxPoeiT  or  Copikb  of  Wokk  witb  Libkakiait. 

The  copiea  of  a  oopf  rinht  work  reqaired  b;  Aection  4959  of  the  BeviMd  Statute* 
to  be  depoaltad  wltb  the  Librarian  of  Coog^reaa  within  lea  daya  after  pnblleatlon, 
may  be  to  deposited  afMr  the  prlntlnj;  of  the  work  kod  before  Ita  formal  pntallea- 
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X  COFTBiaBT  (IV  &Iap — Iktbingevknt  ov. 

It  i-idifflciilt  to  aayiu  soiae  caaMwhat  ooostitutM  un  iuMngemeut  of  tbe  copy- 
right of  a  mnp;  butivliere  the  BubsequoDt  mAp  appears  to  bnve  Uwd  aulntaDtJallf 
copied  from  the  prior  one,  without  altaration  or  revision  except  in  Male  aod  color, 
there  la  clenrlf  an  infriDgement,  which  aathorixea  a  court  of  iii]iiitf  to  enjoin  the 
•ale  of  tuch  iutriogiug  mnp,  ami  to  require  the  publisfaer  to  acoonnt  for  the 
profit*  ariaing  from  the  sale  thereof. 

Suit  in  eqaity  for  an  it^jcnction  aod  aa  aeconut. 

Mr.  H.  Y.  Tftomfwo*  for  the  plaintiff. 

3fr.  Frederick  V.  Hoiman  for  the  defeadauts. 

Deadt,  J.; 

This  suit  is  brought  against  the'defeudants  to  obtain  an  injanction  and 
an  acoonnt,  because  of  an  alleged  infringement  by  them  of  the  plaint- 
iff's copyright  of  a  "Map  of  the  Cities  of  Portland,  East  Portland,  and 
the  Town  of  Albina,"  obtained  by  bim  in  1874.  The  suit  was  commenced 
oD  May  13, 1881.  A  demarrer  to  the  original  bill  waa  sastaiued,  on  the 
ground  that  the  title  of  the  map  could  not  be  copyrighted,  and  becanu 
it  did  not  appear  that  the  plaintiff  had  performed  the  several  acts  neces- 
sary to  obtain  a  copyright.  Parkinton  v.  Laaelle,  3  Sawy.,  330.  On 
March  18, 1882,  an  amended  bill  was  filed,  to  which  a  demurrer  was  sua- 
tained,  so  far  as  it  prayed  for  a  discovery  of  the  number  of  copies  of 
the  defendaots'  map  that  bad  been  disposed  of  and  were  atill  on  hand, 
and  for  a  snrruider  of  the  latter  and  the  plates  on  which  they  were 
printed.    8  Sawy.,  191 ;  S.  0.,  12  Fed.  Bep.,  693. 

It  appears  from  the  amended  bill  that  at  and  before  the  commence- 
ment of  this  suit  the  plaintiff  was  the  author  and  proprietor  of  a  map 
of  the  cities  and  towns  aforesaid,  entitled  as  aforesaid,  drawn  upon 
a  scale  of  about  eight  hundred  feet  to  the  inch,  for  which  he  duly 
obt^ned  a  copyright  in  the  year  1871;  that  on  May  10,  18SI,  the 
defendants  published  five  hundred  copies  of  a  certain  map  with  the 
same  title  as  the  plaintiff's,  and  then  and  thereafter  sold  three  hun- 
dred copies  of  the  ^ame  at  (5  a  <^py;  and  that  in  the  preparation 
of  said  map  the  defendants  copied  the  map  of  the  plaintiff  without  al- 
teration, except  to  enlarge  the  scale  to  lire  hundred  feet  to  the  ioob, 
and  change  the  colors  of  the  lines  of  the  land  claims  upon  which  these 
towns  are  located,  and  thereby  wrongfully  appropriated  the  skill  and 
labor  of  the  plaintiff.  On  September  15, 1882,  the  defendants  answered 
ao  mooh  of  the  amended  bill  as  was  not  included  in  the  demurrer 
thereto,  by  which  they  deny  any  knowletlge  or  information  as  to  the 
plaintiiTa  alleged  copyright,  and  admit  the  publication  and  sale  of  a 
map  by  them,  as  stated  in  the  bill,  but  allege  that  their  map  includes 
many  additions,  improveoients,  and  changes  not  iu  the  plaintiff's,  and 
deny  that  in  the  preparation  of  their  map  they  copied  tfae  whole  of  the 
plaintiff's  map,  but  admit  that  they  made  use  of  said  map  for  compari- 
aoD,  and,  In  small  part,  for  eompiliug  their  map,  and  t^lege  that  by 
9373  PAT 0 
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reason  of  the  imp«rfectioiis  in  the  same,  and  the  changes  and  additions 
to  the  towns  aforesaid  since  the  publication  thereof,  and  prior  to  the 
publication  of  the  defendants',  the  former  had  "become  of  little  valne 
and  unsalable." 

It  satiafactorily  appears  that  the  plaiatifF  duI.T  oomplled  with  the  lav^ 
in  obtaining  his  copyright.  The  plaintiff  testifles  that  be  filed  a  bac- 
iug  of  the  printed  title  of  his  map  with  the  Librarian  of  Ooogreas; 
but  it  is  contended  that  this  is  not  a  "  printed  "  oop;  of  such  title  as  is 
required  by  section  4dfi6  of  the  Revised  Statates.  The  "  copy  "  of  aaeh 
title  famished  the  plaintiff  by  said  librarian  in  porsnance  of  section 
^167  of  tihe  Bevised  Statutes  does  not  iodicate  what  was  the  chanioter 
in  this  respect  of  the  title  deposited  with  him.  It  is  described  in  the 
certificate  of  the  librarian  simply  as  <'the  title  of  a  map."  A  tracing  is 
a  mechanical  copy  or  facsimile  of  an  original,  produced  by  following  fts 
lines,  with  a  pen  or  pencil,  through  a  transparent  medium  called  "  trao- 
ing  paper."  The  map,  together  with  the  title  in  Boman  letters,  trasea- 
giaved  on  stone  and  then  printed,  and  a  copy  of  this  printed  title  thoa 
made  was  filed  with  the  librarian.  This,  I  think,  was  a  substantial  com- 
pUanoe  with  the  statute.  A  "printed"  copy  can  only  I>e  requireil  for 
convenience  of  reading  as  compared  with  ordinary  script  or  writing. 
But  a  copy  of  the  title  which  has  the  form  and  ap]>earance  of  a  printed 
one,  whether  made  by  an  impression  upon  type  or  with  a  pen,  with  or 
without  the  aid  of  tracing-paper.  Is  so  far  a  printed  copy.  The  result 
and  not  the  means  by  which  the  printing  Is  accomplished  is  the  thing 
to  be  considered.  As  legible  a  copy  of  the  title  may  be  printed  or  pro- 
doced  with  a  pen  as  with  type. 

The  defendants  also  object  that  it  does  not  appear  from  the  evidence 
that  the  plaintiff  deposited  two  copies  of  his  map  In  the  mail,  addrcased 
to  the  librarian,  within  ten  days  afUr  its  pablioation,  as  provideil  in 
section  40fi9  of  the  Revised  Statutes;  but,  as  they  contend,  It  api>e»rs 
SDch  copies  were  deposited  in  the  mail  some  time  after  the  map  was 
printed,  but  \irfvrt  it  was  published  or  offered  for  sale.  It  appears  that 
the  oopii'S  of  the  map  were  deposited  In  the  library  of  Congress  on  Jan- 
uary Si3d — Just  one  month  after  the  copy  of  the  title  was.  At  that  time 
the  mail  from  here  to  Washington  was  from  twelve  to  fourteen  days  in 
transit,  so  that  it  Is  quite  certain  that  the  copies  were  mailed  here  near 
about  January  10, 1874.  The  map  was  then  printed,  of  course,  but  how 
long  before  is  not  clear  or  material.  Probably  it  bad  not  then  been 
formally  published  or  offered  for  sale  to  the  pablio.  The  plaintiff  says 
in  his  testimony : 

I  tent  them  [the  mapa]  on  betbre  1  offered  adj  oopiei  for  lale. 

The  objection  then  comes  to  this,  that  it  is  not  sufficient  to  mail  the 
copies  after  printing  and  before  formal  publication,  but  that  the  same 
must  be  scut  to  the  librarian  after  pablioation.  The  purpose  of  the  stat- 
ute is  to  secure  a  collection  in  the  library  of  Congress  of  all  the  works 
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copyrigbted  under  the  Irws  of  the  United  States,  and  so  two  copies  of 
eacli  are  reqnired  to  be  delivered  or  mailed  to  tbe  librarian  at  an  early 
IKTJod  after  pubJicatioo— not  less  than  ten  days.  Bot  if  the  proprietor 
of  th«  work  Till  take  the  paina  to  send  the  copies  on  the  very  day  of 
pnblicatioii,  I  see  uo  reason  why  he  may  not ;  and  if  a  day  or  two,  or 
ten,  sboald  intervene  between  the  printing  and  formal  pablication  of  a 
work,  wliat  parpose  of  tbe  statute  is  not  as  well  ser^'ed  if  the  proprietor 
shonld  be  diligent  eiioagh  to  mail  or  deliver  tbe  copies  before  snob  pnb- 
licntion  1  Kone  that  1  can  conceive  or.  Tbe  statute  must  have  a  reason- 
able oonstmction  in  this  respect,  having  in  view  the  por|>ose  for  whiob 
it  was  made,  and  this  is,  that  the  copies  cannot  be  delivered  or  mailed 
later  tbnn  ten  days  after  pablication,  but  may  be  before. 

Frdm  the  evidence  It  appears  that  the  defendants  employed  s  civil 
engineer  and  a  drafteman  to  compile  or  prepare  the  original  of  their 
map,  and  that  in  so  doing  he  nsed  the  map  i/f  the  plaintiff  and  three 
other  older  nncopyrighted  maps,  one  of  which  v^as  in  mauascript,  to- 
gether with  the  public  records  and  common  observations,  but  no  actnal 
sarveys.  The  city  of  Portland  and  its  aabnrbs,  which  are  the  snbjeot 
of  these  maps,  having  been  improved  and  increased  in  population  during 
tbe  seven  years  that  elapsed  between  their  publication,  that  of  the  de- 
fendants* contains  some  matter  that  is  not  found  on  the  plaintiff's. 

Qaestions  of  lufringement  of  copyright  are  often  very  difficult  to  de- 
cide. The  distinctions  betweeti  the  lawful  and  onlawful  use  of  a  prior 
pablication  are  sometimes  very  fine  and  almost  inappreciable.  They 
have  been  called  the  "metaphysics  of  the  law."  Folsom  v.  Atarih,  3 
3t4>ry,  109.  A  person  who  bestows  his  skill  and  time  in  the  sarveys, 
research,  and  observation  necessary  to  the  making  of  a  correct  map  of 
any  place  or  locality  does  not  thereby  prevent  any  other  person  tnun 
using  the  same  means  to  accomplish  the  same  end.  The  natural  objects, 
public  retiords,  and  snrveys  from  which  a  map  is  made  are  open  to  the 
examination  of  any  one ;  but  it  is  dear  that  no  person  has  a  right  to  sit 
down  and  copy  the  map  of  another,  and  thereby  defraad  the  latter  of 
tbe  profit  of  his  labor  and  skill.  Gran  ^'-  B»»sel,  1  Story,  18 ;  Stunt  v. 
PatteHfS  Paine,  397;  Car^v.£oN$inaa,l  East,  308;  High,  InJ.,  see.  647. 
At  the  same  time,  it  is  not  every  use  of  a  prior  publication  that  is  eon* 
sidered  au  unlawflil  infringement  Bona  fide  quotations  ttom  a  book  do 
not  constitute  such  an  iufringement.  But  as  absolute  originality  Is  not 
posslhle  in  tbe  case  of  a  map,  a  person  may  take  material  from  prior 
pnblicattona,  provided  he  bestows  on  it  such  skill  and  labor,  in  revision 
or  otherwise,  aa  to  produce  an  original  result.  But  tbe  appropriations 
niDst  not  be  denied,  and  the  alterations  most  not  be  merely  colorable, 
nor  tbe  result  a  servile  Imitation  of  the  original.  Oop.  Law  Oopyr.,  181, 
183;  High,  Inj.,  sec.  647. 

It  is  not  very  clear  from  the  evidence  what  use  was  mode  of  the  plaint- 
ifl^s  map  in  the  coiui)ilat!on  of  the  defendants',  unless  it  was  substan- 
tiaUy  copied.    It  is  admitted  by  the  defendants,  and  their  c 
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80  teBtifies,  that  it  was  UBCtl  for  comparjsou  and  correctioD.  Bat  tiiis 
may  nieau  wore  or  less.  The  defeadftota'  map  may  have  been  so  far 
oompared  with  and  corrected  by  the  pltuntiff's  as  to  make  the  fonner 
Dot  only  like  the  latter,  but  pnictically  a  copy  of  it.  So  Cu*  as  the  de- 
fendants* map  was  corrected  by  the  plaintiff's  it  was  in  effect  a  oopy  of 
it  Save  the  additions  ou  the  defeadaiits'  map,  Isdloatiag  the  cbatiges 
and  improvements  that  had  taken  place  duce  the  pablioatiou  of  the 
plaiutitF's  map,  there  is  no  diffbrenoe  between  them,  exoept  that  the 
former  is  on  a  larger  scale  than  the  other,  and  has  some  lines  printed 
In  colors;  and  yet  it  is  possible,  althonxh  they  are  both  so  far  alike, 
that  one  was  not  copied  ftom  the  other,  bnt  only  compiled  from  the  same 
sources,  but  the  probabilities  are  otherwise.  There  is  a  singular  ooiod- 
denoe  in  the  two  maps  that  tends  strongly  to  iprove  that  one  was  oopicd 
from  the  other.  On  the  plaintiff's  map,  block  106,  in  Carutbers*  addl- 
tton  to  Uaruthers'  addition,-  appears  with  a  square  piece  out  of  the  north- 
west comer,  oansed  by  a  re-entering  angle.  This  is  the  first  time  that 
said  block  appears  In  that  form  on  any  map.  The  plaintiff  testifies  that 
be  ehtered  it  on  his  map  In  that  form  as  the  result  of  a  survey  made  by 
himself  that  he  has  since  demonstrated  to  be  incorrect.  The  ddtodmts 
must  have  copied  it  firom  the  plaintiff's  map,  and  the  ftet  that  they 
copied  such  a  singular  error,  which  appears  on  no  other  map,  indioates 
strongly  that  they  copied  the  plaintiff's  map  indtsorimtnately  and  gen- 
erally. 

Another  coincidence  is  quite  as  oonviadDg  in  the  same  direction.  The 
plaintiff's  map  shows  that  Soath  First  street,  In  OamtJierB'  addition  to 
Oamthers*  addition,  does  not  conform  in  line  and  width  to  the  same 
street  In  C^mtbers'  addition  to  Portland,  and  it  is  the  only  one  essept 
the  defendants'  ou  which  the  fact  appears ;  while  ttom  the  testimony  of 
the  plaintiff  It  is  shown  they  do  conform  on  the  ooantyreoords,  and  that 
he  ascertained  the  want  of  coaformity  from  actual  survey.  Now,  as  the 
defendants'  map  is  not  made  from  actual  surveys,  bnt  from  other  maps 
and  pablic  records,  they  most  have  copied  this  feature  of  their  work 
from  the  plaintiff's ;  and  if  the  plaintiff  was  mistaken,  either  as  to  the 
error  in  the  form  of  block  106  or  the  conformity  of  South  First  sixeet 
on  the  county  records,  the  defendants  might  easily  have  shown  it.  Bnt 
they  have  not  attempted  to  do  so,  and  the  foots  thereabout  must  be 
taken  as  stated  by  the  witness.  Add  to  Oiis  the  admisdon  nude  in 
the  testimony  of  the  defendants' draftsman  to  the  effeot  that  he  got  all 
he  could  out  of  the  plaintifTs  map,  aod  "  never  thought  of  its  being 
oopyriglited,"  and  the  only  reasonable  inference  fh>m  the  premises  is 
that  in  the  compilation  of  the  defendants'  map  they  substantially  cop- 
ied the  plaintiff's,  and  are  therefore  so  for  guilty  of  an  infringement 
npon  his  copyright. 

The  plaintiff  is  entitled  to  a  perpetual  iujuuction  against  the  defend- 
ants, at}  prayed  for  in  hU  bill,  and  to  an  occonut  of  the  profits  resized 
by  them  ou  the  sale  of  the  infringing  map,  for  which  purpose  the  oaose 
will  be  referred  to  the  master. 
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White  et  ax.  r.  Dundae  et  al. 

DeciiUid  Deetmbrr  17,  ieM:(, 


UxTTKD  BritiKs  SuntEME  Court  Rulkr. 

Knie  30  of  SnpmiDc  Cuart  KiileB  applies  only  to  com'r  iiiiprulcil  iK'ruri^  ilx  nilop- 
tiou,  and  ik  iiracticully  nbMlirte. 

Appeal  from  the  circnit  court  of  tUe  Enstcm  district  of  Lonisiuna. 

Mr.  Joaeph  F.  HorHor,  Mr.  F.  M'.  Baker,  ami  Mennra.  Joifce  rf:  Spear 
for  the  api>ellaDtB. 
Mr,  MtteiUe  Church  for  tbB  n]>pelleeii. 

STATEMENT  OF  THE  CASK. 

This  was  a  motion  miu\e  by  ap|)elliin*^»i,  under  Rale.  30,  to  siisiwud  or 
diswlre  the  injanction  granted  l>y  tlie  conrt  below.  Fron|  tlie  statonicut 
of  facts  af^rord  to  by  conusel  and  adopted  by  tbe  court  below,  it  np- 
pesred — 

1.  That  appellees  were  owners  of  Letters  Patent  No,  178016,  issued 
Jnne  20, 1876,  for  a  mothoti  of  preserving  shrimps  and  other  shell  flsh. 

2.  That  on  tlie  6th  of  December,  1881,  they  surrondeied  sitid  original 
pateut  and  obtained  therefor  Beissne  Letters  Patent  Ko.  0937,  dateil 
said  Cth  day  of  December,  1881. 

3.  That  apifellants  were  sued  for  in^ugemcnt  of  the  said  reissned 
patent  and  defended. 

4  That  npoQ  a  preliminary  hearing  the  court  ordered  an  injiiuction, 
bnt  sabsequently  modified  its  order  by  allowing  the  appellants  to  con- 
tinae  their  business  npon  condition  that  they  filed  in  coart  a  monthly 
aoGonnt  of  their  manufactures  aad  sales. 

5.  .That  npon  final  hearing  tbe  court  found  against  the  appellants  on 
all  the  points  presented  by  them,  and  fonud  that  the  said  original  and 
reissned  patents  were  valid ;  that  they  covered  a  novel  iuvciitioii ;  that 
the  relssaed  itatent  claimed  the  same  iuvention  as  that  claimed  in  the 
original  pateut ;  that  the  reissue  was  legal  and  legally  issued,  and  that 
tbe  appellants  in&inged  tbe  reissued  patent  by  practicing  the  process 
pateuted  thereby. 

6.  That  the  conrt  issued  the  perpetual  injunction  restraining  the  ap- 
pellants from  further  continuing  their  business  in  i>acking  shrimps  in 
accordaucc  with  apitellees'  patented  invention,  and  referred  the  caso  to 
a  master. 

7.  Tliat  the  master  reportetl  in  favor  of  the  ap)>ellee8  for  tl,205.98, 
and  jadgineut  was  entered  against  appellants  for  that  amount,  and  tbey 
apix^aled. 

Appellants,  iu  support  of  the  motion,  attacked  the  validity  of  apitel- 
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lees'  patent,  conteiidiag,  first,  that  the  reiaaoe  was  ille^l,  anil,  sec- 
ondlf,  that  It  did  not  cover  a  patentable  invention,  citing  on  the  flrat 
point  Miller  v.  Brata  Co.  (104  U.  S.,  350)  ^  Jame»  v.  Campbell  (lOt  U. 
S.,  356);  Heald  v.  Rice  (104  U.S.,  748);  Rustel  v.  Dodge  {93  U.S., 
464),  and  other  caaes ;  and  on  the  second  point  Bvbber  Tip  Pencil  Co.  t. 
Howard  (20  Wall.,  498);  Brotm  v.  Piper  (91  U.  S.,  37);  Terhune  v. 
Philips  (99  U.  S.,  693);  Batton  v.  Taggart  (17  How.,  84),  and  other 
oases. 

Appellees,  in  opposition  to  the  motion,  contended  (1)  that  the  statute 
(section  4921)  ^ve  the  coart  below  express  power  to  grant  the  iiuanc- 
tion,  and  anless  it  plainly  appeared  that  it  erred  in  mati^er  of  law,  its 
decision  should  not  be  disturbed,  oitiug  High  on  InjunotioD,  volame  2, 
page  1069;  Walker  on  Patents,  page  478;  (2)  that  the  stHtcment  of 
facts  showed  no  error  or  donbt  on  the  part  of  the  coart  below;  (3)  that 
Bnle  30  had  only  been  applied  in  oases  where  the  court  below  appeared 
in  donbt  on  a  point  going  directly  to  the  validity  of  the  patent;  (4) 
that  the  reissne.  was  valid,  because  It  claimed  the  same  invention  as 
that  claimed  by  the  original,  citing  Powder  Co.  v.  Powder  Worke  (8 
Otto,133);  6affe\.HerriHg{23  O.Q.,2nQ)i  Cote  v.  Jtfofat(  15  Fed.  Uep., 
345),  and  other  cases ;  (5)  that  the  patented  invention  was  novel,  but 
that  00  tbe  motion  the  question  of  novelty  could  not  be  ioqoired  into. 

Mr.  Chief  Justice  Waite  : 

This  motion  is  denied.  Under  Rule  93  in  equity  the  jndge  who 
allowed  the  appeal  had  authority  to  modify  the  iiynnction.  He  did  not 
do  so.  Bule  30  of  this  conrt,  nnder  which  this  motion  purports  to 
have  been  filed,  applies  only  to  cases  appealed  before  its  adoption,  anil 
is  now  practically  obsolete. 


[SapniH  CasTt  at  tho  Ualtad  Bute*.] 

OLEHXifTS  V.  The  Odobiabs  Excavatiho  Appabatub  Company. 

J}tcUled  Jenitarg  7,  1884, 
Se  0.  0.,  363. 


.  Cltiiat  1  and  3  of  Keiuae  Letten  Patent  No.  t£)62,  gr»Dtad  to  Lawia  R.  Keicer, 
FcbniKry  29, 18T6,  for  an  iiaprorement  in  appuratai  for  cloRiilns  privie*.  tlio 
orlf^Qal  Patent  No.  1I.SI3G&  having  been  granted  June  6,  1871,  to  Heury  C.  Ball 
and  Jowph  If.  Lowenateln,  ou  the  Inveotiou  of  taid  Bull,  and  the  applEcation 
'for  the  relwue  having  been  filed  Jannar;  11,  itUG — oaraely,  "  1.  A  privy-vavlt- 
oleaning  npparatntcontiating  of  an  alr-piinip,  a  deodorixer,  and  miitabla  tabular 
connection!.  In  oombinatlan  vith  an  Independently -movable  reoeiving-catik  hav- 
ing an  inductloQ  pauage  or  opening,  and  alto  an  air-openliig  fur  connection  vitli 
the  air-pmnp,  and  provided  with  KTc^-necka  at  each  opening  ;br  receiving  aeaJ- 
log  cap*  or  eovera,  anhelantlally  at  deacribed,  whereby  tbe  movable  caak  may  be 
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li>M!«d  ID  K17  dMii«d  poeitioB  with  relMion  to  th«  v&ult  and  privy,  kad  tbo 
pnrap  and  deodoriMj  located  in  an;  dwLmd  pcwttioa  with  relation  to  the  vault, 
privy,  and  cask,  and  also  whereby  the  caslci,  when  filled,  may  be  handled  as  1b 
oanat  with  filled  caaks,  aa  iet  forth ;  3.  The  oombiaation,  with  a  portable  nlght- 
■oil  euk,  of  a  float-Talve  looated  at  the  air-pwnage  eubstantially  ■■  desorihed, 
whereby  the  flaid  matter  It  prevented  from  entering  the  air.paBsage  and  clogging 
the  aactiou  air-pfpe  and  pamp,  as  aet  forth" — ar«  Invalid,  becanae  they  are  for 
inventione  not  indieat«d  in  the  original  patent  aa  inventions,  being  for  BBb-oom- 
binationa  In  combinations  claimed  in  the  original,  and  were  made  for  the  parpoae 
of  eovering  fuatares  deaotibed  in  patAnta  IwDed  to  othen  daring  the  interval  be- 
tween the  granting  of  the  original  and  the  application  for  the  reiasae.  Thoaa 
(tetnraa  are  contained  la  the  defbndanfa  apparatna,  and  that  apparatnailow  not 
infringe  any  claim  in  the  original  patent. 

Apfbal  fkx>ni  the  olionit  coort  of  the  United  States  far  the  dlstriot 
of  Maryland. 

Mr.  S.  T.  ^nton  tor  the  appellant. 
Mr.  Benj.  Price  for  the  appellee. 

Hr.  Jnstice  Blatohfobd  delivered  the  opinion  of  the  coart: 
This  is  a  salt  in  equity,  brought  for  the  iafriagement  of  Beissne  Let. 
ters  Patent  JSo.  6962,  granted  to  Le  ts  B.  Eoiser  February  28, 1870, 


for  an  improTement  in  apporatos  for  cleaning  privies,  the  original  pat- 
ent Ko.  110,666  having  been  granted  Jone  6, 1871,  to  Henry  O.  Boll 
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uid  Josepb  H.  LoreDitein,  on  the  inrentlcn  of  uid  Ball,  Mid  tbe  ap- 
plication for  tbe  reissae  haviiig  been  filed  Jaaaarj- 11, 1876.  Tbe  sped- 
flcation  aaya ; 

HriuTMitiom  MHMiato,  mkliily,  Id  b  •Ink-clcKoiDg  ftpparatuH,  eoDsisttttg  of  an  ait- 
pnwp,  *  dMdvrtaar,  mod  aattable  tnbnlu'  eoDiieotioiu,  in  combm&tioi  with  an  inde- 
posdAat  at  moraUe  TCoMTiug-CMk,  liaviag  ua  ittductiou  pawa^  or  opraiag,  and  ako 
Mairjawagc  faraanBaatfamtith  tbaair-pcnui,  «inl  provided  wit L  M«ucb«adTatn 
tifht  eoTen  Tor  both  pMsagaa,  wlieroUy  tb«  tnovabje  ca«k  m»s  ^  located  in  any  de- 
airad  potition  iriUi  relation  to  tbe  vaalt,  aod  tbe  air-pamp  aud  the  deodoriser  prop- 
ariy  located  wltb  referanM  to  tbe  raalt  aud  eaak,  and  also  wbenby  tbe  caak  wbeu 
flUed  naj  be  troudled  on  It*  bilge  oi  end,  after  Mu  naual  aaitaer  of  kaodUng  eaak* 
orbwaU. 

My  iuventiaat  eiatata,  furtbw,  in  tW <o»binatie«,  wiA  the  eaak,  «f  a  t»agoi*pra- 
ing,  a  detaobable  aoetioD  pi|M  or  funnel  oaaneeted  witk  the  flange  of  the  t^ening. 
and  a  ebeck'Talve  located  ivitbin  the  cask  tor  r«talniug  tbe  offMuivo  matteT  aftw 
paiaing  thiongh  the  valve. 

Mr  luventlon  atill  furtlier  conniste  in  the  oomblnatlOB,  with  the  alr-paai^p  of  a 
night-MiI  eaak,  of  a  float-valve,  Ttltemhy,  irhen  the  oaak  U  filled  with  floid  matten, 
f  he  i-olve  wlU  he  Asatad  aad  eloaad,  thereb]'  JudieattaK  that  tbe  oMk  t*  Uled,  aad 
prereatlng  the  fluid  matter  frsm  antering  the  DoudBotinj-pipe  and  paaung  ttaioogh 
the  aif'pawage  to  the  alr-pamp,  which  otharwioe  would  be  liable  to  bare  ita  Talvei 
clogged  thereby  and  rendered  inoperative. 

To  more  parthmlai'ly  deaoribe  mj  innantlaB,  I  will  n*r  «a  the  >iiiiaia|wnylTH  draw- 
ings, la  whi«h— 

Figure  1  repreienta,  la  dde  view,  a  eaak  embodyiDg  htubI  batarea  of  tay  Idt^- 
tion  located  wfthln  a  piivy.  Fig.  S  repTewnta,  in  aide  view,  an  alr-pnnp  oonneetad 
with  the  eaak  hj  a  flaxible  tnlie  or  aaction-heae,  and  pn/rlded  with  a  deodoriaet. 
Fig.  3  repreaenta  a  priTy-vanlt  Fig.  I  repreaenta,  on  an  aularged  aeate  and  in  de- 
tail, in  vertical  oentral  aeotion,  tbe  oank  thown  In  Fig.  1. 

A.  vault  ii  Indicated  at  A.  It  li  provided  with  the  nsoal  entranoe  or  openlag,  aa  at 
a.  &  denote*  one  of  aeveral  oaaka  or  reoeptaolei  which  are  enployed  in  oouDBoUon 
with  an  air-pump,  aa  at  C,  for  lemoviBg  tbe  oifeoaive  matter  from  the  vault.  Tlte 
cask  B  has  at  one  end  a  aeraw-neok,  i,  and  the  oheok-valve  d,  which  opens  inwardly. 
Said  cask  also  has  another  serew-neek,  as  at  U,  to  which  in  attaohed  the  soetioB-hoae, 
which  commnnleatea  with  the  alr-pnmp.  Attaohed  to  this  neek  is  also  a  float-valve, 
as  At  /,  which  guards  the  entrance  to  tbe  luction  tube  or  bote.  The  spindle  of  the 
valve/  la  provided,  in  a  well-known  manner,  with  gutdtug  devioea.  Tlie  lower  por- 
tion of  the  float-valve  is  provided  with  oork  or  other  light  matariat,  whereby,  when 
the  csnk  IB  filled  with  fluid  matter,  the  vidve  will  be  floated,  and  elleotaally 
doae  the  entranoe  to  the  snctlon  air-pipe,  preventing  the  latter,  aa  well  as  the  pomp, 
from  being  clogged  by  said  matter.  The  cask  i*  shown  to  be  provided  with  shonlduB 
1  k,  whereby  the  boisting-olampa  L  may  readily  be  made  to  engage  with  the  cask. 
The  induction-pipe  O  is  sBcnred  to  tlte  proper  aerew-neek  on  the  eask,  and  it  eooati* 
tntcs  a  tubular  oonnectlon  with  the  cask,  through  which  the  affeniivo  matter  ia  eon- 
dncted  Stom  the  vanlt  into  the  eask. 

In  operation  I  ^^Mseed  as  follows :  After  removing  the  seat  or  floor  aC  a  privy,  a»- 
coveriiigtheenlnnce  to  the  vault,  the  cask  B  is  snispendedby  ab)oeka»dtadiki«ver 
tbe  vault,  connected  b;  the  anction-pipe  to  tbe  air-pump,  and  then  lowered  until  the 
funnd-pipe  connection  0  (which  is  temporarily  screwed  to  the  aoek.  i  of  the  caA)  i> 
at  ita  lower  end  iiamoiaDd  ia  tbe  contents  to  be  removed.  Tbe  air  is  thea  esbaoeted 
in  tbe  cask  by  mesns  of  the  pump,  and  deodorizeil  by  tbe  ftmiace  on  the  pnmp.  The 
vaoaam  thnsindncud  cansea  the  matter  to  be  sucked  through  the  funnel-pipe  into  the 
caiik  until  tbe  float-valve  ia  lided  and  the  aJr-paasage  closed.  The  pump  ia  than 
Stopped  and  the  valve  *d  closes.    The  cask,  being  wholly  f^  from  estMiot  ooalaot 
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with  filQi,  is  tben  lifted,  tlie  faniiel  and  MctioB  ^p«  ninared,  »nd  tba  aenw  cap*  T 
«^liad  to  tli«  iMoka  t  and  H,  aftet  wbieh  the  cask  i«  haodlad  Uka  an;  Riled  uuk  and 
nilltd  on  ita  bilge  or  end. 
Tbe  reissue  has  three  claims,  as  follows : 

L  A  priT7-T*alt-cl»»i)iog  apparatus  ooDHating  of  an  alr-pamp,  a  deodorizer,  and 
mitalile  tnbalar  eonnectlona,  iu  oombination  with  an  indepeDdently-movable  recelr. 
ius-caak,  haTfog  an  indaotion  parage  m  opening,  and  also  an  air-opening  for  eonneo- 
tion  with  the  air-panp,  and  prorided  with  eerBv-necka  at  eaeh  opening,  TorreeelTing 
waling  capa  or  eorua,  anbatautlallj  aa  dcaeilbed,  whereby  the  movable  caik  may  be 
located  in  any  deaind  poaltiMi  with  nlMlon  to  the  vanlt  and  privy,  and  the  pnmp 
and  deodurtser  located  Id  any  deaircd  poelUoii  with  relation  to  the  vanlt,  piivy,  and 
mh,  and  ^lao  whereby,  the  eaaka,  when  lllled,  may  be  handled  aaia  oaaal  wtthflUad 
caaka,  aa  aat  forth. 

S.  The  coinbination,  with  a  portable  cask,  haTing  an  Indnotlon-apertnie  at  one  eod^ 
•fa  ebaek-TalTe,  a  Mrew-neck  tnrtanndlng  the  apertnre,  a  flinnel-^hnped  pipe  eoo- 
neeted  with  the  ueek,  and  an  air-«dnetlon  paaaage  proTlded  with  a  iciew-neok,  nb* 
ttantially  u  Oeaeribed. 

X  The  eomUnatlom,  with  a  portable  nlght-avll  cnak,  of  a  ftoat-valva  located  at  the 
air-paesage,  asbatantlally  aa  deaeribed,  whereby  the  flnid  matter  la  prcTented  ttmn 
entering  thenir-paaaage  and  clogging  the  aaction  air-pipe  and  pnmp,  aa  act  forth. 

The  speeifleation  of  the  original  patent  vu  tc  these  words,  the  drftw- 
ings  sttadied  to  the  oriipnal  and  the  reisaae  beloK  alike: 

FIgu«  1  la  a  view  In  per*pe«tiTe  of  the  cash  or  package  A,  ahowlng  the  method  of 
■n^iamllat  Hid  operating  the  aame.  Kig.  S  la  a  aide  elevatiMi  of  the  aoction-pntnp 
and  fBimaeau  Fig.  3  is  a  plan  rlew  of  the  Tanh.  Fig.  4  ii  a  Tertleal  transTerae  lee- 
tkm  of  the  caek  or  nceptaola  shown  In  Fig,  1. 

My  iavantioB  nlatee  to  ^  improTemeDt  in  derieee  for  cleaning  or  emptying  privy- 
Taalta,  whereby  tha  ni|^  toll  thnrin  e^tained  may  be  removed  and  utilised  and 
the  dlaagrecableodm*  arising  therefrom  prerented.  It  consists  of  the  raslt  A,  r«eep- 
tadba  or  eaaka  B,  and  the  enctlon-pHnip  with  fbmaee  C,  eMtatmeted  and  operated  •• 


A,  K  ejtuidriBal  privy-ranU,  eenatraetad  af  Mital  w  other  anltabU  *rat«r-tight  m»- 
tsaial,  Md  pMwidad  wiU  tha  ^aek  •  and  the  taage  1,  which  latter  is  dMlgsed-aa  an 
"^"*"T  fcz  hoMlng  It  in  a  rerdeal  posttten,  and  alao  for  atrengtbening  the  lama. 
B  rBpresBBta  one  of  Mvenlcaeksor  rsceptscloswbich  are  employed  as  adjancta  of  the 
eactlen-punp  C  lot  Temoring  the  feoal  matter  from  the  vault.  It  baa  locatcfl  at  its 
hnror  axtrMuHy  the  funnel  O,  which  fits  alr-tlght  apon  the  neck  i  and  the  valre  d, 
whidi  «p«iia  npwardly ;  and  at  ita  apex  the  float-valve  /  is  provided,  which  ecrewa 
^o*  i»  ia  •tharwlae  eanaedlofltatr-tigfat  open  the  neck  H.  The  float-valve  /  eon- 
■Hta  of  tb»  rod  (,  toeated  vertically  in  the  tnbe  g,  the  said  rod  being  gaitled  by  ori- 
ftceapittvided  in  tranaveree  bars  in  the  apper  and  lower  ends  thereof .  Tbe  lower  part 
ef  the  float-valve  la  made  of  cock  of  other  light  material,  in  order  that  when  the  cask 
er  igcaptaala  hrrnian  >lkd  by  the  aationof  the  inction-pDmii  It  may  press  againet  the 
wUiiS  sd  tbe  tnbe  aad  tbcnby  prevent  the  contents  of  the  vanlt  A  ftom  overflowing 
ar  extending  beyond  the  cask  B.  kk  are  tboulders  rigidly  attached  to  the  cask  B, 
aad  an  dselgMed  Sw  elntohing,  with  the  clampe  L.  V  represent*  one  of  a  series  of  A 
whaeh  am  anewednpon  the  neck  or  necks  of  casks  A  when  fliled  by  tha  action  of  the 
soetion-pnnip. 

Tb«  method  of  operating  my  devtoe  is  as  follows ;  After  removing  the  sent  or  floor 
iha  iwptaele  B  is  wpeaded  from  a  block  and  tackle  over  the  openiog,  and  tbe  cask 
er  inaef  tnele  A  is  then  lowered  Into  tbe  vault  nnUl  the  fnanelO  eaten  the  fecal  mat- 
ter ahaat  ID  inchea,  whereupon  by  operating  the  sactlon-pBmp,  the  rvceptacle  or 
'    '  filled  with  the  £Mes  nntil  it  reaches  tbe  float-valve  /,  wUioh  preases 

toaesthooriflOB  of  the  tabs  leading  to  the  pnnip.    The  valve  i  tLec  falls 
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■ad  preventa  tlie  MOApe  of  tli«  eontHU  of  the  ouk.  Id  the  mHntlme  tha  air  tb»t  U 
pmnpedoat  of  lherec«ptac1«  BJa  forced  intoa  Aimace located  ot«i  the •notion-punip, 
whereby  the  odor  ariilng  thereflraiD  is  ileitroyed.  Whea  one  receptacle  Is  thus  Hlled 
the  valve  /  ia  lemoTed  and  the  cap  V  acrewed  therenn,  whereupon  the  operation  is 
repeated  by  the  emplo;;meiit  of  anutber  cask  until  theTsalt  iseioptiedof  ilacontents. 

The  claims  of  the  original  patent  are  two  id  aamber,  as  follows : 

1.  The  comblaation  and  arranjjemeatof  tliefnnuel  0,neck  {,  and  Talvedwithcaik 
B,  neck  H.  and  float-vnU-e  /,  anbstuitlUlr  M  shown  and  desoribed. 

3.  The  combination  and  aimnj^maitt  of  the  Tanlt  A,  eask  B,  and  snetion-pump  C, 
■nbstantlallj  in  the  niannei  and  fur  the  pnrpose  described. 

loftingement  of  only  claima  1  and  3  of  the  reissae  is  insisted  on.  It  is 
set  ap  as  a  defense  in  tbe  answer  that  the  reissae  Is  not  for  the  same 
invention  as  that  described  in  the  original  patent.  The  apparatas  ased 
by  the  defendant  is  coustraoted  in  accordance  with  the  desoriptioD  ood- 
tained  in  two  letters  patent — one,  Xo.  158743,  granted  to  Satnael  B. 
Stsharf,  Jannary  13,  1875,  for  an  ImprovemeDt  in  machines  for  cleaning 
privy- vanlts,  the  other,  So.  179,993,  granted  to  Jerome  Bradley  and 
Samuel  K.  Suharf,  July  18, 187S,  for  a  machine  for  cleaning  prtvy-vanlta 
and  like  places.  In  that  apparatus  there  is  an  independently-movable 
cask  having  two  necks  in  its  apper  head  as  it  stands.  The  suction  pipe 
fVom  the  vault  is  screwed  to  one  neck,  and  the  air-pipe  which  Iea<Ia  to 
the  pump  ia  screwed  to  the  other  neck.  There  is  an  air-pump  by  means 
of  which  a  vacuum  can  be  foriced  and  maintaineil  in  the  cask,  and  a 
deodorizer,  through  which  the  air  drawn  into  tbe  pnmp  ia  expelled  by 
the  working  of  the  pump.  The  saotion-pipo  and  the  air-pipe  are  both 
of  them  tnbnlnr  flexible  connections.  There  are  caps  for  closing  the 
necks  after  the  barrel  is  filled.  There  ia  inside  of  the  cask  no  check- 
valve,  but  there  is  a  float  valve  so  arranged  with  reference  to  t^'.a  open- 
ing of  the  air-pipe  that  the  fecal  matter  lifts  the  valve  and  uioses  the 
passage  when  the  barrel  is  safflciently  full. 

It  Is  quite  apparent  that  the  defendant's  apparatus  did  not  infringe 
either  one  of  the  two  claims  of  the  original  patent.  Claim  1  made  the 
valve  d  in  the  bottom  of  the  cask,  opening  to  admit  the  entranoe  of 
mat«rial,  and  shutting  when  the  orifice  to  the  pnmp  was  closed  by  the 
float-valve,  a  necessary  element  in  the  combination  covered  by  that 
claim.  Without  the  valve  d  the  peonliarly-coostrticted  caak  of  the  pat- 
ent could  not  be  operated.  So  as  to  claim  3,  there  could  be  bo  opera- 
tive combination  of  vault,  cask,  and  pump  unless  the  cask  should  have 
tbe  valve  d,  and  that  valve  was  a  part  of  the  combination  oovered  by 
claim  2.  The  valve  d  Is  not  found  in  the  defendant's  apparatus,  nor  is 
there  any  snbstitute  or  equivalent  for  it.  Tbe  material  is  taken  into 
the  barrel  through  its  head  hs  it  stands  on  its  bottom,  and  bencc  tbere 
is  no  need  of  a  check-valve. 

There  is  not  in  the  speciticiition  of  the  original  patent  any  suggeation 
or  indication  of  any  invention  other  than  the  two  combinations  severally- 
claimed  in  the  two  claims.  In  tlie  reissue  there  are  material  enlarge- 
ments  of  the  scope  of  the  invention  described  and  claimed  in  tbe  original, 
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pateot,  and,  apparently,  with  a  studied  view  to  inolade  and  cover  by 
ileacriiitive  words  and  by  broader  claima  an  apparatus  like  ibat  used 
by  the  drfendant.  If  claim  1  of  the  reisaoe  be  construed  so  as  to  exclude 
the  check-Tulve  from  the  combination  oorered  by  that  claim,  no  war- 
raut  is  found  in  the  original  specification  for  suck  a  coostrnction.  It  is 
apparent  that  tbeiiiventorcouteoiplated  the  use  of  no  other  description  of 
cask  ttaau  one  having  ancfa  a  check-valve  as  the  original  specification  de- 
scribes. If  claim  1  of  the  reissue  be  construed  so  as  to  inclade  only  such 
a  cask  as  is  described,  tbat  is,  one  with  a  cheek-valve,  there  is  no  iu- 
fringement  of  that  claim. 

Claim  3  of  the  reissne  is  for  the  combioatiou  of  a  fluat-valve  with  a 
cask  of  same  kind.  Whether  it  be  a  cask  witli  a  check-valve  or  one  with- 
out a  cbeck-valve,  the  claim  is  an  eipansiou  of  the  inveution  beyond 
auythiug  indicated  in  the  original  specitlcAtion  as  the  iavention.  In 
claim  1  of  the  original  iiatent  four  other  elements  are  mnde  necessary, 
with  the  cask  and  float-valve,  to  constitute  the  combination  claimed.  In 
daim  2  of  the  original  the  cask  and  thepnmp  cannot  tie  combiued  so  as 
to  practically  co-operate  in  working  unless  the  float-valve  is  used.  The 
oiiiiioal  specififuition  states  tbit  unless  the  tloat-valve  is  used  the  con- 
tents of  the  vault  will  overflow  or  extend  beyond  the  cask.  The  speci- 
fication of  tUe  reissue  states  that,  in  the  absence  of  the  float-valve,  the 
fluid  matter  will  enter  the  air-pii>eand  pass  through  it  to  the  air-pump, 
and  tend  to  clog  the  air-pipe  and  the  valves  of  the  pump  and  render  the 
latter  inoperative.  It  is,  moreover,  as  true  of  claim  3  of  the  reissue  as 
it  is  of  claim  1  tbat,  if  the  cask  of  claim  3  be  construed  to  be  a  cask 
without  a  check-valve,  there  is  no  ground  In  the  original  patent  for  such 
a  coiistnictiou,  and  that  if  claim  3  includes  no  cask  except  one  with  a 
check-valve,  it  is  not  iufringed. 

The  original  specification  indicates  nothing  but  a  cask  having  the 
entrance-opening  in  its  bottom,  ftimished  with  a  check-valve  to  open 
lUHl  Mhnt  such  entrance  automatically,  the  cask  suspended  vertically 
over  the  vanlt  and  lowered  into  it  until  the  fnnnel  at  the  bottom  is  9uf- 
fldeutly  immersed,  the  filling  of  the  cask  in  thnt  position,  and  the  rais- 
ing it  and  emptying  It.  The  cask  in  the  defendant's  apparatus  has  the 
entrance-opening  in  its  top,  has  no  check-valve,  is  not  suspended  over 
or  lowered  iuto  the  vault,  is  placed  at  a  distance  ftvm  the  vault,  and  is 
connected  with  the  vault  with  a  flexible  pipe.  The  patent  to  Scharf, 
Ko.  1&S743,  granted  January  12,  1875,  a  year  before  Reissue  No.  6962 
was  applied  for,  shows  an  apparatus  substantially  the  same  as  that  used 
by  the  defendant.  There  is  a  barrel  or  tank,  in  the  head  of  which,  as 
it«t»nd8  on  its  bottom,  there  are  two  short  me*'allic  pipes.  A  flexible 
pipe  extends  from  one  into  the  vault,  and  another  flexible  pipe  extends 
from  the  other  to  au  air-pnmp.  There  is  a  deodorizer  connected  with 
the  air-pnmp  by  a  third  flexible  pipe.  The  cask  is  flUed  by  the  action 
of  the  air-pomp  in  creating  a  vacuum  in  it.  The  foni  air  passes  through 
the  «Mk;  and  the  pump  into  the  deodorixer.    The  barrel  and  the  air- 


92  DECI8I0H8  OF  U.   8.  CODBTS  IK  PATIMT  CABBS. 

pump  Are  described  as  *' iodependentiy  movable  Rboat  the  vaalt"  by 
reason  of  tbe  flezibili^  of  the  pipes.  The  attempted  ez|nnsion  of  lb« 
origiual  Ball  patent  tooorer  vhatiaahowD  iatbeScbarf  pateutismao- 
ifeat.  The  funuel  O  of  the  original  patent  is  called  in  tbe  reissue  **aa 
induction  passage  or  opening,"  It  is  said  in  the  reissae  that  **  the  mov- 
able cask  may  be  located  in  auy  desired  position  with  telation  to  the 
vault,"  and  that  the  operation  may  be  performed  "  within  or  near  tbe 
privy."  In  claim  1  of  the  reissue  it  is  stated  that  "  the  movable  cask 
may  be  located  in  an.v  desired  jtositiou  vith  relation  to  the  vanlt  and 
privy."  The  effort  was  to  obtain  a  Teissae  which  sheald  cover  an  ap- 
parntos  having  tbe  cask  located  at  a  distance  fh>m  the  vault,  with  a 
flexible  pi]>e  from  it  to  the  raolt,  and  a  receiving-opeaing  in  tbe  top  of 
the  cask  and  no  clteck-valve — all  of  them  features  not  indicated  iD  the 
original  patent,  but  all  of  them  featares  existing  in  the  Scharf  patent, 
granted  after  tbe  original  Bull  patent  and  before  tho  applicatiou  for  its 
reissue.  l%e  same  ob8er%'Btions  apply  to  the  patent  to  Frazier,  'So. 
lG!i473,  granted  October  5,  1875,  more  than  three  months  before  Beis- 
sue  "So.  C963  was  applied  for.  That  patent  shows  a  portable  receiving- 
cask  connected  from  its  top  by  a  flexible  pipe  with  the  vault,  and  by 
another  flexible  pipe  with  an  air-pomp  which  has  secured  to  it  a  deodor- 
izing vessel.  Tbe  air  is  exhausted  from  the  cask  and  passes  through 
the  air-pump  into  tbe  deodoriser,  and  tbe  contents  of  tbe  vanlt  rise  into 
the  cask.  The  cask  has  no  cbeck-valve,  and  is  described  as  placed  suit- 
ably near  tbe  vault. 

The  foregoing  state  of  foots  brings  the  case  within  the  principles  laid 
down  in  Miller  v.  Brata  Co.  (lOi  V.  S.,  350]  and  Jama  v.  CampbM,  (Jd., 
367).  The  suggested  mistake  In  tbe  original  patent  that  its  two  diaima 
were  not  as  broad  as  they  might  have  been  made,  and  that  the  combi- 
nations claimed  were  too  narrow  and  contained  too  many  element8,and 
that  aabcombi  nations  such  as  are  found  in  claims  1  and  3  of  the  reissue 
might  have  been  claimed  in  the  original  patent,  in  view  of  tbe  8t^«  of 
ihe  art  and  of  the  description  and  drawings  of  that  patent,  was,  if  a 
mistake  at  all,  one  apparent  on  tbe  first  iiisi>ectioD  of  that  patent.  The 
expansions  in  claims  I  aud  3  of  the  reissne  were  afterthoaghts,  devel- 
oi>ed  by  the  subsequent  course  of  imitrovcmeut  in  the  Scharf  and  Fra- 
zier patents,  and  intended  to  cover  matters  appearing  in  those  patents 
and  not  claimed  in  the  original  Patent  Xo.  115,665,  "So  excuse  is  given 
for  the  delay  in  applying  for  the  reissne,  nor  is  any  actual  inadvertence, 
accident,  or  mistake  shown.  The  omission  to  claim  subcombinationa 
in  the  combinations  cLiimed,  tbe  existence  of  snch  subcombinations  be- 
ing apparent  on  the  face  of  the  original  patent,  way,  in  law  on  the  facts 
in  this  cose,  such  a  dedication  of  them,  if  new  to  tlic  public,  that  a  re- 
issue to  cover  suuli  subcombinations  in  revocation  of  such  dedication 
cannot  be  availed  of  to  the  pn-jadice  of  rights  acquired  by  the  public 
to  what  is  shown  in  the  Scharf  aud  Frazier  patents,  issued  bef<Hre  tbe 
reissue  was  applieil  for.  The  reissned  patent  must  for  these  reasons  be 
held  to  be  invalid  as  to  daima  1  and  3. 
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Tlie  circsit  eawat  rnaUt  an  tnt«riocatorj  decree,  decliuing  the  validity 
rf  t>e  iiMiie  mad  U»  mbrngemt  tibf  amA  »iw»iliiig  a  perprtnal  ioj  uortiom 
M>d  an  aeaemit  of  proflts  and  damages.  By  a  Anal  decree  a  sum  of 
■Moey  was  awardeil  aa  daaia|;e«.  From  that  decree  the  defendant  lias 
apfodM.  tkm  Kwit  ef  uv  eaoHdesabav  i>  that  the  de«i«e  araat  be 
Nvwni^  aadi  Ifaa  tmm  b»  naandaik  t»  tta  eireait  emnt,  vidi  dhvetf  on 
tefciiiiuptfcaMn. 


[ITMtod  Hatd  Clraalt  Ctart-aaBOBm  DtaMct  «r  Hm  YorH.  1 
UlUKBtt  ST.«ZS»  v.  ttlTITSaHt  ET  AL. 


S6  O.  O.,  306. 

L  FATKns  OBTAinaD  Tncouas  Fmdd— Bkmt  or  GovsurvKrr  to  Tac«tk 

nacB  t»  BO  AMhtetioB  batween  1«Mm«  pateat  for  an  Invoatlon  Mid  for  land  •• 
wgW»l»tiigright»«p*tMaii*l«>fcf  ^»c««1mkH>bbi  trttBMobttipedby  fnad,  Th« 
n^A  ia  th»  nine  ••  that  wliiota  a  State  hoa  to  aoonl  the  abaiter  of  b  oorporation 
waateJ  by  ita  l^^atan  i/abtaiaed  by  fkwnd. 


ThaappnpiiatoNMMljr  in  behalf  of  the  {Tnited  Htateawbea  a  patent  fiw  an  in- 
TeMttoB  haa  been  obtained  bj  ttand  i*  by  a  bill  in  aqnltj. 

Mr.  Lorn*  C.  Baegater,  apacsial  aaaiatuit  attorney  fiir  the  United  States. 
Mr.  CIma.  W.  aej/mowr  for  defendant. 
Mr.  A.  J.  Todd,  of  counsel. 

Waixacx,  J. : 

Thia  trill  is  filed  to  vacate  letters  patent  for  an  invention  granted  to 
the  def«adaat8  September  28,  1882,  upon  the  ground  of  fraud  and  &l8e 
toggeation,  the  alIegatl<HiB  being  that  the  applicant  induced  the  grant 
by  hia  ateteniMits  in  his  application  that  he  believed  himself  to  be  the 
iaveBtor  of  the  patented  subject,  and  did  not  know  or  believe  It  had 
been  M  poblie  nse  or  on  sale  in  the  United  States  for  more  than  tvo 
yean  ^or  to  his  application,  whereas  both  of  these  statemeuta  were 
Mae  to  hia  kaowledgD.  Thedefendaataltave(teninrred,and  in  support 
of  tto  Aammnti  nrg»  that  the  United  States  cannot  maintain  a  snit  in 
eqaItT  Id  vaaate  leOem  patuit  ftw  an  invention,  although  the  grant  was 
obtaiMcd  1^  IVaod.  ft  ia  Insisted  in  their  behalf  that  there  is  no  atato- 
tor  proTwion  which  pwmits  sncb  a  suit,  and  in  the  absence  of  statutory 
Htboiifcy  no  snch  suit  can  be  maintained. 

SetwitlMaAding  Ae  expression  of  opinion  of  Jndge  Shepley  in  AU 
tomqr  Gatmr^  t.  Rwmfari  Oianioal  Workt  (2  Bann.  &  A.,  298)  in  &vor 
of  tiie  defeodaats'  portion,  it  is  believed  there  is  no  sound  reason  why 
a  bOt  win  not  lie  in  snch  a  case  as  well  as  where  the  sa^Jeot  of  the  grant 
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is  land,  or  U  afranchiseorrightof  adiffereat  kind.  Tbe  learned jadge 
laid  mach  stress  niton  the  consideration  that  in  issning  lettem  patent 
for  iDTeiitionB  nothing  is  granted  wliioh  belonged  before  to  the  United 
States,  and  the  rights  and  remedies  of  the  parties  to  snch  grants  are 
dependent  solely  on  the  statate  enactments,  and  do  not  grow  oat  ot  any 
previone  ownershipof  the  snbjectof  the  grant;  and  it  was  his  view  that 
in  snch  a  case  express  antborityfor  proceedings  toauna)  the  grant  most 
be  conferred  Id  order  to  sanction  them.  The  same  reasoning  woald  pre- 
clude a  State  from  proceedings  to  annal  tbe  charter  of  a  corporation 
created  by  its  legislatore  if  obtained  tbroogh  fnud.  Yet  it  is  a  familiar 
principle  that  grants  of  corporate  franchises  obtained  tfarongh  fraud 
practiced  upon  the  legislatare  are  void  when  the  State  elects  to  set  tliem 
aside  by  a  jndicial  reaoission.  (Hor.  Prir.  Corp.,  148.)  Hn  also  refers 
to  the  provisions  of  the  patent  acts  of  17flO  and  1793,  which  authorized 
proceedings  for  the  repeat  of  patents  obtained  sorreptitionsly  or  by  folse 
saggestion,  as  indicating  that  CSongress  deemed  it  necessary  that  an- 
thority  for  proceedings  to  repeal  letters  patent  obtained  throngh  fraad 
should  be  conferred  by  statute.  These  proTisions,  however,  permitted 
such  proceedings  to  be  talien  by  any  person  who  chose  to  complain — a 
right  which  did  not  and  does  not  exist  unless  expressly  oonfierred.  A 
bill  in  equity  lies  to  set  aside  letters  patent  obtained  by  frand,  but  only 
between  the  sovereignty  making  the  grant  and  tbe  grantee.  Field  v. 
Seaburg,  19  How,,  323.  I7o  inference  can  be  Jnstly  drawn,  therefore, 
from  these  proviaiona  that  Congress  deemed  it  requisite  to  confer  ex- 
press authority  upon  the  United  States  to  maintain  snch  a  suit,  uor 
firom  tbe  absence  of  snch  provisions  in  the  existing  laws  that  Congress 
intended  to  withhold  such  authority. 

In  Mowrjfv.  Whitney  {U  Wall.,  434)  Hr.  Justice  Miller, in  delivering 
the  opinion  of  the  court,  assumed  without  question  that  there  is  no'  dis- 
tinction between  letters  patent  for  an  invention  and  for  land  as  regards 
Uie  rights  and  remedies  for  vacating  them  when  obtained  by  frand,  and 
that  a  bit!  in  equity  is  an  appropriate  remedy  in  behulf  of  the  Uuited 
States  when  a  patentforaninvention  has  been  obtained  by  fraud.  Al- 
thouj^  the  precise  point  decided  was  that  the  owner  of  a  conflictiDg 
patent  oonld  not  maintaiti  a  suit  in  his  own  name  to  vacate  an  inter- 
fering patent  obtained  firaadnlently,  that  conclnaion  was  influenced 
mainly  by  the  consideration  ^that  the  Government  was  the  appropriate 
party  to  assert  tbe  remedy  and  seek  the  relief. 

The  demnrrer  is  overruled. 


D,g,l,..cbyGOOglC 
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[SamB*  CcKUt  af  flu  UiH^  8UtM.) 

ESTEY  BI  AT.  V.  BURDETI. 

Dtdded  Janvarg  7,  1683. 

'96  O.  O.,  8S7. 

1.  Bcbdktt's  RxH>-OKaAN  PATStn—CuaK  I  Cokstxckd  amd  Dkfihxd. 

Clmim  I  of  T^tten  PktBDt  Nn.  iS7,-Ul,  Kraatvd  February  S3,  1860,  to  Bltey  Bor> 
dett, »»  inrwitor,  for  MTentwn  yean  from  ADguBt  24,  I86S,  for  an  improrwnBnt 
in  reod-orgaiu — namely,  "ThearraDgement,  lu  a  reed  masical  ioitrament,  of  tbe 
reed-boaid  A,  having  the  diapaton  set  a  and  ita  octave  Mt  b  and  the  additional  *et 
L  extending  from  about  at  tenor  F  upward  through  the  icale,  aabataatially  aaaad 
to  the  effect  set  forth  " — deflneil  and  conatrned. 

3.  Sank — Amttcipatiov.    , 

A  reed-board  with  two  aett  of  reeda  and  a  third  partial  aet  waa  made  and  put 
into  an  orpaa  by  one  Dayton  prior  to  the  Invention  of  Burdett,  and,  inch  orgao 
being  pot  in  evidenoe,  It  waa  held  that  the  alleged  infringiDg  organs  contained 
nothing  which,  ao  far  aa  said  claim  was  oonoamed,  wat  not  fonnd  in  ancb  prior 
organ. 

1  Samk— Claim  S  Coswtruxd— Asticipatios— Nok-Imvbstios. 

Aflto  claim  2— namely,  "  Tbe  rood-board  A  and  fonndatton -board  G,  eonatructed 
with  the  contracted  valve -openings  D  F  F,  and  tbe  reeda  arranged  in  relation 
thereto,  all  in  the  manner  described"— it  was  beld  that.  In  v)sw  of  the  state  of 
the  art,  there  waa  no  laTeotion  in  making  the  length  and  size  ot  the  ralve-open- 
ing  greater  or  leas  in  a  reed-boani  of  a  given  width,  or  where  tliu  reod-boord  waa 
made  wider  or  narrow  er,  or  bad  more  or  leeaeeta  of  reetU  in  it,  pithur  fall  or  par- 
tial ;  and  that  the  vibrating  ends  of  the  loweit  and  longest  n-ucU  in  such  prior 
organ  wereaa  near  together  as  they  were  iutbereed-boarde  of  I  lie  alleged  infring- 
ing organa.    On  these  views  adecroe  waaenteiedln  favor  of  tlie  defendant. 

AppbaIi  from  the  circuit  conrt  of  tbe  tTniled  States  for  tbe  district 
of  Yermoiit. 

Mr.  S.  2f.  IHdcerton  and  Jfr.  Wm.  M.  Eoartt  for  the  appellants. 

Mr.  Geo.  Harding  and  Mr.  E.  J,  Phelpt  for  the  appellee. 

Mr.  Jastice  Blatchpobd  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  eqnity  brought  for  the  infringement  of  Letters  Patent 
Na87^l,  granted  Febraary  23,  1869,  to  Biley  Burdett,  the  plaintiff, 
for  seveuteen  years  from  August  24,  1868,  for  aii  improvement  in  reed- 
organs.     The  specification  of  the  patent  is  in  these  words : 

Flgnrel  is  a  perspective  view  ofune  of  my  coed  celeste  organa.  Fig.  Sis  a  diagram 
plan,  slwwing  the  relative  arrangement  of  the  reeds.  Fig.  3  is  a  vertical  tranaverae 
•ection  of  my  reed-board,  &e. 

Tbis  invention  conaists,  Qtut,  iu  the  arrangement  of  the  reed-board ;  seoond.  In  a 
netbod  of  toning,  by  which  a  peculiar  quality  of  tone  is  prodnoed,  and  by  wblcb  the 
powecof  the  inatTamentisgreatlyincrHaited without  an  increased  teiiatance  in  thaao. 
tion,  and  withont  an  increase  of  power  being  necessary  to  operate  the  bellows.  The 
■drantagea  gained  by  my  peouliar  arrangement  are  a  greatly  increased  power  and 
variety  of  tone.  This  is  efTccted  by  the  use  of  an  aildilionai  set  of  reeds,  comiaenoio|r 
at  tenor  F,  or  thersabont,  and  rnnoiug  apward  through  the  scale  of  tbe  Instraoietit, 
and  tuning  the  some  in  the  peculiar  manner  hereinafter  desorilwd.  No  other  reed  mn- 
■ieal  iaauiunent  containing  the  aame  nnnber  of  reeda,  so  fare*  I  know,  baaeverpoa- 
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MMedHO  great  a  variety  ot  pleaaing  i|aaltt;of  tone,  whila  RimpUeltyol 
compactaess  of  furm,  HnJ  ease  of  oporatioD  are  other  ezcelluucos  of  thia  arraiigtiinait 
not  found  in  orhei-a. 

I  irillnowdoijcribe  pnniciilarl.v  tliecoustmctionof  thatnartof  m;in<traincntnbicb 
foTtns  the  suhjeot  or  this  patent.  The  caw,  bellowi,  peitals,  Aa.,  maj  ba  in  £eitttral 
construction  and  arran^me^t  likn  those  in  oommon  nae,  and  tharafore  do  qpeeikl 
description  it  leqntrsd.  The  fouudAtion  of  tile  read-board  it  aJao  ounatractMl  in  tto 
nanal  manner,  bnt  the  reed -board  proper,  in  itMlf.diffiersfroot  the  ordinary  reed-board 
in  the  fullo  wing  porticalnrs,  viz:  The  main  buardAcontalna  twoantof  reed*  ninniDg 


tbtODgh  the  entire  aesle,  the  back  wt  of  whlohlamarkado,  audiatnind  MaaDtoutor 
diapMOD  while  tbe  fro  Qt  or  octave  Mt,  marked  t,  ia  taoed  m>  octave  abore  the  dlapaw. 
la  the  arrangement  of  these  reedi,  it  will  be  saeu  that  the  loweat  aod  longaat  reeda 
Id  the  diapason  and  the  octave  sets  are  placed  with  their  Tibratin(  ends  as  neai  to- 
gether •«  the;  can  be,  with  room  odIj-  for  tlie  trackei-pio,  whiob  oommaaleatea  th* 
motioD  of  the  key  to  tbe  valve  beneath  the  reMs;  bat  at  tiie  reeds  coatinoally  ahortaa 
as  they  advance  upward  in  tbe  aoale,  there  is  neoeasaril;  a  vaeant  space  left  betwoNk 
tbe  diapason  set  a  and  the  octave  set  b,  which  constantly  enlarges  itaelf,  and  has  here- 
tofore been  regarded  aa  oaeleas.  Within  this  space,  oommendng  on  tenor  Fand  ran- 
Blng  upward  throngh  the  scale,  I  have  introdneed  a  third  set  of  rniils.  Ii,  which  Awaao 
the  dietingnisfaing  featnie  of  this  instrnment.  These  are  pbMied  in  the  rc«d-bo*nl 
over  the  octave  set  b,  and  run  obliquely  to  the  forirdatioo-boatd  Q,  as  ebown  in  Fig.  3, 
the  viliratiDg  ends  reetinx  on  the  tame  base  as  the  oQier  setsof  reeds  «  and  b.  Tbeaa 
reedt  are  of  the  aame  aize  as  tbe  oonesponding  ones  in  the  diapaaon  «,  aad  ai*  tiiiixl 
either  a  trifle  above  or  ImIow  tbe  diapaaoa,  bit  only  tolBsieDUy  so  to  prodveo  ■ 
slightly  waving  and  nodnlatiDg  qaality  or  effect,  witbout  prodneing  any  disMwd* 
A.  few  trials  will  enable  any  tuner  of  reed  Inttrumenta  to  tnne  theae  neda  to  ■■  to 
nallie  the  beat  effect.  The  method  of  taoing  will,  when  this  set  of  roedt,  wUeb  I 
have  named  t!ie  "  Harmouic  Celeste,"  Is  drawn  and  naed  in  oooQection  with  tbo  dis- 
pason,  prodnoe  m  most  iroaderfulty  pleaaing  and  captivating  effect,  white  tbe  powor 
and  beauty  of  both  sets  of  reeds  are  greatly  augmented  and  enriched  in  a  msaner 
whiob  cannot  l>e  leallaed  without  being  heard.  Fig.  U  shows  a  lop  view  of  the  raefl- 
board  proper,  wherein  tbe  loeation  of  the  reeds  is  shown  with  reforenee  to  the  divarg. 
enee  of  the  rcMls  of  the  diapason  let  a  and  tbe  oetave  set  b,  and  alto  the  apaoe  KSbidwd 
for  tbe  introdnctioD  of  the  third  Get  L.    Fig.  3  exUblU  a  tnutnwM  Metfam  «f  mj 
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ned  aad  fiHiDdatimi  boMd,  dMwiug  th«  MnngeDwuit  of  my  r«edt  mnd  the  tmItb  oi»- 
neetioDa.  In  tbU  fignn,  A  U  tha  ned-boud,  O  1*  the  fiMuiiUtlMi-biMEd,  D  la  Um 
T»lT«-op«BiKg,  E  U  the  Talve,  ksd  F  F  Me  tiie  tlinwte  orer  vtiieh  the  reed*  an  l«o»ted 
ud  placed.  The  rilve  E  brata^jcd  In  ittpnqwr  pUee  bj  tbepinRnaandspriDf  H, 
sad  ta  openlad  by  tfae  tnekM-pio  I,  which  raits  upon  its  opper  •orfitoe,  and  pMiM 
apwktd  ttuiMi^  the  taed-boud  to  the  ander  ratCtoe  of  the  key  N.  Hie  iwell-boaidt 
J  lad  K  and  atop-daBpen  B  and  M  are  mleed  wbenerw  dedied  by  the  kiie»«top  C, 
F1(.  1,  or  by  ft  hand  dnir-«top,  or  ^  aooe  other  eoBTealant  deriee. 

Another  important  advantage  arialnit  liKHntfaolntTodiietioDof  the  harmonio  oeleale 
M  that  a  gnater  power  and  variBty  are  attained  than  cao  be  by  tUe  aae  of  any  of  the 
octftTs  oonpUng  arranj^neDte  now  in  uae.  These,  while  tbey  augment  the  power  by 
drawing  down  oetftvaa  to  Aa  key*  netoally  played,  an  ot^Jeetionable,  inaamnoh  aa 
(bay  o0er  toon  than  doable  the  leaiatanea  to  the  key,  and  an  thna  often  exoeedincly 
nndeainbte.  In  my  fnatninient  noancb  olitJectian  oan  eTerariae,  aa  the  pieMure  npon 
tba  keya  ia  alwaya  the  aauie,  whether  one  or  all  the  aeta  of  reeds  an  oaed.  Thla  ia  ot 
prime  Importanoe  to  the  perfiHmar,  aa  the  required  exertion  beoomea  iDTolaotuy  and 
not  a  Batter  ti  oalonlattnn,  and  thaa  the  mind  ia  not  dlatraoted  flrom  the  proper  fbel- 
InK  and  expreaaion  of  the  mnaie  perftimMd. 

Tbe  claims  of  the  patent  ftre  as  follows : 

L  The  arrangement,  la  a  ned  maaioal  Inatnunenti  of  the  reed-board  A,  harinf  tbe 
dii^aaon  aet  «  and  lla  ootave  act  >  and  tbe  additional  aet  L  extending  flwn  aboot  at 
tenor  P  npward  throngh  the  aeale,  anbatantially  as  and  to  the  effect  aet  forth. 

8.  The  reed-board  Aandfoandatlon-boaTdO,  conatmeted  with  the  contracted  Talre. 
o^enlnga  DPP,  and  the  reada  arranged  in  ralation  thereto,  all  in  the  manner  de- 
erribnl. 

\  The  dlapaoon  «  and  it*  octave  or  priDcipal  t,  arranged  oTer  tbeaame  valvr-open- 
ing,  ■•  dcocribed,  lo  that  the  octave  nniton  nay  be  prodnoed,  when  desired,  withont 
the  nae  of  coupler,  and  witbont  any  additional  preeanra  apoo  the  keys. 

4.  In  eonneetiou  with  the  ired-bnard  A,  having  the  seta  a,  I,  and  L,  as  described, 
the  independoBt  dan  pen  B  and  M,  aa  aet  Ibrtfa. 

Tlie  ciroait  ooart  made  an  luterloontorj'  decree  declariof;  tbe  patent 
to  be  ralid  m  ftir  as  claims  1  and  2  are  concerned ;  tbat  tliow  two  claims 
had  beeo  fnftiiiged;  that  the  plaintiff  was  not  the  original  nnd  first  in- 
vantw  of  what  ia  set  forth  in  cl^m  4,  and  did  not  before  the  commence- 
ment of  this  snit  Ale  a  disoli^mer  of  what  is  claimed  in  claim  4,  and  bad 
not  annawmably  neglected  to  file  snch  disclaimer,  and  had  presented 
evidenoe  of  his  having:  Bled  snoh  disclaimer;  tbat  no  evidence  had  been 
offered  to  show  any  tnfHngement  of  claim  3,  and  that  tbe  plaintiff  was 
entitled  to  recover  profltB  and  damages  beoaiue  of  such  ini^ngement. 
A  relbrenoe  to  a  master  to  asoertoiu  the  same  woe  ordered,  and  a  per- 
petaoT  itOnnetio&  was  awarded  as  to  olaims  1  and  2.  On  tbe  report  of 
Oe  Baster  a  final  decree  was  made  for  tfae  plaintiff  fbr  $161,011.79, 
witkoat  eosts  to  either  par^.  The  deoiaio&a  of  tlie  olronit  court  in  Ae 
ease  ne  reported  in  15  Blatobf  0.  O.  B.,  346, 16  Id.,  lOff,  and  19  Id.,  1. 
The  defiaodants  have  appealed. 

An  oMinhiatioD  of  the  text  of  tbe  speoifloation  shows  that  the  in- 
ventor purposed  to  cover  by  his  patent  two  things ;  (1)  a  new  arrange- 
ment of  the  reed-boud ;  (2)  a  new  method  of  taning.  In  the  applica- 
tion Ibr  the  patmt  daim  1  read  as  it  does  now,  while  claims  2,  3,  and 
4  bad  speolflc  reference  to  tbe  method  of  toning  desoribed.  Tfae  Patent 
0878  PAT 7 
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Offlee  n|}eoted  all  the  olidms.  The  plaintiff  tbea  amended  two  (tf  the 
elaims  relative  to  toning,  iitUl  retaining  the  tuning  feature  in  them,  and 
added  the  claims  which  are  now  claims  2,  3,  and  4.  The  OdSoe  then 
T^eoted  all  seven  of  the  claims.  Ou  appeal  to  the  Ezaminers-ia-Chief 
the  decision  rejecting  the  three  tnuing  claims  was  affirmed,  aud  that 
ntJeoting  the  other  foor  claims  was  reversed,  and  the  patent  was  issaed 
aooordingly.  There  in  nothing  in  claims  1  and  2  aa  granted  which  has 
any  refwenoe  to  any  new  method  of  tuning,  unless  it  is  to  be  intended, 
in  acoordanee  with  the  description,  that  the  partial  set  is  to  he  capable 
of  being  tuned  a  trifle  above  or  below  the  diapason  set.  Except,  pei- 
hapa,  to  that  extent,  all  there  is  ia  the  deecriptive  part  of  the  speciflca- 
timi  In  relation  to  a  new  method  of  toning  may  be  diuniased  from  con- 
sideration, aa  it  was  introduced  to  lay  a  fonndatlon  for  the  original 
elaims  JS,  3,  and  4  in  reference  to  such  new  method  of  tuning.  Claims 
1  and  2,  aa  they  stand,  relate  only  to  the  aA«Dgement  of  the  reed-board 
and  the  seta  of  reeds,  in  ooqjunction  with  the  foundation-board  aud  the 
▼aIveH>pen!ng8  and  the  valves. 

The  spedflcatjou  shows  that  tiie  inventor  takes  a  reed-board  having 
two  sets  of  reeds  running  through  the  entire  scale,  a  diapason  set,  and 
an  octave  m  principal  set,  and  makes  no  change  in  the  fonndation- 
board,  0*  in  the  ease,  beUows,  pedal,  &o.  The  reed-board  with  the  two 
sets  was  old.  In  its  structure,  as  shown  iu  figure  2  of  the  drawings, 
and  as  described  in  the  specification,  the  lowest  and  longest  reeds  in 
the  two  sets  are  placed  so  near  together  as  to  leave  between  them  room 
only  for  the  traoker-pin,  which  communicates  motion  from  the  key  to 
the  valve ;  bnt  as  the  reeds  shorten  oontinnally  as  the  scale  proceeds 
upward,  there  is  a  vacant  space  between  the  ends  of  tbe  reeda  in  the 
two  sets,  which  space  continnally  grows  wider.  Within  that  space  the 
inventor  introdnoea  a  third  set  of  reeds,  commencing  at  or  aboot  tenor 
F  and  running  upward  through  the  scale.  He  places  this  third  set  over 
the  octave  set,  and  the  reeds  run  downwardly  in  a  direction  oblique  to 
the  foundation-board,  and  their  vibrating  ends,  which  are  their  lower 
enda,reeton  the  same  base  as  that  of  the  other  two  sets  of  reeds.  They 
are  of  the  same  siee  aa  the  corresponding  reeds  in  the  diapason  set.  The 
point  of  advantage  in  bringing  down  the  vibrating  ends  of  the  reeds 
in  t^e  third  set,  so  that  they  shall  rest  on  the  same  base  with  the  vibrat. 
iog  ends  of  the  reeds  in  the  other  two  sets,  is  shown  by  the  evidence  to 
be  the  samu  p<Hnt  of  advantage  which  ia  set  fbrth  in  the  specification 
of  the  prior  patent  granted  to  the  plaintiff  on  the  9th  of  January,  1866, 
In  that  the  invention  is  stated  to  be  to  so  make  the  reed-board  that 
the  three  or  four  sets  of  reeds  in  it  shall  be  acted  upon  instantly 
and  wmnltaDeoasly  by  the  msh  of  air  upon  the  opening  of  the  valve ; 
Mid  it  is  set  forth  tlut  ttiat  result  is  effected  by  placing  two  sets  of  reeds 
on  the  same  horizontal  plane  and  placing  the  other  sets  on  an  inclined 
pluie,  each  with  its  base  on  the  same  level  as  the  first  and  second  sets, 
thus  making  the  head  of  each  reed  eqaldistant  fcom  the  vaJve  and 
Making  each  produce  iustantaneoos  concerted  sound. 
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Tliera  waa  iotroduced  in  evidcLso  a  reed  orgao,  kitowu  as  "Exhibit 
No.  21,"  oontainiug  a  reed-board  with  tvo  settt  of  reeds  and  a  third 
partial  set,  alleged  to  liave  been  mode  by  oue  DaytoD  in  18CG,  prior  to 
khe  plaintiff'^  iiiveutioi).  There  was  much  testimony  on  ttie  qnestiou  tu) 
to  whether  the  reed-board  aud  reetU  iu  this  organ  were  made  prior  to 
Hbe  plaiuUff's  inveution  iu  the  shape  iu  which  they  ap[>eared  when  put 
tu  evidence,  Tho  circuit  court  decided  that  question  iu  the  affirmative, 
but  nevertheless  it  held  that  the  arrangement  of  reed-board  and  reeds 
found  in  Xo.  21  did  not  embrace  the  entire  arrangement  specified  and 
claimed  in  claim  1  of  the  patent,  becaase,  although  it  had  a  reed-board 
no  wider  .bau  waa  necessary  for  two  full  sets  of  reeds,  and  had  au  ad- 
ditional partial  set  of  reeds  put  in  on  an  incline,  and  although  the  reeds 
in  tliat  aet  may  have  been  tuned  Sat  in  relation  to  the  diapason  set,  yet 
■ach  reeds  did  not  rest  on  tb«  same  base  as  that  of  the  other  two  sets 
of  reeds. 

We  concur  with  the  circuit  court  iu  its  conclusion  as  to  the  genutue- 
ucsa  aud  the  date  of  No.  21,  but  are  of  opinion  that  there  is  nothing 
found  in  the  alleged  infringing  organs  wliicli,  so  far  as  claim  1  of  the 
plaintiff's  patent  is  concerned,  is  not  found  in  Xo.  21.  The  vibrat- 
ing reeds  in  the  partial  set  in  the  alleged  iuf^nging  organs  do  not 
rest  on  the  same  base  as  that  of  the  other  two  sets  of  reeds,  and  oo- 
cnpy  a  position  in  that  respect  no  different  in  reference  to  any  require- 
ment of  tfae  plaintift's  patent  fhim  that  occupied  by  the  vibrating  ends 
of  the  partial  set  in  No.  21.  In  all  other  respects  in  which  the  alleged 
infMnging  leedboard  and  reeds  embrace  what  is  covered  by  claim  1 
of  the  plaintifTH  i>atent  what  they  ooutaiu  is  found  in  No.-  21. 

The  material  point  in  claim  2  is  the  oontraction  of  the  valve-open- 
ings. The  idea  is  that  the  v^re-openingB  and  passages  for  the  two 
complete  sets  of  reeds  and  the  intermediate  partial  set  are  contracted 
or  condensed  within  the  same  space  which  was  usually  occupied  by 
the  valveKtpeuiugs  and  passages  for  only  two  oomplete  sets  of  reeds  in 
an  instniment  of  the  usual  prior  construction ;  and  that  therefore  no 
more  force  is  required  to  be  applied  to  the  keys  to  open  the  valves  than 
where  only  two  fiill  sets  of  reeds  are  used.  The  circuit  oonrt  was  of 
opinion  that  the  valve-openings  in  No.  21  were  not  the  ooutraoted  valve- 
<^niDga  of  the  plaintiff's  patent,  because  they  were  as  large  as  the 
valve  opeoiDgs  in  a  reed-lxmrd  having  three  foil  sets  of  reeds ;  and  that 
the  lowest  and  longest  reeds  in  No.  21  did  not,  as  in  the  plaintJtPs  ar- 
nwgemeot,  have  their  vibrating  ends  as  near  together  as  they  oonid 
he,  with  room  between  them  only  for  tfae  tracker-pin.  Our  conclusion 
is  tiiat  the  abeolnte  length  and  size  of  the  valve-opening  waa  a  matter 
of  jadgment,  in  view  of  the  state  of  the  art  shown,  and  that  there  was 
no  invention  in  making  its  length  and  size  greater  or  less  in  a  reed- 
board  of  a  given  width,  or  where  the  reed-board  was  made  wider  or 
narrower,  or  had  more  or  less  sets  of  reeds  in  it,  either  fall  or  partial. 

The  dimensions  of  the  valve-oi>ening  and  of  the  valve  are  regnlated 
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by  the  Jodgment  of  tbe  mauahotarer  aa  to  the  qaitotity  of  air  neoeit- 
aary  and  the  resiataooe  to  be  overoouie  in  irorking  the  ralve  and  tiie 
iiiconvenifnoe  of  the  leakage  of  air.  We  are  also  satfriled  that  the 
vibrating  ends  of  tiie  lowest  and  ItHtgest  reeds  in  Ko.  81  wen  as  near 
together  as  they  are  in  the  reed-boarda  of  all^^  infWnging  oigaos. 

It  resolts  from  these  oiHiafderatloiu  that  the  decvee  of  the  oinnit 
court  moat  be  reversed,  and  tlie  oaae  be  remanded  to  that  ooort,  niik 
direction  to  disuiiss  the  bill. 


JImUnI  JaMMry  M,  1964. 

M  O.  G.,  63B. 

1.  Paoons— Paoona  or  OpaaAnxo  a  Htciumish  mot  FA.raHTABL>. 

A.  putf  hftvi&K  itivsiit«d  alfeative  hmmu  for  gtrlng  eironlu  dination  to  a  bad 

DieohkQum  la  eotitled  to  k  pktaut  for  niA  meMts,  bnt  not  tot  avtij  glWag  auh 

direotion  »part  Anm  the  meoliuilani,  nottotlMpraooMOf  oparattonof  Uameohaa- 

ism  for  taring  ■aob  dlraetioa. 

3.^Bkiiwcb— BROADxinNa  of  tbk   Ikykbttio!!  Bitomd  that  OuoorALLT  Pas- 

BCKTSO  NOT  Pkbmissiblk. 

A  cUim  In  a  i«Ihii»  whi«h  oor«ra  an  inveotiaii  olMtrly  bejond  tkkt  khowB  ui 
the  otigiiul  b  innliil,  whether  thu  time  elBpaiiiK  between  tlie  reUMie  sad  Mig- 
inal  pateut  ii  great  or  not. 
'J,  Same— Lapsb  of  a  Few  HoErraa  Vox  too  Grkat. 

A  reiiiaa«  granted  withio  a  few  months  of  the  data  of  the  origf  nal  patent,  and 
hofnre  otben  appear  to  hare  done  any tblnx  in  that  regloa  of  inTentiaa  la  laokad 
npou  favorably. 
4.  Same— Ik  VALIDITY  or  One  Dobs  not  Avoid  Another  Claim. 

A  olaf  m  valid  in  a  Oret  reinne  ii  valid  in  a  aeooiid  Teinne,  Dnlwithitandlng  the 
latter  oonU^m  an  Invalid  elaim. 
&.  DtrHiKOtmiTT. 

Tbfl  aooompllshtneDt  of  the  lane  reault,  but  by  different  meaiu,  does  not  oon< 
BtltDte  isfHogemeiit. 

Mr.  Edmond  Wetmore  for  the  plafutiff. 
Mr.  Gilbert  M.  Plympton  for  the  defendant 

Wheblbb,  J. : 

This  suit  is  brought  npon  Beiune  Lettera  Patent  No.  B,W7,  granted 
February  24, 1880,  to  Angnst  Beck,  assignor  to  the  orator,  for  an  im- 
proTement  in  qoilting-maohines.  The  original  was  No.  190,lSi,  dated 
May  1, 1877.  It  was  reissued  in  No.  8,063,  dated  Jannary  39, 1878,  aod 
surrendered  for  the  reissue  in  suit.  The  improvement  was  and  is  stated 
in  the' original  imd  reissues  to  l>e  for  improvwneuts  on  the  qoiiting-ma- 
chiue  shown  in  Letters  Patent  No.  159,881,  dated  February  16,  1879, 
granted  to  tlie  same  inventor.  That  machine  was  for  qniltiug  by  ganga 
of  needles  in  zigzag  parallel  lines,  and  was  fed  by  oyliudrioa)  rolls  hav- 
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iniC  SB  iBtcrmitteat  rotery  motkM,  whioh  would  move  the  doth  whUe 
the  needks  were  oet  <rf  it,  and  osuld  be  Mnuiged  to  feed  in  strsigtat 
UiMS  diieet  or  oUiqae.  The  wiginal  of  the  ptttent  in  Bait  showed  dif- 
Gaieot  neohanisni  for  aotniitiDg  the  feed-rolls,  so  that  the  length  of 
Btitofa  oooM  be  vurled  at  pleasure,aBd  oooioal  nrile  baring  aa  tatermit- 
tent  Motioa  to  feed  tbe  oonieal  bodies  ot  skirts  and  sldrt-bordeTB  in  a 
firuwliir  dkeetioD  whMi  the  needles  were  oat  of  Ae  ctotii,  as  well  as 
cylindrioal  rolls  tor  straight  goods,  and  otiier  tBtyfeaameotB  spon  tite 
ottw  parts  ot  the  maoiiiiM,  and  had  etaiau  for  tha  feed  ianehaais»  aad 
improvementB  upon  tbe  other  parts  of  tiie  maehiae,  bat  doq*  of  tbe 
eoaieal  feed-rrifai.  The  first  reissatt  Aurtber  doaeribed  tha  oeaieal  feed- 
nUa  as  mada  of  soidi  t^ier  as  te  oonfttrm  to  ttie  ah^pe  of  tht  Met  or 
border  to  be  qidlted,  and  ctatnwd  tiie  ooinbinatton  of  the  aeries  •£ 
needles  with  tiie  oomoal  fiwd-rdls  acting  intermittently,  in  plaoe  of  one 
of  tbe  other  daims.  Tbe  letasne  in  snit  still  ftirther  desoribas  tbe  oon> 
ieal  feed-rolls  as  tlie  MabwUsient  a(  a  feed  derloo  which  extends  sub- 
staaliaUy  thcooghoat  the  widtii  of  the  oooioal  strip  df  goods,  aod  as  it 
departs  from  the  shorter  curred  edge  and  approaches  the  lowar  cmxvtA 
edge  is  adapted  to  have  a  proportionately  increased  raoge  of  feed-movr- 
meot,  so  that  it  will  fbed  tiie  conical  strip  of  goods  in  the  requisite 
carved  path  evenly  aod  without  any  iiyorioiis  strain  or  drag,  afad  further 
claims  tbe  oombination,  with  tiie  gang  of  sewing  meohaniimi  and  tbe 
doth  plate  which  supports  the  goods  onder  them,  of  a  feed  device 
oparatiDg  iotermittingly  in  tha  intervals  between  tbe  fwrnatitm  of  the 
■tibdwa,  which  extends  and  operates  snbstantially  across  tbe  conical 
strip  of  goods,  and  which  as  it  departs  from  the  shorter  cnrreil  edge 
lad  ^4H<oaehes  the  Itmger  onrved  edge  of  the  goods  is  adapted  to  have 
a  iwoportionately  increased  ruige  of  feed-moveoient. 

Tbe  defendant  is  engaged  in  using  a  qnilting-machine  for  qniltlng 
cooieal  goods,  having  a  gang  of  needles  and  short  cylindrioal  feed- 
rollers  at  each  edge  of  the  goods,  which  they  feed  in  a  ciroolar  dii-ection 
bymoving  atdifferent  rates  of  speed  constantly,  the  needles  having  a  for- 
ward movement  corresponding  to  that  of  the  cloth  while  in  it,  and  also 
one  with  a  foar-motion  feed,  wliich  is  capable  of  faeding  in  a  cirealar 
direction  by  lengthening  tiie  feed  at  the  longest  edge  of  tbe  gowls,  but 
is  aot  shown  to  have  been  so  aded  or  intended  to  be  so  used.  The 
validity  of  the  retosne  and  infringement  of  it,  if  valid,  are  denied. 

Beeh  well  appears  to  have  meritoriously  invented  effbodve  means  for 
giving  tirealar  direction  to  the  feed  of  qailting-maohines  having  gangs 
of  needles  for  quilting  several  parallel  seams.  He  set  forth  these  means 
in  the  spemOoatios  and  drawings  of  his  original  patent,  and  seems  to 
have  been  well  entitled  to  then  have  a  patent  for  tbem  and  for  the  eom- 
bination  of  tbe  meobsnism  with  the  gang  of  needles.  But  he  does  not 
appear  to  have  been  entitled  to  a  patent  for  merely  giving  snch  direc- 
tion to  SBoh  faed-motion  apart  fhim  the  mechanism  nor  to  the  proo  - 
«li  of  aptmtioa  of  his  mechanism  for  giving  sneh  direction.    ifoJCay 
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T.  Jaekman,  20  Blaofaf,  466 ;  13  Fed.  Sep.,  615.  Keitber  oonid  he  clwm 
the  oombinatjon  of  meohaDism  not  then  known  or  its  prooeeaee  with 
the  needles.  He  iavented  his  own  meofaBnism  and  the  oombination  of 
that  with  the  oo^peratin;  parts  of  the  machine,  and  nothing  more, 
and  seems  to  hare  been  entitled  to  a  patent  for  those  and  no  more. 
The  first  ieiss[ie  was  within  a  few  months  of  the  orif^nal,  and  befbre 
others  appear  to  have  done  anything  in  that  region  of  invention,  and 
seems  to  have  been  well  enough.  Mejfer  v.  Ooodgtar,  11  Fed.  Rep., 
891}  Hartthorn  v^Bagla  Shade  BoU^  Oo.,  18  Fed.  Sep.,  90.  The  sec- 
ond reissae  was  more  than  two  years  after  the  original,  bat,  whether 
too  long  after  or  not,  was  in  efitect  for  tba  oombination  of  the  gang  of 
needles  and  cloth-plate  with  any  feeding  mechanism  which  would  r^Mih 
across  the  cloth  and  feed  the  long  side  foster  than  the  other.  This  was 
clearly  beyond  the  invention  shown  in  the  original,  and,  except  as  to 
the  mechanism  shown  in  the  original,  beyond  tbe  inventioD  in  every 
way.  This  claim  of  the  reissne  is  therefore  wholly  iuv^id.  Wing  v. 
Antkony,  106  U.  S.,  142;  Jamea  v.  Campbell,  104  U.  S.,  366.  The  new 
claim  of  the  first  reissue  brought  forward  into  the  second,  being  valid 
in  the  first,  is  not  avoided  by  the  Invalid  claim  of  the  second.  St/iH- 
tinger  v.  Oremteag  Co.,  '24  O.  O.,  496;  Oag«  v.  Rerrinff,  107  V.  S., 
640.  The  orator  appears,  therefbre,  to  be  entitled  to  a  monopoly  of 
the  conical  rollers  in  that  oombination.  It  is  argned  that  the  defend- 
ant's machines  Invade  that  monopoly.  Those  maohtnes  have  not  con- 
ical rollers,  nor  are  they  claimed  to  have  any  of  his  other  mechanism. 
It  is  stud  that  there  is  no  invention  in  dividing  the  oonioid  rollers  into 
parts,  and  that  the  parts  are  the  equivalent  of  the  whole.  This  is  not 
what  the  defendant  does.  The  orator's  naohine  gives  the  oironlar  di- 
rection by  mechanism  that  accomplishes  that  resalt  in  one  way ;  the 
defendant's  by  (Ulferent  mechanism  that  accomplishes  it  in  a  different 
way.  That  claim,  therefore,  is  not  infringed. 
Let  there  be  a  decree  dismissing  the  bill  of  complaint  with  costs. 


[SapniM  Crart  of  tb*  Valted  SUtw.) 

BUBSSY  ET  AI.. «.  Ths  Ekoklsiob  Manutaotubinq  CoMPAmr.    Thb 
EXOBLBIOB  MANUFAOTCBINQ  OomPAHT  V.  BUSSET  ST  AL. 

n«eidtd  Janutig  21,  1S84. 

36  O.  a.,  733. 

1.  BusexY's  Cookino-Stovb  Patests— Fibst  Fook  Ci.*ih8  op  SKCOSft  Reiwux 

CONBTRDKD  AMD  LtKITRD. 

Tbafirat  four  oUinu  of  EsiwiieLetten  Fateut  Vo.  3,^15,  gnoted  to  Usek  Baa»j 
and  Chulea  A.  MoLeod,  FsbmaiT  1, 1S7D,  for  a  oookiag-atovt,  tlie  original  pat- 
ent, No.  56,686,  hBTiiig  been  granted  to  said  BosMy,  oa  iDV«iitoT,  Jalf  24,  18G6, 
and  reissued  to  him  m  No.  3,640,  September  3H,  1069— uonielr,  "1.  A  dlving-llM 
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HNddag-atore  with  Um  exit-flne  m  ooDstmeted  •■  to  Inolow  on  the  lidM  uid  hoir- 
t€athe«aUti«rjbollccorhot-WBterraaerrolr  B;  8.  A  dlving-fiiie  oooklag-atoT* 
with  tha  Bxlt-flne  MMutnoted  menm  tha  bottom  Mid  op  th«  rear  npright  side  of 
tha  enUnMT  boiler  or  lut-wBter  iMBrroir  B ;  3.  A  diving-floe  eookinj^etore  oon- 
rimeted  with  ma  ezit-pHMge,  F,  below  tlui  top  of  the  oveu,  »nd  tui  exit-fioe,  E 
E',  in  oombliution  with  no  ODoMod  rawTToir,  B,  attached  to  the  iMi  of  the  itove, 
tu>d  plaeed  Joet  sbore  inch  exit-piiwge.  and  ao  unnged  that  the  gMaee  of  oom- 
hnatian,  in  pwtng  tbrongh  ineh  ezlt-floe,  win  impinge  npon  or  oams  in  diract 
eontaet  with  «aid  reaervoir,  nilistMitlslly  aa  and  for  the  parpoaea  heninltefore 
^•dUed ;  4.  An  exlt-paMage,  F,  oonatrueted  in  tlis  nar  of  a  diring-flae  oooking- 
•lore  and  below  the  top  of  the  oven,  in  combination  with  an  naoaoed  rewrrolr, 

B,  attached  to  the  rear  of  the  etore,  the  bottom  of  which  MaerToir  ia  alao  below 
the  top  of  the  oren,  and  ao  arranged  that  the  gaaaea  of  combuation  wlU  come  In 
eontaet  with  and  he»t  anoh  raaervoir  by  a  direct  draft  ftom  the  flie-boz  to  the 
mBok»-pipa''~ai«  limited  to  a  atmetan  in  which  the  ftontof  the  reaerroir  haa 
noali-apaee  in  front  of  it,  and  in  whieh  the  exit-floe  doea  not  expand  into  a 
chamber  at  the  bottom  of  the  reaerroir,  and  In  which  the  Tcrtlcal  part  of  the 
exit-line  doea  not  paaa  ap  thiongh  the  reaervoir. 

S.  Sam— Mot  iMramaBD. 

Ueoea,  Ummo  elaima  are  not  Infrii^ted  by  a  atoTe  in  whieh,  althoogh  there 
an  thne  flnea  and  an  exit-paaaage  below  the  top  of  the  oven,  and  a  leaarvoli 
the  bottom  of  whieh  ii  below  Oie  top  of  the  OTen,  no  part  of  the  rear  end  t«- 
tiele  plate  la  lemoTcd,  ao  aa  to  allow  the  gaaaea  of  onmboatlon  to  come  Into  di- 
iBot  eontraot  with  Ihe  front  of  the  reaervoir,  nor  la  an^  aneh  plate  employed  as 
Ae  plate  n  w  of  the  patent,  b«t  then  ia  a  dead-air  ^aoe  between  the  rear  plat* 
irflka  floe  aad  the  front  of  the  raaervoir,  and  the  exit-floe  ia  not  a  nanow  one, 
eaRi0d  aenMB  the  nUdle  of  tbebottoti  of  the  reaerroir  aa  in  the  patent,  hot  the 
prodneta  ot  aanibaaUMt  on  leavinic  the  flne-apaoa,  paaa  Into  a  chamber  beneath 
the  raaerv^rir,  the  area  of  which  ia  eoextei)aiTe  wi  th  the  entin  aurface  of  the  bot- 
tom of  the  raaorroir  and  the  vertical  pasaage  oat  of  aneh  chambw  ia  not  one 
OBtafdeof  therearof  thero'erToir,  bnt  la  one  in  and  throngh  tbeiody  of  the  na- 
ervoir  and  reoaovahle  with  it. 

1.  Stitom  AMB  LoTUi's  Cooxdhi-Btots  Patbxt  Ho.  141,633  Void  FOXiVAirr  or 
KorWLTT. 
The  claim  of  Lettera  Patent  No.  1U,8X1,  granted  to  David  H.  Nation  and  Eaeklel 

C.  Little,  aa  inventora,  September  If),  1073,  fbr  an  improvement  in  leaarvolr  oook- 
ing-atoTaa — namely,  "  1.  The  eomUnatlon  with  the  baek-plabe  I  of  the  eooklng- 
atorefA,  of  the  reaerroir  C,  arranged  on  a  anpport  abontmidw^  batweaa  the  top 
and  bottoB  platea  of  the  atove,  and  the  alr-obarober  t,  between  the  atove-baok 
and  naervoir-frvnt,  open  at  the  top  andcommnnioating  with  the  air  in  the  room, 
anlwlaiillallj  aa  and  fbr  the  pnrpoaea  aet  forth ;  3.  The  oombination,  with  the 
atore  A  and  reaerroir  C,  of  Iheamall  opening  a,  theaheet-flae  0  onder  the  entire 
bottoM  of  the  reaervoir,  and  tlie  amall  exit-paaaage  or  pipe  B,  all  anbatantially  aa 
and  fbr  the  pnrpoaes  her^n  aet  forth" — are  void  for  want  of  noTelty. 

1  Nanojr  amd  Lmxx's  Cooxnra-Brovs  Fatxmt  No.  14S,934  Toio  roK  want  or  Mov- 

U.TT. 

He  elaima  of  Lettera  Patwt  No.  143,034,  granted  to  aaid  Nation  and  Little  Sep- 
tember lit,  1(173,  (br  an  improvement  In  reaervoir  oooklng-atovea — namelj,  "1. 
ne  dataehable  baae-pan  or  flae-ehell  D,  attached  to  tho  body  at  a  point  near  the 
rantiir  nf  the  bark  platn  of  tbeitove,  bymeanaof  hookaao,  oalt  ou  the  baae-pau, 
and  pina  ft  k  on  the  atove-body,  aabsCanbially  for  tho  porpoaea  herein  set  forth ; 
3;  nie  portable  naervoir  F,  with  the  flae  E  in  the  tear  aide,  in  combination  with 
the  portable  baa»-pan  or  flne-ahell  D.anbatanCiallyaa  and  for  the  porpoaea  herein 
Wtlbrth;3.  TheoomUnationwith  a  three-flne  atove  having  damper  H,arTangedaa 
daaeribed,  of  the  portable  base-pan  or  fluo«hell  D,  and  warming-doaet  Q,  all  anb- 
•taatially  aa  and  for  the  porposoa  hegtelu  eet  forth"— are  void  for  want  of  novelty. 
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APPKALB  from  the  oironit  ouvt  «f  Un  TToibBtf  Statw  ftr  tte  «Mtan. 
diitrtetofUiBworL 

Mr.  Joatiee  Bi^torfokd  dettvered  tiM  spfiikm  oftlM  emrt: 

Thia  is  ft  inife  la  equity  .brooftlit  in  the  dEcoit  eoort  (tf  t^  UaiM 
StetM  for  the  euten  difltriot  of  Mi«aaarv  by  EMk  BasMf  aad  Obarle*  A.- 
MoLaod  a(*^i*t  th»  i^^^ipar  Huitilhotuisg  Ooa^amf  tt  Satefc  IrfMu^ 
aoorpoc^Hoa^hgthelMfriinwagBtof  aneeawMmllBWiwipateBmi^g 
(1)  Seinaelto.  3,8U(,  gnated  to  tb*  ptalatUb  VtibamT  I,  ^U9^  f»  » 
eotAing-BtoTe,  the  <»igiinl  pfttent  Ko.  00,088^  havinc  bcra  gjantod  to 
■aid  Bmmj,  M  iBTMrtoc,  Jnlr  24,  LBtW,  ud  laiawAd  to  him  a»  B»  MMV 
S4>tomber  28, 18^  (2)  Lettn*  Patent  Ke.  l«2,93Sf  fMatod  to'  DwiC 
H.]fa^ii  ftod  BcekMO.  Little,  aelQTenten,aagtenftaK  16,  MCav  far 
aa  tinpioT«Bent  io  cnnvoir  ooohiog-atOTes ;  (3)  Letten  flteat  TXo. 
142,934,  granted  to  said  Nation  uid  LitUe,  as  i&vmtins,  SeptamlHr  16, 
1873,  for  an  improTement  in  reaerroir  cooking-storea.  After  an  aomrer 
and  piDob  tbe  Gdroait  oonrt  made  a  deome  flodbig  no  infti ligament  of 
So.  3,815,  and  diamisnng  the  bill  as  to  that  patent  deeraefaig'  ttat  the 
other  two  -patents  vere  Tdid  and  had  been  infiringad  aa  to  all  tiiair 
elaims,  and  awarding  a  perpetual  i^jonetion  as  to  those  claims  and  an 
acooonting  before  a  mastor.  The  master  reported  one  cent  damnges. 
The  plaintifb  excepted  to  the  report,  duming  914,972  damage*.  The 
oonrt  oonflrmed  the  report  uid  made  a  decree  aeeoidia^,  whtoh  also 
provided  that  the  entire  costs  to  be  taxed  in  the  Bait  shonld  be  divided, 
and  that  the  plaintiffs  shonld  pay  flve-sevenths  of  them  and  the  defond- 
ant  two-aerenths.    Both  parties  ^tpealed  to  this  conit. 

The  speoifloation  of  No.  3,816  says: 

Fignn  1  la  K  aide  elevation ;  Tig.  %  a  tmw  alaratioii ;  tig.  3,  a  ^an ;  Fig.  4,  a  vat- 
tioal  aeiitlaii  at  the  line**;  Fig.  5,  a  front  Tlew  of  a  aeotlon  at  tlw  Una  jr  |r;  and  Hg. 
6,  a  top  Tiaw  at  a  partial  aMtion  at  the  lina  ta,  tUot  m  oookfaigalaw  embcdrkif  !■ 
m;  said  inTentton,  UkapartalMlnginatkad  bjtbvMMM  lettanln  «U  thaftgonabaad 
tha  amwa  tberaiD  balog  IndleaUvA  of  the  eomwa  In  whloli  tte  gaaw  of  aa^wwtfcw 
paai  throngk  tha  MorK 

One  part  of  my  iuveatioB  oMaMa  in  anaciglng  aanllnatj  boilar  orfaat-walar  icmt- 
Toir  ia  the  nai  of  the  orau  of  a  diring^oe  oofAiDg-ttore,  with  an  axit-flnewrtaad- 
lug  down  the  frent,  onder  tha  bottmn,  and  op  tta  rear  of  the  aatd  reaarroir,  anhatan- 
tially  aa  hereinafter  deaorlbed  and  apeollted. 

It  alao  conaista  in  arranging  a  onlinary  txrilet  or  hot-watar  lami  mli  In  tha  laar  a# 
the  oren  ofa  diving-flne  oooking-atore,  with  an  exit-flne  leading  from  aoaaa  paint  In 
tlierear  of  tha  rartieal  fine  or  fiaea  below  tte  top  of  aaldoran,  and  iiaatliiiiiin  iiii4iM 
the  bottom  and  op  the  rear  aide  of  said  rtbdrvair,  anbataatiMlIy  ••  hminaflerda. 
■oribed  and  apeolAed. 

It  alao  oonalata  In  the  aRaagemaut  of  a  dlttng-ftw  e— Mag  atww,  wllh  an  ttiU 
"nataga  eoaMraeted  In  tha  Taitlaal  rear  Osa  01  flaaa  tharao^  and  Mvw  tka  tap  af  tk» 
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Mk  »  nasMT  that  the  ga«a  of  oonbnatlon,  «fUt  piMlng  thnogh  Meh  axit- 
■^  wlU  taqptaa*  Hiw^  or  omm  la  dmitMt  with  the  iMttcM  w  aidM  of  a  roMrrolr 
pUood  In  tbe  nw  of  the  atoTo,  and  Jnat  »bOT«  uid  exlt-paiiage,  anlMtaitUallj  a» 
dandqpMdAAd. 
■  Ib  tha  wKplojiDBnt  of  a  thin  plate  or  ihMt  of  motal  batwMH  the 
(kMt  pUta  vf  tha  nnmlmd  dM  TOW  «Qd  TCrtieal  flaea  (rf  tho  Mtid  atoTO,  KibatM- 
HaOr  M  ahvva  Had  ^aaiflad. 

Ib  Hl—liall«iii  d  mj  inrvitioa,  tlio  afonaaid  dnwiof*  MpMaant  a  eoeklng-atoTa 
haTi>(  an  otod,  A,  a  culinary  hMet  or  Iwt-wator  rowrroit,  B,  airaofod  oppoalto  t» 
UiBnarapcithtMd«ot«nd,d;ofthaoTen,  aDdanexlt-flae,  E  X',  exteoded  ftoa  the 
uwlial  TOtiMtl  Sno,  K,  of  aaid  atovo  at  a  print  below  the  top  of  the  oven,  ander  or 
aeraea  tbe  bottom  g  of  the  reaeiToIr,  and  trota  thenee  np  ^ng  the  rear  npriKht  ilde 
af  aatd  boOer  or  nmrrtii  to  the  draf^ptpo  I. 

Fw  the  paipoae  at  aUowiag  the  boiler  to  heat  koore  readilj,  a  portien  of  tbe  rtar 
end  teiliual  plate  of  eaid  atore  la  temoved,  ao  ea  to  Dneoret  Uie  appec  portion  of  the 


MM  and  vertisal  flnaa,  and  the  (hut  of  the  Iwiler  ia  attached  to  the  rear  of  aaid  floM 
in  tib»  aaaaner  ahown  and  deaeribed  in  my  reiaanod  patent  of  Jnly  34,  1QG6.  Between 
the  inner  lide  of  the  boiler  B  and  the  roar  end  vertical  Bueo,  K  and  L  L',  a  plate  may 
be  aaployed,  iaJieated  by  dotted  line  w  w.  The  object  of  this  pUte  ia  w  follawa :  It 
baa  bees  aaoertalned  by  espwlenoe  that  when,  doriug  the  oaeof  llieoTsn  for  baking 
pwpoaea,  a  large  qoantlty  of  oold  water  la  eaddenly  poored  into  the  reaerroir,  and 
Uiara  la  notLing  between  the  front  of  the  boiler  aud  gaaea  of  oombnatioa  paaaing 
thKogh  the  rear  and  Tertleal  flnea,  the  heat  of  tbe  aaid  gaaea  will  be  ao  much  ab- 
Mrtted  by  tbe  naerroii  ae  to  aenalbly  oool  the  oven  and  Interfere  with  tlie  prooeM  of 
baktsf.  To  obrlate  thia  I  employ  the  thin  plate  m  w,  placed  iMtween  the  IWint  of 
the  laaerroir  and  the  aaid  rear  end  yerttoal  flnea,  and  which,  while  it  allow  anfflclent 
haM  ta  paaa  throngh  It  to  aid  in  heating  the  boiler,  proteota  the  front  thereof  from 
Ite  UiMl  lapa«t  of  the  gaaaa  of  eombaation,  and  preaervea  an  eqaable  beat  in  Ik* 
tnm.    !■  CMo  the  aaid  plaUia  dl^Muaa  with,  tko  inner  alda,  J,  of  tkaaaU  boiler 
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will  fbfm  a  part  of  the  lataral  nai  eaaiag  of  ths  mU  nar  aitd  vcrtieal  flnea,  and  will 
be  heated  bj  dlieet  eootaet  with  the  gaaee  of  oombiution  as  they  pav  down  and  wf 
theeame. 

U  U  the  llre-boz,  and  N  and  S  the  top  and  bottom  flnea  of  lald  itove. 

The  operation  of  mj  wld  invention  la  aa  liillDwa;  A  flie  being  kindled  in  tlta  Im- 
box  H,  and  the  damper  <)  at  the  top  of  the  oren  being  open,  so  aa  to  allow  of  a  direet 
draft,  the  gaeui  of  oombnatlon  Akhb  Um  uld.  fli«-boz  will  paee  down  the  middle  vir- 
tieal  fine,  K,  through  the  esit-paaaage  F  and  exit-flne  E  £',  to  the  unoke-plpe  I,  heat- 
ing the  oontente  of  the  reserroir  in  ita  pauage  through  the  exlt-flne,  aa  alweaatd. 
Bj  this  mode  of  oonatmotlon  I  am  enabled  to  obriate  what  hai  boMi  keretoiM*  tte 
gieataat  objection  to  reaervolrmtoTea  of  thia  elaae  namely,  that  the  naerroiia  wcmM 
not  lieat  with  a  diieot  draft  It  will  alao  be  obaerred  that,  by  thia  deWoe  of  oea- 
tbnatlng  the  exit-paiiaga  below  the  top  of  the  OTon,  1  oan  at  tiie  tame  time  by  a  di- 
rect draft  heat  the  i«ai  side  of  the  oven  and  the  reaerrolT,  Inatoad  of  waating  the  heat 
by  carrying  it  directly  to  the  ehimDey.  When  the  damper  Q  ia  doaed  tor  the  poi- 
poee  of  heating  the  oren,  the  gaeea  of  combnetloo  will  paea  down  the  aide  rertioal 
flnei,  L  I/,  and  under  the  bottom  of  the  oven,  retninlng  through  a  central  horiaontil 
flue  to  the  central  Tertloal  fine,  K,  from  which  they  paaa  through  the  oxlt-flne  E  V, 
as  afbreeald. 

I  am  aware  that  oooUng-Btovea  hare  been  in  nie  in  which  the  teoervoir  has  bMD 
incaaed  or  inoloaad  on  all  aidee  except  the  top  by  a  kind  of  expanded  flae,  tlirongh 
whleh  the  gaaea  of  oomboation  an  made  to  paw.  The  adrantagea  of  my  plan  orar 
thia  device  are  twofold:  Fint,  it  lamaoh  more eoonomtoal,  reqoirlDgbrleaBmatwlal 
and  labor  (o  oooatract  It,  and,  aeoond,  by  ooD6ning  the  heat  and  gaeea  of  oombnattoB 
to  a  email  apaoe  at  the  bottom  and  rear  of  the  reaerTOlr  the  oontenta  thereof  will  ba 
muoh  more  effeotaally  heated  than  where  the  prodnett  of  oombnetion  are  admitted  to 
an  extenaire  flne-epace  and  permitted  t«  riae  and  expend  their  heat  at  or  neai  the  top 
of  the  reeerrolr. 

The  olalnu  of  tfae  patent,  the  flxat  fonr  only  of  vhioh  are  alleged  to 
have  been  infringed,  are  as  follows : 

1.  A  diTing-flne  eooUng-atove,  with  the  exit-flne  ao  oonBtmeted  aa  tu  Inoloae  on  the 
■idea  and  bottom  the  cnllnary  iNrfler  or  hot-water  reaervoir  B. 

S.  A  divlng-flne  cooking-atore,  with  the  exit-flne  conatraetedaeraaa the  botfamand 
np  the  rear  upright  aide  of  the  cnllnary  boiler  or  hot-water  reaervolr  B. 

3.  A  dlving-Qne  cooklng-itoTe,  conitmoted  with  an  exit-paaaage,  F,  below  the  top 
ofthe  oran,  and  an  exit-flue,  E  E',  in  combination  with  an  unoaeed  reaerrolr,  B,  at- 
tached to  the  tear  of  the  atove,  and  plaoed  Jnat  above  aooh  eilt-paiage,  and  ao  w 
ranged  that  the  gaaea  of  oomboation,  in  paaalng  thioogh  anoh  exit-flne,  will  tmptnga 
npon  or  come  in  direet  oontaot  with  laid  reaervolr,  anbetantlally  aa  and  for  the  por- 
poaea  hereinbefore  itated. 

4.  An  exit-paaeage,  F,  constrnoted  in  the  rear  ef  a  diving-flnecooking-etove  and  be- 
low the  top  of  the  oren,  la  oombination  with  an  nncaied  reaerrotr,  B,  atiaobed  ta 
the  rear  of  the  atore,  the  bottom  of  which  reeerrolr  la  alao  below  the  top  of  the  or«n, 
*o&  eo  arranged  that  the  gaaea  of  combnation  will  oome  in  oontaot  with  and  heat  anoh 
leaerroli  by  a  direct  draft  from  the  flie-box  to  the  amoke-plpe. 

5.  In  a  eooking-atore  wherein  the  rear  end  vertical  plate,  or  a  portloD  of  the  aame, 
haa  been  removed  fbr  the  pnrpoae  of  beating  a  reaervolr  plaoed  In  the  rear  therattf, 
tbe  ahield-plate  w  m,  in  combination  with  the  nuoaaed  reaervoir  B  and  the  rear  end 
rvtical  flnea,  E,  L,  and  L',  BDbHtantially  aa  and  for  the  purpoeea  hereinbefore  de- 
aoribed  and  epeoifled. 

The  defenduit^s  Btove  has  three  floes  and  an  exit-passage  below  the 
top  of  the  oven,  and  a  reservoir,  the  bottom  of  vhioh  is  bdow  the  top 
of  the  oven ;  bat  do  part  of  the  rear  end  vertioiU  plate  is  removed  so  as 
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to  allow  the  gases  of  oombiutioD  to  come  into  direct  oontoot  with  the 
front  of  the  reaerroir,  nor  is  any  snoh  plate  employed  as  the  plate  w  te 
ot  the  patent ;  bat  there  is  a  dead-air  apace  between  tiie  rear  plate  of 
the  fine  and  the  front  of  the  reservoir.  The  exit-floe  is  not  a  narrow 
one,  oarried  across  the  middle  of  the  bottom  of  the  reservoir,  as  in  the 
patent,  bat  the  prodncts  of  oombostion,  on  leaving  the  flae-apaoe,  pass 
into  a  chamber  I>en«ath  the  reservoir,  the  area  of  which  is  co-extensive 
with  the  entire  sorfitce  of  the  bottom  of  the  reservoir,  and  the  vertioal 
paasage  oat  of  saob  ohunber  is  not  one  ontside  of  the  rear  of  the  reser- 
voir, bnt  is  one  in  and  throngh  the  body  of  the  reservoir  and  removable 
with  it.  In  view  of  the  earlier  pntenta  pnt  in  evidenoo,  we  are  of  opin- 
ion that  the  fonr  clums  in  qnestion  mnat  be  limited  to  a  strnotare  in 
wbiflh  the  front  of  the  reservoir  has  uo  air-space  in  front  of  it,  and  in 
which  the  ezit-flae  does  not  expand  into  a  chamber  at  the  bottom  of 
the  reservoir,  and  in  which  the  vertical  part  of  the  exit-flue  does  not 
pass  np  through  the  reservoir.  Under  this  constnietiou  there  is  no  in- 
tringemeiit  of  No.  3815. 

Claim  1,  in  requiring  that  the  exit-flue  shall "  luolose  on  the  sides  and 
bottom,"  the  reservoir  requires,  in  the  language  of  the  toxt  of  the  spew* 
fleatjon,  that  it  shall  extend  "  dowu  the  froat,  ander  the  bottom,  and 
op  tbe  rear  "  of  the  reservoir ;  and  it  does  not  admit  of  an  air-space  in 
tJTOut  of  the  reservoir ;  nor  is  it  limited  to  what  is  called  a  "  low -down- 
boiler  or  teservoir."  The  Gets  pKteiit  of  ISiO  shows  au  exit-flae  pass- 
ing ander  the  bottom  and  up  the  rear  side  of  a  reservoir.  ^  The  Spanld- 
ing  or  Paris  patent  of  1858  shows  a  diviog-flue  Incloaing  the  bottom  and 
one  of  the  sides  of  a  reservoir. 

Claim  3  ia  not  limitod  to  a  low-donu  boiler  or  reservoir.  If  a  stove 
with  BD  exit-flue  constrnoted  noroas  the  bottom  and  ap  the  rear  upright 
side  of  a  boileror  reservoir  existed  before,  there  was  nothing  patentable 
in  applying  such  consiraction  to  a  divliig-tlue  stove.  Tlie  combination 
of  oxit-flue  and  reservoir  with  which  claim  2  is  concerned  has  uo  pat- 
entable relation  to  the  arraiifreineut  of  the  intLTEial  flues  of  the  stove. 
The  Uetx  patent  of  1840  shows  an  exit-flne  exteuding  across  the  bottom 
and  np  the  rear  upright  aide  of  a  boiler.  In  the  Stewart  patent  of  1859 
the  products  of  coiubastiou  enter  n  chamber  under  the  reservoir, 
and  tbeuce  pass  off  hy  a  pipe  embraced  withiu  the  walls  of  the  reser- 
TXNT.  The  exit-floe  of  olaim  2  must,  cUerefore,  bo  limited  to  one  which 
passes  ander  the  twttom  of  the  reservoir  without  expanding  into  a 
chamber  substantially  co-extenafve  with  tbe  area  of  the  bottom  of  the 
reservoir,  as  in  the  defendant's  stove  and  In  the  Stewart  patent  of  1859, 
and  also  to  one  in  which  the  e8cape-pii>e  is  outside  of  the  rear  wall  of  the 
reservoir  and  not  within  the  reservoir,  as  in  the  dotendant's  stove  and 
in  the  Stewart  patent  of  185D. 

Claim  3  adds  to  claim  2  only  the  fbature  of  havinj;  the  exit-paasage 
or  exit  oriflce  into  the  exit-flae  below  the  top  of  the  oven.  There  is  no 
patentable  relation  between  the  combination  of  exit-flue  and  reservoir 
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and  tbe  lomtion  of  the  ezifc  p—nge  with  refsrenoe  to  the  oven,  In  Tfev 
of  the  Btate  of  the  ut.  In  the  Stewart  patent  of  18S9  tte  exit  openfaig 
mm  on  a  level  with  the  top  of  the  oven  and  led  into  a  chamber  nnder 
the  reserroir.  In  Uie  Spanlding  or  Paris  patent  of  1858  aadln  tlie 
BoH^  patent  of  ISOS  tbe  bottom  of  tbe  reHmrir  was  below  tte  top 
of  the  ovMi.  Then  was  no  inTentlMi  in  eanslng  the  gaseH  to  aet  on  a 
low-down  nNerroir  in  the  tame  way  in  whiidi  they  had  aetad  heton  ra 
an  devated  reeervolr,  and  no  inTeotioa  in  lowering  tbe  exit-^^eiiiBjc 
to  o<HTesptKid  with  the  deprwrion  of  the  leMrroir,  even  thoagh  the  in- 
eidental  eflbot  waa  to  heat  t^  a  direct  draft  at  the  iMme  time  tiiereaOT- 
T^  and  the  rear  side  of  tbe  oven. 

Ulalm  4  adds  to  olaim  A  only  tho  fbatnre  of  heating  the  reserroir  by 
a  direct  draft  ftom  the  flre-box  to  tbe  snoke-pipe.  This,  however,  is 
(nly  a  statement  Dt  the  cAeet  prodoeed  in  a  stntotore  made  aoeording 
totheflntAreedalms.  Id  tbe  G«ts  patent  itf  1840  and  lathe  Stewart 
patent  of  18S9  the  exitpipe  was  in  the  rear  of  the  resuroir,  and  the 
fMes  were  bronght  into  oontaot  with  the  bottom  of  the  reservoir,  and 
it  was  heated  by  a  direet  draft.  There  is  really  nothing  in  efailm  4  ha* 
jond  what  Is  ftHiDd  in  elalm  S. 

The  ^eeUoation  of  Vo.  142,933  Is  as  fUlows : 

Our  lavmitloB  nIktM  to  tbat  oImm  of  eooking-^toTM  Id  wbleh  k  vfttoi  itmmkx  t» 
■Itvatcd  •*  the  rear  and  of  tlM  itoTe ;  ■BdUaonrifttin  tbo  imaitaMt  of  thanM^ 
voir  npon  knextondadaiippart  at  tliorMr  of  Uwatove,  ao  that  an  at^ehMnbor,  opa*. 
lag  at  Iti  top  Into  the  aii  of  tho  room,  U  leA  batwean  tba  haek-plate  of  tha  ttovaaad 
tbe  front  of  the  leaerroir,  tbeiebr  proteotlng  the  fkoat  of  tbe  aane  tttNi  b»BBwlnf 
bnmed  out  b;  being  in  direct  oontaet  with  the  heat  from  tba  fire. 

It  alao  ooneirta  la  a  broad  aheat-Bae  airangod  nndM  tbe  naerrotr,  tbo  hoatai  air 
U»  wbloh  enteco  thiongh  a  amall  paiaage  in  tte  baak-plata  at  the  aUff,  mmI  aflac 
olnnlaUBg  in  (aU  ftaa  paaaaa  attt  tbvoagb  Um  nbnU  opoaing  tn  rte  rear  t^aaa^  aB 
aanunftilJrherainaftarNtlloctb.    •    ■    * 

Hgnre  1  la  a  loBgttadiual  vwtleal  loetlaii  af  oar  More;  Hg  f  laa  liinaiw  iw 
tteal  aeetlon  <tf  the  mom  throa^  tbe  water-reaarrolr ;  Fig.  3  ia  a  p]an  view  of  iha 
naerrolr;  and  Fig.  4  ti  a  front  Tie*  of  the  ifteet-flna  nnder  the  botton  of  tha  reaar 
TOir. 

A  npieoaata  tha  top  plate  of  tbe  (tore.  Blothaavan;  C,  tha  watOMOawrfalr ;  D, 
the  oantu  one  of  tha  thiM  flnea  of  the  atoTe;  and  K,  the  anit-Bae,  Ueated  in  tkannr 
•f  tlie  reaerrolr  C.  Thia  re— rrolt  la  located  npon  a  npport  thente,  «hi^  OTtaaiJa 
raarward  fton  a  point  abont  half  way  between  the  top  and  botton  plataa  af  the  atoiTe, 
and  whioh  may  rithnr  be  attaobed  to  or  fbra  part  of  tba  Mora^  and  a  ahaet-flna,  O,  b 
piOTlded  in  the  aame  under  tbe  bottom  of  tha  reaanote  0.  Tbe  haat,  ontatteg  tUa 
lnapaaaMthranghthe«aMUoaDtmlpMMg»*inthn«tn«-baakL  ItiathaM^Mad 
•ad  ntalnad  ander  tiie  reaerrt^  4ntU  It  gradnallj  aaeanda  thMngh  tha  iBnll  paaa- 
age  or  exit-fine  E.  By  thia  eonatmotton  the  rapid  exit  of  tba  baitiil  alitMn  nadar 
ha  laaerroir  la  pierented,  and  the  heat,  iMing  retained  nndet  the  hoMom  of  tha  raam~ 
voir,  oanaea  the  water  In  tlie  same  to  become  bot  In  a  abort  IIrh.  The  reaarvofr  C  ia 
BO  arranged  with  reapeet  to  the  baok-plate  I  of  the  alove  that  an  air-^aee,  t,  coai- 
mnnioatliig  with  the  air  of  the  room  at  tha  top,  ia  left  hatwoan  tha  froMt  a<  tha  laa- 
arroii  and  tbe  baak-plata.  By  thia  meanit  the  ontaide  air  will  paasdown  betwaen  the 
biok-plate  and  front  of  the  reeervoir  and  prerent  the  front  of  tbe  reaarroit  ft«m 
harniDg  oat,  which  wonld  be  the  caae  If  the  parta  wwe  in  direct  oontaet,  e^oeially 
when  the  water  In  the  reeervoir  beoomea  low.    bi  tha  wdlnaiy  method  tt«  «<wa  to 
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s*te  to  Mttikm  dimot^  rImm  tha  ftoot  mifMA  of  tha  nMrvoIr,  tbanby  mndMiiig  It 
]i^b3»  to  wet  irtUe  w^entohiim  with  wM  water  Bpon  the  h— ted  pUte*.  Theopen- 
'■g  s  ia  the  iNwk-fiato  I  of  the  atove  )•  flf  the  Mioe  widUi  M  the  oenter-flne  D,  ud  tke 
pi«d«etoofeoadMitti»  peMthnngliiafd  opening  into  the  abeet-flaeOiwhiohtbiiehM 
»  eoatnwted  uiiti'— mi  and  a  oODtneted  exit.  V  ben  niing  th«  dlnot  dnit  tlie  damper 
4  of  ths  awiM  Bae  D  ia  tnmed  downward  and  reata  againat  ibe  back-oven  plate,  aa 
akMm  br  tka  Netted  linM  tn  Fig.  1.  Ataaeli  time*  tfaa  beat  paaata  down  the  aaattc- 
«  M  S«f  Oa  teak,  (hM^k  Oa  apMlng  « In  the  baek^Wa  1,  into  Oa  aUei^M  Q,  M. 


4ar  *a  bottow  of  the  Taaerrefa,  and  aat  of  the  exit-fine  E.  When  the  Inditaet  draft 
ianMd,lliedampardoean^aattaparitlMi  ahown  tn  Hg.  1,  and  at  anolj  timet  the 
kt«t  paaMa  tews  tba  onul  atda  fnea  and  nnder  the  bottom  of  the  oTen  to  the  fimnt 
of  tha  atova,  whan  H  tana  Into  the  oenter-flae  D  and  paaaaa  back  Ummgh  the  open- 
ing •  to  the  abaat4De  Q  «nd«r  tba  bottom  of  the  reaerroir,  and  ont  of  the  oxlt-flne. 
With  a  atore  thna  eouaLrnetod,  tba  raaarroir  la  beatad  abnoat  entiMlf  from  the  bot. 
tsM,  aa4  Qw  beat  acta  npon  the  entire  aarface  of  the  bottom  of  the  maerroir,  and 
wbaa  the  laaarvotr  k  bnt  pnitiftllf  filled  there  Is  no  danger  of  the  heat  acting  againat 
and  bill  iilug  ont  tta  t^  part  of  the  ftvnt  aWle  of  the  reaerroir. 

Wa  da  not  alalm  nndar  thla  patent  a  flne-ahell  and  rear  eentnl  axteaaiMi  that  la  de- 
tnahnUe  ftom  tte  atore-bodj  by  meana  of  hooka  on  tta  one  and  oatehea  or  plna  on  tba 
attar;  aar  da  we  ^aeUeaUjeUin  a  reaerroir  with  a  fine  In  Ua  rear,  aatheaeelamenta 
•f  tovevtiaa  are  the  aa^}aot  of  a  aq)aiato  applloatl<»i  tot  a  patent  aow  pending ; 
netther  do  we  wlA  to  be  nadentood  aa  claiming  the  anangement  of  the  reaerrolia 
and  fiaee  Car  bnatlng  the  aame  in  front  of  the  firu-bnx  of  the  itove,  at  ahown  la  onr 
pntoat  ml  Mar*,  1873,  Ko.  ue,f«S. 
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The  claims  of  So.  142,933  are  two  in  Damber,  as  follows,  and  tbe  in- 
Mngemeot  of  both  Is  admitted ; 

I.  The  combtuBtion,  with  the  liack-pl>te  I  of  the  cookiuft-itove  A,  of  the  reeerroir 
C,  arranged  on  •  support  abont  midway  between  the  top  aod  bottom  plate*  of  the 
atove,  an^  the  air-chamber  b  between  the  atove-bnck  and  reserroIt-froQl,  open  at  the 
top,  and  coiumuui eating  with  the  air  in  the  room,  sulittantially  aa  and  for  tbe  pnr- 
posea  aet  forth. 

S.  The  combination,  with  the  atove  A  and  reaervoir  C,  of  the  amall  opening  a,  the 
■he«t-flae  Q  under  the  entire  bottom  of  the  leaerroir,  and  tbe  nnall  exit  paiaage  or 
pipe  E,  all  anbalaDtlally  aa  and  for  the  poipoaaa  herein  aet  forth. 

The  poiBt  of  iavention  in  claim  1  is  in  so  arranging  the  reserroir  as 
to  have  an  air-spaoe  between  the  front  plate  of  the  reservoir  and  tbe 
bat^-plate  of  the  store,  to  a  snfflcient  extent  to  prevent  the  flame  ftom 
■triking  agunst  the  upper  part  of  the  front  plate  of  the  leaervoir,  which 
it  would  do  if  the  npper  part  of  the  back-plate  of  the  stove  were  ent 
away  and  there  were  no  such  air-space.  It  is  the  npper  part  of  the 
front  side  of  the  reservoir  which,  as  the  speoifloation  states,  is  liable  to 
be  bnmed  out  by  tbe  direct  action  of  the  flame  as  the  water  In  the  rea> 
ervoir  is  lowered.  In  tlie  UoDowell  patent  of  1871  all  the  upper  part 
of  tbe  reservoir  is  protected  by  an  airspace,  open  at  tbe  top,  between 
the  reservoir  and  tbe  stove. 

The  point  of  invention  in  claim  2  is  to  take  the  gases  through  a  smaiU 
.opening  into  a  broad  sheet-flue  under  the  l>ottotn  of  a  reservoir  and  ont 
through  another  small  opening  In  the  rear,  so-that  they  will  ciroolata 
in  the  broad  fine  and  act  on  the  entire  snrfiwe  of  the  bottom  of  the  res- 
ervoir. The  Stewart  patent  of  1859  shows  tbe  same  anangemMit  with 
an  elevated  reservoir,  but  there  is  no  invention  in  applying  it  to  a  low- 
down  resuToir.  The  TilKiny  patent  of  1869  shows  tbe  sune  arrange- 
ment  witii  a  low-down  reservoir. 

The  Bpecifloatioa  of  So.  142,934  «^: 

The  natnre  of  oat  Imreation  oonalata  in  tbe  ootutniotion  and  aRsngement  of  ■  Mok* 
liig-«t<tTfnrltli  a  pwtaM'TfatT  pwrflmt-ibfll.  ard  tbt  nwani ftfr attafrbhn;  tlia isMa^ 
■•  will  ba  henlnaftar  mora  fnllj  Mt  fDrth. 

FigOM  1  !•  a  longltiidhial  vartlod  •eetloii  of  ma  bnpioTtd  wwitiiif  ahifa  tl^  t 
la  a  aide  view  of  the  Taai  and  of  the  Hme.  Fig,  8  la  «  plan  viaw  of  *  looaa  eovw  m 
plate  for  the  baaa-pan,  and  Fig.  4  la  a  pcnpaotlTe  Tlifr  of  ths  portabU  hsM  pea  « 
floMhalL 

A  lepnaenta  tiie  main  baklng-oTsn  of  the  atove,  BUtbatbp  flnsi  BB',  thavttti- 
MlAnd  horiaontal  aide  floea.  C  la  the  oantar  floa.  D  la  the  baae  paaff  flna-ahaU }  B, 
the  exlt-flne  paMlng  np  the  reai  aide  of  tha  reaerroli.  F  U'tbe  naarrolf ;  O,  tha 
warmlng-oloaet;  H,  tlw  damper;  I,  the  fiie-ehamber;  and  J,  the  dlrUlon-idatat 
When  nalng  the  dlnot  draft,  the  damper  H  ooonpiea  a  Una  parallel  with  Ot»  baek 
plate  of  the  main  oTen,  hanging  down  in  tbe  oent«r  fine  of  the  back  part  of  tha  atora- 
At  cDoh  time  the  prodncta  of  oombaation  pae*  ftom  the  flie-ohamb«r  I,  along  tlu  top 
floe,  B,  and  down  tha  oeutei  floe,  between  the  hack  oven-plate  and  the  divialan-plala 
J,  into  tbe  baaa-pan  D,  and  ont  of  the  esit-flae  E,  Wbeu  naing  the  IndliMt  drkf^  tha 
daioper  H  ooeupiea  the  poeitton  ehown  in  Fig.  1,  At  inch  time  tbe  prodneta  of  eois- 
hnitiou  paw  over  tha  top  oven-plate  fine,  B,  and  down  the  veitioal  end  flnea,  B',  into 
tbecoTTMiwudliigflaeaat  the  liottom,  making  the  turn  iiitotheoenter  floaof  thebot- 
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tm  It  C,  tkiDBcli  Mtld  bottou  Mntor  floa  Into  Mid  tlmngh  the  ntt  oenter  fliM, 
thnngh  tbe  diTiM«»-pUt«  J,  Into  the  b— t  pwi  tne  D,  ud  «Bt  of  axit-flno  B,  M  that, 
wbatitM  Dungtba  direet  or  iadjnet  drsA,  tb»  iMerrolr  ia  heatad  only  on  ita  bottom 
lar&ea.  Tbe  baa«-p*ti  D  ia  mada  aaparata  from  the  atove,  aad  piovidad  on  aaeh  aida 
with  a  haak-pnit«etion,  a,  to  bs  fMtanad  on  m  pin,  ),  pn>}e«tinK  from  tba  aida  of  tbe 
rtova.  By  thia  maaDa  tha  baae-paa  can  readily  La  attached  and  dataohad,  and  whan 
attaehad  it  flta  is  tba  nppar  end  aad  forma  tbe  top  of  tbe  wanniag-OTon  Q. 


^* 

( 

\ 

4 

> 

« 

i 





, 

K  npcaanta  »  ^a*a  with  two  bdkc-holaa  In  it,  wbiah  aan  be  mad  wb«n  the  raaar- 
nit  li  tiawnd  or  ikonU  baeraie  brakan  Is  ahlpnaat,  thna  omrertliif  it  Into  a  idx- 
holaatoTC. 

It  ia  «nr  pnipeaa  to  Inaart  a  looaa  eenter-plaoa  between  tbe  b(dler>bolea  In  tba  plate 
X,  w  that  aa  ordtnarj  wadi-bollar  can  be  luad  on  aald  plate,  If  deatred. 

Tha  Borelty  of  thia  inTtntlon  eonalata  in  tbe  portablUty  of  the  raaatTolt  baae-paa 
0  and  Ib  tba  wannln(-elMat  attaehmant,  whereby  we  eoonamiaa  ^aoe  in  ablpnunt 
and  wbenby  rapaira  can  be  nado  at  a  vary  amall  ooat  and  by  anakUlad  workmen,  aa 
ill  tha  attacbmenta  wlD  be  ablpped  aeparate  from  tbe  body  of  tbe  (tore,  and  monntel 
tfttr  tb^  raaeh  tliair  deatlnatlon. 

Bbonld  the  teoerrdr  heeome  broken  in  ahlpmaut  or  otberwiae,  tbe  plate  K  oao  be 
utd,  tboa  oonrertiiig  U  into  a  alz-hole  atove,  upon  w-hlob  an  ordinary  waah-boUet 


The  fint  bottom  oomar  of  tbe  raaerrof  r  nata  npoa  a  atrip,  d,  attaohad  to  the  diria- 
ien-plate  J,  whioh  thna  entirely  ahata  off  the  air^ace  at  the  bottom. 
By  meana  of  tbe  baie-paa  Soe  D,  extending  noder  the  whole  bottom  of  die  n 
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Fftnd  the  Bpa«« between  tbe  reeervoir  uid  the  dlTWoo-plate  J,  the  reeerfwir  bi 
hekted  only  on  its  bottom  (nrAtoe,  where  tbere  wlU  Alwkya  be  wMec,  If  ftijr  ifi  Hw 
roeetrolr  m%  nil.  Tbe  exlt-fioe  E  paieee  Dp  throngh  Mid  fonoa  pArt  of  Qie  wefToir 
P  «t  the  beeic  or  mar  eide,  m  abown. 

We  do  not  elalin,  titider  thla  tpeolflcation,  tbe  oombtn*tion  of  theicMrrolrwith  the 
b*ck  of  the  ttOTfl  when  so  »ir^ipece  open  at  tbe  top  H  left  between  tbe  two,  *■  mttat 
In  the  drkwtaiga ;  bw  de  we  elalm  tbo  abeet-floo  ondar  tbe  reanrroir  in  tbe  ah^  D,  M 
hotb  of  tbeaeamuvMneataan  tbeaaVfeot-natterof  aaepatateftpplioation  Iter  »  pat- 
ent now  pending. 

The  claiiQB  of  So.  143,034  are  tbree  in  nninber,  as  follows,  and  the 
iaftingement  otsiiot  tkaa  is  admitted  : 

1.  The  detaehable  baee-pan  or  flne-ahell  D,  attacbod  to  the  bodf  at  a  point  near  ib» 
eenter  of  tbe  baok  pIMe  of  the  atove  b;  nwana  of  hoolu  a  a  cast  on  the  baae  pm  and 
plna  i  I  on  tbe  atore-body,  aobatantiaUy  for  the  pnrpoeea  herein  aet  forth. 

8.  The  portable  Teeerroit  F,  with  line  B  in  the  nar  aide,  in  oombiwttlMi  with  tbe 
portable  base-pan  or  flne-ahell  D,  mbatantlally  aa  and  for  tbe  pnrpoaea  herein  aet 
forth. 

3.  Tbo  oouliinatiou,  with  a  three-flneatove  having  damper  H,  arranged  aadeearibed, 
of  the  portable  baae-pan  or  flne-abrllDaDdwarmtng-cloaet  G,  allanbatantlally  aaand 
tot  tbe  pnrpoeM  herein  aet  finth. 

The  Tiffany  patent  of  1869  shows  a  low-down  reservoir  at  the  nar  of 
a  three-flne  stove,  and  a  warming-closet  below  the  reservoir.  The  gases 
pass  from  the  flae-spaoe  into  a  base-pan  or  chamber  which  is  immedi- 
ately below  the  reservoir,  and  forms  the  top  of  the  warming-closet.  The 
fine  by  which  the  gases  escape  ftom  the  base-pan  is  in  the  rear  of  the 
reservoir,  and  is  removable  wittt  it.  The  Tiffany  stove,  having  three 
flnes,  must  have  a  damper  to  open  and  close  tbe  middle  flae. 

Tbe  specification  of  the  Tiffany  patent  states  that  the  reservoir  wid 
the  warming-closet  are  capable  of  being  attached  to  and  detached  ttorn 
the  stove,  so  that  the  stove  is  complete  without  them,  and  they  are  com- 
plete withont  beiogattached ;  and  it  fdsoatetes  that  they  m^beattaohed 
to  the  stove  by  Inga  or  hooks,  either  oast  in  the  back  of  the  stove,  with  a 
oorresitonding  eye  in  the  side  of  the  case  sarronndlng  tbe  reservoir^  or 
in  tbe  top  and  side  of  the  reservoir,  or  tbe  hook  and  the  eye  mtty  be 
reversed.  A  detachable  base-pan  existed  before,  and  hearths  and  ash- 
pans  existed  attached  by  lugs  and  hooks  in  the  same  way  as  the  de- 
fendant's base-pan.  A  portable  reservoir  was  old,  with  an  escape-pipe 
or  flue  forming  a  part  of  the  reservoir.  A  damper  fbr  the  middle  flae 
was  old.  A  wanning-closet  below  a  base-pan  and  th)tt  below  a  reaer- 
voir  were  old. 

lu  view  of  the  state  of  the  art,  there  was  no  iovMitioB  in  claim  1  of 
the  patent  in  using  to  attach  tbe  base-pan  on  old  mode  need  in  attaoh- 
ingotbdr  projecting  parts  of  the  stove.  Olaim  2  is  merely  for  an  aggTe- 
gatioD  of  parte,  and  not  for  a  patentable  oombiuation,  there  being  do 
patentable  relati<Hi  between  a  portable  reservoir  with  a  floe  in  its  rear 
side  and  tlieexistenoeor  portability  of  a  base-pan  beneath  it.  In  olaim 
3  there  is  merely  an  ag:giegatiou  of  parts,  there  being  no  patentable  re- 
Utiiiii  between  a  damper  for  the  middle  flue  of  a  three-flne  stove  and  the 
exiii>t«iice  or  port«bilityofabti!ie<pan  or  the  existence  of  a  warroiDgmloBet. 
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Ttie  deenie  of  the  oiroiiit  oonrt  is  reversed,  with  ooato  in  this  ooort  to 
the  Bxoelsiw  MwiTtfiKitariDg  Oompany  on  both  appeals,  and  the  oaae  1b 
remanded  to  the  circuit  court,  with  diieotioQ  to  diBmiBB  the  bill,  with 
eoatB. 


IBmpi^  Out  of  Ik*  Ualt>d  BMM*.) 

ZaNX  ET  AL.  «.  SOFFB. 

DetUtd  JimMtg  U,  1664. 

87  O.  O.,  737. 

Lattan  pktent  gruited  to  If atluDiel  Jonklna,  jQn«  19,  VSt,  oonatriMd. 
3.  CfsnTBUcnoM  or  FATum. 

In  tUw  of  tb«  fluit  tii»t  certain  mMliHiionl  eqnlTftlenta  tf  ■  derloe  oUlmed  wan 
pMTlonilj  vMd,  the  patent  was  oonatone^  to  ootu  onlj'tbe  (peolfle  tevlea  nua- 
tkMd  In  the  aUm. 

Af^^^i.  from  the  oironit  court  of  the  United  StateBfwtbeBoathera 
diBtrietofNevYork. 

Mr.  nun.  Wn.  OUurie  for  the  i^tpellants. 
Mr.  HiMTv  P.  WfOa  for  the  appellee. 

Mr.  jDstioe  Bkasuit  delivered  the  opinioo  of  the  ooort : 
TUB  writ  waa  brought  by  Zane  and  Boacb,  as  assigoeeB  of  one  Na- 
thaniel Jenkins,  against  the  defendant  Soffe,  for  infringing  (as  charged) 
eertain  lettov  patent  granted  to  said  Jenkins,  Jane  22,  lfW6,  for  an  im- 
provement in  adf-aeting  cocks  or  bnoets. 

nie  general  featareB  of  the  invention  patented  so  fiftr  as  material  to 
be  considered  may  be  described  as  follows :  The  valve  is  sitosted  iu  a 
diamber  below  the  valve-seat,  where  the  water  is  introdaced  by  the  iu- 
dnction-pipe,  and  is  kept  in  place  against  the  valve-seat  by  a  spiral 
spring  nndemeath  resting  on  the  bottom  of  the  chamber.  On  its  npper 
side  the  valve  is  ctmnected  by  a  swivel  with  a  stem  which  projects  up- 
ward throagh  the  top  of  the  faucet,  where  it  is  provided  with  a  handle, 
t^  which  it  may  be  tnmed.  A  screw  is  formed  on  the  upper  part  of  the 
stem,  by  which,  when  the  stem  ia  turned  by  the  hand,  it  is  forced  down- 
ward and  pushes  the  valve  from  its  seat,  thus  permittiDg  t^e  water  to 
Bow  ont  of  Uie  cock.  On  letting  the  handle  go  the  spiral  spring  below 
the  valve,  ^ded  by  the  preseure  of  the  water,  forces  the  valve  back  to 
its  seat,  and  the  flow  of  water  is  stopped.  In  the  specification  the  stem 
is  called  a  "screw-follower."  The  patent  has  two  claims,  only  the 
firet  of  which  is  claimed  to  be  infringed  by  the  defendant,  and  this  is  in 
the  following  words,  to  wit: 

What  I  eUtIm  m  now,  and  d««In  to  Moara  by  letteis  patent,  is — 
1.  The  tsnw-foUower  H  In  combination  with  the  valve  of  a  (olf-dloaing  faaeet, 
nbatantiaUy  m  wt  lOrth  and  for  the  parpoae  deaotlbed. 
9873  FAT 8 
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Tlic  (lefendaut  answered  tUc  bill,  deiiyiuK  tbat  Joukins  van  tlie  first 
inventor  of  the  tbinj;  patented,  denying  infrinfjcineiit,  and  sftting  op 
a  patent  granted  to  defeud:.iit  liimself  on  tbe  lUth  of  May,  1874,  under 
and  according  to  ivbicli  tlte  tiiucets  manuftictui'ed  by  him  were  made, 
and  which  ]ic  alleges  are  nn  infriiigetniit  of  the  Jenkins  patent.  Tbe 
answer  specillcally  refers  to  only  one  patent  as  anticipating  the  sup- 
l>OBcd  invention  of  Jenkius — namely,  a  patent  granted  to  one  Frederick 
H.  Bartholomew,  in  ADgust,'lSlfl — in  which  (as  alleged)  all  the  essen- 
tial elements  of  the  fonvet  patented  to  Jeukios  ate  described  nud 
exhibited.  The  auswer,  however,  contains  the  following  general  aver- 
ment: 

Tliis  (lel'eutlaiir,  fuithor  uuiin-crltij;,  ileuiM  that  tbe  pateut  t^Dl«d  iiaM  IiBtluiiiH 
Juiikiua  id  vftliti,  antl  allege*  tbat  prior  to  the  iuTeiitioD  doecribed  iu  uid  patent  a 
wcnv  and  iipriiiK,  workul  in  oppositiuii  to  eacli  utlier,  had  b««u  luod  to  opeu  aud  cloar 
fanceta  aiul  liydruniM,  iu  nhicli  fnui^etv  aud  liyilraiita  the  screw  did  all  the  work  of 
oiieuing  the  faucets  and  h.vdrantit,  and  the  spriu);  did  all  or  moat  of  tli«  vork  of  dos- 
ing tlie  valve  of  tlie  faucets  aud  hydrauts;  that  fanoeCa  audhjdrautaopentedio  the 
above  mauuer  bad  Iiesu  iu  pnblic  and  goueral  nse  aud  for  aale  iu  the  cillea  of  New 
YorkoDd  Brooklyn  iind  in  variuiis  other  placsa  long  prior  to  aud  at lea«tfl(teeDj-«an 
before  the  datu  of  the  alleged  invciitiou  of  Nnlbaiiiel  Jenkiua ;  aud  dcfendaut  ia  ad- 
vlM.d  and  believe!  that  by  rcasou  of  said  prior  pnliliu  nrx  and  wile  the  patent  gnnt«d 
to  Mid  Jenkiuti  in  invalid. 

This  answer  was  not  excepted  to,  and  evidence  was  given  by  the  de- 
fendant, without  objection,  staon-ing  that  a  large  number  of  faacets  and 
hydrants  were  made  by  Bartholomew  and  publicly  used  in  tbe  city  of 
Sew  York  several  years  before  the  issuing  of  the  patent  sued  on,  differ- 
ing in  some  respects  from  the  specific  device  described  in  Bartholomew's 
patent  referred  to  in  the  answer,  but  relied  on  as  anticipating  the  al- 
leged invcntiou  of  Jenkins,  or,  at  least,  as  containing  all  the  essential 
elements  of  the  faucets  mannfactnred  by  the  defendant.  The  court  be- 
low liuld  that  this  evidence  was  competent  to  show  the  state  of  the  art 
at  tbe  time  Jenkins's  patent  nas  granted,  and  might  be  used  for  tbe 
puq»08c  of  limitbig  its  construction,  bnt  not  for  the  purpose  of  showing 
such  n  previous  knowledge  and  unio  or  [)ie  invention  as  would  iiffeut  tlic 
validity  of  tbe  patent.  Bnt  8in(r  tlit^  de<:ision  of  this  case  in  the  circuit 
court  we  have  lield,  in  Loom  Compang  v.  Higgins  (105  IT.  S.,  'tUo),  tbat 
uudct'  a  general  denial  of  the  pat^iiitee's  priority  of  iineiition,  evidence 
of  prior  knowledge  and  nse,  taken  without  objection,  is  eoiniK>tent  at 
the  tinal  hearing  on  the  ijneiition  of  tho  validity  of  llic  imteiit ;  and  aiuce 
in  tbe  pi-esent  case  there  watt  neither  an  exception  to  the  answer  nor 
any  objection  to  tbe  evidence,  except  as  to  a  wingle  faucet  inaiked  *'l>e. 
fendant't»  Kxhibit  Xo.  2^  (which  may  bo  laid  out  of  the  caoe),  we  think 
that  the  remaining  evidence  of  prior  knowledge  and  uho  might  well  have 
been  considered  by  the  court  on  the  question  of  priority  as  affecting  tbe 
validity  of  the  patent.  Viewing  the  evidence,  however,  with  the  court 
below  only  as  denionsti-ativu  of  the  state  of  the  art,  and  therefore  com- 
petent to  limit  the  coostrnctiou  of  the  patent  to  Uie  precise  fonu  of 
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puts  and  mechBDism  described  and  claiioed  tberein,  it  was  amply  suffl- 
cieat  to  SQBtaiD  tbe  decree. 

Self-cloaiDg  cocks  and  faacets  were  no  new  thiag  in  Jnne,  1865, 
ffben  the  patent  of  Jenkins  was  issued.  Bartbolomew  bad  manafact- 
nred  and  sold  them  for  a  period  of  ten  or  fifteen  years  before  that  time. 
As  eaiix  b8  1864  he  had  made  and  sold  faucets  in  which  the  ralve  was 
kept  on  its  seat  by  the  presenre  of  a  spiral  spring,  and  when  a  fiow  of 
water  was  desired  the  valve  was  lifted  from  its  seat  against  the  force 
of  the  spriog  by  means  of  a  stem  operated  by  a  collar  or  cross-piece 
moving  aroand  on  a  fixed  circular  inclined  plane  or  cam,  baring  the 
same  effect  as  a  screw.  When  the  handle  or  thnmb-piece  attached  to  thje 
collar  was  liberated  or  let  go,  the  spiral  spring  would  force  the  valve 
back  to  its  seat  and  the  flow  of  water  would  be  stopped. 

The  improvemeot  of  Jenkins  (or  what  was  patented  to  him  as  sacb), 
aa  we  have  seen,  was  the  employment  of  a  screw  on  the  upper  part  of 
the  valve-stem,  in  tien  of  tbe  crcular  cam  or  inclined  plane,  to  force  tbe 
valve  firom  its  seat.  This  valve-atem,  called  by  him  the  "  screw-fol- 
lower," forced  the  valve  not  only  against  the  pressure  of  the  spring,  bnt 
agaiost  tfaat  of  tbe  watpr,  both  of  which  were  exerted  in  carryiug  tbe 
valve  baek  to  its  seat  as  soon  as  the  force  operating  upon  the  screw  was 
removed.  Now,  in  view  of  tbe  fact  that  an  inclined  plane  or  cam  was 
previoDsIy  nsed  by  Bartbolomew  as  a  means  of  producing  tbe  same 
reaalt  upon  the  valve-stem  as  that  produced  by  the  screw  made  upon 
it  by  Jenkins,  it  is  clear  that  tbe  claim  of  the  latter  in  his  patent  of 
"  tbe  screw -follower  H  in  combination  with  the  valve  of  a  self-closing 
fancet,  subatantially  as  set  forth,"  must  be  limited  to  tbe  precise  form 
of  mechanism  designated.  It  mnst  be  limited  to  a  screw-follower,  and 
cannot  be  construed  to  embrace  a  cam  arrangement  for  moving  the 
valve.  Whether  it  is  also  to  be  limited  to  a  valrc  which  moves  to  its 
seat  cnncnrrently  with  and  not  against  the  prcasure  of  the  water  it  is 
not  necessary  to  detcnuiuc  The  limitation  to  the  screw  is  sufficient 
to  determine  this  case.  In  the  faucet  manufactured  by  the  defendant 
the  screw  is  not  used,  bat  the  old  cam  device  is  employed  for  lifting  tbe 
valve  from  its  seat. .  -It  is  tme  that  the  cam,  instead  of  being  placetl  at 
the  top  of  the  stem,  on  tbe  ontaide  of  thefancet,  as  was  done  by  Barth- 
olomew, is  placed  at  its  lower  extremity  by  tbe  valve  inside  of  the 
fancet,  bnt  thia  does  not  change  the  principle  of  its  construction  or 
operation. 

We  oonoar  with  the  court  below  in  holding  that,  conatmed  as  the 
patent  of  Jenkins  must  be  in  view  of  the  state  of  the  art  at  the  time  of 
its  iasne,  the  defendant  has  not  infringed  it,  and  the  bill  of  complaint 
was  properly  dismissed.  Tbe  decree  of  tbe  circuit  court  dismissing  the 
bill  is  therefore  afSruied. 
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[BopnBa  Conrt  at  tks  DMilM  of  CidaBbu: ) 

Ih  BB  Hatchhak. 
X  0.  Q.,  738. 

1.  PoBMEK  Pbcibion  Affirmed. 

Dooiston  of  th«  ComniiHioDer  of  Pkteau  in  <x  parte  H*tolim«i  (reported  io  ttS 
0.  0.,  S79)  kfflntied. 
S.  Attorney — Party  Bound  by  Acts  or  his  Attok>-ey. 

Ir  legftl  elTeot  the  action  of  ad  applia»iit  or  lita  attoniey  !■  the  lame. 

3.    REISSVE — IlTADVBBTESCE,    ACCIDENT,    OK  MISTAKE. 

When  OR^  of  the  olalms  io  an  oripakl  application  was  i^eoted  upon  r«ferenc« 
to  oertain  pat«uts,  and  the  applicant,  by  hla  attorney,  orden  the  aame  to  be 
erased,  and  thua  obtaina  and  acMpte  a  pat«ut  for  the  reeidne  of  his  clainoa,  there 
has  been  no  inadvertetice,  accident,  or  mistake  within  the  meaning  of  the  patent 
law,  and  the  patentee  is  not  entitled  to  a  reiasne  covering  the  claim  befnre 

Application  of  Robert  Hatchtnao  for  reissue  of  Letters  Patent  No, 
283,602. 

Hr.  JasCice  MaciAbthub  delivered  the  opioioQ  of  the  court; 

This  is  an  appe^  ftom  the  decisiou  of  the  OomminaioDer  <tf  Patents. 
Id  his  application  for  a  patent,  Hatohman  made  several  clums,  all  of 
which  were  allowed  except  one,  and  that  was  njectod  on  the  groaud 
that  it  was  too  broad  and  was  met  by  previous  inventions  for  wfaich 
patents  had  issaed.  Upon  such  examination  said  claim  was  erased  and 
withdrawn  by  order  of  his  attorney,  and  be  obtained  and  accepted  the 
original  patent  for  the  other  claims,  dated  AngosC  31, 1883.  The  appli- 
eation  for  reiaaae  was  made  October  5, 1883,  fbr  the  same  olaim  which 
had  been  examined  in  frrantlng  the  original  patent  and  rejected  with 
his  acqiileHcence  or  that  of  his  attorney,  which  is  the  same  thinff  in 
legal  effect.  Upon  this  state  of  the  record  the  reisane  was  denied  on 
the  ground  that  the  claim  bad  been  oanoeled  by  the  dnly  aathorized 
attorney  of  the  applicant,  and  that,  having  been  canceled  and  the  patent 
issued  witbont  it,  he  is  not  entitled  to  a  reissue  covering  that  identical 
claim.    The  case  ia  here  on  appeal  irom-that  decision. 

The  sole  question  presented  is  whether,  under  these  ciroamatances, 
Hatchman  is  entitled  to  a  reissue  to  protect  the  disallowed  claim  on  the 
ground  that  the  same  had  been  rejected  by  inadvertence,  aoddeDt,  and 
mistake,  and  without  any  fraudulent  or  deceptive  intention. 

We  are  of  opinion  that  on  an  application  for  a  patent,  when  one  or  tbe 
claims  presented  is  covered  by  previous  inventions  and  the  patents  there- 
for are  referred  to,  and  the  Examiner  upon  snoh  referen<te  deoidea 
against  such  claim,  and  the  applicant  thereupon,  by  his  attorney,  orders 
the  same  to  be  erased  and  withdrawn,  and  thus  obtains  and  aooepts  a 
patent  for  the  residue  of  bis  claims,  he  is  not  entitled  to  a  reissaed 
patent  containing  tbe  identical  olaim  which  he  has  so  erased  and  with- 
drawn. We  also  hold  that  under  snob  circumstances  no  error  baa 
arisen  by  inadvertence,  accident,  or  mistake  within  the  meaning  of  the 
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(mtent  law  which  would  anthorize  the  CommlBaionar  to  eDtertain  the 
applicatioD  for  a  reiBsae.  We  therefore  think  that  the  decision  appealed 
from  OQght  to  be  afflrmed  and  the  appeal  diamissed.  Let  the  proper 
order  be  prepared. 


|CnUe<8UtMCIraltCont-6MrtbenI>laMatofV*«T«rt[.J 

ADAMB  V.  HOWABD  ET  AL. 

DteicM  Ftbmwi  0, 1S84. 

86  O.  0.,8!S. 
1.  Fabticdlak  Patbktb. 

Patent*  Hoa.  4T,6&1  ftnd  66,991,  gnnted,  TMpMtivel^:,  H&y  2  and  October  24, 1865, 
to  Jolin  H.  Irwin,  conitrDed. 
9.  In YxunoiT— Simple  Chamoe  Buhdyiico  Difbcts  Sutficikkt. 

A  almple  ahangc,  wbieh  othen  fklled  to  diMMvar,  and  wblch  remedied  k  grave 
defect:  Btid,  to  oonatitnte  A  p»teDtftb1e  dlfferenee. 

3.  Prior  Usx— Pkiob  Application  Aix>kk  Not  Sufficient. 

A  prior  application  for  a  patent  alone,  without  evidence  to  ahow  that  anoh  a 
laotoni  M  la  deaeribed  tlierein  waa  ever  conatruoted,  Is  not  anSlcIent  to  defeat  a 
patent 

4.  Partus  to  Surr^No  Oubciion  beiko  ikXKS  to  Non-jocsder,  Dxcrrr  Givrm. 

A  eoiDplaiaant  being  owner  of  an  nndlvided  third  intentat  in  a  license,  and  no 

objection  having  1>een  taken  b;  deranrrei  oi  the  anawer  to  the  non-Joitider  of  tba 

other  two  ownera  of  the  lloenae,  inch  non-Joinder  cannot  be  Inalated  on  to  defbat 

ft  decree. 

6.  Dnrasaxs— lNrRixoxi(r,:rrs  of  Pateut  WrraowT  Ksowlrdob  of  Patextrk 

Doxa  Not  Work  *ir  AiiAKSOinfRNT. . 

Where  IntHngetnenta  by  varlona  parllee  Rnd  for  ooniiderable  periode  have  been 
ahnvn  to  have  taken  pbice  during  tbe  life  of  the  patent,  but  the  circonuitancea 
£iil  to  eatablisfa  aoqaleaoenoe  in  the  Inataaoea  when  the  infringement  woa  known 
to  tbe  owners  of  tbe  patent,  there  exiita  no  auob  laohea  aa  would  defeat  an  no- 
oouDttng. 
6.  PBAcncs  la  CouKTfl— Court  will  Deterhu(x  thk  Wbolr  CoKTRoVERaY,  etfm 

IV  Patk.vt  Exrisxs  Prndixo  Suit, 

There  ta  no  donbt  of  the  propriety  of  decreeing  no  accounting,  although  the 
patent  haa  expired  aince  the  comni  en  cement  of  the  snit,  and  although  for  that 
reaaon  there  ahonid  not  be  an  injunction.  The  Juriadictton  of  a  court  of  equity 
haTing  been  legitimately  invoked  b,r  the  ocmplainent,  he  will  not  be  (tent  away 
wHhant  redreaa,  beoanae  all  the  redieaa  to  which  he  waa  originally  entitled  can- 
not new  be  awarded  to  him.  The  conrt  will  retain  the  cauae  in  order  to  com- 
pletely determine  tbe  controveray. 

Where  (be  defendanta  infringe  only  ooeof  twopatentaaued  upon,  neither  party 
abonld  reoover  ooata  aa  againat  tlie  other. 

Wallace,  J. : 

Infringemeot  ia  alleged  of  two  letters  patent  for  lmprovemeDt«  in  Ian- 
teroa,  granted  to  John  H,  Irwin,  one  Maj-  2, 1865,  and  the  other  October 
24, 1865,  both  of  which  have  been  assigned  to  the  complaiiiAnt. 

Tbe  second  patent  only  is  infHuged  upon  tbe  constmotion  of  the  claims 
of  tbe  first  patent  ado])ted  and  expressed  at  tbe  hearing  of  the  cause, 
which  limits  it  to  a  lantern  having  two  horizontal  guards  connected  by 
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a  hinge  or  catuii,  whereby  the  laateni  may  be  opeued  at  or  uear  the    : 
middle  of  the  globe. 

lufrlu^emeat  of  the  second  pateut  is  not  eoQtested.    The  claim  is  to 
be  constructed  as  one  for  a  loose-globe  lantern  in  which  the  globe  is  pro- 
tected by  a  basket  of  gnaids,  and  is  held  in  place  by  the  top  of  the  laa- 
teru  when  the  lantern  is  closed,  the  basket  being  hinged  at  its  npper 
horizontal  guard  to  the  top  of  the  lantfim  and  opened  by  a  spriug-oatch 
opposite  the  hinge.    The  special  utility  of  the  device  over  the  laatem    i 
of  the  first  patent  consists  in  the  protection  of  the  loose  globe  against    : 
accident  in  case  the  catch  is  accidentally  anlooked,  as  when  unlocked    i 
the  basket  will  prevent  the  globe  from  filing  out. 

It  is  insisted  that  there  is  no  patentable  novelty  in  ihts  improvement ;  i 
bat,  aH  was  suggested  at  the  hearing  of  the  cause,  assaming  that  Irwin'a  i 
first  ])ateut  was  granted  before  the  lantern  of  the  second  patent  was  i 
invented,  it  is  believed  that  the  change  mode  in  the  lEist  lantern  was  ! 
not  such  an  obviuns  oue  as  to  negative  the  exercise  of  inveutiou.  As  | 
the  lantern  of  Irwin's  flrst  putcnt  approsimates  to  that  of  the  second  j 
far  more  closely  than  any  other  pr<;ceding  detice,  it  is  nnnecessary  to  : 
examine  farther  into  thti  prioL  Htato  of  the  art.  The  ditfereuce  between  I 
tlie  lantern  of  tlie  second  patent  and  that  of  the  first  consists  only  in  a  i 
new  location  of  the  hinge  and  apring-catch  and  the  employment  of  a  j 
horizontal  guard  to  form  the  upper  rim  of  the  basket  for  the  parposea  \ 
of  this  new  locution.  This  eliange  of  location  seems  to  have  been  a  I 
very  simple  thing  after  it  was  made ;  but  simple  as  it  may  have  been,  | 
it  reme<licd  a  grave  defect  in  the  lantern  of  the  first  patent,  and  the  ad-  i 
vauges  which  it  introduced  were  immediately  recognized  by  the  public. 
Others  who  were  actively  experimenting  in  the  same  field  of  improve-  i 
meiit  failed  to  discover  how  readily  this  change  <H>uld  be  made  and  what 
advantages  would  result  by  its  being  made. 

The  defense  that  the  patent  is  anticipated  by  the  litutern  described    i 
in  the  piior  application  for  a  patent  by  Anthony  M.  Dnborn  is  not  ten- 
able, because  there  is  no  evidence,  except  his  application  for  a  patent, 
that  he  ever  invuntuil  such  a  lantern.     It  was  conceded  by  his  -solicitors   . 
npon  the  applici.tttni  that  the  model  accompanying  his  application  wonid 
not  answer  for  use  as  a  lantern,  although  it  was  sulHcient  to  illustrate   i 
the  construction  of  the  device,  and  titc  examiner  in  charge  condeinueil 
the  moilel  as  inoperative.     As  there  is  no  evidence  in  the  case  to  show 
that  such  a  lantern  as  was  described  in  the  application  and  illustrated 
by  the  motlcl  was  ever  actually  constructed  by  l>ubni'ii,  suHiciciit  iloeit 
not  ai»pear  to  defeat  the  novelty  of  Irwin's  invention. 

It  will  not  1)0  profitable  to  consider  in  detail  the  numerous  objec- 
tions urged  by  the  defendant  to  the  complainant's  title  to  tlio  piiteut. 
The  conclusion  reached  u  that  the  complainant  Adams  is  vc.'ited  with 
the  title  to  the  patent  which  was  aciuired  by  the  C'liica^jco  Manufactur- 
ing Company  October  0, 1800,  together  with  the  right  of  tw;tion  of  that 
couipaity  to  recover  for  infringi-mentH  since  tiiat  date.  This  title  is  of 
course  subject  to  the  license  which  had  l>eeu  granted  by  that  company 
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to  Aroho'  and  otheta  to  make  and  lue  tlie  iuTeotioD  in  this  State  aod 
ebevbere.  The  complalaant  Dietz  has  acqnirad  an  undivided  third 
iDtereet  in  this  license  b^  the  transfer  r>f  Panooast  of  March  24, 1881. 
No  objection  having  been  taken  by  demurrer  or  the  answer  to  the  non- 
joinder of  the  other  two  owners  of  this  license,  snob  noo-joinder  cannot 
now  be  insisted  on  to  defeat  a  decree.  If  these  parties  are  within  the 
jnriidietion  of  the  oonrt,  which  does  not  appear,  a  decree  can  be  made 
^thont  affecting  their  rights,  and  which  will  completely  adjust  the 
righto  of  all  the  parties  to  the  snit  as  between  themselTes. 

In  this  view  the  recovery  by  Diiitz  most  be  limited  to  one-third  of  the 
iliUDiigert  and  proAts  by  reason  of  the  ninking  and  u  ing  of  the  inventiOD 
accraiug  sluoe  Uareh  24, 1831.  The  cose  does  nut  disclose  such  laches 
on  the  part  of  the  owners  of  the  iMtent  as  should  deftot  an  acooanting. 
Wbile  infringements  by  various  parties  and  for  considerable  periods 
have  been  shown  to  have  taken  place  during  the  life  of  the  patent,  the 
drcamstauoes  fail  to  establish  acquiescence  in  the  instances  when  the 
infringement  was  known  to  the  owners  of  the  patent. 

So  (loabt  is  entertained  of  Che  propriety  of  decreeing  an  accounting, 
although  the  patent  has  expired  since  the  eommenoement  of  the  snit, 
and  although,  for  that  reason,  there  should  not  be  an  injanctiou.  The 
jiuisdiction  of  a  court  of  equity  having  been  legitimately  Invoked  by 
the  complainant,  he  will  not  be  sent  away  without  redress  merely  be- 
caiue  oU  the  redress  to  which  he  was  originally  entitle*!  cannot  now  be 
awarded  to  him.  Under  snch  circamstauces  the  court  n-ill  retain  the 
CAoae  is  order  to  completely  determine  the  oontrovers''.  0:'Afrey  v 
J^oo-Hs,  14  Fed.  Bep,,  170. 

Inssmach  as  (he  complainants  have  nnited  two  distinct  causes  of 
action  in  their  bill,  and  apon  their  allegation  tb>t'  the  defendant's  lan- 
t«n)B  iufrloged  both  the  letters  patent Jiftse  compelled  the  defendants 
to  litigate  both,  and  as  to  one  of  these  canst-  of  action  the  0  '.endr.T'.te 
liA^  prevailed,  neither  party  should  recovei  losts  as  against  the  other. 
fii-ieiUmd  V.  Striekfand,  3  Beav.,  242 ;  Crippe*  v.  Seermo),-e,  9  Paige, 
iU;  B^elt  V.  HMnk«rt,  11  Fed.  Rep.,  SlW-StW. 

A  decree  is  ordered  for  complain-'uts  in  conformity  with  this  opinion. 


I  (Tnlmd  BtatM  Cli  CDlt  Cunrt-Soulbotii  Slwrict  of  S*w  Tork,  ] 

Thb  Time  Telegbaph  Company  p.  Caret  et  al. 

Vtdilfi  ./n»,nijf3«.  lri^4, 

aiiO.  Q.,*i<^ 
''"^uhisaby  injunction— uiuntkp  wubrx  Defkhdaxts  are  EsTorriiD. 

A  )»rty  having  fnancod  »  complaiiMiit  to  ocqiiiTtt  ■  pnteut  and  to  engnge  iu 
■nuking  iintl  Mllitig  article!  niiilfr  it  U  eatupiKtl  tram  coDtoslliig  the  vaUilitjr  of 
It  foT  tli«  pnrpowt  of  »  Tiiotlon  for  »  prelltulnaTf  inJnnctioD,  anil  a  tecooil  party 
who  WM  cognizant  of  all  tlie  (lut*  axiA  iwiiu  to  bare  bMn  the  piincipnl  promoter 
<if  tlu  tRiiiMctioa  occnptM  no  better  potitlou. 
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Mr.  B.  8.  Otari,  Mr.  Botcoe  OtmkUng,  and  Mr.  JBdumrd  Jf.  JMOMnom, 
Jr.,  tor  the  oomplaliiMit 
if«wrt.  Turner,  Lm  (t  MeOlun  «Dd  Mr.  B.F.LMtOT  tb«  dttfendants. 

Wallitk,  J.  ! 

The  peottUar  fluito  ctf  tbis  caie  aatboriM  tbe  gnntin;  of  s  preUninuT 
ipjanotlon  am  to  mne  of  tlte  dcAndaate,  althoo^  the  eaaplaiwwt's 
patent  ii  of  a  recent  dote  and  has  nerw  been  a^lndloatod. 

Hie  deftoodant  Himmer  was  the  inventor  and  asslgww  to  the  oom- 
plainant  of  the  imptoTement  in  eleotrlo  eloek*  deeeribed  and  olaimed 
In  the  letters  patent  of  tbe  complainant,  While  h«  was  in  the  enpley 
of  the  oomplaiouit  as  its  ■operiatttkleDt  he  oidend  eertain  doofc  me- 
ohanlsm  to  be  made  whioh  was  id«itloal  in  partp  and  arrangement  with 
tliat  DOW  aooght  to  be  «if}oiued,  reiffesenting  it  to  be  one  of  the  raodifi- 
eati(M»  of  the  invention  serared  1^  tlie  patent.  Spedal  tools  and  dies 
were  obtained  to  oonatraot)  this  mechaniam,  and  the  oomphKinaDt^a  offl- 
eers,  assnming  that  the  oomphtinant  was  proteetsd  by  tbe  patuit,  have 
embodied  thia  mechanism  In  thuir  elodcs  and  introduced  them  to  tbe 
pnblio.  After  Himmer  left  the  oomplidnant's  employ  he  Indnoed  the 
mano&ctnrvs  who  were  then  making  thin  clock  mechanism  for  tbe  com- 
plainant to  aopply  him  with  tbe  various  parts  soficiest  to  make  a  niim- 
ber  of  complete  docks.  Theee  have  been  put  together  by  bim  (or  bis 
wifE,  In  whose  name  the  dock-making  bosiDess  is  carried  on),  and 
throngb  tbe  agent,>  of  the  delbndwit  Oarey,  who  seems  to  have  been 
oognisaut  of  all  tbe  '<usta  and  to  be  the  prindpal  promoter  of  thetrane- 
aotioD,  are  now  bdng  introdaoetl  to  the  public  in  competition  with  the 
complainant^s  docks.  Upon  these  &otB  Himmer  is  estopped  fbr  the 
parposes  of  a  motion  like  this  from  contesting  tbe  validity  of  the  patoit 
or  denyii>|{  that  tiie  dock  luerbanism  he  employs  is  covered  by  tbe 
claims  of  the  patent  He  cannot  be  heard  to  assert  either  of  these  de- 
fenses after  ind'iJng  the  complainant  to  aoqnire  tbe  patent  and  ei^age 
in  making  and  sdling  docks  nnder  It  such  as  be  now  nndertakes  to  make 
and  vend. 

Oarey  oocupiesno  betterpoeition  than  Himmer  does.  He  is  Himmer'u 
alter  ego  u  the  scheme  of  pirating  the  complainant's  rights.  His  gen- 
eral denial  of  commanity  of  interests  with  Himmer  goes  for  nothing  in 
view  (rf  the  fiusts  and  drcnniatancea  which  are  set  forth  in  tbe  complain 
ant^s  affidavits,  and  wliicb  are  suffldent  to  call  apou  him  for^a  fall  and 
ezplidt  disdosnre  of  bis  relations  with  Himmer  in  order  to  exMioate 
himsdf. 

So  case  is  made  for  an  iqjunction  against  the  defendants  other  than 
Himmer  and  Oarey.  As  to  Himmer  and  Carey  an  injnnctiwi  is  granted; 
as  to  the  other  defendants  tbe  motion  is  denied. 

Letters  patent  in  qnestion  were  No.  274,325,  dated  March  20,  1883, 
granted  to  The  Time  Telegraph  Company  as  assignee  of  Vitalis  Him* 
mer. 
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(&iiprMM  r«nt  af  tlw  TjBlUd  StatH.] 

The.  Lake  Shore  and  Micbiqan  Botjthbbn  Railway  Compant 
V.  Thb  UTational  Cab  Bbake  Shoe  Oobifanv. 

i)«oi<M  JomorySe,  1884, 
S8  0.  Q.,  915. 
I.  Omo^  Patkrt— Sbobs  fob  Cam-Brakx8— Coirantuu)  and  Lhotbd. 

In  this  OM  it  WM  lieM  thftt  on  the  reootd  herein  claim  S  of  L«tteia  Patent  No. 
404S6,  granted  to  Jamea  Bing,  October  6,  1603,  fbr  an  impcoTed  iLoe  ibi  eat- 
bcakea — namely,  *■  The  oombination  of  shoe  A,  m>1b  B,  olevis  D,  and  bolt  O,  the 
whole  being  ooaatmcted  and  airanged  anbatantiallr  aa  apeeified" — does  not  em- 
bodj  m-aj  lateral  rooking  motion  In  the  shoe  aa  an  element  of  the  oombioatioii. 
%.  &UI>— iMTKlMOUfKKT— COHBIRATIOIIB— HxaHAMICiU:.  CuAMau. 

On  eaeh  a  oongtrnotion  there  waa  on  the  record  herein  patentable  noTelty  in  arid 
olaim,  and  a  atrnotnre  baTing  the  same  fonr  pacta  in  oombination,  with  merely 
ftfinal,  and  net  aubotantlal,  meohanioal  diflerenoea,  infringes  lafd  claim. 

ApfeaIi  from  the  circuit  coart  of  the  United  States  for  the  Dorthem 
distriet  of  niiooifi. 

Mr.  Geo.  Paysoti  for  the  appellant. 

Mr.  JE.  Batminff  aod  Mr,  Tkoi,  A,  Banning  for  the  appellees. 

Ur.  Justice  Blatchpobd  delivered  the  opiDion  of  the  ooart : 
This  ia  a  sait  ia  eqait;  brought  by  the  National  Gar  Brake  Shoe  Com- 
pany, a  corporation,  against  tiie  Lake  Shore  and  Michigan  Soathem 
Bailway  Company,  in  the  circnit  court  of  the  United  States  for  the 
northern  district  of  Illinois,  for  the  iniringement  of  Letters  Patent  No, 
40,lfi6,  granted  to  James  Bing,  as  inventor,  October  6, 1863,  for  seven- 
teen years,  for  an  improved  shoe  for  car-brakes.  The  bill  iras  Bled 
Jane  7, 1880,  less  tbau  foar  months  before  the  expiration  of  the  patent. 
Ute  siufwer,  which  was  filed  October  4, 1880,  two  days  before  tbe  pat- 
ent expired,  denies  infriagemeDt,  and  alleges  that  the  thing  patented 
had  been  in  public  use  or  on  sale,  with  tbe  consent  and  allowance  of 
Bing,  fiM-  more  than  ti^o  years  prior  to  his  application  for  the  patent, 
and  that  the  invention  had  been  abandoned  by  him  to  the  public. 
There  is  no  defense  of  w^t  (tf  novelty  or  patentability  set  np  in  the 
Answer.  The  replication  was  filed  on  the  same  day  with  tbe  answer. 
So  proob  were  taken,  bat  five  days  after  tbe  filing  of  the  replication 
and  three  days  after  the  patent  expired  the  parties  eutei'ed  into  tbe 
following  written  atipolation : 

It  ia  henbj  atipDlated  by  and  between  the  parties  to  the  abave-eutiUetf  anlt,  fbr 
the  parpctaea  <^  said  anit  and  no  other,  aa  follows,  to  wit : 

1.  That  tbe  patent  sued  on,  No.  40,156,  iuoed,  to  James  Bing,  October  6, 1883,  inay 
be  c<Ma(detad  aa  formally  offers  in  evidence,  and  that  compUioant  is  the  esdnslTa 

S.  That  UieaaMll  Itraaa  model  offered  by  oompUinant,  and  marked  "Complatnanfs 
Exhibit,  Bing'a  Brake-Shoe,"  ia  a  ooneet  representation  ofthe  Invention  desoclbed  in 
wid  patent,  exeept  tliat  defendant  eUlms  Outt  said  model  haa  not  enough  rocking 
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3.  That  Iha  unall  wooden  modal  oSsred  by  defendkiit,  and  nwrked  "  Daftnduh 
Exhibit  A,"  i>  also  •  ooirDot  ropraMatation  ot  the  Mid  iaTeatioD,  eseept  that  oon- 
plainant  claimB  tliat  said  model  ha>  too  mnoh  looking  motion. 

4.  That  defendant  ha*  nae^  two  diffeieot  kinda  of  brake-Bhoea,  both  of  whloh  an 
olalnied  hj  oomplaluant  to  1m  infringemaDta  of  the  woond  olaiin  of  laid  patent,  bat 
M  to  both  of  which  infringement  ia  denied  by  defendant. 

5.  That  the  lint  of  aaid  btake-«ho«8  ii  couitmated  in  all  napeota  like  that  deaoribed 
in  taid  patent,  except  th»t  the  two  parta.vU,  tUe  ihoe  and  the  aole.are  flttadoaeadi 
other  *a  anngl;  aa  to  have  no  roeklDg  motion. 

6.  That  the  Bscond  of  eaid  ihoea  i)  correotlf  rspieaentBd  by  the  oiuall  wooden  inadcl 
marked  "  Defendant's  Exhibit  D,"  anil  that  it  also  haa  no  rocking  motion. 

7.  That  brake-ihooa  having  a  detacliable  Nola  attached  to  the  shoe  by  bolta  paa^Dg 
thioDgh  the  shoe  and  sole  at  right  angles  to  the  face  of  the  sole,  one  at  the  top  and 
one  at  the  bottom,  and  secured  by  unta  soiewed  onto  the  inner  enils  of  said  bolts,  M 
that  tbe  sole  conld  be  taken  off  upon  the  removal  of  said  bolts,  had  beea  known  and 
used  in  tbe  United  States  for  some  years  prior  to  tbe  said  invention  of  said  Bine,  *'><' 
that  the  small  n-ooden  modal  iiinikeil  "Defeudunt's  Exhibit  C  is  a  correct  lepreasnt- 
allon  of  said  brake-shoes. 

8.  That  said  aboc  last  mentioneil  wan  Hi'.spcudeil  A'oiii  tbe  tmck  by  a  hanger  or 
clevis  attacheil  to  :i  bolt  pnssiug  tbronyb  a  hole  at  tite  top  of  said  shoe,  as  ahown  in 
■aid  model. 

II.  That  ueitber  of  snitl  hnike-sbixis  iihmI  by  defendant  haa  the  latural  rooking  mo- 
tion described  in  said  patent  or  infringes  tbe  Rnt  cluliu  iif  said  patent. 

10.  Tbatif  the  conrt  be  of  thoopinlou  that  said  lateral  rocking  motion  funua  no  pact 
of  tbe  second  claim  of  said  palont,  then  thclivst  of  said  defendant's  brake-eboes  above 
mentioned  is  odniittiHl  to  bo  sii  iufrtiigemeut  of  said  clitini,  ami  tlio  deuision  as  to  thst 
shoe  shall  be  In  favor  o(  complainnnt,  provided  the  court  shall  also  be  of  the  opinion 
that  there  is  on  thnt  coiistrucliou  any  patentable  iiovelty  in  said  claim.  But  if  tbe 
cdurt  be  of  the  opinion  tlial  naiil  lateral  rocking  motion  does  form  a  part  of  said  sm- 
ond  claim,  or  that  there  is  no  patentable  novelty  in  said  claim,  if  so  construed  aa  to 
exclude  said  rocking  motion,  then,  in  either  of  these  cases,  the  decision  shall  be  in 
favor  of  defendant  as  to  said  first  shoe. 

11.  That  if  tbe  court  shall  be  of  the  opinion  that  said  lateral  nM]kiagm'i:,ion  forms 
no  port  of  the  aecond  cUtm,  and  that  defendant's  second  broke-shoe,  vis,  that  the 
defendant's  Exhibit  B  Is  in  its  meciianioal  construction  substantially  the  same  as  the 
combination  described  in  said  clsim,  then  the  decision  as  to  that  shoe  also  shall  be 
in  favor  of  oomplainant,  proviUeil  the  court  shall  also  be  of  opinion  that  there  is  any 
patentable  novelty  in  said  claim  when  so  consimed.  But  if  the  court  shall  be  of 
opinion  either  that  said  lateral  muklng  motion  does  fon-i  n  part  of  said  second  claim, 
or  that  the  mechanical  conslruction  of  said  shoe-brake  is  not  snlistaDtially  the  same 
as  that  slionn  in  itaid  claini,  ur  that  there  is  no  pateutnbln  novelty  in  said  claim  if  so 
construed  as  to  exclude  said  rocking  motion,  then  iu  uitTiet  of  said  cnsoa  the  decision 
aa  to  that  shoo  sliull  be  in  favor  of  defendant. 

13.  Tbat.iu  oHse  the  court  fiuds  the  issues  in  Avorof  tbeooniplainaiit,  both  parties 
waive  a  reference  to  the  tuiuter,  and  agrve  that  couiplainant's  damages  may  be 
assessed  nt  the  sum  iif  S200. 

I'i.  That  all  the  evidencu  in  this  case  is  comprised  iu  tbls  stipulation,  the'  models 
therein  refenvd  to,  ami  the  said  letters  patent. 

On  that  BtipulHtiou  tvnd  the  models  referrpd  to  in  it  &n<l  the  patent 
tbe  case  was  heard  in  tlie  circuit  court.  That  coart  filed  s  written 
opiniou  ou  the  2Cth  nf  October  followinir  (9  Bissell,  sat),  •.pon  which  a 
decree  was  entered  uu  the  aameday  as  of  tbe  preceding  dth  of  October, 
declaring  the  patent  to  be  good  and  valid  in  law  so  for  as  regards  tbe 
senoml  cUim  thereof  and  to  be  owned  by  the  plaintlif ;  that  the  defend- 
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uit  had  inflrioged  the  patent  by  usiug  the  inveation  secured  by  the 
aeoond  dsiiii,  sad  that  the  plaiutiff  reoover  9300  damages  ia  accord- 
ance with  the  stipulation,  the  same  to  be  in  full  satisfactioa  of  all  claims 
of  the  plaintiff  agatoat  the  defendant  on  aocoant  of  defendant's  infringe- 
meot  of  Uie  pateot.  The  defendant  has  appealed. 
The  apeoifloation  of  the  patent  is  in  these  words  : 

II7  inTe&tion  raUtM  to  the  comtrnatlon  of  Hhoes  or  rubbers  for  car-whe«1a,  Mid 
oonaiata,  firat,  ia  conatmcting  the  shoe  of  two  p»rta,  ia  tb«  peoaliAr  niaDuer  ileioribed 
Juittftftar,  M  thAt  the  part  in  cootoct  with  the  nlieel  can  accommodate  itoelf  to  the 
«une;  eoooDdlr,  in  (be  peaalisr  oombinatloD,  deacribed  heioafter,  of  tbe  two  parti  of 
the  ehoe,  the  olevle  bf  whiah  the  shoe  ia  suBpeuded  to  the  truek,  ami  the  bolt  which 
•eoDrea  the  oteria  to  the  shoe,  and  the  two  parta  of  the  shoe  to  endh  other. 

In  order  to  enable  othera  akllled  in  this  olasa  of  meohaniiiu  to  make  and  apply  my 
iDTentfon,  I  will  dow  proceed  to  deacTibo  itt  constTuatioii  and  opeiatloo. 

On  raftreDoe  to  the  aooompanyiog  drawing*,  whiotifori])  n  part  of  tbU  apectBuation, 
Figon  1  ia  a  rertioal  seotion  of  my  improTed  ihoe  for  rail  way-car  brake* ;  Fig.  2,  a 
•ectional  plan  on  the  line  1,3,  Fig.  1;  aodFig.  3,  afrout  view  oftheiihue. 

Similar  letters  refer  to  aimiUr  parts  throughout  the  several  vinwN. 


A  ia  the  aboe,  and  B  the  sole,  the  latter  being  formed  to  lit  the  periphery  of  the  ear- 
wheal  (part  of  which  la  ahown  by  the  line  x),  and  having  a  lag,  a,  wlilch  fits  Iietween 
the  logs  1 1'  on  the  shoe. 

D  Is  a  clevis,  the  npper  end  of  whieh  is  snspended  to  the  tmok  nf  the  railway-car, 
Ae  lower  end  being  arranged  to  embrace  the  Inge  b  and  b'  of  theshoe,  a  bolt,  O,  poas- 
[■g  thnagh  the  lower  end  of  the  olevia,  throagh  the  lugs  b  and  b'  of  the  shoe,  and 
Unongh  the  Ing  a  of  the  shoe  B. 

It  wiil  be  observed  on  reference  to  Fig.  3  that  the  lug  a  is  mode  tapering,  and  that 
tbe  bolt  O  Bts  looseiy  in  the  said  Ing,  as  well  an  in  the  lugs  b  and  V,  so  that  the  sole 
ia  aelf-adjnstable  laterally,  for  a  purpose  described  hereafter. 

A  prnjeetion,  d,  on  the  sole  B  fits  into  a  aocket  in  the  ahoe  in  eneb  a  manner  that  tbe 
sole  can  vlbiate  laterally  in  the  said  aooket,  while  the  projection  serves  to  inaiataln 
tbe  shoe  and  sole  in  their  proper  relative  positions. 

H  ia  the  nsoal  brake-beam,  (One  end  of  which  tita  into  a  recess  in,  luid  ia  secared  to, 
the  ahoe  A,  tbe  other  end  of  tbe  beam  being  aecurpd  to  a  similar  shoe  on  the  opposite 
side  of  the  car- track. 

"niB  peripheries  of  ear-wheeliare  always  beveled  or  inoline«l,  sotbat  ItbeconKaneo- 
Msary  to  malce  the  aolea  uf  the  ordinary  8hoi»  or  rubbera  of  a  corresponding  bev«), 
ooe  oboe  at  one  end  of  the  beam  being  beveled  in  one  direction,  and  the  other  shoe  at 
the  opposite  end  of  the  beam  lietng  beveled  in  aooutrary  direction.  Even  when  tbe 
Banal  ahoe*  are  properly  fitted  to  the  beveled  peripheries  of  the  wheels,  the  lateral 
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Btovemettt  of  the  kxleaaatbe  wheels  travene  curve*  of  the  tnok  la  mob  that  tbeocdi- 
may  shoee  cMinot  fit  kooantvly  ftt  ftll  tim«ft. 

•  Another  eril  attending  the  nae  of  ordinary  ahoee  or  rnblwn  la  that,  h  the  Utenl 
moTement  of  the  axles  take*  places  an  aodae  strain.  1«  ImpMied  to  tlie  hrakn  hnam 
TbeM  dlOoaltlea  are  avoided  by  my  InveDtlou,  inamoch  aa  tbawde  B  la  permitted  to 
have  a  lateral  roekftig  motton  on  the  ahoe,  and  can  at  tnica  aooonmodate  Itaolf  to  the 
bevel  of  the  wheel,  or  to  any  vaiiatlon  canted  in  that  bevel  b?  the  laienl  maranent 
«r  the  axle. 
Another  Unprovement  In  tnj  Inrention  !•  tiie  pecnllarly  almple  arranp-nient  of  the 


The  Qlaim  of  the  patent  is  as  MIowb  : 

1.  The  ahoe  A  and  aole  B,  both  being  conatraoted  and  adapted  to  eaoh  otber  anb- 
■tantially  aa  deaoribed,  ao  that  the  aole  can  have  « lateral  raeking  movenent  on  tlie 
ahoe,  for  the  pnrpoaea  specified. 

9.  The  eombinatlon  of  shoe  A,  tola  B,  elevia  D,  and  bolt  O,  the  whole  being  eon- 
atmoted  and  arranged  ■nbatautUIly  m  apeoUed. 

It  is  stipulated  that  neither  of  the  two  brake-shoee  of  the  defeDdaat 
iofriogee  the  flcst  claim  of  the  patent,  for  the  reason  assigned  in  the 
atipnlatlou,  that  neither  of  them  has  the  lateral  rocking  motion  described 
in  the  patent,  although  it  is  stipulated  as  to  one  of  them  that  it  is  ooq- 
atmcted  in  all  respects  like  that  described  in  the  patent,  except  that 
the  shoe  and  the  sole  are  fitted  to  each  other  so  snugly  as  to  have  no 
rocking  motion. 

1.  The  first  question  presented  for  decision  on  the  stipulation  is  as  to 
whether  the  lateral  rocking  motion  forms  a  part  of  the  second  claim  of 
the  patent.  The  circnit  court  held  that  the  second  claim  did  not  em- 
body as  an  essential  element  the  lateral  rocking  motion,  and  that  snch 
element  need  not  be  found  in  a  car-brake  shoe  iu  order  to  make  it  an 
infringement  of  the  second  claim.  The  ^iew  urged  on  the  part  of  the 
defendant  is,  that  the  combination  of  the  shoe,  the  sole,  the  clevia,  and 
the  bolt  cannot,  as  a  whole,  be  "  oonstructed  auil  armnged  anbstan- 
tially  as  apeoifled,"  if  the  whole  is  not  so  constructed  and  arranged  as 
to  admit  ot  the  lateral  rocking  motion,  and  Chat  there  is  no  snggestion 
in  the  specification  of  any  construction  or  arrangement  in  which  the 
aole  has  not  a  lateral  rocking  motion  on  the  shoe.  We  think  that  the 
circuit  court  was  correct  in  its  constmction  of  the  second  claim  on  the 
record  liefore  it.  The  first  part  of  the  inreuliou  is  stated  iu  the  speci- 
fication to  be  the  peculiar  manner  of  constructing  the  shoe  pro)>er  and 
the  sole  in  two  parts  in  such  way  that  the  sole  can  accommodate  itself 
to  the  wheel  by  reason  of  its  having  a  lateral  rocking  motion  on  tbe 
shoe  proper.  That  is  the  subject-matter  of  the  first  claim.  The  second 
part  of  tlie  invention,  or,  aa  the  Rt'^cification  says,  tbe  second  improve- 
ment  in  the  invention,  is  stated  to  consist  in  tbe  peonliar  combination 
of  the  shoe  proper,  the  sole,  the  clevia,  and  the  bolt,  the  clevis  suspend- 
ing the  shoe  ^nd  its  sole  to  the  track,  and  tbe  bolt  securing  the  clevis 
to  the  shoe  proper  and  that  to  the  sole.  The  combination  of  the  mode 
of  suspending  by  tbe  clevia  witli  the  mode  of  seonring  by  the  bolt  is 
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tiM  itaiDe  irheUier  Uie  sole  has  a  lateral  rocking  motion  or  not.  That 
eoaUns&ni  as  a  whole  la  oomtrBcted  and  arranged  aatwtantiall;  as 
ipeeUed,  evea  where  there  is  do  lateral  rooking  motlou  to  the  sole. 
nie  words  "  sabetaatially  as  specified  "  mean  "  tnbataatiall;  ae  ipeoi- 
ted'fai  regard  to  the  oomlHnatien  whieh  is  t^  subject  of  the  olaiin." 
The  adapt»ti(«  of  the  shoe  proper  and  the  sole  to  each  other  iu  suoh 
WBj  ae  to  pMidaoe  w  allow  of  the  lateral  reeking  motion  was  the  sub- 
ject of  tbe  first  olium.  The  oonibinatiou  formed  b;  the  peculiar  ar- 
raogement  of  the  clevis  and  the  bolt  in  reference  to  the  shoe  proper 
and  tbe  sole  is  a  combination  which  has  no  effect  to  produce  or  prevent 
the  lateral  rooking  motion ;  i^nd  the  stipulation  states  that  this  combl- 
natioo  oan  be  used  eoDstruoted  exactly  as  described  in  tbe  parent  when 
fte  ahoe  proper  and  the  sole  are  so  saasly  fitted  together  that  tbe  sole 
has  no  roekiag  motion.  In  otHUODanee  witti  tl^s  view,  tbe  apedfieation 
and  tke  daims  nHuotaia  a  diatiBotion  between  tbe  arrangement  for  the 
loeking  motion  and  tdie  manner  of  combining  together  the  shoe  proper, 
ttie  aole,  tiie  olevla,  and  tiie  bolt.  The  stipulation  declares  that  when 
the  oonUnaticm  of  the  second  claim  is  made  tliere  may  be  a  lateral 
nM^jng  motion  in  the  sole,  or  there  m.ay  noi-,  for  it  states  that  the  exact 
stmotnre  of  the  patent  may  be  copied  and  yet  the  fitting  of  tbe  sole  to 
the  shoe  proper  may  be  so  Rung  that  there  ^lay  be  no  lateral  rocking 
motion  in  the  sole,  and  so  no  inlnngement  of  the  tint  claim.  Hence,  a 
loose  fitting  of  the  same  parts  in  the  same  atmctnre  would  produce  a 
lateral  rookjug  motion  and  au  inftingemeut  of  the  first  claim.  There 
is  no  soggestiou  that  the  combination  of  the  second  claim  was  not  new; 
and,  there  being  nothing  shown  in  the  state  of  tbe  art  which  requires 
any  ancb  constmction  of  the  second  claim  as  that  contended  for  by  the 
defendant,  and  It  being  &irly  susceptible  of  the  opposite  constmction, 
and  the  latter  being  oue  which  is  commensarate  with  the  real  invention 
embraoed  in  the  second  claim,  and  oue  trbich  prevents  the  real  substance 
of  tbat  iuveiitiou  ttom  being  bodily  appropriated  by  an  iuliiuger,  it  is 
proper  tn  give  the  claim  sucb  a  conatrnotiou. 

2.  The  next  qneetipii  raisetl  by  tbe  stipulation  ia  as  to  whether  there 
is  any  patentable  novelty  in  tbe  second  claim  on  such  a  coiistraction 
No  question  of  novelty  is  raised  in  the  answer,  and  nothing  is  intro- 
duced in  evidence  on  that  subject,  or  on  the  state  of  the  art,  except 
what  is  fboiul  iu  paragraphs  7  aud  8  of  the  stipulation.  The  opinion 
of  tbe  oircoit  court,  wliiuh  is  set  forth  in  tbe  record,  speaks  of  "  tbe 
variotis  patents  that  have  been  put  in  evidence,"  but  none  such  are  be- 
ton  ns,  and  the  brief  of  the  iip|tellee  xtates  that  the  model  marked 
"Defendant's  Exhibit  G  ^  (luentioned  in  paragraph  7  of  the  stipnta- 
tioo),  '*  bae  been  selected,  as  the  Dearest  approach  to  tbe  patented  in- 
vention, from  a  large  number  used  in  the  court  below."  This  would 
indicate  that  the  ftill  cose  presented  to  tlie  court  below  is  Uot  presented 
here.  As,  however,  the  parties  to  this  suit  have  8tipula|ml  as  to  what 
the  recofd  is  so  for  as  anyUiing  iu  the  controversy  between  them  iu  this 


126  DECIBIOKS  OF   U.   6.   C0CBT8  IN  PATENT  CASES. 

Bait  is  ooncenied,  and  the  stlpnlatioo  states  tfaat  it  is  a  stipnlatiOD  for 
the  porpoees  of  tiiis  salt  and  no  other,  and  the  clerk  of  the  cireoit  cooit 
ceiliflee  the  transcript  to  be  "  a  trns,  correct,  and  complete  traoscript 
of  the  record  of  all  the  proceediof^  "  had  io  the  cirvait  oonrt  in  this 
aaitf  "as  appears  ftota  the  flies  and  records  of"  the  conrt  remaining  in 
hia  costodj-  and  control,  what  ia  furnisheil  to  as  ranst  l>e  accepted  as 
sufficient  for  the  purposes  of  this  suit,  learin^  onr  deciston  In  the  case 
to  stand,  in  its  beftring  in  r«spect  to  other  suits  on  the  same  patent, 
with  only  that  weight  which  is  due  to  it  in  view  of  the  manner  in  which 
the  case  is  presented  in  the  record. 

The  brake-shoe  described  iu  paragraphs  7  and  8  of  the  stipolatioD 
and  shown  in  defendant's  Exhibit  C,  it  is  very  clear  does  not  contain 
what  is  covered  by  the  second  claim  of  the  patent  as  we  have  defined 
it  or  destroy  its  putentable  novelty.  Bing  acoomplishes  l>y  one  bolt 
what  required  three  bolts  in  the  prior  etmctare.  His  whole  structure 
«aD  be  taken  ofT  from  the  clevis  by  removing  the  one  bolt,  while  in  the 
prior  Btmctnre  it  required  the  removal  of  two  bolts  to  take  off  the  aole 
troat  the  ehoe  proper  nud  the  removal  of  a  third  bolt  to  take  off  the  shoe 
proper  from  the  clevis. 

3.  On  the  foregoing  views,  it  is  admitted  by  paragraph  10  of  the  stipa- 
ation  that  the  first  of  defendant's  brake-shoes  infringes  the  second  dnim, 

and  there  must  be  a  decision  as  to  that  shoe  in  favor  of  tlie  plaintiff*. 

4.  The  only  remaining  question  is  as  to  whether  the  defendant'^  other 
brake-shoe,  Exhibit  B,  is  in  its  mechaniual  construction  sabstantially 
the  same  as  the  combination  described  or  shown  in  the  second  claim. 
In  the  Bing  shoe-brake  the  clevis  is  a  three-sided  stmctnre,  the  two 
lower  ends  of  which  embrace  the  two  lugs  of  the  shoe  proper,  and  the 
twit  passes  through  the  lower  end  of  one  arm  of  the  clevis,  then  through 
one  of  the  lugs  on  tlie  shoe  proper,  then  through  the  lugs  on  the  sole, 
then  through  the  other  lug  on  the  shoe  proper,  and  then  throngh  the 
lower  end  of  the  other  arm  of  the  clevis,  and  the  sole  cannot  be  removed 
without  first  removing  the  bolt,  because  the  lug  on  the  sole  fits  in  be- 
tween the  lugs  on  the  shoe  proper.  In  the  defendant's  stmotare  there 
is  no  bolt-hole  throngh  the  lag  on  the  8ole,bnt  there  is  a  onrved  depres- 
sion made  in  its  top,  in  which  the  carved  lower  end  of  the  clevis  'rests. 
The  clevis  does  not  have  two  onnti,  the  lower  ends  of  which  embrace 
the  tugs  of  the  shee  proper,  and  the  bolt  goes  throngh  one  of  those  lugs, 
then  throngh  a  hole  in  the  lower  end  of  the  clevis  (the  de^s  being  a 
vertical  piece,  without  arms,  and  not  three-sided),  and  then  throuf^ 
the  other  one  of  those  lugs,  but  the  bolt  does  not  go  throngh  the  lug  on 
the  sole.  That  lug  is  kept  in  place  by  the  pressure  on  it  of  the  onrved 
lower  end  of  the  clevis,  which  cannot  move  out  of  position,  because  the 
bolt  goes  through  it  and  holds  it  The  bolt  alone,  without  the  clevis, 
will  not  confine  the  Ing  on  the  sole.  The  lug  on  the  sole  cannot  be  re- 
moved until  the  bolt  is  removed  and  Uie  clevis  is  detached.  The  shoe 
proper,  the  sole,  and  the  clevis  an  combined  by  the  single  bolt^  which 
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^ecares  togetlier  the  clevis,  the  shoe  proper,  and  the  sole.    The  l<olt  atid 
the  cleris  iwrform  the  same  ofBce  in  the  two  Btnictiires,  and  the  me- 
chanical (lifl«:reiice8  are  merely  formal  and  not  Hiibstaiitml.    The  com- 
bioatioD  coiiKists  of  the  Bame  foarparta,dig'eriiig  only  in  form. 
The  decree  of  the  circnit  conrt  is  affirmed. 


The  Illinois  Cbntbal  Kailboad  Company  t.  Tubrill,  avminis- 

TBATBIX,  &G.     TbB  MICHIGAN  BOirTHEBN  AND  I^^ORTIIEBK  INDIANA 

Railroad  Company  v.  Tubbill,  adhinistkatrix,  &c. 

Dteldii  Jaavarn  26, 1884. 

26  O.  a..  BIT. 
1.  P80FITS. 

Id  view  of  tbe  former  decialou  of  this  court  in  tliiwe  faars  (lepurifd  unilrr  the 
name  af  the  Cawood  patent.  94  U.  $.,  fBit),  nothing  waa  lel't  oiwu  fur  further  in. 
4iilrj  bnt  the  aniounla  of  the  furniKr  recovurii»  for  tbe  use  of  the  non-iiifi-ingiDg 
■aacfainea,  aud  tbe  tnie  hat  of  dettrioining  UiiH  clearly  irntt  to  find  ont  what  part 
of  tbe  pToBtafor  which  the  original  decrees  ware  reiidprrd  hnd  b<!e:i  nimlp  by  the 
nae  of  the  uon-lnfrlnKlnK  niAchiiiM. 
f .  PaOFlTS — WaKK  IXTKHEBT  IB  Allowahlk. 

As  ft  general  rale,  a  psienleo  la  not  enlitled  toititure-st  ou  proGtti  made  by  anlu- 
fTJnger,  becaiue  profita are  rejc"'^^'  '"  'I'"  ^'H^>^  *>{  uiiliquidAlid  dainajjus;  bnt 
irbere  a  case  was  aeot  hick  to  HscertHiu  hvw  Diiich  nliould  be  ilediicted  from  de- 
crees fbrerrort  in  the  acconnting  ns.then  Htated,  it  seeniH  not  itt  alt  inequitnble  to 
allow  intereet  on  the  cotreoted  amonatsfroiii  the  (lute  of  tbt:  mastur'g  report.  The 
caam  ftra  entirely  different  in  this  particular  from  what  Ihey  would  have  been  if 
the  origlDftI  decrees  had  been  revened  for  error  in  the  principles  of  the  acconut- 
ing.  The  decr«ea  in  the  prenent  cases  may  be  considered  aa  aBlrmed  iu  part  and 
reveraed  in  part,  the  new  reference  being  had  only  to  find  ont  the  exact  extent  uf 
the  TeveRsla. 
^.  PRAimCK  IK  THE  COBRTB— DiATH  OF  Patxntbk  aftkr  Afpkal  Dors  kot  Aiiatk 
THB  Suit. 

The  death  of  the  patentee  dnoe  the  appeals  were  taken  does  not  prevent  the 
snits  ftom  being  farther  proaecnted  in  the  name  of  the  legal  representatiTct. 

Affkal  from  the  ciroait  coiu-t  of  the  United  States  for  the  nortb- 
em  district  of  Illinoia. 

Mr.  Geo.  Parson  for  the  railroad  companies. 

Mr.  Chaunoey  Smith  and  JIfr.  L.  L.  Bond  for  tbe  admtntstratrix. 

Hr.  Chief  Justice  ^VAITB  delivered  theopiniou  of  the  court: 
The  effect  of  the  jndgments  iu  these  caaes  when  here  on  the  former 
appeals,  as  reported  auder  the  name  of  the  "  Oawood  patent "  {94  U.  S., 
9&6),  was  to  affirm  the  decrees  then  appealed  from  so  far  as  they  charged 
these  appellants,  respectively,  with  the  profits  made  from  the  use  of  the 
inlHnging  machines,  knowu  as  the  "  Illinois  Central,"  the  "Etberidge,'' 
*nd  the  "  Whitcomb,"  and  to  reverae  as  to  the  profits  made  bj  the  use 
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of  the  "  Bayonet  Vise,"  the  "  Miohlgau  Soathern,"  aad  the  '^Beebee  & 
Hmitb,"  whicli  were  adjudged  to  be  nou-iufringing  maobines.  The  total 
amoant  of  proflta  arising  irom  the  aae  of  all  the  macbinee,  infringing 
and  non-iufriDgiiig,  was  settled,  and  the  judgment  of  the  oonrt  was  tbat 
Che  profits  bad  properly  been  estimated  by  uonpariug  the  ooat  of  muid- 
Ing  OD  the  machines  with  the  cost  of  mending  on  a  oommoo  anvil  This 
was  fonnd  to  be  abont  36  oeuts  i>er  foot  mended  in  favor  of  the  maohiuea. 
(Page  709.)  Nothing  was  left  open  for  farther  inquiry  bnt  the  amounts 
of  the  former  recoveries  for  the  use  of  the  non-infringing  machines.'  It 
was  quite  right  therefore  for  the  ciniuit  court,  when  the  oases  went  back, 
to  direct  the  master  tn  ascertain  from  the  old  evidenoe,  if  possible,  and, 
if  not,  from  new,  bow  much  should  be  dedao(«d  from  the  old  decrees  on 
account  of  the  erroneous  recoveries.  Tlie  true  way  of  determining  this 
clearly  was  to  find  oat  what  part  of  the  profits  for  which  the  original 
decrees  were  rendered  hod  been  made  by  the  use  of  the  oon-infringing 
macbiDes.  This  the  master  attempted  to  do,  and  in  the  case  of  the  Hit- 
nois  Central  Company  there  is  no  doabt  in  oar  mlu'ls  that  the  ooncln* 
siou  he  reached  was  entirely  correct.  In  fkot,  we  do  not  aiiderstaud 
thnt  this  is  disputed.  It  is  argued  that  a  sufficient  allowanoe  was  not 
made  iu  the  accounting  for  cat  rails,  but  that  question  was  settled  by 
the  original  decree,  and  could  not  be  re-examineil  on  this  reforenoe. 
The  inqoiry  now  is  limited  t»  the  amount  of  mending  done  by  the  nee 
of  the  nou-inCiingiiig  iiiachineB  and  its  comparative  cost. 

In  the  case  of  the  Uicbignu  Southern  and  Northern  Indiaua  Company 
tbe  evidence  is  not  as  satisfactory  as  in  that  of  the  Illinois  Central.  The 
shop-hooks  in  which  the  accounts  for  repairing  rails  were  kept,  if  kept 
at  all,  were  not  produced,  and  had  probably  l>een  destroyed,  as  of  no 
vHlnf>,  t>efore  the  accounting  took  place.  In  their  absence  it  is  difficult  to 
determine  with  iic-curacy  what  the  facts  were,  but  upon  full  considera- 
tion we  lire  satisfied  the  circuit  court  did  not  iu  its  deci'ee  underesti- 
mate the  itmount  of  deiluction  to  be  made  in  ffivor  of  this  company. 

In  making  np  the  decree  interest  was  added  from  the  date  of  the 
master's  reimrt  on  the  balances  found  due  after  the  ascertained  dednc- 
tiotiM  had  been  rmule,  and  this  js  asuigncd  for  error.  As  a  general  rule 
a  patentee  is  not  entitled  to  interest  on  profits  ma<Ie  by  an  infringer. 

The  reasoii  is  that  i>rofits  are  regarded  in  the  light  ()f  nnliqnidated 
damages  (Parks  v.  Booth,  102  IJ,  8.,  lOU),  but  in  niniiy  of  tbe  cases  it  is 
said  that  cirttumfttances  may  arise  in  which  it  would  be  proper  to  add 
interest.  Morrry  v.  Whitney,  14  Wall.,  «.=>3;  LitttefiOd  v.  Perry ^  21 
Wall.,  230.  Here,  as  has  been  seen,  in  effect  the  original  decrees  ren- 
dfi-ed  in  July,  1874,  were  afflnned  in  1876,  to  the  extent  of  the  present 
recoveries.  The  cases  were  only  sent  back  to  ascerttuit  how  much 
should  bededucted  iVom  those  decrees  for  errors  in  the  accounts  as  then 
stateil.  If  the  decrees  had  been  entered  originiitly  for  tlie  present 
Amounts,  the  patentee  would  have  been  entitled  lu  interest  from  1874. 
That  was  settled  iu  RaUroad  Company  v.  Turrill  (101  IT.  S.,  83G),  which 


DECISIONS  OF  v.   S.  C0UKT8  IN  PATENT  CASES.  129 

v:as  one  of  tlie  casee  afflrmetl  in  wLole  nt  tlie  former  hearing  in  tbia 
coart.  Uuiler  thew  circiiiiiataucea  it  seema  to  ns  nut  all  inequitable  to 
allow  intercut  on  the  corrected  aiuouiita  fi-oni  the  date  of  tbe  matter's 
re]>ort  in  1879.  The  ciides  are  entirety  dlBtreiit  in  tbig  particular  from 
what  they  nonid  have  been  if  the  oriffinal  decrees  had  been  rei'ersed 
for  error  in  the  prinviples  of  tbe  accouutiii^.  Those  decrees  may  very 
properly  be considerwl  as  affirmed  iu  part  and  reversed  ia  part,  tbe  new 
relvreuce  bi'iug  had  only  to  flud  out  tbe  exact  estetit  of  tbe  reversala. 

Since  tbe  present  ap|K>jiU  were  taken  the  patentee  has  died,  and  tbe 
apiMrllants  now  suggest  thnt  tbe  causes  of  action  do  not  survive,  and 
tbe  suits  ounuot  be  further  prosecuted  in  the  name  of  the  legal  repre- 
sentatives of  the  dece<leut.  As  to  this,  it  is  sufficient  to  nay  tliat  what 
was  calleti  by  Chief  Jnstiee  Marshall  iu  Gordon  v.  Or/den  (3  Pet,  35) 
"  the  silent  practice  of  the  court "  has  al  ways  been  the  other  way.  It 
is  every  day  practice  to  revive  such  suits,  and  the  books  ai-e  full  of 
cases  iu  which  this  has  been  silently  done,  no  one  appareutly  eutertaia- 
iog  a  donbt  of  its  propriety. 

The  devree  in  each  of  the  cases  is  aOlrmed. 

Mr.  Justice  Blatohford  did  not  sit  in  these  case,  and  took  no  |iArt  hi 
their  decision. 


lUoltod  Slata*  Clreult  Coart-Snnthern  DliUict  orinwt.  J 

AHDEEWB  ET  al.  V.  HOVBY. 

DteUM  M«g  9,  l^Si. 

36  O.  G.,  1011. 

Whjtt  the  cantm  wera  that  led  to  >  loog  silence  on  tbe  part  of  thn  patentee  are  not  •» 
material  ae  the  fact  itaplf  that  he  made  pnblio  the  kuoirledge  iind  use  of  hie  in- 
TCDtioD,  and  then  for  four  years  remained  wholly  eilent  and  took  no  action  for 
the)iTocurementof  a  patent:  Htld,  that  imdpi  tbedruiiiiiatauuefi  the  invention 
inn«t  be  (vgardedAa  dedioatcdor  abaiidoneil  to  tbe  public. 

Patent  No.  rj,4'JS,  January  14,  ld6B,  and  BoiMiie  No.  4,:iT-i,  May  9,  1871,  granted  tft 
Nelaou  W.  Green,  conatmed,  compared,  and  tlie  wiMue  held  to  cover  an  inven- 
tion dilTerent  from  that  embraced  In  tlie  oii|[inaI  pat«nt,  and  to  be  therufbre 
void. 

It  being  true  that  in  1849  and  It&O  wella  were  driven  at  Milwaukee  by  *  process  not 
dittiuKnishable  from  tbnt  deviitvd  by  the  patentee  in  ISel,  and  tbuae  wells  mere 
driven,  not  as  mure  experiniuute,  nor  fur  Iba  pnrpuse  of  exiiibilinti,  but  for 
public  and  coutiniiuns  uiw,  it  is  held  that  the  defense  of  want  of  novelty  is 
auatained. 

8TATB1IENT    OF  TRB  CA&B. 

This  salt,  with  a  large  number  of  others  against  other  defendants 
now  pending  iu  this  court,  is  bused  ui>on  Reissue  Letters  Patent  No. 
1.3i3,  granted  to  Nelson  W.  Green,  one  of  tbe  oomplainants,  under  date 
of  May  9, 1871,  the  original  patent,  No.  •3,4L*r),beainug  date  January  U, 
1868,  and  having  been  issued  for  an  improved  method  of  coustructtng 
■rtaiUn  wells. 
93731 
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The  bill  alleges  au  in&iDgetueDt  ou  iiart  of  tlie  det't^tidaiit,  anil  prajs 
for  an  injuuctioD,  socoautiiig  damages,  aud  fiirtber  relief. 

The  answer,  in  uabstaoce,  denies  that  Oreeu  was  the  original  inven- 
tor of  the  alleged  improvemeut ;  avera  that  the  alleged  invention  was 
known  and  in  public  use  for  more  than  two  years  prior  to  the  date  of  the 
original  letters  patent;  thatOreen,  if  hewasauorigiual  inventor,  »ban. 
doned  his  invention  and  knowingly  permitted  it»  pnbliu  use  formore  than 
two  years  before  applj-ing  for  a  patent;  that  the  reissae  is  a  departure 
from  the  original  letters  patentandembracesdiSerentand  more  extensive 
claims  than  are  covered  bythe  original,  aud  also  <leuies  that  defendant 
has  infringed  upon  the  rights  and  invention  held  aud  owned  by  the 
complaiuauts. 

As  alrewly  srated,  there  ai-e  peuding  in  this  court  a  largo  number  of 
causes  brought  by  the  comi)lainant8  for  allege<l  infringements  npon 
their  rights,  and  iu  the  district  of  Minnesota  similar  suits  are  pending, 
in  which  the  issues  nre  anhstflntially  the  same. 

For  eonveuienoe'  sake  it  wha  agreed  that  theHe  causes  should  be 
beaid  at  one  and  the  same  time  before  the  judges  of  the  district  of  Min- 
nesota and  the  dlstriets  of  Iowa,  and  accordingly  at  the  October  term, 
1882,  of  this  court  such  hearing  was  had  aud  tlie  qncdtiou.s  at  issne 
were  fnlij'  and  ably  presented  both  in  print  and  by  oral  argument  be- 
fore the  court.  At  that  time  there  was  pending  before  the  Supreme 
Com  t  at  Washington  the  caae  of  Wakl  v.  Hine,  on  appeal  from  the  dis- 
trict of  Indiana,  in  whicli  cause  this  Kame  patent  waa  involved,  and  it 
was  hoi>ed  the  decision  of  that  case  woald  give  us  a  final  aud  authori- 
tative decision  upon  the  more  important  questions  discussed  in  this 
court. 

When  the  judgmeut  in  Wahl  v.  Hine  wiis  annonncetl,  however,  it  ap- 
peared that  the  judges  were  equally  divided  in  opinion  therein,  eight 
only  of  the  membem  of  that  court  having  sat  in  the  case,  and  hence 
no  opinion  upon  the  merits  was  reached  or  anuonnced  in  that  cause. 

It  became,  therefore,  the  duty  of  this  court  to  consider  the  questions 
euibmitted,  unaided  by  the  decision  in  Wakl  v.  Bine,  aud  wc  have  en 
deavored  to  give  them  the  consideration  which  their  importance  de- 
mands. U|>on  many  of  the  questions  involved  a  very  large  amount  of 
evidence  has  been  adduced,  and  the  questions  of  law  and  &ot  have 
been  ably  argued  aud  preHeutod  by  the  counsel  iu  the  case. 

Messr'  Sioneman,  Bickel  &  Eattman,  Hfesars.  Hubbard,  CtMrk  <£  Date- 
ley,  Mr.  A,  R.  .We»t,  and  Meant.  Rogert  d:  Rogers,  for  the  complainants. 

Me»iir».  Lake  d:  Harmatt  and  Met»ri.  Wilson  S  Gale  for  the  defend- 
ants. 

8HIBAS,  7).  J..- 

Assuming  for  the  present  that  Nelson  W.  Green  is  entitled  to  the 
credit  of  being  the  inventor  of  what  ia  commonly  known  as  the  "driven 
Tell,"  we  shall  first  consider  the  defense  of  al>andonment— that  is 
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to  say,  the  arerment  that  iie  alloired  the  nse  of  his  invention  to  become 
part  of  the  property  of  the  pnblio  witbont  asserting  bis  right  to  a  pat- 
ent for  the  protection  of  his  rights  as  an  inventor. 
In  the  case  of  Shaw  v.  Cooper  (7  Peters,  29^)  it  wrb  held  that — 

Tif(11aDc«  U  neceaiwry  to  «ntille  rd  iDtUvidnal  to  the  privilsfTM  Kcnred  nmlir  tbo 
patent  Uw.  It  is  not  Dnoagh  that  he  ahnnld  ihon  bin  rl||ht  by  iaTeuCion,  but  he 
mtiBt  Mcnre  it  in  the  modfl  reqnired  by  Uvr ;  Knd  if  the  tnveiitinn,  tbroufch  frkudn- 
IcDt  meaiiR,  Rhoiilit  be  made  knowu  to  the  public,  he  should  uacrt  his  right  imraedi- 
Ately  and  take  the  necnwary  stvpH  to  letcalizH  it. 

Ttie  patent  lair  waa  dcAignvd  for  the  public  h^n^fit  M  ndl  or  for  tlie  lienetlt  of  in- 
Tcntoni.  *  *  *  No  niRltor  by  irbat  means  an  invention  Diay  ho  coininunicsted  to 
tbe  pnblic  befnrs  a  pnteiit  is  obtained,  any  acqnieacence  Id  thapnhlioiiw  by  anioveutor 
wilt  bo  an  ahandooincnt  of  his  right.  If  the  right  were  uascrtcd.  by  him  vbo  flrand. 
aleotly  obtained  it,  perhnpa  no  lapae  of  time  could  give  It  Tnlidity;  but  the  piiblto 
stand  tn  an  entirely  diffHient  relatiou  to  tbe  inventor.  The  Invcnllon  posavs  into  the 
pooBMsion  of  innocent  penoua,  who  have  no  know]eil);e  of  the  frond,  and,  at  a  con- 
fiiderable  expense,  perhaps,  they  appropriato  it  to  tlieir  onn  nse.  A  strict  constrnc- 
tiou  of  thd  aot,  as  it  regards  the  pulilla  nse  of  an  invention  bKriini  it  is  iiatoiit«d,  is 
ui#t  only  required  by  its  letter  and  Hpii-it,  bnt  also  by  sound  policy.  *  ■  •  Tha 
doctiino  of  pri«umed  acquiescence,  where  the  public  nse  in  known  or  niiftht  be  known 
to  tbe  iuventor,  is  the  only  safe  rale  whicli  can  be  adop(«d  on  this  snbjeot.  •  •  • 
Whatever  n)ay  l>e  the  intention  of  the  inventor,  if  he  siiflVrii  tlti^  iiiventiou  tA  go  into 
public  uM  tbrongh  any  roean<4  whatever  withont  no  inimmllnte  nwiertion  of  his  ri^'hl, 
be  is  not  entitled  to  a  l>atent,  nor  will  a  patent  abwin«d  unilor  such  cin^amstaucea 
jiTutMt  his  right. 

In  the  case  of  the  Conwlidatad  Fntit  Jar  Company  v.  Wright  (94  U, 
&,  96)  it  is  said  that— 

The  inventor  must  comply  with  the  conditions  prescribed  by  law.  If  he  fails  to  do 
thia  be  aoqniree  no  title,  and  his  invention  or  discovery,  no  mattur  what  it  may  be,  is 
lost  to  him,  and  is  benceforward  no  more  hia  than  if  be  had  never  been  in  anywise 
connected  with  it.  It  is  made  thereupon,  as  it  were,  by  accretion  irrevocably  a  part 
of  the  domain  which  belongs  to  tbe  community  at  large. 

Prom  the  evidence  in  the  oaase  it  appears  that  in  the  anmnier  of  1861 
Nelson  W.  Green  vas  a  resident  of  Cortland,  N.  Y. ;  that  he  was  en- 
gaged in  drilling  and  organizing  volnnteers  for  the  Army,  and  especially 
in  oiHinection  with  the  Seveaty-sizth  BegimeDt  of  Sew  York  Infantry, 
of  which  regiment  he  was  appointed  colonel.  That  while  thus  employed 
his  attentioD'  waa  called  to  the  subject  of  procuriug  pure  water  for  the 
DSe  of  his  men,  and  that  he  set  abont  to  devisti  a  means  by  which  water 
GOnld  be  readily  procured  from  beneath  the  surface  of  the  earth,  thus 
avoiding  danger  from  poisoned  wells  and  springs,  and  also  ftum  the 
risk  of  being  eut  off  from  access  to  the  ordinary  sources  of  supply  when' 
in  the  presence  of  the  eneiny. 

The  patentee  himself  testifies  that  in  the  summer  of  1861  he  had  de- 
vised in  his  own  mind  a  method  of  accomplishing  this  resnlt,  which  he 
explained  first  to  his  drill  squad,  and  then  to  the  officers  of  bis  regiment, 
and  which  coasisted  in  driviug  a  rod  sharpened  at  the  end  into  the 
gioand,  and  into  the  water-bearing  stratum,  then  withdrawing  the  same 
and  iDserting  a  lube,  throngu  which  the  waiter  uould  be  drawn  by  any 
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ordiDary  style  of  pomp.  Aa  a  test  pf  the  method  proposed,  aoder  the 
directioD  of  Colouel  Oreeo,  an  experimdiit  of  driving  a  rod  down  to  the 
water  was  niHde  near  liis  bouse,  and  tbis  ex)>eriuient  was  followed  by 
driviug  a  well  at  tbe  fair-grouuds  at  Cortland,  at  the  exix^nse  and  for 
the  use  of  one  Graham,  who  had  the  contract  for  fiiniUhing  food  and 
other  snpplies  at  the  camp  od  the  fair-gronuds.  Thi»  well  was  driven 
between  the  Ist  and  loth  of  October,  1861,  and  was  uneil  generally  by 
the  men  in  camp,  as  well  as  by  Graham  and  his  employes. 

We  further  find  in  the  testimony  of  Golouel  Green  the  following: 
(jncatioD  60.  After  tbii  expurinient  nt  tbH  honne,  ud  the  in«liing  anci  nae  of  tbtt 
well  nt  tlio  faJT-gTouDiU,  what  wu  yaui  opinion  sa  to  tbe  prautioability  of  taakiox 
welb  by  that  prac«si,  «itber  for  geDsial  use  or  for  the  purpomi of  the  Army,  •■  y«n 
bnd  i)ri(;luall,v  iiilruded  f— Auimer.  TI]«reBiilt  of  IbetwoexiienineDfanirerTcd  to  had 
DpoD  Diy  mind  the  effect  to  conviuoe  me  of  tho  entire  practicability  at)d  feaaibility  of 
the  process  for  all  the  parposea  tiani'td  in  the  qites'ion. 

Q.  61.  Did  you  take  any  Mtepa,  i^ive  Any  orderanrdireationnfor  theproaarcment  of 
material  to  tie  taken  with  juur  regiment  into  the  field  far  the  purpoae  uf  m  ikidg  weU* 
to  auppl;  chat  re^fiment  with  wAt^t,  wherever  it  mij^bt  be  ditaated  T — A.  t  ksv*  LiMq- 
teuaut  Mnd)^  orders  lo  procure  Mnch  material  for  the  purposes  named  and  gavr  Ad- 
Jntant  BobiiiKiiii  orders  to  fnrniih  hlni  iTirb  trannportiitiun  ton  Lti  Mtiue,  and  when  »t 
Albany  mrule  arrnn^ments  with  the  qnartermasttf T^gHDernl  for  the  tmnsporlatlon  of 
that  material  with  the  regiment  when  it  went  to  the  front. 

By  the  testimony  of  the  patentee  himself  it  is  shown  that  the  inven- 
tion claimed  by  him  was  perfected  in  conception  in  tbe  summer  of  1861, 
was  demonstrated  to  be  a  success  by  practical  use  in  October,  1861 ;  that 
the  patentee  caused  the  iiecessary  apparatus  to  be  ]>rocured  to  be  taken 
with  the  regiment  for  its  use  when  it  mored  to  the  seat  of  war,  and  ar- 
ranged with  the  aathorities  at  Albany  for  the  transportation  needed 
therefor.  The  testimony  of  the  i)ateutee  shows  beyond  the  possibility  of 
fl  donbt  that  his  object  and  purpose  in  186L  was  to  provide  a  means  of 
supplying  the  men  under  his  care  with  pure  water  and  protecting  them 
from  the  dangertobexpprehended  from  thepolluted  or  poisoned  springs 
and  wells,  or  from  being  cot  off  by  tbe  enemy  ^m  aocetw  to  tbe  asnal 
sources  of  supply,  and  to  this  end  he  caused  the  apparatus  to  be  need 
in  driving  wells  to  be  procured  and  transportatiou  therefor  to  be  pro* 
vided.  The  sinking  of  tbewell  at  the  fair  gronnds  at  Gortlaud,  and  the 
providing  the  means  fordrivnig  these  wells  whenever  and  wherever  they 
might  be  needed  by  the  regiment,  estitblishes  beyond  question  tbe  intent 
on  part  of  Goiouel  Green  that  tbis  iuveiition  should  be  pnblicly  and 
commonly  used  by  his  regiment  at  nuy  and  all  times  and  places.  His 
own  testimony  shows  that  he  explained  his  invention  and  the  means  of 
carrying  it  into  effect,  first  to  his  dnll-a4)nad,  and  then  to  the  offloers  of 
his  regiment,  and  subsequently  consented  to  tbe  sinking  and  pnUic  use 
of  the  well  at  the  camp-gronud,  and  yet  he  never  cautioned  any  one  to 
keep  tlie  method  a  secret,  nor  is  it  shown  that  in  1801  be  ever  mentioned 
to  any  one  the  idea  of  obtaiuiug  a  patent,  or  that  he  purposed  doing  so, 
or  that  he  took  any  action  looking  to  that  end.  All  that  he  did  tended 
to  spread  the  knowledge  of  tiie  mode  of  making  these  wells  and  of  the 
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ueceas  attendiug  tlipir  Dse,  and  nothing  whatever  ii  ahown  iudioating 
an  iut«Dt  to  restrict  the  right  to  make  ami  nsethe  same  to  himself  aa  a 
IHtteotee. 

It  is  an  admitted  fact  that  Oolonel  Green  whs  a  man  of  iiitelligenoe 
and  edacatioH,  and  be  miut  have  known  what  the  law  requirMl  of  him 
in  case  be  desired  to  secare  his  rights  as  an  inventor  nnder  the  provia- 
ioDS  of  the  patent  laws.  He  knew  then  tbat  to  secore  his  rights,  if  he 
{lesiml  to  procure  a  patent,  he  mtist  apply  therefor  before  permitting 
Ilia  inveutiun  to  pass  into  general  or  public  use.  His  own  testimony 
coDclnsively  shows  that  he  gave  pablieity  to  his  invention,  and  cod- 
unted  to — nay,  aided  in — making  the  use  thereof  common  ami  public. 
There  is  nothing  in  the  ertdenoe  showing  that  he  purposed  or  intended 
to  make  further  or  different  ez)>erimeuts  with  a  view  to  perfecting  his 
discovery.  He  himself  exprtteily  testified  that  the  ex{i«riment  at  his 
honse  and  the  driving  »ind  ane  of  this  weir  at  the  onmp-gruiitnl  con- 
riuced  him  of  tlie  feasibility  of  the  prooess  In  making  wells  either  for 
general  or  army  nse ;  or,  as  oonnael  for  complainants  in  their  brief  apon 
Uie  facts,  patres  17  and  18,  state  It: 

Tb«  twoAxperinMnU  fally  anilaktiaCuitarily  damonitraWd  (lie  general  practlouhll- 
ity  of  tbo  proceM  wbera  no  rook  InterraDM. 

The  evidence  shows  oonotosively,  therefore,  that  the  invention  was 
thought  Dotandwas  put  into  satisfactory  use,  the  nse  t>eittg  an  open  and 
public  me,  while  Oolonel  Oreen's  regiment  was  in  camp  at  Cortlaud, 
aod  the  ueoessary  machinery  and  tools  with  transportation  therefor 
were  provided  for  oontinning  tbe  coustmotlon  and  the  open  and  public 
use  of  other  wells,  and  yet  no  step  was  taken  by  Oolonel  Green  for  the 
procurement  of  a  patent,  nor  was  there  at  that  time  any  act  done  or 
KUtement  made  indicating  a  purpose  or  intent  npon  his  part  to  apply 
for  a  patent  in  tbe  future.  It  is  urged,  however,  that  the  reason  why 
BQ  application  for  a  patent  was  not  made  at  that  time  was  lieuause 
Colonel  Green  had  become  involved  in  serious  difflcnlties  on  ncconut  of 
tbe  sbooting  of  Captain  MuNett,  one  of  tbe  olBcers  of  his  regiiUi^nt,  on 
the  6th  of  December,  1861.  If  it  appeared  from  the  evidence  that 
Colonel  Green  had  in  the  fall  of  1861  taken  the  initiatory  steps  for  the 
procnrement  of  a  patent,  or  bad  even  nnmistakably  aunounued  his  in- 
tention no  to  do,  and  it  appeared  that  the  accomplishment  of  nncli  pur- 
pose was  interrapted  by  the  complications  and  di&lcultiuti  arising  out 
of  the  ahootingof  Oaptain  MoNett,  it  might  then  be  claimett  that  these 
difficulties  formed  an  ezonse  for  the  long  delay  in  applying  for  a  patent 
on  part  of  Oolonel  Green,  But  it  will  be  trame  in  mind  that  the  ideii  of 
tbis  mode  of  constructing  a  well  was  thought  oat  in  tbe  summer  of 
1861,  and  the  well  at  the  camp-ground  was  snnk  before  the  15th  of 
October,  and  the  shootinff  of  MuNett  wan  not  until  Deueml>er  6.  It  is 
also  shown  by  Oolonel  Green  himself  that  he  gavo  the  proper  orders  for 
the  constrnction  of  the  apparatus  neoessary  to  beuipd  in  sinking  wells, 
nod  that,  when  in  Albany,  he  arrauged  for  tbe  transportation  Uiereof 
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with  tlio  reffiineat  wtien  it  moved  to  the  seat  of  war.  If  he  tbng  had 
time  and  opportunity  enough  to  provide  the  meana  necassary  to  tiimiah 
these  wells  for  the  common  and  public  use  of  hia  regiraent,  can  it  be 
fairly  claiJnGd  that  he  did  not  have  time  aud  opportauity  to  at  least 
announce  his  purpose  of  procuring  a  patent,  if  such  was  then  his  In- 
tent 1  It  would  seem  that  the  utnio:)t  that  can  besaidof  the  effect  of  the 
diEBenlttesresultinK  to  Ooloneltireeu  from  theshootingof  Captain  McNett 
is  that  thereafter  his  attention  was  so  fully  occupied  thereby  that  he  gmve 
no  further  thongbt  to  the  subject  of  driveu-wells  at  that  time,  and 
hi)nce  did  not,  in  hia  own  mind,  reach  the  conclusion  that  he  wonid 
apply  for  a  patent  nntil  several  years  had  elapsed  and  these  difflenltiea 
had  begun  to  pass  away,  and  nutll  it  was  brought  to  bis  atteotioD  that 
tlirongh  the  nae  of  this  mode  of  driving  wella  other  parties  had  reaped 
large  iiecuniary  benefits.  But  during  this  delay,  extending  to  May, 
18U6,  a  pttriod  of  over  four  years,  the  public  had  acquired  rights 
through  the  open  and  uninterrupted  use  of  the  discovery.  What  the 
causes  were  that  led  to  this  long  silence  on  the  part  of  Ooloiiel  Green 
are  not  so  niat'erial  as  the  fact  itself  that  he  made  pablic  the  knowled^ 
and  use  of  his  invention,  and  tlieii  for  over  four  years  remained  wholly 
ailent  and  look  no  action  for  the  procurement  of  a  patent.  Oan  there 
be  any  question  that  Colonel  Qreen  did  permit  his  invention  to  go  into 
public  use  without  an  immediate  assertion  of  his  rights  T 

Id  Egbert  v.  Lippman  (104  U.  S.,  333)  it  was  held  that  "to  coostitnte 
the  public  use  of  an  invention  it  is  not  necessary  that  more  than  one  of 
the  patented  articlea  aliould  be  publicly  used,"  it  being  also  held  in  t^e 
same  case,  that — 

If  nn  iDveiitor,  havlog  maile  lila  device,  Kl*eBor  wllnit  to  Miotii«r,  to  be  tMed  by 
the  donee  or  reodee,  without  UmllatloD  or  reBtriotlon,  oi  liijnneddli  of  eeereej,  and 
it  is  M  uied,  snob  uM  la  pniiliu,  eren  though  the  ose  and  knowledge  of  the  me  nuv 
he  couliued  to  one  person. 

It  is  not  questioned  that  the  well  at  the  camp-ground  was  made  witli 
the  knowledge  and  consent  of  Colonel  Green.  It  was  for  a  public  nae, 
bein^  constructed  at  the  expense  of  the  sutler,  Graham,  for  the  purpose 
of  supplying  water  for  use  in  t^e  cook-rooms,  aa  well  as  for  general  aso 
by  all  connected  with  the  regiment  There  was  no  effort  made  to  keejt 
the  mode  of  its  construction  secret,  but  rather  the  contrary.  When  the 
regiment  left  Cortland,  N.  Y.,  Colonel  Green  exercised  no  control 
over  tliis  well,  nor  did  he  cstuse  it  to  be  taken  up,  or  otherwise  kept 
flrom  public  use  or  kuowledge.  If  he  was  the  inventor  of  that  dcacrip- 
tioQ  of  well,  he  certainly  gave  to  Graham  the  full  right  tooonstruct 
sod  use  the  well  and  to  permit  its  use  by  others,  without  any  limita- 
tion whatever,  or  any  injunction  of  secrecy,  thus  bringing  the  case 
irithin  the  rule  laid  down  in  JEgbert  v.  Lippman,  even  if  there  were  no 
ftirther  facts  showing  acquiescence  in  the  public  use  of  the  invention. 
But  these  facts  are  not  wanting,  for  it  is  proven  by  Colonel  Green  bim. 
aeU  that  he  caased  the  necessary  tools  and  pipes  to  be  prooored  for  tlie 
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nse  of  the  rogiiuent  wliea  it  went  to  the  front,  ebowiiig  dearly  that  be 
propoaeil  and  intended  to  permit  any  uamber  of  wella  to  be  sunk  and 
nsed  tliat  might  be  needed  by  tbe  reginieut,  thns  showin^r  th»t  he  cOn- 
templateil  a  continnons  public  use  of  the  invention  without  icistrietion 
or  limitation.  Ai^in  the  evidence  shows  that  a  h\Tg6  nnmber of  driven 
wells  were  made,  and  n^cd  in  And  about  Cortland  and  neighboring 
places  during  the  yenrs  1 W2, 1863, 1864,  and  1865.  It  is  now  claimed 
that  Colonel  Green  had  not  actual  knowledge  of  the  existence  of  these 
wells;  but  was  be  not  bound  to  know  that  tbe  natural  result  of  what 
be  himself  had  done,  and  had  caused  to  be  done,  in  tbe  way  of  giving 
poblicity  to  tbe  anccess  which  attended  this  mode  of  making  wells, 
would  be  to  spread  tboir  nse  by  the  public,  unless  be  promptly  pre- 
vented such  result  by  procuring  a  patent,  and  ciin  he  now  be  hoard  to 
s»y  that  he  did  not  know  nor  have  reason  to  kuow  tliat  the  uae  of 
these  wells  was  becoming  common  iu  his  own  neighborhood,  when  the 
facts  show  that  such  nse  was  the  natural  result  of  his  own  acta!  But 
we  nre  not  left  to  mere  inference  upon  this  question,  an  there  is  testi- 
mony sliowiug  satiH^turily  that  be  bad  knowledge  of  Die  existence  of 
a  |M>rtioD  at  least  of  these  wellfi,  aud  despite  bis  own  testimony,  wherein 
be  endeavors  to  destroy  tlie  weight  of  this  testimony',  either  by  diront 
denial,  or  by  claiming  that  be  did  not  in  fact  recognize  certain  wells 
whieb  came  under  bis  notice  to  be  driven  wells,  yet  we  think  the  pre- 
ponderance  of  evidence  is  against  him  on  this  proposition,  and  that  it 
mnst  bs  held  that  he  knew  that  such  wells  were  being  made  and  used. 
We  find,  therefore,  as  conclusions  of  fact— 

1.  That  in  1861  Colonel  Green's  purpose  in  devising  his  method  of 
driving  wells  was  to  foruish  a  ready  means  whereby  the  men  of  his 
regiment  could  procure  a  supply  of  pure  water,  and  that  he  did  not  at 
that  time  contemplate  procuring  a  patent  therefor,  aud  that  he  put  liis 
method  of  driving  wells  into  public  nse  fn  1861,  for  the  benefit  of  his 
regiment,  and  thereby  dedicated  or  abandoned  his  invention  to  the 
publico 

2.  That  his  invention  wag  iu  opeu  aud  public  nse,  with  bis  knowledge 
and  acquiescence,  for  more  than  four  years  before  he  applied  for  a  pat- 
ent thereon. 

From  these  conclusions  of  fact  it  oeoesanrily  follows  that  the  letters 
pateitt  origioally  granted,  and  the  reiaaned  letters  based  thereon,  must 
be  held  invalid  and  void. 

It  is  also  urged  on  behalf  the  defendants  that  the  reissued  patent 
enlarges  tliescopeof  tbe  original  patent,  ia  broader  in  its  terms,  includ 
ing  improvements  and  principles  not  contained  iu  the  original  specift 
catloDs,  abd  is  therefore  void. 

Thia  defense  demands  an  examination  and  determination  of  what 
Colunel  Green's  orijpual  invention  .consisted,  and  of  what  ia  embraced 
within  and  oorered  by  the  reissued  patent.  We  will  consider  the  latter 
propotftim  before  proceeding  to  tbe  former. 
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William  D.  Andrews,  one  of  the  oomplainaiita,  in  ^vitig  bis  testi- 
mony, is  SHked  vhelber  be  bna  read  aud  nudentanda  tbu  reiiwaeft 
patrui,  aud,  if  no,  to  describe  it.  wbicli  he  does  in  tbe  followiif^  Imi- 
gnage: 

The  tiiventlon  in  fur  a  in«tIi(Ml  of  pmoaring  WAt«r  from  the  cartli  by  inMiid  of  a  tuba 
liucrlecl  iiitu  lliu  earth  dowD  to  ami  lata  «  wfttor-lieariug  Mtrntuin,  aud  attwiliing  t» 
•ach  tiibi>,  Ih  csikii  where  ttie  water  tloet  nut  flow  ti»tutally,  a  piintp  by  un  air-tight 
0OUD»tM'>D,  anil  by  (be  uperfttlon  uf  the  piiinp  producing  *  Tocnniii  withiu  the  tube 
whichrciniiBihe  bmlyoftlie  well  aud  itallufiig,  thvnby  cniiBing  the  wutui  in  theaiir- 
ronndlng;  enrlb,  ntider  the  preiMare  of  tbe  aCDioapbere,  to  riuh  into  rbo  well  tonued 
by  tlietulie,  andranileblDgaptaotloBlIy  liiexhanatlbleanpply  ofwaterby  thenMMiu 
■a  atfttiid  and  deaeribed. 

In  tbe  opinion  of  Jadfe  Benedict  in  the  Uarnian  caae,  cited  at  length 
by  complainanta,  it  is  stated  that — 

The  travelty  eonalata  In  maklDK  the  well-pit  to  eooalat  of  the  tube  «f  a  pnnip  oon- 
DBdftMl  tightly  with  tbe  earth.  Thla  !■  MonmpKihed  liy  driving  Into  the  mtA  the 
tobetobnueedaaa  tDJMofapuuipandat  theeametimeaa  thepltof  the  well.  Tfaia 
maimer  of  iuaertlng  the  tabe  readora  it  paaalble,  by  loeuui  uf  a  puup  attwihett  t» 
tube,  to  create  a  vacnuu  ii^  tlie  pit  of  tbe  well  and  at  the  lame  lime  ju  the  watei- 
beariiig  itTHtnni  of  (be  earth. 

Ill  tbe  printed  arjpiment  of  connael  for  oomplainants  it  is  said  that — 

The  drive-well  Inveutud  by  Coliiuel  Green  left  no  opeu  apaoe  bclwveu  thelluiogand 
the  aaollon-pipe,  and  is  baaed  n]>oii  tbe  principle  that  if  a  vaonnm  la  formed  lu  the 
earth  at  the  ordinary  depths  by  the  action  of  theanetton-pninp,tbe  atmoepherio  preaa- 
nre  cnmniDnlcated  throuf(h  the  earth  to  the  water  will  canie  It  to  leapond  to  tbe 
VBcuuui  produced  witblu  the  well,  wboee  lining  la  Iteelftheaactlou-pipeof  thftwell 
and  perl'uvtlj  airtight,  tlie  earth  eerving  ae  Alter. 

It  is  not  necessary  to  extend  these  qaotatious  to  sliov  that  tbe  prin- 
ciple vhicb  it  is  claimed  coustitntes  the  dlscorery  or  invention  of 
Colonel  Green,  as  described  in  the  reissued  patent,  is  tbat.tbe  prodao- 
tion  of  a  Tacuum  in  the  earth  by  means  of  an  air -tight  tube  driven  iDt» 
tbe  earth  to  which  ia  attached  a  snctiou-pump  will  greatly  increase  the 
Bopply  of  water.  To  produce  this  racaam  it  is  neoeasary  that  the  tnbe 
forming  the  lining  of  tlie  well  should  be  iu  sncb  close  contact  with  tbe 
sarroiiiiding  earth  aa  to  be  airtight,  and  it  is  claimed  tliat  driving  the 
tube  iiito  the  ground,  whether  with  or  wftbout  origiually  perfmating 
tbe  earth  with  a  rod,  coustitutes  a  mode  of  ooustrnoting  a  well  which 
practically  results  in  protluciug  a  well  whose  lining — to  wit,  tbe  tube — 
is  in  air-tight  oonoection  with  the  earth.  Iu  other  word«,  In  order  to 
successfally  apply  the  priudple  it  is  absolutely  essential  that  the  tabe 
fonuiug  the  lining  of  the  well  should  be  iu  such  close  contact  with  the 
earth  that  the  air  cannot  pass  doMu  around  tbe  outside  of  tbe  tube,  and 
tbe  pump  used  in  drawing  up  tbe  water  must  also  be  attached  to  tbe  end 
of  tbe  tnbe  by  an  air-tight  connection.  Uuless  both  of  these  oonditions 
are  fulfilled  it  is  imiHissibte  to  create  a  vacuum  in  tbe  tube  aud  abont 
the  portion  of  it  inserted  in  the  water-bearing  etratum;  and  as  the  cre- 
ation of  this  vacuum  is  the  essential  aud  only  means  of  applying  the 
principle  wbiobit  is  claimed  constitutes  the  chief  merit  of  Uolouel  Green's 
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iDventioD  or^dlsoovery,  it  follows  that  in  order  to  protect  anoh  a  dts- 
oovery  by  a  patent  it  mnat  be  included  within  the  specifictttioun.  This 
ni^  be  done  by  either  a  pit>per  description  of  the  resalt  to  be  obtiiined 
or  by  the  means  employed  to  accomplish  the  result— that  is  to  say,  it 
woald  be  sufficient  if  it  was  stated  that  by  the  use  of  certain  prescribed 
means  a  vacuum  in  and  about  the  tube  would  be  created,  and  thereby 
the  sappiy  of  water  wonld  be  increased,  ur  if  it  was  stated  that  the  tnb- 
ingof  the  well  was  so  driven  as  to  be  made  alr-tiffht  by  contact  with  the 
sarronnding  earth  and  the  pump  to  be  nsed  was  affixed  to  the  tube  by 
an  air-tight  connection.  lu  the  latter  case  the  result  reached  or  the 
principle  jjat  into  operation  wonld  not  be  described  ;  but  as  the  means 
d^ribed  nmut  ueceeaarily  produce  the  result  or  apply  the  principle,  it 
is  held  snfflcient  to  describe  the  means  employed  without  specifying  the 
principle, which  Is  thereby  brought  into  play.  Indeed,  it  is  not  neces- 
sary that  the  inventor,  to  be  entitled  to  a  patent,  should  himself  under- 
stand the  abstract  principle  which  his  invention  brinifn  into  nse.  It  ia 
snfflsient  if  be  is  the  inventor  of  a  means  wher«by  a  new  and  useful  ap- 
plioation^of  the  abstract  principle  is  brought  about.  Still,  as  already 
remained,  it  is  uecessary  that  in  the  patent  and  specification  the  new 
and  useful  applioutinn  of  the  principle  must  be  described,  either  by  set- 
ting forth  the  result  obtained,  with  the  means  of  it^j  accomplishment,  or 
else  by  such  a  description  of  the  means  employed  as  will,  if  followed, 
naoeaaarily  produce  a  resalt  which  embodies  tlie  practical  applioation 
of  the  prinoiple  involved. 

Let  ns  now  examine  the  specifications  originally  filed  by  Colonel 
Qteeo,  and  see  whether  there  is  embraced  therein  the  application  of  the 
prio^ple  of  utilizing  atmospheric  pressure  through  the  creation  of  a 
vacnum  in  the  tube  and  the  earth  suTrounding  it,  where  it  penetrates 
the  water-bearing  stratum. 

The  description  of  the  invention  is  set  forth  in  the  following  lau- 
gtuge: 

My  inTeutiOD  eoiuisU  in  driving  or  furciug  an  itaa  or  a  noodeo  rod  with  a  Bteel  «r 
Iraa  point  iatoUMeartb  aatll  It  U  proJ«cbMl  tooriato  the  vnMr.anU  then  wUhdrsir- 
ing  the  Bftid  rod  Mid  inacrting  in  Ita  piBce  «  tube  of  metst  or  wood  to  the  ft»me  dnpth, 
Unoagb  which  awl  ttma  whieb  the  water  may  be  drawn  by  ao  j  of  the  naiial  well- 
known  forau  of  pninpa. 

Finally,  in  setting  forth  his  claim  he  does  so  in  the  following  terms : 

Raring  thiu  fnlly  deacrilwd  my  invention,  what  I  clikim,  and  ilusire  tio  tponre  by 
Wtora  patent,  in  the  herela  deBcribed  ptocetm  of  sinking  wells  whflre  no  rock  ia  to  b> 
tNmetratod,  vis : 

Bj"  driTlnft  or  ftirelng  down  a  rod  to  and  into  the  water  under  groiinil,  and  with- 
drawing it  and  innrting  a  tnbe  in  its  place  to  draw  the  wAter  through,  snbslantially 
M  herein  deaeribed. 

It  oeruiinly  cannot  be  successfully  clAiine<!  that  in  those  statements 
it  is  set  forth  in  express  terms  that  the  principle  to  be  utilized  Is  the 
■tmospherio  pressure  forcing  the  water  to  and  into  the  tube  through 
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tbe  agency  of  a  racanm  created  i&  the  tabe,  and  in  the  earth  at  the 
lower  end  of  the  tube,  where  it  penetrates  the  water  bearing  stratam. 
There  ia  not  to  be  found  in  any  part  of  the  specifications  any  reference  to 
a  racuuni  either  in  or  out  of  the  tube,  uor  any  mention  of  atmoapheri^ 
pressure  created  thereby.  If  tbo  application  of  this  principle  formed 
the  material  and  all  important  part  of  Colonel  Green's  invention  in  1861, 
and  is  now  claimed  in  argament,  he  certainly  failed  to  set  it  forth  in 
ezprees  terms  in  his  speciflcationH  forming  part  of  the  original  patent, 
uor  can  it  be  inferred  fVom  the  description  of  the  means  to  be  employed 
that  he  then  proposed  to  create  a  vacnam  by  making  the  well:lining 
air-tight  and  by  attaching  a  pnmp  thereto  by  an  air-tight  oonneotion. 
Be  describes  a  driving-rod  having  a  swell  thereon,  which  is  to  be  driven 
into  the  ground  and  then  withdrawn,  and  a  tabe  of  a  diameter  some- 
what smaller  than  the  diameter  of  the  awell  of  tdie  drill-iwl  is  to  be  in- 
serted in  the  hole  thas  made.  In  no  part  of  the  description  in  it  said, 
either  expressly  or  by  fair  implication,  that  the  tnbe  when  inserted 
must  At  so  closely  into  the  opeaiug  made  by  tbe  rod  that  do  air  oan 
pass  down  ou  tbe  outside  of  the  tube  to  the  water,  nor  is  it  stated 
that  tbe  pump  mast  be  attached  by  an  air-tight  connection  to  the 
top  of  tbe  tnbe.  A  person  oan  follow  with  exactness  all  the  instmo- 
tious  therein  given,  and  yet  it  would  not  Deoessarily  follow  that  he 
had  excluded  the  air  from  the  lining  of  the  well,  or  from  the  water- 
bearing stratam  at  the  place  where  the  tabe  peDetratod  the  same. 
In  other  words,  the  description  of  tbe  means  to  be  employed,  as  set 
forth  in  these  specifluations,  does  not  show  that  one  of  tbe  resalts 
arrived  at  is  to  render  the  lining  of  the  well  air-tight,  and  to  have 
attached  thereto  a  pump  by  an  air-tight  connection.  The  descriptioil 
of  the  means  to  be  employed  can  be  oarrled  oat  in  practice  without 
making  an  air-tight  lining  or  tube,  and  hence  without  forming  b  vaco- 
nm  around  tbe  bottom  of  the  tul>e  or  in  it.  This  being  true,  It  follows 
that  it  cannot,  troia  the  description  of  the  mrans  employed,  be  inferred 
that  Colonel  Green  then  intended  to  claim  as  part  of  his  discovery  or  in- 
Tentioh  the  application  of  tbe  principle  that,  by  creating  a  vacQam  in 
and  about  the  tube,  the  same  having  been  made  air-tight,  the  flow  of 
irater  would  be  largely  increased.  He  did  not  claim  it  in  express  words, 
and  the  description  of  his  invention,  and  the  means  to  bo  used  io  car- 
rying the  same  into  practical  use,  fail  to  shpw  that  such  was  tbe  main 
or  even  a  necessary  part  of  his  invention. 

In  our  judijment  his  invention  ordisoovery  is  fnlly  and  furly  described 
in  the  language  of  his  owu  claim,  to  wit: 

Wbat  I  cinira  and  desire  to  secare  tiy  letters  puteiit,  ia  tbe  herein -descrilMd  pnteMt 
■of  sinking  trelia  wLero  no  rook  is  to  be  penetrated,  vii: 

B;  driving  or  foroiiiic  down  a  rod  to  and  into  the  water  under  groaod,  uid  with- 
-drawing  it  and  insFrting  a  tnbe  in  its  place  to  draw  tbe  wster  throngh. 

What  he  sought  to  accomplish  was  to  devise  a  rapid,  easy,  and  fea- 
^ble  means  of  reaching  an  underground  supply  of  water  in  sooh  a 
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node  that  any  ordinary  pump  could  be  applied  to  bring  it  to  the  Bur- 
foce,  and  his  plan  was  to  drive  dowa  a  rod  into  t)ie  wat«r,  withdraw  it, 
and  then  insert  a  tnbe  throngb  which  tho  water  could  be  drawn  by 
any  ordinary  kind  of  poiop.  la  our  judgment  the  evidence  introduced 
byooinplaiuauts  shows  that  this  was  all  that  Colonel  Oreen  sought  to 
do  in  1861,  and  that  in  making  his  experiments  at  that  time  he  did  not 
contemplate  or  conceive  of  the  idea  that  the  tube  should  be  made  air- 
tight, to  as  to  create  a  vacnam  in  it  and  about  it,  and  thereby  utilize 
the  atmospheric  pressure.  Hence  it  is  that  iu  the  spcciflcatious  at- 
tached to  the  original  i)atcut  no  montion  is  made  of  atmo8i)beric  press- 
ore,  or  of  a  vacuam  in  and  about  the  tabe,  nor  is  it  stated,  iu  describing 
the  means  to  be  employed  in  milking  the  wella,  that  the  tube  most  be 
air-tight  iu  its  connection  with  the  Hurronitding earth,  or  that  the  pump 
mn:<t  be  attached  thereto.  It  is  inexplicahlc,  if  it  was  intended  to  em- 
brace in  the  original  patent  the  oi>eration  of  atmospheric  pressure  iutbe 
earth  through  the  creatioo  of  a  vacuum,  which  is  now  claimed  to  coo- 
stitnte  the  chief  features  and  merit  of  the  driven  well,  that  the  spocift- 
cations  contain  no  reference  thereto,  either  expressly  or  oven  by  fair 
implication.  We  conclude,  therefore,  that  the  original  intent  cannot 
be  nA  coustruetl  ae  to  embrace  the  application  of  this  prittoiple. 

Turning  now  to  the  specification)}  of  the  reissued  patents,  what  do 
we  find  1    In  the  first  place  it  is  stated — 

Thmt  the  bole  or  opening  is  marte  by  the  mers  diBplaceineiit  of  thu  earth,  nbloli  is 
packnd  aiunnd  the  inatruiDeal,  and  Dot  retnoved  upward  frora  the  hole,  as  it  ia  in 

And  it  is  farther  said  that — 

I  prefer  toompluf  a  pointed  rod,  irbich,  after  liavio);  been  driven  or  fiiroed  down 
Dntil  it  reacbes  tbo  water,  I  with<Ii»w  and  replace  witli  a  tiilie  made  nirtiglit 
throiighoiit  ita  length,  except  at  or  near  it"  Inwni  eud. 

And  further — 

1  tittucb  to  the  tnbe  Uy  ao  air-tight  couuectioD  any  known  form  of  pump. 

In  these  portionsof  the  specifications  weflud  it  provided  that  the  earth 
mnstbepackedaround  the  tnbe  forming  the  liningof  the  well;  thai  this 
tabe  must  beair-tightthronghout  its  length,  except  at  ornoar  the  tower 
end,  which  iMuetrates  the  water,  nnd  the  pump  used  therewith  must 
have  an  air-tight  connection  with  the  tabe.  Under  these  specifications 
it  ig  claimed  by  complainants  that  the  main  feature  of  the  dittcovery 
consists  in  the  utilization  of  tbo  atmospheric  pressure  through  the  crea- 
tion of  the  vHcanm  in  and  about  the  tube.  (See  questions  11  and  1^, 
tefltimouy  of  William  D.  Andrew,  pages  21(1  and  211,  volume  1,  of  com- 
plainants' record.)  Giving  these  specifications  the  conHtructiou  which 
«ompliunants  put  thereon,  it  follows  that  the  reissued  patent  covers — 

1.  The  pi-ocess  of  sinking  wells  by  forcing  down  a  rod  or  tube<to  the 
water-bearing  stratum  withoat  removing  the  earth  upward,  as  in  boring 
or  digging. 

2.  Creating  a  vaeaam  in  the  tnhe  forming  tine  lining  of  the  well  by 
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making  the  tubeuir-tif^ht  except  nt  .the  lowrrecd,  compacting  the  earth 
aronnd  the  tube,  and  by  Attaching  a  pnmti  with  an  air-tight  connectioo 
to  the  tube. 

In  the  argument  of  connsel,  as  well  at)  in  the  testimony  of  complain- 
ant«,  it  is  urged  that  the  great  merit  of  Colonel  Green's  invention  con- 
siots  of  the  discovery  of  the  effect  of  the  vacnnm  thos  created.  Accord- 
ing to  the  ^iew  ne  take  of  the  original  patent,  it  did  not  cover  or  de- 
scribe the  application  of  this  principle.  It  follows,  thertsfore,  that  the 
reiasoe  embraces  the  appticatioa  of  an  important  and  material  principle 
sot  found  iu  the  original.  The  rnlo  is  well  settled  that  a  reissue  can  be 
validly  granted  only  for  the  same  invention  which  was  originally  pat- 
ented. If  the  reissue  goes  beyond  this  and  covers  other  and  different 
inventions  or  improvements  suggested  by  the  nse  of  the  original  inven- 
tion it'  will  be  void.  See  Bvn  v.  Durgee,  1  Wallace,  531  j  Miinufaet- 
urinfi  Co.  v.  lAtdd,  102  U.  S.,  408;  Miller  v.  Bran  Co.,  104  U.  S.,  350  j 
Jo^.cs  V.  Campbell,  104  U.  S.,356;  Manufacturing  Co.  v.  CorUn,  103  V. 
a.,  780. 

As  we  view  the  evidence  in  this  case  we  find  that  Colonel  Green  in 
hie  original  invention  did  not  embrace  the  idea  of  creating  a  vacaum  in 
the  lining  of  the  well  for  the  purpose  of  utilizing  the  pressure  of  the 
atmosphere,  nor  did  bis  original  patent,  either  expressly  or  impliedly, 
cover  or  describe  the  application  of  this  jjrinciple ;  that  this  idea  of 
ntilizjng  the  atmospheric  pressure  was  an  afterthought  on  the  part  of 
complainants ;  that  to  protect  it  as  a  part  of  Colonel  Green's  inventioo 
it  was  evidently  necessary-  that  the  specifications  should  be  enlu^ed  f 
that  the  reissue  was  obtaiued  for  the  purpose  of  covering  thereby  this 
idea  of  atmospheric  pressure  caused  by  a  vacaum  in  an  air-tight  tube  ; 
that  the  complainants  now  claim  that  the  chief  merit  of  the  inventiOD 
consists  in  creating  a  vacnnm  in  the  tube  and  the  earth  sorroniHling  it 
where  it  penetrates  the  water-bearing  stratum,  and,  tlirongh  the  press- 
ure of  the  atmosphere,  forcing  a  larger  nud  more  continuous  supply  of 
water  into  the  tube  forming  the  lining  of  the  well,  and  that  the  appli- 
cation of  this  principle  is  provided  for  and  embraced  within  the  apeci- 
flcations  of  the  reissued  letters  patent.  Giving  these  speciflcations  the 
coDStroctJon  claimed  therefor  by  complainants,  it  follows,  iu  onr  jadg- 
ment,  that  the  reissue  departs  widely  from  the  original,  and  embra«eB 
the  application  of  a  principle  not  covered  by  the  original  invention  of 
Colonel  Green,  and  consequently  that  tjie  reissued  patent  mast  be  held 
void. 

In  determiuiog  this  question  of  the  validity  of  the  reissued  letters 
patent  we  have  assumed  that  the  construction  put  thereon  by  complain- 
ants and  (heir  counsel  is  legally  correct,  to  wit,  that  there  is  embraoed 
therein  the  principle  of  Qtilizing  atmospheric  pressure  by  creating  a 
vacnnm  iu  the  tube  and  about  the  same  where  it  penetrates  the  water- 
bearing stratum. 

We  have  also  assumed,  without  qnestiouiug  it,  that  the  theory  of  com- 
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plaiiMDts  ill  reganl  to  tlie  creivtion  of  a  Tacuniii  about  tbe  tube,  and  its 
^ect  lu  iiidvAMiif;  tbtt  How  of  water  into  the  tabe  tbroiigh  tbu  iiressnre 
of  tb«  atniospbere  upon  tlie  other  jwrtiona  of  tbe  wattr-beaiiup  struttini, 
18  correct.  In  the  view  we  have  takeu  of  tbe  cuoe  it  hast  not  l>eeu  nee- 
eaaarj  to  turei«tigate  fnlly  the  scieiitiflc  poiiitu  iiiTolred  iti  the  latter 
propoeition,  bat  we  will  onlj  Bay  that  the  experimentH  ma<le  bofore  tbe 
court  anil  the  evideuce  addaced  on  tliJs  queation  in  pliyitiuHl  Rcience 
hare  nut  fully  deinoiidtmted  to  our  satial'nctiou  the  correotneas  of  the 
theory  relied  npoii  by  coinpluinaiita. 

Upon  the  issne  of  originality  of  inveutioji  by  Colonel  Oreen  a  large 
amoant  of  eviileuve  haa  been  adduced  with  a  view  of  showing  tbnt  this 
method  of  siukinK  wetta  bad  been  substantially  desa'ibetl  in  various 
pnblksations  antetlating  Colonel  Ureen'a  d.is(^^'(^^ry,  and  alt»o  that  wells 
had  been  anukeu  by  this  method  at  different  times  and  places.  We  do 
not  deem  it  neuesNary  to  s|>ecitilly  mention  more  thitii  two  of  these  al- 
leged prior  diseoveriea.  While  it  cnunot  well  be  questioned  that  it  is 
shown  that  in  some  of  the  other  instauces  a  near  approach  was  made 
to  the  method  subseqnently  adoptptl  by  Colonel  Green,  jet  we  do  not 
think  it  can  be  aaid  that  these  isolated  instanocs  were  anything  more 
than  uere  experiments,  not  develoi>ed  to  an  extent  sufBcient  to  enable 
tbe  court  1o  say  that  they  clearly  anticipate<l  Colonel  Green's  discovery. 
There  are  two  instances,  however^  which  cannot  be  so  sammarily  dis- 
poned of,  these  being,  first,  tbe  well  at  Independence,  Iowa,  and,  second, 
tbe  wfilB  driven  at  Milwaakee,  Wis.,  by  E.  W.  Pordy. 

In  regard  to  the  well  at  Imlependence,  the  query  -s,  whether  it  was 
in  fact  constructed  in  1861,  as  claimed  by  defendants,  or  in  1860,  as 
tTOTOd  by  oomplainaDta.  The  defendants  claim  that  there  were  two 
vella  driven  at  Indei>eudenoe,  one  in  the  early  snmmer  of  1861,  the 
other  la  1866 ;  while  the  complainants  aver  that  there  was  but  one  well 
L  «.,  the  one  driven  in  1860,  and  that  the  witnesses  who  place  it  in  1861 
are  siqply  mistaken  in  the  date. 

In  several  of  the  cases  heretofore  heard  tonehing  the  validity  of 
Colonel  Green's  patent  the  qnestion  in  regard  to  this  Independence  well 
has  been  presented,  and  it  has  been|therein  held  that  the  conflict  in  the 
testimony  was  to  be  reconciled  .by  holding  that  tbe  witnesses  for  the 
defendants,  while  testifying  truthfully  to  the  existence  and  character 
of  this  well,  had  mistaken  tlie  date  and  placed  an  event  in  1861  which 
realty  took  place  in  1860.  If  the  evidence  submitted  to  us  waa  sub- 
stantially  the  same  ab  .:hat  snbmitted  in  the  cases  referred  to,  we  should 
not  feel  disposed  to  re-examine  the  qnestion  at  issne  -,  bat  we  have  bad 
presented  to  ns  much  additional  evidence  largely  intended  to  prove  the 
date  <rf  the  driring  of  the  well  in  qnnstiou  by  proving  the  date  of  other 
facts  which  are  so  connected  with  the  existence  of  the  well  thut  proof 
of  tbe  date  of  the  former  nnmtstakably  fixes  tbe  time  when  this  well 
waa  driven  and  in  use.  Thus  a  namber  of  witnesses  who  protmbly 
coald  not  by  a  mere  effiirt  of  memory  fix  the  month  or  the  year  when 
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they  saw  and  naed  tbe  well,  t«atify  to  facta  wbicli  eorrubamte  their 
recollection — that  they  saw  and  oReil  this  veil  vlieu  the  Holdiers  were 
eDlistiiig  at  ludeiiendence  and  forniiug  cotiii)anie8  conininudMl  by 
Captains  Lee  and  Hurd  for  the  purpose  of  entering  the  Union  Army. 
That  these  aonipaniea  were  organizeil  at  Independence  is  a  fact  beyond 
dispute.  So  with  other  facts,  the  date  of  which  is  not  0)>en  to  question, 
iincb  as  the  time  when  Sherwood  and  Kimball  kept  the  hotel  at  lode- 
|>eudence,  the  date  of  Colonel  Lake's  marriajte,  the  nse  of  the  well  by 
the  cricket  club,  who  played  cricket  apou  the  grounils  ni.\ioining  the 
lot  wlutre  the  well  was  driven,  and  which  club  was  broken  up  by  a 
Domber  of  its  members  entering  the  Army  in  18G1.  By  anch  facta  as 
these  the  defendants  have  gretitly  strengthened  their  position  in  regard 
to  this  well  at  Independence,  and  while  it  cannot  be  doubtwl  tbnt there 
is  much  pluusthility  in  the  argument  urged  agnintit  the  i-eliability  of 
this  evideuce,  still  it  seems  to  as  that  the  preponderance  of  the  evidence 
apoiitliisqueetiouis  withthe  defendants,  and  that  it  must  be  held  as  a 
conclasiou  of  fact — 

1.  That  in  the  early  part  of  the  summer  of  18CL  there  was  oonatnicted 
at  Independence,  Iowa,  adriven  well  which  proved  a  snocess. 

2.  That  this  well  was  conatrueted  by  driving  a  tube  down  into  the 
wator-bearinK  strataiu  mid  attaching  to  the  tal>e  a  pump,  by  which 
^e  water  was  drawn  n[»  thrungh  tlio  tnbe  in  apparently  nn  inexhitnati- 
ble  quantity. 

It  does  uot  appear,  however,  that  any  other  wells  came  into  nse  by 
reason  of  the  driving  of  the  one  under  consideration,  and  if  the  decis- 
ion of  the  court  depended  solely  upon  the  effect  to  be  given  to  the 
driving  of  this  one  well,  we  might  well  doubt  whether  it  wonld  not  be 
proi)er  to  treat  it  as  a  mere  isolated  experiment,  which  would  not  be 
held  to  defeat  the  rights  of  an  independent  inventor. 

In  reganl  to  what  may  be  called  the  "  Milwaukee  wells,"  it  is  sliouii 
by  the  testimony  of  E.  W.  Piirdy  that  in  1810  and  1S50  he  was  in  the  bnsi- 
nessnfmaking  wells  at  Milwaukee,  Wis, ;  that  he  ase<l  iron  rods  nlwat 
two  inches  in  diameter,  and  made  so  they  oould  be  coupled  together. 
The  first  rod  waa  about  16  feet  long,  the  lower  end  being  in  shape 
of  a  drtIL  This  rod  was  worked  up  and  down  by  a  rojie  running  over 
a  gin-pole,  the  rod  being  raised  up  and  down,  and  tn  that  woy  tliuearth 
was  displaced  by  the  rod  as  it  went  down.  Tubing  of  4  four  inches 
in  diameter  was  driven  down  as  the  rod  progressed.  This  tnbe  formed 
the  lining  of  the  well.  Xo  earth  was  removed  upward,  except  in 
case  of  striking  quicksand,  when  a  long  sheet-iron  backet  with  a 
valve  in  the  bottom  was  used  to  bring  up  the  quicksand.  When  the 
tube  had  been  forced  down  into  the  water,  if  the  water  did  not  come 
to  the  surface,  a  pamp  was  used,  the  tube  to  which  the  puoip  wasattached 
being  placed  inside  the  tube  first  forced  down,  the  hitter  forming  the 
lining  of  the  well.  It  is  shown  by  the  testimony  of  Partly  that  he 
drove  a  large  number  of  those  wells,  and  the  places  where  and  the 
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partifd  far  whom  they  were  dnven  are  given  iti  ueveml  instances,  fa 
some  cases  the  wells  were  driven  to  tlie  depth  of  60  and  lOU  feet.  In 
these  wells  thus  driven  tliere  was  nset],  first,  a  rod  forpimctnring  the 
earth,  wliicli  was  driveu  down  to  the  nntcrbenring  Hiratum;  second, 
into  tlie  ai>ertare  thus  niaile  n  tube  was  forct^,  which  wiis  inclose 
contact  with  the  eurtli,  nuU  which  formed  the  lining  of  the  well,  and 
throngli  which  the  water  eitUor  tiowetl  aaturally  or  was  drawn  by  the 
aid  of  n  pump  inserted  therein. 

Comparing  this  method  of  driving  wells  and  its  results  with  that 
adoptctl  by  Colonel  Given  in  IStil,  and  descriUeil  in  the  st)eciflcntioa 
attached  tu  the  origiunl  letters  imteni,  we  confess  our  inability  to  see 
any  Ritbstantial  difference.  Wlmt.  he  expresKly  claimed  iu  bis  original 
Hliecifications  woa  the  proiittss  of  sinking  wells  by  driving  or  foning 
down  n  rod  to  and  into  the  water  under  ground,  and  withdrawing  it  and 
insisting  a  tube  in  its  place  to  draw  the  water  throngit ;  and  it  is  Just 
Ihifi  prucena  in  substance  Ibiit  was  einp!t>.ve<l  in  Milwnnkef.  These  wells 
driven  at  Milwaukee  cannot  be  wt  aside  as  abnndoneil  exi)eriiuHits. 
Pardy  testifies  that  be  was  en^jagcd  tu  sinking  them  as  a  regular  buai- 
Dess.  Numbers  wero  put  into  practical  use.  XhiH  testimony  reniains 
uncoutradicTcd,  and  it  is  not  claimed  that  these  wells  are  a  myth.  If, 
then,  it  be  true  that  in  iHW  and  1850  wells  wei-e  driven  at  Milwaukee 
by  u  pr(>ceH8  not  distinguishalilo  from  that  devised  by  Citlimvl  (rrwu  in 
13GI,  and  these  wells  were  driven  not  as  mere  exiierimcnts,  nor  for  the 
par|K!84}  of  exhibitioD,  but  for  public  atid  continuons  use,  and,  fVom 
aught  DOW  shown,  may  be  in  use  to-day,  can  any  other  conolnsion  be 
reached  than  that  Colonel  Green  was  not  the  original  or  first  inventor 
of  the  process  of  driving  wells  described  in  his  si>eciflGatioa !  Iu  our 
judgment,  the  method  pursued  in  sinking  these  wells  at  Milwaukee  is 
the  same  iu  t^ubstauce  as  that  devised  by  Colonel  Green,  difiering  only 
iu  minor  particulars,  and  hejiee  it  follows  that  Colonel  Green's  process 
for  driving  wells  was  oidy  a  reproduction  of  a  method  which  had  been 
devised  and  put  to  practical  public  use  fully  ten  years  before  Colonel 
Ureeo  bit  ui>ou  the  same  ex{>edieut.  If  this  be  tnie,  then  it  necessarily 
resulta  that  the  defense  of  want  of  uovelty  must  be  sustained. 

The  conclusionB  ve  have  reached  upon  the  points  already  discussed 
render  It  aunecessary  to  consider  the  other  questions,  including  that  of 
infriogement,  which  are  presented  iu  the  record. 

Under  the  view  we  have  takeu  of  the  case  it  follows  that  complain- 
ants' bill  most  be  dismissed  with  costs,  and  it  is  so  ordered. 

LoTE,  D.  J.,  concurs. 

Nblson,  D.  J.,  dissents. 


OPINION   OF  JUDO£  LOTE. 

Tbe  two  years'  limitation  was  intended  in  the  act  of  1839,  as  it  ua- 
qneatioiiably  is  in  M-ction  438rt,  I{«!visw1  Statutes,  to  be  general,  ana  it 
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AppHos  to  all  ca^ea  in  which  tliii  iiiveiitiun  Uhh  been  in  public  nae  or  on 
aaiufor  more  tliari  two  years  jirior  to  tUe  appliuatioii,  whetlier  with  or     I 
vjtiioat  tiio  consviit  or  Hllowitiice  of  tlie  fiireiitor. 

Love,  J. : 

I  (Toii(;iir  fatly  in  t)ie  ot>iiiioii  Just  delivoreil  by  my  brotlier  Shibas, 
and  I  L-:iii  >i<ltl  iiotbiiij;  to  wliAt  liu  lias  aiiid  toiictiii)^  the  iioiiits  wbtdi 
he  has  considerei).  I  piirimae,  hovi'ver,  to  give  my  own  riew8  upon  I 
one  qiH'rttlou  wbicli  Uoa  not  tteeii  dittciinsed  in  tbe  opinion.  The  rc«|MiiKl-  I 
cnt  wta  lip  tlie  defuiiHe,  imioug  others,  that  the  alleged  inrentioii  of 
Colonel  Green  wa^  in  public  nse  for  more  tban  two  yenra  prior  to  bis 
applicuMon  for  a  patent,  aud  after  the  time  n-lteu,  as  Oolonel  Green 
claiinx.  bis  invention  who  perfectetl.  Bat  the  coniplubnuitR  ingtint  that 
this  ilefunse  cannot  bs  maintHiaed  be<!ltn^1tf  mm  of  ito  essvntiiil  conditions 
Is  that  the  public  nse  fur  two  ye4ir8  niast  have  l>ecn  n-itb  Greeii'a  knowl- 
edge and  consent,  and  tbe  com [>laiuautH  contend  that  the  defendant 
has  fai'k'd  to  eatabliah  the  ftwt  of  Green's  knowledge  and  consent.  If  it 
veita  neceit^ar)',  in  my  view,  to  the  decision  of  this  [toint,  I  wonld  be 
compelled  to  Itnd  tbe  fact  to  be  that  Green  did  know  of  tbe  use  of  tiie 
invention  formore  tbnu  two  yearn  prior  toliisaiipHcation.  In  my  judg- 
ment, the  prepondcnince  of  evidence,  both  direct  and  oiruumstHntial, 
showii  that  Green  did  know  tbe  fact  that  driven  wells  substiintially  tbe 
same  as  his  were  in  public  use  for  a  period  of  more  than  two  years  be- 
fore he  made  his  application.  Several  witnesaex,  apparently  credible, 
against  Oreen  alone  testify  to  facts  showing  directly  Green's  knowle«lge 
and  acqunintnocc  in  the  use  of  bis  invention  for  tbe  time  mentioned. 
Besides,  it  appears  that  quite  a  number  of  driven  wells  T.ere  put  down 
and  used  in  tbe  town  of  Cortliind,  N.  Y.,  where  Green  lived,  for  more 
than  three  years  before  he  filed  bis  aiTplicatiou,  and  it  is  difflcalt  to 
gee  how  Green  could  have  been  ignoraut  of  such  a  fact,  considering 
the  deep  interest  he  must  have  felt  iu  its  results.  But,  in  my  judgment, 
it  is  unnecessary'  to  this  defense  to  Bud  that  Green  knew  of  and  assented 
to  tbe  use  of  his  invention  for  the  period  in  qcestion.  Green's  original 
patent  was  issued  when  the  act  of  1839  was  in  force,  aud  It  is  clear  to 
my  mind  that  according  to  the  true  construction  of  that  act  a  public 
use  of  an  invention  for  two  years  prior  to  the  application,  with  or  with- 
out tbe  consent  of  the  inventor,  is  snfBcient  to  invalidate  the  pnteut. 

The  seventh  section  of  the  act  of  1839  (.'>  Stat,  at  Large,  353)  provides 
that— 

Every  penoa  or  corporation  wbo  hiw  or  Bhxll  have  purcbaoMl  or  oonatractod  mny 
newly- ioveDti-<1  macliiiie,  uimiiifactnre,  or  conipOBitloD  of  mutter,  prior  to  the  sppli- 
catiou  of  till!  invunlnr  or  (lincoveror  for  a  pntoiit,  bIiMI  be  held  to  potaeea  the  rigbt  to 
nae  auil  v«nil  U>  iilbcrn  to  l>e  ii!>li1  tbu  siHK^itlc  miicliiiie,  uiannfiutiirR,  or  conijMHiit ion 
of  iaiitt«r  en  iniwle  or  piirchaned,  without  lialiilit;  therefor  to  the  iarenlor  or  anj 
pereoQ  intpri'iiti'd  in  Hiicfa  iuveiition,  ami  iio  imteiit  nhnll  be  held  to  be  invalid  liy  rea- 
son of  sucb  piirclmsi',  sale,  or  line  prior  to  the  applicatioQ  fur  a  piit«nt  aa  aforesaid, 
except  on  proof  ol  abandon inr lit  of  such  Invention  to  the  poblia,  or  that  auali  par- 
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ohBM,  iti«,  or  prior  DM  haa  been  fiir  moM  than  two  jt^n  prior  to  snoh  mpplication 
for  a  patent. 

The  MetioD  jast  qaoted  was  no  doabt  intended  aa  an  amendment  of 
the  sixth  section  of  the  act  of  1839,  as  follows ; 

Th»t  aaj  ponon  or  peTBona  having  diaooTemd  or  inventod  any  new  and  mefal  art, 
■taehiiM,  manniWDtiue,  or  MMopodtloa  of  matter,  or  any  new  and  naefiil  improretnent 
en  any  art,  maehine,  mannfiaotQze,  or  ocnnpoaiUon  of  matter,  not  ku.  wn  or  naed  by 
others  bafbm  hia  or  tiieir  diaoovery  or  loTontion  thereof  and  not  at  the  time  of  hia 
apptieation  for  a  patent  in  pablie  nae  or  on  asle  with  ta»  eouaent  or  allowance  a»  the 
inventor  or  disooTerer,  and  shall  desire  to  obtain  an  exclnaive  property  therein,  may 
make  applicsUon  in  writing  to  the  CommiBaioner  of  Patents  ezpreaaire  of  snoh  dealt*, 
aad  the  ConuniMioiier,  on  due  prooeedlngHhad,  nay  grant  a  patent  therefbr. 

What  is  the  true  constniction  of  the  seTentfa  sectioii  of  the  act  of  1839, 
jost  qaoted  t  Is  it  eBsential  to  a  defense  set  ap  nnder  that  section  that 
the  '*  sale  or  prior  nse"  of  tlie  inveutiOD  for  more  than  two  years  before 
the  application  of  a  patent  should  be  with  the  iuventor'B  "  consent  or 
allowHioef 
In  the  oaee  of  Bgbert  v,  lAppmati  Jndge  Blatchford  said : 
The  effect  of  the  act  of  1S)9  la  to  reqoire  that  an  li^ventor  ahall  not  permit  hia  in- 
TenUon  to  he  naed  in  public  at  a  period  earlier  than  two  yeara  prior  to  hia  applloation 
fiir  a  patont  nader  the  penalty  of  having  bia  patent  rendered  void  by  anch  aM.  Con- 
•mt  and  allowaaoe  by  the  inventor  are  not  neoeaaary  to  anoh  invalidity. 

The  decree  in  this  case  was  affirmed  by  the  Supreme  Gonrt  of  the 
United  States  (IM  JJ.  S.,  333).  Hr.  Jnstioe  Woods,  in  delivering  t^e 
opinion,  says  that — 

SineeUw  paaaageof  the  aet  of  1839  It  baa  been  atrennooaly  oontended  that  the  pub* 
lie  oaa  at  aa  invention  loz  mora  than  two  yeara  beftne  anch  application,  even  witbont 
hia  (the  inventor's)  consent  and  aUowauoe,  render*  the  letter*  patent  therefor  void. 
It  la  iiiinnrrwiaTj  in  this  caaa  to  decide  this  qoeation,  for  the  alleged  use  of  the  inven- 
tion eoTored  by  the  letters  patent  to  Brines  is  conceded  to  have  been  with  hia  expreaa 

It  is,  therefore,  to  say  the  least,  an  open  qnestion  whether  or  not  the 
consent  of  the  patentee  to  the  poblio  nse  is  a  condition  essential  to  the 
defense  in  question.  For  my  own  part  I  mnst  say  that,  but  for  the 
doabt  thos  cast  npon  the  oonstmction  of  the  seventh  section  of  the  act 
trf  1838, 1  conld  not  possibly  entertain  a  qnestion  abont  it. 

Upon  what  principle  of  oonstraotion  may  we  attempt  to  interpolate 
the  significant  words  "consent  or  allowance "  into  the  Btatntel  These 
words  do  not  appear  in  the  statote.  No  saoh  couditiou  is  expressed  as 
these  words  imply.  The  plain,  simple,  and  Dnqualifled  provision  is  , 
that- 

No  patmt  ahall  be  held  to  bo  invalid  by  reaaon  of  aoch  pnrcbaae,  aale,  or  nse  pricw 
to  tlia  applloation,  axoept  on  proof  of  abandonment  of  anoh  invention  to  thepubUo; 
or  that  sooli  pnrphaan.  aale,  or  prior  nae  haa  been  for  more  than  two  years  prior  to 
such  application  for  a  patent. 

ISot  a  word  is  here  nsed  to  the  effect  that  such  prior  nse  or  aale  shall 
be  with  the  "allowanoe  or  oonsent"  of  the  patentee.    If  we  get  snch  a 
9373  PAT 10 
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ooDdition  into  tiie  sectioii,  we  miut  do  it  either  by  cosstroction  or  ioter- 
polatioD.  !Now,  the  interpolation  of  material  words  into  a  etatate  Is 
(ffdinaiily  an  ao,.  of  simple  violence.  It  is  a  settled  rale  in  the  inter- 
pretation of  contracts  and  statntes  that  their  meaning  and  intent  mnst 
be  ascert^ned  from  all  aod  not  from  a  part  of  the  words  of  the  act  or 
instrument.  It  wonld  do  violence  to  this  mle  in  the  oopstmetion  of  a 
statute  to  cast  oat  certain  words  and  consider  only  what  remaioed ;  and 
sorely  we  may  with  mnoh  stronger  reason  say  that  it  wonld  be  wholly 
inadmissible  to  incorporate  into  a  statute  words  not  fonnd  in  it,  and 
thereby  give  the  act  a  meaDing  and  construction  wholly  different  from 
that  which  it  wonld  bear  withont  snch  interpolation. 

It  may  not  be  amiss  here  to  note  what  a  celebrated  writer  upon  the 
law  of  nations  says  npon  the  iuterpretatiou  of  treaties: 

The  lint  g«iieriJ  maxlni  of  iaterpretstlon  Is  that  it  ii  not  penDitted  to  iiit*rpnt 
whM  haa  no  need  of  interpretation.  When  an  act  is  oooceiTed  in  clear  and  pncua 
tamiB,  when  the  sente  is  inanifoat  and  leads  to  nothing  absurd,  then  there  can  b«  no 
need  torefose  tLeeense  whtoh  a  treaty  natDrallypTesenta.  To  go  elsewhere  insaareh 
of  ooi^ectloua  in  order  to  reetrain  or  extingaish  it  is  to  endearor  t«  elnde  it  If  this 
dangsroQB  method  be  once  admitt«d  there  will  be  no  act  which  it  wiU  not  render 
nselew.     (Tattel,  Law  of  Nations,  book  3d,  chapter  17,  page  368.) 

Now,  what  is  there  in  the  clause  in  question  that  needs  interpreta- 
tion T  It  is  plain  aod  anambiguons.  It  is  free  from  obscarity.  Does 
the  language  of  the  clause,  when  received  in  its  obvious  sense,  lead  to 
any  absurd  resnltt  Would  it  when  so  taken  work  such  gross  and  pal- 
pable iDJustice  as  to  lead  the  mind  to  oonclnde  t^at  the  legislature  in- 
tended it  to  be  received  in  some  other  and  difterent  seusef  On  the  oon- 
larary,  a  legislature  had,  in  my  opiuion,  a  wise  purpose  in  fixing  aperiod 
of  limitation  which  should  oot  depend  open  the  uncertain  question  of  the 
patentee's  cousent.  Ita  purpose  was  to  require  some  degree  of  diligence 
from  the  inventor  iu  the  assertion  of  his  rights,  and  to  give  him  fall  pro- 
tection when  he  exercised  that  diligence ;  and  at  the  same  time  to  pro- 
tect the  public  iu  the  exercise  of  rights  examined  where  the  patentee 
should,  by  reason  of  his  own  negligence,  fail  even  to  file  his  applica- 
tion for  a  patent  for  a  period  of  two  years.  The  legislature  may  justly 
have  considered  a  period  of  two  years  from  the  completion  of  the  inven- 
n  quite  a  sufficient  time  to  enable  the  iuventor  to  make  his  appUoa- 
tion.  Sfo  injustice  conld  possibly  arise  to  him  from  snch  a  mle  except 
as  a  conseqnenoe  of  bis  own  negligence.  What  but  negligence  ooald 
lead  an  inventor  to  delay  the  assertions  of  his  claims  for  more  thiui  two 
years  from  the  maturity  of  his  rightl  And  was  it  the  intention  of  Con- 
gress to  protect  him  against  the  consequences  of  his  own  negligenoe  t 
If  the  complainants'  construction  is  to  prevail,  there  is  no  time  whatever 
prescribed  within  which,  without  the  inventor's  own  oonsent  to  the  nse, 
he  is  required  to  make  bis  application  for  a  patent  The  inventor  ooold, 
under  this  construction,  by  simply  lefusing  his  consent,  safely  withhold 
his  invention  from  public  nse  for  an  unlimited  period  of  time  after  briog- 
Ing  it  to  perfection.    He  might,  after  the  lapse  of  many  years,  and  after 
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his  inTeution  sboald  be  in  general  use,  by  simply  denying  liis  coasent, 
or  by  m^u^  silence,  obtain  a  patent,  and  thus  overridu  and  prejudice  in- 
terreniag  JDvestments  and  indnstries  unless,  indeed  ,  a  case  of  aban- 
donmeot  conld  be  made  out.  Tbis,  it  is  easy  to  see,  would  be  against 
soand  policy  as  well  as  private  justice.  The  public  interest  would  be 
prejudiced  and  individuals  injured  without  real  benefit  to  tbe  inventor, 
since  bis  tree  interest  would  cert^nly  not  be  promoted  by  tbe  delay. 
CougreSH  did,  indeed,  in  the  act  of  1836,  gire  to  tbe  inveutors  aad  dis- 
covereni  tbe  right  to  apply  for  a  patent  without  limit  as  to  time  aftor  tbey 
were  in  public  use  or  sale,  unless  the  public  ase  or  sale  was  with  their  own 
coDseDt  or  allowance.  But  the  unwisdom  of  the  provision  becomiug  ap- 
pareotf  CoDgress,  in  tbe  act  of  1839,  changed  the  law  by  prcKcribiitg  a 
fixed  perif>d  of  limitation  and  omitting  thewords  requiring  tbe  inventor's 
■■oouseiit  orallowance"  totlienseorsaleof  bisiiiveution.  The  intention 
of  Cougress  in  tbe  act  of  1839  is  further  illustrated  by  sectiou  4880  of  the 
Bevjaed  Statutes.  It  will  appear  by  inspection  of  tbis  section  that  it 
embodies  so  much  of  the  seventh  section  of  the  act  of  lS;iO  and  the 
sixth  sectiou  of  the  act  of  183C  as  it  was  the  purpose  of  Congress  to  pre- 
serve ;  and  that  while  the  two  yeaitt'  limitation  i^iu  express  terms  re- 
enacted  iu  section  4886  of  the  revision,  the  qualifyiug  words  requiring 
the  <»>iiseiit  or  allowance  of  tbe  inventor  used  in  the  act  of  1830  are 
eutirely  omitted.    The  section  is  as  follows: 

Sec.  4886.  Any  persou  wlio  baa  iiiTenUcI  or  diacovercd  ao;  iieir  and  useful  art,  diH' 
chine,  maaafactnre,  or  coinpotitiou  of  mattaT,  or  tmj  new  and  naeful  improvement 
theroatj  not  knonn  orased  by  othar*  in  tbia  country,  anil  noL  patented  or  deaciibad 
i:>  say  printttl  pnblication  in  tbia  or  any  foreign  cull utry  befor«  hi«  iQv*'utioa  or  dia- 
covery  tb«rei>r,  and  not  in  public  nse  or  ou  aule  fur  inoiv  Iban  two  ycvrs  prior  to  his 
xp|ilicaliuii,  iinleM  Ib(f  aanie  in  jiroveil  lu  have  livea  abiLuilunril,  may,  upon  payment 
of  tbu  feea  recinirul  by  Ian-  nuil  otber  due  procccdingH  \ini\,  obtain  iiatuut  llierefor. 

It  will  not,  1  suppose,  be  doubted  that  the  tfvo  yeunt'  limitation  clause 
iu  tbe  seventh  section  of  the  act  of  1839  must  receive  [trecisely  tbe  same 
coDstraction  as  the  two  years'  limitation  clause  iu  sectiou  4886  of  the 
Bevised  Statutes.  The  language  of  this  clause  iu  the  two  sections  be- 
!□?  sabstantJally  the'name,  and  the  purpose  of  the  legislature  the  same, 
it  follows  that  the  construction  must  be  the  same.  Now,  does  any  one 
for  a  Diomont  suppose  that  the  words  "  and  not  in  public  use  or  on  sale 
for  more  than  two  yearspriorto  his  applicatiou,**  in  section  4S86ofthere- 
visiouSf  will  bear  the  construction  that  the  two  years'  public  use,  in  order 
to  invalidiite  the  patent  must  be  with  the  "assent  or  allowauce"  of  the 
inventor  T  Will  any  court  ever  interpolate  the  words  "  assent  or  allow- 
ance "  into  section  4886,  thus:  And  nut  in  public  use  or  on  sale  "  with 
theaaseotor  allowauce  of  the  inventor"  for  more  than  two  years  prior 
to  his  applicatiout  What  possible  reason  could  have  moved  Congress 
to  provide  that  tbe  public  use,  iu  order  to  dtfeat  the  patent  and  vest  a 
right  to  use  tbe  invention  iu  the  public,  should  continue  for  two  yeamif 
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that  public  use  v/ah  to  be  with  tbe  cousent  and  allowauce  of  the  in- 
ventor 1 

The  act  of  1S39  mast,  I  think,  have  been  specially  intdoded  to  apply 
to  a  class  of  persons  who  should  make,  use,  and  vend  the  "machine, 
mannfactiire,  or  composition  of  matter"  before  the  application,  withODt 
the  allowance  or  couscut  of  the  patentee.  The  seventh  secUon  of  that 
act,  it  will  be  observed,  provides,  sabstantially,  that  any  person  who  has 
or  shall  have  constrncted  or  purchased  snch  newly-invented  thing  prior 
to  the  inventor's  application  shall  have  the  right  to  use  and  vend  to 
others  such  speciflc  thing  without  liability  to  tbe  inventor  or  other  per- 
son interested  in  the  same.  Now,  this  most  sorely  refer  to  persooa  who 
should  construct  or  purchase  the  newly-invented  thing  without  the 
inventor's  consent  or  allowance,  becanse  if  it  were  constructed  or  por- 
cbased  with  tbe  inventor's  allowance  and  consent,  he  could  not  on  general 
principlea  make  them  liable  as  infringers.  This  particular  provision  of 
the  seventh  section  was,  therefore,  wholly  unnecessary  and  nugatory 
except  as  a  protection  to  those  who  should  invade  the  inveutoHs  right 
without  his  "consent  or  allowance  "  before  the  application ;  and  can  it 
be  doubted  that  the  words  which  immediately  follow  in  the  same  seo- 
tioQ  refer,  iu  part  at  least,  to  tbe  same  class  of  persons,  namely,  those 
who  should  purchase  or  make  the  inventor's  '.'  machine,  maaofactare, 
or  composition  of  matter,"  without  his  oonsent  or  allowancel  Oan  it 
be  qneationed  that  the  provision  that  "  no  patent  shall  be  held  to  be  in- 
valid by  reason  of  such  purchase,  sale,  or  use  prior  to  the  applioataon 
for  a  patent,  &c.,  except  on  proof  that  soch  porchase,  sale,  or  prior  ase 
has  been  for  more  than  two  years  prior  to  snch  application,"  was  intended 
to  embrace  at  least  the  class  of  cases  referred  to  in  the  immediately  pre- 
ceding part  of  the  section  t  In  my  opinion,  this  two  years'  limitation 
was  intended  in  tbe  act  of  1839,  aa  it  unquestionably  is  in  section  4886 
of  the  Revised  Statutes,  to  be  general,  and  that  it  applies  to  all  cases 
in  which  the  indention  has  been  in  pRblic  nse  or  on  sale  for  more  than 
two  years  prior  to  the  application,  whether  with  or  without  the  consent 
or  allowance  of  the  inventor. 

It  is  obvious  from  tlio  plain  reading  of  tbe  act  of  1836,  that  under  its 
provisions  an  inventor  who  permitted  or  allowed  the  public  nse  or  sale 
of  his  invention  up  to  tbe  time  of  bis  application  was  not  entitled  to 
protection,  for  the  unavoidable  implication  from  the  language  is  that 
he  should  not  te  entitled  tc  a  patent.  The  law  would  not  permit  him 
to  call  to  account  as  intlrtngers  persons  whom  he  had  allowed  to  nse  his 
invention,  an<l  piTli.Tps  invest  their  money  in  it,  before  he  gave  notice 
of  his  intviititm  tn  claim  it  by  making  his  application.  The  class  of 
persons,  therefore,  who  used  or  sold  the  "  art,  machine,  mannfhctore,  or 
composition  cf  iim  tii'r"  with  the  consent  of  the  inventor  were  fully  pro- 
vided for  and  pi  •  'H'tl itl  by  the  act  of  1836.  But  there  was  another  class 
not  provided  for  by  that  act,  namely,  those  who  should  use,  purchase, 
or  sell  the  thing  invented  without  the  inventor's  consent  before  his  ap- 
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pUcatiOD.  The  public  uae  and  sale  of  the  iurentor  did  not,  under  the 
statute  of  1836,  preclode  the  inventor  ftvm  his  right  to  a  patent  and 
his  right  to  call  iuf^ingers  to  account  where  his  invention  was  used  be- 
iore  the  application  without  his  allowance  or  consent.  Yet  it  is  obvious 
that  the  latter  class  of  persons  might  have  a  certain  equity  which  the 
law  ought  to  protect,  and  the  primary  object  of  the  seventh  section  of 
the  act  of  tti39  seema  to  have  been  the  protection  of  those  who  might 
before  the  application,  without  the  inventor's  consent,  nsc  his  invention 
uid  perhaps  invest  money  in  it.  Hence  the  seventh  section  of  that  act 
provides  that^- 


Any  person  or  corporation  wLo  shall  or  •liitll  have  imrthused  oi 
iMwIy-inTented  macliine,  miuin  fact  are,  or  composition  of  loLitter  prior  to  the  applica- 
tion by  the  Inventor  or  discoverer  for  a  pateut,  shall  Iw  held  to  possest  tUo  right  lo 
nae  and  Tend  to  others  to  be  used  the  Bp«oinG  machine,  nianul'iu^t'ire,  or  composition 
of  inkttei  so  mnde  or  purchased  without  liability  therefor  to  the  inventor  or  an,r 
otfaer  person  interested  in  Hiich  inveDtioD. 

If  the  Statute  had  stopped  here  a  possible  inference  might  have  arisen 
tbat  a  patent  issued  to  au  inventor,  Where  hia  invention  had  been  on 
sale  or  in  use,  even  withont  his  consent,  would  be  held  invalid.  This 
woald  have  been  unjust  to  the  inventor.  It  was  his  own  fnult  or  nogli- 
geuce  if  hia  invention  came  into  pnblic  use  with  hi»  own  consent  or 
^owance,  and  the  act  of  1836  denied  him  relief  against  the  consequence 
of  his  own  fault  or  negligence.  Bat  It  was  the  manifest  purpose  of  the 
act  of  1839  to  guard  carefully  against  any  possible  implication  that  the 
aale  or  nse  of  the  Invention  without  the  inventor's  consent  or  allowance 
sboald  deprive  him  of  his  right  to  a  valid  patent.  Hence  it  is  further 
provided  in  the  same  clause  of  section  7,  following  the  words  just  <iuoted, 
that  "  no  patent  shall  be  held  to  be  invalid  by  reason  of  such  purchase, 
•ale,  oi  nse,  prior  to  the  application  for  a  patent,"  except  what  *.  Ex- 
cept on  proof  of  abandonment,  or  on  proof  that  such  purchase,  sale,  or 
prior  Qse  has  been  for  more  than  two  years  prior  to  such  applicatiou  for 
a  patent 

"Sow  what  follows  fVom  this  analysis  of  the  t  wo  statutes '.  Is  not  the 
ioference  plain  and  irresistible  that  the  purchase,  sale,  or  prior  use  of 
the  things  invented  for  two  years  before  the  application  without  the 
assent  and  allowance  of  the  inventor  would  invalidate  the  patent  t 
Can  we  here  interpolate  the  words  "with  the  assent  and  allowiiuco"'  of 
the  inventor,  seeing  that  the  very  object  of  the  thtrty-niuth  section  was 
to  provide  for  a  class  of  cases  in  which  the  invention  should  be  used 
withont  the  inventor's  consent  or  allowance*  The  clause  of  the  act  of 
1839  in  qaeatiou  here  is,  I  thiuk,  a  statute  of  limitation,  and  all  such 
statutes  are  founded  rather  upon  considerations  of  public  policy  than 
private  justice;  and  where  no  exceptions  are  made  in  tlie  stsitute  itself, 
it  is  not  competent  for  the  courts  to  introduce  them.  If  married  women, 
inbnta,  and  other  persons  under  disability  were  not  exc^'pted  from  the 
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proviaiona  of  a  statate  of  limitations,  do  court  oonld  incorporate  into 
the  statate  a  aaviat;  claaae  in  their  favor. 

Standing  npon  the  broad  grounds  of  pablic  policy,  it  matters  not 
that  a  statute  of  litritationa  may  work  injaatioe  in  particalar  oases.  If 
my  construction  of  the  seventh  section  of  the  act  of  1839  t)e  correct,  it  is 
decisive  of  the  present  case,  since  it  is  established  by  the  evidence  be- 
yond doubt  that  Green's  invention  was  in  pablic  use  for  more  than  two 
years  prior  to  hia  application  for  a  patent. 


Waited  StatOT  CiroQit  Cooit— DUtriot  ot  Rtaodn  Iilud.  I 

SSUTH  V.  Halktasd  bt  al. 

DeM«d  AhiMrv  9.  1884. 

26  O.  G.,  1080. 

IicjUNOTioMa — Motions  for  Coktehpt. 

UotioDS  foi  oonlempt  for  Tiolktion  of  iQjaiictloiia  nn  doI  gnukted  nnleaa  the  vio- 
Ifttlon  of  the  iiijauotion  ia  plain  »nd  fte«  from  doabt.  Donbted  In  t1)li  OMe 
nhether  there  li  a  violation. 

Motion  for  contempt. 

Mr,  John  L.  8.  Bob«rU  and  Mr,  George  L.  Roberta  for  the  oompl^nant. 
JIfr.  Wiimartk  H.  Th%rsUm  and  Jlfr.  Benj.  F.  Thurtttm  for  the  defend* 
ants. 

BBFOBB  LOWBZX  AND  OOLT,  JUDOBS. 
OOLT,  J. : 

The  defendants  contend  that  they  are  not  violating  the  injonetion  re- 
cently granted  by  this  court  by  reason  of  certain  changes  made  in  their 
machine.  The  plaintiff  claims  that  the  defendants  still  infringe  the 
first  and  seventh  claims  of  the  lacing-hook  patent  as  well  aa  the  pfttent 
for  lacing-book  stock.  The  laciaghook  paU^nt  is  for  a  combination. 
One  of  the  elemeots  of  the  feeding  device  mentioned  in  the  first  and 
seventh  claims  is  a  spring  inserted  iu  the  groove  along  which  the  stock 
is  fed,  which  operates  to  raise  the  stock  and  clear  it  from  the  dies.  In 
their  present  machine  the  defendants  use  no  spring.  The  loeliues  in 
the  groove  of  the  teedinf^  mechanism  are  not,  in  our  opinion,  the  eqaiv- 
aleuts  of  the  spring,  and  do  not  perform  the  same  function,  and,  as 
shown  in  the  attidavit  of  Mr.  Uenwick,  may  be  dispensed  with  altogether. 
By  leavini;  out  one  element  of  the  combination  a  serious  donbt  is  raised 
as  to  the  defendants'  iDfringeinent. 

As  to  tlie  laciug-hook-stovk  patent,  the  position  is  strongly  urged 
by  the  defcndaota  that  Uie  patent  is  for  stock  with  a  series  of  alternate 
necks  and  iuilentatious,  and  that  in  their  present  machine  they  only 
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use  a  single  neck  aud  indentatioo  at  the  end  of  the  stock-strip,  and  not 
a  series.  The  plaiotifl  ooDtends  that,  while  at  no  moment  of  time  a 
wries  exists,  this  is  dae  to  the  fitct  that  eaoh  neok  and  indentation 
is  cat  oat  as  soon  as  formed,  and  that  a  series  does  exist  in  order  of 
time  or  saooessively ,  as  is  shown  by  the  sncoesslTe  holes  io  the  waste- 
strip.  It  is  clear  firom  the  speolflcation  and  drawings  that  the  patentee 
ooQtemplated  the  ooexistenoe  of  aseries  of  alternate  necks  and  indenta- 
tions. It  is  from  stock  BO  specially  prepared  in  a  series  &om  which  the 
tdanksfinr  the  formation  of  lacing-hooks  were  to  becut.  Itmay  wellbe 
doabted  whether,  in  view  of  the  terms  of  the  patent  and  the  prior  state 
of  the  art,  the  patent  can  be  held  to  extend  to  a  single  neck  and  inden- 
tation. 

Motions  of  this  cbaraoter  are  not  granted  unless  the  violation  of  the 
tivjnnction  is  plain  and  fi?ee  from  r>oabt.  Walker  Patents,  481;  BirdtaU 
▼.  Hagerttown  Mfg.  Co.,  2  Bann.  es  Ard.,  S19  ;>  lAddU  v.  Ootif,  7  Blateh., 
1  i  WeOing  v.  THmming  Co.,  2  Bann.  &  Ard.,  Ij  Bate  Refrigerating  Oo.  ▼. 
Stutmait,  11  Fed.  Sep.,  902. 

HotioD  denied. 


(UilM  BMh  Clnmlt  Coot-OUMot  at  Bbod*  labod.] 

Taft  ff.  Stxebe  BT  U. 
Dtaldtd  Atroorv  9,  1884. 
96  O.  0.,  1090. 
1.  pAKTioni.ut  Patutts. 

The  MOODd  ud  thiid  ol^nu  of  P»t«iit  No.  63,8S3,  giMited  H«nli  96, 1607,  to 
Jamea  J.  Wftlworth  and  atutaviu  E.  Biuchiok,  unlgneM  of  Cupftr  ZvleU,  «oa- 
■trned,  and  held  not  to  httvn  bMD  in&tuged  b7  the  defonduitB. 
%,  UnuTT  ov  InrumoN. 

Donbted  whetlMT  than  1*  ftof  ntility  in  the  OKin  iiientloa«d  in  dM  tUid  dUim, 
■■ppoeinf  tb»  noa»f  ieoe  to  be  attMohed  to  the  oam  exaotl;  m  »:iown  in  the  model, 
•■d  It  not  appearing  thftt  mi;  loome  oinUodriiiB  the  improvements  olumed  hsTS 
eirar  been  pnt  in  ajfrntlon. 

Mr.  A.  K.  P.  Jojf  for  tiie  oomplaioant 

Mr.  Bmgtate  F.  Wvnur  and  Mr.  Walter  S.  Vinemt  for  the  defendants. 

BKFOBX  LOWKUL  AlfD  COLT,  JDSaEH. 
OOLT,  J.  ; 

The  oomplunant  in  his  bill  charges  tb^  defendants  with  the  infringe- 
ment of  certain  letters  patent  for  improvements  in  looms,  dated  Maroh 
26, 1867,  So.  63,853,  issned  to  .Tames  J.  Walworth  and  G-nstevos  H. 
Boschick,  assignees  of  Caspar  Zwicki,  the  inventor.  By  sottseqaent  as- 
signments the  plaintiff  became  the  owner  of  the  patent  The  alleged 
infringementa  relate  to  the  second  and  third  ol^ms.  Ck)o>^Ic 
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The  second  claim  is  as  foUowB ; 

In  combioktloii  with  the  •hatlle-raoe,  the  apringB  H,  mX  either  end,  urangodover 
the  top  of  the  ibattle-pftth,  And  provided  with  meftoi  for  Tertioal  kd]u«tRiant,  n!b- 
•tantially  m  dencribed. 

The  speciflcattOQ  says : 

Above  each  eudof  theahnttle-noe  E  are  aprlugt  H,  each  fastened  to  holdiog-pieoes 
•  on  the  aide  of  the  raoe,  m  that  they  can  be  a^Jnated  in  a  Tertioal  direction,  and  pro- 
vided with  a  set  or  thumb  eorew  at/,  for  thepnrpoeeof  farther  odjoKneat  of  the  t^ee 
end  of  said  spring  U  iu  a  rertical  direotioo.  The  fuuetion  of  theae  apcinga  H  i*  to 
■toptheahiittle  gradaaltj  and  witboui  recoil,  and  to  keep  it  iuita  proper  position  on 
the  ebnttle-race  to  receive  the  blows  nf  the  pioker-ataffd  T. 

The  essence  of  thiy  claim  is  a  apriog  capable  of  vertical  adjnstmeat 
over  each  end  of  the  shuttle-race,  to  check  the  flight  of  the  shuttle  and 
keep  it  in  its  place.  The  defendants  do  not  nse  this.  Their  looms  have 
DO  spring  over  the  top  of  the  shuttle-race  and  no  means  of  vertioal  ad- 
Jnstmeot.  They  use  a  piece  of  wood  screwed  onto  the  top  of  the  shuttle- 
race,  or  a  narrow  piece  of  wood  screwed  onto  the  inside  of  the  top,  and 
the  evidence  goes  to  show  that  these  have  been  iu  use  for  a  period  of 
thirty-five  years.  The  side  of  the  shattle-box  in  the  defendants'  looms 
is  of  such  shape  that  it  operates  to  check  the  flight  of  the  shuttle,  and  it 
also  appears  to  be  a4jnatable ;  but  the  important  element  in  the  plaia- 
tifTs  claim  is  a  spring  on  the  top  of  the  shattle-box  capable  of  vertical 
a^nstment,  and  this  we  do  not  find,  nor  any  equivalent  therefor,  in  Uie 
d^budants'  machine,  and  so  there  is  no  infringement 

The  third  claim  is  as  follows : 

a.  In  eombinaliou  with  the  pickei-ataff  of  a  loom,  the  cam  N  when  provided  with 
the  adjustable  piece  o,  aabitautlall;  aa  descril>ed. 

It  is  not  contended  that  Zwicki  was  the  first  to  make  a  cam  with  a 
nose  iu  two  pieces,  instead  of  being  solid ;  but  the  adjustable  character 
of  the  nose-piece  upon  the  cam  is  claimed  as  an  improvement. 

After  carefully  examining  the  evidence  and  exhibits,  we  are  satisfied 
that  the  cams  used  by  the  defendants  are  not  adjastable  for  any  prac- 
ticable purpose ;  that  such  adjustment  is  not  attempted  in  their  use,  and 
that  it  is  doabtfol  at  least  whether  there  is  any  utility  iu  this  feature  of 
the  patent,  supposing  the  nose-piece  to  be  attached  to  the  cam  exactly 
aa  shown  in  the  modcL  It  does  not  appear  that  any  looms  embodying 
the  improvements  claimed  iu  this  patent  have  ever  been  put  in  opera- 
tion. These  conclusions  diapoae  of  the  two  main  questions  raided  in  this 
oase,  and  we  therefore  deem  it  unuecessary  to  consider  any  others. 

The  bill  should  be  dismissed. 


D,g,l,..cbyGOOglC 
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llTBl:ed  8tMM  CIrealt  Cimn— 8intli«n  Dlitrlst  ot  Haw  York.} 

Beat,  Exbcutbiz,  v.  Batnok  et  al. 

Dteiitd  Jmnutrg  £1,  1884. 
36  0.  G.,  lill. 

1.  PBAcncR  IN  CvcKTa — AimtitMraT  to  Bill. 

A  bill  WSB  broaght  befora  the  patent  cEpired,  bnt  it  wm  defectJTe,  and  an 
uneDdment  was  filed  after  the  patent  bad  expired :  Held,  that  tLe  ameDdment 
made  tbe  bill  at  it  abonld  have  been  at  flnt,  and  in  effect  aa  if  it  had  been  to  at 
ftnt,  Bod  if  a  caae  for  equitable  relief  la  ahown  the  bill  should  be  retained  for 
tlut  Mid  anch  eognate  relief  ••  is  Decesaar;  to  do  complete  Joetice. 

2.  BuasDs— Claim  t<m»  Broad. 

The  origioal  pateot  showed  oertain  devices  tfl  which  no  function  was  ascribed, 
and  the  position  of  which  with  reference  to  a  partiular  part  of  the  Diachloe  waa 
not  shown  with  accnracj.  Tbe  reissne  described  such  devicn  ns  ncciip^ing  a 
definite  position  with  referenoe  to  said  particniar  part  of  the  machine  and  as 
having  a  specified  fancttou :  B»I4,  that  a  etaim  in  tbe  reisme  covering  the  ar. 
langement  described  therein  embraeed  an  invention  different  from  that  Hhow9  in 
the  origioai,  waa  too  broad  to  be  added  at  any  time,  and  was  tberef<ire  void. 

3.  EussuB— Lapse  of  Timk. 

The  reissoe  was  taken  ont  more  than  three  years  after  the  original,  and  wonld 
M^  to  be  for  that  reaaon  unseasonable  and  invalid. 

4.  BnwOB— Pabtial  IxvAUDiTr. 

Invaiiditj-  of  one  claim  does  not  necessarily  render  the  other  claims  of  tbe  n- 

5.  Pbockm — Function  ok  Hodk  or  Ofrration  of  a  Hachini  not  Patbntabu. 

A  fnnctiou  or  mode  of  operation  of  a  machine  is  not  patentable  apart  from  the 
machinery. 
S.  iNTUKonuiTT — Equivalent. 

Tbe  nse  hy  defendants  of  the  combination  of  the  patentee,  except  that  an 
eqaivalent  element  is  sobstituted  for  one  of  tbe  elements  of  tbe  lal tor's  oonibiD»> 
tlon,  ia  an  infringement. 

7.  iBTUlfOBMBNT— SlLBirCK  ROT  ESTOtfKL  UNDBB  THE  C1RCVM8TANCE8. 

Where  it  does  not  appear  that  tbe  patentee  led  the  defendante  into  any  ez- 
psodltnraoroonrse  of  conduct  by  his  silence  when  he  onglit  to  hare  spoken  whieh 
tkey  would  not  have  made  or  followed  if  he  had  spoken,  an  Infringement  will 
not  be  avoided. 

8,  PABTictriAR  Patkntb. 

Beisaae  Letten  Patent  No.  3,539,  granted  March  36,  1667,  valid  in  part  and  in- 
Tslid  in  pit, 

Mr.  Arthur  r.  BrieteH  for  the  complainant. 

Mr.  St^heit  D.  Late  and  Mr.  John  Tan  Samtifoord  for  tbe  defeudaata. 
Whkei^kb,  J. : 

The  testator  of  the  oratriz  was  the  owuer  of  Reissue  Loiters  Patent 
Xo.  2,529,  granted  Harch  26, 1867,  upon  the  sarreuder  of  original  Let* 
tera  Patent  No.  39,702,  granted  to  him  August  25,  1803,  for  improve- 
ments in  envelope-machiues,  which  would  expire  August  25,  1880.  The 
bin  WM  broaght  June  12,  1880,  upon  the  original  patent,  without  re- 
ferriog  to  the  reissue,  to  restrain  the  use  of  .uiAcliiues  alleged  to  be  in- 
fringemente,  and  for  an  account.    No  motion  was  made  for  a  preliini- 
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nary  injnnction.  An  nDBwer  was  fUed  Betting  forth  the  reissae  Angnst 
19,  ISBO.  The  oratrix  moved  to  amend  the  bill,  aud  September  22, 
1880,  it  was  by  stipulatioa  aoiended  to  cover  the  reissue  io  place  of  the 
origDal.  The  defeodants  dow  move,  on  the  aatUority  of  Boot  v.  Bail 
way  (105  TJ.  S.,  189),  that  the  bill  be  dismissed  for  want  of  jnrisdictioii 
iu  eqaity,  because  the  patent  had  expired  before  the  amended  bill  was 
filed  apoQ  which  only  the  oratrix  conld  have  any  equitable  relief. 
Bowell  V.  Mitchell,  105  U.  S.,  430. 

The  Infringement  is  solely  by  the  ase  of  machines  made  before  the 
bill  was  brought  and  continued  ever  since,  and  would  be  covered  by 
the  general  allegation  of  infringement,  made  in  both  the  original  and 
amended  bills,  if  filed  during  the  term  of  the  patent;  but  the  continued 
use  after  the  expiration  of  the  tena  Tonld  not  be  so  covered  by  that 
general  allegation  in  a  bill  filed  after  the  expiration.  Special  ^lega- 
tions setting  forth  that  the  machines  were  infringements  when  made 
voald  be  necessary.  Boot  v.  Bailwag,  105  TT.  8.,  189;  Ameriean  J>ta- 
mond  Rock  Boring  Co.  v.  Rutland  Marble  Co.,  2  Fed.  Bep.,  3^6. 

It  is  urged  for  the  oratrix  that  the  amended  bill  is  to  be  considered 
for  this  purpose  as  if  the  original  had  been  as  it  is  amended  when  Bled, 
and  for  the  defendants  that  it  ia  to  be  considered  as  if  it  had  been  filed 
as  an  original  bill  when  it  was  filed.  The  oratrix  had  <}he  reissue  when 
she  brought  her  original  bill,  aud  must  have  intended  to  bring  her  bill 
upon  the  patent  which  she  had,  and  not  upon  one  which  she  did  not 
have.  Under  these  circumstances  it  would  have  been  competent  for 
the  court  to  allow  the  amendment  That  which  conld  be  done  by  the 
oourt  without  consent  could  well  be  done  by  the  parties  by  oonsent. 
When  done  it  made  the  bill  as  it  should  have  been  at  first,  and  in  effect 
as  if  it  had  been  so  at  first.  Such  amendment  only  wus  nct.esBaTy  as 
vould  make  the  bill  what  it  should  have  been  to  be  goo<l  when  brought, 
not  what  would  havo  been  necessary  to  make  it  what  it  would  have  to 
be  to  be  good  at  some  other  time.  If  the  oratrix  has  shown  a  case  for 
any  equitable  relief  she  la  upon  all  the  decided  cases  entitled  to  have 
the  bill  retained  for  that  and  such  cognate  relief  as  is  necessary  to  do 
oomptete  justice.     Dowell  v.  Mitchell,  103  U.  S.,  430. 

The  defendants  set  up  that  the  reissue  is  too  broad  for  the  originiU. 
The  original  showed  and  described  two  arms  extending  from  a  table  in 
the  interior  of  the  machine,  under  which  the  envelope-blank  ia  made 
to  pass  on  its  way  to  a  oreaHing-box  in  the  rear,  one  on  each  side  of 
the  box,  to  or  nearly  to  a  line  with  the  rear  side  of  the  box.  Xo 
nse  of  these  arms  was  stated.  In  the  reissue  these  arms  are  de- 
scribed as  applied  in  such  position  that  they  extend  parallel  to  the 
edges  of  the  creasing-box  with  their  lower  edges  level  with  or  rather 
below  the  top  edge  of  the  box,  so  as  to  bear  down  on  the  ends  of  the 
blanks  and  hold  them  in  position  on  the  box  to  be  creased,  and  as  se- 
cured to  the  table  or  any  other  fixed  part  of  the  machine.  TSo  other 
reference  to  the  table  iu  connection  with  them  is  made.    No  claim  was 
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miide  iu  the  origiual  iu  respect  to  them.  Tliey  are  tlie  subject  of  tbe 
new  fourth  claim,  the  original  showed  these  arms  ouly  as  oxteusions 
&om  the  table.  Their  height  in  respect  to  tlie  ereasiog-box  ^as  not 
shown  with  accuraoy  otherwise  than  by  refereuce  to  the  table.  As  no 
fnnction  was  ascribed  to  them,  their  position  could  not  be  inferred  from 
what  they  were  to  do.  When  they  were  described  as  in  a  certain  posi- 
tion with  reference  to  the  creasing-box  instead  of  the  table,  and  as  at- 
tachable to  some  other  part  of  tbe  machine  when  they  would  not  be 
extensions  of  the  table,  and  an  office  was  ascribed  to  them,  ftn  inven- 
tion different  from  that  in  the  original  was  shown.  This  claim  was  too 
broad  to  be  added  at  any  time,  and  therefure  void.  Gill  v.  WelU,  22 
WalL,  1;  Stuteli  v.  Dodge,  93  U.  S.,  460.  Besides,  the  reissue  was  taken 
ont  more  than  three  years  after  the  original,  and  would  seem  to  be  for 
that  reason  unaeasonable  and  invalid,  Miilery.Sridg^^rt  Brass  Co.,  lOi 
U.  9.,  350.  That  this  claim  is  invalid  does  not  necessarily  render  the 
other  claims  of  the  original  reproduced  in  the  reissue  invalid.  iSchil- 
liHIfer  V.  Qreenvay  Oo.y  24  O.  G.,  495;  Qage  v.  Herring,  107  IT.  S.,  640. 
In  the  first  claim  in  both  what  is  called  a  "slide"  in  the  odginal  is  called 
a  "  carrier"  in  the  reissue.  The  description  of  it  or  of  its  operation  is 
not  changed.  The  claim  is  in  substance  the  same  in  both.  Only  the 
first,  eecond,  fifth,  seventh,  tenth,  and  twelfth  claims,  besides  the  fourth 
claim  of  the  reissue,  are  said  to  be  infringed.  The  fifth  claim  is  merely 
for  feeding  the  blanks  under  the  table  which  supports  the  gum-box  in- 
stead of  over  it.  The  machinery  described,  some  of  which  is  the  subject 
of  other  claims,  does  feed  the  blanks  under  that  table.  The  claim 
is  merely  for  that  fnnction  or  mode  of  operation  of  that  machinery.  As 
such  this  function  or  mode  of  operation  does  not  seem  to  be  patentable 
^Mtrt  from  the  machinery,  MaKay  v.  Jaekman,  20  Blatchf.,  466;  Xll 
Fed.  Bep.,  61o,  Want  of  novelty  of  the  other  claims  Is  alleged  and 
infringement  of  them  is  denied. 

Envelope-machines  were  in  use  before  this  invention.  This  inventor 
was  entitled  to  and  claimed  a  patent  only  for  his  improvements.  Slides 
or  platforms  to  hold  envelope  blanks,  lifters,  or  pickers  to  receive  gam 
on  their  faces  and  take  it  to  the  proper  place  on  the  blank,  and  by  its 
adheeivenesB  to  lift  them  so  they  could  be  taken  by  carriers  pr  convey- 
ers,  carriers  or  conveyers  to  take  them  to  creasing-box,  creasing. 
boxes  to  crease  them,  and  folding  apparatus  to  fold  them  were  all  then 
known,  Tbe  seventh  claim  is  for  a  balance- weight  connected  with  ihis 
f4Hui  of  conveyer,  and  the  twelfth  for  rib  on  the  face  of  the  plunger 
which  works  in  the  creasing-box  and  presses  the  envelopes  after  they 
are  folded.  The  defendants  are  not  found  to  make  use  of  either  of  these 
devices  or  what  is  the  equivalent  of  either  in  the  working  of  this  in- 
vention. 

In  this  invention  the  lifters  or  pickers,  after  receiving  gDin  on  their 
bees,  fall  by  their  own  weight  npon  a  pack  of  blanks  on  a  movable  slide, 
which  recdves  tiie  pack  and  carries  it  to  and  holds  it  in  ^e  proper  place, 
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and  lift  the  upper  blaiib  nntil  ft  is  diseagaged  b;  tbe  table  sopporting 
the  gum-box  aod  takeu  by  tbe  cooveyer  under  the  table  and  steadied 
by  it  to  the  creasing-box.  This  combination  of  tlie  movable  slide  and 
foiling  lifters  and  arrangement  of  the  table  and  conveyer  form  the  aub- 
jects  of  the  first  and  second  claims.  Also  »  cam  and  roller  coonftcted 
with  tbe  plunger  bring  its  face  to  a  pressure  upon  the  envelope  to  stick 
itH  folds  firmly  after  it  has  been  iblded.  This  cam  aud  roller,  in  combi- 
nation with  the  plunger,  are  the  subjects  of  tbe  tenth  claim.  Garefiil 
and  repeated  examinations  of  the  machines  and  ;)atents  put  in  evidence 
to  show  anticipations  and  want  of  novelty  have  foiled  to  discover  sucb 
combinations  and  arrangements  as  these  covered  by  these  three  claims. 
The  foiling  lifters,  tbe  arrangement  of  the  table  over  the  conveyer  to 
Bteady  the  blank,  and  the  combination  of  the  cam  and  roller  with  the 
tduDger  api>ear  to  be  new  with  this  invention.  These  chums,  therefore, 
appear  to  I>e  valid.  The  defendant's  machines  have  the  movable  slide 
to  carry  tbe  pile  of  blanks  to  the  proper  position  under  the  pickers,  the 
foiling  pickers,  and  the  conveyer  arranged  under  the  table  supporting 
the  gum-box.  They  also  have  the  cam  and  roller  pressing  the  sapport 
of  the  envelope  against  the  folded  envelope,  instead  of  the  plunger 
a^^nst  it  to  press  it.  The  support  is  tbe  equivalent  of  tbe  plunger  for 
this  purpose.  Therefore  tbe  defendants  are  found  to  infiringe  these  three 
claims  by  the  use  of  the  machines  made  during  the  li^  of  the  patent  in 
violation  of  rights  of  the  inventor;  and  it  appears  that  they  would  con- 
tinae  the  use  if  not  restrained. 

It  is  claimed  that  the  inventor  so  conducted  himself  by  seeing  ma- 
chines similar  to  those  of  the  defendants  made,  without  claiming  that 
they  infringe  his  patent,  that  neither  he  nor  the  oratrix  as  hts  personal 
representative  could  have  any  eqnitable  right  to  restrain  their  use.  It 
does  not  appear,  however,  that  he  led  the  defendants  into  any  expendi- 
ture or  course  of  conduct  by  his  silence  when  be  onght  to  have  spoken 
which  they  would  not  have  made  or  followed  if  he  bad  spoken.  The 
foct  of  the  patent  was  oi>en  to  them  as  welt  as  known  to  him.  They 
could  respect  it  or  take  the  risk  of  having  what  they  did  turn  out  to  be 
an  infringement.  They  chose  the  latter  course,  and  he  does  not  appear 
to  have  been  responsible  for  their  choice.  The  oratrix  appears  to  be 
entitled  to  an  iiynnctlou  to  lestrain  tbe  use  of  so  ntach  of  these  machines 
as  were  infringements  when  tbey  were  made.  Orottteif  v.  Derby  Oaa 
Light  Co.,  Webst.  Pat.  Gas.,  119,  4  Law  Jour.  X.  S.  Chan.,  PL  1,  25; 
Amerioan,  etc,  Co.  v.  Skeldon,  IS  Blatchf.,  50;  Curtis  on  Pat.,  Sec.  136. 
The  right  to  an  aoconnt  for  past  infringement  follows. 

Let  there  be  a  decree  that  tbe  first,  second,  and  tenth  claims  of  the 
patent  are  valid  and  have  been  infrii:ged,  tunil  for  an  injunction  against 
the  use  of  such  parts  of  machines  aa  were  made  in  violation  of  those 
idtums,  and  for  an  account,  with  costs. 


D5,l,r..cb,.GOOglC 
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BbAT  r.  BEKLIK  &  JOKBS  BirrXLOPB  COXPANY. 

IM^deiJaiiTt  K,ISB4. 

96  O.  0.,  Ulil. 

Fomxs  Dscmoxs  Arruunit. 

Cuua  n^iald  fiat  the  mow  wkhii,  ud  patMt  (nitaiiMd  t«  the  mim  extant  M 
in  the  OMe  of  Orairli  t.  Baffnor  «l  ml 

Mr.  Artkwf  v.  Brietm  for  the  ezecntriz. 
Mr.  8Ufie»  D.  Lavf  tor  the  cLef<Nidaat. 

Wheklkb,  J.  .• 

This  snit  is  broagbt  npon  the  uuue  patent,  in  the  same  maoDer,  and 
inrolvin^  the  same  gaettioiu  aa  to  its  maintenance  as  that  of  the  Ora- 
trix  V.  S»]f*or  et  ol.,  heard  at  this  term.  The  cause  is  upheld  for  the 
same  reaatms,  and  ttie  patent  is  sostalned  to  the  same  extent  opon  the 
tame  groands  as  in  that  ease.  Only  the  second,  fourth,  and  fifth  claims 
are  said  to  be  infringed.  Of  these  only  the  second  is  held  to  be  valid, 
nie  defendant  appeu^  to  infringe  this  daim.  Their  machine  has  tbe 
arraagement  of  tbe  table  over  the  conveyer,  so  ttiat  tbe  blanks  are  faeld 
eren  and  In  place  by  tlie  table  while  bcdng  carried  by  the  oonv^er  to 
the  creaalng-box,  as  described  la  that  claim. 

Let  a  decree  be  entered  for  the  oratrix  accordingly. 


tUalUd  BMm  Onott  C«a»-I>totTt«t  of  Bboda  laUsd.] 

UOBaAN  ET  AL.  r.  BOQEBS. 

Dteidii  FAnutrg  U,  1884. 

90  O.  Q.,  1113. 

1.  Tbadb-Makk#— A  Tkadk-Uabk  may  be  Convitis  with  tbx  PjtonmTT  with 

WHICH  IT  IS  AMOdATKa. 

Am  an  ■faatnot  tight  kp*rt  fram  the  utlole  mannfaotntBd, »  tckde-UMfc  oumot 

be  ntd,  the  leaMD  t>e)ng  tbftt  mob  tranifer  wonld  be  prodDCtive  of  tnoA  npon 

tlM  pvblio,  bat  Id  coODectlon  with  tho  article  prodaoed  it  mit;  be  boQffht  Mid  lold 

like  otlieT  property. 

L  TsAiia-llABKii  wux  Pam  dndkr  Bill  or  Bali  Without  SpEcinc  Hbktioii. 

For  a  tnde-mnrk  to  put  nnder  m  bill  of  tale  It  1*  not  neoeetary  that  it  ilionld 
b«  apMlAeallj-  mentioned.  If  a  trade-mark  ie  an  aewt,  aa  it  la,  there  U  no  raaaon 
^liT  It  ■bonld  not  pan  nuder  the  term  "aaaeti"  in  an  iDttrument  vhlob  ooUTeye 
tba  entire  psrtnanhlp  propertj". 

Mr.  JfatkM  F.  Dixon,  Mr.  J.  Van  BatUvoord,  and  Mr.  A.  Ckeitm'  for 
:b»  cfHDplainants. 
Mr.  Bag.  F.  Tkurtton  and  Mr.  J.  C.  B.  Woodi  for  the  defendant. 

10L,T,  •/..■ 

It  Appears  by  the  bill  and  evidence  that  tbe  complainants  bad  from 
[foe  to  time  advanoed  large  snms  of  money  to  the  firm  of  J.  Miller  & 
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Bona,  wbo  were  oarryinff  on  the  btMiness  in  ProTidenoe,  B.  L,  of  the 
manu&oture  and  sale  of  certain  proprietary  medidBes,  notably  the 
oomponnd  known  as  "Dr.  Haynes'  Arabian  Baleam."  To  gecnre  the 
oomplaioants,  Miller  &  Sons  executed  a  chattel  mortga^  to  them, 
dated  Jane  1, 1875.  On  or  about  March  22, 1 876,  the  complainanta  took 
poRsession  under  the  mortj^a^  and  proceeded,  through  an  agent,  to 
earry  on  the  bnslness  of  the  manufacture  and  gale  of  tbese  medicines. 
Subsequently,  on  February  13,  1877.  Miller  &  Sons  conveyed  to  the 
defendant,  Bogera,  the  exclusive  right  W  use  their  trade-marics  and  to 
make^nd  sell  their  medicinal  compounds.  The  present  suit  ia  bronght 
to  restrain  the  defendant  from  neing  these  trade-marks.  The  mun 
qaestiou  in  the  cawe  turns  upon  tbe  meaning  of  the  following  olanse  in 
the  mortgage : 

Tbe  folloirliig  Article*  of  pemonftl  property,  now  in  oar  poaMMion,  and  now  In  knd 
npoD  tbe  pramisee  kaown  «nd  deslgoftted  aa  nnmbere  (S)  eight  uid  (lit)  twelve  High 
•treat,  In  u,lA  city  of  Provideace,  viz :  The  etitir«  property,  itock,  faraitnre,  sad  fix- 
tnree,  »nd  other  artlolee  now  in  end  npon  wld  premltes,  tofcether  with  ail  debta  and 
book  Meonnta,  UMtn,  uid  elfeota  of  arerj  kind  and  nfttms  belonglDg  to  Mid  flmt  of 
J.  Miller  Sl  Sou. 

The  complainants  contend  that  the  above  recital  includes  all  trade- 
marks  then  owned  and  used  by  Miller  &  Sons  in  their  business  ou  High 
street,  and  that  such  was  the  intention  of  the  contracting  parties.  The 
defendant  claims  that  this  description  does  not  cover  any  trade-mark, 
bat  only  the  property,  stock,  accouuta,  &c.,  belonging  to  the  flrm  ;  that 
sach  waa  tbe  intention  of  the  parties,  and  that  the  proof  shows  that  at 
most,  and  iudepeudent  of  the  mortgage,  the  complainants  have  a  parol 
license  to  use  the  trade-mark  until  reimbursed  for  their  advances  to 
Miller  &  Sons. 

The  clause  of  conveyance  in  the  mortgage  is  very  broad  in  its  terms. 
Oleariy  the  language  bears  the  construction,  and  will  bear  no  other, 
than  that  tbe  whole  property  of  Miller  &  Son-i  upon  the  premises  occu- 
pied by  tbem,  together  with  their  assets  of  every  kind,  passed  by  way 
of  mortgage  to  the  complainants.  The  description  plainly  identi&es  the 
property  and  states  what  is  conveyed.  It  is  not  a  case  where  there  is 
an  ambiguity  by  reason  of  two  inconsistent  descriptions  in  the  same 
instrument,  nor  is  it  a  case  whei'B  the  instrument  fails  to  point  oat  the 
subject-matter,  so  that  a  stranger  after  ezamluation  might  bedeoelred 
bat  in  plain  and  nnequivocal  language,  and  for  the  large  ooniideratioD 
of  $48,600,  the  entire  property  of  the  flrm  of  Miller  &  Sons  at  their  place 
of  business  and  all  the  firm  assets  aro  conveyed  by  way  of  mortgage  to 
the  complainants. 

Tbero  is  no  reason  why  a  trade-mark  cannot  be  conv^ed  with  the 
property  with  which  it  is  associated.  As  an  abstract  right,  apart  from 
the  article  manufoctured,  a  trade-mark  cannot  be  sold,  tbe  reason  being 
that  such  transfer  would  be  productive  of  fraud  npon  tbe  pnblio.  In 
this  respect  it  differs  &t>m  a  patent  or  a  copyright;  bat  in  conoectioQ 
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with  the  article  prodaoed,itmay  be  boagtat  and  sold  like  otherproperty. 
It  constitutes  a  part  of  partnership  assets,  and  is  properly  sold  with  the 
arm  property.  Brown  ou  Trade-Marks,  sees.  360,  361 :  HaU  v.  Barrowi, 
10  Jai.S.  a.,  5!i;  Ainnoorth  V.  Walmegte}/,  44  h.  J.  B.,  252;  Kiddv.John- 
f on,  100  U.  8.,  617 ;  Walton  v.  Crowley,  3  Blatch.,  440  ;  Congrm  and 
Empire  ^ring  Co.  v.  Sigh  Bock  Congresa  Spring  Co.,  57  Barb.,  626,  and 
4  Am.  Zaw  Times  K.,  1U8 ;  Diaion  Crucible  Co.  t.  Guggenkeim,  2  Brev- 
ster,  321. 

For  a  trade-mark  to  pass  nnder  a  bill  of  sale  it  is  not  necessary  that 
it  should  be  specifically  mentioued.  In  Shipwright  v.  Clemmtt  (19 
Weekly  Beporter,  50d)  there  watt  a  sale  by  one  partner  to  tbe  other  of 
all  bis  interest  in  the  partnership,  stock  in  trade,  goods,  chattels  and 
effects,  book  debts,  moneys  in  the  bank,  and  all  other  property  not  being 
on  the  premises,  the  deft-ndant  covenanting  that  be  would  not  carry  on 
the  trade  within  one  mile  of  the  premises  or  in  any  way  afi'ect  the  busi- 
ness to  be  thereafter  carried  on  by  tiie  purchaser,  the  court  held  that 
this  was  a  sale  of  the  bnsinesB,  and  that  a  trade-mark  passed  nnder 
such  a  sale,  whether  specially  mentioned  or  not.  If  a  trade-mark  is 
aa  asset,  as  it  is,  there  is  no  reason  why  it  should  not  pass  under  tbe 
term  "  assets'*  in  an  instmment  which  conveys  the  entire  partnership 
property.  To  hold  that  tbe  trade-mark  is  not  included  in  this  mortgage 
is  to  say  that  the  most  valaable  part  of  tbe  partnership  property  is  not 
covered  by  the  words  "  assets  and  effects  of  every  kind  and  nature." 

The  evidence,  in  onr  opinion,  strongly  confirms  the  construction  we 
have  put  upon  the  iustrument,  and  shows  that  such  was  the  intent  of 
tbe  parties.  The  complainants  proceeded  to  take  possession  under  the 
mortgage  of  tbe  entire  property  and  assets  of  the  tlrm,  to  use  the  trade- 
marks, and  to  manufacture  and  sell  the  medicinal  compounds.  At  the 
time  possession-  was  taken  one  of  the  Millers  sent  for  Mr.  Morgan  and 
snrreDdered  the  keys.  Two  of  the  Millers  for  months  after  this  con- 
tinoed  to  sell  tbe  medioineB  under  the  direction  of  the  agent  who  was 
ourying  on  the  business  for  the  complainants.  The  annual  royalty  due 
Dr.  H^nes  the  complainants  assumed  and  paid.  The  defendant,  Rogers, 
as  ahown  by  his  letters,  understood  that  the  complainants  had  sao- 
oeeded  to  all  the  rights  of  Miller  &  Sons  and  were  running  the  busiuess. 
He  says,  however,  that  in  the  fall  of  1876,  after  a  oousoltation  with  the 
Uillers,  and  after  what  they  said,  he  took  legal  advice,  and  found  that 
tbe  complainants  had  title  nnder  the  mortgage  only  to  the  goods  and 
effiscts  of  Miller  &  Sons ;  bat  that  his  mind  was  not  clear  on  tbe  ques- 
tioD  of  tbe  trade-marks  is  shown  by  the  fact  that  subseqaencly,  in  his 
eonveyanoe  tcom.  Miller  &  Sons,  of  February  13, 1877,  under  which  he 
now  claims  tbe  right  to  nse  these  trade-marks,  there  is  a  provision  that 
if^  at  the  expiration  of  two  years,  he  should  not  be  in  the  exclusive  en- 
joyment of  the  trade-marks  in  consequenoe  of  auy  act  done  by  the  Mil- 
lers ID  conveying  ot  eucomberiog  tbem,  then,  at  his  option,  the  annui- 
ties to  be  paid  to  the  Millers  under  the  agreement  were  to  cease. 
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The  fact  that  the  complainants  agreed  to  tarn  over  the  property  to 
the  Millers  after  they  had  been  paid  cannot  operate  to  divest  them  of 
the  exclusive  right  to  the  trade-marks  if  they  acquired  snch  under  tiie 
mortgage.  With  duch  exclusive  right  they,  as  well  as  Miller  &  Sode, 
might  hope  the  debt  would  soon  be  extinguished,  but  without  such 
exclusive  right  such  a  result  would  be  most  imnrobable. 

Upon  a  proper  conetraction  of  the  clause  of  conveyance  in  the  mort- 
gage, and  upon  the  evidence  showing  the  intent  of  the  parties,  we  an 
satis&ed  that,  the  relief  prayed  for  should  be  granted,  and  that  the  de- 
fendant should  be  enjoined  ft^m  the  use  of  the  trdde-marka. 


IBupicm*  Court  of  th*  UnlM  StatM.  I 

Cook  «.  The  Sanduskt  Tool  Oompaht. 

DmMwI  JtMMorg  31,  18S4. 

S6  o.  a.,  iiu. 

1.  HiCKs's  pATB:aT— HoRg. 

Letters  Patent  No.  iaS,S!0,  gruiled  April  3, 18T7,  to  0-  H.  Hlolu,  for  an  imprttv^ 
meat  in  tioea,  oonsidervd. 

3.  iMrBIUGKMXNT. 

If  Ka  iaveiition  mkde  and  sold  prior  to  ttie  date  of  the  patentee*!  invention  U 
not  an  anticipation,  it  1*  not  an  InMngement  of  it. 

ApFBAL  iVom  the  oiroait  court  of  the  United  States  for  the  Dortium 
district  of  Ohio. 

Mr.  George  N.  Boward  and  Mr.  B.  S.  Paine  for  the  appellant. 
JIfr.  M.  D.  Leggett  and  Mr.  L.  L.  Leggett  for  the  appellee. 

Mr.  Chief  Josttce  Waite  delivered  the  opinion  of  the  court: 
The  decree  in  this  case  is  afhrmed.  If  the  hoe  made  by  the  tool 
company  infringes  the  patent  of  the  appellant,  it  was  an  anticipation 
of  the  invention,  and  the  patent  is  void,  for  the  testimony  leaves  no 
donbt  whatever  in  our  miuds  that  the  company  made  and  sold  their  hoes 
long  before  the  date  of  the  invention  patented.  If  it  is  not  an  antiinp*- 
tion,  it  is  not  an  infringement. 
Affirmed. 

(OnlUd  Statu  Clnnll  Caart—Sonthsni  IHitrlot  of  H*w  Tork.) 

Truss  v.  Shuteb  et  ax. 

lyteiied  March  12,  lt9S4. 
26  O.  G.,  1310. 
GzoROE— Box-Toe  for  Boots  axd  Shoes. 

Letters  Patent  No.  90,804,  granted  to  H.  W.  George,  October  IS),  1669,  fitr  an 
improvameDt  ia  box-tuea  for  boota  and  sboes,  anticipated  b^  Lettera  Patent  No. 
69,oas,  granted  to  Alfred  B.  Ely,  September  34, 1B67. 
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Matrt.  p.  <£  D.  Mitchell  and  Messrs.  Frost  t&  Coe  for  tbe  complain- 
ant. 

Meun.  Henry  <£  F.  McCloakey  and  Mr.  John  Van  Santvoord  for  the  de- 
fendants. 

Wallacb,  J. : 

Id  view  of  the  shoe-tip  patented  by  Ely,  September  24, 1867,  there  is 
no  novelty  in  the  box-t<»e  patented  by  George,  October  19,  1869,  The 
two  articles  are  exactly  alike,  and  the  unes  to  which  they  are  applied 
are  so  analogons  that  there  was  no  invention  by  George  in  placing  Ely's 
tip  inside  tbe  toe  of  the  shoe,  instead  of  outside,  where  it  wan  placed 
by  Ely. 

The  bill  is  dismissed. 


[Unit^  HUtsi  Circuit  floart-Dlitrict  of  IUifliniia.| 

Thb  Giant  Powtbe  Company  v.  The  Sapett  Nitko  Powdke 
Company  et  al. 

Dtdded  Ftbruary  IH,  1884. 
87  O.  G.,  99. 
1.  If  k  patent  ia  inoperktive  »o  far  ■■  not  to  cover  all  thai  tbe  party  Is  entitled  to 
el«im,  it  ia  inoperative  within  the  meaning  of  the  proviaioas  of  the  statute  re- 


3.  Tbe  question  whether  there  is  a  fraad  in  the  sunender  and  application  for  a  re- 
iMoe  ia  for  tbe  officers  of  the  Patent  Office  alone  to  decide,  and  their  deturmina- 
tion  ia  conolnriTc  in  a  collateral  proceeding.  The  court  can  oDlf  examine  and 
pan  apon  what  appears  npon  tbe  fiuieof  tbe  patent,  and  see  whether  there  is  any- 
thing to  indicate  ita  Invaliditj  or  render  it  void  nnon  its  face.  All  questions  of 
&ct  behind  the  patent  are  to  be  examined,  heard,  and  conclaaively  delermined  h; 
the  CommiaHioner  of  Patents. 

3.  Whom  an  original  patent  ia  valid,  but  the  reissue  hnaed  thereon  is  invalid,  there 

la  no  good  reason  why  a  second  reissue  embracing  the  valid  claim  alone  of  th« 
oriiiinal  patent  would  not  be  valid, 

4.  Tbe  objeet  of  a  plea,  where  there  is  some  cortain  single  iaane  requiring  bat  little 

evidence  that  will  diapose  of  the  whole  case,  if  sustained,  is  to  try  that  issue 
without  pnttiug  the  parties  to  the  expense  of  tbe  trial  of  the  case  at  large,  and 
pleaa  are  limited  to  a  aingle  dererae  or  issue,  unless  by  permission  of  the  court 
the  defondants  are  allowed  to  plead  double:  Htlii,  that  the  plea  in  this  caae 
does  not  conform  to  this  rule,  and  i>eeides  comes  too  late. 

5.  Beiasned  Letters  Patent  No.  10,267,  iseaed  Jaunary  9, 1683,  upon  the  application  of 

Alfred  Nobel,  to  tbe  Giant  Powder  Couipnuy  aa  assignee,  for  an  improvement  in 
exploaive  compiunds,  examined  :ind  aiistaiued. 

Mr.  Oeorge  Harding  and  ^[r.  Hall  McAlligter  for  the  complainant. 
Mr.  M.  A.  Wheaton  for  the  defendants. 

SAWYER,  C.  J.  : 

III  tbe  case  of  The  Oiaat  Powder  Company  v.  The  Safety  Silro  Ponder 
Compani/f  a  motion  for  leave  to  file  an  amended  plea  setting  up  several 
distinct  defenses  bos  been  argued  in  connection  with  the  argument  as 
1B7.3  PAT 11 
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to  the  sufficieucy  of  the  plea  already  filed.  The  Giant  Powder  Com- 
paDy  WAS  the  owner  of  tbb  origiual  patent,  Ko.  T8,317.  This  patent  wag 
snrrendered  and  reissued  as  Pateut  Ko.  5,S19.  Afterward,  for  the  par- 
pose  of  correctiug  a  clerical  error,  PateutNo.  5,610  watt  surreuderetl  and 
reiHHued  aa  Pateut  No.  5,799,  A  suit  upou  this  last  patent  was  decided 
by  Mr.  Justice  Field  in  tbis  court,  in  which  it  was  iield  that  the  reissue 
was  broader  in  its  scope  than  the  origiual  ioventioo  as  dewribed  id  tbe 
pateut,  the  original  pateut,  No.  78,317,  being  for  a  combiuation  of  oitro- 
glycerine  with  some  nou-ex  plosive  abxorbent  material,  while  the  reissne 
embraced  explosive  an  well  as  inesplosive  absorbents;  and  Mr.  Justice 
'  Field  held  that  iu  that  particular  tbe  reisaae  waa  broader  than  tbe 
original  patented  invention,  and  for  tbat  reason  void.  Oiant  Powder 
Go.  \.  Gal.  Vigorit  P.  Go.,  6  Sawyer,  509.  This  being  so,  Patent  No. 
5,79!)  was  surrendered  and  reissued  again  in  Patent  No.  10,267 ;  and  in 
Patent  No.  10,267  botb  the  specifications  and  the  claim  are  identical 
with  those  of  the  original  patent.  No.  7^,317,  which  had  before  been 
surrendered  and  reissued  iu  the  patents  before  mentioned.  These  facts 
«re  set  up  in  the  plea,  and  it  is  claimed  that  Pateut  No.  10,207  is  void, 
it  Iteing  identical  with  the  original  surrendereil  pateut  No.  "8,317. 
That  pate"*  was  surrendered  as  being  inoperative,  and  as  a  reissue  can 
<m)y  be  bad  wbere  tbe  patent  is  inoperative  it  is  claimed  that  the  orig- 
inal )>-  I'ut  must  have  been  held  to  be  wholly  iuojieracive.  I  think 
counsel  are- mistaken  in  that  proposition.  A  patent  may  be  inopera- 
tive, in  my  judgment,  wben  it  is  inoperative  in  port.  I  do  not  think  it 
most  be  absolutely  inoperative  in  its  entirety.  If  it  is  inoi>erative  so 
tAT  as  not  to  covi'r  all  that  the  party  is  entitled  to  claim,  and  what 
he  is  entitled  to  claim  appears  in  tbe  specifications,  it  being  hio|»erH- 
tive  to  that  extent,  I  think  it  would  be  inoperative  within  the  meaning 
of  tbe  provisions  of  the  statute,  and  entitle  the  party  to  a  reissue.  It 
does  not  n'-cessarily  follow  that  Pateut  No,  78,317  was  wholly  inopera- 
tive or  void  or  useless.  I  am  not  aware  that  it  has  ever  been  held  to 
be  utterly  invalid  in  all  its  parts.  The  question  of  fraud  iu  procuring 
the  reissue,  in  my  opinion,  does  not  arise  on  this  plea,  because  the 
question  as  to  whether  a  mistake  has  been  innocently  made  in  not  cov- 
ering by  the  pateut  all  that  the  party  was  entitled  tu  cover.  Tbe  ques- 
tion whether  there  is  a  fraud  in  the  surrender  and  application  for  a  re- 
issue, is  for  the  officers  of  the  I'atent  Office  alone  to  decide,  and  their 
determination  is  conclusive  in  a  collateral  proceeding.  Tbfs  court  can 
only  examine  and  pass  upon  what  appears  upon  the  face  of  the  jwtent, 
and  see  whether  there  is  anything  to  indicate  its  invalidity  or  render  it 
void  upou  its  face.  All  questions  of  fact  behind  the  patent  are  to  be 
examined,  heard,  and  conclusively  determined  by  the  Commisaiouer  of 
Patents. 

This  principle  has  been  affirmed  over  and  over  again  by  the  Supreme 
tiourt.  I  do  not  think  the  fact  that  tbe  patent  was  reissued  iu  Ihe 
Identical  terms  of  the  original  patent,  No.  78,317,  readers  it  void.    The 
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specificatiooa  of  tbe  patent  last  surreDdered  were  ameiideil  by  omittiag^ 
the  objectionable  psirts.  PatentH  are  coustuiitly  reissued  for  portions  of 
tbe  speciQcations  and  claims  in  tbe  ideiiticjil  language  of  tbe  original 
patent.  Eacb  claim  in  its  nature  substantially  and  in  efi'ect  covers  a 
distioctaud  separate  invention,  and  is  an  independent  patent  in  sub- 
Blance  and  effecL  It  might  be  the  subject  of  an  independent  patent, 
and  if  in  any  reiKHoe,  bo  far  as  tlie  patents  are  identical,  those  claims 
Me  valid  in  tbe  reissued  patent  having  another  or  additional  valid 
claim,  or  a  uio<li&etl  claim,  or  some  other  change  in  the  specifications, 
1  do  not  perceive  why  they  would  not  be  valid  in  a  patent  limited  to 
them  aloue.  If  they  can  all  strand  together,  I  do  not  see  why  a  reissued 
patent  covering  the  identical  claims  by  themselves  may  not  stand  and 
be  valid. 

Patents  may  be  reissued  in  divisions.  It  is  not  necessary  that  all 
claims  in  the  reissue  should  be  includetl  in  one  patent.  They  are  often 
issued  in  divisions,  and  f  suppose  a  p.iteuC  might  i>e  reissued  iu  divia- 
ioua  iu  the  idenrical  laug'iiige  as  to  some  of  the  claims,  the  changes 
being  included  in  another  and  separate  division  or  p^Ueut — that  is  to 
say,  all  claims  or  inventions  which  are  fully  covci'ed  and  operative  may 
be  reissued  by  themselves  iu  one  division  in  the  identical  language  of 
the  original  surrendered  patent,  and  all  other  claims,  or  the  ainund- 
meotB  to  the  npetiificatio'ns,  and  covering  tbe  invention  shown  by  the 
aoiended  si»ecillciition8,inHnotberdiviKiou  or  putent.  I  do  not  see  why  a 
part  of  the  original  claims  may  liut  be  reissued  iu  one  division  in  iden^ 
tioilly  the  same  language  as  in  tbe  original  patent,  and  the  rest  in  an- 
other. If  this  van  be  done  without  ailVcting  the  validity  of  the  reissue, 
and  a  [larty  finds  that  he  has  msule  a  mistake  and  surrendered  a  v:did 
patent  and  obtained  a  void  reissue,  I  do  not  perceive  why  ht  may  not 
fall  back  nimu  bis  old  patent  and  have  it  reis.-4ued  or  newly-amended 
8|M-cilications  embodying  that  portion  which  is  valid.  If  parts  which 
are  i<lentical  are  valid  in  connection  with  other  parts  in  a  reissue,  I  do 
not  iwrceive  why  they  should  not  be  valid  in  a  i-eissu<>  containing  no 
additional  matter.  Kow,  in  this  particular  class  of  cases  it  is  <iuile  ex- 
tensively claimcHl  by  the  bar,  I  think,  that  the  supn^me  and  some  of  the 
circuit  c*nirts  have  nia<le  something  of  a  departure  in  some  of  tlu'ir  late 
decisions  ujion  reissues,  including  the  reissue  in  question.  Mr.  Justice 
Field  held  Patent  Xo.  5,7!)!)  tp  be  void,  while  several  of  the  circuit 
judges  at  the  East  hehl  it  to  be.  valid. 

Where  conrts  make  a  mistake,  it  may  very  properly  be  conceded  that 
a  party  may  very  well  make  an  honest  mistake  him.self.  On  the  argu- 
ment of  the  plea,  my  attention  h:ts  been  culled  Cor  the  first  time  to  the 
case  of  Qage  v.  Herring  (107  U.  S.,  C4(i},  in  wbich,  I  think,  the  principle 
iovolvetl  in  the  plea  is  distuictly  determined. 

Tbe  court  says : 

Tbp  iiivaliiUty  of  tlw  newdoini  in  tlieroisiiiiodoiMnotiiiiliteil  im|>uirthe  validity  of 
the  ariginal  claim,  wliicti  in  rojHMitoil  luiil  Boparut«ly  slated  ia  iliu  rciwiiud  pateut 
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Under  tbe  pTOTisioiiB  of  th«  pawnt  aot,  whenever  through  loa^vrnteDce,  «e«Id«nt,  or 
mlBtftko,  kod  withont  uaj  willfal  dofiinlt  or  iotoDt  to  defrand  or  inialead  the  pablle,  m 
pat«Qtee  in  hit  apeulBotttioa  hoa  cUimed  more  than  thmt  of  which  he  was  the  original 
and  Srst  inveotor  or  discoTerer,  his  patent  is  valid  for  all  that  part  wbicb  ie  trnly  and 
Jaiitly  his  owu,  provided  the  same  is  a  material  and  snbatantial  part  of  the  thing  pat- 
ented and  definitely  diatingniahablB  from  the  parts  claimed  withont  right;  knd  the 
patentee,  apauaeaaDnabljreoordingin  tbe  Patent  OCBoe  a  disclaimer  in  writing  of  tlia 
parts  which  he  did  not  Invent  or  to  which  he  ha*  no  valid  otatm,  may  maintain  a  suit 
upon  that  part  which  he  U  entitled  to  hold,  althoagh  in  a  snit  bronght  before  the 
disclaimer  he  caoact  recover  costs.  Rev.  Btata.,  seoH.  4917,  4922;  (TBaUt  v.  Jforw, 
15  How.,  63,  190,  121 ;  VaMoe  v.  CoMpbeU,  above  cited.  A  reissnud  patent  is  within 
the  letter  and  tbe  spirit  of  these  provisions. 

If  a  reisaued  pateot  is  within  tlie  letter  and  spirit  of  tLese  provisions, 
as  stated,  and  "  the  invaliditf  of  the  new  claim  in  the  reissne  does  oot 
indeed  impair  the  validity  of  tbe  original  claim,  which  is  repeated  and 
separately  stated  in  the  reissued  patent,"  it  is  not  apparent  to  my  oom- 
prehension  why  a  second  reissue  embracing  the  valid  claim  alone  of  the 
original  patent  would  not  be  valid.  I  cannot,  therefore,  say  that  the 
Patent  So.  10,267  is  void  by  reason  of  anything  asserted  in  the  plea 
upon  the  grounds  set  forth.     The  plea  maet,  therefore,  be  overraled. 

With  reference  to  the  filing  of  tbe  proposed  so-called  amended  plea, 
I  think  it  is  not  within  the  rea-sonafole  discretion  of  the  court  to  allow  it 
to  be  filed  at  this  late  day.  In  view  of  the  circumstances  of  this  case, 
as  they  appeared  betV>re  this  court  in  the  various  stages  of  the  proceed- 
ings, I  think  it  would  be  au  abuse  of  its  discretion  to  allow  tbe  plea  to 
be  filed,  if  it  were  otherwise  a  proper  plea.  In  f^t,  the  proposed 
amended  plea  sets  up  all  the  defenses  that  can  be  made  to  a  patent,  and 
It  would  involve  the  trial  of  the  whole  case  with  the  exception  of  t^e 
single  question  of  infringement. 

The  object  of  a  plea,  where  there  is  some  certain,  single  issae  reqnir- 
ing  but  little  evidence  that  will  dispose  of  the  whole  case  if  sostained, 
is  to  try  that  issue  without  putting  the  parties  to  the  expense  of  the 
trial  of  the  case  at  large,  and  pleas  are  limited  to  a  single  defense  or  is- 
sue, unless  by  permission  of  the  court  the  defendants  are  allowed  to 
plead  double.  If  the  court  allows  this  co-called  amended  plea  to  be 
filed,  it  would  allow  parties  to  try  all  the  issaes  in  the  case  with  the  ex- 
ception of  the  one  issue  as  to  infringement,  and  it  woald  be  necessary 
to  try  the  whole  case  on  the  merits  by  piecemeal.  Besides,  it  comes  too 
late.  After  this  plea  was  originally  flietl  it  was  stipulated  that  it  stand 
for  an  answer,  so  fur  as  it  was  available  as  a  defense.  An  answer  and 
replications  were  filed,  and  the  parties  commenced  taking  testimony. 

In  tbe  course  of  taking  the  testimony  the  attorney  for  the  defendant 
ascertiuned  tbe  importance  of  having  the  c^tse  decided  on  his  plea,  pro- 
vided it  was  ;!;ood,  and  thought  he  was  at  a  disadvantage  in  his  tben 
position,  lie  therefore  movetl  upon  the  affitlavits  to  be  relieved  from 
the  stipulation,  t:tking  the  plea  for  un  answer.  He  claiuietl, among  other 
things,  to  have  misunderstood  tbe  practice  of  the  court  After  argu- 
ment the  court,  thinking  there  might  be  something  in  tbe  plea,  as  this 


DECIS10IC8  OF  U.   B.   CODBTS  IN  PATENT   CASES.  165 

exact  poiDt  had  never  been  decided  so  fer  as  it  was  aware,  and,  if  good, 
it  wonld  save  the  exiKDse  of  a  trial,  relieved  the  party  from  the  stipo- 
lattons  and  allowed  the  plea  to  be  set  down  for  tugnment.  I  did  not 
think  the  exact  queatiou  had  ever  been  presented  before,  and  when  the 
argument  was  made  upon  the  stipaUtion  I  had  not  seeu  the  case  of  Gage 
V.  Herring,  supra,  which  I  think  decides  the  principle.  I  thought  there 
was  perhaps  something  in  the  plea.  At  all  events  I  thought  it  was 
worth)-  of  being  carefully  considered,  for,  if  the  plea  is  good,  and  the 
patent  absolutely  void  upon  its  &toe,  I  saw  no  ooeasion  for  puttiug  the 
parties  to  a  great  expense  of  going  to  a  trial  of  all  the  issues  in  the 
case.  I  therefore  set  aside  the  stipulation  and  allowed  the  defendant 
to  withdraw  its  answer  in  the  case  aud  set  the  plea  down  for  a  bearing. 
It  was  set  down  for  a  hearing  and  continaed  from  time  to  time,  nntil 
flnoll)'  it  came  up  for  argument,  oonnsel  ftDm  Philadelphia  coming  on 
to  argue  the  case  on  the  validity  of  the  plea.  When  the  plea  was  called 
for  argnment,  it  was  fonod  that  there  had  been  a  change  of  attorneys, 
and  an  application  was  made  by  the  sabstitnted  attorney  at  the  moment 
fbr  leave  to  file  the  propoaedso^oalled  amended  plea,  which  presents  all 
the  issues  in  the  case  with  the  exception  of  the  one  issue  of  infringe- 
ment. I  think,  under  the  oircamstanoes,  it  would  be  improper,  and  It 
wontd  be  an  abuse  of  discretion,  to  allow  this  so-called  amended  plea  to 
be  filed  at  this  late  day. 
Leave  to  file  the  proposed  amended  plea  is  therefore  denied. 


[DBlUd  BMtMCIi«ultCimii--WntonlX*triotof  P«niit.vlTHt».1 

Lloyd  v.  Miller  kt  al. 

DteUad  iUrMoiy  lit,  ISM. 
27  O.  G..  101. 

LU)  Y  D—PODDLUia-FVRVA  CKS. 

Letter*  Patent  No.  13S,660,  gnotod  Febnikr;  11,  1873,  to  E.  lAoyA,  for  bd  im- 
proTemelit  in  pndillinK-furiiMsea,  onDStrued  aud  suBtkiiicd,  but  held  not  te  be  In- 
MnRed  by  tlie  defendenta. 

Mr.  D.  F,  Patteraon  and  Mr.  E.  C.  Cotton  for  the  complainant. 
Metara.  Bakneell  <£  Kerr  for  the  defentlants. 

AOHESON,  J. : 

The  plaintiiTs  Letters  Patent  ^o.  136,050,  dated  February  11, 1873, 
are  for  an  improvement  in  furnaces  for  boiling,  heating,  and  puddling 
bon,  The  ot^ects  to  be  obtained  thereby,  as  stated  in  the  specification, 
are  the  prevention  of  the  rapid  burning  out  of  the  hearth-plate  and  the 
base  of  the  chimney  or  stack  and  the  fiwilitatiug  of  the  combustion  of 
the  inflamniable  gases  in  the  furnace  by  supplying  air  thereto,  thereby 
nttliilog  fliel  and  preventing  largely  the  escape  of  smoke. 
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The  Airuiice  described  io  the  speciftcatioa  and  acoompaDyinfr  draviDg, 
aside  from  the  plaintiff's  improreoHnit,  is  a  paddliDtr  fttrnaoe  of  tlie  well- 
known  kiad,  having  the  ordinary  exit-due  leadiug  into  the  bigb  chim- 
ney or  stack. 

The  invention  is  thns  described :  "  Beneath  the  hearth-plate  a  and  a 
plate  «"  (which  is  merely  the  uoutinnation  of  the  hearth-plate  ander 
the  neck)  "  is  an  air-couduit,  G,  which  extends  tnm  the  ash  pit  open- 
ing E  to  the  back  wall  of  the  stack  0,  aud  commnnicates  with  this 
■tack  at  its  base  by  means  of  an  opening,  g.  This  wilt  allow"  (the 
apeciflcatioD  proceeds  to  declare)  "aonrreotof  airindaoedby  tbedraft 
of  the  stack  C  to  enter  the  stack  at  its  janction  with  the  fine  ik." 

The  resulting  advantages  thereby  secured  [as  is  affirmed)  are  tfae/ol- 
lowing ;  First,  the  oarrent  of  air  so  entering  the  stack  will  *'  violently 
torn  back  the  flames  rusbing  tlirongb  the  fine  k,"  retard  the  eeoape  of 
inflammable  gases,  and,  mixing  therewith,  promote  their  oombagtloQ  in 
the  fnmace;  second,  the  air  In  its  passage  through  the  condnitG  will 
absorb  heat  from  the  hearth-plate  and  plate  0,  and  keeping  down  tfa^ 
temperature,  preserve  them ;  third,  "  and  as  the  air  impinges  on  the 
chimney  at  its  base,  these  w^ls  wlU  be  protected  from  the  intense  heat 
to  which  they  are  subjected  in  other  puddling-ftirDaces." 

The  claim  is  in  these  words : 

The  alr-condalt  G,  MTaoKed  benekth  the  beuth  ftnd  eommnnfoftting  wltb  the  oblm- 
ney  or  stMk  kt  the  hue  thereof,  for  the  pttrpoaea  and  la  the  msnneT  nbatMiUallr  M 
deMribed. 

It  was  not  a  new  thing  to  let  air  circulate  nndemeath  the  hearth 
of  a  pnddling-fnruace  to  cool  and  preserve  it;  and  It  is  shown  that  fi» 
many  years  prior  to  the  plaintiflfa  invention  nnch  furnaces  were  con- 
8tract«d  with  a  passage-way  or  condnit  for  air  beneath  the  hearth  and 
extending  from  the  ash-pit  opening  to  the  back  wall  of  the  stack,  with 
an  aperture  through  that  wall  ontwardly  into  tlie  external  air,  so  that 
this  conduit  was  supplied  with  air  from  both  ends,  the  tnnh  air  coming 
in  at  the  stack-end  passing  nuderueath  the  base  of  the  atack  on  its  way 
to  the  ash  pit.  Nor  was  it  new  to  promote  combnstion  in  the  furnace 
by  a  supply  of  heated  air  drawn  from  underneath  the  puddllog-heartb. 
I  incline,  however,  to  think  tliat  the  plaintiff's  method  of  constmctioD, 
whereby  commnuicatinu  is  secnred  between  the  tdr-condnit  G  and  the 
base  of  the  stack  by  means  of  an  opening  Into  the  stack,  is  new,  at 
least  in  paddling  fnmaces;  and,  assuming  that  the  defense  of  anUoi- 
pation  has  not  been  made  ont  snocessfully,  I  address  myself  to  the  in- 
qniry  whether  the  defendanta  infringe  the  plafntilTs  patent 

The  distinguishing  feature  of  the  plaintiff's  invention  is  the  opening 
g  into  the  stack  at  its  base,  whereby  a  current  of  air  indnoed  by  tlie 
draft  of  the  stack  is  permitted  "  to  enter  the  stack."  Great  promi- 
nence is  given  to  that  opening  in  the  specification  and  accompanying 
drawing,  and,  although  not  expressly  mentioned  in  the  olum,  it  is  neo- 
aiMrily  implied.    It  is,  indeed,  indispensable,  for  without  tiie  opening 
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;  there  woolct  be  no  commDDicatioa  whatever  between  the  air-condoit 
Q  and  the  chimney  or  stack.  Erery  advantage  speoifled  or  contem- 
plated is  altogether  doe  to  that  opening,  which,  in  my  jadgment,  is  of 
the  essence  of  the  invention. 

IHie  alleged  infHnging  fumaoes  were  constracted  by  William  Swin- 
dell, ander. three  patents,  for  improvements  In  metallargic  fbrnaceSf 
granted  to  him  in  the  yean  1875  and  1878.  In  the  defendants'  famacea 
the  gas  from  the  producer,  where  tbe  fael  is  ooiisamed,  Is  admitted  to 
the  bed  throngh  a  number  of  ports  arranged  below  an  eqoal  number  of 
hot-air  ports.  A  aeries  of  air-flaee  paaa  under  the  bed,  but  not  in  con- 
tact in  with  the  bottom,  and  over  the  crown  or  arch  of  the  thmaoe  to 
the  end  where  the  gas  enters,  and  the  gas  and  air  there  meeting  pass  to- 
gether into  tbe  oombustioo-ohamber,  wbich  contains  the  iron  to  be 
worked.  The  ingoing  air  is  heated,  and  becomes  more  and  mora  heated 
aa  it  passes  over  the  arch  toward  tbe  discharge-ports  by  reason  of  the 
floes  throngb  which  it  oonrees  being  in  contact  with  alternate  Sues 
which  oondnet  the  waste  heat  tana  the  oombnation-ohamber.  Oombus- 
tion  begins  when  tbe  gas  fh>m  tbe  producer  meets  the  hot  air,  and, 
uniting,  they  enter  the  bed.  The  waste  and  heated  products  of  com- 
bustion pass  outof  the  opposite  end  of  tbe  bed  into  tbe  floes  which  extend 
over  the  crown  or  arch  of  the  fhmace  and  lead  to  the  stack.  N^o  part 
of  the  air  enters  the  waste-flues  without  first  passing  through  the  com- 
bnatioa-chamber,  and  it  ruaches  tlie  stack  altogether  through  the  waste- 
fines. 

It  cannot  be  pretended,  and,  indeed,  it  is  uot  urged,  that  the  method 
of  conatrnotioii  found  in  tbe  defendants'  farnaoes  secures  the  first  two 
above  ennmerated  atlvautagos  which  appertain  to  tbe  plHintifF's  inven- 
tjon.  Swindell's  air-conduita  have  uo  tendency  to  cool  tbe  hearth-plate 
or  bottom  of  the  furnace,  and  be  does  not  comlact  into  the  stack  a  cur- 
rent of  air  to  retard  the  escape  of  inflammable  ganes  or  promote  their 
oonanmption  in  the  furnace.  There  is,  iudeed,  no  connection  or  direct 
oommonication  between  lila  air-fiues  and  the  stack,  tbe  air,  as  we  have 
wen,  leachinfT  the  stack  through  the  waste-flues  after  it  lias  fully  served 
its  pnriMMe  in  the  combustion  chamber.  It  is,  however,  earnestly  eon- 
tended  that  the  Swindell,  by  a  mere  structural  or  format  change,  has 
aeonred.  and  that  the  defendants  enjoy,  the  tltird  advantage  due  to  the 
pltuntifTs  inveution,  viz,  protection  to  "  the  walla  of  the  chimney  at  its 
base"  fh>m  the  Intense  heat  to  which  they  are  subjected  in  other  pud- 
dling-ftimaces. 

Tbe  plaiotifi^s  theory  is  that  the  arched  wasteflnes  of  the  deftsndanta* 
ftunace  ara  part  of  the  chimney  or  stack,  which,  he  insists,  begins  at 
the  point  where  these  flues  leave  the  oombnstiou-chamber,  and,  an  at 
that  point  the  air  passing  in  through  tbe  air-flnes  absorbs  heat  tram 
and  tends  to  preaerve  the  walls  of  tbe  waste-floes,  he  maintains  that 
there  is  an  IntHogement  of  his  patent. 

I  hftve  great  difflcnlty  In  aooopting  the  hypothesis  that  Uie  arched 
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waste-fluea  ar«  part  of  the  chimney  or  stack  witbin  the  meaDfog  of  the 
plaintiff's  patent.  It  is  plain  to  tne  that  when  hia  specification  speaks 
of  the  chimney  it  means  the  high  stack,  the  two  wonts  being  ased  aa 
equivalents.  Now,  I  do  not  see  that  the  defeadanta'  arched  waste-fines 
are  any  more  a  part  of  the  chimney  or  stack  than  is  tbe  fine  k  in  the 
plaintiff's  fdrnace.  The  function  of  each  is  to  convey  the  waste  heat, 
smoke,  Ac,  from  the  combustion -chamber  to  the  stack ;  bat  if  the  arched 
wasteflnee  be  considered  aa  part  of  the  chimney  or  stack,  tbe  fact  re- 
mains tliat  there  is  no  commnnisatioD  between  the  air-flaes  and  waste- 
flaes  by  moans  of  an  opening.  In  trath,  there  is  no  commnuicatitni 
whatever  between  them.  Tbey  alternate  and  are  bnilt  side  by  side  np, 
over,  and  aroaud  the  arch  of  the  fiiraace;  bat  they  are  completely 
separated  from  each  ottier  by  brick  walls  1}  inches  thick. 

It  is  also  an  assamptiOD  of  the  pWntlff  that  the  defendants'  arched 
air-fiues  are  "  compartments  of  the  cblmney ; "  but  sorely  they  come  not 
within  hia  own  ooansel's  definition  of  a  chimney,  vis,  "  the  fine  whidi 
leads  from  the  combaation-ohamber  to  coudnot  waste  beat  and  smoke 
away.**  They  perform  no  SQCh  service.  Their  fiiuction  is  to  mipply  tbe 
working-chamber  with  bot  air  to  promote  a  vivid  combostion.  Inoi- 
deutally  the  ingoing  air  does  absorb  heat  from  the  oommon  diviMoa< 
walls  between  the  two  seta  of  fines,  and  thus  tends  to  the  preservation 
of  these  walls ;  bnt  this  is  not  effected  by  any  means  disclosed  by  the 
plaintiff's  patent,  nor  by  any  method  an^ogous  thereto  or  suggested 
thereby.  - 

In  no  iMMslble  view  of  the  case  can  tbe  plaintiff's  pretentions  be  soa- 
tained  without  holding  that  the  opening  g  into  tbe  chimney  or  stack  (at 
tbe  admission  thereto  of  a  current  of  air  is  non-essential,  and  that  ex- 
ternal contact  with  the  walls  of  the  chimney  or  stack  at  Its  base  Is 
"  oommunioatiou  "  within  the  meaning  of  his  speoiBoation.  Bnt  suoli 
constructive  expansion  of  I  he  specification  is,  It  seems  to  me,  utteriy 
iuaduiissible.  Uoreover,  a  claim  so  comprehensive  could  scarcely  stand, 
In  view  of  the  prior  state  of  tbe  art. 

Let  a  decree  be  drawn  dismissing  tbe  bill,  with  costs. 


IBupTsme  Coart  of  tha  UDltiid  SUtM.] 

The  PBNK8YLiri.inA  BailboU)  Company  v.  The  Locoxotitb  Bkoihb 

Sapety  Tbdok  Cohpaity. 
Dieldtd  Monk  3,  1884. 
117  O.  G.,207. 
1.  Kbw  Ube— Old  Pbocxu. 

TbB  applioktion  of  an  old  proooM  at  msohlnc  to  a  ■Imllar  or  analogoiu  rat^«ot, 
with  no  uhaoge  lathe  manner  of  apply  log  It,  and  no  reaulttnlMtMitlaUTdiatlaot 
In  ila  natnre,  will  not  anatain  a  patent,  eren  if  the  new  form  of  reanlt  Ium  not 
bafbre  bean  ooatenplated. 
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fi.  Bans— Kos-IavKHTioir.  - 

In  Uncka  alrMdy  Id  nae  on  nulnwd-cwi  theking-tMlt  vhich  held  the  coi  toeuh 
track  pmaaeii  through  a  bolster  aiipporting  the  wrtght  of  the  ou,  and  through  an 
ehmgatedopeoing  in  the  plAte  below,  to  wttoftllow  the  swivelingnf  the  truck  upon 
tba  bolt  and  lateisl  motion  In  the  truck,  and  tb«  bo  later  waa  aiiapeniled  b;  di  vergent 
peodeut  links  from  braoketa  on  the  fnine,  whereby  the  w«ight  of  the  oar  teudod 
toeonutcraet  u>;  tendency  to  depart  from  the  Hue  of  the  track :  Btld,  that  a  patent 
for  employing  anch  a  truck  aa  the  forward  truck  of  a  looomotive-vngine  with 
fixed  driTJDg- wheels  waa  void  for  waot  of  novelty. 

3.  fbHTH— Tbucks  fob  Locomotives. 

Letters  Patent  Ho.  34,377,  granted  to  Alba  F.  Smith,  February  11,  ItiQS,  for  an 
UDproTeoient  in  Irnsks  for  Inoomotives,  declared  void. 

Apfeal  from  the  circnit  court  of  the  United  States  for  the  eastern 
district  of  PensyLvania. 
Ur.  Justice  Gbat  delivered  the  opinion  of  the  court: 
This  is  an  appeal  li;  (he  defeDdr>ut  below  from  a  decree  against  it 
apoD  a  bill  in  efpiity  for  the  iiifrinfiemeDl:  of  letters  patent  granted  on 
Frbrnary  11,  I8C2,  to  Alba  F.  Smith  for  an  improvement  in  trucks  for 
locomotive-engines,  the  speciftcatiou  annexe<l  to  which,  except  tbe  draw- 
ings and  tbe  letters  referring  to  theui,  and  the  formal  beginning  and 
oonclusion,  was  as  follows : 

Several  laterally- moving  truoka  have  heretofore  been  made  and  applied  to  rallroad- 
««rs.  Uf  invenliou  doe*  not  relate,  broadly,  to  auoh  laterally-moving  trucks,  but 
By  said  invention  consists  in  tbe  employment,  in  a  locomotive-engine,  of  a  truck  or 
pilot  wheels  provided  with  peudent  links,  to  allow  of  a  lateral  muvement,  so  that  the 
driviDg-wlieiila  of  the  locomotive-eugine  contiuueto  move  correctly  ona  carved  track 
Id  eoneequence  of  the  lateral  movemeiit  allowed  by  said  peudent  links,  tbe  forward 
IMTt  of  the  engine  traveling  as  a  tangent  to  the  curve,  while  the  axlea  of  the  drivers 
are  parallel,  or  nearly  so,  to  tbe  radial  line  of  the  curve.  lu  tbe  drawing  I  have 
tepteseuted  my  improved  truck  iteeif.  The  mode  of  applying  the  same  to  any  ordi- 
nal? locomotive-rngini'  will  be  apparent  to  any  competent  mechanic,  ai  my  truck  can 
be  fitte<l  in  the  place  of  those  already  coniitructed,  or  tbe  same  may  bo  altered  to  in- 
etude  mj  improvement. 

The  specificatiou  then  refers  to  tbe  drawings,  showing  tbe  wheels, 
tfae  axles,  and  the  frame  of  any  ordinary  locomotive- truck,  made  in  any 
twaal  manner,  with  tht  center  cross-bearing  plate  or  platform  of  two 
thicknesaea  of  iron  plate  riveted  together,  strengthened  by  croHs-bara 
beiMratb,  and  embracing  at  its  ends  tbe  npt>er  bars  of  the  frame;  a 
bolster  made  of  a  flanged  bar,  tbe  ktng-lxilt  pitSHing  through  the  center 
of  tbe  bolster,  and  also  through  an  elongated  opening  in  tbe  plate,  so 
as  to  allow  of  lateral  uiotiou  to  the  tnick  beneath  tbe  bolster,  and  at 
tbe  same  time  becoming  a  connection  to  bold  tbe  truck  to  tbe  engine, 
tbe  bolster  taking  tbe  weight  of  the  engine  iu  the  middle,  and  itself 
in«p»nded  at  the  ends  of  bars  attached  to  the  moving  ends  of  pendent 
links  attached  by  bolts  at  their  upper  euds  to  brackets  on  the  frame* 
and  the  distance  b<:tween  the  bars,  transversely  of  the  truck  slightly 
more  than  between  tbe  bolts,  so  that  tbe  pendent  links  diverge  slighUy 
The  tpecification  then  proceeds: 
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Wtieii  running  npun  a  atraiglit  ronti,  t.be  engine  [iroMrves  gKKt  ntesdineiw,  Imcmim 
any  cli»nge  of  poaiciontrausvensely  nf  (.he  track,  in  conseciuener  of  the  entcin«  mov- 
ing over  the  truck  or  tbe  trunk  iMoeutb  the  eugine,  in  checked  liy  tile  weiglit  of  the 
nncins  hanging  u|ioii  the  liiikn,  and  in  cou««<iueitce  of  their  (liver^^ee  anjaide 
movv^ent  causes  the  linka  oq  the  siile  toward  whiuh  the  luovnmHnt  ocotin  tu  uHKima 
■  more  iadined  ponition,  while  the  other  litiks  come  vertical,  or  nearly  •».  Hrni.<> 
the  weight  of  the  engine  acta  with  a  leverage  upon  the  inoat  iuchued  links,  to  bring 
them  into  tlie  tame  angle  as  the  others,  greatly  proniotiiig  tbe  tteadiaein  of  the  en- 
gine in  running  in  astrsight  line.  Aa  the  pilot  or  truck  wheelaenteracnrve,  aside- 
wise  movement  ia  given  tu  the  truck,  in  couseqiienoe  of  the  engine  and  driven 
oontiiining  to  travel  as  a  tangent  to  the  curve  of  tbe  track.  This  movemeot  mad  the 
alight  tnm  of  the  whole  tmck  on  the  king-bolt  not  only  canses  tbe  wheels  to  traval 
«orr«ct1;  an  tbe  track  with  their  nxles  purallel  to  the  radial  line  of  the  carve  of 
track,  bul  also  elevates  the  ontur  side  of  the  engine,  preventing  any  tendency  to  ran 
off  the  track  upon  the  outer  aide  of  the  onrve.  Upoa  entering  a  straight  track  tha 
truck  again  anntnea  the  central  poaitioo,  and  in  case  of  irregularity  in  the  tr«^-k  or 
any  ol~.traction  tbe  truck  moves  laterally  without  disturbing  the  movement  of  the 

1  do  not  claim  iBterally-movingtrnokB,  nor  pendent  links,  separately  eonsidored; 
hot 

What  I  claim,  and  desire  to  secure  by  letters  patent,  Is— 

The  pniplnyment,  iu  a  locomotiveHingine,  of  a  truck  or  pilot  wheels  Dttod  with  the 
pendent  links,  to  allow  of  lateral  mution  to  the  engine,  aa  apeolBed,  whereby  th* 
drivers  of  said  engine  are  allowed  to  remain  correctly  on  the  track,  in  oonseqaonoecf 
the  lateral  motion  of  the  truck  allowed  toi  by  said  pendent  liuks  when  runniag  on  a 
curve,  aa  set  forth, 

Tbe  inveotion,  then,  as  claimed,  is  for  the  combination,  witti  a  loco- 
motive engine,  of  a  track,  of  which  tlie  kingbolt, forming  the conoec- 
tioii  to  hold  the  track  to  the  eni;ine,  piti^sea  through  a  bolster  and 
through  au  elongated  opening  in  the  plitte  or  pUtform  of  the  truck,  so 
as  to  nllotr  the  truck  to  hare  a  hiteral  moClou  beneath  the  bolster,  and 
the  bolster  takes  the  weight  of  the  engine  in  the  middle,  and  is  sus- 
pended from  the  frame  of  the  truck  by  pendent  and  slightly-divergent 
links,  flo  that  any  movement  of  the  engine  or  truck  sidewise,  as  in  en- 
tering upon  or  passing  over  a  curve  of  the  track,  causes  the  links  on 
the  side  toward  which  the  engine  moves  to  assume  a  more  inclined  po- 
sition, and  the  other  links  to  become  nearly  vertical,  and  the  weight  of 
theengine,  hanging  upon  the  links,  checks  its  own  lateral  movement  and 
tends  to  brings  both  sets  uf  links  back  to  thefr  original  angle.  In  rail- 
road-CJirs  the  trucks  were  allowed  to  swivel  around  the  kiug-bolt  be- 
fore 1S41.  The  transverse  slot  and  pendent  links,  allowing  a  lateral 
motion,  were  used  by  Davenport  and  Bridges  in  1841.  In  1839  Kipple 
and  Bullock  made  the  pendent  links  divergent,  and  at  the  time  of 
Smith's  inreiiti'tn  the  tracks  of  railroad-ears  bul  all  the  elements  of  the 
tmck  put  by  him  under  the  fVont  of  a  locomotive-engine.  The  ques- 
tion, therefore,  is  whether  employing  as  the  forward  truck  of  a  locomo- 
tive-engine with  fixed  driving-wheels  a  tmck  already  in  use  on  railroad- 
cars  has  the  novelty  requisite  to  sustain  a  patent. 

After  carefully  considering*  the  evidence  and  arguments  in  this  caM 
and  tbe  reasons  assigned  for  enxtainiug  Smith's  patent,  in  tbe  opioioa 
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of  tiieconrt below, reported  in  lBniining&  Arden,470,Bndiii  theopmioa 
renderetl  by  tbe  ciroiiit  court  in  the  second  circuit  in  Locomotive  Engine 
Safety  Tnu^  Co.  v.  Erie  Railway  C-k,  reiwrted  in  G  Ftslier  Pat.  Cas.,  187, 
and  in  10Blat4;Lfonl,20J,tltiacourtttDdHitaelf  iinnbietoescapefrom  the 
OODclnsion  that  the  applicatioTi  of  the  old  truck  to  a  locomotive-engine 
neither  is  a  nen*  use  nor  does  it  produce  a  new  result 

In  both  engine  and  car  the  increiised  friction  against  the  rails  and 
the  danger  of  being  thrown  off  the  track  in  entering  npou  or  passing 
along  a  cnrre  are  due  to  the  impulse  of  forward  motion  in  a' direction 
taageatial  to  the  carre  and  to  the  inflnenoe  of  centrifuj^at  force.  In 
tbe  engine,  as  in  the  car,  the  object  and  the  effect  of  the  transverse  slot 
allowing  a  alight  lateral  motion,  and  nf  the  divergent  pendent  links  by 
means  of  which  tbe  weight  of  the  engine  or  car  itself  helps  to  keep  it 
npon  tbe  track,  are  to  secure  steadiness  and  safety  by  lessening  the 
ftiction  against  the  rails  and  the  danger  of  being  thrown  off  the  track. 
The  only  difference  is  that,  by  reason  of  the  fixed  position  of  the  driving- 
wheels  of  the  engine,  tbe  track,  which  has  before  been  applied  at  each 
end  of  a  car,  can  only  be  applied  at  the  forward  enti  of  the  engine,  and 
therefore  tbe  aooommodation  of  the  movement  of  the  engine  to  the 
carve  of  the  track  may  be  less  complete  than  in  the  case  of  the  oar. 
Ilie effect  of  tbe  invention  npon  the  engine  an  compiired  with  it«  effect 
upon  the  car  is  the  same  in  kind,  though  perhaps  less  in  degree. 

It  IB  settled  by  many  decisions  of  tliis  o  nrt,  which  it  is  nnnecessary 
toquote  from  or  refer  to  in  detail,  that  the  application  of  an  old  process 
or  machine  to  a  similar  or  analogous  snbject,  with  no  change  in  the 
manner  of  application  and  no  result  substanttallydistinct  in  its  natnre, 
will  not  sastain  a  patent,  even  if  the  new  form  of  result  has  not  Iwfore 
been  contemplated.  Hatckkiss  v.  Oreenwood,  IL  Bow.,  24S;  Phiilips  v. 
Page,  24  How.,  164, 167;  Jonea  v.  Aforehead,  1  Wall.,  155,  overruling  S. 
0.  nom.;  Livingston  v.  Jones,  1  Fisher  Pat.  Gas.,  5:fl ;  Hiokt  v.  KeUeff 
18  Wall.,  G70 ;  Smith  v.  SiohoU,  21  Wall.,  112 ;  Brown  v.  Piper,  91  U.  S., 
37;  Bofterrtv.  flyer,91U.8.,15»;  Keyttone Bridge  Co.\.  Phtmix Iron  Co., 
95  U.  a.,  274,276;  Planing  Machine  Co.  v.  Keith,  101  U.  8.,  479,  491; 
Pearce  V.  MtU/ord.  102  U.  8.,  112 ;  Heiild  v.  Rice,  104  U.  S.,  737, 754-756; 
Atlantic  Workt  v.  Brady,  107  U.  S.,  192. 

Id  the  well-known  cose  of  Crane  v.  Price,  in  which  the  English  oonrt 
of  common  pleas  upheld  a  patent  for  using  anthracite  instead  of  bita- 
minoDS  coal  with  the  hotblost  in  smelting  iron  »re,  the  evidence,  as 
Chief  Justice  Tindal  remarked,  proved  beyond  doubt  that  in  tbe  result 
of  the  combination  of  the  hot-air  blast  with  the  anthracite  not  only  was 
the  yield  of  the  fornace  more  and  tbe  expense  of  making  the  iron  less, 
bnt  "the  natnre,  properties,  and  quality  of  the  iron  were  better"  than 
under  the  former  process  by  means  of  the  combination  of  the  hotair 
blast  with  bituminous  coal.  4  Man.  &  Gr.,  580,  604 ;  5  Scott  N.  it.,  338, 
389;  I  Webster  Pal.  Cas.,  383,  410.  And  the  decision  rests,  as  woa 
pointed  out  by  Chief  Buou  Pollock  and  Baron  Parke,  in  Dobbe  v.  Penn 
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(3  Exch.,  127,  433,  433),  ftitd  by  Mr.  Jostice  Bradley  in  fficU  v.  Keltey, 
above  cited,  upon  the  groaDd  that  a  new  metal  or  oompoaition  of  mat- 
ter was  prodac«d.    As  observed  by  Mr.  ^OBtice  Bradley — 

la  cmnpoaitioDs  of  mstler  a,  diffoTent  lagredient  ohangM  the  nature  of  the  ooin- 
ponnd ;  whereas  »□  iron  btr  id  place  of  •  woodeo  one,  and  Bahaervlag  the  same  por- 
pMS,  does  not  change  the  Identity  of  a  maohlDe.     IS  Wall.,  674. 

So  in  Bmitk  v.  Goodyear  Dental  VutoantU  Co.  in  this  coart,  as  was  ob- 
served by-Mr.  Jnstice  Strong,  in  delivering  its  judgment — 

A.  Of  VI  prodact  waa  the  reaalt,  differinj^  from  all  that  had  pnMieded  it  not  merelj 
in  de)tree  of  asefulneM  and  excellence,  bat  diSeriog  in  kind,  haring  aew  uses  and 
propertiea.    93  U.  8.,  466,  494.     See  alto  Goodyear  DatUil  Vi^eanilt  Co.  t.  I)«ete,  IDS 

Upon  tlie  principles  wbicti  mast  govern  this  case  the  decisions  of  this 
court  and  of  the  higliest  courts  of  England'  are  in  ftail  accord,  as  will 
appear  by  referring  to  three  cases,  flUly  u^ned  and  considered,  all  of 
which  were  cvrried  to  the  Exche^ner  Chamber,  and  two  of  which  were 
finally  decided  in  the  House  of  Lords. 

In  B««A  V.  Fox  a  patent  for  constmctiog  the  interior  of  a  caisson  or 
cylinder  with  aaocessive  chambers  to  work  in,  **in  sach  manner  that 
the  work-people  may  be  supplied  with  compressed  air  and  be  able  to 
raise  the  material  excavated,  and  to  make  or  constrnct  foundations  and 
bnildings"  nnder  water,  when  a  similar  apparatus  bad  slready  been 
used  for  working  underground  on  land,  was  held  by  Chief  Baron  Pol- 
lock, by  the  Court  of  Exchequer  Chamber,  and  by  the  Honse  of  Lords, 
to  be  void  for  want  of  novelty,  after  able  arguments  in  support  of  the 
patent  by  Sir . Alexander  Cockburn,  then  attorney- general,  and  by  Mr. 
Webster,  the  accomplished  patent  counsel,  at  the  saccesidve  stages  of 
the  case.  Macrory  Pat.  Caa.,  152, 167, 179 ;  9  Exch.,  651 ;  5  H.  L.  Cas., 
707. 

So  the  Court  of  Queen's  Bench  held  that  the  finishing  of  yams  of 
wool  or  hair  by  a  process  previously  applied  to  yams  of  cotton  and 
linen  by  subjecting  them,  while  distended  and  kept  separate,  to  the  ac- 
tion of  rotatory  beaters  or  burnishers,  by  which  they  would  be  bur- 
nished or  polished  on  all  aides,  waa  not  the  subject  of  a  patent,  because, 
as  Lord  Campbell  said,  in  order  to  sustain  a  patent  for  the  application 
of  an  old  process  to  a  new  purpose  "there  must  be  some  invention  in 
the  manner  in  which  the  old  process  is  applied."  "  Here  there  is  no 
novelty  in  the  mode  of  application,"  "  but  merely  the  application  of  a 
known  process  by  a  known  means  to  another  substance."  Srook  v. 
AaUm,  27  Law  Joumal  (N.  S.l  Q.  B.,  145 ;  S.  C.  4  Jurist  (N.  8.),  279;  S. 
C,  with  the  opinion  less  fully  re|>orted,  8  E.  &  B.,  478.  The  Judgment 
was  unanimously  affirmed  in  the  Exchequer  Chamber.  Of  the  opinions 
there  delivered  it  is  safdcieiit  to  quote  from  that  of  Baron  Martin,  who, 
after  expicssiug  his  concurrence  in  the  statement  of  Mr.  Justice  Willes 
In  Vatent  Bottle  Envelope  Co.  v.  Seymer  (28  Law  Journal  (N.  8.)  0.  P., 
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22, 24;  8.  O.  5  0.  B.  (S.  3.),  164, 173),  that  "tbe  appUoation  of  a  weU- 
known  tool  to  work  pieTionaly  aotried  materials  or  to  prodaoe  new 
fiirms  ia  not  the  sabject  of  a  patent,"  added  "  when  a  machine  is  well 
known  it  betXHntea  in  fact  i»  tool."  28  Law  Joanial  (N.  S.)  Q.  B.,  175, 
ITS;  S  Jurist  (N.  8.},  1025, 1027. 

Bstperhi^m  tbe  most  importiuitBnglish  case  is  that  of  Sarwopdv.'OrMf 
UTortiMm  BaUaa^  Co.  (2  B.  &  S.,  194,  222,  and  11  H.  L.  Oas.,  654).  In 
that  case  a  patent  was  obtained  for  "  improvements  in  fishes  and  fish- 
joints  for  oonneoting  the  rails  of  railways."  In  the  specification  the 
patentee  stated  that  in  seooring  the  joints  of  rails  it  had  been  found  ad- 
raDtageoos  to  attach  to  each  side  of  the  rails,  by  means  of  bolts  and 
rivets,  pieces  of  iron  commonly  called  "  fishes,"  and  described  his  in- 
ventifm  as  consisting  in  making  the  fishes  with  a  groove  or  recess  in 
their 'onter  sorfMies  so  as  to  receive  the  tqaare  heads  of  the  bolts  or 
rivets,  and  to  prevent  them  from  torning  round  while  the  nnts  on  tbe 
other  aide  were  being  screwed  on  or  otT,  and  also  to  aroid  the  danger  of 
tiie  flanges  of  the  wheels  of  the  carriages  striking  against  the  beads ; 
and  he  claimed — 

Th«  eouKmctiDg  flshea  for  oonneetinK  tbe  ntiln  of  rtmw»y>  with  »  groove  adapted 
lot  raoeiTing  the  heads  of  the  balU  or  rlveti  employed  for  secaring  miah  fishes,  and 
the  ^^UutioD  of  mch  &ahe«  tat  ooanecting  tbe  rails  of  ntilwajs. 

In  an  action  fbr  the  infriogemunt  of  that  patent  it  appeared  that  fishes 
for  connecting  the  rails  of  railways  had  never  before  been  made  with  a 
groove  or  reoess  in  their  oater  sari'aees,  so  as  to  receive  the  square  beads 
of  tbe  bolts ;  bat  it  was  proved  that  in  the  constraction  of  several  rail- 
way-bridges beams  (^timber  had  been  laid  horizontally  one  above  the 
other,  and  fostened  or  bolted  together'  with  bolts  and  nuts,  horizontal 
bars  or  plates  of  iron  placed  beneath,  parallel  to  and  in  coutact  with  the 
beams,  and  foatened  or  bolt«d  by  the  same  bolts  and  nnts,  and  each  of 
these  bars  or  plates  of  iron  oonstmcted  with  a  groove  in  its  under  snr- 
fiwe,  which  received  the  aqnare  heads  of  the  bolts,  and  which  served 
the  doable  purpose  of  strength  and  of  preventing  the  heads  of  the  bolts 
firom  t,uming  ronnd.  In  those  bridges  there  were  no  joints  to  be  fished 
by  thebarsorplatesof  iron,  nor  were  there  corresponding  bars  or  plates 
of  iron  above  the  horiEontal  beams  of  timber.  But  it  was  also  proved 
that  a  bridge,  known  as  the  "  Hackney  bridge,"  having  too  great  a  8|ian 
to  be  conveniently  crossed  by  a  single  beam,  biul  been  constructed  with 
two  horizontal  longitudinal  beams  of  timber  on  each  side,  the  ends  of 
which  met  and  were  jointed  together  in  the  middle  by  Rcarf  joints ;  that 
beneath  those  beams  were  transverse  planks,  constituting  tlic  flouring 
of  the  bridge,  and  beneath  tbe  pliinks  were  bars  of  frroo\-cd  iron,  like 
those  used  in  the  other  bridges,  ciirriud  uiuler  tlie  scarf  joints  and  under 
the  whole  lengUi  of  the  horizontal  l>eiims ;  tliat  atiove  hikI  i  in  mediately 
over  each  scarf-joint,  extending  eighteen  inches  beyond  eiush  end  of  tite 
joint,  aud  resting  immediately  u^wn  the  longitudinal  Ih-»iii,  whs  n  tiori- 
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Eontal  flat  plate  of  iron  tbirtMo  feet  in  leogrh,  and  tbat  tbe  bolts  passed 
upward  tbroufcb  tUe  grooved  iron  bars,  the  trausverse  plankinff,  and  tbe 
longitudinal  beams,  and  also,  at  tbe  middle  of  the  bridge,  tbrongb  tbe 
plates  of  iron  over  the  scarf-joints.  A  verdict  sopportiug  tbe  patent  waa 
obtained  nnder  the  ratings  of  Lord  Chief  Justice  Cookburn  and  afBrmed 
by  the  Ooart  of  Queen's  Bench ;  but  its  Judgment  was  unanimously  re- 
versed in  tbe  Exchequer  Chamber  in  a  considered  judgment  delivered 
by  Mr.  Justice  Willes,  and  tlie  Judument  of  reversal  was  affirmed  by 
the  House  of  Lonls  in  accordance  with  the  opinions  of  Lord  Ctaanoellor 
Westbury,  Lord  Crauworth,  and  Lord  Wensleydale,  and  of  a  m^forit? 
of  the  Juilges  who  attended,  upo&  the  ground,  as  stated  by  the  Lord 
Chancellor,  that  the  application  of  tbe  channeled  iron  horizontally  under 
the  timbers  of  a  bridge  being  well  known,  "  the  channeled  iron  i^fu  ap- 
plied in  a  manoei^  which  was  notorious,  and  the  application  of  it  to  a 
vertical  fish  would  be  no  more  than  the  application  of  a  well-koowu  ood- 
trivance  to  a  purpose  exactly  analogous  or  oorrespdnding  to  the  par- 
pose  to  which  it  had  been  previously  applied."  IL  H.  L.  Gas.,  68;!. 
And  all  who  gave  opiuioDs  ia  the  House  of  Lords  ooocnrred  with  the 
Court  of  Exuheqner  Chamber  in  the  proposition  of  law  that  the  mere 
application  of  an  old  contrivance  in  an  old  way  to  an  analogous  subject 
without  suy  uovelty  iu  the  mode  of  applying  such  old  oontrivanoe  to 
the  new  purpose,  is  not  a  valid  subject-matter  of  a  patent.  2  B.  &  8., 
228;  IL  a.  L.  Cas.,  (ifiC,  G72,  GS2,  6S4,  665. 

In  the  case  at  bar  tbe  old  contrivance  of  a  railroad-truck,  with  the 
awifeling  king-bolt,  transverse  slot,  and  pendent  divergent  Hobs, 
already  in  use  nniler  railroad  cars,  is  applied  iu  the  old  way,  without 
any  novelty  in  the  mode  of  applying  it,  to  the  analogous  puii)ose  of 
forming  the  forward  truck  of  a  Iwvomotive-engine.  This  application  is 
not  a  new  invention,  and  therefore  not  a  valid  subject  of  a  patent. 

The  decree  of  the  cii-cuiC  court  must  therefore  t>e  reversed,  and  the 
case  remanded,  with  diructious  to  dismiss  the  bill. 


[ITniUd  Bttta  CLrcalt  Coart— WeaMrn  IHrtrlot  of  PadujlTuU.] 

Keller  et  al.  v.  Stolzehbaoh  et  al. 

Decidtd  lloTck  ■iO,  ISM. 

•27  O.  G.,  309. 

1.  A  (tccritu  ruiidi'rril  iigainKt  a  iilnintifl'  bi'Caiise  of  bis  fiiiliire  to  reply  to  •  pleft  or  aet 
it  ciciwu  for  nrguDii-ut  is  nut  conuliiKive,  Hiuce  all  the  AiitlidritlM  agree  lb«t  in 
order  to  uoiistitutu  tbe  former  judgment  or  decree  a  bKr  it  mnst  appear  tliat 
tbe  point  in  isaiie  waa  JodloiaJly  ilelermined  after  «  hearing  and  npOD  oousid- 
emtioD  of  tbe  nierita. 
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S.  Dnriag  Uie  exittenco  of  a  pKTtnenhIp  batirsen  two  penons  one  of  tbeiu  inveuMd 
a  mAcblne  npoD  which  a  patent  naa  graoled  to  him.  The  flrm  paid  the  fee* 
sod  ooala  of  procurln)[  the  patent  and  the  eipeoMs  of  «□  expeii mental  trtsi 
of  the  iaTBUtlon,  aud  a\ao  paid  the  expenBes  of  some  litigation  which  oniued. 
It  appeared,  howeTer,  that  alt  the  outlay  by  the  fimi  waa  mora  than  repnid  hj 
the  l)Bneflt»ariirinK  fnitu  the  uae  of  the  Invention  In  tbe  pactnenhlp  boaineM : 
S^d,  ihat  upon  tliete  faota  no  implied  litwaiw  ariiwa  to  the  member  of  the  flim 
not  the  inventor  to  make,  vend,  and  nse  tlie  patented  msohlna  after  the  dla- 
aolatlon  of  the  partnerahip. 

Maun.  Baketceil  d>  Kerr  a  ad  JIf  r.  i>.  F.  PatUrion  for  tlie  oomplaiuatits. 
Hr.  O.  R.  Chriity  for  tbe  reapondenta. 

AOBESON,  J. : 

Nicltolas  J.  Kellt^r,  ooe  of  the  plaiutiSii,  and  Pliilip  M.  Pfeil,  one  of 
the  defe&duDts,  entered  into  partnersbip  ou  April  20, 1870,  in  the  busi- 
11688  of  dredging  aud  dealing  in  sand  and  gravel,  the  partnership  last- 
ing until  April  10,  1875,  when  it  was  difisolved  by  mutual  consent 
Daring  the  existence  of  the  partnersliip  Keller  invented  a  sand  and 
gravel  separator,  for  wbiub  letters  patent  were  granted  to  him  ou  Ma; 
21, 1872.  With  his  consent,  and  at  the  firm  expense,  the  patented  ap- 
paratus was  pnt  ou  two  boats  owned  by  the  linn — one  called  the  "  Hip- 
popotamne,'*  the  other  the  "  Kaiubow" — and  was  used  thereon  without 
charge  during  tbe  continuance  of  the  partnerahip.  The  flrm  paid  the 
fefs  and  oosts  of  procnrjug  the  patent  and  the  cxpensea  of  an  ex|ieri> 
mentAl  trial  of  tbe  invuntion,  and  also  [inid  tbe  expense  «>f  some  litiga- 
tion which  ensued.  The  evidence,  however,  tends  to  show  that  tbia 
outlay  was  more  thau  inailc  good  by  the  advantage  and  beneSts  accru- 
ing tu  Ibe  Ann  from  tbe  free  ntie  of  tbe  invt^ntion  on  said  Inni'^'i.  U[>ou 
the  disHulntiou  of  tbe  Ann,  each  partner  took  at  an  agreed  value  one  of 
tbeboatM — Keller  the  "  UlpiwputamiiH,"  I'feil  the"  Rainbow" — each  then 
having  tbe  patented  niacbint'  thereon.  A  contest  iinmeiliiitely  an)se  as 
tothuriijhtof  Pitiilto  use  the  patented  m.iijliiiieoii  tbe  "  ltiMMbow,"and 
Keller  tlleil  a  bill  in  this  uomt  to  restriiin  suuh  u^e,  alleging  that  the 
privilege  hiul  not  pas.'ted  with  tbe  boat.  The  decision  of  the  court, 
howuver,  was  against  him,  and  bid  bill  waN  dinniisHed.  9al)sei]nentty 
I'l'eil  built  another  boat,  called  the  "  Wlmrtou  McKnight,"  and  placed 
aud  uiiet)  thereon  the  patented  apitanttns.  Tben>u|ion  Keller  filed  in 
this  court  another  bill  against  Pfeil  and  bis  associates  to  restrain  the 
infringement  of  his  patent.  To  tb>s  bill  the  defendants  filed  a  plea  set- 
ting up  the  snirie  ntalters  of  defence  now  relied  on.  To  this  plea  the 
pbiinlilf  did  not  reply,  nor  did  be  set  down  the  same  for  argument. 
Wherefore  a  deereediHiiiis»iiig  the  bill  was  entered  under  and  In  the 
tennaof  the  thirty-eighth  rule  in  equity,  viz : 

If  the  pliihititr  Htiall  not  ri-ply  to  uuy  jil'"*!  <"■  *"1'  'li>™ii  »")"  plea  or  demurrer  for 
argniiieiit  on  tlin  rulu-iliiy  wIk'ii  tliu  hiiiiii-  in  ItUfl,  oroii  the  next  micceediiif;  rale-<liiy, 
he  ehnll  be  ileeiiieil  t<i  admit  tlie  truth  and  giiniakncy  tberuof,  niiU  hia  lilli  Hbail  be 
diiuuliiHuil  an  of  coiinc,  iiiiIihw  a  Jiiil):(i  i>f  tb«  court  tiliull  allow  him  further  time  for 
the  pnrptHie. 
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The  defendants  plead  the  decree  entered  ander  this  role  in  bar  ot  so 
macb  of  the  present  bill  as  relates  to  the  "  Wharton  McKnight "  or  tne 
use  of  the  patented  invention  thereon.  Whether  this  position  is  well 
t^en  18  the  first  question  in  the  case.  That  such  decree  is  not  conola- 
dre  is,  I  think,  evident  firom  the  antfaorities,  they  alt  agreeing  that  in 
order  to  oonstitnte  the  former  jadgment  or  decree  a  bar  it  mast  appear 
that  the  point  in  it>sae  was  jadicially  determined  after  a  hearing  and 
npon  consideration  of  the  merits.  J  Gr,  on  Ev,,  sees.  S29, 530 ;  Story's 
£q.  PI.,  sec.  793 ;  Badger  v.  Badger,  1  Glifif..  237, 245 ;  Ham  v.  TiemA», 
S3  Pa.  St.,  192 ;  Huffkea  v.  United  8tate»,  4  Wall.,  232. 

IniTonier  T.  £roim(16  Hov.,  354)  itwasheld  that  a  jadgment  of  non- 
suit, -ntered  npon  an  agreed  statement  of  &cta  submitted  to  the  coart 
fDT  decision,  was  not  a  bar  to  a  subsequent  suit  between  the  same  parties 
and  for  the  same  canse  of  action.  Says  Mr.  Joatioe  Olifibrd  in  Badger 
T.  Badger,  tupra : 

If  the  order  of  (limilBsioD  was  not  apon  the  merits  of  the  bill,  it  uutten  not  whaUwr 
it  was  with  or  without  the  consent  of  the  complainant. 

And  Mr.  Justice  Field  says  in  Eughe»  v.  United  Stateif  tupra  : 

If  the  Sret  milt  *  ■  •  was  diepoeed  of  en  any  Kronnd  irhioh  did  not  go  to  tbe 
merits  of  the  action,  the  Jadgment  rendered  will  prove  no  bar  to  another  anit.  4 
Wall.,  337. 

2fow,  the  primary  purpose  of  rales  of  court  being  to  regulate  tbe  prac- 
tice and  promote  the  diaputch  of  business,  the  ioteutiou  to  create  an 
estoppel  ought  not  to  be  lightly  imputed  to  the  rnle  now  nnder  oon^d- 
eration.  Snch  effect,  it  seems  to  me,  is  foreign  to  the  object  to  be  sub. 
served.  True,  the  rule  declares  that  the  plaintiff  so  in  default  "  shall 
be  deemed  to  admit  the  truth  and  sufBciency  "  of  the  plea ;  but  this  im> 
plied  admission  is  merely  for  the  occasion  and  to  open  the  way  for  a 
decree  of  dimisslou  "  as  of  course,"  without  trial,  hearing,  or  adjudica- 
tion, a  decree  which  is  the  equivalent  of  a  Judgment  of  non-sait  at  law 
for  want  of  a  narr  or  other  default  of  a  like  nature. 

It  appeRTa  tliat  the  defendants  are  not  only  using  the  invention  on  the 
'*  Wharton  McKnigh  t,"  but  that  tbey  have  bailt  another  boat  the  "  Little 
Ike,"  upon  which  they  intend  (it  is  admitted)  placing  and  using  a  sand 
and  gru^el  separutor  constructed  pursuant  to  Keller's  patent ;  and  they 
defend,  generally,  upon  the  ^touikI  tliat  Pfeil  is  invested  with  a  license 
to  make,  use,  and  sell  the  patented  nincbine.  Ho  express  license  is 
shown,  tiiid  none  is  asaerted  in  view  of  the  proofs.  Tbe  defendants  stand 
on  the  ini|>Iicd  license,  lint  if  such  license  exists  it  nia«t  spring  from 
the  fauts  heretofore  stutcti,  viz,  the  invention  by  Keller  during  the 
partneishii)  between  hint  and  Pfeil,  the  free  use,  with  Keller's  consent, 
b.v  the  firm  of  the  patented  nppiii-utiiK  upon  their  boats,  and  the  payment 
by  the  firm  of  the  fe«8,  costn,  and  expenses  of  pi-ocnring  the  patent,  &c, 
But  I  cannot  sec  that  theae  facts  aSonl  any  solid  foundation  for  the  de- 
fense set  lip.  LiOi lolc 


DBC1BI0K8  OP  U.  8.   COURTS  D)   PATEHT  CASE&  177 

la  MoWilUama  Man^factwring  Co.  v.  BlundeU  (11  Fed.  Sep., 410),  npoo 
a  snbstaDtially  similar  state  of  facte,  it  waa  held  that  the  firm  coold 
make  no  claim  to  the  pateut,  and  after  diesolntJOD  an  injnnction  to  re- 
strain infriogemeut  issned  agp.inst  the  late  partner.  Here  the  merit  of 
the  invention  is  Keller^s  ezclnelTely.  He  ia  indebted  to  Pfeil  for  no 
ideas  or  saggestions.  The  letters  patent  were  never  treated  as  partner- 
ship property.  At  tbe  dissolution  of  the  firm  the  partners  made  a 
Bcbednle  of  the  firm  assets  at  agreed  valnations  vith  a  view  to  a  divis- 
ion, bnt  the  patent  was  not  in  that  sehednle.  The  claim  which  Pfeil 
then  asserted  was  the  right  to  nse  the  patented  apparatus  with  which 
the  "Kainbow"  was  equipped.  To  that  extent  bis  demand  was  reason- 
able and  jast,  and  it  was  sustained.  But  now  he  practically  insists 
npon  an  eqaitable  ownership  in  the  patent,  for  he  claims  the  unlimited 
right,  individaally  and.  in  oonnection  with  his  present  partners,  to  make, 
nse,  and  vend  the  patented  apparatos.  Bnt  no  express  agreement  is 
shown  whereby  the  firm  or  Pfeil  acquired  any  interest  in  the  pateut. 
If  the  firm  paid  the  expenses  connected  with  the  issue  of  the  patent, 
StCf  they  received  a  full  eqairalent  in  the  use  of  the  iDveutiou  upon 
their  two  boats  free  of  royalty ;  and  in  the  absence  of  direct  proof  of 
aoy  other  or  greater  right  in  the  firm,  none  is  fairly  inferable  from  the 
&ct8  as  they  appear. 

Oar  conclosion  that  Pfeil's  right  to  use  the  invention  is  limited  to 
tlie  coDstmction  on  the  "Rainbow"  finds  support  in  adjudged  cased. 
BriekiU  v.  Magin;  <£o.,  of  New  York,  7  Fed.  Hep.,  479 ;  Wade  v.  Metealf, 
16  Jd.,  130.  yor  does  this  view  conflict  with  the  decisions  cited  by  the 
defendants.  In  the  natnre  of  the  case  (the  invention  being  a  process) 
the  presumed  license  in  JUcGlurg  v.  KingaUmd  [1  How.,  202)  was  nn- 
limited  and  justly  bo  under  the  circumstances. 

In  Chabot  v.  Amerioan  Button-Hote,  £e.,  Co.  (6  Fisher,  71)  the  facts 
were  not  only  substantially  similar  to  those  in  MoClurg  v.  Kiiigttandf 
bat  there  was  the  additional  element  of  au  express  contract,  the  terms  of 
which  greatly  strengthened  the  presumption  of  an  unrestricted  license. 
The  snbject-matter  of  the  patent  in  Summer's  Appeal  (58  Pa.  St.,  155) 
was  a  process  which,  if  legally  the  invention  of  one  partner,  was  in  fact 
the  f«8alt  of  partnership  labor,  experiment,  and  development ;  and  the 
dealings  of  the  partners  with  each  other  had  been  of  sucb  a  character 
that  it  would  have  been  grossly  inequitable  to  deny  to  any  of  them  the 
right  to  use  the  invention. 

In  Kinny't  Patent  ButtoH-Solimg  Co.  v.  &menett  etaL{3S  Law  Times 
R.,  878)  the  partnership  was  formed  for  the  sole  purpose  of  working 
the  patented  invention  and  had  been  condncted  for  several  years,  dur- 
ing which  time  the  partner  whom  it  was  attempted  arbitrarily  to  ei^oin 
had  aided  in  perfecting  the  invention  and  invested  his  capital  in  the  busi- 
ness. It  was  a  clear  case  (as  was  Slemmer's  Appeal)  of  a  dedication  of 
the  nse  of  the  invention  to  the  partnership  without  limit  as  to  time. 
But  of  any  such  dedication  of  Keller's  pateut  there  ia  a  lack  of  evidence, 
9373  PAT 12 
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and  the  equity  of  Pfeil  is  fally  satiafled  by  the  nse  of  the  patented  ap- 
paratas  on  the  "  Rainbow," 

Let  a  decree  be  drawn  in  favor  of  the  plaintiffs  in  accordance  with 
the  Tiewa  expressed  in  this  opinion. 


(BopMBe  Coon  of  tha  DiUrlcI  of  ColnmbiL) 

Martin  v.  Lillie. 

Decbled  Mag  31, 1867. 
27  O.  G.,  299. 

1.  It  ii  agalDBt  tbe  spirit  uid  letter  of  the  law  to  grant  kd  Jodt^pendeDt  patent  to  aa 
applicant  for  an  invention  shown  and  deacrtbed,  thoogb  not  claimed,  la  a  price 
patent  imned  to  the  itamo  peraou. 

9.  The  pretext  tliat  no  claim  was  mailB  to  the  iuvention  in  the  original  patant  wQl 
not  avail,  since  thti  law  proviiies  for  thu  unending  of  patenta  by  eulargemeiit 
or  roatriction,  or  even  b;  division  of  the  snbJect-inatteT. 

3.  No  interference  ran  'ie  except  as  between  claimants  of  the  same  invention.  If  ao 
applicant  claims  that  wbieb  is  ebowo  in  a  previoaB  patent,  the  patentee  ahonld 
be  Dotifit'l  of  it  and  an  opportDoity  Hrat  offered  to  him  to  laj  claim  to  tbe  in- 
vention. 

Apfbal  from  tbe  Gommissioner  of  Patents. 
OliH,  J.  : 

This  is  nominally  an  interference  case  in  which  the  qnestion  of  prior- 
ity aloue  should  be  at  issne ;  but  the  appeal  is  taken  on  grounds  which^ 
if  sustained,  vitiate  the  proceedings  under  the  iuterference.  It  u 
proper,  therefore,  that  J  should  inquire  into  these  grounds. 

It  appears  from  the  papers  in  the  case,  and  it  is  not  denied  by  Uie 
counsel  for  the  aptx^^le^t  that  tbe  invention  now  sought  to  be  patented 
and  claiin'Td  in  the  application  in  interference  is  shown  and  described  ia 
the  patent  issued  to  L.  LilUe,  the  appellee,  on  August  S,  1865.  Bach 
being  the  case,  I  am  of  opiniuU  that  an  application  for  an  independent 
patent  cannot  be  entertained.  It  is  contrary  to  the  spirit  and,  I  believe, 
the  letter  of  the  law  to  grant  a  new  patent  to  an  applicant  who  baa 
already  obtained  one  for  the  same  invention.  The  pretext  that  he  did 
not  specifically  claim  the  device  he  might  have  claimed  in  the  original 
patent  will  not  avail,  since  tbe  law  provirles  for  the  amending  of  pat- 
ents by  enlargement  or  restriction,  or  even  by  division  of  tbe  subject- 
matter  of  any  patent  at  any  time  duriug  the  term  for  which  it  is  granted. 
Tbe  first  reason  of  appeal  is  therefore  sustained. 

As  to  the  second  reason  of  appeal:  On  comparison  of  (he  claims  ot 
Marriu  and  of  Lillie  no  conflict  is  apparent.  Marvin  claims  a  combina- 
tJOD  of  devices  which  is  not  claimed  by  Lillie;  but  the  constroctioa 
given  to  Lillie's  claim  is  such  as  to  embrace  a  feature  shown  bat  not 
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eUlmed  by  Marvin.  Tbia  interfbreace,  thetefore,  is  declared  between 
two  partiea  who  do  not  olaim  tlie  some  tiiiag. 

In  my  opinion  no  interference  can  lie  except  as  between  cUimants  of 
Uie  same  invention.  If,  as  in  this  instance,  an  applicant  olnimB  that 
which  is  shown  in  a  previona  patent,  the  patentee  shonld  be  notified  of 
it  and  an  opportanity  first  offered  to  him  to  lay  claim  to  the  invention. 
His  seems  to  me  to  be  the  safb  mle ;  for  the  patentee  may  either  ac- 
knowledge that  the  partionlar  feature  in  qnestioD  Is  not  bis  invention, 
bnt  tliat  of  the  claimant,  wd  if  so  there  would  be  no  occasion  for  an 
interference;  or  he  may  show  that  the  thing  had  been  in  pnblio  lud 
common  nse  for  muiy  years,  and  therefore  bad  become  pnblio  property; 
w  he  may  assert  his  right  to  it  by  filing  in  the  regular  form  a  olaim, 
and  then  an  interference  would  be  iu  order,  not  otherwise. 

The  second  reason  of  appeal  is  snstained  so  f^  as  the  first  clause  is 
concerned.  In  view  of  the  fnndaroental  errors  pointed  ont  in  the  Initi- 
atory  proceeding  in  this  oase,  I  deem  it  unnecesaary  to  say  anything 
on  the  question  submitted  under  the  third  reason  of  appeaL 

Upon  the  whole  I  am  of  opinion  that  the  decision  of  the  CommisBioner 
of  Patents  in  deciding  the  interference  between  Lillie  and  Marvin  In 
fiivor  of  Lillie  is  erroneous }  and  I  do,  this  31st  day  of  May,  1867,  sus- 
tain the  appellant's  first  and  second  reasons  of  appeal,  and  reverse  the 
judgment  of  the  Oommissioner;  and  I  do  farther  a^ladge  and  order 
that  the  said  interference  be  dissolved,  and  tht^  the  application  of  the 
said  Liltie  be  finally  r^eoted. 


(Haiud  SUM  Cteoalt  CMrt-JMaMM  of  CaUtenlLj 

Oahn  «.  WoNO  Town  Um. 

DMldtd  Ftirumiy  t,  imt. 

n  o.  Q.,  no. 

CoMKKAnov  or  SxpAu.'ht  Dbticbs— SuB-CouBnt^noN. 

Th«  bet  tlut  ft  deTloe  oomprlaiDK  NTeral  p»taDt«bIe  alementi.kH  iMm  pftt. 
•ntod  u  •  whole  will  not  pnrent  tbe  patentee  ftfno  *fterwud  Mmiilng  a  pftUot 
for  »  otaablBktlon  nf  any  nnmber  of  the  element*  Icm  tkan  the  whole,  prorlded 
he  appllei  ftii  It  tiefwe  the  leaser  oombination  ha*  been  two  yawa  ia  psbUo  ua. 

Mr.  M.  A.  Wkeattm  for  the  complainant 
Mr.  J.  L.  Boone  contra. 

81.WTKB;  J.  (orally)  : 

This  action  is  npon  a  patent.  The  patent  consists  of  limping  over  two 
pieces  of  leather  in  making  the  seam  of  a  boot  or  any  other  work  of  the 
kind,  running  aline  of  rivets  along,  and  then  a  line  of  stitching  on  each 
^de  of  the  lineof  rivets,  so  as  to  make  a  compact,  tight  seam.  The  plea 
■eta  up  that  the  patentee  In  this  oase  on  a  prior  oocasion  procured  a  pat 
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CDt,  aod  Oiat  tbli  other  and  prior  patent  is  for  the  Mine  tbing  with  the 
addition  of  a  piece  of  iodlo-mbber  inserted  between  the  two  pleees  of 
leatber.  The  strip  of  india-rabberha\ingbeen  inserted.ftliueofriTets 
is  ms  along  with  two  lines  of  ititcfaing — one  on  eaob  side  of  the  line  of 
rivets — in  the  same  maoDer  as  in  the  second  pat«ot.  The  defendant 
daims  that  the  second  patent  is  not  a  new  inrentioD;  that  it  is  merely  a 
combination  of  a  part  (rf  ^e  elements  of  Uie  flnt  patent,  or  of  the  prior 
Invention,  and  therefbie  that  tbt>  second  patent  is  void  as  not  covering 
a  new  invention.  I  think  probably  that  would  be  theoase  if  the  patentee 
were  a  different  inventor.  If  the  patentee  in  the  |«lor  patent  had  been 
a  difliarent  perstm  from  the  patentee  in  tiie  seooad,  I  am  inclined  to  think 
so.  Bnt  the  prior  patentee  is  the  same  man,  and  doabtleas  if  he  had 
mode  the  invention  at  the  time  he  obtained  his  first  patent  he  might  have 
got  a  patent  for  the  sab-oombinatiiMi,  mnittlng  one  dement,  the  al^  of  In- 
dia rubber ;  and  it  does  not  appear  in  the  plea  that  this  second  inventlMi 
has  been  in  pnbUo  nse  or  on  sale  for  more  than  two  years,  whocby  tt 
would  be  abandoned  to  the  pnblto.  The  inventor  &iled,  thereft»«,  if  be 
Is  the  inventor  of  both  at  the  same  time,  to  obtain  a  patent  for  all  Iw  was 
entitled  to.  If  he  was  the  inventor  at  tiiat  time  he  was  entitled  to 
patent  tiie  second  or  sub  combination  of  elements,  omitting  the  iiiiihul 
strip  of  india-rabber,  as  well  as  the  flrat^omtrining  all  the  eiraaeate. 
He  might,  perhaps,  have  got  arelssne  covering  hottk  if  his  invention  of 
the  sub-oombination  is  sufficiently  indicated  in  the  spedfleation  of  the 
first  patent ;  bnt  he  has  chosen  to  obtain  an  independent  patent  for  the 
sub-combination.  If  he  invented  it  at  the  same  time  with  the  other,  he 
might  nndoabtedly  have  obtained  a  patent  in  the  first  instance.  I  think 
if  it  was  patentable  with  the  additional  element  of  the  iodia-mbber,  the 
sab-oombination  without  the  addition  of  the  India  rubbtt-,  invented  at 
the  same  time,  wonld  be  patentable.  Jostioe  Field  says  in  the  OUuU 
Powder  Oau  (1  Fed.  Sep.,  720 ;  5  Fed.  Sep.,  197)  that  this  is  the  proper 
mode  of  proceeding  when  there  is  another  invention  for  wbioh  an  inde- 
pendent patent  might  have  been  obtained  bnt  has  been  omitted.  If  he 
was  the  inventor  of  both,  he  was  entitled  to  patent  both — the  sub-com- 
bination without  the  strip  of  india-rubber  as  well  as  the  entire  combina- 
tion of  the  lapping  of  the  Leather  and  the  interventitHi  of  a  piece  <^  india- 
inbber  to  make  the  seam  tighter,  and  better  still  in  combinatlcm  with 
the  line  of  rivets  and  line  of  stitching  on  each  side  of  it.  He  being  the 
first  person  to  invent  both,  I  tliink  it  was  patentable  as  tOt  both.  He 
donbtless  did  invent  the  sab-combination  as  well  as  the  entire  oomUna- 
tlon  at  the  same  time.  He  embraced  the  sub-combination  in  the  last 
[nteut  without  the  additional  element  intervening ;  and  it  does  cot  ap- 
pear that  it  was  on  sale  for  two  years  before  the  applio»tion  fen  the  last 
patent.    I  tiilnk  the  plea,  then,  should  be  overruled.    And  it  is  so  or- 
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IDbIM  8m«  ChMit  Ceut-DbMM  af  K«w  Jmij.) 

DOTU  «.  SPAinAIIta  XT  AL.     iLLIHaWOXTH  «.  SAMB. 

DtcUti  Mmrtk  15,  KH. 

ST  O.  C,  900. 

1.  Hm  om  or  knvwledse  erf  the  om  of  an  lii*«Dt{<ni  in  t,  tvnlga  oonntr;  bf  penotu 
natding  In  this  contitr]-  will  not  defeftt  a  patent  wfaloh  hu  hen  b««ii  rrmntad 
to  m  bona  Ada  patmitee,  «bo  at  the  titna  waa  Igscmat  of  ths  loTentloB  or  Ita 


1  L«(tMS  Patmt  Vo.  146,700,  granted  Angut  17,  Iffffi,  to  lUlngworth,  and  Ho.  W,9», 
gnntod  FebniaT7  1, 1870,  to  Patriok  Doyle,  eonetnied,  iDalained.aad  bold  to  bo 
lolrlnged  bjr  maohlna  nwd  under  Letten  Patent  No.  S40,TST,  granted  April  SS, 
1B81,  to  Spaoldlng  «<  «!.,  aa  aaalgnee  of  Alfred  E.  Jonoi. 

Mr.  J.  C.  Clofton  for  the  complainantt. 

Mr.  FrameU  Forbet,  with  whom  vaa  Mr.  A.  Q.  Keaabeg,  for  the  defend- 
Hita. 
KixoiT,  J.  : 

These  two  oues  will  be  eonsidered  together  for  leaeons  wbloh  will 
bereinatter  appear. 

On  March  5, 1881,  the  complunuit,  nUngworth,  commeDoed  a  suit  in 
tbn  ooart  againit  tbe  defondants  for  InflringemeBt  of  Letters  Patent  So. 
166,700,  dated  Aogiut  17, 1870,  for  improvement  in  molds  for  ingotc 

The  d^ndants  answered,  setting  np,  among  otber  tbinga,  that  said 
letten  patent  were  void  (1)  on  acooont  of  prior  knowledge  and  nse  of 
tbe  allied  Invention ;  (2)  because  every  sabstaotial  and  material  part 
of  tbe  Invention  was  described  and  claimed  in  Letters  Patent  No.  99,299, 
Mid  granted  to  one  Patrick  Doyle,  February  1, 1870,  for  Improvement 
in  molds  for  making  combined  Ingots  of  steel  and  iron,  and  in  English 
Letters  Patent  No.  3,801,  issued  to  William  Hoore  by  tbe  Queen  of 
Great  Srltaln  and  Ireland,  dated  November  31, 1673,  and  sealed  May  19, 
1871 ;  and  (3)  denying  the  right  of  the  complainant  to  recover  becanse 
the  defendants  were  tbo  assignees  and  owners  of  Letters  Patent  No. 
210,727,  granted  to  one  AUted  E.  Jones,  and  were  entitled  to  ase  tbe  in- 
ventioD  therein  described  and  shown,  notwithstanding  tbe  letters  patent 
of  oompltinant  on  which  the  snit  was  brought. 

It  appears  In  tbe  testimony  that  for  several  years  prevtons  to  tbe  fil- 
ing of  tbe  bin  two  of  the  defiondaots,  Pitzeimmons  and  Jennings,  were 
in  the  employ  of  the  complainant's  firm,  and  they  became  familiar  with 
the  nae  of  molds  made  under  the  Doyle  patent,  wbloh  is  set  np  as  an- 
tioipatiDg  the  alleged  invention  of  Illingwortfa.  It  also  appears  that 
tbe  complainant  nsed  the  Doyle  patent  for  several  years  previons  to 
1870  in  tbe  mannfiwtnra  of  iron  and  steel  ingots,  tbe  inrentor,  Doyle, 
during  the  time  being  in  bosineee  with  the  complidnast;  that  tbe  above 
patent  was  obtained  by  Ulingvortb  in  view  of  the  fact  that  Doyle  was 
aboot  going  oat  of  tbe  firm,  after  which  it  was  supposed  that  the  con- 
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tinned  use  of  his  patent  wonid  not  be  allowed,  and  that  be  went  oat 
and  remained  away  ftom  tbe  oomplainaot  from  1875  to  1880,  when  h« 
returned  and  became  the  laperlntendent  of  his  works. 

On  tbe  7tb  of  Hay,  1881,  Patrick  Doyle  began  his  suit  against  the 
defendantfl  tor  the  infringement  of  the  letters  patent  which  had  been 
■et  np  in  tbe  former  action  as  an  anticipation  of  the  IlUngworth  patent. 

The  answer  of  the  def^ndnnta  denies  (1)  that  Doyle  was  the  original 
and  flist  Inventor  of  the  ImprovementB  therein  claimed,  and  (2)  allegea 
that  every  sabstantial  and  material  part  of  the  inventioa  was  known  to 
•everal  persons  now  residing  in  this  ooantry,  and  by  whom  it  had  been 
need  in  BheiBeld,  England,  dnring  their  reaidenoe  there.  -  Pending  the 
taking  of  testimony  in  these  salts,  two  applicataons  were  made  to  the 
eoDPt  by  the  Tespeotire  parties — one  by  the  defendants  in  the  Illiog- 
vcnlh  salt,  asking  that  they  might  be  allowed  to  amend  their  answer 
by  inserting  the  allegation  that  the  invention  claimed  by  IlllDgw<Hlih 
was  known  to  certain  persons  residing  in  this  country,  who  ased  it  Id 
the  city  of  Sheffield,  England,  before  coming  hither,  and  the  other  l^ 
the  complainant  in  the  Doyle  salt,  who  moved  to  strike  out  the  aaid 
allegatloD  in  the  answer  filed  therein.  The  qaestion  involves  the  later- 
pretation  of  the  clanee  "  not  known  or  need  by  others  in  this  ooDncfy" 
in  section  4886  of  the  Bevised  Statutes,  which  first  appeared  in  aeotion 
31of  the  act  of  July  .8, 1870,  and  whioh  had  never  received  jadidal  oon- 
stanotion. 

Being  willing  to  afford  the  parties  an  opportauity  witiioat  embarraaa- 
ment  to  correct  any  mistake  which  the  court  might  fall  into  in  deddlDg 
a  matter  of  first  Impression,  we  allowed  the  allegation  to  stand  in  the 
answer  In  the  Doyle  suit  and  to  be  inserted  in  the  lUingworth  answer, 
and  directed  the  parties  to  make  their  proofo  of  the  &ots  and  to  present 
their  views  more  fnlly  at  the  final  hearing.  (See  IttingufortM  v.  fi^HwU- 
4nff  et  al.,  9  Fed.  Bep.,  611.) 

After  a  carefnl  consideration  of  the  three  sections  of  patent  act  whioh 
bear  upon  the  subject— sections  4886,  4920,  and  4933  of  Bevised  St«t- 
ntea — we  are  of  the  opinion  that  the  use  or  a  knowledge  of  the  noe  of 
an  invention  in  a  foreign  country  by  persons  residing  In  this  ooantry 
will  not  defeat  a  patent  whioh  has  here  been  granted  to  a  bona  Jidt 
patentee,  who  at  the  time  was  ignorant  of  the  existeace  of  the  inven. 
tion  or  its  nse  abroad. 

When  tbe  parties  began  to  take  the  proofs  they  united  in  a  atipnla- 
tion  that  the  evidence  should  be  entitled  in  both  causes  and  that  tbe 
two  should  be  argoed  together.  The  defendants  also  admitted  in  wri^ 
ing  In  each  of  the  cases  that  befbre  the  commencement  of  the  aaits,  and 
since  the  granting  of  the  letters  patent,  respectively,  they  bad  mana- 
flujtoi«d  combined  ingots  of  iron  and  steel  in  the  following  manner  and 
tat  the  following  purposes: 
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BT  naua  of  •  midd  made  U  Mnfrfuttr  to  Lrtten  Patnit  of  Ibt  UnitMl  SMm  V*. 
MI,TV.  gnattd  to  than  April  H,  IBBl,  u  HrigBaM  of  Alflod  E.  Jmm,  »  «apr  ^ 
whleh  fa  hereto  unuad,  b  aitod  "  ConpUlunA  EzUblt  Jobm^i  PMont." 

n. 

.  of  0  noU  HMd*  wtth  two  aoTMi^  In  all  iwpMta  like  that  Aowa  la  tbo 
apt  that  tbaie  ««»  two  eoran  ImUail  of  one,  and 
tbttUdawaaoeilttad. 
lbs  eOT«r»  an  ao  made  tbat  a  part  of  the  eovar  flnt  uad  prc^aeta  Into  the  moUa. 
Iha  proBwa  la  aa  fatlowa ;  Tlie  bmM  being  elamped  tOfetber,  tbo  flnt  atatal  to  bo 
MBttopoaiedhitolt,  andwheaealMeatlTtalthoeoTorUnaMiTodandaBaeaBdoae, 
ywfcetlr  lal^  fa  iMorted  In  It*  plaoe.  yrham  thfa  fa  dope  thwe  lewilai  a  ig>eo  bo- 
twaoL  tbo  Mwlf-eaat  metal  aad'tbe  aide  or  eovor  of  tbo  m^d.  Into  whloh  la  eaat  the 
HDainlng  part  of  the  Infok 

The  mold  fa  aliowa  In  tho  modol  oompUlBODVa  Exhibit  E,  when  both  eoren  an 
and  and  Hm  illde  fa  omitted,  one  eoTer  haring  a  pn^ootioB  Into  the  mold  and  the 
•toerb^ngfat. 

nL 

Bj  Boana  of  a  midd  of  tbieo  parte,  eaeh  part  being  eompaied,  aa  naaat,  la  two-part 
mold*  of  thrao  (idea  rlaing  from  a  oloaad  baae. 

The  opeiatloD  of  the  mold  fa  a«  IbUowai 

The  two  part4  of  the  m«rid  are  Joined  l«getb«  in  the  anal  manner  liy  riaga  and 
wedgBC,  and  an  ingot  fa  eaat  theietn  in  the  unal  way. 

I  mmnd  lately  that  the  metal  fa  art  ODO  aide  of  the  mold  fa  nmoTad,  and  another,  a 
Httfa  larger,  fa  fixed  bj'ilnga  and  wedgea  Id  the  plaeo  rf  the  ride  nmoTod. 

Into  tbo  apaoe  thaa  mftiia,  adjaoaat  to  tbo  lowing  Ingot  of  metal,  tbo  molten  metal 
to  eomi^oU  the  Ingot  fa  poptod.  Whan  aaMafantlr  eoefad  the  oomblned  ingot  fa  re- 
mored,  ao  fa  aaoaU  j  d«ie  In  Ingot-molda  of  two  patta. 

Thfa  mtdd  fa  repnoentcd  by  oomplainant'i  Exhibit  F.  The  riio  and  pioportlona  of 
the  parte,  howoTer,  an  not  oorroet;  onlj  the  anangement  and  operation  of  the  parte 
an  intooded  to  bo  fllaatratad. 

IV. 

9r  maaaaof  ameldof  two  part%  fa  whfah  oae  of  the  paifa  faUka  tbo  ocdlaaij 
two-patta  BwU,  Tl^  with  thkee  ridea  and  a  bottom,  the  other  part  being  made  flat 
oe  one  rido  and  frith  a  pn^eetlon  on  tbe  otbar  ao  arranged  ai  to  project  between  the 
ridea  and  into  the  othw  part  when  tbe  two  an  Joined  together. 

The  operaring  of  the'^old  fa  aa  fbllowa : 

The  two  parte  of  the  BMld  being  Joined  toother  hj  rtnga  and  wodgaa  in  tbe  neaal 
waj  (the  piojeetlng  part  of  one  ride  extending  into  the  reoeee  In  the  otbar),  tha  metal 
fa  eaat  into  it,  and  whom  tbe  metal  U  aet  the  ride  with  the  projection  fa  nmoved  and 
tamed  ao  that  Ita  flat  ride  fa  toward  tlio  oenter  of  the  mold.  Then  fa  thoa  left  an 
open  apaoe  In  tbe  mold.  Into  whloh  li  eaat  the  metel  whloh  fa  Intooded  to  oompleto 
the  ingot. 

The  oomblned  Ingot  fa  remored  in  the  ordinary  way  of  nmoTing  ringla  Ingota. 

Thfa  mold  fa  la^oMntad  by  eomplainanCa  Exhibit  O. 

The  eame  limitation  fa  made  in  regard  to  thia  exhibit  aa  to  Exhibit  F  above. 


By  meana  of  a  mold  rimllar  to  that  latt  deaorlbed,  with  tbe  exeeptioa  that  Inatead 
flf  one  eoTer  then  are  two,  one  being  flat,  nod  one  haTing  a  pnjaetion  on  Ite  inner 
MTflMo,  aa  jDBt  daaaribad.    The  operaOon  fa  tbe  tame  aa  of  Exhibit  O,  with  the  aa- 
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MpUonllMt  InatMdorttmiinctha  wror  w  that  tte  tmiMi<«  Ai^  b«  e 
IteflfttoOTOTlaitMd.    TUa  Bold  !■  npiMMtod  b7  Exhibit  a. 

Tb«  Mm«  UmltadoB  li  mada  to  tbJi  exhibit  u  to  ExhlbH  F  kbore. 

N*w«rk,  H.  J.,  Ortober  S,  IWt. 


The  tdb^tBt-mubbvr  at  the  ooBtiroveny  hat  wfcreoce  to  the  aae  of 
mold!  in  owtiiig  oomblned  ingoti  of  iron  snd  steel.  Tba  patent  Oldeet 
in  date  tar  the  employnent  of  neohaniun  fbr  noh  aporpoee  iraa  ganted 
to  Patrick  Dqjle  on  Febrnaiy  1,  1870,  and  nnmbered  09^.  The 
patentee  aaja  that  hia  iNTeotion  idateB  to  li^fwaamibB  in  molds  te 
making  ingots  of  Iron  and  steel  In  a  manner  so  auto  dispose  of  the  one 
metal  on  one  or  more  aides  of  the  other  and  to  seenie  a  perfect  aDl<m 
of  the  two,  and  that  it  oonsiflta  of  a  vertical  mold  of  four  or  atha  nom- 
berof  plainBidee,oiteor  more  of  which  maf  be  dstaebable  and  clamped 
to  the  other  bf  stroiig  buMla  in  which  a  strong  thick  plate  of  metal  is 
arranged  to  fit  near  one  side  ftam  top  to  bottom,  sDUgly  to  ooeepy  a 
partof  the  ^aoe  when  the  metal  of  which  the  greater  partr  of  the  ingot 
is  to  be  composed  ia  poured  in,  and  to  remain  onttt  the  same  has  airiidi- 
iled  MiiBaiently  to  retain  its  position,  when  it  ii  withdrawn,  le*Ting  a 
space  for  the  other  metal*  which,  being  ponred  in,  nnltea  perfectly  with 
the  izst  and  fiin&s  the  required  oompositjon  Ingot 

In  intrododng  his  speoifioatioBS  the  panteatoe  speaks  of  his  inreutioD 
as  ao  "improved"  mold  fbr  making  oombined  iron  and  steal  ingota, 
therein  implying  that  other  molds  w«e  in  ose  of  vhidi  be  regarded 
his  as  an  improvement  Not  only  the  scope  of  this  patent  bnt  the  valid- 
ity of  the  snbeeqaeat  Issues  to  Illingworth  and  Jonea  most  be  deter 
mined  by  the  state  of  the  art  at  the  time  when  the  Doyle  patent  was 
granted.  The  evidence  on  this  anbjeot  is  meager.  After  looking 
tbroagh  the  testimony  witii  care,  we  fall  to  And  anything  relating  to 
to  the  state  of  the  art,  except  the  statement  of  Mr.  DUogworth  that  he 
had  been  engaged  in  the  steel  boslness  tor  seventeen  yean;  that  prior 
to  tiie  Doyle  Invention  be  had  never  seen  any  molds  or  other  mechanism 
with  which  skate-metal,  which  was  a  combination  of  steel  and  in», 
OoOld  be  made ;  that  the  only  mode  of  mannAwitaring  soch  a  combina- 
tion of  which  he  had  any  knowledge  waa  to  weld  together  the  iron  and 
steel  into  one  bar  and  then  rolling  It  ont,  and  that  thiswas  the  cmly 
method  then  in  ose  at  his  works.  Accepting  this  as  the  state  of  the 
art  at  this  time,  It  most  be  conceded  that  there  was  novel^  and  valoe 
in  the  Doyle  improvement  It  was  a  st^  from  the  mere  meebanieal 
combination  by  welding  to  a  chemical  one  resaltiog  fhim  the  fbalon  and 
nnioD  of  the  two  metals  when  in  a  heated  stote.  It  was  the  Introdac- 
tion  of  the  variable  cavity,  whereby  the  atnoant  of  the  one  metal  cr  the 
other  conld  be  aocarately  a4j  dated  and  obtained  by  the  ezeroiBe  of  ordi* 
naiy  mechanical  skill. 
We  are  confirmed  in  our  view  of  the  Doyle  patent  by  the  &ct  that  as 
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lit«  as  1S73  ft  patent  was  granted  in  England  to  WilliBm  Hoore  for  snb- 
■tantUUy  the  tame  devlee  for  maktog  combined  ingots  of  iron  and  steel, 
securing  tlie  variable  cavity  by  the  ase  of  a  slide,  which  woald  hardly 
have  been  granted  If  soota  a  method  of  casting  Ingots  had  prerionsly 
been  in  ose  in  BDgland,  as  the  defendant  so  earnestly  contended. 

On  the  argnment  the  counsel  for  the  defendants  insisted  that  the  ccm- 
phUnaot  had  Mled  to  prove  any  inMngement.  The  reason  why  speoiflo 
proof  was  not  ofllved  was,  donbtless,  owing  to  the  oircnmstanoe  that  the 
deftndants  admitted  the  performance  of  acts  and  the  nse  of  instmmen- 
tallties  which  the  complainant  assamed  would  be  safflcient  to  satisfy 
the  court  of  the  fiut  of  Infringement  For  instance,  the  defendants  filed 
in  the  cases  an  admission  that  they  had  manuftwtnred  combined  ingots 
of  iron  and  steel  by  means  of  a  mold  made  in  conformltiy  to  the  Letters 
Patent  So.  240,737,  granted  to  them  April  26,  1881,  as  assignees  of 
Alfred  B.  Jones.  If  we  understand  the  argnment  of  counsel,  it  is  that 
there  was  a  &iliire  of  expert  testimony  to  inform  the  court  whether  or 
not  snob  an  act  was  an  infringement  of  the  several  patents  of  the  com- 
plainants. We  &il  to  see  bow  experts'  testimony  wonld  be  of  any  serv- 
ice, l^umerons  experts  could  undoubtedly  have  been  foond  both  by 
the  oouiplainants  and  the  defendants  who  wonld  respectively  m^ntain 
the  views  of  their  employers  on  a  question  of  that  sort ;  but  their  evi- 
doHM)  wonld  not  greatly  help  the  coart  in  deciding  what  is  simply  a 
qoestion  of  mechanical  equiveJents.  Having  in  oor  hands  the  respective 
letters  patent,  the  models,  and  the  molds  used,  we  tmst  it  will  not  be 
■et  down  as  presumption  to  add  that  we  have  qnite  as  mnch  confidence 
in  oor  own  judgment  as  we  sbould  have  in  the  opinion  of  experts  whether 
the  ose  of  the  one  was  an  infringement  of  the  claims  of  either  of  the 
others. 

It  need  not  be  claimed  that  Doyle  was  the  first  person  who  nsed  molds 
in  casting  ingots  of  iron  or  steel ;  but  the  evidence  shows  that  he  was 
the  first  who  maon&ctnred  combined  ingots  of  these  metals  by  the  ase 
•f  meehanism  which  produced  a  variable  cavi^  in  the  molds.  The  sev- 
eral patents  of  niingwcrth  And  Jones  reach  the  same  result  as  to  the 
variaUe  cavity ;  but  Illingworth  has  changed,  and,  as  we  think,  im- 
proved, the  mechanism.  In  the  Doyle  patent  the  cavity  ibr  one  of  the 
metals  is  made  by  the  ose  of  an  iron  or  steel  slide,  and  in  the  liliog- 
wortii  by  two  covers,  one  with  a  plain  or  straight  snrfaoe  and  the  other 
roecwpd. 

If  snch  a  substituted  instrumentaHty  of  the  mechanism  is  not  a  mere 
equivalent  for  the  metal  slide  of  Doyle,  the  patent  may  be  held  good  for 
the  improvMnent,  althongh  it  ia  valiieleaa  except  in  combination  with 
Dixie's  invention,  and  can  no  more  be  nsed  wltbont  his  consent  than 
Doyle  can  nse  Xllin^woTth's  improvement  without  his  consent. 

The  first  admission  of  the  defendants  is  their  nse  of  molds  made  in 
conformity  to  the  Jones  letters  patent.  We  regard  this  as  a  clear  in- 
fringement of  the  Doyle  patent 
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Hieir  Momid,  tUrd,  fourth,  and  fiftli  adniMlou  enlmtoe  the  ose  of 
tastTDmeDtalities  which  not  odI;  infringe  the  Doyle  inventioo,  bat  also 
the  im^ovemeot  of  the  Illingworth  jMtent.  There  are  diffisrenoeB  in 
oonstroution  and  mode  of  operation  shown ;  bnt  these  are  not  radieal 
ot  Independent  enough  to  t^ethem  out  of  the  oategoiy  of  mechanical 
equivaleutfl. 

Let  a  decree  be  entered  in  fiivor  of  the  complunante  in  both  caaee 
ftv  an  injunction,  and  the  osnal  order  of  referenoe  be  made  for  aa  ac- 
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Dmilded  MarA  17, 1884. 

S7  O.  G..  413. 

1.  TlisobjMtofMatlon496aB.B.UtagiTeDotioeottlwoop7tlglittothepBbltebTplae- 
IngnpoD  each  copjioMine  yisibleilMpetheiiuueoftheantlior,  theexiateiMwot 
tha  elkim  of  eiolusive  right,  uid  the  data  at  wUoh  thU  right  wu  obtklii«d, 
l%Ui)otloeli*anclentlf  ^venby  thewoida"CoprTlght,  1683,  by  N.  asrony," 
finuid  on  Nwb  copy  of  the  photograph  nndor  oeniidention. 

I.  "a*  Mubootion  pUtMd  DpOD  the  Coutltotioo  hj  the  tint  Ml  of  1790  Kod  the  sot 
of  tsn  \ty  the  men  who  wen  oontempwkry  with  It*  formation,  oukit  of  whom 
wen  memben  of  the  oonventiOD  which  ftun«d  It,  ii  of  itstlf  entitled  tc  Tttiy 
gro*t  weight;  Mid  whsnlt  U remembered  th>tth«  right*  tho*  eatabliahed  h»Ta 
not  been  d1epDt«d  during  ■  period  of  nearly  a  eentnry,  it  la  almoet  eonoIoaiT*. 

3.  iji  author  In  tha  aanH  In  whieh  tha  term  ia  luad  In  tha  Cmutltiitjon  la  "  Iw  to 

whMi  uiTtUng  owe* iti origin ;  wlglDator;  maker;  onewhoMmplateaswoik 
of  lelenoeor  liteiatnre."  So,  alto,  by  "writing*"  In  thU  etaoaeof  the  Coaati- 
tatlon  1*  meant  the  "  litenur  prodnoUoni "  of  thoaa  aatboi*,  and  Congriw  haa 
Tery  properly  declared  tbeie  to  ioolnde  all  formi  of  writing,  printing,  engrav- 
ing, etching,  Ac,  by  whiuh  the  Idea*  in  the  mind  of  the  author  an  gtTon  Tial- 
ble  axpreadon. 

4.  NodonbtentartaliwdthattheConatltatlo'ilabrwdanoDghtoooTeianaat  aattui^ 

ialng  copyright  of  photograph*  ao  fltt  aa  thej  are  npn*antotiTea  of  origtaal 
inteileolDal  oonoeptloni  ot  the  aatbor,  and  the  bote  being  ttiat  the  photograph 
in  qaeitioD  wa«  iimde  entirely  fh>m  the  plaintilTa  original  mnTital  oonoepUon, 
to  which  be  gare  Tialble  form  by  poalng  the  •object  In  front  of  tha  oaneca,  a^ 
leotlBg  and  arranging  the  eoatntne,  draperiee,  &«.,  untnging  and  dl^qdag  tha 
light  and  ahade,  enggeatlng  and  eroklng  the  dealred  expreaaloo;  AU,that 
the  photograph  in  qneatlon  ia  an  raiglnat  wurk  of  art,  of  which  the  plaintiff  li 
the  antbor,  and  of  a  ola**  of  InTutliona  for  which  the  Conatttntion  intended 
tbatConiTTeaaBhoQldaeoure  to  him  the  eiolotlve  right  (o  nee,  pobliafa,  and  aell, 
aa  it  haa  done  by  iection  496S  R.  8. 

Js  BBBOB  to  the  circuit  court  of  the  United  States  for  the  southern 
district  of  New  York. 
Mr,  David  Volmtm  fw  tue  plaintiff  in  error. 
Mr.  Am0.  T.  OurUtg  for  the  defendant  in  error.        Coo^lc 
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Mr.  Jnatioe  Muxxh  delivered  tbe  t^nioo  of  the  oooit : 
lUsisainitofeiTorto  thedroaitooart  for  the  •oothsm  dlatriet  of 
Bew  Toi^  Plaintiff  is  a  lithographer  and  defendant  a  photographer, 
with  iarffe  boBiDflu  in  thoee  lines  in  the  city  of  Kew  York.  The  salt 
was  oOBm«iioed  b;  an  action  at  law  in  which  Saroay  was  plaintiff  and 
tbe  lithographic  company  defendant,  the  plaintiff  obarging  tbe  deCsnd* 
ant  with  violatiag  his  copyright  in  regard  to  a  photograph  the  title  of 
which  ia  ^  Owar  Wilde  So.  18."  A  jary  being  waived,  the  ooart  made 
a  finding  of  fiicts  on  which  a  judgment  in  favor  of  the  plaintiff  was  ren* 
dered  for  the  snm  of  (600  for  the  plates  and  85,000  copies  sold  and  ex. 
posed  to  sale,  and  (10  for  copies  fonnd  in  his  possession,  as  peoalties 
under  section  4965  of  the  Bevised  Statates. 

AmoDg  the  finding  of  &ct8  made  by  the  court,  the  following  presents 
the  prtDoipal  qnestion  rt^sed  by  the  assignmeat  of  errors  in  the  case : 

S,  Thkt  the  plaintlir,  ftboot  the  nUHitli  of  jH<iikrj,  1882,  under  mi  kgreemant  with 
Oaear  Wilde,  beceine  uid  waa  the  »athar,  InTeotor,  designer,  Rnd  proprietor  of  tbe 
photogmph  in  •nft.ttie  title  at  whleh  ia  "Oaoar  Wilde  No.  18,"  being  the  namber 
aaad  to  deafgDate  thla  partiimlar  photograph  and  of  tlie  negative  thereof;  that  th« 
HBe  fa  a  naefol,  new,  hanwalona,  eharacteriHtio,  and  graeeftal  ptetare,  and  (hat 
Mid  plalittilf  made  tbe  mom  at  hta  plaee  of  bniliieM  la  aald  eity  of  New  Tork,  and 
wtiUn  the  United  State*,  eatlnly  fh>m  his  own  original  mental  ooooeptlon,  to  wUoh 
he  gaTe  Tlaitale  form  by  posing  the  Mid  Oaoar  Wilde  in  front  of  the  oamen,  Mlaetlng 
and  anMiKlDg  tbe  eoatnme,  dnperiM,  aad  otbw  variotu  aeeeaurlaa  In  Mid  photo- 
graph, arranging  the  aabjevt  ao  aa  to  pneent  graoefbl  oDtlinea,  ananglng  and  dUpos- 
Ing  the  light  and  ahado,  anggeating  and  eTofcingthe  dertted expte—lon,  aadfroaanoh 
dl^oritfcm,  airangeaent,  at  lepreaentatton,  made  mtlrelj  by  the  plaintiff,  he  pro- 
dneed  the  plotora  in  aolt,  EzblbU  A.  April  14, 188^  and  that  tbe  tartna  "•ather," 
"  inventar,"  and  "derigner,''aaaaedln  the  art  of  photography  and  in  the  ewupUint, 
Mean  tka  peraon  who  m  prednoed  the  photograph. 

Other  Bodings  leave  do  doabt  that  plaintiff  hod  taken  all  the  steps 
reqnired  by  the  act  of  Congress  to  obt^n  copyright  of  this  photograph, 
and  section  1952  names  photographs  among  other  things  for  which  the 
anthor,  inventor  or  designer  may  obtain  copyright  whidi  ia  to  secore 
him  the  side  privilege  of  reprinting,  publishing,  copying,  and  vending 
the  same.  That  defendant  is  liable  onder  that  section  and  section  4965 
there  can  be  no  question  if  those  sections  are  valid  as  they  rehtte  to  pho- 
tographs. Acooffdingly,  the  two  assignments  of  error  in  this  court  by 
plaintiff  in  error  are,  first,  that  the  court  below  decided  that  Congress 
had  and  has  the  constitntional  right  to  protect  photographs  and  nega- 
tives thereof  by  copyright.  The  second  assignment  related  to  thesoffl. 
ciency  aP  the  words  '*  Copyright,  1882,  by  N.  Barony,"  io  the  photo- 
t«^raphs,  as  a  notice  of  the  copyright  of  Ifapoleon  Sarouy  under  the  act 
of  Oongress  on  that  subject.  With  regard  to  tbfs  latter  qaestion  it  is 
raoagh  to  say  that  the  object  of  thestatate  is  to  give  notice  of  tbe  copy- 
right to  the  pablic  by  placing  upon  each  copy  in  some  visible  shape  the 
name  of  the  author,  the  existence  of  the  claim  of  exclusive  right,  and 
the  date  at  which  this  right  was  obtained.  This  notice  Is  sulBciently 
given  by  tbe  words  "  Copyright,  18S2,  by  K.  Barony,"  foond  on  each 
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eopf  of  the  pbotoffrapli.  It  ekariy  shoira  that »  oopyright  to  averted, 
file  date  of  which  to  ISffl,  and  if  the  oame  Barony  alone  vas  naed  It 
voold  be  a  safflcdeDt  designation  of  the  aatbor  antil  it  to  ehown  that 
there  to  eome  other  Barony.  When,  in  addition  to  thia,  the  inlttol  let- 
ter of  the  ohristton  name  Napoleon  to  alao  given,  the  uoUm  to  OMnplete. 

The  oonstftntional  qneetion  to  not  tna  from  difflonlty.  The  eighth 
leotion  of  the  JIlrBt  article  of  the  Oonstitntlon  to  the  great  repoeitmy  of 
the  powers  of  Ooogiesa,  and  by  the  eighth  clanae  of  that  aectioa  Oon- 
gress  to  aattiorized — 

Topiomota  thepragnMoftideDeeMidnMftilKrtobjaMnrlBgteUmttodtinM  to 
»athi)n  kod  lavwton  the  flxoliulTer1|tht  to  thofr  iwpeatiTe  WTltiD|i  «od  dIaeoTeriM, 

The  argament  here  to  that  a  photograph  to  not  a  writing  nor  the  pro- 
dootion  of  an  author.  Under  the  acts  of  Oongreaa  designed  to  give 
cffset  to  thto  section  the  persons  who  are  to  be  benefited  are  divided  Into 
two  classes,  authors  and  Inventors.  The  monopoly  which  is  granted 
to  the  former  to  called  a  <'  oopyright,"  that  given  to  the  latter  "  lettws 
patent,"  or,  In  the  fiuniliar  language  of  the  present  day,  "  patent-rlgbt.** 
We  have,  then,  ct^yrigbt  and  patent-ilght,  and  it  to  the  first  of  these 
nnder  which  ptointiff  asserts  a  daim  for  relief. 

It  is  Instoted  in  argument  that  a  phott^raph,  being  a  reprodnotu»  on 
paper  of  the  exaot  features  of  some  natnial  object  or  of  some  person,  to 
not  a  writing  of  which  the  producer  to  the  author.  Section  4962  of  tJte 
Bevised  Btatntes  places  photographs  In  the  same  olass  as  things  wbfoh 
may  be  etvyrighted  with  ■*  books,  maps,  charts,  dramatic  or  mnsioal 
compositions,  engravings,  cqts,  prints,  paintings,  drawings,  statoes, 
statuary,  and  models  or  derigns  intended  to  be  perfected  as  works  of 
tbe  fine  arts."  "According  to  the  practice  of  legislation  in  England 
and  America,**  says  Judge  Bonvier  (2  Law  Dfotionary,  363),  "tbeoopy- 
rijcht  to  confined  to  the  exclasive  right  secored  to  the  authm  or  pro- 
prietor of  a  writing  or  drawing  which  may  be  multiplied  by  the  arts  of 
printing  in  any  of  its  biBncfaes." 

The  first  Congress  of  the  United  States,  sitting  immediately  after  the 
formation  of  the  OonstitatioD,  enacted  that  the— 

AnHior  or  Mitlum  of  knjr  mftp,  ehui,  book  or  books,  bolng  m  elUim  or  raald«Dt  «f 
ttu  United  StfttM,  •bftll  b«v«  the  lole  right  lad  llb«rt;  of  printing,  nprintiflc,  pob- 
Uihing,  knd  Tending  tba  akoie  fbr  tb^  period  of  fbarteen  jeua  tma  tbe  recording  of 
the  title  thereof  In  tbe  olerfc'a  offloe,  aa  kfterwud  directed.    (I  D.  B.  B.,  1S4, 1. 1.) 

This  Statute  not  only  makes  maps  and  charts  sntgeots  of  copyright, 
but  mentions  them  before'books  in  the  order  of  designation.  Tbe  sec- 
ond section  of  an  act  to  amend  this  act,  approved  April  29, 1803  (3  XJ.  8. 
S.,  171],  enacts  that  from  the  1st  day  of  January  thereafter  he  who  shall 
invent  and  design,  engrave,  etch,  or  work,  or  from  hto  own  works  shall 
cause  to  be  designed  and  engraved,  etcbed,  or  worked,  any  htotorical  (w 
other  print  or  prints,  shall  have  the  same  ezolaaive  right  for  the  tem 
of  foarteen  years  from  recording  the  title  thereof  as  prescribed  by  law. 

By  the  first  section  of  tiie  act  of  February  3, 1331  (4  U.  S.  S.,  436)» 
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MtttMwi  Mt  to  HMBd  the  MTanl  Mta  mjwetlBg  oo^rl^t^  maiiiMl 
acBpedttuM,  And  eotft  ia  oooatBrioa  wltk  ]ptet>  aad  aagnTlBgi,  m 
■ddad,  Md  tb«  pvlsd  of  pfotootloB  Is  aitHKled  to  tTtoty-algfat  tmhs. 
Ihi  aiptlMi  AT  title  of  tUi  Mt  aM>  th«  Tord  oopyil^t  flv  ttie  flnt  tina 
ii  Oe  legkbtiui  of  OMfMM. 

TheflOMtaMttoB  ptaeed  ipeB  the  OaaetltBtloa  br  tke  flnt  aet  •<  1790 
Md  tlM  art  ef  UI8  fegr  Ike  MB  lAe  w«e  eesteMponrr  with  Ha  Jbrna* 
tloe,  meay  af  wboat  ntnmtmbtn  at  the  eoaveation  wUeh  fraawd  tt, 
iirfitMlf  entitled  to  tmj  gnat  weight;  and  when  it  ta  muoibatad 
tkM  A*  rlgfeta  thaa  eetabUehed  ban  Dot  been  diepated  daiiag  a  p«fod 
of  Marly  a  eentory,  it  ii  alaoet  eonoliiehe. 

TJnla^  theretoie,  ^etognvheeaa  be  dletlBgokhsd  bi  the  nlawHIoe 
tfoe  oa  thia  pofait  frea  the  ^a^a^'tbrnc^  deeigaa,  aagEavlngi,  eteUaga, 
■1%  eid  eChar  pctatt,  It  ia  JMaalt  ta  aea  wl^  Oeagien  taaatit  Make 
*«■  the  ii^Mtafaofyrii^tea  watt  aettiothMM. 

Thew  itatntae  eirWnly  aaawer  thae^jeetton  ttat  boota  only,  ot  writ- 
iBf  in  the  ItaiUid  eMBe  fl<  a  book  Bod  tta  author,  an  within  the  eeaatt- 
tntkaalpcawiriaB.  Bottlhimi  ■tinleataeaaetpttMeef  amweealMfiea 
dtfbitiBathaBthla.  An  aathoriathateeMaie  "he  to  whom  anything 
ownltiflrigia;  orlginatDr)  BMkcr;  onewhoeoBii]^teeawork(rfK)tanee 
vKtnatoie.'*— Woreeeter.  Bo,  idao,  no  one  woaU  now  elabn  that  the 
void  "writing' in  tiile  daow  of  the  Oooatltation,  thoogh  the  only  void 
■Md  es  to  anltteets  in  regazd  to  wUeh  aathma  are  to  be  ■eeored,  la  lim- 
ited to  the  aetoal  eeript  irf  the  aathor,  and  flxoladee  booki  and  ell  other 
priotad  Btattor.  By  "writtnga"  in  tliat  danae  la  meant  tiie  "litaraiy 
praduetlone"  of  thoae  aathoia,  and  Ooogreei  very  properly  hae  deelaied 
fitat  to  inatade  dl (beau  of  writing,  minting,  engraving,  etobing,  fto., 
tV  vhidi  the  ideae  in  tiie  mind  of  the  author  are  given  visible  e^iee- 
dim.  The  only  reeson  why  i^iotogi^ha  were  not  inoloded  in  the  ex- 
tnded  Ust  in  the  aet  of  I80S  ii  pnribably  that  tiiey  did  not  eziet,  ae 
ViMagnyhj  as  an  art  was  thm  unknown,  utd  tiie  edentiflo  prindple 
n  vbieb  it  rests  aad  the  ohemloals  and  ouwbineiy  by  wbleh  it  Is  oper- 
■M  have  all  been  disoovered  long  sinoe  that  statnte  was  enacted.  STor 
h  It  to  be  sappoaef  that  the  framers  of  the  Oonstitation  did'not  nnder- 
*tud  the  nature  of  oopyrigfat  and  the  olfloats  to  which  it  was  ocnnatonly 
^lied,  fts  oopyright,  as  the  ezdnaive  right  of  a  man  to  tiie  laodao- 
tion  of  Us  own  gnias  or  intelleet,  existed  in  England  at  that  time,  and 
the  flonteat  ia  the  Bagjish  cosrts»  finally  decided  by  a  very  close  vote 
intheHooaeaf  Loida,  whetbw  the  statnteof  8  Anne,  chapter  19,  which 
uthoriaed  ct^yright  fbr  a  limited  time,  was  a  restraint  to  that  extent 
on  the  eomrnon  law  at  not,  was  then  recent.  It  had  attracted  much 
Wenti<m,  as  the  jndgmcnt  of  the  King's  Bench,  delivered  by  Lord  Mans- 
ftdd,  hiilding  it  was  not  snch  a  restraint  in  Millar  ▼.  Taglor  (4  Bar- 
nm,  3303),  decided  In  1769,  was  overroled  on  ^ipeal  in  the  Honse  of 
locda  hi  1774.    (Oti^  2408.)    In  this  and  other  eases  the  whole  qusa*^ 
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tion  of  the  ezdoRire  right  to  litenuy  and  intelleotaal  prodootioiu  hid 
been  fl-eely  disonsBed. 

We  entertain  no  doabt  that  the  OonstitatioD  ia  broad  enoagh  to  cover 
an  act  aathoriziag  copyright  of  photographs  so  fiw  as  they  are  repre- 
sentatiTea  of  original  intelleotnal  oonceptiona  of  the  anthor.  Bat  itia 
said  that  an  engravlDg,  a  painting,  a  print,  does  embody  the  intellectual 
oonoeption  of  its  aathw,  in  which  there  ia  novdtf,  inTention,  orig- 
ioaliiy,  and  ttierefore  oomea  within  the  paipom  of  the  Ooaatitation  in 
aeonring  its  exolosire  ase  or  aale  to  ita  anthmr,  while  a  photogmph  ia 
ibe  mere  medianioal  reprodaotion  of  the  physical  features  or  oatlines 
of  some  oliject  animate  or  inanimate,  and  involres  no  wiginali^  of 
thought  or  any  novelty  in  the  intellectoal  operation  oouneoted  with  its 
visible  reprodaotion  in  shape  of  a  picture;  that  whilethe  effect  of  light 
on  tiie  prepared  plate  may  have  been  a  discovery  in  the  piodnolioa  of 
these  pictures,  and  patents  eonld  properly  be  obtained  for  the  oombina- 
tion  of  the  chemicals,  for  their  appUcation  to  the  paper  or  otiier  snr&oe^ 
fbr  all  the  maehioery  by  whioh  the  light  reflected  ttom  the  ot^Jeot  was 
thrown  on  the  prepared  plate,  and  for  all  the  improvements  in  this  ma- 
ehlnery  and  in  the  materials,  the  remainder  of  the  proouss  is  merely 
mechanical,  with  no  place  for  novelty,  invention,  or  origin^ity.  It  is 
limply  the  mannaIoperation,by  the  use  of  theseinstavments  and  prep- 
arations, of  transferring  to  the  plate  the  visible  representation  of  some 
existing  object,  tbe  aooaracy  of  this  representation  being  its  highest 
merit.  This  may  be  tme  in  regard  to  the  ordinary  prodnction  of  a  pho- 
tograph, and  that  in  snob  case  a  copyright  is  no  protection.  On  the 
question  as  thus  stated  we  decide  nothing.  In  regard,  however,  to  the 
kindred  subject  of  patents  for  Invention,  they  cannot  by  law  be  isaoed 
to  the  inventor  until  the  novelty,  the  oUlity,  and  the  aotnal  discovery 
or  invention  by  the  claimant  have  been  established  by  proof  before  the 
Oommissioner  of  Patents ;  and  when  he  has  seoared  such  a  patent,  and 
undertakes  iX)  obtain  redress  for  a  violation  of  his  ri^t  in  a  oonrt  of 
law,  the  question  of  invention,  of  novelty,  of  originality,  is  always  open 
to  examination.  Our  copyright  system  has  no  snoh  provimoa  for  pie- 
Tious  examination  by  a  proper  trlbanal  as  to  the  originality  of  the  book, 
map  at  other  matter  offered  for  copyright.  A  deposit  of  two  copies  of 
the  article  or  work  with  the  Librarian  of  Congress,  with  the  name  of 
the  anthor  and  its  title-page.  Is  aU  that  is  necessary  to  secore  a  copy- 
right It  is,  therefore,  much  more  important  that  when  the  Aippoaed 
anthor  snes  for  a  violation  of  his  copyright  the  existence  of  those  facts 
of  originality,  of  intelleotnal  production,  of  thought  and  conoeption  on 
the  part  of  the  anthor  should  be  proved  than  In  tlie  case  of  a  patent* 
right.    In  the  case  btfore  us  we  tliink  this  has  been  done. 

The  third  finding  of  foots  says,  in  regard  to  the  photogTf^)h  in  qoes- 
tloD,  that  it  is  a— 

UMfiol,  new,  hutDonlom,  ehMMetwiatio,  utd  gnoefal  ptetDrs,  and  thftt  pUntiff 
mftde  tba  Mm«    ■    '    ■    mitlrel;  from  hia  own  original  mentkl  oonoeption,  to  whldi 
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ba  K»VB  Tlaibla  form  by  poaing  the  wld  Otoar  ^nid*  in  fiont  of  Iho  OMnerft,  wlNtinK 
■Dd  ftTTMiging  tha  oortonw,  draperlM,  uid  other  Tftriou  ftooMoorlM  Id  uid  photo- 
psph,  kitmuglDg  the  Bnl^eot  so  as  to  preaent  grftc«fal  oatliDM,  •rranj^ng  KDd  dupM' 
ing  the  light  and  ■hade,  aaggesttDg  and  evoking  the  deoired  eipreMlon,  aud  ttoxa  such 
diapoaitioD,  urMigemeDt,  or  lepTetentBtion,  made  entirely  by  plaintiff,  he  pnxlaoed 
the  pletnrB  in  anlt.    •     ■    ■ 

These  flndioga,  ve  think,  abow  this  photograph  to  be  an  original  wmk 
of  art,  ibe  prodnot  of  plaiDtitTa  intellectaal  iDventiou,  of  which  plaintiff 
Is  the  anthor,  and  of  a  class  of  inventions  for  which  the  Constitation  in- 
tended that  Congress  shocld  aecare  to  him  the  exclusive  right  to  use, 
poblish,  and  sell,  as  it  has  done  by  section  4962  of  the  Revised  Statotet. 

The  qaestioD  here  presented  is  one  of  first  impression  aoder  oar  Con- 
stitation, bat  an  instractive  case  of  the  same  class  is  that  of  Aotto^  r. 
Jaektom  (11  Queen's  Bench  DirisioQ,  627),  decided  in  that  ooart  on  ap- 
peal Aagnst,  1883. 

The  first  section  of  the  act  of  25  and  26  Yictoria,  chapter  68,  aathor- 
izes  the  author  of  a  photograph,  upon  making  registry  of  it  under  the 
copyright  act  of  1882,  to  have  a  monopoly  of  its  reprodnotion  and  mal- 
tiplication  daring  the  life  of  the  anthor. 

The  plaintilfs  in  that  case  described  themselves  as  the  aathors  of  the 
photograph  which  was  pirated  In  the  registration  of  it.  It  appeared 
that  they  had  arranged  with  the  captain  of  the  Aaatraliau  cricketers  to 
take  a  photograph  of  the  whole  team  in  a  gioap,  and  they  sent  one  of 
the  artists  in  their  employ  f^m  London  to  some  country  town  to  do  it 

Hie  question  in  the  case  was  whether  the  plaintiffs,  who  owned  the 
establishment  in  London  where  the  photographs  were  made  from  the 
n^Cativeand  were  sold,  and  who  had  the  negative  taken  by  one  of  their 
men,  were  the  aathors,  or  the  man  who  for  their  benefit  took  the  nega- 
tive. It  was  held  that  the  latter  was  the  imtbor,  and  the  action  foiled 
beoanse  plaintiffs  had  described  themselves  as  aathors. 

Brett,  H.  S.,  said  in  regard  to  who  was  the  author : 

Hw  DMUvat  I  can  odme  to  ij  that  It  is  the  perion  who  affectiTely  li  ai  near  aa  he  ean 
be  the  eaoan  of  tbe  piotnre  which  Is  piodnced— that  ia,  the  person  who  has  eaperln- 
teoded  Ae  airangemaat,  who  has  actaally  formed  tbe  piotare  by  patting  tbe  psnana 
(■  poailion  and  anaoging  the  plaoe  where  the  people  are  to  be— the  man  who  la  th* 
•OeetiTe  canae  of  that 
'  Lord  Justice  Ootton  said : 

In  naj  opinion  "anthor"  iuvoWea  originating,  making,  prodnolng,  aa  theloTentlre 
«r  maater  mind,  tbe  thing  which  ia  tio  be  protected,  whether  it  be  a  drawing,  or  a 
painting,  or  a  photograph ; 

and  Lord  Justice  Bowen  says  that  photography  is  to  be  treated  for  the 
purposes  of  the  act  as  as  art,  and  the  anthor  is  the  man  who  really  r^>- 
resents,  creates,  or  gives  effect  to  the  idea,  fancy,  or  imagination. 

The  appeal  of  plaintiffs  from  the  original  judgment  against  them  was 
aeoordingly  dismissed. 

These  vieirs  of  the  nature  of  authorship  and  of  originality,  intellect- 
ual  creation,  and  right  to  protection  confirm  what  we  have  already  said. 

nie  jadgment  of  the  circuit  court  is  accordingly  affirmed. 


193  DB01BIOH8   or  V.   H.   OOUBTS   IN   PATEITT   OASBS. 

taDpnK*  OMlt  of  tk»  UiiM  SUM.] 

BLXOE  BT  AL.  v.  THOBIIE  XT  AL. 
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ST  O.  O.,  415. 

It  doM  not  ftl««7*  tdlow  that,  btuoM  m  pwty  may  har«  nuds  ui  Im^onment  aitd 
obUlntd  •  patant  fH  it,  kootbw  utag  tW  InpioTMWDt  will  b«  mnliitoJ  la 
more  tban  nomliuil  dMBa(M  fin  tko  '■*'»t— "-*  If  otbar  iMthoda  ia  mb- 
mon  DM  piodDoc  tbo  um*  TMolt  with  aqnal  fiMUtty  and  ooat,  tho  na*  of  tba 
patonMd  luvontlon  oaonot  add  to  tb«  (tabu  of  tlM  InMngar  oi  Impair  tba  Jnat 
nwarda  of  tha  limiitOT.  Tha  iDrentor  ma?,  Indead,  prohibit  tha  ua  or  auMi 
a  lleanaa-fofl  ft>r  It,  and  If  aoah  Hotaaa-Aa  hai  baan  gatMnll^  paid  Ita  anoont 
mar  be  taken  m  the  eilt«ion  of  damagea  to  him  whM  hk  ri^ta  are  InlHagad. 
In  tha  abaenoa  of  eaoh  oritarlon  the  damagae  mnat  niemirlly  ba  nomloaL 

Appbai,  from  Uie  droait  ootirt  of  the  United  StatM  fur  the  wathem 

dtstriot  of  New  York. 

Mr.  Ohaa.y.  Blaok  tor  the  appellaotv. 
Mr.  J).  B.  Eaton  for  the  appeUeea. 

Mr.  Joatloe  Fi^ld  deUvered  the  opinion  of  the  ooort : 

ThJa  is  a  suit  on  the  equity  side  of  the  ooart  for  the  infHiigemeat  of  two 
patents,  iasaed  to  the  plaintiff^'  intestate,  one  for  an  alleged  "  nev  and 
oseftil  Improvement  for  bnrning  tanbuk,  bagaeae,  aawdnst,  and  other 
kinda  of  ftiel,  in  a  wet  state,  for  the  porpose  of  creating  beat  to  generate 
steam,  or  to  be  employed  in  heating  or  dry  operations,"  and  the  ottier 
for  a  '*  new  and  nsefol  improvement  in  fdmaoes,  in  nsiog  aa  fbel  ba- 
gasse and  other  oarbonaceona  snbatanoes  too  wet  to  be  oonvenieutir 
horned  in  the  nsnal  way,"  with  a  prayer  that  the  d^badanta  may  be 
decreed  to  account  for  and  pay  to  the  plaihttilb  the  gains  and  profits 
derived  trom  making  and  using  ftimacee  containing  the  inventions  and 
improvements  of  the  deceased,  and  be  ei^oined  from  f^irther  infiinge- 
ment 

The  defendants  contested  the  validity  of  the  patents,  bat  the  ooiut 
aostained  them,  and  held  that  the  defoodanta  had  infringed  thwn  by 
the  uae  of  fhroaoes  containing  the  improrementB  patented  In  burning 
wet  tan  to  generate  heat  employed  in  the  tanning  of  hides.  It  there- 
fore decreed  that  the  plaintitb  recover  the  profits  and  gains  which  the 
defendants  had  made  firom  this  use  of  the  improvements,  and  ordered 
a  Fi^renoe  to  a  master  to  take  testimony  on  the  subject  and  state  an 
aocoont  of  them.  It  also  granted  the  injunction  prayed,  restraining 
ftarther  infiingement. 

The  master  took  testimony  on  the  subject,  and  reported  that  the  plaint- 
iff were  entitled  to  recover  from  tbe  defendants  as  profits,  made  by 
tliem  from  the  infHngement  the  costor  valne  of  the  wood  which,  bot 
fcff  the  use  of  tbe  patented  inventions,  they  would  have  burned  in  gen- 
erating heat  for  their  tanneries,  which  amoanted  to  over  $44^000,    Upon 
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exceptloiis,  this  report  was  set  nslde,  the  coart  holding  that  the  rule 
adopted  to  aauertain  the  proflta  made  wae  erroneoci.  Black  v.  Tkorne, 
12,  BlatohC,  20.  The  ease  was  tbereapon  again  sent  to  the  master,  and 
ftarther  teatimony  was  produced,  opon  which  he  reported  that  there  was 
no  proof  l>efore  him  ahowing  vhat  profits,  if  an;,  had  been  made  by  the 
defendants  from  the  nse  of  the  piatntiffs'  improvements.  This  report 
was  confirmed,  and  a  decree  entered  pursuant  to  It,  that  no  profits  were 
to  be  recorered- of  the  defendants.  From  this  decree  the  ease  is 
brooght  here  by  appeal. 

Hie  qaestion  presented  fbr  oar  detenninatioD  relates  to  the  correct- 
ness of  these  reports,  the  plaintifb  contending  for  the  first  one,  the 
defendants  for  the  second. 

The  mle  adopted  by  the  master  in  his  first  report,  to  ascertain  the 
profits  made  by  the  defendants  fh>m  the  nse  of  the  improTemente,  was 
elearly  wrong.  The  claims  of  the  patents  were  confined  to  the  aae  of 
the  improvements  to  prodnoe  heat  by  the  baming  of  wet  fiiel.  The  ob- 
ject sooght  was  the  prodaction  of  heat.  The  qoestion,  therefore,  was 
what  advantage  in  its  prodaction  did  the  ose  of  the  Improvem^its  in 
bnming  wet  tan  have  over  other  known  methods  In  oommon  ase  of  pro- 
ducing the  same  result — ^that  is,  the  same  heat.  Bo  far  as  the  improve- 
ments by  bnming  wet  tan  gave  advantages  In  producing  heat  over  other 
methods  there  was  a  profit  or  gain  to  the  defendants.  We  can  sapp&se 
that  aaoh  advantage  might  arise  firom  the  rapidity  with  which  the  heat 
was  prodnoedf  or  from  the  diminished  oost  of  its  prodaction,  or  in  vari- 
ooB  other  ways.  The  differenoe  between  the  cost  of  generating  heat 
by  the  use  of  the  improvements  and  wet  tan  and  the  cost  of  producing 
it  by  the  nse  of  wood  as  a  fael  could  uot  be  the  measure  of  profit,  unless 
with  those  impBovements  or  witii  otiier  methods  wood  was  the  only 
means  besides  wet  tan  of  producing  the  same  heat,  and  that  whs  not 
shown.    OthTV  sabstanoes  ma;  have  answered  equally  well  as  f\iel. 

On  the  second  hearing  before  the  master  it  was  shown,  and  he  so 
fband  and  reported,  that  there  were  methods  and  furnaces  other  than 
tiioee  of  the  plaintifb,  and  other  than  those  burning  dry  fuel  alone, 
whi<A  would  produce  the  Same  results  in  generating  heat  fbr  the  pur- 
pfwes  fbr  which  the  defendants  used  the  heat,  and  which  methods  and 
fumaoes  they  had  a  right  to  ose,  and  that  the  saving  to  them,  or  profits 
made  by  them,  by  the  nse  of  the  plaintitfo'  Inventiona  over  the  other 
fhmaoes,  was  not  proved.  Such  being  the  case,  the  report  could  not 
have  been  otherwise  than  as  it  was. 

It  does  not  always  fbllow  that  because  a  party  may  have  made  an 
Improvement  in  a  machine  and  obtained  a  patent  for  it,  another  using 
the  improvemeot  and  infringing  upon  the  patentee's  righte  will  "be 
mnloted  in  more  than  nominal  damages  for  the  infringement.  If  other 
methods  fn  common  use  prodnoe  the  same  resalts  with  equal  focility 
and  oast,  the  nse  of  the  patented  Invention  cannot  add  to  the  gains  of 
the  laMnger  or  impair  the  just  rewards  of  the  inventor.  The  inventor 
S373  FAT 13 
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may  indeed  prohibit  the  use  or  exact  a  lioense  ibe  for  it,  aad  if  Booh 
lioeiue  fto  has  been  generally  paid  its  amoont  nuyr  be  taken  aa  tiie  eri< 
terion  of  damage  to  him  when  his  rights  are  in&inged.    In  the  abwnoe 
(tf  such  criteriOQ  the  damages  most  neoesBarily  be  nominaL 
Decree  affirmed. 


[BiiT>^  Oosn  af  tta  DktoM  tf  OidaBUi.1 

tJlTTTBD  9TXTB8,  BX  BEL.  B.  HoB  ft  Oo.  XND  OeOKGE  O.OiLL,  V.  BUT- 
TBKWOKTB,  COKHtSaionEB  OF  FArBHTS. 

or  O.  0..  519. 

1,  Wtrnk  tb«  CommlMionar  of  Patents  ituid*  in  tlila  ooart  npon  tiie  groaaA  tbM  Ua 
deoiaion  Id  tmvor  of  ui  ftppUoant'a  right  to  ft  patont  is  permanont,  a  Ic^^  diit^ 
to  proceed  to  tlie  next  atep  conMqoent  apou  saeh  pennauent  deoisioii  mnat  arias, 
and  a  hilars  or  refnaal  to  ao  procead  praaenta  the  Tory  evil  which  the  writ  of 
mandamna  ia  desired  to  core. 

'  %  When  It  appears  by  the  Commiaaionei'a  letnm  that  ha  refaaed  to  prepaie  a  patent 
ODt  of  defereDce  to  the  action  of  the  Seoietarr  of  tlte  Interior  in  entertainlag  an 
appeal  from  and  reTeraing  hla  deoiaioD,  that  act  of  defbrenoe  do«a  not  oonati- 
tnte  an  exeroiae  by  him  of  diaoretion  aa  to  hia  own  ekecntiTB  foncttona  in  such 
a  aenae  aa  wonld  oanae  the  writ  of  mandamna  to  be  an  interferenoe  with  azeon- 
tive  discretion. 

t.  Ja  thia  prooeediDg  for  mandamna  the  tnqoirr  ia,  whether  tlie  title  of  the  petitioiMr 
haa  benn  to  a4]iidieated  already  that  he  is  entitled  to  the  frnit  of  that  adjndiea. 
tion  by  the  perfonnanoe  of  a  merely  miniaterial  dnty.  The  leroedy  providad  by 
section  491&  R.  B.  ia  not  an  adeqnat«  remedy  in  aaoh  case. 

4.  Hie  proriaiona  of  the  atatnte  giring  tiie  Secretary  power  of  directing  is  general, 

and  the  prnvlatons  relating  to  the  dntiea  and  powers  of  the  Commlaetoner  are 
epeoiflo.  It  ta  the  latter  wliich  moat  control.  When  the  s6otionB  of  the  atat- 
ntes  are  oontidered  together,  it  mnat  be  held  tbat  the  Commiasloner  nmat  per- 
Ibrm  his  datlM  nnder  the  direction  of  the  Seoretarj,  except  when  he  ia  already 
directed  by  the  anperior  directory  power  of  the  legialatore. 

5.  Applying  the  above  mle  of  oonBtmotiaD  to  the  Commiaai oner's  dedsioDa  in  eaaes  of 

interference:  Eald,  that  they  are'not  anbjeot  to  the  directory  power  of  the  Sec- 
retary, either  by  con  temporaAeons  dictation  or  by  appeal  and  reversal  deaoribed 
as  diieetion. 

6.  It  appearing  that  what  was  intended  to  be  a  complete  systeni  of  iwnedies  by  appaal 

from  the  decisiona  of  the  Commiaiioner  haa  t>aen  provided  by  the  same  natnte 
which  providaa  for  the  directory  power  of  the  Beoretary:  Held,  tbat  In  the  ab- 
aenc.r.  n''  any  eipreaa  proviaion  for  appeal  to  tlie  Secretary  an  Inferential  right 
ui  appeal  la  ezolndeil. 

7.  Upon  the  above  coDslderationa  It  iaforthermore:  IfeU,  that  the  appallate  piooead- 

ings  and  reveraal  by  the  Becretary  in  the  oaae  at  hand  were  ananthoriiad,  and 
therefore  a  nullitj ;  and  that  eonseqaently  the  Commiaalonar  of  Patents,  bar- 
ing finally  wljudioatod  that  the  relators  are  entitled  to  a  patent  improperly,  re- 
ftisCH  to  181110  the  same,  anil  m-dered  that  the  writ  of  peremptory  mandamna  shall 
isane. 

Munton  <£  Phillip  and  Son.  A.  J.  WiUard,  for  Hoe  &  Oo. 

A.  O.  Bradley,  amicus  citriat.  CooqIc 
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Hr.  Justice  James  ^pliveted  the  opinion  of  the  court,  as  follows : 
This  is  »  petition  fbr  a  writ  of  peremptory  mandamas  to  the  Gommls- 
sioDer  of  Pateuts  to  receive  Hie  final  fee  and  to  cause  letters  patent  to 
the  relators,  B.  Hoe  &  Co.,  to  be  prepared  and  presented  to  the  Secre- 
tary of  the  Interior  for  his  si^atnre.  It  sets  forth  that  on  March  12, 
1881,  tlie  relatcv  Gill  made  applioatioa  fiir  letters  patent  for  certain  im- 
provements in  printinj^-machines ;  that  on  primary  examination  the 
Oommissioner  tbs  of  opinion  that  this  application  woald  interfere  with 
an  unexpired  patent  granted  to  Walter  Scott  on  March  8, 1881 ;  that 
■nch  proceedings  were  had  that  an  interference  was  duly  declared, 
whereapon  the  Examiner  of  Interferences  decided  that  Scott  was  the 
original  and  first  inventor  of  said  improvements ;  that  apon  appeal  to 
the  Bxaminera-in-Ohief  this  deeidoQ  was  affirmed ;  that  apon  further  ap- 
peal to  the  OommisBioner  the  latter  decided  that  the  relator  Gill  was 
the  original  and  first  inventor,  and  entitled  to  a  patent  fbr  said  improve- 
ments, and  that  he  finally  decided,  on  Jnne  4, 1883,  t^at  sneh  patent 
shoold  iBBoe;  that  the  relator  Gill  laaaigned  to  the  other  relators  all  his 
title  to  said  invention,  and  requested  the  Oomminaioner  to  issae  the  let- 
ters patent  tiierefor  when  granted  to  tlieni ;  that  the  final  fee  was  ten- 
dered to  the  Conunissioner,  who  mfliBed  to  accept  it,  and  also  refused 
to  oansB  letters  patent  to  be  prepared  and  presented  to  the  Secretary  of 
the  Interior  for  signature ;  that  the  relators  were  informed  by  the  Com- 
missioner that  the  only  groand  of  bis  refhsal  was  the  pendeuoy  before 
theSeoretaryofthe  Interior  of  an  appeal  taken  by  Scott ;  that  the  Com- 
missioner has  not  denied,  and  does  not  deny,  that  a  patent  should  is- 
sae to  Gill,  unless  the  Secretary  has  the  right  to  suspend  the  issuing 
thereof  by  reason  of  the  appeal  pending  before  him,  and  that  the  Com- 
nisaioner  has  still  later  informed  them  that  the  Secretary  has,  upon 
■aid  appeal,  reversed  bis  decision  and  decided  that  Scott  is  the  original 
uid  first  inventor  of  said  improvements,  and  is  entitled  to  a  patent 
therefor. 

In  the  communication  last  referred  to,  which  is  addressed  to  the  re- 
lators' counsel,  and  is  made  part  of  tiie  petition,  the  Commissioner 

It  tbe  dediion  of  the  Comn^nionei'  a^ladgliig  priorit;  to  font  client  u  flual,  and 
not  mt^^Mt  to  rsTiew  and  nvankl  by  the  hooorable  Secretary  of  the  Interior,  then 
yoar  ellent  is  entitled  on  payment  of  finftl  fee  tofaAvehia  patent  prepiiied  and  i«aed. 
Bat  if  the  honorable  Seoretary  baa  nnder  the  latr  Jurisdiction  on  appeal  to  hear  and 
determine  the  caoae,  tben  yonr  client  is  not  so  entitled.  The  decision  of  the  Cuni- 
niaioner  of  Patent!  Is  that  yoni  client  Qill  is  entitled  to  the  patent  prayed  for.  On 
appeal  fmn  that  deciiion  the  honorable  Secietary  decided  that  yonr  client  ie  not  bo 
■atitled.  In  vleff  of  the  foote  lelated,  I  refuse  to  issue  a  patent  for  yonr  ciieot,  or  to 
pispare  a  patent  for  isane,  or  to  take  any  steps  whatever  in  that  direction.  I  do  tliin, 
itot  beeanie  I  irant  farther  time  to  consider  the  rose,  bnt  because  the  hoiiomblu  tivo- 
ivtary  haa,  on  hearing  the  cause,  revetsed  the  decision  of  the  Commisaiouer  of  i'at- 
aata,  aa  hereinbefore  stated. 

In  his  return  the  Commissioner  says  that  the  statements  of  the  re- 
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lators  as  to  the  ^plioations,  appeals,  and  decisipa  of  the  OoiutnissiODfir 
are  true,  and  tliat  this  decision  has  not  been  rerened  or  modified  by 
the  Commissioner;  that  on  the  14th  of  Jane,  1$&3,  an  appeal  to  tbe 
Secretary  of  the  Interior  vas  taken  b;  Soott,  and  prosecuted  andw 
roles  prescribed  by  the  Secretary,  and  tliat  on  March  7, 1884,  the  Sec- 
retary made  a  decision  reversing  the  decision  of  the  Commissioner,  ani 
a^jadging  that  Scott  was  the  Srst  inventor  and  that  Gill  was  not  enti- 
tled to  a  patent;  that  pending  that  appeal,  namely,  on  the  4th  day  of 
March,  1884,  the  relator  did  demand  of  respondent  that  he  prepare  ft 
patent  for  issue  to  the  relator  Gill  in  porsnanoe  of  the  decision  of  the 
Oomoiissioner  of  Patents,  and  that  respondent  refused  so  to  do,  or  to 
take  any  steps  In  that  behalf;  that  after  the  decision  of  the  Secrettwy 
had  been  pronounced  the  relator  again  demanded  that  the  reepondent 
prepare  for  issae  a  patent  in  nooordanoe  vitfa  die  judgment  of  the  Oom- 
missioner,  tendering  at  Uie  same  time  the  final  fee  dae ;  that  respond- 
ent refased  to  aocept  said  fee,  and  again  refused  to  prepare  said  patent ; 
that  he  so  refused,  not  because  he  desired  to  make  Airier  inquiry,  or  to 
be  further  advised  in  tltat  behalf^  bat  Uiat  be  based  his  refkual,  and  doea 
so  still,  solely  upon  the  ground  that  the  Secretary  of  the  Interior  had 
entertained  the  appeal  taken  to  him  from  said  decision,  and  had  entervd 
a  decision  reversing  thai  of  the  Oommiaaioner  of  Patents,  and  awarded 
priority  of  invention  to  Walter  Bcott. 

The  return  further  states  that  on  the  36tb  of  February,  1884,  the  Sec- 
retary of  the  Interior  adviaed  respondent  that  in  pursnanoe  of  aa 
opinion  of  the  Attorney -General  to  the  effect  that  he  could,  on  ^peal 
to  him,  exercise  the  Jurisdiction  to  review  the  decision  of  the  Oommia- 
aioner of  Patents,  he  had  exerdsed  that  Jurisdiction,  and  tliat  respond- 
ent, in  deference  to  that  opinion  and  the  action  of  the  Secretary,  reftaaed| 
and  does  refuse,  to  accede  to  the  demand  of  the  relator.  In  oonotnsioiL 
he  aays : 

Tonr  respondent  fiirtlier  laja  tbst  if  the  Jndgm«Dt  of  theCommi^onerof  Pktants, 
vhiek  it,  that  tii«  rtlator  it  tntUM  to  reoriM  hit  palati,  «t  ptvftd  for,  ia  BiuU,  and  If  apon 
■nch  Judgment  it  la  the  lawfiil  dnty  of  the  respondent  to  aooept  laid  final  fee  aod 
take  the  neceaaar;  and  proper  stepi  to  prepare  aaid  patent  for  Imdd,  m  prafed,  then 
jaat  reapoDdeot  has  Impruperl;  refoaed  to  prepare  aald  patent  for  bane ;  bnt  if  his 
decinon  la  snbject  to  review  and  rsTereal  on  appeal  to  the  honorable  tiie  Seocetacy 
of  the  Interior,  then  anoh  cefosal  on  the  part  of  year  reepondent  to  aooept  aald  lb* 
and  prepare  said  patent  for  laaua  is  right  and  proper. 

Upon  these  facta  we  are  asked  to  require  the  Oommissioner  of  Pat- 
ents to  accept  the  final  fee  tendered  by  the  relators,  and  to  prepare  and 
submit  to  the  Secretary  of  the  Interior  for  his  signature  letters  patent 
to  them  for  the  improvement  in  printing-machines  described  in  the 
petition.  The  qnestions  involved  have  been  argued  with  \exy  notloe»- 
ble  care  and  ability  by  ooansd  for  the  relators,  and  counsel  appearing, 
as  we  understand,  in  fact,  in  the  interest  of  Soott,  bat  nominimy  as 
awticui  otirftB,  inasmach  as  Soott  is  not  a  party  to  ttils  proeeediog.    It 
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it  olalmed  by  the  latter  that  the  relators  are  aot  entlUed  to  the  remedy 
of  maodaoiaB,  first,  because  tbe  Oommisaioner  of  Patents  has  no  longer: 
the  legal  power  to  do  the  act  which  would  be  oommanded  by  the  writ, 
that  power  having  been  soperseded  and  taken  away  from  biro  by  a  law- 
ful appeal  to  the  Secretary  of  tbe  Interior,  and  a  lawfaland  oontrolling 
decision  by  the  latter  that  the  relators  are  not  entitled,  and  that  Walter 
Scott,  the  adverse  party  to  the  interference,  is  entitled  to  a  patent  ft>r 
the  improTemeata  in  qoeation ;  and,  secondly,  bsoanse,  even  if  it  sboold 
be  held  that  the  appeal  to  the  Secretary  of  the  Interior,  and  his  decisloa 
in  the  premises  were  nnanUiorised,  and,  therefore,  In  contemplation  of 
law,  a  nnlllty,  the  writ  would  do  something  more  than  oommand  a 
merely  ministerial  aot,  and  woold,  in  &ot,  control  what  woold  atitl  be  a 
matter  of  ezecatlTe  discretion  with  the  Oommlssioner  himself;  and, 
third,  beoanse  the  patent  laws  have  provided  for  the  relator  a  difbrent 
and  adequate  remedy.  Beverslng  the  order  of  these  propositions,  we 
shall  fliBt  oonsider  whether,  assnming  that  the  CommlBsioner'B  decision 
npon  a  gnestfon  of  interference  is  final  and  oondasive  as  to  the  matters 
submitted  to  him  so  fbr  as  executive  action  is  oonoerned,  and  is  not  sub- 
ject to  review  by  the  Secretary  of  the  Interior,  tbe  writ  of  mandamus  is 
inapplicable  under  the  oiroamstanoes  of  this  case. 

We  find  that  the  Commissioner  has  in  his  reloni  defined  the  status  of 
t^  proceedings  reached  in  his  own  action.    He 

kdmita  thftt  It  la  troe  thftt  tlw  OommlMioner  of  Patents  did  decide  and  adjudge  that 
tbe  eaid  Oaoiga  C.  QiU  waa  entitled  to  noeiTe  a  patent,  aa  Mt  forth  by  the  nlator 
hainln  *  •  *  Mid  that  laid  deeisiaD  hai  not  been  ravened  or  modified  b;  th« 
C<HiiiiiiMloaei  of  Pateuta. 

He  then  states  that  when  he  refbaed  the  relator's  demand  for  the  is- 
snaooe  of  a  patent,  it  was  *'  not  because  he  desired  to  make  farther  in- 
quiry or  to  be  further  advised  in  that  behalf}"  and  in  the  conclusion  of 
his  return  he  says : 

If  tbe  Jndgmeot  of  the  CommtauonBr  of  Patents,  whfok  It,  Hat  Ua  r«Ia(or  u  anlilM 
te  receuvkupaJml,  atpragtdfer,  is  Bnsl,  and  if  upon  saoh  judgment  it  is  thelawCiil 
dntj  of  the  raepondaot  to  accept  said  final  fee  and  take  the  neceMar;  and  proper 
■tepa  to  prepare  eaid  patent  for  igane,  oa  prayed,  tbeo  your  reapoiiCent  baa  improperly 
nfaaed  to  prepare  aaid  patent  for  laaDe. 

Now,  we  do  not  donbt  that  it  is  within  the  ezecative  discretion  of  the 
Commissioner,  even  after  making  and  ooinmanicating  to  au  applicant  a 
decision  in  his  favor,  and  at  any  tiiuebeforetheidaaeof  apat«ut  for  the 
signature  of  tbe  Secretary,  to  reconsider  that  decision  aud  to  make  a 
ooutrary  one.  In  the  ordinary  course  of  bnsiness  the  whole  matter  rests 
in  executive  discretion,  at  least  down  to  that  point,  and  if  aotbiiig  more 
i^ipears  the  court  will  not  interfere  by  the  writ  of  mandamus  to  compel 
the  issue  of  a  patent  as  the  next  and  consequent  step.  The  Oomuiis- 
sioner  could  answer  a  demaud  of  the  applicant  by  t)ie  simple  state- 
ment that  he  hod  changed  his  miad,aad  had  decided  that  the  applicant 
was  not  entitled  to  a  patent;  and  so  long  aa  he  must  be  supposed  to  ou- 
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copy  that  position  he  cannot  be  treated  as  if  he  had  ceased  to  do  so. 
It  caDQOt  yet  be  eud  that  his  only  remaiuiDj;  daty  is  ministerial ;  bat 
the  respondent  does  not  in  an;  true  and  practical  sense  oocnpy  that  po- 
sition. Ue  h»a  said,  substantially,  that  the  original  decision  of  the 
Commissioner  of  Patents,  to  the  effect  that  the  relator  was  entitled  to 
a  patent  as  prayed  for,  has  not  been  changed,  that  he  does  not  even  in- 
tend  to  re-examine  it,  and  tiiat  it  u  now  Am  decition  ;  and  itis  important 
to  observe  that  this  was  not  merely  a  position  taken  in  his  offloial  com' 
mniiications  with  the  relators.  It  is  the  position  on  which  he  stands  in 
this  eoart.  Now,  a  position  thus  asaamed  in  a  jndicial proceeding  may, 
for  tiie  purposes  of  that  proceeding,  be  treated  by  the  oonrt  as  ttie  ooncla- 
sire  legal  attitude  of  the  party.  The  ezetintlTe  decision  vhichhe  thos 
presents  to  as  and  stands  open  musc  be  regarded  here  as  a  flnal  foot, 
which  is  to  determine  legal  oonseqaences  in  the  case.  What,  then,  is 
the  legal  consequence  of  a  fixed  decision,  or  what  we  must  treat  as  a 
fixed  decision,  that  an  applicant  is  entitled  to  a  patent  f  No  qaestion 
conid  be  raised  if  that  decision  were  final,  becanae  the  law  had  dedared 
it  to  be  final  as  soon  as  it  was  made.  The  legal  conseqnence  of  that 
fixed  decision  would  be  the  ministerial  duty  to  issue  the  patent  We 
]>ercuiveno  principle  which  shonld  distinguish  the  Ooniniiasioner*8  dnty 
in  the  case  before  na  from  his  duty  in  the  case  supposed.  On  principle, 
the  same  dnty  must  accme  whenever  his  decision  to  issne  a  pat«nt  mast 
be  treated  by  the  court  as  a  fixed  and  permanent  one.  Although  the  lav 
contemplates  that  the  Commissioner  may  reverse  snch  a  decision,  and 
thereby  defeat  the  issaance  of  a  patent,  it  clearly  does  not  contemplate 
that  he  may  adhere  to  and  stand  upon  it  in  this  court,  and  yet  defeat 
the  issnance  of  a  patent  by  simply  refusing  to  act  in  pnrsnance  of  that 
decision.  The  progress  of  executive  duty  may  lawfully  be  reversed  by 
a  new  and  lawful  executive  action  in  a  contrary  direction ;  but  it  woald 
be  unreasonable  that  tbe  law  sboald  be  arrested  pt  a  half-finished  stage 
simply  by  non-completion,  and  that  there  shonld  be  no  remedy  to  com- 
pel its  movement.  It  would  be  playing  with  words,  substitnting  phrases 
for  Rnbatance,  to  say  that  the  writ  of  mandamus  must  not  be  applied  in 
commanding  the  final  step  to  be  taken,  ou  tbe  ground  that  down  to  the 
actual  issne  of  the  ]>ateut  the  whole  matter  mast  still  be  regarded  by 
us  as  resting  in  executive  discretion  whether  a  patent  shall  issue  or  noL 
When  an  officer  stands  in  court,  by  his  return,  upon  the  ground  that  he 
has  exhausted  tbe  uses  of  his  executive  iliscretion,  and  refuses  to  take 
the  ministerial  step  which  follows  next  when  executive  discretion  has 
ended,  he  presents  totheconrtthe  very  evil  which  the  writ  of  mandamas 
is  designed  to  remove — a  refusal,  namely,  to  perform  a  ministerial  daty. 
But  it  was  suggested,  further,  that  the  determination  of  the  Commis- 
sioner not  to  disregard  the  action  of  tbe  Secretary  was  an  exercise  of 
executive  discretion,  and  that,  whether  he  was  right  or  wroug  in  that 
detenuioatioH,  his  executive  action  in  that  matter  is  not  to  be  controlled 
by  mandamus.    It  must  be  remembered  that  we  are  now  considering 
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the  applicability  of  this  remedy  on  the  hypothesis  that  the  OomtoiB- 
sioner's  control  of  the  qaeetioD  before  him  was  final,  and  that  the  Sec- 
retary was  withoat  power  in  the  premises.  On  that  hypothesis  the  Gom- 
miaaionei's  forbearance  or  re&isal  to  proceed  according  to  his  own  jndg- 
ment  most  be  regarded  in  law  as  simply  an  act  of  deference.  It  was 
not  a  decision  as  to  his  own  legal  dnty.  However  discreet  sach  condnct 
toward  the  head  of  the  Department  may  have  been,  it  did  not  constitute 
an  exercise  of  that  kind  of  discretion  with  which  a  court  must  not  in- 
terfere by  mandamus. 

It  was  also  suggested  that  as  the  statute  provides  that  "  The  Oom- 
miasioner  of  Patents,  under  the  direction  of  the  Secretary  of  the  In- 
terior, shall  anperintend  or  perform  all  duties  respecting  the  granting 
and  issaing  of  patents  directed  by  law,"  the  Commissioner  must  beheld 
to  have  construed  this  provision  and  to  have  acted  npon  tbat  construc- 
tion in  refusing  to  proceed  in  pursuance  of  his  own  decision  after  the 
Secretary  had  undertaken  to  review  and  reverse  it.  This,  it  is  claimed, 
was  an  ezeroise  of  ezeontive  power  and  discretion  which  the  court 
most  not  control  by  mandamus.  But  it  is  apparent  on  the  whole  face 
of  his  retom  that  the  Oommlssioner,  in  refusing  to  fbUow  up  his  own 
dedaion,  did  not,  as  a  matter  of  fact,  act  upon  any  executive  construc- 
tion of  his  own  as  to  tbat  provision.  It  is  to  be  gathered  from  his 
answer  that  the  question  whether  that  section  gave  revisory  power  to 
the  Secretary  was  the  one  which  he  had  not  undertaken  to  settle. 
Instead  of  informing  na,  either  expressly  or  inferentially,  tbat  his 
decision  upon  that  question  was  the  rule  of  his  action  in  refusing  to 
proceed  in  pnrsuance  of  his  own  original  decision,  he  distinctly  sab- 
mita  it  as  an  ansettled  question.  Deference  to  the  will  of  the  Secre- 
tary, so  fiir  tram  being  a  decision  upon  this  question,  constituted  an 
abandonment  of  any  effort  to  decide  it.  Plainly  he  did  not  attempt  to 
deride  exeoatively  npon  the  effect  of'tlie  provisions  referred  to.  Bnt 
the  important  point  to  be  observed  ia,  that  it  is  wholly  immaterial 
Tbether  be  acted  upon  a  conatrnotion  of  that  law.  If  his  decision  npon 
the  original  qaestion  before  him  was  not  subject  to  revision  by  the 
Secretary,  and  if  he  himself  had  so  acted  that  only  a  ministerial  du^ 
remained  to  be  performed  by  bim,  that  ministerial  duty  would  not  cease 
to  exist  merely  by  reason  of  his  deciding  incorrectly  that  the  whole  of 
his  power  had  been  taken  away.  To  interpose  that  decision  woald  be 
merely  to  give  a  bad  reason  for  refhsing  to  perform  his  ministerial 
dnty ;  and  to  describe  it  as  an  exercise  of  executive  discretion,  and  thus 
to  exclude  the  remedy  of  mandamus  on  the  principle  that  it  is  never 
used  to  control  executive  discretion,  would  be  to  defeat  the  remedy  by 
a  mere  misnomer.  He  bad  no  executive  discretion  to  deny  his  duty, 
either  directly  or  by  circuity. 

It  was  next  objected  that  this  remedy  is  uot  applicable  because  a 
different  and  adequate  remedy  has  been  provided  for  the  relators. 
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This  ottleotion  refers  to  seotloo  4915  of  the  Berliied  BtatotM,  vhMi 
ptovideB  that — 

WhansTM:  a  p»t«Qt  Is  ntnt»i,  Bitber  by  tbe  CmMlMtoMr  v/  PWml*  oc  by  th* 
■npnme  iwart  of  the  Dirtriot  of  Colnmbia  upon  appMil  ttom  tho  CMDmMoiMr,  tii* 
ftppliout  n»f  hftve  leniMly  by  «  liUl  In  «qnitr,  Kid'  the  eonrt  luTliig  oopilwtw 
thereof,  oo  oottoe  to  kdretw  p4TtttM  *nd  other  du  prooeedlngt  h«d,  may  a^lodK* 
that  (ttch  applicant  U  entitled  aooordlog  to  law  to  laoalTa  a  pataot  ftr  hU  tnT«ati«tt 
as  spMlOad  in  hla  olalm.  And  saoh  a^Jodloatioii,  If  it  be  in  &Tor  of  the  right  at  O* 
applicant,  shall  aathorlM  the  Commlailoner  to  Issue  such  patent  on  the  appUeaat 
filing  in  the  Patent  Office  a  copy  of  the  a^iidloation  and  otherwiea  oomplylns  with 
tba  reqnltwnents  of  law.  In  all  eaeaa  where  there  la  no  opposing  party,  aeepy  of  tiia 
Ull  shall  be  served  on  ths  ComoilMioner,  and  all  the  expanasa  of  the  prnnenitlaii  AaU 
be  paid  by  the  applicant,  whether  the  final  decision  ie  in  his  AbTOT  or  not. 

This  ottJeotioD,  that  the  relaton  hare  aaother  Eemedj  ia  thia  oaMt 
oomei  rather  inoooveiiieDtly  tcom  the  party  who  tn^es  it.  His  ftiati' 
pal  podtioD  is  that  the  decidim  of  the  OoniialHioiMr  haa  been  iMrftaUj^ 
iflversed  by  the  Secretary.  If  that  be  tnie,  It  la  the  Seeretary,  not  tha 
Oommiaatooer,  who  tiaa  reftiaed  them  a  patent,  and  tlUi  Mctitm  doM 
not  provide  them  a  remedy  by  a  bill  in  equity  on  saeb  refniaL  Wm 
most  consider  the  objection,  however,  on  the  hypotheais  that  the  Seoi% 
tory's  action  ia  a  nallity.  Thia  sectiOD  applies  to  Interference  eaaea  aa 
veil  as  to  applications  ex  parte.  When  there  are  adverse  parties,  notim 
tonat  be  given  to  them.  They  are  let  in  as  fonnal  partiea  to  the  oon* 
test,  and  the  contest  is  npon  proofii  and  the  merits  of  tiie  adverw 
claims.  The  uaae  is  heard  de  novo.  Can  it  be  serionaly  claimed  tiiat 
the  right  to  try  his  case  in  this  manner,  nnder  the  harden  of  paying  aU 
the  expenses  of  the  proceeding,  is  an  adequate  remedy  to  a  par^  who 
it  dlroody  entiUed  to  his  patent  by  the  favorable  decision  of  the  Oom- 
missioner  t  We  conceive  that  this  is  one  of  the  cases  in  whi<di  a  qoea- 
tion  is  its  own  answer.  Although  it  may  be  said  that  the  object,  both 
of  the  petition  for  the  writ  of  maodamos  and  of  the-bill  of  eqait^,  is  to 
obtain  a  patent,  the  subject  of  inqiury  and  the  basis  of  relief  In  the 
two  proceedings  are  wholly  different.  In  the  proceeding  for  manda- 
mus, the  inquiry  is  whether  the  right  of  the  petitioner  to  a  patent  haa 
already  been  decided,  and  in  such  a  way  that  he  is  entitled  to  the  friiit 
of  thut  decision  by  performance  of  a  merely  ministerial  duty.  In  tlie 
equity  proceeding,  the  inquiry'  is  whether  he  proves  originally  a  right 
to  have  a  patent.  Clearly  the  right  to  have  the  latter  inquiry  and  adja- 
dicatioa  is  not  an  Adequate  remedy  to  one  who  already  has  a  sufficient 
determiufttiou  of  the  Hanio  question  and  only  asks  for  execution. 

It  was  insisted  at  tlie  argument  that  the  ol^ections  which  we  hav<e 
examined,  or  any  one  of  tUem,  would  forbid  the  granting  of  a  writ  of 
peremptory  maadamns  in  this  case,  even  If  the  court  should  be  ot  the 
opinion  that  the  Secretary  of  tlie  luterior  does  not  possess  revieor;  or 
dppellute  control  over  sncli  decisions  of  the  Commissioner  of  Patents, 
and  that  they  should  preclude  au  inquiry  into  the  extent  of  the  Secre- 
tary's powers.    We  have,  therefore,  oousidered  them  attentively,  and 
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ve  bold  tiiat  if  the  power  of  the  OommisBioner  of  Patents  to  adjadicat» 
tiie  qnestions  presented  to  him  in  the  premises  was  final,  so  far  a» 
exeoatiTe  action  waa  ooncemed,  and  was  not  aaperaeded  b;  a  lawfdl 
appeal  to  tbe  Secretary,  there  ia  nothing  in  these  objections  whioh  pre- 
olades  the  amplication  of  the  writ  of  mandamaa.  We  proceed,  there- 
fore, to  ooneider  the  qneedoa  whether  the  power  of  the  Commissioner' 
to  oMnply  with  the  command  prayed  for  has  been  taken  away  front 
him  by  a  lawftU  appeal  to  the  Secretary  and  a  lawfnl  decision  by  the' 
latter  reveraing  the  decision  of  the  Commiiisioner. 

The  claim  of  revisory  power  in  the  Secretary  of  the  Interior  was  based 
in  tlie  argument  upon  the  following  provisions  of  the  Bevised  Statatea: 

8ko.  441.  The  Btentvj  of  th«  Interior  f ■  ohugad  frith  tha  anpervliloa  of  pnbUe 
bulnaM  ralattng  to  the  following  mibjeota :  fine,  the  oeuiu,  when  diieoted  hj  law ; 
Mooiid,thapnblio  land*,  ioolnding  tolDea;  thlnl,  the  lodiaiu;  fourth,  p-uuloiu  and 
boantj-laada  i  fifth,  patent*  tot  InTentione;  rixth,  the  onetody  and  distrlbalion  at 
pnblleatioiu ;  aeventh,  edaeatf on ;  eighth,  GoTemnie&t  Hoapital  for  the  Ineane ;  ninths 
Columbia  Airlnm  for  the  Deaf  and  Damb. 

8xc.  481.  The  ConnninionBr  of  Fatenta,  mtder  Um  tfirMMea  o/  tkt  8»or«btrjf  ^  Out- 
InUtitr,  tbtil  aaperintend  or  perform  all  duties  reapeoting  the  granting  and  iaraiiiK 
the  patenta  directed  hy  taw. 

B>c.  483.  The  Commtaatonera  of  Patent^  tn^l  to  tin  af>pT«MU  <if  Ikt  SMrtUij  e/* 
tt*  ImttH»r,  naj  Amd  tin*  to  time  eatabllab  TDgnlatlona,  not  Inoonalatent  with  law^ 
for  the  eoadnet  of  ptoeeedlngt  In  the  FUent  Offlee. 

Isa  4S7.  For  groaamlaoondnot,  theCommiaaioDeraf  Patenta  maf  reftiae  to  noog> 
nlw  any  peraoo  aa  a  patent  agent,  either  generally  or  Id  any  particular  oaae ;  bat  th» 
leaaona  fur  aaoh  lefnul  ahall  ba  dnly  recorded,  and  b«  MbjMrf  to  tkt  ajqrreral  o/  Mr 
Aaratanr  •/  Of  Intfricr. 

BBC.4as3.  All  patenta  shall  be  iaaned  Id  tfienameof  the  United  Stateaof  America, 
mdar  the  seal  of  the  Patent  OlBos,  and  shall  ba  ligaai  tji  tha  Staretaiy  cj  (ka  /al«rtoi*' 
and  oonnteraigoed  by  the  CoDunlaaionei  of  Patents, 

Bsiwcial  emphasis,  of  conrae,  was  laid  upon  section  181,  which  pro> 
'vldee  that  the  Commissioner  shall  perform  his  duties  under  the  direc- 
tion of  the  Secretary.  It  ix  claimed,  broadly,  that "  the  power  of  super- 
Tialon  and  direction  gives  jurisdiction  to  the  Secretary,  upon  applica- 
tion made  to  him  in  any  form  that  he  uiay  prescribe,  by  appeal  or' 
otherwiae,  to  affirm,  reverse,  or  modify  the  action  of  the  Commissioner." 
The  provisions  referred  to,  and  all  of  the  provisions  of  the  Revised 
Statatea  whioh  we  shall  have  occasion  to  consider,  were  taken  from  the 
act  of  July  if,  1670,  which  was  entitled  "  An  act  to  revise,  oonaolidale, 
and  amend  the  statates  relating  to  patents  and  copyrigfata."  In  that 
work  ot  conaolidation  aection  481  was  taken  vithont  any  change,  except 
tha  rejection  of  redundant  words,  from  the  first  section  of  the  act  of 
Jaly  4, 1836,  by  which  the  office  of  Commiasioner  of  Patents  was  first 
eatablished.  It  is  of  some  importance,  therefore,  to  examine  the  extent 
of  the  sgperrisory  powers  of  the  Secretary  of  State  aa  given  by  this 
saaie  pitftiBion  in.the  original  act. 

Section  7  of  that  act  provided  that  the  Commissioner  ahoald  "make- 
or  caaee  to  be  made  "  an  examination  of  eveiy  application  for  a  patent^ 
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and  that  if,  after  certain  pioceedtngfa  had,  he  shoold  decide  that  the  appli- 
«atit  was  not  entitled  to  a  patent,  an  appeal  might  be  taken  to  a  bctaid 
of  examiners, "  to  be  composed  of  three  disinterested  persons,"  appointed 
for  that  purpose  by  the  Secretary  of  State,  one  of  them,  at'least,  to  be 
^*  selected,  if  practicable  and  convenient,  fbr  his  knowledge  and  skill  in 
the  particular  art,  manaGocture,  or  branch  of  science  "  to  which  the  al> 
leged  invention  appertained.  This  board  might  "  reverse  the  decision 
of  the  Commi8sioner,eitherinwboleor  in  part,"  and  when  their  opinion 
waa  certified  to  him  be  vaa  to  be  governed  by  it  in  the  further  proceed- 
ings to  be  had.  Section  8  related  to  interferenoe  cases,  and  provided  a 
like  appeal,  with  like  effect,  from  the  (JommiMioner'a  decision. 

The  act  of  1836  provided,  then,  that  the  Oommiasioner  Aioald  perform 
his  duties  "respecting  the  granting  and  issuing  of  patents"  *'nnda 
the  direction  of  the  Secretary  of  State; "  and  it  also  provided  that  he 
ahonld  make  a  decision  ou  the  question  whether  an  applicant  was  en- 
titled  to  a  patent;  bat  it  provided,  farther,  that  these  decisions  should 
be  revised  and  controlled  by  a  board  of  examiners.  This  revision  was 
part  of  the  regular  oonrse  of  ezecntive  administration,  and  the  statote 
gave  the  Secretary  no  oontrol  over  the  board  of  examiners.  It  is  obvi- 
OUH,  then,  that  the  Secretary's  oontrol  over  the  Commiaaionei  could  not 
be  exercised  in  the  form  of  revisory  power  over  his  decisions.  Now, 
it  is  nothing  to  the  purpose  to  suggest  here  that  a  revisory  tribnnal  no 
longer  intervenes  between  the  Oommissioner  and  the  Secretary's  <mhi- 
trol,  abd  that  the  decisions  of  the  former  are  thus  brought  within  the 
operations  of  the  Secretary's  direction.  The  point  to  be  observed  is,  that 
the  directory  power  of  the  Secretary  of  State  and  of  the  Secretary  of 
the  Interior  was  expressed  in  the  same  terms,  add  that  tiiat  grant  of 
power,  as  found  in  the  act  of  1836,  did  not  pretend  to  give  appellate 
and  revisory  power  over  the  decisions  which  the  Oommissioner  was 
authorized  to  make.  Let  us  see  whether  anything  in  the  act  of  1870, 
which  1b  fbund  in  the  Revised  Statutes,  reqcires  as  to  adopt  a  diffiereot 
rale  ip  construing  the  same  langoage. 

It  is  important  to  observe  just  here  that  although  sectioa  481  of  the 
Bevised  Statutes,  which  gives  the  Secretary  of  the  Interior  directory 
power  over  the  duties  of  the  Commissioner  of  Patents,  is  found  in  the 
Title  XI,  relating  to  the  organization  or  the  Interior  Department,  and 
the  sections  which  we  shall  consider  are  foand  in  Title  LX,  relating  to 
the  subject  of  patents  and  copyrights.  AH  of  them  wer^  taken  txtm 
the  act  of  July  8, 1870.  In  that  act  they  formed  parts  of  one  system, 
and  were  to  be  construed  together  as  such.  It  is  a  settled  rale  of  oon- 
struotion  of  the  Beviseil  Statutes  that  its  contents  sre  to  be  constmed 
in  the  light  of  the  original  statutes  from  which  they  were  taken^  This 
section  reiating  to  directory  power  is  therefore  to  be  regarded  as  part 
of  the  general  system,  of  which  the  sections  now  to  be  considered  are 
also  a  part 

The  following  sections  provide  a  system  of  appeals  by  which  all  a|»- 


DSCUIONS  OF  D.   S..  C0UBT8  IN  P^l-BHT  Ci.SE8.  203 

pUoationB,  vhetbu  io  interferonoe  cases  or  m  parte,  may  be  broaght  be- 
fore the  OommissioDer  for  his  deoision  : 

8bc.  4904.  Wlienerer  an  ftpplloation  ii  mode  for  a  patent  wliich,  In  tbe  npinlon 
of  theCommlAloneT,  wonid  interfen  with  snypeoding  application,  oi  with  lux  tmex* 
p[i«d  p«t«Dt,  h«  shall  give  uotloo  tbtrtat  to  the  applicants,  or  applicant  and  patentee, 
M  tbe  caw  maj  be,  and  ihall  diroot  the  primary  ezjunioer  to  proceed  to  determine  the 
qaeetion  of  priority  of  iarention ;  aiul  the  Commiwioner  ma;  inane  a  patent  to  the 
part;  who  ii  adjndged  the  prinr  inrentor,  noleas  the  adreTM  party  appeals  from  the 
deciaion  of  the  primary  examiner,  or  of  the  Board  of  Esamlnera-ln-Chief,  m  the  case 
may  be,  within  noh  time,  not  Isn  than  twenty  days,  ai  the  Commiwioner  shall  pre- 

Bkc.  4009.  Every  appiioant  for  •  patent,  or  fur  the  leisiue  of  a  patent,  any  of  th* 
claims  of  which  hare  been  twice  r^eeted,  and  every  party  to  an  int«rference,  maj 
appeal  &om  the  deoisioa  of  the  primary  eiaminer,  or  of  the  examiner  in  charge  of  fn- 
terfereneea  in  sneh  case,  to  the  Board  of  Examiners-in-Chief,  having  onoe  paid  tiM 
fee  for  snoh  appeal. 

SkC.  4910.  If  inch  party  is  dissatiefled  with  the  deciaion  of  tbe  EzainiDen-iD-Cbie^ 
1m  nay,  on  payment  of  the  fee  pieeoribed,  appeal  to  the  Commiasiouer  in  peraoo. 

These  sections,  as  w«  hare  eaii,  provide  s  regular  system  of  appeals, 
both  in  interfiarenoe  and  ex  parte  cases,  which  brings  every  application 
to  the  Oommiaaioner  for  decision.  The  statate  commands  him  to  decide, 
aod,  of  coarse,  it  intends  that  he  shall  apply  the  nfiaal  processes  of 
decision — in  other  words,  the  judgment  of  the  person  deciding,  Can  it 
be  possible  that  the  legislature  intended,  by  giving  the  Secretary  direc- 
tory power,  that  he  might  intervene  at  this  point  of  time  and  direct 
the  Commissioner  what  decision  he,  the  Commissioner,  was  to  make  t 
It  most  be  kept  in  mind  that  the  whole  of  the  Secretary's  power  most 
be  foand  within  that  one  word  *' direction."  It  hardly  seems  worth 
while  to  reason  npon  the  qaestlon  whether  a  general  power  to  direct 
anthorises  the  directing  officer  to  dictate  to  one  who  is  charged  by  tbe 
very  same  law  with  the  duty  and  power  of  hearing  tbe  parties  to  a  con- 
test and  of  deciding  between  them  accordingly  what  conclusion  his 
mind  must  reach.  Clearly  he  cannot,  in  the  exercise  of  this  power,  dic- 
tate to  the  Commissioner  toaohiog  hts  decision  before  he  makes  It  or 
while  he  is  making  It.  Can  it  be  imagined,  then,  that  the  power  ot 
"directiOD,'*  which  cannot  lawfully  be  applied  to  tbe  Commissioner's 
action  while  he  is  deciding,  trae  intended  to  be  applied  to  the  same 
matter  after  he  had  decidedt  Is  it  permissible  to  say  that  a  imwer  of 
Erection  which  cannot  be  exercised  at  direction  may  be  exercised  by 
way  of  appeal  and  reversal,  and  all  tbe  time  be  called  "  directing**! 

We  are  informed  by  the  pleadings  and  exbibts  tbat  the  Secretary  of 
tbe  luterioi  has  acted  npon  the  opinion  of  a  former  Attorney-General 
to  the  effect  tbat  this  general  ]>rovisioa  of  directory  power  controls  the 
meaning  of  every  section  which  assigns  a  dnty  to  the  Commissioner, 
just  as  if  it  bad  been  inserted  in  each  ;  and  tbat  tbe  duty  and  power  of 
hearing  and  deciding  eontestetl  questions  of  priority  of  invention,  for 
example,  are  to  be  construed  as  if  tbe  statute  said  tbey  were  to  be  per- 
formed noder  the  direction  of  the  Secretary.    We  hold  tbat  precisely 
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the  opposite  rale  of  constmotloa  most  be  applied  to  the  Btatote  Id  order 
to  ascertain  correctly  the  intention  of  the  legislature.  It  must  be  re- 
membered that  thiB  provision  is  general,  and  that  the  proTisiona  relat- 
ing to  the  dotiee  and  powers  of  the  Oommiaaioner  are  speoifto.  It  is  the 
latter  which  most  oontiol.  When  tbey  are  ooosidered  together,  it  mask 
be  held  that  the  Commissioner  most  perform  his  daties  nnder  tfie  direc- 
tion of  the  Secretary,  except  when  he  is  already  directed  what  lie  rnnst 
do  by  the  superior  directory  power  of  the  legislatoie.  Applying  this 
role  of  construction  to  the  Commissioner's  deoiaions  in  caaea  of  inter- 
ference, we  hold  that  tbey  are  not  snttfect  to  Che  directory  power  <rf  the 
Secretary,  either  by  oontemporaneooa  dictation  ot  by  the  oireamlooii- 
tion  of  appeal  and  reversal  described  as  direction.  We  ere  btoaght  to 
this  oondaaioD  independently  of  the  proTlstoos  of  the  patent  laws, 
which  remain  to  be  considered,  but  we  are  stiU  further  oonOrmod  by 
these  prorlsioDs, 

Section  4910,  as  we  have  seen,  provides  fbr  an  appeal  to  "  the  Goni- 
missioner  in  person."    Section  1911  then  {ffovidet  that — 

If  •noh  pftrty,  ssMpt  a  party  to  ao  tntwfemiM,  U  illmttiflad  wttii  thedMlalon  of 
tlte  Comminionrr,  he  may  appMl  to  the  HipmiMMmrt  of  the  Dlrtrtat  of  Colonibia, 
•ttting  to  kmu. 

By  section  4913  the  Commissioner  Is  required  to  ttamiah  the  ooort 
with  "  the  gronnda  of  his  decision,  folly  set  forth  in  writing,  toaohing 
all  the  points  involvnd  by  the  reasons  of  appeal." 

Section  4914  confines  the  levision  beie  to  the  points  set  forth  in  the 
reasons  of  appeal,  and  proridea  that,  after  hearing  the  case,  tliis  conrt 
shall  retam  to  the  Commissioner  a  eertiflcate  of  its  piooeedings  and 
decisions,  which  shall  be  entered  of  record  in  the  Patent  OflSoe,  "  and 
shall  govern  the  farther  proceedings  In  the  case." 

These  sections  anthorize  a  revision  of  the  groands  on  which  the  Com- 
missioner  refuses  a  patent  on  application  exparte,  and  they  do  not  au- 
thorize a  revision  of  the  grounds  on  whteh  the  Secretary  may  act. 
Manifestly  it  was  the  intention  of  Congress  to  provide  a  judicial  re- 
vision which  should  be  available  in  every  case  in  which  ao  applicatioD 
ex  parte  is  refused ;  in  other  words,  that  reftisal  should  not  be  made  by 
an  ofBcer  whose  grounds  of  decision  are  not  snbjected  to  revision  by 
this  section. 

Section  4915  provides  a  still  farther  remedy  in  case  of  the  reftisal  of 
a  patent  for  application  exparte,  and  applies  the  remedy  to  refusal  of 
an  application  iu  interference.    It  direct*  that — 

Whenever  a  imteiit  on  application  is  refuaed,  either  by  the  CommiHioner  of  Patanta 
or  by  the  lapreme  conrt  of  the  Diitdct  of  Colaiiibia  npoD  appeal  fh>m  the  Cominia- 
aloDcr,  the  applicant  may  have  reuieily  by  bill  in  eqnity,  and  the  court  having  cog- 
nizance thereof,  on  ootice  to  ihIvAm)  partien  nud  other  doe  proceedlnga  had,  may  ad- 
JiiilljO  tbnt  ■Dch  sppllcBut  ia  entitled,  acuordlng  to  law,  to  reoeive  a  patent  litr  hia 
Invention,  as  specillml  in  his  claim,  or  for  any  port  thereof,  as  the  facts  in  the  cane 
nay  appear;  and  Biicli  oiljudlcatiun,  if  It  be  lu  favor  of  the  right  of  the  appUeant, 

ajl  ttutbotlM  the  ComDiiwiouur  to  iesite  such  patent,  on  the  applicant  Sllog  in  the 
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Pfttent  OIBoe  ■  oofj  at  tb»  t^Jndlofttion  And  otberwlM  oompljing  with  tbe  raqntra- 
menti  of  Iftw.  In  all  cmm  where  there  Is  no  opposing  p«Tt7  •  copy  of  the  bill  ilull 
1)a  Mrvfld  on  the  Commlwioner,  tnd  all  the  ezpeDses  of  the  procesdingn  ahall  be  p»id 
tij  the  Applicant,  irhether  the  flnftl  decUion  Is  in  hla  favor  or  not, 

'Biia  section,  and  the  provlsioDS  for  appeal  to  this  coart  vMcb  we 
have  jast  considered  provide  either  a  fonnat  appeal  or  an  original  pro- 
oeeding  Bubstantially  appellate  in  its  character,  which  seems  manifestly 
intended  to  oover  all  cases  in  which  a  patent  is  "  refhsed,**  whether  they 
be  oaees  of  applloation  «  parte  or  In  interference.  It  is  to  be  observed 
that  in  both  oases  a  refusal  bg  th«  Oommmioner  is  the  basis  of  the  rem- 
edy, and  that  it  seems  to  be  thns  implied  that,  so  fitr  as  the  Executive 
D^Mrtment  is  oonoemed,  the  examination  of  a  olaim  fbr  a  patent  and 
the  power  to  dedde  npon  saoh  claim  terminate  with  him. 

Bat  another  class  of  decisions  was  still  to  be  provided  for.  The  pro- 
▼istons  which  we  have  oonsidered  relate  only  to  oases  In  which  patents 
were  reftised ;  bat  it  miffht  happen  tliat  a  patent  was  improperly  granted. 
A  tfimedy  for  snoh  cases  is  fbnud  in  section  4918,  which  provides  that — 

WhflDeTer  tJ>en  are  luteiftcing  patents,  aoy  penon  Interested  in  any  one  of  them, 
^m  in  tlM  working  ot  the  InTontlon  eUlmed  nnder  either  of  them,  may  have  relief 
^slaat  tb«  Intoiftelng  patentee,  and  all  partle*  iBtetwted  nnder  him,  by  salt  In  equity 
i^ainM  th«  owners  of  the  interftring  pKtmt ;  vtd  the  ooort,  on  notice  to  advene  par- 
cel, and  other  dne  prooeedlngs  had  according  to  the  ooone  of  equity,  may  a^J^dge 
and  deelare  either  of  the  patents  void  In  whole  or  In  part,  or  InoperatlTe,  DC  Invalid  ia 
any  putioulK  part  of  the  United  Statea,  aeoordlng  to  the  intereet  of  tlie  parties  in 
tte  patent  «r  the  InTeattim  pateoted.  Bnt  no  such  Jndgment  or  adjndieatlon  shall 
aflsot  tiw  i^jht  of  any  penon  exoept  the  parties  to  the  suit  and  thoee  deriving  tltla 
aadar  them  •nbaeqTient  to  the  rendition  of  saoh  Judgment. 

In  this  review  of  the  patent  laws  oertain  foots  are  prominent.  The 
same  atatnte  which  provides  that  the  Oommissioner  of  Patents  shall 
** perform  all  datles  respecting  the  granting  and  issolng  of  patents" 
under  the  "  direction  of  the  Secretary  of  the  Interior  "  provides  ex- 
pressly and  in  detail  for  a  regalar  coarse  of  examination ;  it  provides 
ezpiessly  tor  a  regalar  coarse  of  appeals  from  the  primary  examinerti 
to  the  Bxaminers-in-Chlef,  ftom  the  Examiners-in-OMef  "  to  the  Oommis- 
sioner in  person,"  and  for  a  decinion  by  him  npon  the  right  of  an  appli- 
■oant  to  receive  a  patent ;  it  does  not  provide  expressly  for  an  appeal 
from  the  Oommissioner'B  decision  to  the  Secretary  of  the  Interior;  bat 
it  does  provide  expressly  for  an  appeal  and  revision  of  those  decisions 
bj  this  oonrt,  or  for  an  original  Jndioial  proceeding  by  which  relief 
agiUnst  those  decisions  may  be  had.  These  provision^  of  appeal  and 
relief  oonstitnte  a  system,  and  when  the  legislatare  provides  such  a 
ayatem  we  mnst  suppose  that  It  was  intended  to  be  complete  add  snf- 
fldent  As  no  plaoe  in  that  system  was  assigned  to  the  Secretary  of 
tiie  Interior,  It  cannot  have  been  Intended  that  he  should  have  one. 
Taken  fn  connection  with  these  provisions,  his  general  power  of  "  direc- 
tion "  most  be  ooostmed  to  be  a  power  to  direct,  except  when  ^e  Oom* 
miutoner  is  aathorized  by  the  same  statute  to  make  "  dealsions." 
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We  bold,  then,  that  tbe  attempted  reversal  of  the  OotDmisBimier'ide- 

daion  by  tiie  Seoretaiy  In  tbe  oaae  before  as  was  nnaathorized,  and 
therefbre  a  Dollit; ;  and  tbat,  ooDseqnently,  tbe  Oommissioner,  haTioff 
finally  a^ndioated  tbat  the  relators  are  entitled  to  a  patent,  improperly 
reftised  to  issae  the  same.  The  writ  of  peremptory  mandamos  irill  ao- 
oordingly  Usue  aa  prayed  for. 


tBvpnw  Oout«f  th*  Ttaltod  BMn.] 
G-AXOBTSON  «.  OZ.ASE  BT  AL. 

DeeUM  Marok  SM,  1S84. 
S7  0.  O.,  634. 

Wliui  ■  pftt«nt  !■  &T  an  impromnmit,  and  not  fin  an  entlivly  new  maohliM,  tlw 
patentee,  In  order  to  entitle  him  to  more  than  ncHninal  damage^  mnrt  gire  eri- 
denoe  tending  to  •eparateor  appottlon  the  defendant'e  prodta  and  the  pateotae*! 
between  the  patented  feature  and  the  unpatented  feature*,  and  each  erfdenee 
miut  be  reliable  or  tangible,  and  not  oonjeetaral  or  apeaa1attT«;  or  he  miut 
•how  bj  eqnallj  reliable  and  eatlsAkotory  eridenoe  tbat  the  proftta  and  dam- 
agee  are  to  be  oaloalated  on  the  whole  machine,  for  the  reaaon  that  the  entlt* 
Talne  of  the  whole  maohlne  aa  a  maiketaUe  artiele  ia  propwlf  and  legaD^  at- 
tributable to  the  patented  feature. 
Appeal  from  the  cirooit  oonrt  of  the  United  States  for  the  northern 
district  of  JITew  Yorfc;. 
Mr.  Joi.  A.  AUm  for  the  appellant. 
Mr.  W.  F.  CogtweU  for  tbe  appellees. 
Mr.  Jnstice  FtBLD  delivered  tbe  opinion  of  the  ooort : 
In  this  oase  the  ooart  belov  snetaiaed  the  plaintitTs  patents,  a^Jndged 
tbat  the  defendants  vere  infringers,  and  directed  a  reference  to  a  master 
to  ascertaia  and  report  tbe  profits  and  gains  made  by  th«  defendants. 
The  master  reported  tbat  no  proof  vas  presented  to  bim  that  they  had 
made  any  proUt,  or  that  the  plaintiff  bad  suffered  any  damages.    The 
conrt  sustained  the  report,  and  the  decree  alloved  the  plaintiff  only 
nominal  damages.    From  this  decree  tbe  appeal  is  taken.    (Garretxm 
V.  Clark,  15  Blatchford,  70.) 

The  patent  was  for  an  improTement  in  tbe  constmction  of  mop-beads^ 
which  may  be  described  with  sufficient  accoiacy  aa  "an  improTement 
in  the  method  of  moving  and  seonring  in  place  the  movable  jam  or  olamp 
of  a  mop-bead."  With  the  exception  of  this  mode  of  clamping,  mop- 
heads  like  the  plaintiff's  had  been  in  nse  time  oat  of  mind.  Before  the 
master  tbe  plaintiff  proved  the  cost  of  his  mop-heads,  and  the  price  at 
which  they  were  sold,  and  claimed  tbe  right  to  recover  the  differenoe 
as  his  damages.  This  rale  was  rejected,  and  no  otb^  evidence  of  dam- 
ages being  offered  tbe  master  reported  as  stated. 

When  a  patent  Is  for  an  improvement,  and  not  for  an  entirely  new 
machine  or  ooDtrivanoe,tlte  patentee  most  show  in  whatpartioalarshis 
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improremeDt  has  added  to  tbe  oseftiliiesa  of  tlie  maohinfl  or  contrlTanoe. 
He  moBt  sepuate  ita  results  distlnotlr  from  those  of  the  otlier  parts,  so 
that  tibe  beoefltfl  deiired  fivni  it  may  be  distlDotly  seen  and  appreciated. 
The  nile  on  this  head  Is  aptly  stated  by  Mr.  Jastioe  Blatcbibrd  in  the 
eoart  beloir. 

The  patentee  [heikji]  mint  Is  stctj  caM  flva  erld'^oe  tending  toMparato  oi  ap- 
yorHon  tbo  defendant's  praflti  and  thepatenteo'adamagei  between  the  patented  feat, 
utt  and  Uie  unpatented  featnrea,  and  •acli  evidence  mut  be  reliable  and  tangible 
■Ddnot  OM^Jeetnral  or  apeonlatiTe,  oi  be  mnvt  sbow  bj  eqnallf  reliable  and  tatiifaa. 
tny  erldanoe  that  the  proflta  and  daniagee  are  to  be  ealoolated  on  tbe  whole  maohine, 
§u  tiu  leaaon  that  the  enilre  valna  of  the  whole  machine  aa  a  marketable  artlole  la 
praperlj  and  legally  attribntable  to  the  patented  feature. 

The  plaintiff  oomplied  with  neither  part  of  this  rale.  He  prodnced 
no  evidenoe  to  apportion  the  profits  or  damages  between  the  improve- 
ment  oonatitnting  the  patented  feature  and  tbe  other  featnrea  of  the 
mop.  His  eridence  vent  only  to  show  the  cost  of  the  whole  mop  and 
the  price  at  which  it  was  sold ;  and,  of  ooorse,  it  oonld  not  be  pretended 
that  the  entire  valae  of  tbe  mop-head  was  attribntable  to  the  fieatnre 
patented.  Po  the  whole  case  ended,  the  role  was  not  followed,  and  the 
decree  ia  therefore  affirmed. 


rCTnlted  SMm  CtMoH  Coert— DltWat  of  TvnMat.) 

TsBMOHT  Fash  MAOHnm  CoMFAirr  et  al.  v.  Marble,  Oommis- 

sionsB  op  Patbrtb. 

IMded  Oetob«r  It,  1663. 

S7  0.  Q.,  691. 

1.  Th«  eaae  of  CoMpMI  t.  Jame*  miut  be  conetraed  to  fbrbld  the  patantlng  of  an  in- 
Tontlon  b;  a  party  who  baa  already  patented  the  same  InTentJon,  and  not 
meielj  deaoribed  it  in  ■  patent.  The  ttatnte  doea  not  make  prior  deeoriptlon 
In  a  patent  a  bar,  hot  being  patented.     <Seotion«  4SS«i,  4887,  and  4930. ) 

%,  Where  four  olalmt  of  an  applicant  have  been  K^eoted  solely  on  the  gnnind  of  their 
nbjeot-matter  being  described  in  a  patent  granted  to  the  same  party  before  the 
date  of  flUng  of  the  appllBation ;  Htld,  that  the  rejection  is  erroneoas,  and  the 
applicant  U  entitled  to  a  patent  embracing  snob  claims. 

Mr.  WiUiamE,  Bimondt  and  Mr.  Kittridge  Haileint  for  the  orators. 
Wheei.eb,  J, : 

The  orators,  on  March  30,  1S80,  filed  an  application  for  a  patent  for 
improTements  in  mUk-eetting  apparatus,  consisting,  as  finally  amended, 
of  nine  claims,  the  last  five  of  which  have  been  allowed.  The  first  (bar 
have  been  revised  because  described  although  not  claimed  in  a  prior 
patent  to  the  same  inveDtors,  TSo.  207,73S,  dated  September  3, 187S. 
Prior  pnblic  nse  to  bar  the  patent  is  denied  qh  oath  by  the  applicants 
and  is  not  shown.  The  refusal  rests  solely  ^parently  on  the  prior  de- 
•criptiODand  Campbell  v.  Jamea  (104  U.  S.,  356).    What  is  said  in  that 
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•case,  taken  at  lar^e,  would  seem  to  Ataow  that  a  patent  ooold  not  be 
j[raote<l  for  an  inTention  deaoribed  in  a  former  patent  to  the  same  in- 
Tentor.  What  was  so  spoken  of  there  had  been  not  only  described  bat 
patented  in  the  former  patent.  What  was  toid  is  to  be  nnderstood  by 
refBrence  to  what  it  was  spoken  of.  That  part  of  that  case  relied  apon 
in  tbis  rejection  is  where  it  is  said- 
it  li  hnitClT  neoetMry  to  TemKrk  tbftt  tbe  patentee  ooalA  not  Joclade  in  »  snlMoquent 
patent  any  Invention  embneeit  or  deaoribed  in  aprior  one  granted  to  hlmaelf  any  mors 
than  he  could  an  tnvention  embraeed  or  described  in  a  prior  patent  granted  to  a  third 
person.  Indeed,  not  m  veil,  became  he  might  get  a  patent  for  an  InTOUtlon  befbre 
patented  t«  a  third  perwn  in  thU  ooantry.  If  he  oonld  show  that  he  waa  the  flrat  and 
'Original  inventor,  and  if  he  afaonld  have  itn  iDtetfereoee  declared.    (Section  389.) 

The  latter  part  of  this  extract  relates  to  tbe  same  aabjeot  as  the  for- 
mer part.  It  ezpreBsly  refers  to  patented  Inventions  by  others,  and 
seems  to  show  that  patented  inventions  by  the  same  inTentor  were  in- 
tended when  inventions  embraced  or  described  ]n  his  prior  patent  were 
referred  to.  The  statute  does  not  make  prior  description  in  a  patent  a 
bar,  bat  being  patented.    (Sections  4886,  4887,  and  4920.) 

The  opnrt  appears  to  have  merely  reflBrred  to  the  plain  effbot  of  these 
•tatute  provisions.  In  Battin  v.  Taggart  (17  How.,  74)  it  appears  to  have 
been  expressly  a^jndged,  npon  the  same  statnte  provisions  as  are  in 
force  now,  that  an  inventor  might  have  a  patent  for  an  invention  de- 
ccribed  in  a  prior  patent  to  himself.  The  same  seems  to  have  been  de- 
cided in  Qraham  V.  MeCormiok  (XI  Fed.  Bep..  8fid)  on  foil  argument  and 
mnoh  consideration. 

According  to  the  terms  of  the  statates  the  orators  seem  to  be  entitled 
to  the  patent  for  these  claims.  There  does  not  appear  to  be  any  settled 
construction  to  control  otherwise. 

I^et  there  be  a  decree  for  the  applicant  acUndging  that  he  is  entitled 
to  receive  a  patent  for  the  Inventions  covered  by  these  first  foor  oliUoia 
<tf  his  application. 


[CalUd  StMci  cmtdl  CoDit— Vorthna  nnrtot  ef  Vew  T«tk.] 

Swift  r.  Jbnks  et  al. 

DeefiM  MansK  3, 1684. 

27  O.  G.,  621. 

1.  Nom-Claiu  of  Appaxxht  Dzvicb— ABurDomniin. 

The  omiMioD  by  an  inventor  to  olaim  a  oombinatlon  or  davloe  apparent  vpat 

the  face  of  hia  patent  amoonta  to  a  dedication  of  the  neglected  eontrlTanoe  to  the 

naea  of  thepnbllo. 
«.  In JTJMCnOS— N(,  r  TO  I66UE  WSKtf  IT  WOULD  WoRK  IMJCSTICB. 

An  iQjanotion  ahonid  not  lame  when  it  wonld  work  great  ham  to  mie  par^r 
without  oorreapondlng  benefit  to  the  otJier,  at  leaat  where  adeqoata  protwtioti  oan 
be  affoidMl  by  other  meana. 
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HoTtoiT  for  preliminury  Injnnotion. 
Meun,  i>wU  <fi  Heg  for  tbe  oomplainaDt. 
.  Mr,  Jfert  Pine  for  the  defendants. 

COKK,t/..- 

This  is  ft  motion  for  a  preliminary  iojanotlon.  Tbe  complainant  ia 
the  inreiitor  of  an  alleged  improvement  in  Inbricators,  fbr  which  letten 
patent  were  iaeoed  Aufrost  28, 1883.  The  claimi  in  oontroTersy  are  as 
followa: 

G.  Id  combloktioii  with  tbs  itMni-MiadMuInK  daot  and  it«  faotiEonttl  extonaion  e, 
tbe  labrioant-onp  oonipoMd  of  metftl  mm)  provided  Id  front  of  tbe  dnot-extMieUm  a 
wltli  an  obwrvatiOD-port,  r,  ooTered  with  a  tranapareat  platu,  nibetiDtially  aa  kiid 
for  tbe  pnriiueea  aet  fitrtb. 

6.  In  eombioatlmi  vitb  the  oil-onp  of  a  iDbriaator,  the  port  r,  eorered  b;  a  glue 
plate,  aad  the  pipe  or  tnbe  o,  having  an  inclined  end  or  boe,  ■nbataatlally  a*  Mt 
forth. 

Prior  to  this  time,  and  on  the  second  d  ay  of  May,  1SS2,  letters  patent 
Cor  a  similar  invention  were  issned  to  the  defendants.  An  interference 
was  declared,  and  after  a  thorongh  investigation  tbe  examiners  and 
Commissioner  coucarred  in  deciding  that  the  complainant  was  tbe  priw 
inventor.  Bnt  the  proceedings  in  the  Patent  Office  determined  more. 
Upon  defendants'  motion  to  diasolvn  the  interference  the  CommiBsioner 
was  required  to  pass  npoti  the  qaestioo  whetbw  or  not  the  SDbjeot'mat- 
ter  claimed  was  patentable.  Various  references,  which,  aa  was  nrged 
by  tbe  defendants,  uutJcipated  the  complainant's  invention,  were  pre- 
sented, nnd  ^though  tbe  Bxamiuerg-in-Uhief  and  the  Couiiuissioner 
were  not  in  accord  npon  this  question,  it  cannot  be  denied  that  the  Ism- 
iug  of  the  {tatent  was,  to  the  extent  that  tbe  question  was  there  inves- 
tigated, a  decision  in  favor  of  the  complainant.  The  proceedings  in  the 
Patent  Oftlce  having,  as  between  these  parties,  determined,  first,  that 
the  complainant  was  the  prior  inventor,  and,  second,  that  the  sabjoot- 
matter  of  tbe  patent  was  not  void  for  want  of  novelty,  tli«^  complainant 
would  be  eutiUed,  if  tbere  were  no  other  considerations,  to  the  injnno- 
tion pntyed  for,  tbere  being  no  dispute  as  to  the  infringement  (Nmith 
V.  ffallyard,  16  Fed.  Kep.,  414;  Skuter  v.  Daeis,  M.,  S64.)  Bnt  the  de- 
fendants again  insist  that  tlie  patent  is  void  for  want  of  patentable  nov- 
elty, and  in  snppwt  of  this  defense  tbey  produce  various  references  not 
presentod  to  the  examiners.  They  also  produce  affidavits  tending  to 
show  that  one  Giles  was  tbe  original  inventor  of  tbe  pntt'iited  device  or 
combination.  Bnt  the  argument  having  the  most  weight  with  the  conrt 
is  the  one  bawd  npon  tbe  complainant's  prior  patent  of  March  21, 18S2. 
It  i»  uracil  that  he  there  fully  discloses  the  subject-matter  of  claim  Si, 
tupra.    Tlic  langnage  of  the  specification  is  as  follows: 

It  le  itnt  ftwcntin)  tliat  theoyllnder  ihoald  be  wholly  of  glue  m  long  m  tiiat  portiitit 
dinM^tlj  i>|>)HMlt('  till'  end  ot  tbe  tube  or  pipe  B  ia  tr&uiparent,  to  expoae  to  view  tb« 
end  thi-mir  *  ■  *  tba  oyllnder  may  be  cooetnioted  of  metal,  with  a  window  <w 
"<ilglit"i>ii  Bliiiu«|i]KNiltetbetabeorplpe.  C 
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Tbe  metal  cylinder  with  tbe  gla«s  observation-port  opiKwite  the  end 
of  thp  tulte  WRB  not  claimed  in  the  March  patent,  and  the  langnage  of 
Mr.  Justice  Bradley  in  Mill«r  v.  Brau  Co.  (104  C.  8.,  352)  is  therefore 
applk-ahle : 

But  il.  iiiTiKt  111;  rfiiieuliereil  llint  llii^  claim  of  a  spcciKa  device  or  conilii nation,  aiiri 
■n  oiiiiHHiiin  to  clniuiotberdevicfsori'oiubiiintioniiapparenton  tbefuceof  thf  patent, 
■mill  hiw  a  iledicaKonto  the  piililie  of  that  vrlilchM  not  claimed.  It  iaatleclaration 
tbnt  titnt  nhicb  is  not  elaimi-d  in  fitlinr  uut.  tbe  patentee's  invention,  or,  if  bit,  he 
tle<li<:ate8  It  to  ibr  pnblic. 

It  is  argued  lor  tbe  couiplaiuant  that  the  patent  in  sait  is  not  for  a 
particular  device,  bnt  for  a  combination,  and  that,  construed  most  favor- 
ably  forthe  defendants,  the  March  patent  disttlofieabutODeelementof  that 
oombiuntiou.  This  contention  preeients  fur  consideration  a  namber  of 
qaestioiis  not  argued  upon  tbe  motion,  but  which  may  jterhaps  be  suiD- 
dently  suggested  by  an  examination  of  SlatcMon  v.  Grand  St.  B.  R.  (107 
U.  8.,  ti49 ;  S.  C,  2  Sup.  Ot.  Rep.,  6ft3)  and  other  like  anthorities.  Al- 
thoogb  the  papers  presented  on  this  motion  have  been  carefnliy  exam- 
iued,  it  in  not  tbe  purpose  of  the  court  to  discuss  the  defenses  referred 
to  at  this  time  or  express  au  opinion  regarding  them;  they  should  be 
disposed  of  only  after  careful  consideration  on  finnl  liearing.  They  are 
mentioned  here  simply  to  show  that  the  defendants  hate  succeeded  in 
raising  a  sufScient  doubt  as  to  the  validity  of  tbe  complainant's  patent 
bo  induce  the  court  to  withhold  the  writ  asked  for  provided  tbe  oom- 
plaiuBut's  right  can  be  fully  protected  without  resort  to  so  positive  a 
remedy.  Where  an  injunction  will  work  great  injury  to  one  party  with* 
oat  corresiwnding  benefit  to  the  other,  it  should  not  ordinarily  issue, 
especially  where  adequate  protection  can  be  had  withoat  it 

An  injunction  should  issne  unless  the  defendants,  within  fifteen  daj's 
after  sei'Vice  of  a  certified  copy  of  tbe  order  entered  upon  this  decision, 
shall  givtt  a  bond  with  two  or  more,  sureties,  to  be  approved  by  a  ooiq- 
missioner  of  this  court,  conditioned  to  keep  an  account  of  all  the  lubri- 
cators inanufiictared  and  sold  by  them,  and  to  file  snch  acoount,  duly 
verified,  once  a  month  in  the  oSlce  of  the  clerk  of  this  cotirt,  and  to  pay 
tbe  amount  of  any  final  decree  which  may  be  awarded  against  them, 
the  penalty  of  the  bond  to  be  in  such  sum  as  may  be  agreed  on  by  tbe 
parties;  or,  if  they  are  unable  to  agree,  as  may  be  fixed  by  the  oourt 
upon  proof  by  affidavit  or  otherwise  of  tbe  extent  of  the  defendoDts' 
boainesa. 


D,g,l,..cbyGOOglC 
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ICnltal  SIMM  CIrnitl  Coon— Dirtriet  of  TamnL  1 

Vbbmont  Farm  Machine  Ooupany  et  al.  c.  Uabble,  Oohhib- 
BioNEB  OF  Patents. 

DiKAded  April  IR,  Is^i. 

«T  O.  O..  682. 

Where  a  bill  id  equity  U  biougbt  to  obtain  a  patent  (under  seoUua  4915,  B.  8.)  in  the 
diatrict  of  Vermont,  and  the  CommiBBi'iiier  ofPatentAacceptaaervice:  Htld,  that 
by  Huch  acceptance  the  CoiamiMloner  consented  to  be  fonnd  in  aniil  dixtrict, 
Auil  b'B  ftct  ill  thin  reapect  ii  binding  upon  hia  aucceuor. 

Motion  for  &  rehearing. 

Mr.  Frank  T.  Brown  for  the  Comtuiasiouer  of  Putento. 

Jfr,  WilliiDn  E.  ^■atonflH  for  the  orators. 
WhsELBB,  J.  : 

The  bill  iratj  brought  foriui  adjadicatioo  that  the  orators  vere  eutitled 
to  a  pateut  pursuant  to  aeotioo  491i>,  Beviaed  Statates.  The  det'eiidant 
aooepted  sei^'ice  of  the  aabixBiia  to  have  the  same  etfeot  as  if  duly 
served  ou  him  by  a  propei'  officer,  aud  aeknowledfced  receipt  of  a  csopy, 
bat  did  not  appear  in  court  nor  make  any  objectloa  to  proceeding  to 
decree.  After  hearing  the  orators  a  decree  was  made  and  eut«red  in 
their  favor.  (19  Fed.  Bep.,  307.)  The  present  Gommiasioner  non  stoves 
for  a  refaeariuir,  principaliy  upon  the  fcroocd  of  alleged  want  of  jiirisiUc- 
tioD  f»f  this  coart.  One  mode  of  attempting  to  show  that  this  uoiirt  has 
not  joriadictioii  is  by  olaiming  that  cbe  supreme  ooort  of  the  District 
of  Oolnmbia  has  exclusive  jorisdiction.  The  language  of  this  aection, 
however,  seems  to  predade  this  idea.    It  reiuls: 

Whenever  »  patent,  on  appliuation,  in  refased,  uitUt^r  by  ihc  (;uuiim>uiii>UFr  ef  Pul,- 
ante,  or  bj  the  anpreme  court  of  the  Diatrict  of  Cola lubia  iipoD  appeal  I'roiii  (he  Com- 
niMl(f..''r,  the  nppliMuit  ma;  have  remedy  by  bill  in  equity. 

This  seems  to  clearly  imply  that  the  remedy  may  be  else-.vbere. 
Wltipple  V.  Minor,  15  Fed.  Itep.,  117.  Another,  and  the  principal 
mode  is  by  claiiniug  that  no  circuit  court  of  a  district  away  from  the 
Patent  Office,  and  in.  which  the  Commissioner  does  not  reside,  can  ae- 
qnire  jarisdictiou  of  such  cases.  The  circuit  courts  have  original  jnrie- 
diction:  "Ninth.  Of  all  suits  at  law  or  in  equity  arising  under  the 
patent  or  copyright  laws  of  the  United  States."  (Ber.  Stat.,  sec.  629.) 
This  is  nnqnestionably  a  suit  so  arising.  There  is  no  restriction  upon 
proceeding  in  these  courts  in  such  cases,  except  that  civil  suits  against 
inhabitants  of  the  United  States  are  not  to  be  brought  by  original  pro- 
cess in  any  other  district  than  that  in  which  the  defendant  resides  or  is 
found  atthetimt<  of  service.  (Rer.  Stat.,  739.)  The  court  had  general 
inrisdiction  of  this  subject,  ard  the  defendant,  by  his  acceptance  of 
service,  confuted  to  be  found  in  this  district,  and  did  not  appear  in 
court  to  object  toTbeing  bound  by  his  consent.  ^r 

In  M  parte  SokoUekberger  (96  U.  S.,  369)  Mr.  Chief  Justice  Wait^Sn 
delivering  the  opinion  of  the  court,  says: 
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Tbo  aet  of  Coogrew  pnacriUng  the  pU««  whore  ■  penoD  mkj  1m  moA  la  not  om 
tJtetting  the  tconeml  JnrlidlotloD  of  the  oonrts.  It  is  rather  in  the  nature  of  a  per- 
MDal  exception  iu  favor  of  a  defeadaot,  and  oae  which  he  ma;  walro.  If  the  citiMn- 
■hipof  thepartiea  is  mfflelent,adeflBiidaTit  may  content  to  be  «nBd  anywhere  he  pleaiai, 
Snd  certainly  Jorlediotion  wiil  not  be  ousted  beoaasu  he  has  oonsented. 

Mere  do  qneation  was  made  before ;  now  when  one  on  this  dabject  is 
made,  it  ia  not  whether  the  Oommisaioner  oau  be  oompeUed  to  answer, 
bat  whetber  he  can  consent  to  be  sned  awa;  from  the  seat  of  QoveniT 
ment  and  his  residence.  Pre»tu8  v.  Elhteortk  (Mirror  of  Pat  OK,  35; 
Iiaw*H  Dig.,  103 ;  Wharton's  Dig.,  36j)  raised  the  question  as  to  the 
conipulHion,  and  uot  as  to  the  consent,  and  it  was  held  apon  apparently 
sound  reasoning  by  Jadge  Etandall  that  the  Commissioner  conld  not  be 
compelled  by  process  issning  out  of  the  circnit  conrt  for  the  eastern  dis- 
trict of  PennsT'lvania  to  answer  there.  The  qni>stion  of  joriodiotion 
fonuded  on  consent  did  not  arise.  It  is  Airtber  objected  against  the 
jurisdiction  here  that  the  conrt  conld  not-  compel  the  obedience  of  the 
Oommisaiouer  of  Patents  at  the  Patent  OfQce  to  its  deivee.  It  is  to  be 
presumed,  however,  that  a  high  officer  of  a  Department  of  the  Govern- 
ment will  do  his  duty  without  oompulsion,  or  even  oommand,  ^m  any 
quarter,  espedally  in  a  matter  where  he  has  no  interest,  nor  the  Gov- 
ernment any,  except  that  the  dnty  be  done.  This  providon  of  the 
statute  is  fhimed  according  to  this  view.  The  court  does  not  decree 
ttiat  the  Commissioner  shall  issue  a  patent,  bat  only  "may  adjndge 
that  sach  applicant  is  entitled,  according  to  law,  to  receive  a  patent  for 
his  invention  as  specified  in  his  claim,  or  for  any  part  thereof,  as  the 
fitcta  in  the  case  may  appear;  and  saeh  adjadioatioo,  if  it  be  in  fovor 
of  the  right  applicant,  shall  authori»  the  Commissioner  to  issne  such 
patent,"  &c.  Granting  the  permission  expressed  the  will  of  Congress, 
which  woald  he  sufficient.  Itfeither  the  adjudiiration  or  iasaing  the 
patent  under  it  will  conclude  any  individual  rights.  The  validity  of  the 
patent  will  be  open  to  trial  nuder  the  law.  Bat  if  it  is  not  granted,  no 
suit  Ibr  iufringemeiit  cau  be  bronght,  and  the  right  to  the  invention 
uanuut  be  judicially  tested.  This  jariadiotion  has  been  exercised  witb- 
ont  challenge,  except  in  Prentist  v,  Ellticortk,  before  cited;  EUUhorpt 
V.  RoberUon,  2  Fish.,  83. 

Ah  this  case  is  now  considered,  the  Jurisdiction  upon  the  consent  of 
the  Commissioner  seems  to  be  ample.  The  question  involved  in  the 
case  on  the  merits  was  purely  one  of  law,  requiring  the  production  of 
no  models  or  exhibits,  and  no  personal  attendance,  and  might  well  be 
submitted  anywhere.  Whether  under  the  cii-camstances  it  should  be 
snbniltted  here  rested  in  the  discretion  of  the  Commissioner,  His  act 
in  tliia  respect  is  bindiug  upon  hid  sacoesaor  like  any  other  lawful  act, 
and  it  oppresses  no  one.  This  grouud  presents  no  reason  that  appears 
to  be  sufficient  for  opening  the  cane.  All  the  grounds  now  urged  on  the 
merits  of  the  application  for  the  patent  were  fnlly  considered  before, 
and  no  auGHcient  reason  appears  for  going  over  the  gronnd  again. 

Tbe  motion  is  denied. 
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[UitMa  BtatM  Obeatt  Cowt->Mton  DMrlst  of  FanMarlnaU.] 

PbXIITIBS  V.  ElLSWOSTH,  the  L1.TS   OOHUiaaiONEB  OP   PITBNT8. 

DaMtd  Apra  11, 1846. 

ST  O.  0.,  623. 

1.  Wlwntbenat{onaoftb«iUtiitaHaaon«tniedt< 
an  two  Intarferlng  p*tenti  the  olroatt  n 
■Dt  U  ao  Inhabitant  or  when  be  may  be  found  It  Ilie  conrt  "  hsving  oognt- 
aancB,''  aud  where  an  original  application  for  a  patent  haa  been  refased  and  • 
mnodj  1>  wnght  in  eqnlty,  and  the  prooew  la  to  be  serred  on  the  CommiMionei 
of  Patent*,  then  the  elrcnlt  oonrt  of  the  DUtrlct  of  Colnmbla  le  the  proper 
tribntwl  to  entertain  the  nit. 

%.  An  objeetion  to  the  Jarladletion  of  the  idranlt  eontt  fn  Fenniiylvania  u  that  It  bM 
no  node  of  enfbreing  obedience  to  the  ideoree,  tiooe  the  oininit  oonrta  ontaide 
of  the  Diatriot  of  Coinmbia  hare  no  anthority  to  tieae  a  vrlt  of  mandamne  to 
«a  onoOT  of  the  United  Btatee  oomnumdlng  him  to  do  a  miDleterlal  act. 

STATBXENT  OF  THE  OABE. 

The  oomplainaat  filed  his  bill,  complaining  that  the  defoodaot,  as 
Oommiuioner  of  Patenta,  bad  reftised  to  grant  him  a  patent  for  oertain 
improTementH  made  by  bim  in  the  art  of  weaving  goods  of  varioas 
kiods,  and  prayed  the  coort  sboald  by  decree  order  the  letters  patent 
IH^yed  to  be  isaned.  The  defendant  filed  a  plea  to  the  jnrisdictiou  and 
a  general  demurrer  to  the  bill.  Mr.  B.  H.  Brewster,  for  CommiBsioner 
of  Patents,  maintained  that  the  court  haa  no  jtuisdictioo ;  that  the  de- 
fendant did  not  reside  and  was  not  within  its  juriadiction  at  the  time 
proceas  isaaed.  (Act  of  Congress,  see.  11, 1839.)  The  only  court  that 
can  bare  jurisdiction  at  any  stage  of  proceedings  to  obtain  a  patent  is 
the  oircnit  ooort  of  the  District  of  Colombia.  (Acts  of  1801  and  1810, 
4  Craocli,  421 ;  5  Cranch,  288 ;  8,  Wheaton,  699 ;  7  Cranch,  202 ;  1  Peters, 
O.  C.  B.,  480.)  Unless  tbe  ooart  has  jurisdiction  under  the  patent  lavs 
or  by  some  other  act  of  Congress,  the  bill  must  be  dismissed.  ■  (S 
Cranch,  173;  1  Wash.,  232;  4  Dallas,  7.)  The  patent  laws  contain  no 
provision  investing  the  circait  courts  with  suuh  antbority.  The  policy 
of  the  law  is  agalnat  the  exercise  of  this  authority.  The  Oommiesioner 
would  be  exposed  to  endless  trouble  and  inconvenience.  He  woald  be 
compelled  to  answer  at  tbe  same  time  at  different  points  of  the  Union, 
and,if  the  prayer  of  tbe  bill  were  granted,  to  carry  with  him  the  models, 
books,  papers,  and  documents  that  are  of  record  in  the  office  at  Wash- 
ington, when  thereby  the  public  interests  would  require  them  to  be  in 
the  custody  of  the  De^rtmeut  at  the  seat  of  Government.  (2  Kent, 
3S5  to  372 ;  Ptiillips  on  Patents,  313,  67,  379.)  The  law  furnisbes  a 
remedy  for  the  errors  of  a  haaty  examination  of  an  .application  for  a 
patent.  (Sec.  7  of  act  of  183C.)  The  complainant  must  strictly  con- 
form to  the  proviaioDS  of  that  act  before  lie  can  apply  for  the  inter- 
vention of  a  oonrt  of  equity,  even  had  this  conn  Juriailiution,  and  be 
moat  aver  in  bis  bill  that  he  haa  conformed  to  the  provisions  of  the  law . 


214  DECISIONS  OP   D.   S.    COUKTB   IN  PJlTBNT  CASKS. 

That  he  bss  not  done.  The  bill  does  not  state  that  he  has  oomplied 
with  the  prorisions  of  the  act  of  1830.  (Peters,  C.  C.  B.,  356;  3  How- 
ard, 441.)  The  Commissioner  of  Patents  is  the  jndge  created  by  law 
to  decide  opon  these  questions.  To  hini  must  application  be  made  «id 
renewed  after  a  certain  formal  method  laid  down  in  the  act,  and  Uiia 
ooart  conld  not  now  assnme  to  decide  the  question  even  had  it  conenr- 
lent  jnriediotion,  mach  le«s  when  the  ezclnslTe  Jurisdiction  is  vested  in 
the  Commissioner.  (9  Wbeaton,  532 ;  1  PAine,  620.)  This  coart  has 
no  ^wwer  to  enjoin  or  comuiaDd  an  officer  of  the  General  Oovemment 
residing  at  Washington  to  perform  any  act.  How,  then,  conld  it  enforee 
its  decree  T  1  Kent,  322;  3  Dallas,  42;  9  Peters,  674,  602;  8  PetorB, 
306;  12  Peters,  634;  13  Peters,  279  ;  7  Peters,  634;  7  Cranoh,  577. 

Mr.  Wain,  in  reply,  said : 

If  tbe  court  hM  no  Jurisdiction,  th«ii  the  party  kggiieved  !■  withoat  reni«df .  Hie 
uigiiiiient  ai  in  ooniwilmli  can  never  be  urged  to  deprive  man  of  his  righm  ftud  all 
legnl  proteotion.  The  Jurindietion  ia  eipreialy  given  by  the  sixteenth  section  of  the 
Mt  nf  1836  and  trnth  Ruction  of  the  act  of  11X19.  The  Uw  provide*  that  expon^ 
■ball  be  paid  by  ciiiDplitiuaQt  in  contemplntion  of  tbe  iuconvenienoe  to  which  the 
CoDimlMrionBr  might  be  snbJeot«d  in  complainte  like  thie.  If  partiea  are  eonfliMd  to 
the  coarla  of  tbe  DLtrict  of  ColDmbia,  then  they  conld  not  have  the  deoreea  of  tbe 
coorli  enforced  in  any  otber  part  of  tbe  Uaited  State*  exoept  In  their  local  Joriadic- 
tioa.  It  is  a  Darrowooniitmotion  of  the  law  in  oast  tbe  Jiirlsdiotion. 
BANDALL,  J. ! 

The  bill  in  tbis  case  charges  that  on  or  aboat  tbe  Sth  day  of  March, 
1843,  the  oomplainant  entered  a  oaveat  in  tbe  Patent  Offioe  of  the  United 
Statf-8  describing  certain  improvements  made  by  him  in  the  art  of  weav- 
ing, and  that  on  or  about  the  Sth  day  of  August,  1844,  he  referred  his 
petition  to  the  Commissioner  of  Patents,  wherein  he  represented  that  lie 
had  invented  ^rtaio  new  and  useful  improvements  in  the  apparaCas  for 
weaving  goo<^.s  of  various  kiuda,  aud  did  therein  claim  as  new,  as  speoi- 
fled  in  tbe  bill.  The  bill  further  charged  that  the  oomplaiuant,  having 
in  all  things  complied  with  the  terms  and  oonditions  of  the  act  of  Con- 
gre»>s  in  such  cases  m.ide,  having  furnished  specifications,  drawings,  and 
models,  ami  paid  into  the  Treasury  the  legal  fee,  he  did  pray  that  let- 
ters pat«n<>  of  the  United  States  might  be  granted,  vesting  in  him  and 
his  legal  representatives  the  exclusive  right  to  the  said  invention,  &c., 
and  that  the  Commisdoner,  intending,  &c.,  absolutely  refuses  to  comply 
with  the  said  reasonable  request.  After  stating  the  formal  excuses  or 
pretenses  and  propounding  certain  interrogatories,  the  orator  prays  that 
a  copy  of  the  bill  may  be  served  on  the  Commissioner  of  Patents,  and 
that  he  muy  be  required  to  answer,  to  produce  the  speciflcation,  model, 
drawing,  and  claim,  and  that  tbe  court  will  order  and  decree  that  the 
letters  patent  be  issued,  as  specified  in  his  claim.  To  this  bill  tbe  de- 
fendant has  filed  a  speci»I  plea,  denying  the  jurisdiction  of  this  coort, 
"  because,"  he  says,  "  the  supposed  causes  of  complaint,  and  each  and 
every  of  them,  accrued  out  of  the  jurisdiction  of  this  court,  and  that  the 
said  defendant,  Commissioner  as  aforesaid,  was  not  foand  within  tJie 
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jorisdietioD  of  the  ooart  at  the  time  of  serving  tbe  writ  in  this  oom- 
I^MDt,  ncv  WM  he  AD  InhabitBQt  within  the  jarifidietion  of  this  coart  at 
the  time  of  serrinff  the  writ  of  sabpcens  on  this  complaint,  and  that  he  is 
Dot  liable,  as  Commiasioner  as  aforesaid,  to  the  juriadiotionof  thin  oonrt" 
He  has  also  filed  a  general  demorrer  to  this  bill.  It  is  admitted  that 
ttnleas  the  jnrfsdietion  is  given  by  the  sixteenth  wetion  of  the  act  of 
JBI7  4, 18M  (i  Story,  36, 11),  and  the  totth  section  of  the  aot  of  Mareh 
3,  lti39  (9  Laws  U.  S.,  1020),  the  complainant  caanot  have  the  relief 
prayed  for  in  this  court. 
By  the  seventh  section  of  the  act  of  1836  it  is  enacted — 

That  na  th«  filing  of  an;  laoh  kppliMtioD,  deaorfpUon,  mnd  ipBciftoktlon,  »nd  tba 
PAjmeat  of  the  dntj  hsMlomftm-  provided,  tbe  Commiadoasr  eh^  make,  or  eaoM  to 
be  laade,  an  sxamlnatiaii  of  tlie  alleged  new  inTentlan  or  dieoovery ;  and  if  on  aoy 
Boch  namtnation  it  shall  not  appear  to  tbe  ComnilnloiieT  that  the  aaioe  had  been  in- 
vented or  diaoOTered  by  any  other  perioii  in  this  ooDBtay  prior  to  the  alleged  liiveu- 
tioa  or  dieeovery  thereof  hy  the  applioant,  or  that  it  had  been  patented  or  deaeribed 
in  any  printed  pablleattOD  in  thia  or  any  foreign  country,  or  had  been  in  pnhlio  nae 
«•  am  aala  vlth  the  applieanfa  eonaent  er  all«wa&ea  prist  to  the  appUoatiok,  If  the 

««haUdaealt  tobeanflkiantlyMeAtlandunpoitaDt,  itaballbaUadnly 
it  therafbr.     But  whenever  on  eooh  ezamination  it  ahall  appear  te  tbe 

ir  Utat  the  aiq>1icant  was  not  the  ortgiaal  and  Bret  inTsntor  or  diaMTerer 
tberaof,  oc  that  any  part  of  that  whleh  ia  elaimed  aa  new  had  befbre  been  invented  or 
dJaooTeiei),  or  patented  or  deaeribed  in  any  printed  pnblicatton  in  thia  or  any  foreign 
ooontry,  aa  afiireaald,  or  that  the  deeeripti(»i  ia  defeoilve  and  iniafflaient,  he  ihall 
n»tiiy  the  applieant  tbereol^  giving  him  briefly  anoh  information  and  referenoea  •• 
may  be  naefal  In  Jodglng  of  the  propriety  of  reueirlog  hi*  applioalion  or  of  alteripg 
Ua  ■peefSoation  to  embraee  only  tliat  part  of  the  invention  or  dieeovery  which  ianew. 
In  tntrj  MMheaae,if  theappltoaat  ihall  elect  to  withdraw  hii  application,  raltnqaiah- 
ing  U*  olalm  to  the  Model,  ha  ehall  be  entitled  to  reoeive  baek  twenty  doUara,  part 
oftkednty  requited  by  thtaaot,  on  flllDg  a  notice  in  writing  of  Baeh  election  in  the 
Patent  Odea,  a  eopy  of  whioh,  oertified  by  the  CMumiMloner,  abalt  be  a  enfltalent  war- 
rant to  the  Treaeorer  for  paying  back  to  the  aaid  applioant  the  aald  inm  of  twenty 
dollars ;  bot  if  the  applioant  in  snch  oaee  ehall  persist  in  hia  olaim  for  a  patent,  with 
•r  without  any  alt«ratian  of  hia  specification,  he  shall  be  required  to  make  oath  or 
afllrmation  anew  In  themanneraa^oreaaid;  andiftheepeoiflcatloaandelaimshBllnot 
have  been  to  modified  ae  in  the  opinion  of  the  Couimisaioner  aball  entitle  the  appU- 
ennt  to  a  patent,  he  may,  on  appeal  and  npon  request  in  writing,  have  the  deeision 
of  aboard  of  ezaminerat  to  b«  oompoeed  of  three  dIsintercsMd  persons,  who  shall  be 
i^pointed  for  that  purpose  by  the  Secretary  of  State,  one  of  whom  at  leaat  to  be  ee- 
loetod,  If  praetieable  and  ooDven^ent,  &r  his  knowledge  and  skill  in  the  partienlar 
art,  mannfacture,  or  branch  of  •elenoe  to  which  the  alleged  invention  appertains,  who 
Aall  ba  under  oath  or  afflnnation  for  the  faitiifbl  and  impartial  performance  of  the 
dotj  lapoaed  upon  them  by  said  appointment.  Said  board  shall  be  ftimisbed  wlU 
a  eartUcate  tn  writing  of  the  opinion  and  deoidon  of  the  Commissioner,  stating  tbe 
partienlar  grounds  of  hts  objection  and  the  part  or  parts  of  the  invention  whioh  he 
een<id«iTS  are  not  entitled  to  be  patented ;  and  the  said  board  shall  give  reasonaUe 
■otiee  to  Uw  applieant  aa  well  as  to  the  Commissioner  of  tbe  time  and  plaoe  of  their 
weetinn,  that  they  may  have  an  opportunity  of  fdmishing  them  with  sach  fitota  and 
evMaaee  aa  they  may  deem  neoenary  to  a  Jaat  deolalon ;  and  it  shall  be  the  duty  ef 
the  CoBvlarioaer  tn  fimish  to  the  board  of  examiners  each  infbnnatioo  as  be  may 
posaaa  ralattve  to  the  matter  under  their  considemtlon ;  and  on  an  examination  and 
eaMUantfOB  af  tha  mattaa  by  such  board  it  shall  be  in  their  power,  orofamitfarity 
«nhM,tar»Tefa»tlMdeelai(noflheCommlsriiHMr,elt]wrinwhoUoruipart;  nad 
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llMir  opinion  being  MCtlHed  to  tbe  CommlHlonw,  he  ihall  1m  jpfTMned  thwfcr  Is 
tdw  tatibM  piwMdiBCi  to  b«  lutd  on  tnota  i^pUoktlon :  Frtwlitt,  ImMMt,  Hat,  b«- 
ftn  •  boud  ihall  b«  InBtllnted  In  mi j  uoh  mm  ths  «pplla«it  ihall  paj  to  tha  endlt 
«f  the  Treuniy,  aa  provided  in  Uie  nlotli  aeotlon  of  tliii  Mt,  the  anm  of  tw€o^>flT« 
dollara;  andeacliof  Hiid  penoiw  wo  ftppointed  shall  be  entitled  to  leoelre  tot  bla 
aatrloea  In  eaob  caae  a  anm  not  exeaedlng  ten  doUara,  to  he  determined  and  paid  by 
tke  Conunltaluner  out  <if  any  monef  ■  in  bla  handa,  vhleh  ahall  be  In  fnll  omnpanaa 
Uon  to  the  peraooa  who  luajr  be  m  appointed  for  tbair  exaainatiao  and  eertlBaata  aa 
afineaald. 

The  eighth  section  provideB— 

That  whenever  an  applioation  ahall  be  made  for  a  patent  whieli,  in  the  opinion  of 
the  ComiiilaaioDer,  wonld  Intet&re  witii  aaj  other  patent  forwhieh  an  ^plicaUoa 
may  be  peodtng,  or  with  aoj  onozpired  patent  which  ahall  have  been  granted,  ii 
ahall  be  the  duty  of  the  Commf  Nloner  to  give  notioa  thereof  to  nob  ^pUoant  or  pat- 
entee, aa  the  ease  may  be ;  and  if  either  ahall  be  dlsiatlafled  with  the  deelalon  of  tite 
Commliaioner  In  the  qaeatlon  of  priority  of  right  or  inTention,  he  may  appeal  trma 
aooh  deoUlon  on  the  tike  term*  and  oondltioo*  aa  are  provided  In  the  praeeding  aae- 
tlon. 

The  sixteeDth  section  then  enacts — 

That  whenever  there  ihall  be  two  Interfering  patenta,  or  whenever  a  patent  or  ap- 
plioation ahall  hare  been  refhaed  on  an  advarae  deolaion  of  a  board  of  examlnera,  oa 
the  gtonnd  that  the  patent  applied  for  wonld  itutrftrt  with  tm  n»t^ir»i  pa(«al  pr*- 
aieac^fraated,  any  peraon  InteTCRted  in  any  eooh  patent,  either  by  aaalgnment  or  other- 
wbe  In  the  one  oaae,  and  any  itnoh  applloant  In  the  other  caae,  may  have  remedy  by 
bill  In  equity;  and  Uie  oonit  having  oogniaaoM  thereof,  on  notice  to  adveiee  paitlea 
and  other  dne  prooeediugB  had,  ma;  adjadge  and  declare  Mihtr  tbe  pateata  void  In 
tlM  irhole  or  In  part  or  looperative  and  invalid  In  an;  partlenlar  part  or  poitioB  of 
tlw  United  Btatee,  aooordlog  to  the  Inteieat  which  the  partiee  to  looh  mit  may  poa- 
aeaa  in  the  patent  or  the  Inventiooa  patented,  and  may  alao  a^Jndge  that  anoh  appll- 
oant ia  entitled,  according  to  the  prinolplea  and  provlaloni  of  thii  act,  to  have  and 
leeelve  a  patent  for  hla  invention  aa  tpecl&ed  in  hia  claim,  or  for  any  part  thereat  aa 
the  faot  of  priority  of  right  or  invention  ahall  in  any  anoh  oaae  be  made  to  appear ; 
and  BDoh  adjDdlcation,  if  It  be  in  tavor  of  the  right  of  aneb  applicant,  ahall  anthoi> 
lie  tbeCoramlMloneTtoiune  anch  patent  on  hie  tiliogaoopy  of  the  a^Jndlcatton  and 
otherwise  oomplying  with  tlie  reqaiaitiona  of  thia  act:  PrvMtd,  tAwnwr,  That  no 
aaoh  Jndgment  or  a^jndtcatinu  ahall  affect  the  ilghta  of  any  peraon,  except  the  par- 
tlea  to  the  action  and  thoae  deriving  title  fh>ia  or  nnder  them  anbjeet  to  theiendition 
of  BDch  Judgment. 

This  section  gives  the  remedy  by  bill  In  equity  to  those  cases  only 
IHDvided  for  by  tbe  eighth  section  of  this  act ;  bat  by  the  t«nth  sectioa 
of  the  act  of  1839  It  is  declared— 

That  the  proviaioni  of  the  lixteeoth  aeotlon  of  the  before-recited  act  ahall  extend 
la  all  cuu  wJitrt  palenti  art  r^iaed  /or  angraueni  Khatmer,  either  by  tbe  Commla- 
aioner  of  Patenta  or  by  the  chief  Jiuttce  of  the  Diatriot  of  Colombia,  upon  appeali 
ftom  tbedtciaion  of  aaldCommisaloDer,  ai  well  aa  when  tbe  aame  ahall  have  been  le- 
ftiaed  on  account  of  or  by  reaaon  of  interfereooe  with  a  previonaly-exlatlng  parent ; 
and  in  all  caaea  where  there  ia  no  opposing  party  a  copy  of  the  bill  ahall  be  aervad 
Upon  the  Com  ml  Kioner  of  Patent*,  when  the  whole  of  the  expenaet  of  the  proceeding 
ahall  be  paid  by  the  applicant,  whether  the  final  deolalon  aball  be  in  hia  favor  or 
•therwlae. 

The  effect  of  thia  section  is  to  give  to  all  persons  whose  applications 
are  refused  under  the  seventh  section  (and  vho  were  ooaoladed  by  the 
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deoision  of  the  board  of  oommfsSionera  ander  the  act  of  1836)  the  same 
remedy  as  was  provided  for  those  who  came  within  the  provision  of  the 
eighth  seotimi.  The  remedy  is  by  bill  in  eqnity  tn  the  ooart  iaving  eog- 
niMonee  tkertof. 

Od  the  put  of  the  oomplainant  it  is  contended  tbat  inasmnch  as  the 
Mveoteeuth  section  of  the  act  of  1836  declares — 

That  >II  actloiu,  lalta,  oontTovamts,  >nd  cbmb  ariuDg  nuder  any  law  of  the  Uuited 
StMtoa,  granting  or  oonflnning  to  tnveotori  the  exolnstve  right  to  their  InTentloiia  or 
diaeoTeriaa,  shall  be  ori^naUy  oognisable  aa  well  In  eqnity  mi  at  Ikw  by  the  oirenit 
■onrta  of  the  United  State*,  or  ftny  dietriot  eonrt  kavisf  UepowcroadJaritdleMeaqf  a 
«<r— il  mwrt— 

that  Cootnees  did  not  intend  to  give  Jurisdiction  to  the  coorts  of  the 
District  of  Oolambia,  where  there  is  no  distriot  oonrt  having  thtpovtr 
•S*  MTVKit  murl,  but  to  the  courts  of  the  United  States  established  by 
(he  Judiciary  act  of  1789,  and  the  oomplainant  being  a  resident  here 
tbia  ooort  has  the  jnrisdictioa. 

In  the  oonstraotiou  of  statutes  every  part  of  the  act  and  acts  in  fori 
M«(0i-ia  are  to  be  taken  together  for  the  purpose  of  disooveriug  the  in- 
tention of  the  legislature,  which,  when  ascertained,  is  to  prevail.  It 
ah^  be  so  construed,  if  possible,  that  no  clause,  sentence,  or  word  shall 
be  rendered  snperflnoos  or  void ;  and  when  great  incouvenienco  will  re- 
salt  from  a  particular  ooustraotion,  that  ooustruction  shall  be  avoided, 
unless  the  meaning  of  the  legislatare  be  plain,  in  which  case  it  most  be 
obeyed.    (2  Granch,  386.) 

With  these  mles  in  view,  let  ns  examine  the  question  presented  for 
eonmderation. 

By  the  section  of  the  act  of  September  24, 1789,  establishing  t^e  jn- 
dieial  courts  of  the  United  States,  it  is  enacted— 

That  UD  peiaon  ihallbe  arrested  Id  one  district  for  trial  in  another  in  a  oivil  action 
b«A)re  a  olrcnit  or  dletriot  oonrt,  and  no  olril  eait  or  action  shall  be  bronght  before 
either  of  the  eaid  oqnrte  againat  an  inhabitant  of  the  United  Statee  by  any  origin^ 
gweaei  In  any  otlier  dlattiot  than  tbat  wktrM/ht  it  am  inkabUant  or  (a  wUok  Ite  «i«U  te 
/•Bii4  at  the  time  of  eerrlng  the  writ. 

The  third  section  of  the  act  of  February'  37, 1801,  concerning  the  Dis- 
triot of  Golnmbia  (^  Story,  2089,  appx.),  declares— 

There  ahall  be  a  oonrt  In  the  eaid  District  which  shall  be  called  the  "  oinoit  oonrt 
of  the  Dlatriot  of  Columbia ; "  and  the  said  oonrt  and  the  Jailgee  thereof  eliall  have 
all  the  power  by  law  vested  in  tbu  circuit  oourt*  and  the  Judges  of  the  circnit  coarte 
of  the  United  Stale*. 
And  by  the  fifth  section- 

Tbe  said  oonrt  shall  hare  cognlEance  of  all  cases  in  law  and  Minity  between  partiee 
both  or  either  of  whom  shall  1m  a  resldeut  or  found  wlihin  said  District. 

The  fourtL  section  of  the  act  of  March  3, 1815,  vesting  more  efect- 
ually  jurisdiction  in  Stale  courts  (2  Story,  1531),  euacts— 

That  the  district  courtsof  the  United  States  shnll  hare  cogulzance  cononrreiit  with 
tbe  oonrts  and  magistrates  of  the  sevunil  States  anil  the  cirouit  cnurts  of  the  United 
Statea  of  all  snlta  at  common  law  when  tbe  United  States  or  any  oEBcer  thereof,  nuder 
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tfa«  anthorltf  «f  MiBotof  CoDgTCMBhftll  tne,ftltlioa|[h(tiedabt,eUiiu,OTotlieTnUktHr 
in  diiipnte  •tutll  not  amonot  to  oue  hnntlred  dolUra. 

Yartoiw  other  statutes  have  been  paotied  either  impoeiag  penalties  or 
pro%-idinK  relief,  iu  whirh  it  la  said  the  district  or  circaits  ooartt  of  the 
United  States  shall  have  jariMliotioD  ;  bat  in  all  snch  oases  it  is  ander- 
stood  the  ioteDtion  of  Coagress  was  to  give  jiirisdictioB  to  those  oonits 
according  to  well-known  and  settled  principles.  These  prinoiplee  are, 
that  process  for  the  instilntion  of  a  salt  either  at  law  or  eqnity  in  the 
district  or  oiroait  vonrts  shall  not  run  beyond  the  limits  of  the  district 
for  which  the  oonrt  fixHn  which  it  issnes  is  held,  and  that  the  cirenit 
coart  for  the  District  of  Golnmbia  has  fall  equity  powers  where  both  or 
either  of  tbe  parties  shall  foe  found  within  Uiat  jarisdiction.  1%e  pro- 
hibition of  the  service  of  process  out  of  tbe  jnrisdiotioa  is,  however,  a 
personal  privilege  whioh  may  be  waived ;  bat  in  the  prenent  case  tbe 
defendant  has  availed  himself  ot  the  first  opportunity  to  make  the  ob- 
jections. 

Another  objection  to  the  jarisdiction  of  Gob  court  is  t^e  mode  of  en- 
forcing obedieaoe  to  its  decree.  It  is  to  be  presumed  that  a  wmrt  will 
not  take  cognisance  of  a  caose  aoless  it  cau  execute  its  judgment.  Now, 
if  this  court  sboald  take  jurisdiction  of  the  complaiuanfn  bill  and  decide 
tbat  be  is  entitled  to  a  patent,  how  can  that  de<:iBion  be  enforced  if  the 
Commiaaioner  shoald  reftise  to  issue  the  patent!  The  proper  remedy 
would  seem  to  be  by  a  mandamns ;  bat  the  Supreme  Oonrt  have  dedded 
that  the  circait  courts  oat  of  the  DisCrictof  €k>lambiabavenoanthoritj 
to  issue  a  writ  of  mandamns  to  an  officer  of  the  United  States  ooinmand- 
ing  him  to  do  a  ministerial  act,  but  that  the  circoit  court  for  the  Dis- 
trict of  Columbia  has  such  power.  (Kmdall  v.  UnitMl  8tate$,  12  Peters, 
525.)  In  every  aspect  of  the  case,  it  appears  to  me  chat  this  court  has 
no  jurisdiction  of  the  complaint.  By  this  construotiou  full  effect  may 
be  given  to  every  word  of  tbe  section  under  consideration :  Where  tbete 
are  two  interfering  patents  the  oircnit  court  of  the  district  whereof  the 
defendant  is  an  inhabitsnt  or  where  be  may  be  found  is  the  conrt  "hav- 
ing cognizance,"  when  an  original  application  for  a  patent  has  been  r»- 
fiised  and  there  is  no  opposiug  party,  so  that  the,  process,  a  copy  of 
whioh  is  to  be  served  on  tbe  Commissioner  of  Patents,  the  circuit  coart 
of  tbe  District  of  Columbia,  of  which  the  Coinmisaioner  is  an  inhabitant, 
and  which  can  enforce  its  judgment,  is  the  prop^*  tribunal.  This  view 
also  Avoids  the  great  inoonveuienoe  which  wonld  result  th>m  the  oon- 
stmction  contended  for  by  the  iwunsel  for  the  complainant. 

The  bill  prays  that  the  Oommissioner  be  required  to  i>rodaoe  on  the 
hearing  the  specifications,  models,  drawings,  &c.,  and  these  may  be  oeo- 
essary  to  enable  the  court  to  determine  upon  the  validity  of  the  appli- 
cation for  a  patent.  If  the  Commissioner  can  be  required  to  prodaoa 
these  in  this  oonrt,  be  may  with  as  maoh  propriety  be  caJled  on  to  answer 
similar  applications  in  any  oiroait  court  of  the  Union;  an  inoonvenienoe, 
to  say  tlie  least  of  it,  which,  if  it  had  been  intended  by  OoogresB,  ttier 
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mmld  hare  nsed  plain,  precipe,  and  clear  langoage,  sQcb  as  woald  uot 
leave  the  intentioQ  open  to  jadioial  coastraetion  or  leave  it  liable  to  be 
miMinderstood.  Tliis  view  reuders  it  niineoessary  to  consider  the  argu- 
ment nr{;ed  iu  support  of  tbe  demurrer. 

The  plen  to  tbe  jurisdiction  is  soatoined,  and  the  bill  dismiwed  for 
want  of  jorisdiction. 


(TTBtUi  SIMM  Ciictft  Court— WMtn  DUtclot  ef  PMiiia>'l<«Bl*.l 

Bbaj>lky  et  al.  V.  Dull  bt  al. 

DeetOtd  Marck  X4,  1084. 

27  0.  a.,  tan. 

itof  >  pataiit  by  kh  adiiiiniatr>tnriH  Talid  under  fhekotof  Jnly  S,  1870. 

ThB  deeiriun  ia  the  eue  of  The  Shaw  ReJItf  Vaht  Compmf  r.  Tki  Citf  of  Iftm 

BtiftrA  Kpprored  od  thia  point. 
9.  A  part  wlleh  nndn  o«rtmin  condltlona  may  be  »  aervfeeBbk  kddiliini  to  tbe  na- 

ehine,  bnt  ia  not  iudiapengable,  and  it  not  mentioned  in  the  oUlm,  held  not  t» 

be  kn  element  of  the  patented  oombinatiou. 
3.  Patent  granted  December  12,  1S71,  to  Allen  H.  Bainaan,  oomtrued,  anitaiDad,  and 

held  to  be  in^inged. 
Meaart.  BakewM  A  Kerr  for  the  oomplainauts. 
Mr.  George  H.  Ohrittg  for  the  respondents. 
AOHESON,  J.; 

The  grounds  of  defense  are,  Srst,  that  the  plaintiffs  have  not  ahomi  title 
to  the  patent  sued  on,  and,  second,  that  there  ha6  been  no  infringement 
by  tbe  defendants. 

1.  The  patent  was  granted  on  December  12, 1871,  to  Allen  H.  Ban- 
man.  He  snbsequently  died  intestate,  and  letters  of  administration 
apon  his  estate  were  duly  issned  to  Beuben  P.  Bauman,  who  as  admin- 
istrator sold  and  assigned  the  patent  to  the  plaintiffs.  Tbe  defendants 
eontTOvert  the  title  thas  acquired,  maintaining  that  upon  tbe  death  of 
the  patentee  intestate  the  patent  became  vested  in  his  beirs,  and,  there- 
tare,  that  the  administrator  was  without  anthority  to  make  sale  and 
assignment  thereof.  The  argument  is  based  on  the  change  in  the  pat- 
ent law  made  by  the  twenty-second  section  of  the  act  of  July  8,  1S70 
(leprodaced  in  section  4884  of  tbe  Revised  Statutes),  whereby  it  ia  en- 
acted that  the  patent  shall  contain  "  a  grant  to  the  patentee,  his  heirs, 
m  assigns,"  the  previous  legislation  having  provided  for  a  grant  to  the 
"patentee,  his  beirs,  administrators,  executors,  or  assigns."  This  change, 
in  omnectioQ  with  some  other  provisions  of  the  existing  law,  it  is  con- 
tmded,  indicates  an  intention  on  the  part  of  Congress  to  seonre  the 
bciieflts  of  ^e  invention  to  tbe  heirs  of  the  deceased  patentee,  in  case 
of  intestaoy,  to  the  exclusion  of  the  administrator.  An  impressive  arga- 
■eat  was  maiie  by  connsel  in  aapport  of  this  view.  Bat  the  contrary 
his  just  been  deeided  in  the  first  circoit  id  tbe  case  of  The  Sluue  Btti^ 
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Valve  CompaKg  v.  The  OiigofSew  Be^ord,  in  which  was  iarolved  tha 
identical  qaestioD  now  before  me.  To  the  able  opinion  or  Jodge  Lowell 
la  that  case  I  can  add  nothiag.  Adopting  his  eonolasioD,  I  most  over- 
rnle  this  defense. 

2.  Whether  or  not  the  defendants  infringe  depends  oo  the  aonstrac> 
tiOD  to  be  given  to  the  claim.  The  sobject-matter  of  the  p»tent  U  ft 
machine  for  drying  sand  and  gravel.  The  invention  (so  the  speciflcft- 
tion  declares)  relates  to  the  combination  of  iron  or  metal  pipe  or  pipes 
BO  oonstracted  and  arranged  in  parallel  and  longitodinal  lines  as  to  form 
a  sorface  upon  which  the  wet  sand  or  gravel  is  placed  to  be  dried  by 
the  application  of  fire  or  steam.  The  sarfbee  formed  by  the  pipe  or 
pipes  forms  the  bottom  of  a  box  or  Arame  which  eontains  the  wet  sand 
or  gravel.  The  pipe  or  pipes  thronghoat  the  whole  surface  are  heated 
by  fire  or  steam  passing  throngh  them,  so  as  to  dry  the  sand  or  gravel, 
which,  when  dried,  slips  and  passes  throogh  the  openings  or  spac^ea  be- 
tween the  lines  of  pipe,  the  wet  sand  or  gravel  iu  the  box  or  frame  above 
drying  gradually  and  passing  throngh  ready  for  shipment  and  nse. 

A  A  ti  the  box  or  frftm«  to  wUoli  fhm  ««t  vHid  or  gnvel  It  plaoed  prapsmtorj  to 
b«ln2drl«d.  The  bottom  of  thie  box  orftrnme  le  formed bj  the eeteofpipeeehownbj 
e  e,  Ac.  On  the  >ar&ee  formed  by  theee  pipe*  the  wet  aktid  or  gtsvol  recta  >nd  «d- 
heiee  antll  It  beoomet  dried,  when  tt  peuee  through  the  opantngi  or  ■pkoea  between 
the  pipee. 

If  Are  is  ased,  the  pipes  are  heated  trom  a  Ure-cbamber  at  one  end, 
the  dre,  beat,  and  smoke  passing  through  the  pipes  into  flues  at  the 
other  end ;  bnt  the  arrangement  described  for  heating  the  pipes  is  some- 
what different  when  steam  is  employed.  In  the  body  of  the  specidca- 
tion  occurs  the  following  passage : 

lannedUtely  nndemeMh  the  whole  of  the  eorfboe  formed  U;  the  pipeit  ii  pl»oed  e 
wirn  tieve,  F  F,  to  prevent  the  isnd  or  grsvel  tiom  paasing  too  rupidly  through  the 
■pkces  or  openlDga  between  the  pipes,  mad  before  the  Mme  ii  soffloieDtly  dried,  the 
(leve  ao  need  to  be  ooeTse  or  Sob  eocoriUug  m  the  aftnd  or  grarel  ie  co*rM  or  flue. 

There  is  but  a  single  claim,  which  is  iu  these  words : 

The  appomtut  herein  deacribed  fur  drying  gravel  or  utnd,  oouKietlng  of  the  flre- 
ehamber,  flnea,  heating- pipae,  and  o«ae,  ell  conetrnoted  end  arranged  enbetanttally 
••  eet  forth. 

The  word  "case  "does  not  appear  in  the  descriptive  part  of  tbesped- 
'  flcation,  and  is  nsed  in  the  claim  only.  What  does  tb?  term  compre- 
hend 1  The  defendants  insist  that  it  iudndea  the  sieve  F  F  as  an  es- 
seutial  constjtoeiit ;  and  as  they  do  not  nse  a  sieve  or  any  substitate 
tiberetur,  it  is  contended  that  they  do  not  infringe.  Webster  defines 
''case"  to  be  "  a  covering,  box,  or  sheath ;  thitt  which  inctoees  or  ooa- 
tains."  Now,  tnntlng  to  the  specification,  we  discover  that  A  A  is  a 
*'  box  or  fr&toe  "  in  which  the  wet  sand  or  gravel  is  placed  to  be  dried. 
What  constitutes  the  bottom  of  this  boxl  Is  it  the  sieve!  Certainly 
not,  if  the  specification  is  to  furnish  the  answer,  for  it  distinctly  asserts, 
not  once  only,  but  twice,  that  the  bottom  of  the  box  or  frame  A  A  is 
composed  of  sets  of  pipes  so  constructed  as  to  form  a  surface  opoo 
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whidi  the  wet  aaad  or  gravel  rests  daring  tbe  drying  process.  We 
hare,  therefore,  the  "case"  oomplete  in  all  its  parte  without  the  aid  of 
the  sieve  F  F.  Id  foot,  It  Is  not  an  essential  part  of  the  machine,  fin 
wtthoQt  Its  00-operatioa  the  apparatus  suocessftilly  performs  Its  con- 
templated vork.  The  tnith  seems  to  be  that  the  sieve  ander  certain 
oouditioos  ma;  be  a  serviceable  adilltiOD  to  the  maehine,  bat  is  not  an 
indispensable  part;  and  as  it  is  not  mentioned  in  the  claim  and  Is  not 
neeessary  either  to  consUtote  tbe  "case"  or  to  tbe  sooceesfol  vo^ng 
of  the  sppuatos,  it  would  seem  to  be  a  fair  oonolosion  ttiat  it  Is  uuran 
element  of  the  patented  oombination.  This  view  bat  conforms  to  tjie 
spirit  of  the  rale  for  the  interpretAtioo  of  patenu  aathoritativel;  de- 
elared  in  Kloin  v.  Bunell  (19  Wall.,  466),  where  It  is  said : 

Tbe  conit  aboold  prooMd  in  » llb«nl  •pirlt,  ao  »>  to  raitalBthapkUat  Mid  Uieoon- 
ibaetioa  olAinied  by  tlka  patentee  binuelf,  if  thU  oan  be  dose  eentleteiitly  with  the 
laagnajce  he  baa  employ ed. 

Let  a  decree  be  entered  io  fiftv<»'  of  the  plaintUb. 


rSapnM  Cnrt  b(Um  INatekt  •TCataBWiL] 

UnTHD  States,  bx  bel.  Jahbs  8.  Gorton,  v.  Buttbbwobth, 

COKMISBIONKB   OP  PXTBNTB. 
DttUedAfHl  K,W>i. 

87  0.  G.,  717. 

L  The  qneatloB  whetbw  en  appeal  from  the  deoialon  <rf  the  Prinair  Examiner,  »• 
qniring  a  divUiion  of  aa  applieation,  should  be  heard  by  tbe  Enwiiiien-ln-Chlef 
o^  by  the  CommlHaiODer,  is  a  matter  of  admin  iatiative  diaerimlnatioii,  and  la 
not  wltbio  tbe  eoBtrot  or  aaperriBioa  of  the  oonrt,  bat  belongs  t«  the  adminis- 
tntive  part  of  the  OoTemmnnt. 

S.  It  ia  doabtAil  whether  olalou  to  tbe  proecaa  and  to  tiie  inetmmentalltiee  of  the 
proeeas  conatitnte  two  aubjeeta  of  patenta.  It  wonid  aeen  that  the  prooeaa  to 
not  patentable  >i  all. 

Before  Chief  Jostice  Cabtteb  and  Jnatioes  Oox  and  HaoAbthub. 

Jfr.  A.  PoUok  for  the  relator. 

Mr.  Frank  T,  Brown  for  tbe  CommiasioDer. 

Chief  Jaatice  Oabtteb  delivered  the  opinion  of  the  coort: 
In  the  matter  of  the  TJuited  States  ou  the  relation  of  James  S,  Gor- 
ton V.  Benjamin  Butterwortb,  Comiuissiouer  of  Patents,  which  is  an- 
other application  for  a  mandttinas,  a  great  deal  of  learning  has  been  ez- 
peniled  upon  it;  but  after  all  it  nettled  more  to  enlighten  the  court  to 
iudace  them  to  the  isHaiiig  of  a  mandamos.  There  was  jast  enoiigh 
learning  and  there  wvre  jnst  enough  facts  exhibited  to  leave  the  court 
in  doubt  whether  it  ought  to  interfere  nt  all.  The  case  preaeat^tl  in  the 
raandamos  is  a  uoiitlict  or  a  'confusion,  whichever  it  ma,v  be  entitled, 
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between  the  ezeroiBe  of  jadiowl  »nd  adminietn^Te  power  In  die  Patent 
Office.  The  ooart  has  held  repeatedly,  and  has  held  to-day  to  the  oase 
we  have  jnst  decided  {Hoe  A  Vo.  v.  Tlu  OoMmiwiofiw  ofPatnta],  that 
tlie  Patent  Offlee  has  adminutrative  aapervtaion  of  tiie  bnsineM  of  that 
Office  in  iu  eoonomiea,  it*  poUoe,  and  its  direeljon,  and  of  nuuuaihj 
MBst  hara,  aad  diat  anthority  is  dire^ty  granted,  and  that  as  fiu  a« 
thrir  adwinistowtiTe  duties  are  oonoemed  this  court  has  nothing  to  do 
with  them  save  hy  in^ieal,  and  then  only  in  the  diseharge  ot  their  judi- 
oial  aot  gfriag  into  jo^nent.  Here  is  a  ease  where,  to  say  the  nutst  of 
It,  the  «aM  made  by  the  relator  [WkSWDts  a  doabtfiil  question  between  • 
jndioial  aabJeM  and  an  administrative  asl^Jeut.  The  relator  eoa^aina 
tiiat  ihe  Oomnissioner  of  Patents  refoses,  after  a  seoond  r^ention  by 
the  Primary  Examiner,  to  send  the  ease  to  the  Ezaminers-in-Ohief  in 
appeal  as  in  law  entitled.  'Hie  Commissioner  of  Patents  says,  "Tea,  I 
do  not  do  it,  «id  I  do  not  propose  to  do  it,"  upon  the  report  of  the 
Primary  Examiner,  ou  a  seoond  examination,  who  finds  that  the  snl^eot 
trftiie  i^ipUoation  is  ui  application  for  two  distiaotive  patents  repre- 
smting  two  distinctive  rights,  if  any.  The  role  of  the  Offlee  ooder  the 
admiaistiation  of  its  ministerial  andadmioistrative  management  is,  that 
patents  shall  not  be  granted  one  patent  for  two  inventions ;  bnt  whoe 
the  Office  finds  that  condition  of  things  they  will  draw  the  surgeon^ 
knife  between  them  and  send  the  party  back  to  the  administnUion  (rf 
two  distinctive  snbjects.  And  the  Commissioner  of  Patents  informs  ns 
in  his  retnm  that  he  has,  under  the  light  of  a  report  of  the  Primary 
Examiner,  taken  the  sobjeot  nnder  consideration,  uid,  withoot  the 
exercise  of  any  judgment  or  having  formed  any  opinion  witii  reibnsiee 
to  it,  is  now  deliberating  over  it,  while  the  party  is  in  this  oonrt  apply- 
ing for  n  muidamns  to  make  him  deliberate  foster  and  bettw.  Now,  if 
we  should  entertain  this  application  it  will  be  seen  at  a  single  glanoe 
that  the  administration  of  the  Patent  Offlee  woold  be  resolved  into  this 
oonrt-room,  and  there  wonld  be  there  lui  end  of  that  business  or  of  the 
other  business  tha'  pertains  to  tliis  jnrisdiotiou.  We  are  not  food 
enongb  of  this  kind  of  practice  to  borrow  a  case  or  entertain  one  that 
is  not  clearly  chargeable  npou  oar  duty.  There  is  another  thing  about 
it.  In  the  disclosares,  as  te  as  we  are  permitted  to  examine  this  oaae 
(for  we  are  not  invited  to  a  jbdiolal  examination  of  't  at  all;  we  are 
merely  invited  to  the  q  aestion  of  the  propriety  of  practice  in  the  OOoe 
and  the  duty  of  the  administrator  to  the  Office],  enoagh  of  the  case  is 
made  ttpparent  in  its  history  to  render  it  very  doabtful  with  as  whether 
there  are  two  snbjects  of  patents  bere.  We  think  the  Office  has  takes 
fhlly  as  liberal  a  view  of  the  anbject  as  the  law  allows,  whether  there 
are  or  not  One  application  is  for  the  process  and  tfan  other  is  an  ^- 
plication  for  the  instmmentalities  of  the  process.  And  this  proiMas  is 
abont  as  indefinite  in  expression  as  the  English  language  could  wdl 
m^e  it  when  it  is  not  enlightened  with  something  that  oau  explain  it. 
Now,  we  have  Just  got  through  determining  a  case  in  appeal  where  we 
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pronoonoed  that  the  process  was  not  pateatable  at  all,  aDd  from  very 
clear  anthority  and  clear  reasouinp.  I  mean  the  Brinkerboff  case.  Id 
that  case  a  party  wanted  to  get  a  patent  for  a  form  and  arrangeinuitof  a 
specalom,  s  ver^'  ingeDions  device  for  doing  certain  kind  of  vork,  and  he 
got  it.  He  got  two  or  three  patents  tor  it.  Then  be  came  back  aud 
applied  for  a  patent  for  the  proceee  of  ai^lytng  it.  We  rejected  it. 
We  ooold  not  see  it,  altbongh  be  had  his  speculum  for  as  to  look  icto 
it;  bnt  w«  coatd  not  see  it  at  all.  This  looks  to  us  vei^'  much  like 
another  case  of  that  »ort.  It  may  not  be,  however.  Whether  so  or 
not,  we  are  not  permitted  in  this  process  to  look  into  it  to  define  the 
judgment  of  the  court  whether  it  is  a  matter  of  judicial  discrimiuation 
or  a  matter  of  administrative  discrimination.  Apparently,  it  is  a  mai- 
t«r  of  administrative  jurisdiction  which  we  have  held  all  the  time,  and 
at  DO  time  more  emphatically  tban  in  the  case  that  we  determined  here 
to  day,  is  not  within  oar  control  or  supervision  in  any  way,  and  ought 
not  to  be,  but  belongs  to  the  administrative  part  of  the  Uoverameot 

We  have  concluded  that  under  these  clrcamstances  we  cannot  issue 
ttiii  writ,  bnt  mast  deny  it 


(DBilaa  SMm  Clranlt  Cout.— SoDtken  DIMtIM  of  Hbk  TsTk.] 

MUHDT  T.  LlIKlBBWOOD  MAlnJPACTnBIHQ  OOUPANT. 

DeMtd  April  23,  1H84. 

87  O.  G.,  718. 

1.  WImd  hd  inventor  merely  brtagi  ui  old  «lein«iit  into  bia  machine,  he  makes  no  in- 
TCDtioD,  bnt  where  he  doe*  more— dt^poMi  with  oertain  part*,  dvplicatea 
otliera,  reuruigea,  and  einipIiAes  the  machiDO— be  mnat  be  beld  to  have  made 
an  iDTention. 

S.  *  WbMi  a  patent  la  tar  :i  combination,  one  element  ot  which  !■  a  gear-whael  with  a 
«one  mpportod  in  a  peonliar  manner,  and  the  defendant  luea  tbe  gear-wheel 
with  tbe  cone,  bnt  the  latter  la  snpport«d  diflnreiTtly,  tbongb  the  elcmenta  em- 
ployed by  the  defendant  are  the  eqnivalenta  of  thoae  of  tbe  complainant  iu  tbe 
patented  combination :  field,  that  the  defenilant  takes  the  complainant'a  combi- 
nation and  infringee  his  pateut. 

3.  Keiane  Letten  Patent  No.  9,289,  July  13, 1SS3,  90Daln>ed  and  held  to  cover  tt  norct 
and  patentable  invention. 

Mr.  Emett  C.  Webb,  Mr.  JSdwin  B.  Broicn,  and  Mr.  Frederic  H.  Bettt 
for  the  orator. 

Mr.  Livingston  Qifford  for  the  defendant. 
Wheelkb,  J.: 

This  suit  is  brought  upon  Reissue  I^etters  Patent  So.  9,289,  dateil 
Jaly  13, 1880,  tbe  original  of  which  was  Xo.  168,967,  dated  January  19, 
187S,  granted  to  the  orator  for  an  improvement  in  frictaon-dmms  for 
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ptle-driveni  and  hoUting-maohinea.  The  original  bad  one  olaim.  The 
idssne  has  three  others  and  this  one,  which  is  made  the  foorth,  aod  is 
the  only  one  relied  apon.  The  defeases  are  laok  of  novelty  and  deoial 
of  infringement  The  otgeot  of  these  larentlous  is  to  have  a  dram  tat 
the  hoiHttng-rope,  which  can  be  made  to  engage  with,  closely  or  looa^, 
and  be  released  from  gearing  in  oonstant  motion,  so  as  to  be  started 
promptly  but  moderately,  and  made  to  move  rapidly  or  slowly,  and  to 
stop  gradaally  or  qnioldy,  and  be  left  to  tnrn  the  other  way,  at  the 
pleasure  of  the  operator.  The  omtor  acoomplished  this  by  providing  a 
conical  projeotioB  an  the  side  of  the  gear-wheel  next  to  the  dram,  of 
nearly  the  same  diuneter,  made  of  wedge-shaped  pieoes  of  wood  with 
the  broad  ends  outward,  forming  a  tapering  f^iction-sorfaoe  on  the  eode 
of  the  wood,  and  a  circular  flange  projecting  ttom  the  oircumferenoe  of 
the  dram  loose  on  the  same  shaft,  to  fit  tightly  over  the  friction-sarfooe 
on  the  whi>el  when  pressed  toward  it,  and  a  spring  coiled  about  the 
shaft  between  the  wheel  and  the  dram  to  separate  the  sarfaoes.  The 
specification  mentions  a  shell  or  flange  on  the  side  of  the  gear  wheel 
supporting  the  wood,  and  described  mechanism  for  pressing  the  drum 
toward  the  wheel  and  bringing  the  surfaces  together.  The  claim  is  for 
the  combination  of  the  drnm  loose,  and  the  gear-wheel  having  the  frio- 
tion-cone  and  the  side  flang  to  support  it  and  spring  to  regiel  it  fast, 
upon  the  shaft,  for  this  purpose.  The  defhodant  makes  friction-drams 
liLe  these  in  all  respects,  except  that  thn  weilge-shaped  pieces  of  wood 
are  bolted  to  the  gear-wheel.  Loose  friction-drnms  connecting  with  &st 
gear-wheels  on  the  same  shaft,  with  springs  coiled  about  the  shaft  to 
repel  them,  and  friction-aurfaons — one  of  metal  and  the  other  of  the 
ends  of  wood — for  use  for  other  purposes,  wf>re  old  and  well  known ; 
and  jLjett«r8  Patent  No.  150,755,  dated  May  12,  1874,  were  granted  to 
John  Knowlson,  Jr.,  for  improvements  in  similar  apparatus,  showing  a 
gear-wheel  with  similar  wedge-shaped  pieces  of  wood,  separated  by 
radiating  flanges  on  the  side  of  the  gear-wheel  presenting  frictiou-sor- 
f^Kses  comi>osed  of  the  ends  of  the  wood  of  each  piece,  and  a  drum  with 
a  similar  prniecting  flange  at  ench  end  to  fit  over  the  friction-snrfnoes, 
and  a  wheel  revolving  with  but  sliding  along  the  sfaatlat  the  other  end 
of  th&  dram,  having  a  similar  l^ictiou-surface,  with  mechanism  for  puiih- 
ing  liack  along  the  shaft  and  bringing  its  friction-surface  in  contact 
with  that  on  that  end  of  the  drum,  and  thereby  pressing  the  drum  along 
and  bi-inging  the  friction-surfaces  at  the  other  end  of  the  drum  to  a 
bearing,  but  without  any  springs  to  repel  the  friction-surfaces. 

There  is  some  contest  as  to  which  invention  was  first,  Knowlson's  or 
the  orator's  }  but  from  the  whole  evidence  it  appears  that  Knowlaon's 
wa«  fir»t  accompliHhed. 

It  is  strongly  urged  for  the  defepdaut  that  Knowleon*8  friction-snr- 
faccs  are  substantially  the  same  as  the  orator's;  that  there  was  no  in- 
vention in  putting  the  spring  to  the  same  purpose  in  the  orator's  devices 
that  it  had  accomplished  in  prior  similar  devices,  and  that  the  orator 
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reall;  iDTented  nothing  bat  the  Bbell  or  flangfe  on  the  wheel  for  snp* 
porting  the  wood  of  the  friction-cone,  which  the  defendanto  do  oot  use. 
Apart  from  the  mode  of  fastening  the  wood  to  the  wheel,  the  friction- 
ooDes  of  Knowlson  perform  the  same  funution  in  oabstantially  the  some 
way  as  those  ot  the  orator  and  of  the  defiendaDt,  although,  perhaps, 
they  woold  not  wear  so  well  as  either.  Each>  however,  may  be  con- 
sidered for  this  pnrpose  to  be  the  mechanical  equivalent  of  the  other. 
Theu  the  orator  is  oot  entitled  to  a  monopoly  of  this  friction-Burface  in 
Moh  machines.  It  is  said  that  beyond  this  he  did  nothing  hot  to  bring 
the  spring  of  fbrmer  machines  into  Knowleon's,  which  could  be  aooom- 
plished  by  the  skill  of  good  workmannhip.  Had  this  been  all,  the  ar- 
gnmentti  wonM  be  well  fonnded.  But  hedid  more.  One  spring  would 
not  have  answered  to  repel  the  friotion-soi'foces  in  that  machine.  Two 
would  hare  been  oeoessary,  and  of  different  power,  one  to  repel  the 
oone  on  the  wheel  not  geared,  and  another  and  stronger  to  repel  the 
dram,  and  that  from  the  gear-wheel.  The  orator  dispensed  with  one 
of  Knowlson'a  friotlon-oones  and  flanges,  rearranged  and  simplided  the 
matdilDe,  and  pat  the  spring  where  it  was  needed  or  where  he  wanted 
it  This  appears,  after  it  was  done,  to  have  been  easy  to  do;  bat  no 
one  did  it  before,  and  it  makes  a  more  compHCt,  economical,  and  nsefiil 
machine.  (Loom  Co,  v.  Higgint,  105  TJ.  S.,  580.) '  The  patent  is  for  the 
new  combination.  It  is  farther  atrenuoaaly  arged  that  the  gear-wheel 
with  the  cone  sapimrted  in  the  orator's  peculiar  manner  is  one  element 
of  the  combination,  and  that,  as  the  defendant  does  not  use  that  element, 
it  does  not  infringe  that  combination.  But  the  gear-wheel  and  friction- 
cone  of  the  defendant  are  the  eqairalent  in  the  combination  to  those  of 
the  orator,  and  by  the  use  of  them  the  defendant  takes  the  orator's  pat- 
ented combination. 

Let  there  be  a  decree  for  the  orator  for  an  iojunction  and  an  account, 
with  costs. 


|IJi>na4  SIMM  Clrenlt  Ooart— District  at  IndlMUk} 

WeSTCOTT  ET  AL.  f.  EUDE  ET  AL. 

DtcUUd  ApHt  1,  IHH. 

37  O.  0-,  719. 

1-  In  »a  account  before  a  tnaeter,  evidence  at  pajmeDte  for  past  lufringeiiiout,  for 
tbo  )iarpu«e  of  axcertaiiiinK  the  ainuniit  wbicli  ahoald  be  |>Hiil  by  the  defendant, 
is  iucoiujwtent.    To  adioit  it  is  contrary  to  the  tnkzim  "Inter  aliai  aela,"Ati. 

3.  Wbea  tlia  mIc  of  liccDaes  b;  tbe  patentee  bas  been  aafflctent  to  eatubliiib  a  price 
for  mcb  liceaaee,  tbat  price  nbould  be  tbe  metunie  of  biu  dania^ea  a£unat  an 
iofriiigtir ;  but  *  loyalty  or  license-fee.  to  be  bindiDg  on  a  otmiger  to  the 
licenses  whicb  established  it,  must  be  uuifonn. 

3.  Pronfof  a  single  liceaee  ia  not  sufflciant  to  establish  a  market-price,  ^"'-..-.^j,-, 
9373  PAT 15  '         o 
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4.  In  rMpect  to  tiro  or  more  c)m)iiiB  in  a  patent,  omnh  of  T»1ne,  »Bd  diaUnot  from  tho 
other,  ODe  ONinot  eqnkl  all  Id  vklne  &n;  more  than  in  mftthomBtiM  »  part  OU 
equal  the  whole.  A  liceosee  nny,  if  be  choose,  bind  himiwlf  to, pay  the  Mnw 
price  wbether  he  nte  the  eutire  inveiition  or  a  part  onlj',  but  at  the  aanie  time 
be  acqniree  the  right  to  use  all,  and  eobia  agreement  Diaynot  beaDreaeonable; 
but  if  aa  against  an  lofMoger  saah  a  lioenae  eau  have  any  force,  rranfrnahlj  it 
niuat  be  in  the  way  odI;  of  eatabliabing  a  royalt;  for  the  entire  inrention. 

Mr.  n.  0.  Fox  &uA  Metirt.  Wood  A  Boyd  for  the  oomplaioMits. 
Me«tr».  Stem  tt  Penk  for  the  defendantB. 

"Woods,  J.  : 

The  exceirfions  filed  are  nameroas,  but  passtDg  by  othen,  the  ooart 
Till  consider  only  tbose  which'  bring  into  qnestion  the  measure  of  the 
damages  BSseSBed.  Upon  this  point  Ihe  master  says:  "  Plaintiffs  wfuve 
all  dfti^B  for  profits  and  rely  npon  the  proofs  prodooed  as  eatablisbing 
a  fixed  license  or  royalty  as  the  measore  of  damages,"  and  after  giving 
an  abstract  of  the  testimony  of  the  fonr  witnesses  who  were  examiued 
apon  the  point,  the  report  proceeds  to  say ; 

It  ii  very  dlDlcnlt  to  determine  from  Ibia  '.vldenoe  whether  it  makee  proof  of  aneb 
an  ratablished  royalty  or  lioenae-fee  aa  fumiahea  a  oriterfon  apon  which  to  eatimat* 
the  com  plain  ant's  damagea.  The  owner  of  a  patent  ia  granted  a  monopol.v.  He  msf 
choose  to  reserve  the  right  to  tue  hie  invention  ezcliinTely  to  himself  aud  to  m>ke  and 
aell  maohin^a,  keeping  all  other  maDnfactnrera  ont  of  competition.  He  may  enjuln 
infringers.  He  baa  tbe  right  to  Bx  a  reaaonable  lleenae-Ae  or  royalty  to  be  paid  by 
mannfaotnreta  who  nae  his  invMitltuk  in  making  machinea,  and  If  fixed  anil  resaon- 
ftble,  and  paid  by  thoae  who  nae  the  javcntion,  saoh  fee  or  royalty  la  a  critarion  npon 
whloh  a  compatation  or  aaanmitinnf  of  damages  may  be  based.  It  la  proved  that  the 
Wayne  Agricalturai  Company  paid  the  royalty  of  one  dollar  for  oue-borae  maobinea 
and  two  dollan  for  two-hone  maofalnee  for  fbnryeara,  aanm  whlab,iDthe  alweaceof 
f vidence  to  the  contrary,  may  be  regarded  as  reaaonsble.  Hast  A.  Co.  paid  between 
two  thnnsand  dollara  and  three  thoosand  dollars  in  cash,  and  oonoeded  prl*llegeB  which 
Weetcott  eatimatea  to  have  been  worth  as  mnoh  more,  for  infringement.  It  la  trnS 
Wi>Htc<itt  threatened  auit,  and  wheE  monej  is  paid  under  threat  of  enit  merely  aa  the 
price  of  peace,  it  fomiBhea  no  evidence  of  the  amonnt  or  valae  of  the  real  claim  in 
diipnte  1  but  the  settlement  made  shows  that  Weatcott  was  paid  something  anbatan- 
lial  for  the  iufriugement,  and  that  the  fuar  of  litigation  waa  a  email  element  of  tbe 
aottlement  itself.  Weatcott  says  tb  at  he  arrived  at  the  airountby  hla  estimate  of  the 
nomlierof  luacbinee  made  by  Maat  &.  Co,  and  other  oonsideratlona  which  areezplaiaed 
in  Haat'n  deposition.  Maat  says  that  no  estimate  was  made  of  tbe  namber  of  machinea. 
Weatcott  says  be  gave  llcenaea  like  the  one  attached  to  his  deposition  to  Maat  A  Co. 
and  to  Euglisb  &  Over.  Haat  was  examined,  tiut  not  interrogated  on  that  point. 
Hr.  Englifih,  the  active  man  in  tbehrmof  English  A  Over,  aaya  he doea not recoUeet 
whether  -.l.ty  took  a  license  or  not. 

It  is  wilb  conaiderable  reluctance  that  I  have  come  to  theconcloaion  that  tbe  eridenoe 
riirniHhes|)roor  of  a  license-fee  nbioh  may  betaken  as  a  basis  for  damages.  The  de- 
fendant a  have  oniliinbtt-illy  infringed  complsiDant'e  invention,  and  the  machinea  made 
by  them  which  are  mentioned  in  tbe  evidence  were  alt  i.'.ide after  thia  snit  was  brought. 
Aa  t'>  ihe  puiut  made  that  tbe  evidence  does  not  abow  how  many  of  the  machines 
mHii.  I>y  Jl'I'i  i.ilaiilH  iiilriiiged  one,  and  bow  many  infringed  both  claims  of  plalntiSs, 
tbe  lu^tor  Is  of  the  »iijiiir>ti  thut  tbe  terms  of  the  license  were  tbeaamein  either  oaaa, 
and  tbe  sHme  fee  waa  charged  whether  one  or  more  claims  were  infringed.  I  therefore 
report  and  find  that  the  defendants  have  made  and  sold  eight  handred  infringing  one- 
hone  maohlnea,  and  that  the  plalntiff'a  damages  on  that  aeconnt  are  eight  hniwlred 
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doUAia,  uid  thkt  deCendkate  httve  made  aod  aotd  eiglit  haadrad  infriDgiDg  two-hone 
nwohlnM,  tuid  that  plaiotiff't  danwgts  oo  that  account  are  aixteen  hnndred  doUara, 
makiDg  twenty-foiir  handred  dollars  hli  dami^ea  in  fall. 

The  clause  in  tbe.  license  referred  to  by  the  master  is  of  the  following 
tenor: 

Third.  The  part;  of  the  aecoad  part  agrees  to  pa;  t*o  doUarsas  a  lioeDHC-fee  upon 
any  two-bone  drill  or  seeder,  and  the  SDin  of  one  dollar  on  ever;  ono'hom  drill  or 
■eedcr,  mannfactared  by  said  partjof  the  Becoad  part,  ooDtalniug  any  of  the  patented 
improreuunta ;  provided  that  if  the  iaid  fee  be  paid  upon  the  days  provided  herpln 
for aeml-aDnnal  ntnms,  or  within  ten  da;a  thenafter.a  disoonnt  of  fifty  percent, 
ohall  be  made  from  said  fee  '^r  prompt  payment. 

There  is  probably  no  reason  to  question  tbe  geueral  prineipleB  enuo- 
6iftt«d  by  the  master  in  respect  to  the  rights  of  patentees  iu  their  inveo- 
tions,  bat  the  court  does  not  concur  in  all  respects  with  the  mHSter's 
application  of  them  in  this  case,  nor  with  the  conclasion  reached.  Some 
of  the  foots  found  are  not,  in  the  jodgment  of  the  court,  supported  by 
tbe  evidence.  Borne  items  of  evidence  were  considered  by  the  master 
wbiob,  in  the  opinion  of  the  coart,  were  not  admissible,  and  which  there- 
fore should  have  been  allowed  no  weight  whatever. 

In  respact  to  tiie  royalty  paid  by  the  Wayne  Agricnltaral  Oompttuy, 
Westcott,  tbe  only  witness  to  the  point,  testified  this : 

Tbe  Ucanaeee  to  whoai  these  lleeosea  were  glvoa  paid  the  fees  as  stipulated.  The 
Wayne  iLgrlcultnral  Company  paid  for  tour  yean,  siooe  which  time  they  have  paid 
nothing,  their  exonae  being  that  they  claimed  b>  have  bought  an  iotereit  in  the  pat- 
eat.  We  soed  them  In  coart,  and  the  coort  decided  that  they  had  no  title  to  tbe  pat- 
«at,  and  tlien  they  agreed  to  arbitrate  with  as,  and  the  anit  was  dismiswd. 

The  evidence  does  not  show  the  payment  of  fees  as  stated  by  the 
master.  It  is  left  nncertain  whether  or  not  the  fees  paid  "  for  foar 
years"  were  at  the  rate  of  one  and  two  dollars  for  a  mauhiuB  or  fifty 
per  eent.  of  those  sums.  The  fair  inference,  perhaps,  is  that  the  Wayne 
Agricultural  Company  did  for  four  years  manufacture  drills  under 
the  license,  though  it  id  not  entirely  olear  that  the  liceuse  was  not 
iflsned  after  or  near  the  close  of  that  period,  so  as  to  make  the  transac- 
tion in  reality  a  settlement  for  infringements.  This  is  certainly  ao  in 
respect  to  the  other  parties  uamed,  who,  if  they  received  licenses  at  all, 
whioh  is  doubtful,  received  them  as  evidence  of  settlemeubs,  and  these 
aettlements,  it  is  shown,  were  made  eitlier  under  expresa  threats  or  the 
fear  of  suits  for  inlringemeut.  If  for  a  time  the  Wayne  Agrioaltnral 
Company  made  the  drills  under  a  license,  the  manufncture  was  after- 
ward continued  under  a  different  claim  or  right,  and  when  that  claim  had 
been  overruled  by  the  court,  instead  of  settling  fur  tbe  infringemeut  on 
the  terms  of  the  license,  the  company  obtained  an  lirbitration,  the  re- 
salt  of  which  has  not  been  shown. 

The  first  inquiry  is  whether  tbe  proof  in  respect  to  paymeritK  for  in- 
fHngemenu  was  admissible  ot  ought  to  have  beeu  (^nsidered  by  tlie 
master  at  all.  I  know  of  no  case  i  n  which  it  has  been  decided  that  such 
evidenee  is  competent,  and  upon  principle  I  am  not  able  to  see  liow*it 
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can  be.  Od  tfae  contrary,  it  seems  to  m»  cleat  that  it  onght  oot  to  be 
received.  Proof  of  license-fees  cliarged  and  paid  before  ose  for  the  right 
to  ose  an  invention,  ia  admissible  upon  the  same  theory  that  proof  of 
sales  iu  open  market  of  any  marketable  commodity  is  cotnpoteat,  be- 
cause it  ithows  or  tends  to  show  a  market  price ;  but  Mltlements  for 
past  use  of  an  invention  cannot  be  broaght  within  the  rale,  because 
incuusisteut  with  the  principle  ou  which  the  rule  rests.  The  infringer, 
or  one  who  is  accnsed  of  infringement,  is,  from  the  necessity  of  the  sitr 
(■ation,  under  couipulsioa  of  making  oompensation  as  demanded,  or  of 
taking  the  risk  of  a  suit,  and  how  much  his  action  in  a  particular  case 
of  settlement  may  have  lieea  iuflneuoed  by  this  or  other  special  consid- 
erations itiaimpoesiblefhr  the  master  or  ooart  to  determine,  and  there- 
fore the  inquiry  should  not  be  entered  upon.  The  oitly  way  to  escape 
the  Inquiry  is  to  exclude  the  evidence.  To  admit  it  la  cODtrar;  to  tbe 
tnaxim  "Inter  alioa  aeta,*'  &o.  It  iovolrea  an  attempt  to  reaolve  one 
donbt  or  difficulty  by  another.  Litem  lite  tolvit.  There  are  donbtlesa 
reported  cases  in  which  It  ap]>earH  that  such  evidence  was  received  and 
considered,  but  generally  this  has  beeu  done  without  objection,  and 
uniformly  (so  far  as  I  know)  without  a  judicial  declaration  or  decision 
thnt  it  vr»B  proper. 

In  the  o])inion  of  the  oonrt  in  Packet  Company  v.  SickUi  (19  WalL, 
611)  the  rule  is  reaffirmed,  as  Itiid  down  in  Segmour  v.  MeCormuA  (16 
How.,  480), ''  that  in  suits  at  law  for  infringement  of  patenta,  when  the 
sale  of  licenses  by  tbe  patentee  bus  been  sufficient  to  establish  a  piioe 
for  such  licenses,  that  price  should  be  taken  as  the  measure  of  his  dam- 
ages iifrainst  the  infringer."  "Thernlethusdec1ared,''itisad<1ed, "  has 
remained  the  establitibed  criterion  of  damages  in  cases  to  which  it  was 
applicable  ever  since,"  and  further  ou  iu  the  opinion  it  is  said,  and  it 
affords  a  clear  interpretation  of  tbe  rule  in  respect  to  the  point  now 
mooted,  "  iu  unch  a  caaeliothtiig  is  more  reasonable  than  that  the  price 
fixed  by  the  patentee  for  tbe  use  of  his  invention  in  bis  deaKugs  with 
others  and  subiuittetl  to  by  tbem  before  using  it  should  gorerii."  Thia, 
it  ia  true,  ia  tbe  rule  of  law ;  but  the  complainants  waiving  tbeir  rights 
in  equity  to  claim  an  account  of  profits  have  invoked  the  samemle  here 
and  must  abide  by  it  as  it  is.  See  nlso  Black  v.  Muwtiyn  (14  Blatch., 
268);  Oreenlea/y.  Yale  Lock  MdKufaclvring  Go.  (17  Id.,  253);  MattJietet 
V.  Spangenbeni  (H  Fe<l-  Ht^P-i  -^^i  30  Sonthcrlaud  on  Damages,  pp.  601, 
607;  1  Greenlraf  on  Evidence,  sec  174;  Wharton  on  Evidence,  sec. 
1190:  Abltot's  Trial  Evidence,  188, 189). 

It  followa  that  the  proof  of  damages  made  in  tliiacase,  excepting  that 
in  lefereuce  to  the  license  granted  to  the  Wayne  Agricultural  Gompany, 
mu8tbereject«d,and  should  have  been  disregarded  by  tbemaater;  and 
thia  being  done  doe^  there  remain  evidence  sufficient  to  support  the 
mostet^a  conclusion  T  It  seems  probable  that  tbe  master  himself  would 
have  thought  not;  aa  it  was  be  came  to  that  conctnsion  '*  with  consid- 
erable reluctAuce." 
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The  rale,  as  nlreadf  stated,  reqairea  "  a  »ale  of  liceQees  safflcieat  to 
establish  a  price  for  eaet  licenses."  "A  royalty,  iu  order  to  be  binding 
on  a  stranger  to  the  licenses  which  established  it,  mnst  be  a  auiform 
Toyalty."  {Walker  on  Patents,  390.)  These  and  the  like  expressions 
and  definitions  fonad  in  the  caaes  and  textbooks  imply  that  proof  of  a 
tingle  license  is  not  snfBoient ;  and  if  ander  some  circnmstauocs  such 
proof  might  be  deemed  adeqaat«,  thitt  in  this  instance  is  not  of 
such  clear  and  aneqnivocal  character  as  to  gire  It  sncb  weight.  ProC' 
tor  V.  BriU,  1  Fed.  Uep.,  415 ;  Judson  t.  Bradford,  3  Ban.  &  Ar.,  639 ; 
Black  V.  ^vnson,  '2B.&  Gordon,  623. 

It  is  tree  in  a  sense,  doubtless,  that  the  owner  of  un  invention  has  a 
ri^t  to  fix  his  price  npon  it,  but  to  coustitute  evidence  against  au  in- 
friager  be  innst  hare  fixed  it  "in  his  dealings  with  others,"  and  not 
merely  as  a  form  of  license  which  he  was  willing  to  grant.  It  is,  as  it 
appears  to  me,  entirely  inadmissible  in  law  or  in  equity,  that  a  patentee 
may,  by  inserting  in  his  licenses  a  claim  for  a  certain  royalty,  with  a 
proviso  that  half  that  sum  will  be  receive<l  in  full  iu  cose  of  prompt 
payment,  acquire  a  right  to  demand  the  entire  snm  of  an  infringer.  If 
be  can  ubitrarily  make  such  a  discrimination,  be  may  as  well  make  the 
ratio  three  to  one  or  any  other  proimrtlon.  Tiie  qneatiou  is  what  is  a 
reasonable  royalty.  The.  laws  of  the  laud  fix  the  rates  of  interest  for 
tlie  bearauce  of  money,  and  if  it  be  possible  to  make  a  discrimiuatiou 
agaiust  infringers  of  patents  6ver  prompt  paying  licenses  greater  than 
lawful  interest  (exc«pt  as  may  be  done  by  the  courts  under  the  stat' 
ntory  provision  for  treble  damages),  it  mnst  be  done,  as  it  seems  to  me, 
npou  some  competent  evidence  other  than  an  arbitrary  clause  in  a  li- 
cense or  licenses,  however  many  of  them  may  have  been  issaed.  The 
same  may  be  said  in  reference  to  the  clKnse  in  the  license  which  re. 
quires  that  the  speci&eil  royalty  shall  be  paid  for  every  drill  "contain- 
ing any  of  the  patented  improvemeuts."  This,  as  it  seems  to  me,  af- 
fwda  no  proof,  certainly  not  conclusive  proof,  agiiiiist  an  infringer 
that  he  should  pay  the  entire  royalty  named  in  the  license  for  infring- 
ing only  one  of  two  or  more  claims  of  a  patent,  unless  the  one  in- 
fringed l>e  shown  to  be  tbe  only  claim  which  has  or  had  any  value,  or 
that  the  different  claims  were  substantially  the  same. 

Id  reei>ect  to  two  or  more  claims  in  a  patent,- each  of  valae  and  dis- 
tinct from  the  other,  one  cannot  equal  all  in  valae  any  more  than  in 
matliematics  a  part  can  equal  the  whole.  The  licensee  may,  if  he 
ebooee,  bind  himself  to  pay  tbe  same  price,  whether  he  use  the  entire 
invention  or  a  part  only,  bat  at  the  same  time  ho  auquii'es  the  right  to 
use  all,  and  so  bis  agreement  may  not  be  unreasonable;  but  if  as 
against  an  infringer  such  a  license  can  have  any  force  reasonably,  it 
must  be  in  the  way  only  of  establishing  a  royalty  for  the  entire  inven- 
tion.   This  view  is  iu  accordance  with  authority. 

In  Birdtall  v.  Cooledge  (93  U.  S.,  64)  it  appears  that  the  alleged  iu- 
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frlDgemeot  was  of  one  only  (tf  three  claimg  in  the  letter*  patent,  and 
the  ooort  Bays : 

Still  it  is  obvloiu  thftt  there  okoDOt  be  any  one  mle  of  damagea  jinaerilmd  whicli 
will  »¥f\3  fo  "^  eaaea,  eTeo  wbon  it  ie  conceded  that  the  flndlng  aniat  be  lladted  W 
aetnal  ilMiiagee.  Where  the  patented  inipiovaBeat  haa  beeo  uaed  only  to  a  limited 
axteat  and  foe  a  ahort  time,  the  Jury  ahonld  flud  leM  than  the  amonnt  of  the  lleenae 
fee. 

See  also  Proetar  v.  BriU,  iwpra;  Woottm  v.  ^SInmmmoii  (16  Fed.  Bcp., 
980) ;  RuggleM  v.  £eUy  (2  Ban.  &  Aiden,  Oil). 

YiiHncmt  fiirther  erkteooe,  the  plaiatiff  is  entitled  to  Domioal  dam- 
ages; bat  that  there  may  not  be  a  fEtilare  of  jastice,  the  caae  isra- 
manded  to  the  master,  with  direetioa  to  admit  farther  evidence  by  each 
party  if  offered,  and  to  reprat  the  same  and  bis  convloaioos. 


[Bnpnni*  CoBit  of  tin  UntM  Stetn-] 
GOCHRAJTB  ET  AL.  «.   BADIBCHX  ANIUIT  UID  BODA  FABBIK. 
Dtiiti  April  14, 1884. 
SJ  O.  G.,  813. 

1.  The  elaiui  in  SuiHae  Letters  Patent  No.  4,381,  itranted  to  Cbarlea  Qnebn  and 
Charlee  LiebermannAptiM,  lH71,is:  "  ArtiBoJalaliEarineprodncedthnnMithia- 
olne  or  itederiTntiYeel);  either  of  (be  netbods  herein  de*cribed,OTb7tUiy  other 
method  wliicb  irill  prodnoe  a  like  mult."  Uoleea  it  ia  ihoirn  that  the  metiiod 
deacribrd  iu  tliia  patent  wae  followed  to  pradnoe  the  defendant'i  artiole  oi  on- 
leaa  it  ia  shown  that  that  article  ooald  not  be  produced  by  any  other  proeeaa, 
the  defeudant'a  artiole  does  not  inftinge  the  patent. 

8.  Every  patent  for  a  product  or  compoaitiuu  of  matter  most  identify  it  so  that  it  can 
berecogniied  anide  fh>iD  the  deecriptiou  of  the  proceae  for  making  it,  or  elae  uotA- 
Ing  can  be  held  to  infringe  the  patent  which  i*  not  made  by  tl>at  proeeaa. 

3.  While  a  iieir  process  fbr  prodnclng  the  old  article  (aliiaTiDe)  was  patentable,  tbe 

product  iteeJf  could  not  be  patfinted,  even  thoagh  it  was  a  prodnot  made  artifl- 
oially  for  the  first  time,  ia  contradistinction  to  b^ing  eliminated  f^m  the  nad- 
dernrat.  Calling  it  "arlifiolal  alizarine"  did  not  make  it  a  new  coin positimi 
of  mit.ter.  and  patentable  aa  anch  b;  reason  of  its  having  been  prepared  artifl- 
clallf  for  the  first  time  &om  anthraeine,  if  it  was  set  furtb  aa  aliaarins,  a  well- 
known  aabslauce. 

4.  The  reiHsiie  patent  certainly  is  fur  a  different  invention  from  that  described  in  the 

original  patent  nnluse  the  product  claimed  in  the  reissue  ia  preclsply  that  product 
and  DO  ntbur,  whicli  the  process  described  in  the  original  patent  prodneea. 

Appeal  from  the  circuit  court  of  the  United  States  for  the  aoathera 
district  of  New  Yorlt. 

Mr.  E.  S.  Diokemon  for  the  appfillante. 
Mr.  B.  F.  TkvratoH  for  the  aptMllee. 

Mr.  Justice  Blatohpobd  delivered  the  opinion  of  the  court: 
This  is  a  snik  in  equity  brought  in  the  circuit  court  of  tlie  United 
States  for  the  soathern  district  of  New  York  by  Badische  Anilin  nnd 
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6oda  Fabrik,  s  oorpontion  organized  under  the  laws  of  the  Grand 
Dndiy  of  Badea,  in  the  Empire  of  GermaDy,  against  the  appellaDts  for 
the  inttiagement  of  Beisane  Letters  Patent  So.  4,321,  granted  to  Gharlet 
Uraebe,  of  Frtrnkfort-OB-the-Main,  and  Charles  Lieberm^;iD,of  Berlin, 
rM—eia,  April  4, 1871,  for  so  improveiiteat  Ih  dy«e  or  cokmng-niatter 
fitm  asthraciiM.  The  origisal  patent  (No.  95,465)  wan  grafted  to  the 
aame  penons  October  S,  IMt),  for  a-i  improved  process  preparing  alisa- 
line.  It  was  reiasned  on  two  separate  amesMled  specifteatio.'S,  Dividoo 
A  and  DiTimm  B.    B«.  4^1  is  Divisioa  B. 

The  followiof  is  the  tut  of  tke  ^weifioatioiis  tff  ^o.  4^1  and  No. 
Viftte.  Beading  In  it  vhat  is  ostside  of  braeketa  and  irkr.t  is  innde  at 
braeketa,  omitting  what  is  iu  italics,  gires  the  specification  of  No.  4,321. 
BeMling  what  is  oatside  of  brackets,  iuclnding  what  is  in  italics,  omit- 
ting  whatia  inside  of  brackets,  gives  the  specification  of  the  originl  pat- 
ent: 

Be  it  known  thnt  we,  Chnriea  Gnwliel  of  Fnokfort-ou-tlie-Uftlii,  *iid  Chorlei  Li». 
I,  of  Berlfn,  ia  tbe  Kingdom  of  Pmeaia,  have  invoDted  a  [oew  and  noefnl  Im- 
rt  In  the  Mnnnfoetare  of  Alizftrine:]  Proetufor  Frepariitg  AliMuiint /rvm  An- 
re  do  bsrabf  deolnre  the  following  to  be  a  fall,  olear,  nod  enet  de- 
Mription  tttareof,  which  will  enable  thoee  akilled  Id  the  art  to  make  and  nee  the  atsat. 

W«CnteknDg«  theaathnMiDelDtiiM]thr»kiDon(DianthraciDe),  aaobataucekuown 
tu  [the]  ebendflta  hj  the  InTBatigatloiiB  of  Andenon.  For  thia  pnrpoee  we  take  one  part, 
hj  weight,  of  solfaraefne,  two  and  a  kntf  parte,  by  weight,  of  biobroniate  of  Lpotash] 
yelMes,  and  ten  at  tlfteea  [Wi-te,  by  weigbt,  of  Donaantiated  aoetia  acid,  aod  we  beat 
4eae  enbattuioe*  h^eUrar  ia  a  Teaael,  either  of  glaaa  or  ola;,  to  aboot  100°  centigrade 
and  to  ISOo  oentigrade,  till  nearly  all  of  tbe  biekrtfmate  of  [potaeh}fw/aMa  ia  disaolved 
••d  tbe  liqnld  haeaeqnired  a  deep  graan  oolor.  We  ihen  nooTBrthe  aoetic  acid  not  con. 
jniiiiid  In  tbe  reaotiMi  by  dtitillatioa  and  treat  the  reaiduam  with  water  to  remove  the 
byebmiaie  aoetsto.  Front  the  ineolnble  matM  we  obtain  tbe  aothrakinon  in  a  pure 
•tataby  dietlUing  the  whole  from  a  retort  of  glass  or  Iron.  In  the  place  of  (A«  aoetia 
aoid,  ealpliario  add,  dilnied  with  one  or  two  parts  of  wator,  may  be  employud. 

fnatead  of  the  method  Jost  described,  we  also  employ  thefolIowtDgaae:  We  heatUU 
an^neitwloa  TsMcl  of  ghtaaar  olay,  with  ten  parts  of  concentrated  aeetio  acid,  toaboot 
^W  Mntigrade,  or  a  little  higher,  and  we  add  ;:itrio  acid  of  about  1.3  specilio  gravity 
is  mmII  portiona,  till  the  violent  reaction  ceMrs.  After  diatillatloa  of  the  acetic  acid 
we  pmi^  the  realdnnm,  as  before.  We  then  convert  the  anthrakinoo,  prepared  by  one 
«f  the  metbode  deeeilbed,  into  bibromanthrakinon.  For  thia  pnrpoee  w#tabe  three 
parta  orantbrakinon,  five  parte  of  bromine,  and  via  heat  these  snbetances  for  ten  or 
(waive  boors,  or  Antil  nearly  tbe  whole  of  the  bromine  has  disappeared,  to  a  tamper*- 
tnre,  by  prefimDce,  of  about  100'^  oentigrade,  in  aanitablecloeevewel,  either  of  glass 
«r  en«meled  or  glaaed  iron,  which  ia  capable  of  austaining  tbe  prnnanre  [  which  is] 
fOMMted  by  the  re«ct(nn.  The  apparatns  ia  then  allowed  to  cool.  It  is  opened  in 
omhr  to  peraiit  the  escape  of  [bromic]  hjfdrobramie  acid,  which  can  be  recovered  by 
•baorptionwtberin  water  or  Inmtalkalineeolntion.  Weparlfy  thebibroruanthrakiDoo 
remnininK  in  tl^  TBMel  aa  a  eolid  enbetance  by  crj'stallitation  fron  benzole. 

Instead  of  tbe  method  above  described  for  preparing  bibroraanthrakinou,  we  also 
emplvy  the  fbllowlng:  We  convert  Brat  theaothraeineintoa  bromine  durivative,  into 
tbe  tetrsbromanthraciiie,  known  to  chemiate  by  tbe  inveetlgations  of  Anderson.  We 
taks  one  part  irf  thia  tettklHtnuanthraclne  and  we  heat  it  in  a  retort  of  glass  or  clay 
with  about  five  parts  of  nitrlo  aoid  of  abont  1.3  speoiflc  gravity  to  100°  centigrade, 
a*  loag  u  vnpota  of  bromine  are  evolved.     We  distill  off  the  greater  portiou  of  tbe 

tl  c  Mid,  wash  tbe  reeldanm  with  wator,  and  pnrify  it  bj  cryatnlliution  fr^m  bes- 
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sole.  We  thoi receiTS  the  btbromsnthraUnon,  m before,  io  lk«  Jbim «/« ;«llow,  eolid 
maoa.  We  then  ouaTert  Che  bibrooiBiithrBkiiion  into  Blieiiriae.  For  thie  pnipoee  we 
take  one  p»[t  of  bibromaDthrakiDun,  two  to  three  puta  of  canatlo  potash  w  aodAt 
uid  so  much  water  aa  U  necnwary  to  disaulve  the  bUlk]!,  ind  we  heattbe  whole  In  mi 
open  vessel  of  glass,  glazed  or  enameled  Iron,  or  rilver,  to  aboot  180°  to  96U°  omti- 
grkde  foroae  bonr,  or  [Hll]  iiaCil  the  raws  haa  acquired  a  deep  blue  oolor.  We  then 
diiaolve  it  Id  water  and  filter  the  Tiolet  aolattoD,  from  which  we  precipitate  the  aliaa- 
rine  bf  as  ioorgaaic  or  or^sio  acid.  We  collect  the  yelluw  flocks  of  alisariiiB  thna 
obtaiued  on  a  filter  aud  wash  tbem  with  water. 

By  theee  nettiods  we  receive  the  alliarinc  in  a  furai  in  which  it  can  be  emploTed 
in  the  same  niaauer  as  the  dUfurent  preparatious  fVom  madder. 

In  tbe  place  nf  bromine,  chlorine  [also]  may  alto  be  employed,  bnt  not  bo  cooTen- 
leutly,  as  tbe  reactiooi  aboTB  dEscribed  are  more  diffloult  to  aceoupliah  with  ohlorine 
than  with  bromine. 

Saving  lAai  ixmribti  the  fialvre  of  our  invmtion  and  Itt  mauntr  of  ptrfiriOmf  orf 
Akryiag  out  the  game,  ttu  uosM  ham  it  undtritood  Ikat  w«  da  not  oosjlae  oarwIeM  ts  tiU 
exact  ddlaiU  itrelnb^ore  gittn. 

The  claim  of  No.  4,321  is  as  fotlowa : 

Artillc^iul  aliiariae  produced  ftom  antbracine  or  ita  derivatlTea  by  either  of  the 
methodH  herein  described,  or  b;  any  other  method  which  will  prodnce  a  like  naolt. 

The  tilaim  of  the  origiual  patent  was  in  these  words : 

The  wtihln-deioribed  process  for  tbe  production  of  allEarlne,  by  fi rat  preparing  bi- 
hromaathraklnon  or  bichloranthrakiiion,  and  then  oonrerting  tbeae  anbetanera  into 
alizarine,  eiibiitaiitially  ns  above  set  forth, 

The  bill  of  complaiiit  alleges  that  No.  4,321  was  issned  "for  a  dis- 
tinct and  separate  part  of  the  same  invention,  on  a  corrected  speciflcft- 
tion,"  on  tbe  sarrender  of  'So.  95,465;  and  No.  4,321  states  on  its  face 
that  on  such  surrender  new  letters  were  ordered  to  issue  '■-  on  two  sep- 
arate amended  specifications."  Bat  Division  A,  No.  4,320,  is  not  in  tlie 
record  before  us.  The  bill  alleges  tbe  infiringement  to  have  been  oom- 
mitted  by  making,  selling,  or  using  the  invention  or  dyes  containing  \t. 
The  answer  denies  tbe  manafactare  of  alizarine,  but  avers  that  the  de- 
fendants have  sobl  in  the  United  States  alizarine  lawfnlly  made  iu  Ger- 
many  and  imported  as  an  article  of  commerce,  which  whs  not  made  by 
the  process  described  in  No.  4,321,  or  auy  process  substantially  the 
same,  bnt  was  made  according  to  prtfcessea  which  were  invented  sab- 
sequent  ly  to  the  date  of  No,  05,4(t5,  and  are  the  subject  of  ditfereut  and 
independent  letters  patent.    The  aDswer  also  avers — 

That  alixarlnniHauatnral  product,  having  a  well-kDown  deDiite  constitntion  ;  that 
it  is  not  a  cunipotiitiuD  of  matter  witbtn  the  ineauing  of  the  statute,  bnt  has  been 
well  known  Id  the  arts  (h)iD  time  iiDtuemorial  for  tbe  pnrpoae  of  dyeing,  and  has  gen- 
erally beeu  extracted  fhiui  ''  maddi-r-root"  aud  from  other  analogons  producta  by 
varioiiB  pniciuiaea  snitnble  for  tiiat  pnrpom ;  that  therafore  there  can  be  uo  valid  pat- 
ent granted  for  aliiarine,  and  that  No.  4,3m  is  void. 

The  answer  refers  to  "  Watts'  tJheraical  Dictionary,"  published  before 
1869,  under  the  title  '■  Alizarine,"  to  show  that  alizarine  wa«  well  known 
long  before  the  said  patent,  aud  also  sets  up  that  the  patent  had  ex- 
pired becanse  prior  patents  granted  to  the  patentees  in  foreign  ooan- 
'ries  for  the  same  invention  bad  expired.    Proofs  were  taken,  and  oa 
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final  beariug  the  oircnit  oonrt  decreed  that  No.  4,321  was  Tulid,  and  liact 
been  infringed,  and  ordered  a  refereuoe  as  to  profltd  and  damages  and 
a  perpetual  injauotion  against  the  making,  nsing,  or  selling  of  the  ar- 
tide  designated  in  No.  4,321  "  artificial  alizanne,**  or  dyes  containing 
the  ioventioa  described  iii  and  secored  by  No.  4^21.  Afterward  there 
was  a  final  decree  against  the  defendants  for  tl3,32G.6o  and  coats,  of 
which  tl2,87L.86  was  for  profits  made  by  the  defendants,  "  by  Uie  sale 
of  artificial  alizarine,  in  iuCringement "  of  No.  4,321,  From  this  decree 
tbe  defendants  have  appealed.  This  reissued  patent  (No.  4,321]  has 
been  adjadicated  in  the  circuit  oonrts  in  several  oases.  It  was  before 
Uie  (urcuit  court  in  Uassacfansetts  in  February,  1878,  and  tlie  decision 
of  Judge  Sbepley  is  in  Badiacke  Anilin  and  Soda  Fabrik  v.  Mamitton 
Mmufaeturiug  Company  (3  Banning  &  Arden,  23S,  and  13  O.  Q.,  273) 
It  was  also  before  the  eircnit  court  for  the  southei'U  district  of  New 
York,  in  Hepteinber,  1878,  and  tbe  decision  of  Judge  Whreler  is  iu  Bo- 
digehe  Anilin  and  Soda  FabHli  v.  ffiggin  (16  Blat«hf.  0.  G.  B.,  290,  and 
3  Banning  &  Arden,  462,  and  14  O.  G.,  414).  The  decision  of  Judge 
Wheeler  in  the  present  case,  in  April,  1879,  is  in  16  Blatchf.  b.  U.  B., 
165,  and  iu  4  Banning  &  Arden,  215.  Tbe  patent  was  also  before  the 
circait  court  in  Massachusetts  iu  September,  1879,  and  the  decision  of 
Judge  Lowell  is  iu  Badi«ck«  Anilin  and  Soda  Fabrik  v.  Cumvimi  (4 
Bauoing  &  Arden,  489).  In  all  of  these  oases  the  validity  of  No.  4,321 
was  snstained. 

Id  the  case  before  Jndge  Bhepley  It  was  held  that  No.  4,321  was  a 
valid  patent  for  a  manofboture  and  composition  of  matter,  an  artificial 
dye-stiiif,  culled  "artificial  alizarine,"  being  a  new  product,  produced  by 
anew  process,  not  aohemically-pure  alizarine,  bat  having  combined  with 
the  alizarine  in  it  anthrapnrpuriue,  isopnrpuriue,  and  other  bodies  not 
known  to  have  existed  before  they  were  produced  by  timebe  and  Lie- 
bennann,  tbe  presence  of  some  of  which  bodies  ap^>eared  to  mnch  en- 
hance the  valne  of  the  dye-stuff.  It  was  decided  that  the  defendants 
had  used  that  article. 

In  the  case  against  Uiggin  it  was  held  that  tlie  product  of  the  process 
described  iu  No.  4,321  contains  isopnrpm'iue,  aothrapurpurine,  mouox- 
anthraquinone,  and  other  iugredients,  whi<;h  were  not  only  not  ingre- 
dients in  parealizarineormMlder  alizarine,  but  did  not  exist  in  any  dye- 
staff  with  chemically-pure  alizarine,  OuHgO^,  before  that  of  Uraebo 
and  Lieliermann,  and  are  useful  coloring-agents,  so  that  the  product 
invented  is  a  new  composition  of  matter.  It  was  decided  that  the  de- 
fentlants  bad  used  or  i>old  dye-stnfis  substantially  tbe  same,  tbongli 
claime*!  to  be  tbe  product  of  a.  ditfci-ent  process. 

Iu  the  present  case  it  was  insisted  in  the  circuit  court  by  the  defend- 
anbt  that  the  patented  product  was  the  same  thing  as  tbe  uatural  dye- 
stnff,  alizarine,  found  iu  the  root  of  the  madder  plant,  and  chemically 
known  by  the  formula  OuHtOt,  and  not  patentable.  But  it  was  decided 
that  tiie  article  which  Graetra  and  Liebermann  bad  made  syntheticfdly 
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from  antbracine,  thongb  haviog  the  same  ohemioal  fromula  as  madder 
alizarine,  was  MHeotially  different  in  capabilities  and  properties  from 
■<dieiiiicaUy-pare  alizariDe,  madder  aliearine,  or  aay  coloring- matter,  be- 
fore ktiowD;  that  the  article  dealt  in  by  the  (lefetidaots  was  prodaoed 
by  the  process  of  United  States  Letters  Pateat  No.  151,536,  granted 
July  28,  1874,  to  Qeinrich  Oaro,  Charles  Graebe,  and  Charles  Lieber- 
mann;  that  the  ose  of  salphoric  acidiu  the  process  of  the  latter  patent 
performs  the  same  ofQoe  id  the  same  way  as  the  bromine  iu  the  process 
of  So.  4,321,  and  that  the  prodacts  of  the  two  processes  are  identical. 

Ill  tlie  case  before  Judge  Lowell  he  held  ^at  what  Oraebe  and  Lie))er- 
mann  sought  to  discover,  and  supposed  tliey  had  disoorered,  was  the 
■alizarine,  which  is  the  dye-stuff  of  madder;  that  what  is  c^led  "artificial 
alizarine"  contains  inportaut  dyeing  tubstances  not  found  in  madder— 
namely,  antbraparpanne  and  isopnrpurine  (accordingly  as  these  may 
be  two  substances  or  one  and  the  same  substance)  and  flaroparpariofr — 
which  substances  prodace  valuable  effects  not  produced  by  any  extracts 
from  mMlder;  that  although  the  defendant  inaltit«d  that  those  new  par* 
purines  were  not  foand  in  the  artificial  alizarine  made  by  the  bromine 
process  of  No.  4,321,  and  were  found  only  in  artificial  alizariue  made  by 
methods  invented  since  Oraebe  and  Ltebermann  invented  that  process, 
and  the  evidence  on  that  point  was  iu  mneh  conflict-,  yet  it  was  shown 
that  pure  alizarine,  pure  isopnrpurine,  and  pare  flavopurpuriue  were  all 
contained  in  the  i>atented  article;  that  the  artificial  alizarine  of  No. 
4,331  is  different  iu  some  important  respects  from  any  article  known 
before;  that  the  new  article  of  manafocture  claimed  in  No.  4,321  was 
new  iu  &ct,  nod  that  the  infringement  was  made  ooU 

In  Watts'  Dictiouaty  of  Chemistry,  volume  1,  page  113,  published  in 
1806,  Alizarin  is  stated  to  be  a  red  coloring- matter  obtained  from  madder, 
first  prepared  by  Bobiqnet  aud  Colin.  This  was  in  1826.  The  correct 
formula  of  alizarine,  CuHeO^,  was  first  arrived  at  by  Strecker  in  1866. 
It  means  that  there  are  funrteeu  atoms  of  cirbon,  ei^ht  atoms  of  hydro- 
gen, and  four  atoms  of  oxygen  in  each  molecule.  At  this  stage  Graebe 
and  Liebermanu  took  np  the  subject,  and  treated  madder  alizarine  with 
the  view  of  determining  what  was  its  mother  substance.  They  tell  the 
story  themselves  in  a  paper  iu  the  record  entitled  "Artificial  Alizarine^" 
which  is  a  translation  from  the  original,  prepared  in  Qeruian  by  tliem, 
-coutaiiicd  in  the  Official  Beport  of  the  Vienna  Exhibition  of  1873,  and 
also  piibliatie'l  separately  in  1870.  They  heated  madder  alizarine  with 
zinc  (Inst,  aud  made  the  aiizariuc  give  up  its  four  atoms  of  oxygen,  and 
take  up  two  atoms  mpre  of  hydrogen.  Tliey  thus  obtained  a  hydro- 
carlwii  ideiiticsil  with  that  found  in  coal-tar,  called  '^anthracine,"  and 
baviug  the  formula  C|,  Hi*.  The)-  then  conceived  the  idea  of  converting 
authrncine  into  alizarine.  Anthracine  was  difficult  to  obtain,  and  the 
experiment  was  conducted  on  a  small  scale,  Dnt  it  resnlted  in  the  proc- 
ess desoribed  in  No.  4,321,  of  converting  anlbracine  into  anthrachiuon^ 
the  formula  of  which  was  C](HtOt,  and  then  heating  the  anthracbiuon 
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witli  bronf ne  and  obtitiDiug  bibromaatbrachiuoa,  sad  heattofc  tbat  with 
«aiutie  potasb  or  soda  and  obtainiDg  alizarine.  Oraebe  and  Lieber* 
mana  thas  solved  the  problem  of  tlie  Byntfaeais  of  alizarioe.  It  was  a 
matter  of  great  aoleotiflo  interest,  and  gare  them  macb  repntation. 
The  paper  states  tbat  the  first  method  described  in  TSo.  i^lfor  prepar- 
ing the  btbromantfaraklnon  was  so  laborions  that  tbey  devised  the  other 
method  described  of  first  oouverting  antbraciue  into  telrabromantbra- 
eine,  and  then  treating  that  with  nitric  acid  to  obtain  bibromantbraki- 
non.  "This  method,"  thvy  state,  **niade  it  possible  to  olitain  the 
aliurine  more  readily,  and  aroosed  hopes  of  its  technical  exMatiOb," 
ahhongh  it  involved  two  more  reations  than  the  first  method. 
Id  regard  to  the  alizarine  thas  obtained,  the  same  paper  says : 

The  artiflcikt  AllEaritie,  l>«Biitea  hftving  the  urne  oompoeition,  hftd  alwi  ihe  aamf 
prapertiM  iw  Teg«t»ble  «ll»«nne.  lu  hydratod  *lk*liM  it  ia  lolable,  with  a  blue  vio- 
let to  pDfplv  color.  The  tolutions  i>f  tlie  iilkali  aulte  gin  with  linip,  b>r:f  ta,  lead, 
iiwu.  aloniina,  and  tin  aalta,  iakf •  corroHpoudiog  to  thfl  luailder  Jakes.  Cloth  printed 
with  monhuite  dye*  exactly  alike  with  both  oolorlng-iDatteTB.  Fioni  thess  wait-like 
eoMpoaods  jelloir  flooeuleot  aliiarioe  is  lat  free  by  the  addition  of  a  mineral  aold. 
TImi  artificial  coloring-matter  abowa  tbe  same  Mlnbilitiea,  and  the  Nilntiona  of  the 
alkaline  aatis  tlw  Miue  alMorptiun  Bpeetra,  which  are  known  of  tbe  nntnral  colorinx- 
■latter.  The  free  oolariug-iuatter  anbliues  in  beantifiil  yellow  to  rod  Qi-odlei,  which 
oIiiMter  together  tike  fcatkiuv.  On  ox idl ting  with  uitric  acid,  phthaiic  acid  and  oxallo 
HcaUid  with  ziuc  dust,  tbe  aitiHcial  ulizaiine  ia  again  oonverted 


The  pBi>er  then  proceeds: 

The  above  methoda,  which  now,  from  a  technical  point  of  view  ,baT«  unl;  a  blatorio 
Jntereat,  and  are  tberefoie  drecribfd  witbont  further  detail,  make  np  tbe  ant^ect  of 
the  patent*  taken  ont  in  Eugland  on  Hie  IBth  of  D<?ceaiber,  IS(i6,  aud  tbeu  al»o  in 
France,  Prnaeia,  moat  Ocnnaii  Stntri,  Anstria,  Riiuia,  and  Anierica. 

The  provisional  specification  deiHisited  iu  the  English  Patent  Office, 
December  18, 1868,  which  was  the  (lat;e  of  tbe  patent,  gives  a  short  de- 
scription of  the  process,  and  stiy^ : 

Tbe  aliaariDB  prepand  in  this  urtltlclal  nay  U p«rr<K:tij'  pure,  aud cau  tw  emiilnyed 
in  all  tbe  application*  fiir  which  the  different  pntpiirationa  (>f  iiiaililer  are  ua«d. 

The  fall  B|)eoiflcation,  filed  Jane  17,  1800,  is  sabstantially  identical 
with  the  specification  of  So.  05,406,  and  claims — 

The  artinelal  prodnction  of  alixariiiE  by  firat  preparing  bibmitiantbrakinoa  or 
hiehlorantLraehiiion,  and  then  converting  thaae  subtttancea  Into  alixnriue,  a«  herein 
d<-acrlbed. 

In  fhrther  pantniDg  the  history  of  the  matter  the  same  paper  pro- 
ceeds: 

The  diecivverera  of  tbe  tyDthtmln  of  aliuuine  eonn  fontid  it  uccciwiirj  to  enter  into 
oonnection  with  anine  large  dye-factory.  Ttiiii  waa  neeeaanry  in  order  that  the  raw 
naterial  conM  1m  more  enaily  obtained,  and  that  the  experinienta  could  be  made  on  a 
larxe  aeale  and  farther  developuil,  Tliia  c<>tild  be  doue  beat  with  an  eata1ili>>binent 
already  in  exieti-nce,  whire  the  doubtful  qnefttiim  whether  Ihin  might  Iw  tbe  boala 
of  an  iiHlnatry  with  biipea  of  ancCHia  could  lie  Milvcd.  One  «f  the  rhii'f  diHtoultiea 
experienced  waa  the  fact  that  the  raw  material  was  notonlykiioirnincommeree,  bnl 
alio  in  the  tar  Indnatry,  and  It  waa  dinonlc  to  aay  whether  it  could  ever  be  obtained 


236  DECISIONS   OF  U.   8.   COURTS  IV  PJffEHT  OASES. 

in  infBeient  qnuititr-  It  wh  »)m  doubtful  whether  the  artificial  aliuriiM  oonid 
compete  with  the  DAtnral.  Furthermore,  there  wh  much  difBculty  Id  tnaareiriDg 
the  Above  methods  to  a  Urge  scale.  Grnebe  luiil  Liebenaaim  therefore  entered  Into 
eonnectioD  with  the  Baden  Anlliii  and  Soda  Wurhs  in  LuilwlKtbafen,  on  the  Shine, 
the  lar^eKt  wiirWa  of  the  kintl  id  Ocrmnnj,  even  un  the  continent,  [OrigioBlIy  the 
experiments  were  limited  to  the  pnrlficiition  of  the  aDthractue  and  the  nianufkatnre 
of  anthroaliiuon  by  the'secoud-mentluned  bromine  method,  beeanse  this,  notwith- 
•tandiog  iU  difnolulies,  showed  eoiiia  hopee  of  enaoeaa,  j 

The  passage  above  in  bracket-^,  b;  another  trauslatlon  reads  thus : 

The  flnrt  triaie  priueipally  embraced  the  pnriSoation  of  anthraoins,  the  mannfiiotiire 

of  anthrncbinoD,  and  the  practical  apiilication  of  the  second  above-menlloDedbrouiiiM 

method  aa  Ihe  same,  nutwithstaDilinj;  the  gTcat  diBcultiee,  still  gaTC  aasuraiioe  that 

it  could  be  used  practically. 

The  paper  then  goes  on : 

The  latter  (meaaiiig  the  second-mentioned  bmmine  method)  was  dropped  aa  aooii 
as  the  oliaervatloD  was  made  that  the  alicarine  could  be  made  more  ■iiupty  by  meaiw 
of  anthrachiuoD  sulpho-ncids.  Qraebe  and  Llebenuaun  bad  originally  attenpted  to 
obtain  anthrachinoii  sulpbo-aeids  by  acting  on  anthraohinon  with  anlphrle  aoid.  Bat 
they  made  the  mistake  of  nsing  too  low  heats.  Tlie  temperatnrea  they  employed 
were  not  high  enongb,  being  not  greiiter  than  those  generally  employed  lu  the  prep- 
aration of  snlpho-  acids.  The;  had  also  been  mUlnl  by  the  obiervatioo  that  anthi*- 
ehinon  oonld  be  sablimed  nnchanged  frotu  strongly-heated  salphntis  acid.  Tharefbre 
they  hoped  little  fh>m  snlpho-aelds,  and  gave  all  their  attention  to  improTing  tbe 
abOTo  methods.  This  mistake  wui  avoided,  and  the  modineatlon  of  the  ayitthMia  of 
alizui-int,  which  forms  tbe  baaia  of  tbe  industry  of  to-day,  was  disoovered  Ant  by 
Huinrich  Carv,  who, as  an  officer  at  the  Baden  Anilin  and  Soda  Workt,  made  it  hia 
task  to  give,  in  combination  with  Graelie  and  Liebormanu,  life  to  the  alizarine  in- 
doK'ry.  Cnro  lirst  noticed  that  antfarachlnnn,  if  heated  with  sulphuric  acid  to  above 
SW^,  wonld  give  sulpho-acids,  which,  on  fusing  with  bydrate  of  potash,  formed  ali- 
arine,  the  name  as  the  bromine  componud.  Perkin  noticed  the  same  fiut  shortly  after 
or  at  about  Ibe  same  time.  This  methiiil  was  fnrtber  developed  by  Csro  and  the 
original  discovereia,  aud  the  English  patent  was  taken  out  on  Jnue  3.'j,  1B69  (Caiti, 
Graehe,  and  Liebermauu,  English  patent,  186B,  No.  1,9:16).  The  patent  of  Perkin  ia 
dated  June  »i  (Perkin,  English  patent,  1869,  No.  1,B48).  Two  methoda  ware  dis- 
covered analiigoUB  to  the  two  bromine  methods.  In  the  first  and  moet  important  the 
anlbraoine  is  oxidized  to  authraohlnon.  This  is  (:ouverlod  into  sulpho-acids  by 
beating  with  snlijharic  acid  to  !00°  lo  Qi'<P,  aud  tiiese,  by  the  l>enntifal  method  <^ 
Kekul^,  Wiirtz,andDusart,  by  fusing  with  oanstio  potash  orsoda,  are  converted  iiit« 
alitariuo.  The  first  proceaa  is  therefore  identical  with  the  fint  bromine  method 
given  above.  lu  the  sccoud  method,  the  snlphnric  acid  acts  on  the  autbravhlnon  in 
such  a  manner  that,  bealdea  the  anthraohlnon  moiiosnlpho-acid  as  principal  prodnot, 
a  small  am  out)  t  of  anthrauhlnnn  blsulpho-acld  Is  also  formed.  This  was  suhaeqnently 
determined  aDal.vtloally  by  Qraebe  and  Uebermaiin.  In  tbe  patent  only  the  anthn- 
ohliion  su1[iho-auids  arc  mentioned,  From  analogy,  Perkin,  in  his  paper  (Jonr. 
Cbem.  Soc.  (2),  rill,  133,  atid  Ann.  Chem.  Pharm.,  clviii,  33S),  oonsldered  the  biral- 
pho-acid  only.  It  is  also  found  in  larger  quantity  by  the  exceaeof  acid  he  employs  in 
bis  method  than  it  is  by  the  method  of  Caro,  Oraebe,  and  Liebermanu. 

The  reactJoiu  in  tbe  second  method  are  then  giveu  by  fonunlas,  in 
reference  to  anthrauhinon  mouoenlpho  acid  and  anthrachinon  biaolpbo- 
acid,  and  it  is  then  said : 

Oil  fimiug  the  two  snlphoscids  tboy  give  alisariue  exactly  like  tbe  nionobHuii  and 
blbiuni  outhrachiuou.     The  auibroobiiiou  bisnlpbo-aoid  behaves  for  ths  gretitet  part, 
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If  not  kltogathar,  UkB  ttks  Dumocnlpho-aeid,  and  AimiihM,  Instead  of  the  oorrespond- 
Ing  bioxyMithrMlilnoii[wb[ahU  thoallsHineof  theprooewofNo.4,3ill],  MMDtUlIf 
tiloxf  ftathnehlnon— tbe  IwpDipariii. 

Tbey  then  give  the  two  sets  of  oheniical  eqaations,  one  producing 
alizariae  and  the  other  prodnoing  iHopcrpaplu.  FurtheEonin  the  same 
paper  they  say : 

Am  flu"  M  bM  been  obacrved,  it  leeuu  thai  only  the  tintbnwMnnn  monaenlpho-aold 
win  prodnoe  allsarioe,  wbUe  tha  antbiMblDOD  blinlpbo-Mld  prodaoea  iMparpDiin, 

Id  ao  article  by  Graebe  in  the  "N'ew  Handbook  of  Chemistry ,"  pob- 
Ushed  in  1871,  he  bad  said : 

Allxarine,  Uurlc  Mid,  madder  red,  mati^re  oo1ocant«  nrage,  flnt  propkied  ffom 
nutdder  by  Boblqnet  ■ndColiD(Laa(!),  Mtidoiftllr  bf-Qraebe  and  Lieberraann  (1866), 
from  ftDtbrkclne.  Fonnnln,  C14H1O1,  is  derived  from  kntbraoiae,  and  !•  to  be  oon- 
aldend  u  byozyBOthtMbtaoD,  CitH«(Oi)"(OHV 

In  another  pnblioation  by  Graebe  and  Liebennann,  in  186S,  tbey  had 
said: 

By  treating' all »ii(ie  wlcli  xiao  dott  a  hydiwwrbon  wm  prudneed  having  the  00m- 
podtton  CiiRio,  and  eoineldtng  exaotly  In  ite  prop»rtl«e  with  antbraolne.  •  ■  ■ 
Aecoiding  to  anr  experiaienta  allEarln*^  whloh  !■  lieooe  a  derivative  of  authiaolne, 
mnat  bsre  the  fonnnla  C|«H|0«. 

Id  another  pablioation  by  them,  in  186I>»  they  bad  saia : 
W«  have  proda«ed  ttom  antbraotue  artiAoial  alliarine.  The  pmpertie*  of  the  prod- 
not  obtaiued  by  oe,  as  well  at  the  colon  which  we  have  pnMluced  with  Iha  aoiue  on 
mordanted  eutton,  exhibit  perfectly  ttie  Identity  of  the  artifluial  aliiuritin  with  that 
obtained  from  madder-root.  •  •  •  The  method*  which  have  led  to  the  above  re- 
■alts,  and  which  we  shall  describe  later,  confirm  the  aocoracy  of  rhe  rational  formala 
for  alixarine  recently  advanced  by  na. 

Afiain,  in  a  farther  publication  in  1869,  they  had  said : 

lu  onr  flnt  notice  we  have  already  hinted  that  we  have  deteotDd  na  difference  be- 
tween the  natural  and  artiflclnl  aliiarine,  anil  that  the  very  characteristic  colors 
wbtcb  both  possew  when  fixed  on  cotton  mordanted  with  alnmina  and  iron  are  per- 
fectly iilentlcal.  We  believe,  therefore,  that  It  Is  with  one  and  the  name  chemical 
indlvldnal  we  have  to  deal,  aiid  not  with  isomerons  componniU,  of  whicl.  aa  extra- 
ordinarily great  nnmber  la  conceivable,  and  of  which  ao  example  already  exists,  aa 
we  have  binied,  in  chryBopbanic  acid.  lu  conclaBlon,  we  will  cnll  attention  to  the 
iaot  that  our  production  ofuUiarine  Is  the  first  ezamplu  of  the  artlBcial  formation  of 
a  eoloriug- matter  oecurring  in  plants, 

The  TatioDB  papers  tbns  referred  to  are,  it  la  understood,  put  in  evi- 
deoce  by  stipulation,  with  like  effect  as  if  the  authors  of  them  bad  testi- 
fied to  the  facts  stated  in  them. 

In  Prussia  a  patent  for  five  years  was  granted  to  Qraebe  and  Liebur- 
mann,  March  23, 1869,  for  their  bromine  process,  on  condition  that  it 
Bhonld  be  put  into  practical  operation  in  twelve  months  within  the  King- 
dom. On  the  7th  of  July,  1870,  after  several  notices  to  them,  the  pat- 
ent was  declared  extinct,  becanse  proof  had  not  been  produced  of  the 
carrying  oat  of  the  patented  methods.  In  view  of  what  Oraebe  and 
Liebermann  themselves  state  in  the  publication  before  cited,  it  is  mani- 
teet  that  the  Fmssian  patent  was  revoked  because  the  process  described 
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-was  DOt »  practical  oae.  There  wm  notbing  pnotical  until  the  aolpho- 
acJd  diBcoTericB  were  made.  la  regacd  to  tbia  the  paper  first  cited  a»ys: 
Tb«  pM«Qt  of  Caro,  Grwba,  aai  LieberniuD  la  dated  <»e  6»j  Mtlicr  than  that  of 
Parkin.  It  any  value  at  all  la  to  be  plaeod  in  the  date,  then  Caro  Boat  ewtalBlj  b* 
mentioned  ftnrt,  ainoa  theappUoatioofora  patent  by  theG«nuii  obeoiiatwaa  delayed 
by  an  error.  Tbe  aigning  took  place  at  the  patent  aganf  •  in  BecUa.  In  rcfcnnee  to 
the  aboTe  two  Engliah  patmta,  Ferhln  and  the  Baden  Aii''.in  aad  Soda  Wert*,  pto- 
prieton  of  Can  aad  Oiaebe  iftd  LiekanBaan'a  patent,  aada  na  afretMeat,  ia  aea— 
qnence  of  which  the  patoata  bocanw  oommon  property.  Bj  the  poblieation  ot  theae 
patenU  the  Bolpho-aotd  method!  of  preparlDg  aliiariuo  became  known,  and  «  Mciaa 
of  works  win  ereoted  In  Statea  which  gare  no  or  iDsnWoieut  protaetion  to  the  pat- 

This  ebovB  that  thu  oDly  methods  practiced  commercially  were  the 
aalpho-acid  methods.  The  English  patent  for  the  bromine  methods  ex- 
pired December  18, 1871,  for  the  want  of  payment  of  a  fkuther  foe. 

The  statement  of  Graebe  and  Liebermann  is  that  Cam  discovered 
that,  by  naing  authracbinon  with  snlphnric  acid,  be  conld  obtain  anlpbo. 
acids,  and  tlien,  with  hydrate  of  potash,  procure  aliurine, "  tlie  same  as 
the  bromine  oonipoiuid"—thati6,  the ali£arine(rf the  iwDoess of  Ko.  4^1; 
bnt  that  the  bisnlpbo-acsid  proeees  devehqied  1^  Fierida  prodBooa,  not 
the  aliisarine  of  the  process  of  No.  1,321,  which  is  biozyaothnM^inoB, 
bat  trloxyaothracbinon  or  isopnrporin.  The  article  sold  l^  the  deftod- 
ants  is  this  last  anbatance  made  by  the  bisalpho-acid  process,  carried 
OD  abroad  at  the  present  day,  and  containing  large  proportiona  of  oidor- 
ing  matters  not  shown  to  be  found  to  any  pracitioaUy  oaefitl  extant  in 
the  aliEarine  of  the  prooess  of  No.  4,321,  such  as  iaoparparine  or  antlin- 
porpnrine,  one  or  both — two  articles,  if  they  are  different,  or  one,  if  they 
are  the  same,  aa  seems  to  be  shown.  No.  4,321  famines  no  teat  by 
which  to  identify  the  product  it  covers,  except  that  aoch  product  ia  to 
be  the  result  of  the  process  it  describes.  The  process  by  which  the  de- 
fandant's  article  is  made  is  not  shown  to  be  the  same  process  M  that 
described  in  No.  4,321.  Graebe  and  Liebennann,  as  appears  from  ttieir 
own  statement,  experimented  with  salpbnric  acid  and  failed.  It  was 
not  obvious  that  sulphuric  acid  would  auoomplish  any  result,  nor  was 
it  obvious  bow  to  employ  it.  Their  experiments  with  it  led  them  to 
hope  little  from  it  and  to  withdraw  their  attention  from  it  and  devote 
themselves  to  improving  the  bromTne  and  chlorine  methods.  They  state 
that  Garo  avoided  their  mistakes,  and  was  the  first  to  discover  the  modi- 
fication which  led  to  snccess,  and  that  Perkia  was  an  independent  dis- 
coverer of  it  about  the  same  time.  It  is,  therefore,  impossible  to  say  that 
the  sulphuric-acid  process  was  a  kuowu  equivalent  process  at  tlie  time. 
It  is  easy  now,  after  the  event,  for  sdentiflo  men  to  say,  with  the  knowl- 
edge of  to-day,  that  the  thing  was  obvions;  bat  the  crucial  Ibcts  oonta«- 
dict  the  assumption. 

It  does  not  satisfoctorily  appear  that  the  process  of  No.  4,331  will  pto- 
duce  the  defendant's  article  to  any  nsefal  extent,  if  at  slL  The  pmoam 
of  No.  4,321  never  was,  and  is  not  now,  practical^  carried  on  anywhere. 
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The  article  of  No.  4^21  was  called  "  artificial  alizarine,"  aud  the  article 
nov  in  the  market  is  called  by  the  same  name;  but  the  ideotity,  in  the 
senae  of  the  pnteot  law,  ,between  them  aod  between  the  proceBses  for 
producing  them  is  not  shown. 

The  English  patent  to  Oaro  and  Graebe  and  Liebermana  having  bees 
gtanted  J  aue  25, 1809,  and  the  fall  speoifications  &led  Janaary  13, 1870, 
an  application  for  a  patent  in  the  United  States  for  prodocing  artificial 
alizarine  by  tbe  solpbo-acid  procet<see  was  filed  by  them  January  26, 
1870.  I^was  granted  as  Xo.  154,636  July  28, 1871.  The  fall  specifica- 
tion of  tho  EngUah  patent  and  that  of  So.  164,536  are  identical.  The 
specifications  state  that  tbe  invention  relates  to  improvements  on  tbe 
invention  described  in  the  English  patent  to  Qraebe  and  Liebermauu  of 
I>eoember  1 8, 1868,  and  in  'So.  96,465, "  in  which  the  preparation  of  arti- 
fi<nal  alizarine  is  based  upon  the  action  of  caustic  alkalies  upon  bibro* 
mMithrachiDOD  or  bichloranthrachinon. 

They  then  proceed : 

We  fa**e  now  diaectvamd  that  >  dmllu'  nanlt  iB>y  \i^.  abU'aed  by  aabatltaling  tal' 
phvrieaoid  for  bromine  or  chlorine  in  the  Above  pi. caw  netliiuobt*la  theeiilpho- 
kcida  of  ftDthraohinoo,  which,  by  being  dlsMlred  in  sud  hMt«d  with  an  exoeu  of 
eaoatic  >1k»li,  are  oonverted  into  alizmiine.  This  ioTentioD  lelfttea  to  improTemeutfr 
in  the  proiloetion  of  coloring  mfttten,  and  more  eepeeially  to  impTOTcmenta  in  the 
setbod  of  Drodnelng  whkt  le  known  m  "artlflciftl  allxarlne,  from  ftntluaeine,  » 
uetfaod  of  piodoelng  wliich  waa  deeoribed  in  [tbe  English  patent  of  December  Itj, 
iSBi,  and  In  No.  95,46&]  and  ooniiiBted  in  the  production  of  artificial  aliurine  by  con- 
TMiJng  antbraelDD  Into  either  bibromatttliraobiaon  or  bichloranthrachinon,  and  then 
acting  npon  tbe  wme  b;  means  of  an  alkali,  and  precipitating  the  aliiarino  oontained 
In  the  alluliae  eolation  by  mesne  of  an  Mid.  Id  the  oompleU  apeclfloationB  of  the 
aforea*id  letten  patent,  granted  to  Cbarlea  Liebermann  andCbarlea  Oraelw,  two  dif* 
finent  aeriea  of  prooeaaee  am  dearilwd  for  obtaining  the  broiL'uated  DI  chlorinated  de- 
ilT«tirea  of  anthiachlnon.  In  the  firat  of  theae  piooeueia  the  anthracine  ia  Babml tted  to 
the  action  of  oxidizing  agenta,  «■  i«  well  understood,  Rud  the  oxidized  anthiaciue  or 
•nthikkinon  la  then  tieated  with  bromine  or  chlorine.  In  theaeoond  of  these  proo- 
eeeea  the  Bnthra«iue  is  drat  tieated  with  biomine  or  chlorine,  and  aubeeqaeutly 
mbmltted  to  an  oxidising  proceaa,  In  order  that  the  desired  componnd — videlicet, 
bibromanthnMhinnn  or  biclilorauihraohinou— uiaj  Iw  obtained.  In  an  analogous 
manner  we  now  employ  aulphuric  sold  as  a  enbatitote  for  tbe  bromine  or  chlorine  em- 
ployed in  the  proceasee  above  referred  to,  and  we  thus  obtain  tbe  anlpburic  acid 
deriratiTca  of  anthraebinon,  which  we  call  "  the  aulpho-acida  of  antbiaohinon." 

The  Specifications  then  go  on  to  describe  the  two  new  processes.  The 
first  is  to  alter  the  anthmchinou  by  heating  it  with  sulphuric  acid.  The 
product  is  then  put  in  solution  and  treated  with  carbonate  of  lime,  and 
then  with  carbonate  of  potash  or  of  soda,  and  potash  or  soda  salts  of 
tbe  salpho-acids  of  anthraebinon  are  proanced.  These  are  treated  with 
eanstfc  soda  or  potash  nuder  heat,  and  tbe  artificial  alizarine  is  pre- 
cipitated by  an  acid.  In  the  second  process  anthracine  is  heated  with 
snlphoric  acid,  the  prodnct  is  put  in  solution  and  treated  with  peroxide 
of  manganese  nuder  beat.  Oaustio  lime  is  then  added  in  excess  till 
there  is  an  alkaline  reaction.  The  mixture  is  then  filtered  and  carbo. 
Date  of  potash  or  soda  is  added  to  it,  and  the  potash  or  soda  salts  of 
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the  salpho-acids  of  aothraohinoD  are  prodnced.  Tfaese  are  treated  with 
caastio  potasb  or  Boda  aader  beat,  the  prodnQt  is  pat  Id  aolation,  and 
the  artificial  alizarine  is  precipitated  by  ao  ooid.  It  is  stated  in  ref^wd 
to  this  aubstance,  made  by  either  of  these  two  procesHeM,  that  it  may 
be  employed  for  the  purposes  of  dyeing  and  printing,  either  in  the  same 
vay  a«  preparations  of  madder  are  now  used  or  otherwise. 
In  each  of  the  two  specifioationa  there  are  two  claims,  in  these  words : 
1.  ThA  maDDfnotare  of  ooloring-mattMS  by  •nbinlttlng  •o.tliTMihlDOD  to  tbe  Mdon  of 
snlpbnrlo  aciil,  in>  m  to  obtain  soluble  compvoada,  wbleh  we  h&TBc&Ued  "•nlplio- 
Mids  of  aDtbnobiDOD,"  trentlng  the  proilDau  of  inch  operktioD  with  kn  Alkali,  and 
prcclpitatiHB  the  colorlug-n'atteri  tberefcoiu  bjrineuuof  an  sold,  m  herein ileioribed. 
fi.  The  mauufaotore  of  coloTitig-malten  by  aabmitting  anthracine  to  the  aotion  of 
•nliihnric  acfd,  axldliing  the  product  tberetiy  obtained,  heatln)[  ^ach  oxldined  prad- 
not  with  ID  alkali,  and  aubMrinently  precipitating  the  colorlDg-niattrn  thenftatn 
by  toeaDi  of  an  aold,  m  herein  deecribed. 

After  the  granting  of  the  English  patent  fur  the  snlpho-actd  process, 
on  June  '2S,  1809,  to  Graebe  and  Liebermann,  and  their  application  for 
tbe  Cuit«d  States  patent  on  January  26, 1870,  it  became  apparent  that 
the  sulpho-acid  processes  and  products  were  to  be  commercially  Tain- 
able.  Then,  during  the  interval  of  the  four  years  and  a  half  delay  in 
the  issuing  of  No.  154,536,  So.  99,465  Was  surrendered  and  reissued  in 
two  parts,  April  4, 1871,  one  for  tbe  process  and  the  other  for  the  prod- 
uct, the  claim  in  the  latter  CSo.  4,321)  being  so  worded  as  to  cover 
"artificial  alizarine  prodnced  f^om  anthracine  or  its  derivatives  by  either 
of  the  methods  herein  described,  or  by  any  other  method  which  will 
produce  a  like  result."  Afterwards  Qmebe  and  Liebermann  assigned 
the  two  reissued  patents  of  April  4, 1871,  to  tbe  plaintiff  ou  March  1, 
1872. 

It  is  very  plain  that  the  specification  of  the  original  patent  (So. 
95,465)  states  the  invention  to  be  »  process  for  preparing  alizarine,  not 
as  a  new  substance  prepared  for  the  Arst  time,  but  as  the  substance 
already  known  as  "alizarine,"  to  be  prepared,  however,  by  the  uew 
proecHS,  which  process  is  to  be  the  sntiject  of  the  patent,  and  is  the 
■  process  of  preparing  the  known  product  alizarine  from  anthnicine.  The 
specification  states  that  "the  alizarine"  is  precipitated,  th^t  "tlie  yellow 
flocks  of  alizarine"  are  obtained,  and  that  "  the  alizarine"  is  in  such  a 
form  that  it  can  be  employed  in  tlie  same  manner  as  the  difi'urent  prep- 
arations from  mRdder,  and  the  claim  is  for  the  "  procens  for  the  produc- 
tion of  alizarine."  The  provisional  specification  deiwsited  In  England, 
December  18,  1868,  staten  that  "yellow  flocks  of  alizarine  are  precipi- 
tateil,"  »»d  that  "the  alizarine  prepared  in  this  artificial  way  is  per- 
fectly purt;."  and  the  full  specifloatiou,  filed  in  England,  Jnne  17,  1869, 
olainis  "the  artificial  prodnctiou  of  alizarine."  So  other  conclusion 
can  be  reache<l  than  that  Graebe  and  Liebermann,  in  the  specification 
of  So.  95,405,  intended  by  "alizarine"  the  chemical  substance  known 
by  the  formula  GitHgOt,  and  thonght  that  was  what  thetr  process 
'TOdnced.    There  is  no  suggestion  of  anthrapurpnrine  or  isopurpnrine 
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or  of  any  piooeBS  for  prodaoing  them.  Their  pabliabed  statements 
show  that  it  iras  the  ByDtbesis  of  the  alizarine  of  madder  which  they 
were  making,  the  speciflcation  of  ISo.  95,465  abows  that  and  nothiog 
else,  and  it  ia  not  contended  that  the  alizarine  of  madder  contains 
aDtbraparpurine  or  isopnrpurine.  It  is  very  clear  from  the  testimony 
that  it  is  to  anthrapnrparine  or  Isopnrpnrine  that  the  artificial  alizarine 
sold  by  the  defendants  owes  ite  efficiency  as  a  dye-stuff  and  its  practical 
SDCcess  in  the  market,  and  that  sach  product  is  prodnoed  by  the  bisul- 
pho-acid  proceas  of  Perkin ;  and  it  is  not  satisfactorily  shown  that  the 
monosnlpho-acid  prooees  of  Caro  or  the  bromine  process  of  No.  4,321 
will  eithn  of  tbem  practically  produce  that  prodnct. 

Inaamnoh  as  the  defendant's  article  is  prodaced  from  anthracme  or 
its  derivatives  by  some  method,  and  is  a  dye-stuff  called  "arUflclal 
alisarine,"  it  is  contended  that  the  sale  of  it  infringes  So.  4,321.  The 
articles  in  market.,  called  "artificial  alizarine"  at  tUe  present  day,  are 
anbetances  all  of  whiob  are  made  fVom  antbracine;  but  they  vary  all 
the  wayftoDinearlypnrealizarinemadeby  the monosulplio  acid  proc^'ss 
throngh  the  products  of  the  bisnlpho-acid  process,  which  contain  com- 
biDatiouB  of  alarizine  and  anthrapurparine,  up  to  an  article  of  pure 
parpurine,  free  from  alizarine.  All  of  these  are  nsed  as  dye-staffa, 
according  to  the  shade  of  color  and  other  qualities  desired.  The  spe- 
ciAo  artide  put  in  evidence  in  this  case  as  an  infringement  contains 
aboat  60  per  cent,  of  anthrapnrpnrine.  It  is  claimed  by  the  plaintiff  to 
be  the  artificial  alizarine  described  in  Ko.  4,321,  and  to  be  physically, 
chemically,  and  in  coloring  properties  similar  to  that.  Bat  what  that 
is  is  not  defined  in  No.  4,321,  except  that  it  Is  the  product  of  the  process 
described  in  No.  4,321.  Therefore,  nnlcss  it  is  shown  that  the  process  of 
Ko.  4,321  waa  followed  to  produce  the  defendant's  article,  or  unless  it  is 
shown  that  that  article  could  not  be  prodaced  by  any  other  process,  the 
defendant's  article  cannot  be  identified  as  the  product  of  the  process  of 
No.  4,821.  Nothing  of  the  kind  ia  shown.  On  the  other  band,  the  de- 
Handant's  article  is  made  abroad  and  by  a  process  different  teom  tbat  of 
No.  4,321.  It  therefore  cannot  be  the  product  of  that  process.  If  the 
words  of  the  olaim  "by  any  other  method  which  will  produces  like 
result"  mean  any  other  method  which  will  produce  the  only  prodaot 
meotioned  in  the  description,  namely,  alizarine,  as  then  anderstood, 
having  the  fbnnnla  G](Hg04,  the  defendant's  article  is  not  that  product, 
tor  it  oOQtains  other  dj-eijig  ingredients  which  the  alizarine  of  the  pat- 
ent does  not  contain.  If  the  words  of  the  claim  are  to  be  construed  to 
cover  all  artificial  alizarine,  whatever  its  ingredients,  produced  from 
anthracine  or  its  derivatives  by  methods  iavented  since  Graebe  and 
Ltebermann  Invented  the  bromine  process,  we  tbeti  have  a  patent  for  a 
pTodoet  or  composition  of  matter  which  gives  no  information  as  to  how 
it  is  to  be  identified.  Every  patent  fi>r  a  prodact  or  composition  of 
matter  most  identity  it  so  that  it  can  be  recognized  aside  tcom  the  de- 
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Bcription  of  the  prooess  for  makng  it,  or  elae  DothJDg  can  be  held  to 
infrioge  the  patent  which  is  uot  made  by  that  process.  The  circuit 
ooart  foond  as  a  fact  that  the  defeudaut's  article  was  prodnced  by  the 
proceM  deecribed  in  No.  li)4,536.  But  it  regarded  that  process  as  tbe 
same  process  cUemically  as  the  process  of  No.  4,-321,  on  the  vinw  that 
the  bromine  osetl  in  the  latter  wafi  merely  a  rehicle,  and  in  the  former 
snlptiiiric  acid  wub  substituted  as  a  rehiole,  ood  thoagh  superior  per- 
formed  the  same  office  In  the  same  way ;  and  so,  as  it  regarded  the 
two  processes  as  tl<e  same,  it  held  the  two  products  to  be  the  same. 
We  cousider  it,  hitwever,  to  be  established  that  the  defendant's  article 
is  not  made  by  the  process  of  So,  4,321,  but  is  made  by  the  bisalpho- 
acid  process  of  Ferkin,  which  yiehls  anthrapurpniine,  aud  which,  while 
it  may  involve  the  process  of  So.  154,536,  f^oes  l>eyond  it.  The  bisnl- 
pho-acid  process  puts  in  two  utoms  of  uuhydroiis  sulphuric  acid  instead 
of  one,  and  additional  oxygen  is  carried  in  aud  anthrapnrpurine  is  pro- 
duced, the  formula  of  which  is  Ci4l7|Of.  Aside  from  thia,  it  is  shown 
that  (he  dyeing  qoalities  of  the  defeudaut's  article  depend  on  the  as- 
thrapurpurine  or  tsopurpurine  it  contains,  and  not  on  the  alizarine.  As 
the  only  tdisarine  meutioned  in  No.  95,465  or  in  No.  4,321  is  alizarine 
the  formola  of  which  is  Ci^HiO^,  the  alizarine  of  madder,  the  process 
described  in  those  patents,  to  be  a  sufficient  support  for  a  valid  patent, 
as  being  properly  described,  must  be  a  process  which  will  produce  that 
article  aud  no  other ;  and  No.  4,321,  to  be  valid  as  a  patent  for  a  prod- 
uct, must  be  a  patent  which  will  produce,  by  the  prooess  it  describes, 
that  article  and  no  other.  Unless  tliat  process  will  practically  prodaoe 
the  defi'iidaut's  article.  No.  1,321  ia  uot  infringed ;  and  it  is  not  estab- 
lished by  the  evidence  that  it  will. 

There  is  another  view  of  the  case.  According  to  the  description  in 
No.  S5,46a  aud  in  No.  4,^L  aud  the  evidence,  the  .article  produced  by 
the  process  described  was  the  alizarine  of  madder  having  the  chemical 
formula  OuBiO*.  It  was  an  old  article.  While  a  new  process  for  pro- 
ducing it  was  patentable,  the  product  itself  coa1d  uot  be  patented,  even 
though  it  was  a  pnKluct  made  arciflcially  for  the  first  time,  in  contra- 
distinction to  being  eliminated  from  the  madder  root.  Calling  it  arti- 
ficial alizariue  did  not  make  it  a  new  oomposition  of  matter,  and  pat- 
entable as  such,  by  reason  of  its  haWng  been  prepared  artificially  for 
the  first  time  from  antbracine,  if  it  was  set  forth  as  alizariue,  a  well- 
known  substance.  ( The  Wood  Paper  Patent,  23  How.,  696,  S93.}  Tbei« 
was  therefore  no  fonndatiou  for  Belssne  No.  4,331  for  the  product,  be- 
cause on  the  description  given  uo  patent  for  the  prodaot  oould  have 
b^en  taken  oat  originally. 

Btill  farther,  the  claim  of  No.  4,321  is  not  a  olium  merely  for  the  prod- 
act  of  the  process  described  in  it,  but  is  a  claim  for  anything  which 
may  be  called  "  artificial  aUzarine,"  produced  from  antbracine  or  its  de- 
rivatives, by  either  of  the  methods  doscribed,  or  by  any  other  method. 
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eqaivalent  or  not,  which  will  prodace  anything  called  "  artificial  aliza- 
rine.'* The  scope  of  aach  a  claim  is  seen  in  this  suit.  An  article  is 
sought  to  be  covered  hy  the  reissae,  which  it  is  demoDstrated  Graebe 
and  LiebermanD  never  made  by  their  bromine  process,  which  they  knew 
that  process  would  not  produce,  which  they  recognized  as  pnxluced  first 
by  some  one  else  by  a  different  process,  and  whii-h  has  become  the  subject 
of  a  large  iodastry  abroad  and  an  exteDyiveuse  in  this  country,  through 
discoveries  made,  as  they  acknowledge,  since  their  bromine  process  was 
invented.  After  those  discoveries  were  made,  after  it  was  seen  that  the 
bisnlpho-acid  process  woak)  produce  desirable  dye-stuffs,  and  could  be 
worked  practically  and  profitably  to  that  end,  it  was  sought  to  control 
the  market  for  the  product  in  tbe  United  States  by  obtaining  this  Be- 
issue  No.  1,321. 

We  have  not  deemed  it  necessary  to  consider  more  particularly  the 
qaestioD  whether  the  Beissne  Patent  UTo.  1,331  is  or  is  not  for  a  differ- 
ent inventiOD  fiM>m  that  described  iu  tbe  original  patent  It  certainty 
is,  unless  the  product  claimed  in  the  reissae  is  precisely  that  product, 
and  no  other,  which  the  process  described  in  the  original  patent  pro- 
duces. There  can  be  no  better  evidence,  as  against  the  appellee,  of 
what  tbat  product  is  thau  tbe  declaratjons  of  tbe  original  patent  itself 
and  of  tbe  patentees  elsewhere,  as  already  shown.  Nor  have  we 
deemed  it  necessary  to  inquire  or  determine  whether,  even  if  the  prod- 
uct claimed  in  the  reissae  were  the  same  as  that  which  tbe  process  de- 
scribed in  the  original  patent  produces,  it  could  bave  been  made  the 
BDbjeot  of  a  reissued  patent  at  tbe  time  when  and  under  tbe  circum* 
atanoee  in  which  this  reissue  was  made.  It  is  so  clear  that  the  defend- 
ants are  not  shown  to  have  infringed  that  we  have  not  deemed  it  neo* 
essary  to  consider  other  qaestians  any  farther. 

It  results  from  these  considerations  that,  if  the  claim  of  No.  1,321  is 
to  be  ooDBtrued  eo  broadly  as  to  cover  the  defendant's  article,  it  is 
wider  id  its  scope  than  the  original  actnal  invention  of  Uraebe  and 
Lieberm^DQ,  and  wider  than  anything  indicated  in  the  specification  of 
the  original  patent;  and  that,  if  it  is  to  be  construed  ae  to  oover  only 
the  prodnot  which  tfie  process  described  in  it  will  produce,  it  is  not 
shown  that  tbe  defendant's  artide  Is  that  product  or  can  be  practically 
produoed  by  that  process.  Id  either  view  tbe  decree  of  the  circuit 
court  most  be  reversed  and  the  case  be  remanded  to  that  court,  with 
direction  to  dismiss  the  bill  of  oomplaint. 
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[Snpnmc  CMTt  of  the TTaltwI StBtas] 

MoMuSKAT  BT  AL.  V.  MaIXOBY  ET  AL. 

Deiidid  M«rek  !H,  1B84. 

27  O.  G.,  915. 

1.  The  Bpeoiflcsttva  and  dntwiap  of  tbe  reiuue  npon  wbicli  tho  «ait  te  brongbt  be- 
ing BnbatMkliallj  the  Mme  m  thaw  of  the  origliutl  patent,  it  follow*  tbat  tbe 
MiMoe  WH  not  for  the  jinrpoae  of  lOkkliig  the  orlj^nkl  •peeiBcatioD  mac*  fall, 
awDrkt*,  or  intelligible,  or  for  tbe  pnrpoee  of  elimi&ktiBg  ttota  it  whkt  the  in- 
Tsnlor  hsd  not  tbe  rigbt  lo  olklm  m  new. 

S.  A  claim  to  a  oamblnatioa  of  parte  which  apeeiflea  that  aDch  parts  are  oonstmeted 
in  a  particntar  way  (or  a  apeoiat  parpoae  eaoiiot  be  expanded  bj  ralMQe  ao  aa 
to  Inclnde  comblnationa  or  tboae  part*,  eipneaed  no  aa  to  ootdt  tbem  broadlf 
and  witboat  lliaitatiun  a«  to  their  conaimetion  or  advaittagea. 

3.  It  it  not  oompeteot  for  tbe  patentee  or  hU  aarigneea  by  menly  diaoliriiniiig  all  the 

ohang«a  made  in  a  reinue  patent  to  revive  and  reatore  the  original  pateat. 
Thla  coald  be  done  only,  if  it  conld  be  done  at  all,  by  aiuTender  of  the  reia* 
Bued  patent  and  the  grant  of  another  relesae. 

4.  The  reiaane  patent  No.  R,761,  granted  Jnly  1,  IHTV,  to  Edward  H.  Laog  aa  aaaignee 

of  Abel  Barker,  cooatnied  and  lield  to  be  invalid  aa  to  tbe  Bnt  three  tiaima 
and  not  t«  be  infringed  at  to  the  ramaining  olaima,  and  tbe  leiaaoe  patent  to 
Lang  a*  aadgnon  of  Bostwick  htli\  to  be  Invalid  a*  to  tlie  fliat  claim  and  not 
to  be  infringed  aa  to  the  other  claim. 

Affbal  from  the  eirooit  ooart  of  ^«  United  States  for  the  diatriet 
of  Maryland. 

STATEMENT  OP  THE  CASE. 

Tbe  bill  was  filed  September  2, 1879,  b;  Loois  MoMarray,  Bdward  H. 
Lang,  and  George  Barnbam,  doiag  bosiuess  as  a  firm  ander  tbe  name 
of  MoMDiray,  Lang  &  Buraham,  against  Dwight  D.  Mallor;  and  Jesse 
0.  Luddington,  doing  basiness  as  a  firm  under  tbe  name  of  D.  D.  Mal- 
lory  &  Co.,  to  restrain  the  infHngement  by  them  of  two  certain  letten 
-  patent.  The  first  was  a  reissned  patent  ^  for  certain  new  and  nsefal 
itnprovements  in  sotdering-machines,"  the  original  of  which  had  been 
granted  to  Abel  Barker,  Hay  17,  1870,  reissned  to  Edward  M.  Lang, 
one  of  complainants,  Janaary  11,  1876,  and  again  reissned  to  bin 
Joly  1,1879.  The  secomi  was  a  reissaed  patent  for  an  "improve- 
ment in  soldering-irons,"  the  original  of  whloh  had  been  granted  to 
Jabez  A.  Bostwick,  Jane  21,  1870,  and  reissned  October  *29,  1878,  to 
E.  M.  Lang  &  Co.  The  answer  of  tbe  defendants  denied  the  infringe- 
ment of  either  of  the  patents  on  which  the  suit  was  bronght;  denied 
that  either  Barker  or  Bostwick  was  the  original  inventor  of  tbe  im- 
provements for  which  the  original  letters  patent  were  issued  to  them  re- 
spectively ;  denied  that  either  of  the  letters  patent  were  ever  sonen- 
dered  according  to  law,  and  alleged  that  tbe  reissues  were  not  for  tbe 
same  inventions  as  those  described  in  tbe  original  letters  patenL    Upon 
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AdiiI  hearing  the  circnit  court  diamissetl  the  bill,  and  the  coiniilaiDaDta 
bave  broaght  that  decree  under  review  by  this  appeal. 

Mr,  Benj.  Price  tor  the  appellants. 

Mr,  8.  S.  BroKn  and  Mr.R,  S.  Smith  for  the  appellees. 

Mr.  Jastice  Woods  delivereil  the  opintoo  of  the  court : 

We  shall  first  consider  the  Barker  patent.    The  original  patent  was 

described  in  the  specification  ns — 
L  new  and  nMful  raaobiae  for  opeaing  ami  clodDg  or  sealins  fruit,  o^Bler,  ivnd  all 

olher  cans  hermetically  KkluiL 

The  Bpeciflcfttion  was  illustrated  bydrawings,  as  follows: 

They  were  described 
thus: 

FignreLisaTertioBlaectiDii. 
Fig.  2  is  a  represaotatlOD  of 
Ibe  macblne  *a  appliLiI  to  the 
can  in  opening;  Fig.  3  aa  iip- 
pli«d  in  cloning  or  maling, -wi  til 
Uw  disk  vithdrawu  and  tlia 
■lidioK  rod  preawd  npon  Iht> 
cover  to  huld  it  nntil  tbc  nokltr 
or  •ealing  material  harden^".  -*^-* 

The  specification  then 
proceeds  as  follows : 

In  coDfltraotiDg  thi*  mocliini 
T  make  tbe  itisk  or  oaatinji  i 
of  anfficient  thicknaa 
tbe  htwt,  and  of  snltable  ■ 
to  eover  tbe  lid  of  the  can,  witb  the  leeMs  B  in  the  iiudsr  aide  to  give  roam  fur  tbe 
eonvex  lid  of  tbe  can,  and  to  confine  tbe  soldering  process  to  the  outer  edge  of  tbe 
lid  or  cover.  To  this  disk  1  connect  tbo  handle  C,  ofsitacieDt  length  to  hold  when 
beated.  At  tbe  side  of,  and  purallel  with,  the  handle  I  connect  tbe  small  rod  orn-ireD 
witha  loop  or  ring  ooDnecling  It  with  the  handle  at  the  top  and  the  bottoni,  paijsiug 
ttiToagh  tbe  disk  A,  ao  aa  to  allow  it  to  slide  up  and  down. 
The  process  of  sealing  a  can  was  thus  deauribed : 

The  dink  k  ia  winoieDtlr  heated  to  melt  the  solder.  The  rod  D  is  pniihed  down 
through  tbe  disk  and  placed  upon  tbe  center  of  the  cover  to  hold  it.  The  heated  diek 
ia  then  to  be  pushed  down  in  coutnot  witb  tbe  solder  or  sealing  mnteriul  till  it  ia 
melted,  tbeu  tnmed  back  and  forth  till  the  solder  is  Hpread  evenly  around  the  lid. 
Tbe  disk  is  tlien  to  be  withdrawn,  with  the  rod  D  still  pressed  upon  the  lid,  till  the 
■older  or  sealing  material  aets  or  bardeus,  when  the  operation  ia  completed. 

The  claim  was  as  follows : 

The  disk  A,  witb  the  recess  B  io  the  under  aide,  oa  act  forth,  in  combination  with 
tbe  movable  rod  or  wire  D,  to  bold  the  lid  while  resealing  or  closiag. 

The  specification  of  the  reissue  upon  wliich  tbe  suit  ia  brought,  and 
the  drawings  and  the  description  of  the  drawings,  were  sub.^tantially 
the  same  as  for  the  original  patent.  It  is  apparent,  therefore,  that  the 
reissue  was  nut  for  the  purpose  of  making  tbe  original  specification 
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more  full,  accurate,  or  iDteUifcible,  or  for  the  purpose  of  elimiostiDf;  fh)m 

it  what  the  inventor  had  not  the  right  to  claim  as  new. 
The  claims  of  the  reissue,  which  were  five  in  number,  were  as  follows: 
1.  Id  a solderiDg-macbine,  «  rod  »d*pt«d  lo  hold  thecui  oapot  lid  In  plaee,  Ineom- 

binatioD  with  a  Mlderiog-iron  monntod  mpon  «od  ttmnged  tu  be  ratkted  »boat  ssid 

It>d,  subatautiallf  aa  described. 

3.  laaHoldering-maehine,  arodadqtted  tohold  thecancaporlidinplaoe,  incoin* 

bisatioa  nith  a  aolderiDg-iroD  BlidiDg  npon  aaid  rod  and  adapted  to  be  rotated  about 

it,  M  set  forth. 

3.  In  combination  nitb  a  solderiug  tool  or  die,  the  n>d  D,  in  paning  tbrongb  Htid 
tool  or  die  to  hold  the  oan  cap  or  lid  la  the  pTooeM  of  lolderiDg,  aubitaiitiallf  aa  de~ 
accibed. 

4.  In  a  ooIdering-iDacbiDe,  the  combination,  with  a  lolderiDg-tool  oonforrniDg  in 
■bape  to  tlie  cap  to  be  soldered,  of  an  independently  movable  rod,  D,  npon  which  tba 
•aid  tool  is  mounted,  Bnbatantiall;  aa  dercribed. 

5.  The  dlik  or  tool  A,  with  the  reoeM  B  in  ita  nnder  aide,  in  oombiDation  with  and 
mounted  npoD  the  Independeutlj'  morable  rod  or  wire  D,  aa  let  forth. 

The  proof  showed  that  defesdants  oaed  the  iustrumeot  described  ia 
the  letters  patent  issaed  to  Tilierf  &  Ewalt,  May  21,  1872. 

The  specification  of  these  letters  was  illnstrated  by  the  following 
drawing : 

The  specification  described  the  invention  as  fol- 
lows: 

The  iDTention  oonuets,  flrat,  in  making  a  •oldering-tool 
adjDBtible  radially  ftom  a  hlnge-Joiot,  In  order  to  adapt  th 
same  tool  to  be  need  with  cape  of  Tar;lDg  aise;  aeeond,  la 
moving  aaid  tool  ont  and  in,  at  the  aame  time  fixing  it  at  any 
point  of  atlJuatmeDt  by  meana  of  a  eorew  that  haa  a  loop-bead 
tbrangh  which  paaaee  the  bolder. 

A  repreaentBOnriolderiD)r-tool,  provided  with  tbeoap-hotder 
B,  which  maiataiua  the  oftp  in  poaition  while  the  aoldeiing- 
ironCia rotated.  Disaatook.  in  whlchtheahankdof  aolder- 
ing-iroD  is  held  at  any  point  by  a  olamp-acraw,  d.  E  ia  the 
body,  in  wbicb  the  stock  D  is  hinged  at «,  while  the  holder 
1)  passea  vertically  and  loosely  there  thraagh.  F  la  ■  acrew, 
havin);  loop-head/,  which  cnnoeeta  the  atud  holder  B  and 
Ktock  D,  while  it  allowa  thcin  to  l>e  spaced  at  any  deaind 
distauce  apart.  In  order  to  effect  a  change  In  the  radial  dis- 
tance between  the  centering -holder  B  and  the  atook  D,  that 
liolrls  tbe  aoldering-iroD,  the  holder  ia  flrat  removed  and  the 
Bcrcw  F  moved  in  or  oul.     •     •     • 

Tbe  odvantagea  of  tliis  tool  consist,  first,  in  tbe  are  abape, 
liy  which  we  can  see  at  a  glauoe  any  point  which  haa  been 
left  unaoldered  or  imptrfectly  soldered,  and  which  defect  can 
he  remedie<l  at  once  without  removing  the  tool:  aecood,  in 
thfi  option  that  it  allows  aa  of  uaing  either  wire-solder  or  tbe 
(boaper  drop-soider,  thereby  suviog  one-half  tbe  expense- 
There  is  iio  doubt  tbat  the  first  three  claims  of  tbe 
reissued  patent  of  Barker  cover  the  device  here  described,  but  are  void 
becaut^c  tbfy  are  each  of  them  broader  than  tbe  claim  of  the  original 
patent.    Tbe  claim  of  the  original  patent  was  for  a  combination— that 


DECUIOKB  or  U.  B    COOBTB  III  PATBMT  CASES.  247 

is  to  aay,  a  combiDatioD  of  the  disk  A  with  the  recess  B  od  its  nnder 
8i<ie,  ATti  the  moTable  rod  D,  to  holt]  the  lid  of  the  can  while  resealing 
OTcIoainfi;.  TheapeoiacationnieDtioiiedadiakaDdparticoIarlydeBoribed 
and  illustrated  it  as  fonning  a  jtart  of  the  combination.  By  its  siie, 
sbape,  and  the  recess  in  its  noder  anrface,  it  was  designed  to  perfonn 
certain  specified  fonctions.  It  was  made  thick  so  as  to  retain  the  heaL 
It  was  made  circular,  like  the  lid  of  the  ean,  and  of  sofficient  diameter 
to  coTer  tbe  lid,  so  as  to  reach  its  enter  edge,  where  the  soldering  was 
to  be  done,  and  it  bad  the  lecera  in  its  ooder  siile  saffioient  to  give  room 
for  the  convexit;  of  the  lid,  so  as  to  confine  tbe  soldering  process  to  the 
ontcr  edge  of  the  lid.  Tbe  patent  did  not,  therefore,  inclnde  every 
soldering-iron  of  whatever  form  and  shape.  In  the  case  of  Brook*  v. 
Mean  (16  Fet.,  336)  it  was  said  of  a  patent  for  a  combination  oonsistiag 
of  three  p&rts  that  "  the  nse  of.  any  two  of  these  parts  only,  or  of  two 
combined  with  a  third,  wbicb  is  sabetantially  difliereat  in  form  or  in  the 
manner  of  its  arrangement  and  connection  with  tbe  others,"  is  not  ao 
infringement.  "  It  is  not  the  same  combination  if  it  snbstantially  differs 
from  it  iu  any  of  its-parts."  Tbe  disk  therefore  in  the  Barker  patent, 
enhstaotially  as  described,  is  ao  essential  element  of  the  combinatioa 
oorered  by  that  patent. 

Ill  tbereissnetheSrst  three  claims  of  the  Barker  patent  are  expanded 
ao  as  to  inclnde  all  soldering-irons,  no  matter  wbpt  their  shape  or  size 
or  specific  advantages,  in  combination  with  the  movable  rod  D.  The 
contention  of  the  appellants  that  a  device  so  anlike  the  soldering-tool 
described  in  the  original  Barker  patent  as  the  TUlery  &  Ewalt  tool  is 
embraced  by  the  first  three  claims  of  the  reissue  is  striking  proof  of  tbe 
expansion  of  the  original  claim.  It  is  plain  that  tbe  claims  mentioned 
indade  many  soldering  devices  not  covered  by  the  original  patent. 
The  claims  are  therefore  void.  Oill  v.  WeV;  23  Wall.,  1 ;  The  Wood 
Pqwr  Patent,  23  Id.,  566;  Powder  Company  v.  Powder  Worka,  98  U,  S.; . 
£aU v. Zoxj/fes,  102 Id., 28;  Millerv. Brass Compani/,10ild.,3SO;  Jamei 
V.  Campbell,  Id.,  356 ;  Heald  v.  Bioe,  Id.,  737 ;  Joknton  v.  Railroad  Com- 
pany, 105  Id.,  539;  Bantz  v.  Frantz^  Id.,  150;  Wing  v.  AntAony,  106  U. 
8.,  142. 

The  fourth  and  fifth  claims  of  the  reissued  Barker  patent  are  not,  in 
our  opinion,  infringed  by  the  defendants.  Tbe  fourth  claim  embraces 
as  one  element  of  tbe  combination  a  solderiug-iron  in  shape  of  the  cap 
or  lid  to  be  soldered.  The  shape  of  the  iron  is  expressly  made  an  es- 
sential part  of  the  combination.  This  element  ia  wanting  in  the  Til- 
lery  &  Ewnlt  device  used  by  tbe  defenditnts.  Tbe  soldering-iron  used 
by  them  is  totally  anlike  in  shape  a  cap  or  lid  or  the  diaik  described  in 
the  Barker  patent.  One  of  the  two  elements  of  tbe  combination  cov- 
ered by  tbe  fourth  claim  of  the  Barker  reissue  is  tben>l'ore  clearly  want- 
ing in  tbe  Tillery  &  Ewalt  device,  and  there  can  consequently  be  no  in- 
iringement.  Tbe  fifth  and  liist  cl^iim  of  tbe  reissued  Barker  patent  is 
identical  with  the  claim  of  the  original  patent,  and  is  tberefoie  i^eefrom 
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the  objection  to  Thioh  the  first  three  are  open.  Bat  we  think  it  alao  U 
not  infringed  by  the  device  ased  by  the  defeodante.  The  solderinf;-iron 
described  in  both  the  original  and  reissued  Barker  patent  is  a  disk  of 
saltable  size  to  cover  the  lid  of  the  can  to  be  soldered,  with  the  recess 
B  in  the  aader  side,  to  give  room  for  the  convex  lid  of  thu  can  and  to 
ooofloe  the  solderinir  process  to  the  onter  eclge  of  the  lid  or  cover.  Tfato 
Is  entirely  nnlike  the  Boldering-iron  described  in  the  Tillery  &  Ewalt 
patent,  the  tool  nsed  by  the  defendants.  The  latter  is  not  a  disk,  bat 
closely  resembles  the  common  soldering-iron,  which  ia  an  old  and  famil- 
iar tool,  anddilTers  fixtm  it  only  in  not  having  a  pointed  end,  bat  one 
made  so  as  to  form  a  short  arc  of  a  small  circle.  The  device  covered 
by  ttie  Tilleiy  &  Bwalt  patent  was  contrived  for  two  parpost»,  n^tlier 
of  which  tbe  Barker  contrivance  is  cap&ble  of  a(K!Omplishiiig~~namel;i 
the  adjostment  of  the  soldering-iron  radially  fh}m  a  hinge-joint  in  order 
to  adapt  the  same  tool  to  be  nsed  with  cups  or  lids  of  different  sizea, 
and,  second,  the  giving  of  the  soldering-iron  such  a  shajw  as  that  it 
vooid  cot  hide  tbe  process  of  soldering,  but  made  it  possible  to  see  at 
a  glance,  witJioat  removing  the  tool,  any  t>art  of  tbe  cap  which  bad  been 
left  snsol  iered. 

The  contention  of  tbe  appellants  that  the  soldering-iron  of  the  'ni- 
lery  &  Ewalt  patent  is  merely  tbe  disk  of  tbe  Barker  patent  with  a 
large  part  of  its  circumference  removed  defeats  itself,  for  when  a  lai^ 
part  of  the  disk  is  removed  it  o-ases  to  be  a  disk,  and  becomes  the  mere 
Mldering-iroo  of  the  Tillery  &  Ewalt  device,  whereas,  as  we  have  seeo, 
a  disk  is  an  essentia)  element  in  the  invention  covered  by  the  Barker 
patent  We  think  that  by  no  stretch  of  constractioo  can  the  device 
used  by  defendants  be  iuvluded  in  the  fourth  and  fifth  claims  of  the 
•  Barker  reissued  patent,  and  that  the  defendants  do  not  infringe  tJioae 
claims. 

It  remains  to  consider  whether  the  appellants  were  entitled  to  relief 
against  the  defendants  for  the  alleged  infringement  of  tbe  Bostwick 
patent 

The  original  Bostwick  patent  was  for  "  a  new  and  useful  soldering- 
iron  for  soldering  metallic  caps  or  other  projecting  pieces  on  metallic 
Teasels."    It  related,  so  the  specification  states — 

To  tlw  oanatniation  and  uu  of  b  hollow  sol dr ring-iron  for  toldering  metBlllc  op« 
or  other  proJeatingpleoM  apou  metallic  oil-osa»  or  other  veuels;  uid  Jtmi,  wbea 
■dmIb  with  an  Indodoic  adge  of  the  dimeuBioiia  and  form  of  the  rim  or  od^*  of  tbe  cmp 
or  piece  to  be  Boldered,  h>  u  to  confonu  thereto  n  hen  placed  thereon,  and  m  extoodad 
ADd  formed  luteriorl  J  aa  to  receive  and  embrace  looaelf  a  gniding-rod  to  be  pUoed 
Bpoo  the  oap  to  beaoldcmd,  to  hold  the  latter  down  flrmlyantil  It  haa  bees  aeenred 
by  the  aolder,  and  at  tbe  aame  time  guide  the  irou  to  iu  proper  plaee  apon  or  sgalnit 
the  rim  or  edge  of  the  cap. 
The  apedficatlon  was  illustrated  by  drawings,  as  follows : 
Tbe  manner  in  which  the  device  was  to  be  used  was  thus  stated: 

i.,,', .,  , Cookie 
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AD'er  the  iron  bas  been  properly  heated  it  is  itipped  over  this  rod,  and  the  rod,  iM- 
iu .      .11  placed  npon  tbe  cap,  is  held  IhiTi'nD  firmly,  while  the  lower  rim  of  the  beatad 

.  .Inly  supplied  with  soMrr. 
'  tr  ^  npon  tbeJniDtof  tbe  I'nji 
with  the  vessel,  will  inslantly  wil- 
der »iid  srcore  the  skme  about  itH 
entire  circamfereoce.  By  lifliof; 
I'  dro(l,it*aboii1der,eiigaglngwitli 
thr'l<,^el  within  the  icon,  will  take 
up  tht)  latter  with  it  in  readim-nK 
to  be  placed  n)>c>ii  another  cap,  mid 
tiuwannniberiif  caps  may  qnlckly 
and  IborODjblj-  ue  soldered  at  one 
heat  «f  tbe  iron. 

The  apeciflcation  theo  pro- 
ceeda: 

I  B«it«mp1ate  iiiaktnK  Ibeaolder- 
ing-iran  A  and  its  Riding-rod  C  of 
any  form  ia  tranaverse  aecliaii 
wbicb  may  be  required,  to  caoKu  it 
to  Dt  Dpon  any  fonn  of  cap  or  other 
pnjeetlon,  whether  round,  sqniire, 
•val,  or  of  any  other  cnrred  or 
polygonal  shape.  Italowerriin  or 
edge  newl  not  be  made  ooDtinnnnrt, 
bot  m*y  be  broken  or  slotted. 
The  claim  was  as  follows : 

The  bolkiw  Mldwing-lnni  A, 
baring  a  handle,  B,  nnd  boToled 
rlH  •  «,  In  eoniblnntlon  with  tbe  rod  C,  sabatautially  as  herein  deaoribed  and  aet  fhrtlL 

Oq  September  3. 1S7S,  Bostwiuk,  with  the  aaient  of  B.  H.  Lang  &  Co., 
UteassigDeeSiiinadeapplicatiota  to  tbe  Patent  OfBoefoparelBBoeof  his  pat' 
enL  HiM  application  was  sranted,  and  bis  patent  reissaed  with  a  lariely 
expanded  specifioation,  and  with  two  claims  instead  of  oae,  whieh  were 
as  follows : 

1.  A  tool  (braolderlDgtbecapsonean.ooiiBiatiDgof  aaoldering-iranrerolrlngaboat 
aaoAtnl  (rfvot*!  rod,  which  is  made  to  fast  npon  aiid,ataady  the  enp  during  tbe  oper*. 
tWD  of  aolderlng. 

9.  The  eorablnattou  of  a  hoUow  Iron  for  soldering  caps  on  cans  with  a  eeparate  nnd 
Ineloaed  weight  for  steadying  the  cap  on  the  can  daring  the  operation  of  the  aolder- 
tag. 

Comparing  the  first  claim  of  tbe  reissue  with  the  chtim  of  the  origi 
nal  patent,  it  appears  that  tbe  former  has  been  greatly  broadened.  The 
claim  of  tbe  original  patent  wast  for  a  combination.  One  element  of  tbe 
oombinatioD  was  a  hollow  HoKlering-iron  A,  with  the  handle  B  and  bev- 
eled  rim  a  a.  This  was  describe*)  iu  the  specification  as  a  hollow  cylla* 
der,  of  metal,  made  to  fit  over  and  inclose  the  metallic  cap  to  be  sol- 
dered, its  inner  diameter  at  its  lower  end  being  somewhat  greater  tiian 
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tbat  of  tLfl  cap.  This  was  DOtbing  more  tfaan  the  annnlar  soldering- 
iron,  which  it  is  conceded  was  old  when  the  Bostwiok  patent  was  issued. 
The  second  element  was  the  rod  G,  whose  lower  end  waa  described  to 
be  about  equal  in  diameter  to  that  of  the  cap  to  be  soldered. 

The  first  claim  of  the  reissaed  patent  is  expiuided  to  embrace  as  the 
:flT))t  element  of  the  combination  an;  "  tool  for  solderins^  caps,"  no  mat- 
ter what  its  shape  or  size.  This  tool  is  made  to  revolre  about  a  ceutral 
pirotal  rod.  The  idea  of  revolving  the  soldering-tool  abont  the  pivotal 
rod  18  Dot  suggested  in  the  original  patent,  bnt  is  excluded  by  the  state- 
ment in  the  specification  that  the  inventor  contemplated  making  t^e 
«olderiDg-iron  and  tbe  guiding  rod  of  any  form  in  transeverse  section 
necessary  to  fit  in  any  form  of  cap,  whether  round,  sqnare,  oviU,  or  of 
aoy  other  curved  or  polygonal  shape. 

Tbe  claim  under  consideration  does  not  describe  with  any  accnraey 
flie  device  covered  by  the  original  patent,  bnt  is  made  broad  enough  to 
include  any  soldering-iron  which  is  constructed  to  revolve  abont  a  oeoi- 
tral  pivotal  rod  resting  on  the  cap  to  be  soldered.  Tlii?  claim,  however, 
does  accurately  describe  the  Tillery  &  Ewalt  device,  and  it  is  ^parent 
from  the  record  tbat  it  was  drawn  for  the  purpose  of  making  the  nse  of 
the  latter  an  infringement  on  the  reissued  patent.  It  coold  not  do  this 
without  expanding  the  claim  of  the  original  patent.  In  our  judgment, 
therefore,  the  invention  thus  described  and  claimed  is  adifferent  inven- 
tion from  that  described  and  claimed  in  the  original  patent,  and  tlfe 
claim  is  therefore  void. 

The  second  claim  of  the  reissued  patent,  it  is  cle^,  is  not  infringed 
by  tbe  nse  of  the  Tillery  &  Ewalt  device,  ^e  latter  employs  no  hol- 
low soldering-iron,  nor  does  it  have  a  separate  and  inclosed  wei^rht  for 
steadying  tbe  cap  in  the  can  during  the  process  of  soldering,  both  of 
which  are  essential,  and  they  are  tbe  only  elements  of  the  claim. 

The  appellants  have  endeavored  to  avoid  tbe  objection  to  the  reissued 
Boetwick  iiatent  by  Aling  a  disclaimer  in  the  Patent  Office.  The  dis- 
claimer was  filed  September  24,  1883,  more  than  two  years  and  »  half 
after  the  final  decree  in  the  circntt  court,  and  while  the  ease  was  pend* 
ingon  appeal  in  this  court.  If  the  appellants  are,  under  tbeee  oironm- 
stauces,  entitled  to  have  the  disclaimer  considered,  it  cannot  aid  their 
case. 

In  support  of  the  application  for  reissue  of  his  original  patent,  which 
was  made  by  Bostwick  with  the  assent  and  in  behalf  of  tbe  appellsnts, 
be  took  an  oath  as  follows : 

Tbat  he  bell«vM  that  by  roasoD  of  >n  imtufBcteat  or  dBfecttve  Bpeciflcatlon  hU 
afonwaid  lett«n  patent  are  inopenttive  or  invalid. 

By  the  disclaimer  referred  to,  the  appellants  declare  that  they  thereby 
"dtsolaim  all  words,  phrases,  and  sentences  introdaoed  in  the  speciSca- 
tiou  "  of  the  reissued  patent  "  which  may  mean  or  may  be  construed  to 
contain  any  other  or  different  invention  than  tbat  jnatly  belonging 
to  tbe  inventor,  and  fairly  included  in  the  Invention  as  originally  de' 
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scribed  and  clEumed,"  and  that  they  "desire  that  the  reissued  patent, 
when  the  disclaimed  matter  is  canceled,  shonld  read  as  follovs."  Then 
follows  a  Bpeci&cation  and  claim,  which,  with  the  exception  of  six  con- 
secntive  words,  not  affecting  its  meaning,  is  identical  with  the  speciSca- 
tioD  and  daim  of  the  original  patent.  The  purpose  of  the  disclaimer 
and  its  effect,  if  valid,  was  to  abandon  the  reiasned  patent  and  resnme 
the  originaL  We  are  of  the  opinion  that  this  could  not  be  done  by  a 
disclaimer.  The  original  patent  had  been  declared  on  the  oath  of  the 
patentee  to  be  invalid  and  inoperative.  It  bad  been  sarrendered  and 
eaooeled  and  reissued  letters  patent  granted  in  its  place.  It  is  not 
competent  for  the  patentee  or  bis  assignees,  by  merely  disclaiming  all 
tiie  changes  madein  the  reissued  patent,  to  revive  and  restore  the  origi- 
nal patent  This  oould  be  done  only,  if  it  oonld  be  done  at  all,  by  sur- 
render of  the  reissued  patent  and  the  grant  of  another  reissue. 

It  follows  from  these  views  that  the  decree  of  the  cironit  court  dis. 
;.  the  appellants'  bill  was  right  and  must  be  afBrmed. 


[Ualted  StatH  CIrcalt  Csnrt— Sontham  District  of  Ifsw  Torfc.) 

SlHOir  V.  ITEUTdANN  ET  AL. 

DmOitd  Mat  10.  lt)S4. 

W  O,  a..  9ie. 

An  expsDMon  of  oImhw  by  reiMiie  nesrlj  Atb  jean  after  the  igsuanoo  of  the  orlgliwl 

pfttent  ia  not  wur&nlad  aoMtrdiug  to  the  teoeat  deoUioDi  opon  thi*  anbjeot. 

Mr.  Frederic  H.  Betts  and  Mr.  J.  8.  HtJidon  Hyde  for  the  orator. 

Mr.  W.  C.  Haufftkad  Mr.  John  Van  Santvoord  for  the  defendants. 
Whbkleb,  J. : 

This  suit  rests  upon  Reissue  I^etters  Patent  Ko.  9,772,  dated  June  21, 
1881,  the  original  of  which  was  No.  177,020,  dated  May  2, 1876,  and 
granted  to  the  orator  for  an  improvement  in  traveling-bags.  The  im- 
provement consisted  in  making  the  lock-plate  long  euongh  to  support, 
not  only  the  lock  itself  and  its  fastenings,  but  also  ring-loops  for  the 
handle  attached  to  raised  portions  of  the  piate,  and  having  creases 
nnder  the  ends  of  Uie  plate  for  rings  or  other  devices  for  a  carrying- 
starap,  so  that  attaching  the  plate  to  the  frame  would  attach  all  these 
parts  to  the  bag. 

There  were  three  claims  in  the  original  patent— one  for  the  lock -plate, 
having  seoored  to  it  the  lock,  f^tening,  and  ring-loops ;  one  for  the 
look-plate,  having  the  reoessea  formed  by  the  raised  portions  for  receiv- 
ing the  ring  loops ;  and  one  for  tlie  combination  of  the  plate,  the  lock, 
and  the  fastening  device  secured  together  and  adapted  to  be  fastened 
to  the  frame.  The  ring-loops  and  the  mode  of  attaching  them  to  an  ez- 
tonded  plate,  and  the  creases  nnder  the  ends  of  the  plate  for  the  ringa 
«f  •  eanylng-strap,  appear  to  have  been  new.    A  look  and  fasteaing 
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eecnrad  to  a  plate  adapted  tobe attached  to  abag-frameappeartohave 
been  old.  The  flrat  two  claims  would,  tberefore,  be  valid ;  bat  the  de- 
fendants do  Dot  have  the  ring-loops  nor  their  mode  of  attachment  to  the 
plate,  and  do  not  infringe  those  claima.  The  third  claiio,  not  calling  for 
snytbiog  pecntiar  about  the  ptate  more  than  that  it  should  be  oomblned 
with  the  lock  and  fasteoiug  deviise  and  adapted  to  be  attached  to  the 
frame,  by  its  terms  covered  nothing  that  was  new  and  appears  to  be  in- 
valid. Nothing  in  respect  to  the  creases  noder  the  ends  of  the  pUte  was 
plumed. 

The  reissue  has  two  new  and  additional  claims--ODe  for  a  lock  provided 
with  means  whereby  the  rings  of  the  canying-stnp  can  be  attached 
directly  thereto,  aabstantially  aa  specified,  and  one  for  a  lock  having 
its  bottom  plate  provided  with  creases  for  the  rings  for  the  handles. 
These  claims  have  reference  to  the  creases  fwthe  rings  of  thecarrying' 
strap,  or  handle,  ander  the  ends  of  tht*  extended  lock-plate.  They  are 
extended  to  cover  this  feature.  The  defendants  have  the  extended  plate 
and  this  feature.  There  is  no  claim  anywhere  for  the  extended  plate  by 
itself,  and  none  that  is  infringed,  except  these  expanded  claims  made 
to  cover  the  ibfMngement  by  the  expansion.  The  expansion  was  nearly 
Ave  years  after  the  original,,&Qd  does  not  seem  to  be  warran£tod  aoocNrd- 
ing  to  the  recent  decision  upon  this  subject.  Therefore  the  defendants 
do  not  infringe  any  valid  claim,  and  the  bill  must  be  dismissed.  I«t 
a  decree  be  entered  accordingly,  with  costs. 


TtrsnxB  &  BxmouB  BfjuvuPAOTUBina  Cohfant  v.  Dotkb  Staxp- 

niO  00HPAN7. 
Dtriitd  April  14,  1884. 
97  O.  O.,  1131. 
1.  It  i*  innMMial  whetber  or  not  ft  urUln  oonatraotioA  might  hmn  iMmi  «i><r«f«d  bj 
the  iMigoage  of  the  ipeotQaatlon,  ■inoe  the  eUima  aie  to  b«  doklt  with  sad 
nothing  elae. 
S.  BelMne  Letter*  Pstsot  No.  6,643,  granted  Joly  13,  187S,  to  Timothy  Earte,  for  m 
imptoTemetit  Id  cgg-beiten,  eleven  jtm  after  the  graDt  of  the  orl|[lDal  pat- 
ent, and  with  a  broader  olaim  than  the  latter,  held  to  be  inTalid. 

Appeal  th>m  the  circuit  court  of  the  United  States  for  the  district 
of  Oonneoticat 

Mr.  Jno.  8.  B«aeh  and  Mr.  Jno.  K.  Beach  for  the  appellanta. 
Mr.  Tho$.  Wwi.  Olaritf  uid  Mr.  Stiat  Jtfn-ipfo  for  the  appellee. 

Mr.  Jostioe  Matthews  delivered  the  opinion  of  the  court: 
This  is  a  bill  in  equity  filed  by  tiie  appellees  aa  assignees  of  Tinothy 
Barle,  for  an  iqjnnotion  and  an  aooonnt  against  the  i^peUanis  as  in* 
friagers  of  Reissued  Letters  Patent  No.  6,5^  (te  ao  tmproTenwt  ia  agf- 
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bMters,  dat«d  Joly  13, 1876,  for  wbich  the  applioation  vu  filed  Jnn« 
8, 1879,  (be  origioal  Ho.  39,134,  dated  Jnly  7,  1863.  Tbe  bill  waa  flied 
Jalf  14, 1877,  an  loterlooutory  decree  dectariog  the  iiifriug«ment  aod 
graatiog  a  perpetual  iDJuuction  waa  prouoauced  July  9,  1879,  and  a 
flual  dwffee  in  t&var  of  tbe  cotnplaiuaiits,  cooftrming  tbe  master's  report 
of  tbe  jMuouat  of  pioAta  aiacle  by  defeodaots,  vaa  entered  April  36, 
1681.    Frou  this  decree  tbe  present  appeal  is  prosecuted. 

The  foltoving  is  a  copy  of  the  reissned  letters  patent,  iii  which  the 
parts  iu  italics  are  sot  in  tbe  origioal  aud  tbe  parts  inclosed  in  [  ]  are 
la  tbe  original  and  exoludeil  trom  the  reiasae. 
X»  alt  mkom  ft  mag  eoiietn : 

Be  It  known  tbfti  I,  Timothj  Etrle,  of  Lincoln  IJormarln  SmithJttUri,  in  Uib  ettnntj 
of  ProvldwDce  aud  &iat«  of  Kbode  Isluid,  haye  iBveoted  [»]  eirtatn  new  uxl  luefkl 
U^(uvMHttuUiueKg-lMiU«ra;  uudi  do  hei«b;  declare  th»tth«foUowlugspeeilloftli«u, 
UkuB  ia  counectiou  witta  tlwdiawii)i[malfliig  a  part  of  thenuu,  U  a  full,  eleu,  ftnd 
•s*Bt  drewriyUou  tttenoC 

Figum  1  Ua  vlaw  of  the  b«ater.  Flg.S  laauotherTMW  of  tlieauiM,  with  tbe  laok 
whivli  worka  It  ihown.    Fig.  3  u  a  tup  view  of  the  laue. 

Tarlouit  devicca  have  bMU  Biuplojied  for  tbe  purpoee  of  beatiDg  egg*  moce  expedi- 
Uonaly  thau  bj  the  fsmiliai  band  procMt.  Oiie  of  theae  device*  BouHista  of  two  wIm 
fraiuiia.  one  witbiu  the  other,  and  made  to  revolve  in  oppualte  dincliuoa ;  auotber 
eoiwiiita  of  a  prupuller-lilade  Inudt!  of  a  nire  frame,  the  ftame  and  bladee  being  made 
toTuvwlveiuoppoeitedireelioiMi  andHtillauntlitiicoiiaiataaf  a  pro pellui- blade,  wblofa 
U  luadd  to  rotate,  while  a  pair  of  beatecv  have  at  the  aaiuc  tiuie  a  recipruoatlog 

All  tbew  machines,  ud  all  others  iriih  which  I  am  aeqnainted,  punaew  the  commoa 
fanit  tliat  the  keatera,  whether  of  wire  or  of  the  formof  propelturbtades,  do  o«(  out 
tbe  jolk  and  white  of  the  egg,  but  literall;  beat  them. 

Now,  a*  tbe  albumen  of  an  egg  oouaieta  of  a  peculiar  thick  glairy  lubatanoe,  it  can 
be  worked  mure  effectually  with  a  outtiug  ioiitiumBiit  than  with  one  which  hu  a 
Muut  eilgH.  Iu  faot,  so  well  ia  tbja  UDderstood  that  houMwires  [nuiverBally]  oom- 
awnljr  make  ubd  of  the  blade  of  a  kuife  for  the  pnrpoae. 

My  iuveulion  ia  deaigned  to  obviate  the  diUculiy  refened  to  ;  and  conalsti  In  tbe 
■teof  anroMnf  framu,  A,  /tnmtdo/iliin4lript^«tatalo/tl<ejormt»oieii,a»d  monnted 
■pou  kkpiudle,  ii,  anniiid  which  It  can  freely  rutate;  andolM  0/ an  outer jLcerf  frame, 
C,  uf  tbe  aame  general  form  a«  tbe  iuuer  oue,  but  large  enough  to  permit  the  inner 
frttue  ta  lolate  within  it.  JAc  aater  frame  ia  uttauLed  to  the  aiiliidle  B,  aud  witi  it 
foruUhea  a  anppurt  or  framt  for  the  optretire purlt  ^  Ui  nuicilae  [for  it].  The  inner 
frame  b/aritcr  provided  with  a  Mrlea  of  cutters  or  bfodo*  [a  a  a  a]  a  a,  &e.,  arranged 
la  aiiy  luauiieraultable  for  cutting  tjtroafl  the  fluid  in  many  different  [iilaaes]jila«>(. 
Tlieae  cutters  er  iJ«Mf«t  aresimply  pieces  of  sbeet-tln  or  other  suitable  metal  of  the 
width  of  the  inner  frame,  aud  araoUacJisdlii  lt«MMe  fcjr  tktXr  md»,aa  it  sAoaia,  sad  Uty 
arsa^Jimplaeed  that  their  edges  ahall  cut  tbe  material  to  be  agitated  whan  tbe  A«me 
Aiarotatad.  I'kailmfa  wUci /orm  (A<!auler  jlrsif /i-am«  CoraolMijitfKMdiB  a  limilar 
fMlUas,  anil  ■#*«■  Ue  MOcklNe  it  ia  operation,  c*t  tltro»gh  tit  evrmtttfnaiirial  nAloAii 
eairini^asl  tUM  bjr  ll«  rttoMiig  fra»t,  and  fAaraUla  tAeeperalioBfaatiMtlarMMaaw. 
Upon  the  lonuf  ihettame  A  is  attached  atootbed  wheel,  D,  throngfa  whieh,  by  means 
of  the  raek  £,  Fig.  3,  worked  by  tiie  huud,  arutaty  motion  ligiveu  lo  Juinitrrfrtimt 
A  in  alternate  directions.  Tlu frame  C,  at  lit  upper  end,  fi  loformei  and  arranged  ia  rs- 
Iaile»toaB^N<0BAi>«tefcamUcjn^jMr«piiM5«t»HaU(w,ajMB«I(kM-  «ld<,  («  rwe<M Us 
*mtkB,m»iMnta»»fnUa^iearimgtakm!pQMTatiii*f»ar  wlU  tkijpManf  aad  Bt$m 
drsa/«rjl«ifs«UBaAadt»lhshns«riMs^likej>iaiOBlopr«M«IU«rfl«t/hiM/aJfto«diMM. 

Mg  IsssalJM  al§»  r^Uttt  Is  lk»  mtlXod  ^  koUUng  tts  awwMiw  to  jissWsb  whIU  U  U  «Sfi, 
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7*  Ouprtvi^n  maekim—/or  IkU  purpott  At  iMoikiw  hat  km  f«p«ralljr  aMdted  U  or  ta^ 
porM  upM  a*i  i»  to»vetb>»  tetti  Ott  rtutl  leUek  tmHtinei  tlU  material*  to  be  openiti 
tijwii,  Ckat  rag airiaf  a  tpe^c  ki»i  of  vmul /or  Iht  purpott,  tekiidt,  fa  ^tet,  formed  pari 
of  tMe  maeMnt;  or  Ht  frame  of  Ike  madiime  wai  fixed  la  mm*  ttatioiuir!i  object,  wUk  tke 
r«Mtti»g  iealer  or  ieatirt  prtjeeHng  domward  be/ow  Ifcaawdtlaa  tata  (JwrMMl  wJkidk  coa- 
tatawt  Oe  mature  lo  be  trtatrd,  tt«  mcmI  Ma;  tcM  betom  the  aucMw  an4««(ir«^  iMhjM 
fr»m  U.  But  bt  <"i'  trnprovtmett  the  atwJUas  boeomet  a  mpar»U  dtUuhed  implematt,  whtek 
HI*  b«a«Ml  <■  oay  HaasI,  aad  iclUoMi  *ng  meeiaiileal  faitemUis  ef  tke  a««Ua«  to  th*  tteml 
or  U  aan  other  otjtel.  Tlile part  of  mg  imvenUo*.  tker»for*,oon*i*tt  i»jirovUi»f  tks  beHtm 
oftkefixodfiame  CoftkemaekiMuAlk  afoot,  F,arotkeT  luUabUeapporl,  to  reotnpom  tkt 
bottom  of  tk«  vhnI  fo  tappvrt  tkt  fmcer  parXof  tkt  MoeAlae  and  rafw  ike  revotcii^  loatc^ 
ftam*  A  ahvte  tkt  fixed  fteme  C  nfielenllg  lo  permit  il  lo  rtvoWe  freehf;  amialto pro- 
oUhry  (Jt0  lop  of  Ike  maskine  trifJk  a  ikaadle,  6,  tywAlrt  a«  maekiwe  oaa  b«  kcU  a^yb 
upon  tke  bottom  of  ike  veieel  by  one  koni,  vhUt  tke  beater-frame  U  operated  bp  (Aa  oiker, 
mtUifcHbed. 

When  th«  macbinela  to  be  oaed  it  iaplMed  with  ita  foot  FTMtiDgapoaUia  bottom 
of  tlie  Trawl  coi]taiii)n|>  tlie  broken  eggs.  The  left  hand  bean  npoa  the  handle  Oand 
holdathe  inaataioe  In  poaielon.  The  rack  G,  held  by  the  handle  in  the  right  hand,  U 
engaged  with  the  pinion  D,  and  the  proper  motion  imparted  to  tbe  flrame  A. 

It  ie  obTioui  that  a  continnove  rotaiy  motion  ma^  be  easily  Imparted  to  tbe  fraae 
Jk.  by  meane  of  a  crank  and  snitable  gearing,  and  tbe  beneficial  effiut  of  the  blmdee  or 
ODtten  [a  a  a]  J  a,  ^.,woa]d  be  obtained  aa  well;  bnti  prefer  the  method  deaoribed 
of  commnu  I  eating  motion  to  tbe  frame  A,  for  the  teaaon  that  the  maebioe  la  man 
•aall;  cleaned  and  la  more  convenient  for  domeatlo  nee. 

[What  I  claim  aa  my  invention,  and  deeira  to  aecore  by  Letten  Patent,  ia— 

The  neeofaieriea  of  cnttlng-edRns,  a  aao,  when  attached  to  a  frame,  A,  wUeh  ia 
enable  of  being  rotated  •abatantlaUj  aa  dewribed,  for  the  pnipoae  ipeoiAed.] 

mat  lelalm  it— 

1.  TkermoMng  lealer-frame formed  oftktnplaln  tlaiei  oro»tfer»,*rr»ns*i  to  omtedpo- 
wtM,  through  Ike  maleriat  by  tkeir  rotation,  tubttantially  ai  deterOed. 

3.  Tkt  eomblnatioitef  tkejlxtdfrawie,  vklAamlaint and ttgfporit  tkt operottao mm Alatrp, 
pmUid  wUk  a  fool  or  tmpport  ai  tke  bottom,  tke  kaniU  at  tkt  top,  and  taflaUe  meekamtm 
for  roUMng  ihe  bealer,  tubttantialft  at  deecribed. 

The  following  i»  a  copy  of  Fignre  2, 
annexed  to  the  speciflcations,  uid 
sufficiently  iUastrates  them : 

Tbe  catting  portion  of  tlie  I4>pal- 
lant's  beater  cottsistfl  of  an  oater  frame 
and  iouer  fYame,  each  of  vbicb  is  made 
,  to  revolve  aroond  a  central  spindle  by 

means  of  a  oog-vheel  and  pinion. 
Each  fhune  is  uompoeed  of  tvo  carved 
pieces  of  tin  joined  together,  or  of  one 
piece  joined  at  its  two  ends,  so  aa  to 
make  nearly  a  circle.  These  pieces  are 
thlu,  pl^n,  flat  pieces  of  tin,  and  an 
ao  arranged  as  to  oat  edgewise  thzoai^ 
the  material  by  their  rotation.  In 
DNther  the  Inner  nor  Ota  outer  frame 
are  tbeie  any  additional  blade*  or  out- 
ter*  Uke  the  Uadet «  «  «  «. 
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It  is  reptcaented  in  the  following  drawing: 
Theoontroveniy  in  the  circuit  court  seemed  to  be  mainly 
on  the  question  of  iufringement;  and  that  turned  on 
the  construction  to  be  given  to  the  drst  cJaim  of  tbe  reis- 
sued patent,  no  point  being  madu  as  to  the  second  claim. 
It  was  insisted  by  the  defendants  below  that  their  device 
was  not  an  infringement  of  the  claim  as  contained  in  tlie 
original  patent,  and  that  a  fair  construction  of  the  tlrst 
daim  Id  tbe  reissaed  patent  would  limit  it  aabstautiully 
to  the  same  thing.  In  deciding  tbe  point,  the  learned 
Judge  holding  the  circuit  ooort  said : 

Tbe  qneHtion  of  inrriiigeiiient  of  the  first  claim  of  the  reiwned  pat- 
ent ilependa  npoa  the  coDatractlon  of  tbe  ol&lm.  If  it  Bhould  lie 
properly  limited  so  m  to  be  couBned  to  the  frame  with  tbe  entters 
or  blades,  which  are  described  in  tbe  tpecificatioo  and  iu  the  draw- 
ings—to wit,  ft  frame  with  the  cutters  aaa  a— tbcii  tbere  is  no 
fHugement;  bnt  if  the  claim  is  to  be  cons 'meted  so  aa  t«i  iuolade  a 
beat«r-&ame  formed  of  tbin  plain  blades,  tbr>n  the  iavenlioti  which 
la  twciied  in  the  first  claim  is  fonnd  in  the  defRndaat'a  egg-beater. 

The  devices  which  were  in  DSeprioito  theinventiouof  theplaiotifl^sasslgnoiwere 
MMQpoaed  of  round  wire,  which  by  their  rotation  broke  rather  than  cut  the  uiaterial. 
The  part  of  the  invantioa  which  is  tbe  snbject  of  the  first  ctaiiu  coii8iiit«il  in  xnch  an 
iutrodnction  of  the  hnife-blsdeof  the  honsewifs  and  the  mechanism  f.ir  opp rating  the 
blade  into  an  egg-lieater,  that  the  egg  could  be  rapidly  cut  and  the  egg-matter  coald 
be  aerftted  and  be  beaten  into  froth.  The  original,  and  also  the  reiHsni'd  speeilicatloti 
dwelt  upon  the  particular  form  of  the  Dutl«n  of  the  inner  frame,  and  the  original 
elaim  limited  the  invention  to  the  outters  a  a,  ft.c. ;  but  the  scope  of  tbe  invention 
was  larger,  and  the  principle  was  embodied  in  any  tevolvlng  frame  com pueed  of  thin 
and  plain,  as  distinguished  from  cormgated,  cntting-anrface*,  so  arraDged  as  wheo 
rotated  to  cot  edgewise  throngh  themntetial,  provided  tbs  frame  was  con«tmcled  and 
arranged  an batantially  in  the  manner  deaoTibcd  in  the  specification.  Ttisuot  claimed 
that  tbe  reissna  is  void  npan  the  groond  that  it  is  for  a  diffDreut  inveotioD  from  that 
shown  or  indicated  in  the  original  specification,  but  anoh  a  coustriictiou  in  attempted 
to  be  given  to  the  roissned  claim  ai  wonld  limit  it  to  the  precise  laugnage  of  tbe  sur- 
rendered patent.  Tbe  patent  was  surrendered  because  the  grant  was  not  coextensive 
with  the  invention,  and  It  would  be  an  nnnatnrai  construction  of  (he  reisiined  patent 
whieb  sbonld  ontmp  the  claim  within  the  limitations  which  had  been  discarded.  In 
By  opinion,  the  natnrol  meaning  of  tbe  words  which  were  osed  Is  to  be  permitted, 
BOd  giving  to  the  oUtm  enoh  a  freedom  of  construction,  the  defendants'  device  is  an 
tnMngement. 

We  are  quite  satisfied  that  the  difference  between  the  original  claim 
and  the  first  claim  of  the  reissued  patent  is  substantial  and  not  verbal. 
Tbe  former  is  necessarily  limited  to  the  particular  device  described  as 
a  firame,  with  a  series  of  ootdng-edges  attached  in  the  moile  designated 
•od  capable  of  rotation.  The  latter  embraces  every  revolving  beater- 
frune  fonued  of  thio  plain  blades  or  cutters,  arranged  to  cut  edgewise 
tbrongh  the  material  by  their  rotation.  It  is  immaterial  whether  or  not 
the  latter  might  have  been  covered  by  the  language  of  tbe  speciflcatioD 
u  incladed  in  the  invention.  We  are  deallug  with  the  claims,  and 
■othiog  else.    And  it  oaonot  be  sacoeBsMly  conteoded  that  the  original 
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claim  implicitly  coiititiiied  all  tbat  is  expressed  in  tbe  claim  <if  the  rels- 
sued  patent.  The  original  claim  han  been  made  broader  by  tfae  reiasae, 
so  as  to  <;mbrace  tlie  device  usei)  by  the  appellauts  which  was  not  pre- 
rioiisly  an  iufrinf^einent.  And  that  raises  the  question  whether,  under 
the  ciroQinstuiK'es  disclosed  by  this  record,  the  reissue  is  valid.  To 
avoid  this  qiic^ition  it  is,  indee<l,  contended  now  b.f  the  apt>ellees  that 
the  two  claims  under  examination  ara  identical;  that  their  apparent 
ditFereiices  are  merely  literal;  that  their  meaniot(  is  the  same;  andtUia 
coiicluNJou  is  thonpfht  to  be  reached,  not  by  restraining  the  reissue  to 
the  laniruagc  of  tbe  orisinal,  but  by  a  process  of  coustriiction,  by  the 
use  of  supposed  impIi<;ntioiia,  to  expand  the  wonls  of  the  original  so  as 
to  cover  everything  embraced  in  the  reissue,  tbe  only  alternative,  ia- 
deeil,  that  could  be  adojited  to  escape  the  inconsistency  of  maintaining 
that  claims  wliich  were  diverse  iip'in  the  <]uestiou  of  infringement  were 
identical  upon  tlie  qnenlion  of  the  validity  of  the  patent.  But,  as  al- 
ready intimated,  this  position  is  not  tenable.  There  is  nothing  in  tbe 
laiignHge  or  rmtitis  of  tbe  origitinl  patent,  nor  are  there  any  jnst  and 
rcasonal>tc  inferences  of  which  they  are  susceptible,  which  justify  a  con- 
struction of  the  claim  tbnt  would  embrace  any  device  other  than  that 
descrilHtd  iu  the  specifleations  and  represeate<1  in  the  drawings,  innch 
less  to  inchide  every  mecfaantcAl  arrangement  which  embo<Iies  a  cutting* 
edj^c  with  a  revolving  frame  to  cut  instead  of  break  the  egg  material 
npon  which  it  is  meant  to  operate. 

Tbe  qnt'Ktion  then  recurs.  What  are  the  circumstances  which  affect 
the  validity  of  the  reissue,  and  bow  do  they  affect  iiT  They  are  few, 
but  decisive.  The  original  patent  was  issued  July  7,  ISftt,  Eleveo 
y<MrK  after,  in  1ST4,  the  competition  of  the  appellants'  device  became 
apparent  nnd  was  felt.  In  1875  applicatiou  was  made  for  tbe  reissue, 
the  original  patent  was  surrendered,  and  the  reissued  patent  granted 
July  13, 187.">.  Ilere  is  a  delay  of  nearly  twelve  years,  without  the  oflfer 
of  an  explanation  or  excuse,  without  even  the  suggestion  of  inadvert- 
ence or  mistiike  in  the  original  application.  The  only  inference  tbat 
can  be  drawn  is  tbat  the  dit%covery  and  experience  of  successful  com- 
petition in  18T4  suggested  flrstaudled  to  the  discovery  that  tbe  original 
claim  did  not  cover  everything  tbat  might  have  been  embraced,  and 
was  tiut  broad  enough  to  maintain  tbe  monopoly  desired  bat  not  secured. 
This  brings  the  ease  directly  witiiin  the  priueiple  of  MiUtr  v.  Bridgeport 
BiaKH  Co.  (1»4  V.  H..  350)  and  the  numerous  others  wbicb  have  followed 
it,  including  that  of  Clanentii  v.  Odorleis  Apparatus  Co.  (109  U.  S.  Oil), 
all  of  whi<;h  have  been  decided  since  the  interlocutory  decree  in  this  oaae 
was  pronounced. 

For  these  reasons  tbe  decree  of  the  circuit  court  is  reversed,  and  the 
cause  is  remanded,  with  directions  to  dismiss  tbe  bill,  and  it  i«  ao  or- 
dered. 


■  Google 
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DtMti  April  88,  1B84. 

1.  Tfe*  Map*  of  ft  pktantMl  inventloa  11M7  b«  w  iuitTow«d  hj  tba  prior  atoto  of  tk* 

ftrt  that  iBfrtngement  Bftimot  be  ft^jog^  ^  eziat  nnlew  there  bu  been  ao  ■)>- 

^npriatiOD  in  wibUftittlsl  fonn  of  oouatciietloa  of  tb«  ideutioftl  eleoraota  wldoh 

the  inTcutoc  hMl  ft  right  to  elftim  ft«  new  in  hia  pftteot. 

1  To  eonalitale  iafiringmeat,  it  mnU  ftppwt  tli»t  all  the  elemeuta  of  »  pfttented 

oombinfttlon,  or  their  eqairftlentt,  h*Te  been  Bppropristad. 
X  Ite  bill  dimitMd  npMi  Uw  gronnd  of  Bon-infriDgMnant,  witikont  dooidlng  the 
Tftlidity  of  the  nfMOa  patent. 
Mtttn.  OotokoMm,  ^tvater  A  Sektibtr  toe  the  complainaiit. 
JfM«r«.  Ftth  A  Dodge  iot  the  defendants. 
Dtxb,  J. : 

This  is  a  bill  to'restraia  the  alleged  infringemeot  by  the  defendanta 
of  Beissne  Lettua  Patent  Ifo.  9,729,  sraotedto  the  oomplainant  May 
SI,  1881,  for  certain  improrementa  in  rnnning-gear  for  Tehicles.  The 
original  pMent  (No.  118,497)  was  iiwaed  March  10, 1871.  It  is  essential 
to  determiiM  first  precisely  what  the  oomplainaat^s  iaveation  is. 
The  apecifleatiou  and  claims  of  the  original  patent  are  as  Collows: 
The  flnt  part  of  my  Inventton  oiAilMa  In  bending  the  ftont  ftnd  nar  bolaten  and 
■ide  pvehea  in  one  pieoe,  and  qtUcing  them  together  at  or  aboat  the  eroaoKmitw  of 
the  gearing  in  neh  naDoer  ae  to  make,  litet^lr,  aa  endleea  perch  f6c  earriage- 
luring. 

The  aeeond  part  of  mj  InTeslioii  Minaitta  In  eupportlng  and  operating  two  half- 
eHiptle  ^de  aprlnge  between  the  two  entdde  peiehee  and  upon  two  aeparate  oonnaet- 
Isg-nda,  the  beariaga  of  wliich  latter  ara  alao  aeanred  to  the  penhea. 

Caniage-gearing  with  two  or  more  perahe*  have  a  bolster  leetlng  npon  both  the 
ftvot  and  rear  axlea,  and  in  or  apou  which  !•  aecored  the  oppoaite  enda  of  tbe  two 
oaWde  perohee,  eaoh  comer  of  tbe  gearing  praseuting  two  enda,  tie,  the  end  of  the 
peteh  add  tbe  end  of  the  bolaler,  to  be  fiDlahod  with  ascroU,  at  otlierwii^  bewdeain- 
Tolvlng  the  ooat  of  bolta  and  oiher  neceaaar;  faateninga  to  make  theee  odnneetiona 
••entft.  ToobTiateaUthl%Ipii>oeed  to  anitetheboIttenaodaldBpeTeheaBsfollowa, 
via:  In  tbe  flrat  plaoe  I  take  two  pieoea  of  wood  of  the  required  tbfeknaae  and  depth 
fcc  the  bolaten  at  their  bearieat  point,  and  of  a  length  equal  to  tlie  length  of  one 
boUter  and  tbe  hftlf-Ieogth  of  each  peroh.  Theee  pieces  are  now  bent  into  aQbetaa- 
tiftUy  thefmu  ahowu  from  H  to  F  of  the  drawing,  and  with  tbe  round  oomeia  8888. 
Tin  oppoaite  enda  of  theae  pleeaa  A  and  A'  are  than  finfahed  up  aa  reqatred,  and  are 
aplleed  tog^bei  at  F  and  F,  after  which  tbe  aide  perohea,  A  and  A,  are  plated  with 
iron,  iA  the  usnal  waf.  It  will  now  be  teen  that  I  hare  prodnoed  an  endlMa  peroh 
I9  bandiog  the  bolatera  A' with  tlieaidepeiohea  A,andaplioing  Ibelattecat  orabont 
the  erMa-ceoterof  the  gearing.  BytlilBUeanB,  I  DOtonlygetridof  Jolniag  theperchea 
A  to  tbfeendeof  tbe  bolatera  A'  at  8,  aud  the  work  of  Unlahing  the  enda  of  each,  aaia 
required  upon  the  old  plan,  but  I  piodnoe  a  oleaner  and  amooiher  finish  at  theae 
poluls,  ftnd  aare  a  great  deal  of  work  in  the  iroo  oouneotions,  otberwiae  naoeaaary  at 
these  points,  In  all  oases  where  ell  tptio  springs  an>  to  be  used  over  the  front  aud  rear 
axlea,  tbej  are  made  to  rest  opon  tbe  enda  of  tbe  per«bea  or  bolsters  A'  between  the 
dotted  llSea  i:,  bnt  In  this  oaae  the  front  boUt«r  A'  will  be  aads  oonslderabiy  ahortar 
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thanthe  hind  one,  m>  tbat  the  reareodg  of  thoparcheflAwiUbefartlierapui  ttaKn  tb* 
front  eodfl,  and  not  parallet  to  each  other,  h  Men  in  the  drawing.  If  prefmred  to 
Imnd  the  perches  in  one  piece,  only  one  (pUce,  F,  will  be  ueceaBar;. 

I  am  aware  that  two  perohea  have  been  bent  in  one  piece,  as  shown  and  deaeribed 
in  the  patent  of  John  Curtice,  of  Cincinnati,  Chic,  an(l  In  a  former  patent  of  my  own. 
In  the  fbrmer  case  the  percbei  are  closed  by  the  bend  in  front  of  the  bead'blook  orer 
the  front  sile,  with  the  rear  ends  of  the  perches  left  open  and  framed  Into  the  hind 
aite-bed  or  bolster,  while  in  the  latter  caae  the  perches  are  cloaed  by  the  bend  in  A» 
rear  of  the  hind  aile,  and  the  front  enda  left  open  and  framed  Into  the  head-blookoTW 
the  fhint  axle.  Bat  my  preaent  iuTention,  let  it  be  well  nndentood,  dlffera  mate- 
rlally  from  b<ith  of  the  forms  above  described,  as  well  aa  ftom  all  other  kinda  of  bent 
perchee  ef  which  I  have  any  knowledge,  in  this,  that  both  ends  of  the  perohea  are 
oloeed  by  the  bend  of  the  wood — making  the  bolsters  and  perches,  when  completed. 
In  one  oontinnous  piece,  or,  in  other  terms,  an  endless  perob. 

The  balf-elllptie  side  apringa  B  and  B  arelinked  to  two aepar ate  connect ing'Tods,  G 
and  C,  at  D,  between  the  two  opposite  perchea  A  and  A,  and  the  body  of  the  TOhiele 
ia  then  supported  npon  the  oenler  of  the  springs,  in  the  nsnal  way.  The  baadnga  in 
which  the  connect iDg-rods  are  hnng  and  operate  are  also  secured  to  the  perohea,  and 
not  to  the  boteters,  as  is  the  general  onetom. 

Two  advantages  are  attained  in  this  mode  of  siutpending  the  sprfugs  upon  and  be 
tween  the  perches,  vli.  Brat,  the  springs  being  sospended  and  operation  between  the 
percbee,  instead  of  on  the  one  side  of  them,  as  te  usnal,  the  body  can  never  strike  the 
perches  by  the  over-depression  of  the  springe;  and,  aeoonil,  the  perches  being  on  the 
ontaide  of  the  springs,  I  can  attach  the  steps  directly  to  the  perches,  and  not  to  the 
springs,  as  is  naual,  by  which  I  gain  the  advantage  of  relieving  the  springs  of  the 
•train  imposed  upon  them  in  all  cases  where  the  ateps  are  secnred  to  either  the  body 
or  springs,  an  is  now  the  almost  nniveiaal  onatom. 

I  claim  a*  my  invention — 

1.  An  endless  perch,  A  and  A',  snhstantially  aa  and  for  the  porpoee  aet  forth. 

3.  Connecting-rods,  C  and  C,  pivoted  at  or  near  the  opposite  ends  of  the  perehea 
A.  and  A,  and  provided  with  linka  D  and  springe  B  and  B,  all  combined  to  operata 
between  the  opposite  perches  A  and  A,  snbstantiall.v  a«  and  for  the  purpose  set  forth. 

The  specification  and  claimB  of  the  reissae  patent  are  as  follom : 

liy  ioventioQ  relates  to  that  class  of  road-wagons  in  which  the  front  and  rear  bol- 
sters or  astes  are  eoDoected  by  side  bars  ot  perches,  and  in  which  the  body  ia  hong 
npon  semi-elliptic  springs ;  and  the  object  of  my  invention  is  to  hang  the  body  law 
down  and  close  to  the  side  bars,  without  being  liable  to  strike  the  latter.  This  object 
Is  secured  by  arranging  the  side  springs  inside  the  sidebars  or  perohea  instead  of  ont- 
aide, ae  lieretofore,  and  by  connecting  their  adjacent  ends  to  an  equalising  device 
arranged  to  operate  between  said  bars,  aa  fully  deecribed  beieinafter. 

The  frame  connecting  the  axlcaia  made  of  one  or  more  strips  or  pieoee,  aa  shown  in 
the  aocompauf  iug  drawing,  which  is  a  plan  of  sufficient  of  a  load-wagon  to  illoattate 
my  inventioD.  It  conaista  of  two  pieces  A,  A',  each  sufBcient  to  form  one  bolator  and 
the  half  of  ''  ..ii  percb,  and  bent  to  the  U  shaiie  shown,  the  ends  of  |he  two  bent 
pi«.cB  being  then  aplicrd  at  ¥  F.  The  frame  thus  formed  has  no  Jointed  comers,  and 
conBlHiitcB  an  oiidleas  percb  of  great  utirengtb. 

Heretofore,  iu  hauging  the  bodies  between  aide  bara  or  perches,  it  haa  been  nec- 
eesar.'-,  to  prevent  tlie  body  from  tilting  and  striking  said  bars,  to  arrange  the  latter 
atsui'.b  adiHtanc<-fropi  thebody  tbattbey  limit  the  luovetnent  of  the  wheels  in  tamioK, 
,o  that  a  "  abort  tiira  "  cainot  be  moda.  1  obviate  this  by  hsngitig  the  springs  in- 
side the  perthHS,  and  by  so  equalizing  the  action  of  the  springe  that  the  body  is  pre- 
vented from  tiltiuR  laterally,  permitting  the  perchea  to  be  arranged  mnch  closer  to 
the  body  than  burotofora.  To  secure  tills  action  I  unite  the  adjacent  ends  of  the  side 
fringe,  arranged  between  the  perches,  to  ears  D  of  an  eqnalizing-bar,  C,  tnmiog  in 
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■nltkble  btwringa,  w  tluit  any  exeesa  of  weight  upon  ooe  spring  turoiDg  the  bar  O 
alao  lowen  the  other  spring  to  ad  eqa»l  extent,  and  presalTBH  the  body  heriEOatal,  W 
that  it  will  Dot  atrike  the  side  percbee. 

The  •nangi-meut  of  cquali zing-ban  in  combination  with  1>oth  ende  of  the  spriuga, 
aa  ahowD,  eecnres  a  like  effect  at  each  end  of  the  stiriog-platfann.  Another  reantt  of 
tUa  aTTkngement  is  the  siupendingof  the  body  lowerdowu  than  la  possible  when  tha 
apnngs  >m  outside  of  the  p«>rDhes,  which  woald  lie  strock  by  the  body  if  it  were  not 
raised  well  np  above  theni. 

I  am  aware  that  eqnalizing-bnrs  have  been  nsed  in  connectioa  with  bodies  hnng  to 
strings  ontstde  the  perohes ;  bat  in  snoh  ases  the  reaalt  which  I  sffeot  is  not  attained, 
vUoh  1b  the  perfect  snpiioTt  of  tlie  tiody,  while  allowing  all  dealrable  Tartloal  moTA- 
Boent  without  nndnly  spreading  the  springe  apart. 

1.  Id  a  road^wagoD,  the  combination,  as  set  forth,  of  a  body,  side  perches,  Bemi- 
ttUlptic  springs  arranged  between  the  perobee,  aod  means  for  equalizing  the  action  of 
saoh  springs,  as  set  forth. 

ft.  The  combination,  with  theiemi-nlljptio  sapportlng  a  body  between  the  side  bara 
or  percbBs  of  a  vehicle  of  an  equalizing-bar  arranged  oppuaile  and  connected  to  tha 
adj^c^tit  ends  of  said  springs,  sulMtantiaily  as  set  forth. 

From  the  lanf^iagfl  ot  the  speetfluation  in  the  orlgJDal  patent  aod  of 
the  clAJms  also  it  is  plain  that  the  iaveDtion  of  the  oomplainant  eon- 
listed  of  (1)  the  endless  perch  and  (2)  the  conoecting  rods  pivoted  at  or 
Dear  the  o])poait«  ends  of  the  perches,  and  provided  with  links  aod 
spriugs,  so  as  to  operate  between  the  opposite  perohes.  in  the  reissue 
patent  the  same  form  of  perch  is  described — that  ia,  it  is  coostmcted 
so  as  to  form  by  its  oounection  with  the  bolster  an  endless  perch  withont 
jointed  comers,  l^eitber  of  the  claims  iu  the  reissue  distinctly  specifies 
«D  endlees  perch  as  in  the  original,  but  the  claims  mast  be  read  with  the 
speciAcations,  and  when  so  read  there  is  no  doubt  the  patentee  intended 
to  claim  the  same  form  of  perch  in  the  reissue  as  in  the  OTtginal  patent. 
So,  too,  in  the  relBsne,  the  parts  described  in  the  original  patent  as  cod- 
uecting-rods  are  made  another  essential  element  in  the  patentee's  JDveD- 
tion.  In  the  reissne  tbey  are  described  as  eqaalizing-bars,  and  their 
operating  effect  is  more  elaborately  stated  than  in  the  original  patent; 
bnt  in  both  it  is  evident  than  it  was  the  intention  of  the  patentee  to 
daim  that  the  effect  of  the  oonnecting-rods  or  eqaalizing-bars  is  to  eqnal- 
ixe  the  action  of  the  springs.  The  oonclosion,  then,  must  be  that  the 
endless  perch  and  the  eqnalizing-bara,  cunstrncted  as  described,  are  alike 
elsimed  in  the  original  and  reissue  patents.  These  devices  are  not, 
either  separately  or  in  combiiiatiou  with  other  parts  of  a  vehicle,  antici- 
pated by  any  patent  here  exhibited. 

Iu  the  Curtis  patent,  So.  117,613,  dated  February  17,  1871,  two 
perches  bent  in  one  piece  are  shown ;  but  the  perohes  are  closed  by  the 
bend  in  front  of  the  head-block  over  tbe  front  axle,  with  the  rear  ends 
of  the  perches  left  open  and  framed  into  the  rear  axle-bed  or  twister. 
In  the  Saladee  patentof  Fetmiary  20, 1872,  Xo.  123,S37,  the  perches  are 
dosed  by  the  bend  in  the  rear  of  the  rear  axle,  and  tbe  front  ends  left  open 
Mid  framed  into  the  bead-block  over  the  front  axle.  In  the  Miller  patent  - 
vt  September  6,  1870,  So.  1U7,07G,  for  an  improvment  in  bnoklMMid 
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Wftgona,  the  bnokboard  resM  apoo  the  springs,  which  are  attaofaed  to  » 
oroaa-bar  at  the  forward  end,  which  is  faiitened  to  the  reacbea;  bat  the 
iprings  at  the  rear  eod  are  attached  to  two  hangers  foslMied  i  o  the  nnder 
aide  of  the  axle.  In  Uie  Miller  patent,  No.  134,916,  dated  Janoary  1<| 
187S,  the  endless  perah  fi  not  shown  nor  the  balf-kliptio  side  spring. 
In  the  Topliff  and  Sly  patent,  Ko.  122,079,  of  December  19, 1871,  the 
springs  are  outside  the  percdtes  or  reaches,  and  are  arranged  npon  sep- 
arate rock-rods  seonred  directly  to  the  front  and  rear  axles.  In  tlta 
Onrtia  patent  of  March  26, 1867,  Xo.  63,233,  the  perches  are  open  at  th» 
rear  end  and  mortised  into  the  rear  axle,  with  end  springs  attaohed  to 
the  axles.  But  these  Turioas  invendons  which  preceded  tiie  complain- 
ant^ show  the  state  of  the  art  when  the  complainant  obtained  his  pat- 
ents, and  narrow  the  soopeof  his  inrt-ntion  to  SDchextentthatthedefeml- 
aiits  oaonot  be  a4]adged  InftlDgers  aQleas  they  have  appropriated  in  soIh 
■tantial  torn  of  oraatrootlon  the  identieal  elements  which  the  ooa- 
plainant  has  the  right  to  datu  as  new  in  hts  patent  Bide  springs  placed 
between  the  perohea  are  shown  in  the  Onrtis  patent,  No.  U7,613.  lie 
«DmpIainant  in  the  spedltoation  of  his  patent,  Ko.  123,937,  states  that 
ibe  idea  of  eqaaltsiog  the  action  of  springs  by  means  of  cross-bars  or 
■oonneotiog-rods  was  at  that  d^e,  Febroa^  30, 1872,  old  and  well-fcnowD» 
«ltbongh  the  particnlar  f<Hm  of  oonstaractlon  wid  attachment  of  snob 
eonuecting-rods  shown  in  the  patants  in  soit  was  not  exhibited  bvton 
theiasaanoe  of  those  patents.  Peroh«e  bent  at  one  end  were  also  old  when 
the  complainant  obtained  hii  patents.  Assnming,  theretbre  that  the 
TClsBue  patent  sned  on  is  valid,  the  qnestlon  Is,  do  the  defendants  make 
m  mnaing-gear  fbr  vehicles  In  which  there  are  combined  an  endless 
perdi  and  an  equalizing-bar  oonneoted  to  the  adjacent  ends  of  semi- 
elliptic  springs  sapporting  the  body  of  the  vehicle  between  the  pwofaest 
If  they  do  not,  then  there  is  no  infringement.  In  other  words,  to  make 
the  defendants  liable  as  infringers,  it  mast  appear  that  they  have  mj^ 
propriated  all  the  elements  of  tb-i  complainant's  combination,  or  thdr 
eqaivalents,  and  this  they  have  not  done. 

FirsU  The  gearing  made  by  the  defendants  does  dot  exhibit  the  end- 
lesH  peroh.  It  is  troe  that  in  their  gearing  two  perches  are  bent  in  one 
piece,  bot  only  ttie  front  end  Is  dosed,  while  the  rear  ends  are  open, 
each  end  b^tng  oonneoted  with  the  rear  axle.  In  short,  instead  of  mwk.' 
ing  the  Saladee  perahes,  the  defendants  make  the  perches  shown  In  Out 
Onrtis  patent  of  1874. 

Secondly.  The  defendants  connect  the  springs  with  an  eqnallEing-rod 
at  the  rear  of  the  gearing  ssbstantially  as  is  shown  in  the  complainant's 
patents ;  but  the  springs  are  oonneoted  at  the  front  end  of  the  gearing 
directly  with  the  bent  end  of  the  perches,  and  there  is  no  eqnallsing- 
rod  at  that  end  of  the  mnning-gear.  That  the  complainant,  whui  be 
obtained  his  patent,  regarded  two  eqaalizing-bars,  one  at  each  end  of 
the  vehMe,  as  essential  parts  of  his  invention  is  i^parent  (I)  ftom  the 
drawings  which  he  snlnnitted  to  the  Patent  CMBce  and  (2)  tarn  the  Ian* 
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gnaffe  ctf  tta«  apecifieaiioos  and  second  vlaim  of  the  relBsae.    In  th« 
speuiflcatioD  he  says  that  to  seonre  an  vqoalized  aution  ot  the  ^tiinga — 

I  nnito  theft^JAO^Dt  ^ixlx'f  tiiB  side  springs,  Brraoged  between  tlieperchos,  toew*- 
D  of  ftu  equal  I  zing-bar,  C,  turning  in  Buit^ble  bearings,  co  tbftt  any  exoen*  of  weight 
upon  oue  spring  turning  the  bar  C  alw  lowers  tbe  otber  spriug  to  an  equal  extent 
and  pieaerrea  the  body  horizontal  so  thai  It  will  not  strike  tbe  side  perches. 

The  MTangenent  of  eqnali sing-bars  in  oonibinatlou  wlih  both  ends  of  the  springs, 
M  abawn,  aeeares  a  like  eStot  at  each  end  of  tbe  spring-plntfomi. 
In  the  second  claim  tliere  is  claimed  as  part  of  A»  oomMaatiiMib— 

Ab  eqnkUsing-lMC  anaDged  opposite  and  eanneoted  to  the  adjaoent  enda  of  i^i 

From  all  this  it  is  apparent  that  the  defbudanta  omit  from  their  nu- 
Blnggear  one  of  tbe  parts  necessary  to  make  the  complainant's  oon- 
bination ;  and,  as  the  court  has  alraady  indicated,  the  fleld  of  inveatioD 
with  reftrence  to  roLning-gear  for  vehicles  was  so  covwed  prior  to  the 
oompbunant's  patents  that  apou  settled  principles  of  patent  bkw  hia 
patents  cannot  have  the  broad  constrnctioa  to  which  a  patent  for  a 
wholly  new  and  original  device  might  be  entitled.  Tbe  defendants 
make  a  vehicle  with  side  springs  between  tbe  perches,  which  ore  as  flilly 
shown  in  tbe  CurtiH  patent  of  1871  as  in  the  complainant's  reissue. 
They  malce  the  Curtis  perch,  and  not  an  eudleKs  iwroh.  They  omit  one 
of  tbe  e4|tializing-rods  described  and  claimed  in  the  complainant's  pat- 
ent 

Upon  this  state  of  facts,  can  the  defendante  be  aiyndged  infilngeraf 
Tbe  court  is  clearly  of  tbe  opinion  that  they  cannot;  and  upon  tbe 
gronnd  of  non-infringement,  without  deciding  tbe  points  made  by  de- 
fendants' counsel  involving  the  validity  of  the  reissue  patent,  the  bill 
wUI  be  dismissed. 


{Snpnme  Court  Dt  the  CniUd  StatM.) 

EAaLKTOn  BCANUFAOTURINa  GOMPANT  t.  WEST,  BrADLKT  &  GaBT 
MANUyACTUBINO  COMPANY  KT  Ai. 

DtMtd  Mat  S,  1884. 
27  O.  G.,  1*37. 

Letters  Patent  No.  1^,001,  grauteil  to  tbe  Eaglaton  Mannfaotnrlng  Company,  Deoetn- 

ber  19,  1871,  for  an  lui|ir»v«niniit  in  Japanuoil  fur n II u re- Hp rings,  oa  the  alleged 

InTeotioD  of  J.  J.  Eaglfltca,  Held  to  lie  Invalid,  and  Ifae  following  points  nilod> 
(l.)  The  patent  Is  for  steel  farnitnre-Rprings  protected  by  Japan,  and  tempered  by  the 

heat  used  in  baking  on  the  Japan ; 
<S.)  8uah  springs,  ae  protected  auil  tempered,  were  known  and  used  by  varions  ftx- 

sons  named  In  tlie  answer  before  the  date  of  the  pateut; 
(3.)  The  speolflcKtion  which  accompanied  the  original  applloation  by  Eagleton,  Jolj 

6,  IBM,  did  not  snt  forth  the  diaoaverf  that  moderate  heat,  sneb  as  may  be  ap. 

pHed  in  Japanning,  will  Impart  temper  to  the  spring*,  bat  set  ibrth  meiely  the 

protMtion  of  tbe  eprini^  by  Japan; 
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(4.)  Not  only  doM  the  sTideoae  fliti  to  (how  ttuit  Ekglaton,  wlio  died  in  Febmacy, 
1870,  iQ  fact  mftde  sad  aaed,  prior  to  aaoh  other  pcnons,  tlia  inTentioa  ooverad 
bj  the  patent  Ba  iimied,  hat  it  ahowa  that  be  did  not,  and  tbat  probably  it 
neviT  CMue  t«  hia  knnwledge  while  he  lived ; 
(b.)  JapMinlDg  by  itaeif  wm  not  patenlabLe,  Mid  Eagleton,  In  the  Bpeoifloation  which, 
be  signed  aod  awote  to,  did  not  describe  any  mode  of  jupanniog  which  wonld 
temper  or  BtKUgthen  the  Hteel,  aod  did  oot  even  nientiou  that  the  japan  waa 
to  be  applied  with  heat,  and  it  now  appean  that  the  temiMr  and  atreugth  ars 
produced  by  the  heat  altogether,  and  not  at  all  by  the  Jitpan ; 
(d.)  The  only  Invention  to  which  the  application  and  oath  of  EagletoD  wen  referable 
wa4  that  of  morely Japanning  ateelfUmitQrft-apringe;  the  aurbotityglren  to  hii 
attonieya  waaonly  to  amend  that  application,  and  ended  at  hia  death ;  the  amand- 
meiita  made  were  not  mere  ampllflcationa  of  wliat  had  besu  iu  the  application 
before ;  the  patent  wu  granted  apun  them  witbont  any  new  oath  by  the  ad- 
Diiniatratrix,  and  tbtadefenae  la  not  required  byatntnte  tobeBpMiflcal[yantr<»th 
in  the  answer,  and  can  b«  availed  of  nnder  the  iMuea  rslaed  by  the  ploadlnga, 
■a  abowing  that  the  plaintiff  baa  no  valid  patent. 
Appsal  from  the  circuit  conrt  o^  the  United  States  for  the  ■ootbeni 
district  of  New  York. 
Mr.  F.  W.  Bern  for  the  appellant. 
Mr.  W.  C.  Witter  for  the  appellee. 

Mr.  Jiutice  Blatchfobd  delivered  the  opiuion  of  the  courtr: 
This  snit  was  brought  iu  the  cirouit  ooart  of  the  United  States  for  the 
•oathern  district  of  New  York  on  Letters  Patent  No.  I2J,001,  granted 
to  the  plaintiff,  the  Eagleton  Maunfactaring  CompaDf ,  December  19, 
1871,  for  an  improvement  in  japanned  fomiture-apriogs.  The  patent 
uontaius  these  recitals: 

Whereas  J.  J.  Eagleton,  of  New  York,  New  York  (Sarah  N.  Eagleton,  adminiatra- 
trix),  haa  preaented  to  the  Conimiaaiuner  of  Patenta  a  petition  praying  fur  the  gnot  of 
lettera  patent  fui  an  alleged  new  and  osefiil  improvement  in  Japannid  furaltaie- 
apringa  (she  having  aaelgued  her  right,  title,  and  intcrrat  in  aalil  improvement,  aa 
admlnlatratrix,  to  Eagleton  HanaboturiuK  Cotnpauy,  or  aame  plaoe),  a  deaeription 
of  which  invention  is  contained  in  thespeclflcation  of  which  a  copy  is  hereto  an nozed 
and  made  a  part  hereof,  and  has  complied  with  the  varions  Teqniremeuta  of  law  in 
anch  casea  made  and  provided;  and  whereaa,  upon  due  examination  made,  the  aaid 
olaiinaut  is  adjudged  to  be  Justly  entitled  to  a  patent  nnder  the  law. 
The  speciBcatiou  of  the  patent  is  as  follows : 

Be  it  known  thnt  I,  J.  Joaeph  Eagleton,  of  New  York,  in  the  county  of  New  York 
Md  State  of  New  York,  have  invented  a  new  and  useful  Improvement  In  Fnmltnre- 
Bpringa;  and  I  do  herrbj  declare  that  the  following  ia  a  full,  clear,  and  exact  deaerip- 
tion thereof,  which  will  enable  others  akilled  iu  the  art  to  make  and  nae  the  •aaw, 
teltoreoce  being  had  to  tbe  accompanying  drawing,  fbrming  part  of  tbia  specifloatioB, 
Id  which  the  ilrawing  repreeenta  a  fnmiture-apring  provided,  according  to  my  Im- 
provement, with  a  Japan  covering. 

[The  helical  aprlngs  haretofore  employed  for  fumitnre-seata,  mattreaaea,  *«.,  bare 
generally  been  made  of  iron  wire,  brasa,  or  copper;  but  ateel  wire,  altbongb  a  Ar 
superior  material  for  auoh  apringi,  baa  not  been  commonly  employed,  owing  to  tba 
laokof  nieaoa  for  protecting  nn oh  spring*  fromcorroalon  and  the  laokof  meana  fbr  !»• 
parting  to  them  the  necessary  stiffuesa  or  temper. 

The  object  of  thla  invention  lata  prodnoe  ateel  farnitare-sprlnga  that  ahall  notonlj 
ba  protected  trom  oorroaion,  bnt  shall  also  be  anitably  tempered  and  (tiffened. 
ne  drawing  la  a  perapeotlve  view  of  one  of  mr  liuDraTad«irina>a. 
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In  cHTjIsg  ont  my  ^TSntlon  IpioTide  ft  aoitableqoMititrof  itMl  wireof  thaalM 
of  which  tho  B^DC  [•  to  be  made,  mni  Uile  I 
irind  apoB  block*  in  the  iisi)ftltiiAiiiier,gfviiig  , 
the  WDnnd  spring  the  ordinKrypreeainR  oiMt. 
I  then  proTide  »  enf  table  bath  contalainx  tbe 
eidliMiy  pTSparatki&  of  Japau  Tamiah,  In 
which  Idiporplaoe  theapringaao  m  tooovet 
tbaiD  with  Japan.  Theyaretheu  removedand 
•tmiig  on  wire*  or  pot  on  pega  to  drain,  after 
whieh  tber  are  placed  In  a  baklng-oren  of  the 
oidlnary  kind  anitable  for  the  baldog  of  Ja- 
fanned  artielai,  In  whioh  oven  the  ■pringa 
ate  (fobjeoted  to  a  tempentoTe  aafSulent  to 
bake  and  harden  the  Japan  ;  after  which 
tbe  apringa  are  nmored  ftooi  tfae  oven  and 
allowed  to  cool,  when  thef  an  read;  for 
nae.  The  tieatmenl  of  the  apringi  in  tbia 
manner  imparta  to  tbem  two  Important  and 
Talaable  qoalltiea:  Firat,  the  apringa,  whan 
they  oome  Aom  the  oven  and  are  oooled,  have 
flnnly  attached  to  their  exterior  anrfaoe  a 
water-proof  oovering  or  ooating,  wbioh  per- 
fcetly  pnMeeta  tbem  from  oormnon  and  flta 
tbem  for  nervioe  in  all  kind*  of  alimatea,  hot 
or  eoU,  dry  or  damp.  Second,  the  iprlngi 
thna  prepared  are  atrengthened  or  atlffened, 
the  ivpUoallon  of  beat  to  the  apringa  is  tb« 
ercB  having  the  apparent  effect  M  temper  the 
atael  of  wbleh  they  are  oompoaed,  mding  the 
i^nga  stronger  and  more  elaetlc.  Aa 
tweea  a  ateel  apring  not  Japanoed,  aa  I  have  '' 
dtaaiibed,  and  a  ateel  apring  Japanned,  aa 
daaeribad,  both  being  of  the  same  aiae  and 
made  fhMn  the  aame  piece  of  wire,  thejapanned 

^riiig  will  be  found  to  be  much  atronfpr  than  ^k 

the  aprlDg  not  Japanned.    The  apring  not  Ja-  ^^ 

panned   1*   therefore    not   only-  lacking   in 

•tnngtli,  bat  it  ia  alao  piaetlcally  naelaai  for  want  of  a  proteoting  eoveting.  But 
the  improved  artfele  prodcoed  anbatantlally  in  the  manner  1  have  deacrlbed  forma  a 
■tnmg  and  durable  spring,  and  no  article  like  it  baa,  so  ftr  aa  I  am  aware,  ever  been 
known  or  need. 

While  I  donot  elalm,  broadly,  tbe  makingoffamitnre^pringa  of  ateel  wire,!  wiab 
it  to  be  nnderatood  I  do  not  limit  or  oonflne  myaelf  to  the  exact  order  or  method  of 
epraatian  hera  deacribed  In  prodnoiag  my  improved  apringa,  aa  the  order  or  nuthod 
may  be  varied  without  departing  from  my  Invention.] 

Thne  an  two  olaimK,  namely: 

1.  Themethod  herein daacribedof  ttrengthening  matalapringa, 
L  Aaaa  impmred  article  of  mano&ctnie,  a  apring  made  an batantlallyaa  herein  da- 
■eribed. 

Bagleton,  u  iorentor,  filed  io  the  Patent  Office  on  the  6th  of  July, 
1868,  a  petition  for  a  patent  for  an  improvement  in  fiiniitnre-spriDgi, 
aeetHDpanied  by  an  affidavit,  a  epecifioation,  a  drawiog,  and  a  models 
and  the  proper  fee,  and  in  tiie  petition  appointed  Mann  &  Oo.  "to  aei 
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«  bis  attorneys  in  prescDtlog  tb«  application  and  makiDgall  aatik  alt«>- 
tioDS  and  BmeDdments  as  may  be  reqnired,  and  to  rifCB  bia  Bame  to  tba 
dravinga."  The  afBdavit  that  Eagleton  verily  believed  hlmseir  to  lie 
"the  origfnal  aud  first  inreotor  of  the  wltbin-deeoribed  iinproTeineQt  1b 
fbrDiture-BpringB"  was  sworn  to  by  him  June  26, 1868.  The  speoifioft- 
tioa  then  filed  was  as  follows: 

B«  it  knowD  thkt  I,  J.  JoMph  EsgUtoD,  of  New  Tork,  In  ttt»  eoavty  of  Nnr  Twfc 
■ad  State  of  New  York,  hftf  e  lii*eated  n  dbw  snd  naaibt  InproTemeat  in  ftimlt>M> 
q^ringa;  and  I  do  hereby  deoUre  tbftt  the  following  iaft  Ml,  eleu,  KadezMtdeaeii^ 
Hon  thereof,  which  will  enable  otheM  eklUed  In  the  art  to  maik»  mad  m*  tk»  mm*, 
nferenoe  being  had  to  the  aecompanylnn  drawing*,  faiMing  part  af  tbU  apBeUaattaw, 
in  whioh  the  drawlag  repieaenta  a  himltam-aprlng  proTidad.  a*M»ding  to  my  ^Pf**^ 
ment,  with  a  Japan  oorering. 

,  [Tbe  natnre  of  this  Inveutton  relatea  to  ImproveBsBte  In  hatieal  fliiiilhim  ■|iitB||i. 
•noh  aa  at*  naed  for  aiattreaaea,  aofaa,  Ac.,  the, object  of  vhieb  1*  to  pwrlAa  itiil 
■prlog)  which  will  not  ha  ao  liable  to  Injary  fyom  eorradoa  at  tboae  now  Is  oaa. 

It  oonalata  in  providing  eteel  eprlogt,  atieh  an  oomiDCnIy  M«d,  with  a  J^nw  <MtaV 
coreriug.  Steel  aprlnga,  as  ia  well  known,  poewee  in  a  nncb  higher  degree  tbe  reqal- 
■Ito  qualities  of  atrength,  flexibility,  and  alaallcfty  than  Itoa,  eopper,  or  kr— , 
end  by  reaaon  of  tbe  aneoeptibillty  of  iteel  to  be  tempered,  and  thereby  ragnlatod  to 
any  degree  of  elaatlolty,  it  li  mnch  more  preferable  to  om  ;  bat,  owing  to  ita  greet 
liability  to  deterioration  from  corroalon,  it  ta  bat  little  naed  for  aaoh  eprlnga.  To 
obviate  thie  diffluulty  I  propoee  to  provide  ateel  springe  eoated  with  Japan,  whiek  I 
And  to  be  of  great  advantage  In  reaisting  the  eonoalve  action  of  the  atuMapfaere  oa 
tbe  eteel,  and  whereby  steel  springe  ere  made  very  mnch  more  durable  than  any  other. 
To  some  extent  tfas  aaiue  piirpoee  may  be  accompliahed  by  ooating  the  spring  with  tta 
«r  zinc  or  other  similar  metal  which  will  not  enlfer  by  cornwioo ;  bnt  the  proeeaa  of 
coating  with  sncb  metuls  reqiiirea  the  nsu  of  acids  for  cleaning  and  preparing  the 
steel,  whicn,  adhering  to  the  ateel  and  being  to  some  extent  incloaed  within  the  aeld 
ooatinjc  and  niaintnineil  in  contact  with  the  steel,  have  an  injnrione effect  tbereon.  I 
have  therefore  fonnd  that  when  springe  are  protected  by  japanning  they  are  avob 
more  duruble  anil  give  more  satisfactory  resalts,  tbe  same  I>eiug  applied  by  the  oov 
moil  Jnpaiiniiig  proeeaa. 

Having  tbns  described  my  Invention,  I  claim  aa  new  and  deaire  to  Mc ON  by  Lettan 
Fatent— 

Japanned  fnrnitnre- springs,  as  a  new  article  of  mairaEMtare,  tahatantjally  m  aa< 
for  the  pnrpoae  deeoribed,] 

The  applioatioD  was  rejected  on  the  10th  of  Jnly,  1868,  the  following 
rensons  being  assigned  by  tbe  Examiner ; 

The  application  above  retored  to  haa  been  examined,  and  is  rql«eted  far  wMit  of 
patentable  Invention.  Tbe  Japanning  of  metal  ia  aa  old  proeeaa,  and  no  inventian  le 
riiown  in  applying  it  to  a  spring  for  a  bed-bottom.  It  la  a  oooudob  right,  fomnmti 
by  every  one,  to  galvanize,  punt,  or  Japan  any  metal  that  ha  may  use. 

The  specification  was  returned  to  the  applicnot.  fiagleton  died  in 
Febrnary,  1870.  On  December  29,  1870,  the  application  for  the  potest 
was  reiiewed  on  the  same  speoification,  ft  being  returned  to  the  Patent 
Office,  and  received  there  Janaary  4, 1871,  and  a  recontidwatlon  re- 
quested, t^e  letter  being  signed  "  J.  J.  Eagletoo,  per  Monn  &  Co.,  at- 
torneys." Kotbing  fhrtber  appears  to  bave  been  done  until,  on  October 
19, 1871,  the  epedficatiou  filed  was  amended  by  erasing  tbe  part  aboT« 
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pat  in  Iwtwkets,  ftnd  sabatltating  what  Is  In  braoketa  io  the  gpeoifioation 
of  the  patent  m  iasaed,  and  b;  mbfltitattng  the  following  as  the  clum: 

HaTiaf  tbu  deaeribed  D17  iiiTanUoii,  I  olftlm  u  new  kod  daaln  to  iMDra  hj  latter* 
p«Unt— 

At  ma  ImjmynA  utlcle  of  auuiuhotiire, »  Japuiaed  steel  (bniltiifft^priag,  made  Mb- 
stMitUll;  M  Mt  tortb. 

On  the  aoth  of  October,  1871,  the  application  wM  r^ected,  the  Bx- 
MDiner  sajring : 

Tbe  ftbove-BHMd  ftpplieatfam  Iim  been  examined  on  tlie  unended  ■peoiflofttion;  bnt 
no  raaaoD  MB  be  leea  for  AkDKing  the  uUon  of  the  Ottoe  in  ntJeotlng  theMmeJnly 
1(^  leHK  The  ^tpUeant  la  refared  to  tbe  Coniniaeioner'i  daidilou  In  tbe  eue  of  Oa- 
bom  and  Dnytoa,  HoreMbai  ft,  lei70.    The  epplleatlon  Is  ag»ia  rrjaotad. 

On  the  31st  of  October,  1871,  Mnno  &  Go.  wrote  thus  to  the  Office: 

In  the  matter  of  tbe  ftppUoatfon  of  J.  J.  Eaglaton  for  lettera  patent  for  fnraitai*- 
tptiagt,  filed  Jnlf  6, 1800,  we  impeetfnllj  reqnett  a  ■peelfle  lebrenoe  on  whleta  (h* 
RjeetiiMioftheeaaemarbftliMed,aapreTld«dlo  Sale  34  of  Ottoe  Boleaof  Praotloa. 

Un  Kovember  3, 1871,  this  answer  was  retomed : 

The  applleanfa  lettec  of  the  Slrt  of  Oetvbar  ha*  bean  dvly  oonstdared.  Hli  appllea 
tloQ  baa  bean  twiee  rqfeeted  for  want  of  patentable  inTcotion,  and  not  fbr  want  of 
anrttaj.  SnMoient  reaaom,  ItwaadeamcdiWereKlvenforiler^Jeation,  and  that  Bale 
31  of  Oflee  Bska  «f  Fnwtlee  ie  not  applicable  in  the  oaee.  The  prooeet  of  Japanning 
la  M)  old  that  it  to  net  pmbable  that  any  penon  evw  before  applied  for  a  patent  for  It. 
Fnraltue-qnlnitBhaTe  been  painted,  galranlaed,  varatobed,  and,  prol>ablj,JapaHDed, 
aa  thay  an  fbnad  eoated  with  material  that  wonld  reqolre  a  ohemloal  analyse  to  de- 
termine of  what  it  waa  eompoeed.    Tbe  formet  aetHin  !■  afflroied. 

OntheTtbofNoTcmber,  1871,  by  a  letter  to  tbe  OfBce,  signed  "J.J. 
Simleton,  per  Mnno  &  Co.,  attorney s,**  the  speoiflcatiun  wat*  amended 
by  eraafug  the  claim  last  presented  and  insertiug  in  lien  tbereof  the  two 
elaims  whidi  are  in  tbe  patent  as  isiiaed.  The  application  was  again 
exaained,  and  on  Ifovember  IT,  1871,  the  patent  was  ordered  to  Issue. 
Tbe  spedfifltttlon  Minexed  to  the  patent  purports  to  be  signed  "J.  J. 
Bagleton,"  and  also  to  be  signed  by  tbe  two  witnesses  who  signed  the 
spwdfioation  originaily  Sled. 

"Bie  bill  areiB  that  Eagletoo,  baring  invented  tbe  Improvement,  died 
intestate,  and  Sarah  K,  Bagleton  was  appointed  his  admlnistratHx, 
and  tbe  iowttion  waa  assigned  to  the  plaintifT,  and  afterward  the  ad- 
mioiatratrix  applied  for  a  patent,  and  complied  with  all  the  necessary 
oondltions  and  requirements  of  the  statute,  and  the  patent  was  issued. 
Tb«  answer  states  that,  as  to  whether  or  not  the  pateot  was  applied  for 
or  lamied  In  tbe  manner  and  with  tbe  formalities  set  fbrth  in  tbe  bill, 
the  defendants  leave  the  plaintiff  to  proof  thereof.  It  denies  th4t 
Bagleton  was  the  first  inventor  of  what  is  patented  by  the  patent,  and 
arefa  that  before  the  time  of  any  invention  tbereof  by  Bagleton  it  waa 
kntfirn  to  and  oaed  by  various  persons  named  at  various  places  men- 
tMMd ;  that  the  description  in  the  patent  is  obaoare  and  not  soffiuient 
to  tttable  one  acquainted  with  the  art  to  nse  tbe  alleged  process  therein 
atUMpted  t»  be  described,  and  for  that  reason  the  patent  Is  void  j  tbat 
tM  deaeriptloB  and  tpedfleation  of  the  patent  are  not  In  such  Aill,  olear. 
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ooDoise,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  to 
Tbicli  it  appertains  to  temper  ateel  wire,  but  if  the  descriptiou  and  spec- 
iflcation  be  followed  out,  there  will  not  bB  produced  a  tempered  steel 
fiirnitnre-spring;  that  if  the  desired  eff(«t  be  to  tem[»er  or  stren^theit 
a  steel  farnitnre-spriug,  then,  for  the  purpose  of  deceiving  the  pnblio, 
the  description  and  speciftcatiou  filed  by  Eagleton  were  made  to  contain 
less  than  the  whole  truth  relative  to  his  invention  or  discovery,  and  the 
patent  is  therefore  null  and  void }  that  any  representation  contained  in 
tlie'  patent  or  the  specification  that  treating  a  spring  as  described 
therein  tempera  it  is  false;  and  that  treating  a  steel  furnitnre-spring  as 
described  in  the  patent  does  not  temper  it.  Infringmeut  also  is  denied. 
The  circuit  court  dismissed  the  bill,  assigning  its  reaaons  in  ao  opiuitm 
which  is  found  In  18  Blatchf.  0.  0.  B.,  218. 
The  court  decided  the  followiog  points : 

(1.)  The  pAtent  ia  Tor  Bteel  fnmil are- springs  protected  b;  J  pfta,  aad  tampared  bj 
the  heat  nsed  ia  baking  .on  tbe  Japan.  (2.)  Such  Bpringii,aopTutect«(l«Dd  tempered, 
wen  kDOmi  nnd  uaetl  by  varions  penoaa  named  in  the  anawer  before  the  date  of  the 
patent.  (3.)  The  apooitlcatioii  wbioh  aooompanied  the  orii^inal  applioatioa  did  not 
Mt  forth  the  diicovery  tb»t  moderate  heat,  aacb  as  may  be  applied  in  japanning,  will 
impart  temper  to  the  aprings,  bat  set  forth  merely  tlie  protection  of  the  apriuga  bf 
Japan.  (4.)  Not  only  iloea  the  evidence  fail  to  show  th»t  Eagleton  in  fact  made  and 
need  prior  to  siich  other  pereoua  the  InvenMon  covered  by  the  patent  aa  iaaaed,  but 
It  ahowa  that  he  did  not,  and  that  probably  it  never  o*me  to  hia  knowledge  while  he 
lived.  (5.)  Japftiinlng  by  itself  waa  not  patentable,  Kod  Eagleton,  in  the  apeaiBoatios 
which  he  signed  and  awors  to,  did  not  dsscribeany  mode  of  Japanning  whiah  woaM 
temper  or  strengthen  the  steel,  and  did  not  even  mention  that  the  Japan  waa  to  ba 
applied  with  heat,  and  it  now  api>eaTa  tliat  the  temper  and  slrengUi  an  prodooed  bj 
the  heat  altogether,  and  not  at  ail  the  japan.  (6.)  The  only  invention  to  whieh  tba 
application  and  oath  of  Eagleton  were  referable  waa  that  of  merely  JapanDing  steel 
fdrnltnre-epringa ;  the  authority  given  to  bis  attorneys  was  only  to  amend  that  ap- 
plication ami  ended  at  his  death;  the  amendments  made  were  not  mere  ampliBeatioiw 
of  what  had  been  in  the  application  before;  the  patent  was  granted  upon  them  with- 
out any  new  oath  by  the  administratrix;  and  this  defense  is  not  rsqnired  by  sMtnt* 
to  be  specitically  set  fortlt  in  the  answer,  and  can  be  availed  of  under  the  isane  raised 
by  the  pleadings,  as  showing  that  the  plaintilf  baa  no  valid  patent. 

We  are  satisfied  with  the  conclnsious  arrived  at  bj  the  circait  ooart, 
and  with  the  reasona  assigned  by  it  therefor.  The  copy  of  the  file-wr»p. 
peraiid  itscuriteuts  in  the  matter  of  the  patentfrom  the  PatentOffloe,  giv- 
ing the  history  of  the  application,  was  put  in  evidence  by  the  plaintiC 
It  shows  beyond  doubt  that  there  was'  no  ftugj^lion  in  the  specifica- 
tion signed  and  sworn  to  by  Bagleton  of  the  invention  described  in  (he 
amendment  filed  October  19,  1871.  Prior  to  that  time  the  prooeM 
practiced  by  the  defendants,  whieh  is  the  process  described  in  LettAtt 
Patent  ^o.  11(1,266,  granted  to  Alanson  Gary,  June  27,  1871,  for  ao  im- 
provement in  modes  of  tem|>ering  springs,  waa  invented  and  put  in  nae; 
and  there  is  no  sufficient  evidence  that  Eagleton  had  any  knowledge 
prior  to  the  invention  by  Gary  of  the  Gary  process  of  either  that  piooesi 
or  of  the  procetw  described  in  the  patent  in  aait;  The  plaiatiffV  pateafc 
hows  on  its  (aoe  that  it  waa  granted  on  the  petitioa  of  BUfletoD,  aa4 
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tfae  allefffttion  of  the  bill  tbat  tbe  patent  was  graoted  on  the  application 
of  bis  administratrix  is  not  established.  In  view  of  the  entire  change 
in  the  speoiftcatioQ  aa  to  the  invention  described,  the  patent  to  be  valid 
shoald  have  been  granted  on  an  application  made  and  aworn  to  by  the 
administratrix.  (Act  of  Jaly  8, 1870,  chap.  230,  sec.  34, 16  Stat,  202.) 
The  specification  as  issued  bears  the  signature  of  Eagleton  and  not  at 
the  administratrix,  and  it  is  snfficiently  shown  that  the  patent  waa 
grauted  on  the  application  and  oath  of  Eagleton,  and  for  an  tnventioD 
which  he  never  made.  The  renewed  application  of  December  29, 1870, 
was  made  in  the  name  of  Eagleton,  thongh  he  was  dead.  The  letter  ik 
Uann  &  Co.  of  Uctober  31, 1871,  treats  Ute  matter  onder  considerAtioa 
as  tbe  application  of  Eagleton,  though  the  amendment  of  October  19, 
1871,  bad  been  made.  The  amendment  of  N'ovember  7, 1S71,  was  not 
only  made  in  the  name  of  £!agleton,  but  tbe  letter  of  thftt  date  in  his 
name  to  the  Office  states  that  what  is  amended  is  the  speoifloation  In 
his  application.  Altboagh  at  some  time  before  the  issuing  of  the  patent 
evidence  was  prodnced  to  the  Office  of  the  appointment  of  the  admin- 
istratrix and  of  her  assignment  to  the  Eagleton  Company,  yet  it  is  very 
clearly  shown  that  there  was  no  application  or  oath  by  the  administr*- 
trix. 
Tbe  decree  of  the  circuit  court  is  affirmed. 


([TtdMd  Btatw  CInnitt  Cotirt--irarthiai  DIrtriiit  of  New  Tork.} 
WOBSWIOK  MAHOPAOTUBINa  GOHFAKT  BT  AX.  «.  OiTT  OF  BUTFALO 
BT  AL. 
DtBkieii  Jfay  8,  1B84. 
S7  0.  O.,  1330. 
1,  Wbera  an  inventor  is  tlie  flret  to  enter  a  particular  Seld  of  iaventioQ  tlie  olaim  ttf 
bis  pmtenl  ihonld  be  conitrned,  broadly,  to  oover  any  similar  apparatus  whloh 
effeoti  the  same  remit  ia  aubslaDtiallr  the  oams  maimer. 
S.  The  defpodaota  are  held  to  iafrinfce  the  patented  invention,  notwltbstaDdinit  thej 
have  introduced  some  im  prove  men  M,  have  employed  a  well-knuwa  mechanioal 
eqaivaloot,  aad  made  certain  ouinor  dlfTereDow,  the  two  meohauisma  being  in  aU 
eanntial  partlenlarl  alike. 

3.  Tbe  tinnlnnof  proofis  apoa  the  defendant  to  shoTv  that  the  complainant  is  not  th* 

flnt  inventor,  and  a  mere  preponderauce  of  tbe  evidenoe  in  that  direction  ii 
not  enough.  Tbe  proof  must  l>e  of  auoh  a  convlnaing  character  as  to  satisfy  the 
eonrt  beyond  a  reasonablo  doubt. 

4.  Letter*  Patent  No.  171,190,  grauted  December  14,  18T6,  to  EdwaiJ  0.  Sullivan  ens- 

Mr.  M.  J).  Leggett  and  Mr.  John  Crowell  for  the  complainanta. 
Mr.  tiOeM  E.  Sttlicell  for  the  defendants. 

Ooxx,^..- 

Theoompl^nants  are  the  owners  of  Letters  Patent  "So.  171,100,  granted 
December  14, 1876,  to  Edward  O.  Sallivau,  for  improvements  in  hameH 
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for  fire  engineB.  Tbe  pAtent  relates  not  only  to  the  oonstniotioD  of  tfad 
haruess,  but  alao  to  tbe  maoner  of  Bospending  it  above  tbe  hone.  The 
object  of  the  Invention  in  to  enable  tbe  horses  to  be  kept  Qaharoessed 
QQtil  the  moment  of  the  alarm,  and  then  to  attach  them  to  the  eopne 
with  great  expedition.  One  man  is  th  as  enabled  to  do  the  work  of  three 
nnder  tlie  old  system.  The  harness  is  made  in  sections,  is  pennaoeotly 
fiutened  to  the  neap  or  thills,  and  saspended  fh>m  the  ceiling  by  means 
of  straps  and  spriog-catobes,  so  that  it  may  be  dropped  npon  the  hone 
and  qoickly  seoored. 

BaTore  tbe  use  of  this  apparatos  horses  were  he|it  continoally  in  har- 
ness night  and  day.  The  reanlt  was  that  they  wen  irritated  and  galled, 
and  the  harness  was  Iqjared  and  soon  destroyed  by  the  ooostaot  rah- 
bing  which  this  irritation  oooasioDed. 

There  can  be  no  doabt  regarding  the  utility  of  the  inventi<N].  Its  ad- 
raatages  nay  be  sammarized  as  follows:  Belief  to  tbe  hones,  expedi- 
tion in  leaohing  tbe  flre,  durability  and  reliability  of  tbe  huness,  eocn- 
omy  in  the  employment  of  firemen  and  bamess-maken.  And  when  it 
Is  remembered  that  promptness  in  arriving  at  a  fire  has  often  praveated 
a  great  oonflagration,  tbe  indirect  benefits  can  hardly  be  estimated. 

Tbe  claim  in  contioveny  is  the  third.    It  is  in  these  words : 

3.  Tbe  oavblnaticiD,  wltli  the  bMnev  for  a  fin-eogiiw  or  llk«  appantoi,  of  k  A*- 
Tloe  fbr  aiiBpeiidiDg  Mid  hftntMS  ftbove  tb«  plau  oooupM  by  the  hone  when  UUm)m4 
to  the  apparatne,  MibctaoUally  H  and  for  the  pnrpoae  aet  forth. 

The  defenses  interposed  are,  flrat,  the  claim  is  void  for  the  reason  that 
there  is  an  attempt  to  patent  a  mere  abstraction — the  idea  of  sospend- 
ing  a  harness  from  tbe  ceiling  in  a  particular  place ;  second,  the  defend- 
ants do  not  infringe  if  tbe  claim  is  confined  to  the  partacnlar  mechaa- 
ism  described  in  the  speoifloatioo ;  third,  the  patentee  was  not  the  orig- 
inal inventor, 

So&ras  thereoordsofthePatentOfficeshow,  Sullivan  was  the  flnt 
to  enter  this  field  of  invention.  TSo  other  patent,  Amerlean  or  foreigo, 
is  introduced  to  anticipate  or  limit  the  claim  referred  to.  It  shoaldf 
therefore,  be  conetraed,  broadly,  to  cover  any  similar  apparatus  whioh 
SQspends  a  harness  in  substantially  the  same  manner.  The  details  of 
oonatruotioii  both  in  the  barnesa  and  the  suspending  ^paratxta  are  non- 
essentials, inferior,  and  subordinate  to  the  principle  embodied  in  tba 
patent,  which  is  the  paramoaut  and  superior  consideration.  The  man 
who  first  conceived  the  idea  of  suspending  the  harness  above  the  horeo 
and  put  it  into  suooessthl  and  practical  operation  is  the  one  who  con- 
ferred the  benefit,  and  is  entitled  to  the  reward.  It  would  be  an  ex- 
ceedingly illiberal  and  narrow  construction  to  hold  tiiat  he  should  be 
deprived  of  the  fruits  of  his  ingenuity  by  one  who  simply  changed  tbe 
form  of  the  hamess  or  of  the  device  by  which  it  is  suspended.  Ko  priii< 
eiple  is  better  settled  than  that  a  mere  abstract  idea  is  not  the  Bnbjeok 
of  a  patent,  but  that  principle  has  little  i^>plioation  here  fw  the  reaaoa 
that  the  inventor  has  put  his  idea  into  taogible  shape  and  given  it  tea 
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Mid  BBbstanoe.  For  years  the  problem  vas  how  to  get  the  engine  to 
the  eoeoe  of  the  fire  Id  the  shortest  possible  time.  By  a  oombiDation 
of  old  derioM  SulliTaD  baa  reduced  time  to  a  minimam,  and  acoom- 
pliabed  a  copfcaacdly  benefloial  resolt  It  is  not  an  abstraction  he  seeks 
to  aeoare,  bat  the  apparatus  by  which  the  idea  is  carried  oat.  With 
the  dain  thos  oonstraed,  Mid  in  view  of  the  state  of  the  tat,  very  little 
need  be  said  npon  the  qaestfon  of  infkiDgement. 

The  defenduita  have  adopted  an  analogous  oombination.  The  har- 
Beaa  ^id  hoiatiDg  apparabis  naed  by  them  ue  tabstantially  the  same 
as  tboee  deaeribed  io  tlie  patent  They  have  quite  likely  introduced 
tone  ImproTemcBts ;  tfaey  have  employed  the  veil-known  ntecfaanioal 
equivalent  of  a  pulley  aod  weight  for  a  coiled  spring;. they  suspend 
the  whole  barneaa  and  attacdi  no  part  of  it  to  the  pole,  and  there  arfl 
minor  points  of  difference  between  the  two  meohutisms ;  but  in  all  es- 
sential partiCDlars  they  are  alike. 

The  main  effort  on  the  part  of  the  defendants  has  been  to  show  that 
BnlliTan  waa  not'tfee  original  inventor.  Here  tiie  burden  is  upon  them 
to  satisfy  the  oonrt  beyond  a  reasonable  doubt  A  mere  preponder- 
ance <^  evidence  is  not  enough.  The  proof  mnst  be  of  such  a  convinc- 
ing character  that  the  oonrt  can  say  without  hesitancy  that  the  allega- 
tions'of  the  answer  in  that  behalt  are  tme.  Has  snch  proof  been  offered  t 
It  is  thooght  not 

A  fiiir  conclusion  to  draw  from  the  evidence  is  that  the  defendants 
have  snoceeded  only  in  casting  doubt  npon  the  title  of  the  patentee. 
IiiBtead  of  capturing  the  citadel,  they  have  simply  made  a  breach.  True 
it  is  that  before  the  patent  vague  conceptions  of  the  invention  had  en- 
tered other  minds ;  true  it  is  that  others  had  approximated  more  or  less 
closely  to  the  snocessftal  realization.  So  one  bad  quite  reauhed  the 
goal.  The  evidence  shows  that  in  one  instance,  while  the  horse  was 
standing  harnessed  in  the  stall,  the  collar  was,  by  meann  of  a  cord,  pul- 
ley, and  weight,  raised  on  his  neck  to  prevent  chaflng,  heat,  and  irrita- 
tion. In  another  case  a  single  harness,  without  collar  and  hames,  was 
attached  to  the  thills  of  a  light  fir&wagon.  The  harness  and  thills 
were  devated  to  the  ceiling  by  a  roi>e,  pulley,  and  weight.  A  similar 
method  was  at  another  time  applied  to  the  harness  of  hose-carts,  except- 
ing that  the  collar  and  hames  were  left  on  the  horse.  There  was  also 
evidence  tending  to  show  that  in  1872,  at  Louisville,  the  harness  of  a 
hoee-oart  was  suspended  by  a  rope  and  pulley  f^om  the  ceiling,  and  that 
the  eollar  was  hinged  and  was  i^tened  by  a  snap  or  spring  lock  at  the 
bottom.  No  witMM  was  called  who  recollected  seeing  a  harness  for 
firfrengines  saapended  prior  to  the  date  of  the  patent  But,  if  not  dis- 
credited, the  evidence  relating  to  the  Louisville  apparatus  wonlu  oer- 
tainly  have  the eflect  of  restricting  the  claim  withiuexceedinffly  narrow 
,  limits.  The  complainants  have,  however,  succeeded  in  showing  that 
there  may  well  be  a  mtslake  both  as  to  the  time  when  and  the  manner 
in  which  the  faamess  was  sniqiended  at  Louisville.    The  <dil6f  and  as- 
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datant  chief  of  the  fire  department  of  that  city  daring  the  year  18^ 
never  saw  or  heard  of  the  apparataa  deaoribed  by  the  defendaata'  wit- 
nesses. Ihe  chief  next  in  snooessioo,  who  previons  to  his  elevation  to 
that  ofBce  bxd  been  in  and  aboat  the  engine-houBes  for  twenty  yeuB, 
gave  like  evideiiee.  A  member  of  the  Oleveland  fire  department,  who 
camo  xo  Louisville  in  1879  for  the  purpose  of  explaining  and  introdooing 
the  Sullivan  app»ratus,  testified  that  be  visited  the  different  engioe- 
honses,  but  saw  nothing  at  all  resembling  a  swinging  hameas.  The 
Louisville  flremeo  were  surprised  and  pleased  with  the  inventioa,  and 
it  was  immediately  adopted  by  them.  It  must,  therefore,  be  said  within 
the  rule  heretofore  adverted  to  that  the  defendants  have  not  aoo- 
ceeded  in  eatahliebiog  their  defense. 

There  should  be  a  decree  for  an  injanctiou  and  an  aooooot,  widi 
costs. 


[TTnlMd  SMw  OJnmlt  Contt-Kmtlwni  DMriol  of  mtaite.] 

OUEBAN  ET  AJL.  r.   BlHtDBlIX, 

DtUtd  Jiilg  le,  1883. 

87  0.  G.,  1319. 

1.  Wbers  •  p»teutM  »fter  Mlling  ajl  hia  righto  under  the  paWnt  enbaMin^tlf 
parcbaaM  ftn  older  pat«u(  to  deieat  bli  asaipiee'a  righti,  Held  th»t  each  pro> 
Deeding  ta  nunifeatly  anjtist  uid  iueqnitkble,  even  If  tbe  oldnr  patent  eleariy 
Mitlcipatea  the  patent  for  Ibe  derioe  told. 

S.  Where  a  patentee  has  sold  ell  hia  right,  title,  and  intsrest  in,  to,  and  under  hk 
pateDta  and  aobaeqaeull;  parohues  an  older  patent,  Sdd  that  by  anoh  anbM- 
quent  parohsse  an  BBsign'e  cannot  be  dispoMessed  of  the  full  benefit  of  what 
hM  been  acquirrd  fh>ni  the  patentee. 

3.  Where  otbnra  are  assooiated  with  the  patentee  In  the  pnrchaae  «r  a  prior  patent 

snbeeqnent  to  a  sale  bj  the  patentee  of  all  hia  right,  title,  and  Intemt  in,  %t, 
and  nnder  his  ovn  patenU !  Held  ttiat  tbe  prior  aale  operatea  aa  a  lloMiae  aa 
against  all  of  tbe  pnrohasen. 

4.  If  others  Join  with  the  aeller  in  the  parohaae  of  the  prior  patent,  aneh  ownMB 

must  look  to  the  original  seller  for  their  compensation. 

Mr.  Q.  L.  Chapin  and  Mr.  E.  Sanecy  for  the  complainanta. 
Metsrs.  Weat  ^  Bond  for  the  defendant. 

Blodgett,  J. : 

TItit)  in  a,  bill  to  recttraiu  tbe  alleged  infringement  by  defendant  of 
Lettei^  Patent  So.  7G,601,  dated  July  7, 1808,  issued  to  Richard  P. 
Jolinsou  and  Kli  J.  Sumner,  for  »u  improvement  iif  lumber-driers,  which 
it  is  claimed  baa  been  assigitetl  to  complainants.  Tbe  bill  also  charges 
the  infringement  of  three  other  pateiitK,  claimed  to  be  owned  by  com- 
plninaut's,  but  ah  no  proof  in  regnnl  to  them  has  been  put  into  the  rec- 
ord no  further  notice  will  be  taken  of  them.  No  question  is  made  as 
to  complainant's  title  to  the  Johnson  and  Sumner  patent. 
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The  main  matter  of  defense  relied  Dpon  by  defendant  is  tbat  two  p^ 
tents,  one  nnmbered  101,490,  dated  March  30, 1875,  which  ia  reissaed  as 
Kg.  S,846,  and  the  other  nnmbered  189,432,  dated  April  10, 1877,  which  is 
reissaed  as  So.  8,840,  were  dnly  ittsned  to  complainant  John  J.  Ourran 
ibr  Improvements  in  Inmber-drierd,  and  that  the  right,  title,  and  interest 
ill  and  to  said  patents  in  and  for  the  State  of  Wisconsin  has  been  (Inly 
asei^ed  and  transferred  to  and  vested  in  defendant,  and  that  all  tho 
lamber-driers  bnilt  by  defendant  in  the  State  of  Wisconsin  have  been 
oonatructed  in  avcordance  with  said  two  letters  patent  so  as  aforesaid 
issoed  to  complainant  Cnrran. 

Defendant  further  inbists  that  all  of  complatnante'  interest  in  the 
patents  set  out  in  the  bill  of  complaint  has  been  aciaired  since  the 
issne  of  said  two  pat«nta  to  Curran,  and  since  Unrran  OBsigued  his 
interest  in  bis  said  two  patents  in  and  for  the  State  of  Wisconsin,  and 
that  defendant  acquired  and  holds  his  title  to  said  two  patents  under 
assignments  from  complainant  IJnrran  dud  one  Wilcox,  who  was  inter- 
ested with  Onrraii  as  owner  thereof. 

One  element  of  the  Johnson  and  Snmner  patent,  No.  79,661,  was  a 
series  of  cnrtains  suspended  I'rom  the  stauuhiona  of  the  car  on  which 
the  lumber  was  held  in  the  drying-room,  the  function  of  these  curtains 
being  to  arrest  and  tarn  down  the  flow  of  the  hot-air  cnrrent,  so  as  to 
compel  the  passage  of  the  hot  air  upon  and  atiout  the  lumber  on  the 
oars,  while  it  passes  through  from  the  rear  to  the  front  of  the  kiln;  and 
the  second  claim  is : 

S.  The  proTiilitig  the  etat  with  onrtaJns  or  lifc«  4aTio«,  tn  the  manner  utd  fer  th» 
pnipoaeB  Kt  forth. 

The  Carran  patent.  No.  189,432,  being  Beissue  No.  8,840,  the  right 
of  which  for  Wisconsin  is  held  by  defendant,  contains  as  one  of  its  ele- 
ments or  features  provision  for  cnrtains  to  be  snspended  &om  the  ceil- 
ing of  the  drying-room,  the  description  of  which  in  the  speoiflcatioa  is 
as  follows: 

I  alao  place  cartaini  k  fc,  of  oaoT*B  or  eqnivalMit  material,  at  Intervals  aloag  tha 
Millng  of  the  dr; log- chamber,  to  hasft  looaely  down  about  eighteen  incliea,  to  reat 
npoD  the  top  of  the  can  of  lumber,  thus  prerentlng  the  hot  air  from  niabiog  along 
the. ceiling,  and  fbrcing  ft  downward  to  paaa  through  the  lumber  and  under  the sanio. 

The  onrtain  or  Hliding  door  N,  at  the  front  end  of  the  kiln,  UDd  eiteodiog  dowu,  aa 
deactibed,  to  form  the  lower  draft,  cnuseit  the  aU  in  ila  puBtiag'e  through  the  kilu  to 
move  along  the  door  and  throngh  the  lower  ooumea  of  the  Inmber.  To  further  fauill- 
tate  this  movemrnt,  the  amaller  carlaioBit  are  also  hiiDgl>om  the  ceiling  at  iotervala 
of  about  twelve  feet,  exteniling  about  eighteen  iiichcH  down  to  aud  resting  ujnm  the 
ears  of  Inmber,  thus  prevtnitiug  tbe  hut  air  from  rufhiiig  along  the  ceiling  and  out 
(he  chiuiiiry,  and  forcing  it  by  a  lower  drail  tu  piuw  through  and  unilorueatli  the 
inmbec. 

Nenrly  »ver  the  inner  edge  of  thi-oj^ninge,  by  which  tlifl  hot  air  i«ii(liiiill<-d  to  the 
kilo,  the  longer  eiirtilin  k'  in  iinH))ciidii1,  hanging  frco'froin  but  neitr  thi'  niljiii.-i'nt 
lumber- pile,  uh  shown  in  the  draningH.  This  cnrtaiii  rccciviw  Ilio  hut  nir  and  din-cta 
it  huriiontally  agaiiml  the  lower  |H>rlioD  of  the  nnitrcHl  Iunibi-r-|>ilu.  Once  giviiii  a 
boriuintul  dircvtion,  iind  Dudiiig  eurcnit  imly  beacath  the  lowenxl  ciirlniu  or  door  N, 
with  the  atnmg  dralt  that  nanalty  )irovails  through  the  kilo,  the  air  hai«  ninch  !(■«■ 
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tmidenoy  to  rise  U)  tlie  oeiliuK  in  Ita  paMoge  to  ths  oblmnej.  8iieh  tAodeooy  brine' 
howttTer,  atill  tufileieiit  tvt  the  pnrpoM  of  the  dietribution  of  tiw  air  uid  ita  Mtioii 
npou  the  lumber,  is  eaaeutially  iiDiform  throaghonl  the  height  and  liraadth  of  tlu 
dt7ing-chanil>er. 

And  this  featare  ia  covered  bj  claim  "So.  7,  which  ia  in  tbeae  voids: 

7.  The  oombtDatioQ,  with  the  diyiDg- oh  amber  A,  onrtaio  V,  forming  a  downward 
axtensioa  of  tlie  ohiranef,  and  the  opening  a,  tot  tbe  admimiOD  of  the  hot  air  frotft 
below,  of  the  onrtaln  A',  depending  from  the  celling  at  a  point  nearly  OTer  tlie  innai 
edge  of  the  openiiig  «,  and  Kaohlog  from  side  to  Hide  of  tbe  klio,  mlMtantiaily  ■■  and 
fcr  the  parpoie  set  forth. 

The  odI;  lumber-driera  ballt  by  defendaDt  were  bo  boilt  in  the  State 
of  WiBconaio,  and  are  provi<led,  as  the  proof  ahowg,  with  cartaina  sos- 
peoded  from  the  roof  io  the  manDer  called  for  b;  the  Carran  patent. 

The  proof  shows  that  the  Johnson  and  Snmner  patent  was  acqaired 
by  oomplaiaa&ts  after  the  iasnea  of  the  Carran  patents  and  after  Onr- 
ran  had  aaai^ed  his  interest  therein  for  the  State  of  Wisconsin. 

OomplaiDaot  Onrran,  having  tset  forth  in  his  patent,  No.  189,432,  tbe 
oartains  suspended  from  tbe  ceiling,  is  now  estopped  from  defeating  the 
right  of  defendant  to  ooostroot  lamber-driers  in  aocordanoe  inth.  tbe 
terms  of  the  patent  by  the  parchtise  of  the  older  patent  of  Johnson  and 
Snmner.  Onrran  has  held  himself  out  to  the  world  as  the  inventor  of 
this  pecnliar  cnrtain  device,  and  it  would  be  grossly  niynst  and  ineqni- 
table  to  allow  him  to  defeat  his  assignees'  rights  to  the  taM  eqjoyment 
of  this  patent  by  acquiring  the  ownership  of  this  older  patent,  even  if 
tbe  older  patent  clearly  anticipated  tbe  Cnrran  device.  By  becoming 
the  owner  of  this  Oarran  patent  defendant  is  clothed  with  the  right  as 
against  Carran  to  make  driers  as  directed  in  that  patent,  although  the 
patent  may  be  void  for  want  of  novelty,  against  the  rest  of  the  world. 
It  is  trae  two  other  persons  are  associated  with  Onrraa  in  tbe  owdw- 
ship  of  the  Johnson  and  Sumner  patent,  bnt  it  seems  to  me  the  estop- 
pel upon  Carran  must  operate  as  a  lioenee  fW>m  Carran  to  defendant 
to  nse  tbe  Johnson  and  Samner  patent  in  tbe  State  of  Wisoonain,  and 
Cnrran'a  co-owners  mast  look  to  him  for  an  aooonnting  as  to  this  terri- 
tory. It  would  hardly  aeem  necessary  to  cite  antborities  in  support 
of  this  palpable  equity  of  defendant  against  Carran  and  his  co  com- 
plainants, but  reference  co  a  few  oases  where  questions  analogons  to 
this  have  arisen  may  not  be  out  of  place.  In  Fmiika  et  aLv.  Kamp  tt 
al  (3  Fed.  Rep.,  898)  the  court  said : 

It  is  argned  for  the  defendants  that  ae  the  oonTeyanoea  were  of  the  right,  tltl^ 
and  interest  of  the  grantors,  the  warranty  wonid  only  extend  to  whatever  right  tbej 
might  have,  which  did  jiass,  and  that  the  warranty  was  kept,  bat  the  ounveyaneea 
were  made  to  carry  ont  the  sale  in  the  manner  required  by  taw  fbr  passing  the  title,* 
and  the  warranty  grew  ont  of  the  nale  and  not  out  of  tbe  form  of  the  conveyane*. 
And  the  patent  Bnl)seqnent1y  purchased  by  the  defendants  may  be  bettor  than  thia 
for  cohering  this  inTeiilinn,  but  <f  it  is  it  cannot  help  rhe  ilefi^ndants  as  against  tha 
orators.  It  is  a  familiar  taw,  and  hns  been  for  a  long  time,  thai  s  warranty  of  titi* 
or  right  to  it  draws  to  it  any  after  acquired  right  or  title  of  the  warrantor,  and  ear- 
riee  it  to  the  lienefit  of  tbe  person  to  whom  tbe  warranty  mne.    So,  wkatavar  ri^t. 
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If  aaj,  the  dafaaduita  k«qalred  to  the  luTimtloii  oorend  by  thi*  patent  inar«d  to  tha 
b«a»llt  of  tiw  ontton.  It  is  dlso  nrgcd  thkt  the  pnrahoaBn  koew  of  the  defects,  and 
wcm  MtdMcivad,  and  that  thorefora  (lu  dafiMdanta  are  noteatopped.  fiat  the  ilghla 
«f  Iko  oraton  do  not  na(  «b  Mtt^pal  naniy ;  thay  nat  npon  the  pnrahaae,  vhloli 
■■•t  epaaaU  m  that  tha  oiaton  mtmj  ba.v(i  what  they  branght,  and  to  that  tbe  da- 
fcadanti  ahaU  not  both  aell  and  keep  the  mom  thU*. 
In  Gottjntd  T.  MOier  (1(M  0.  S^  621}  tbe  court  uys : 

It  laoaiDa  to  eaHlder  wlMther  the  lala  by  Btnmibeig  to  tha  daftadaat  HlHai  of 
Ma  of  tharltcUttf-uaohiBMca&tainlnc  the  impToreneDt  deeoribed  In  the  pateat 
paetaeta  him  from  UabUltj  fiw  Its  nae  in  thia  mlt.  Bj  the  eontraot  of  wle  Btrombaiif 
wanantad  not  0&I7  the  title  to  the  nuwhlne  itaeV,  bat  of  the  right  to  lua  it  If  at 
tha  Umo  of  tbe  aak  ha  k^  been  the  owner  of  the  patent,  the  cale  wonld  hare  eon- 
■HtaitadaUeeBaetoHIIlBrtoaMtlMmaolilnaaakHifMitlaatad;  bnt  Stroaberg  did 
net  aafoln  any  intanat  tn  the  patent  ontU  hmg  after  tha  date  irf  hia  aale  to  Miller, 
If  be  had  eabaaqnentlj  baeome  (be  eela  owner  of  tho  patent,  hla  previona  eale  to 
Xlllar  of  a  nMhlne  embodjlng  hie  patented  Invention  would  bar*  eatopped  him  froB 
prcee  eating  Miller  for  an  Infilngement  of  the  patent  by  Oie  nae  of  the  machine. 

The  role  dedocdble  from  tlieae  aathorities  is,  that  a  patentee  cannot 
•ell  his  righta  to  another  and  then  bay  or  obtain  control  of  an  older 
patent  and  throagh  ssoh  older  patent  dispossess  his  assipi  of  the  fiill 
benefit  of  what  he  porohaeed.  TherefiDre,  withont  discassing  the  qnea* 
tion  whether  by  tbe  anspension  of  the  cnrtaiuB  ftona  the  ceiling  of  the 
dryiog-ioom  defei^dant  infringes  the  second  claim  of  the  JohnBOQ  and 
Bomner  patent,  which  spedflcally  provides  for  sospendiog  the  curtains 
from  tbe  stanchions  of  the  car,  I  am  of  opinion  that  complainants  can.' 
sot  enfbroe  the  Joluuon  and  Samner  patent  against  defiendant,  becanse 
defendant  M  owner  of  the  Onrnto  patent  has  the  right  to  oae  the  Out- 
nut  cartains  in  the  8tate  of  Wisconsin. 

The  bill  is  therefore  dlsmisBed  for  want  of  eqoity. 


[DaMid  BtatM  dieolt  CMrt-^othm  DUtriat  •(  DUaMi-l 

BtnuwAU.  «.  Ouskah  kt  au 

S7  O.  a.,  1390. 
L  The  anaww  admitting  the  ralidity  of  (be  patents  anad  en,  and  one  of  the  dated- 
ante  being  the  original  patentee,  tbelr  validity  oannot  be  di9n(ed  m  a  anlt 

ibr  infringement  bronght  by  an  aarignee  of  the  patonta. 
1  Tbe  ntlie  title  of  tbe  State  of  Wlaocoiain  being  in  oomplalnantfbrBelnueFatents 

Hoe.  e,SM  and  8,846,  defendant*  are  eato^ed  (nm  dMiying  th^  Talidity. 
X  BiU,  that  deftodanta  infringed  the  flnt,  aaemd,  tUid,  Bffch,  lixtb,  and  seTenth 

elalma  of  Beliaoe  No.  8,840,  and  the  fliat,  weond,  fifth,  lixth,  and  aeTonth  olaima 

of  Boliane  No.  8,846,  in  the  eonatraotloo  of  Inmbei-driera  bnllt  by  them  in  (he 

State  of  Wiaeonaf  n. 
t.  Sight  nwehaoiealderiatlonafhnn  tbe  qteclBc  dfreoMona  glren  in  both  of  these 

patonta,  Bfdi^oea  Mo*.  8,840  and  8,846,  when  the  main  fwtnraa  are  inoorporated, 

will  not  aToid  tbe  obarge  of  intrlagMrwnt. 

jr«Mr«.  Weit  A  Bond  for  the  complainant. 

Mr,  fft  L.  Ohapim  and  Mr.  E.  Eatuejf  for  the  defendants. 
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Blodqbtt,  J.  ; 

This  soit  is  broaght  for  iufiriDgemeDt  of  Letters  Patent  TSo.  161,490, 
dated  Marcb  30, 1875,  iasaed  to  John  J.  Carraa  and  Carlos  WUoox, 
which  was  reiMoed  Augnsc  12, 1879,  to  John  J.  Carran  and  Gu-loa  Wfl- 
oox,  being  Beissne  No.  8,846,  and  of  Letters  Patent  'So.  189,432,  dated 
April  10,  1877,  laaoed  to  John  J.  CarraD  and  Carlos  Wilcox,  asrignor, 
and  reiaaaed  Angnst  12,  1879,  to  tbe  same  parties,  Reissue  No.  8,840, 
Both  of  these  patents  are  for  devices  applicable  to  lumber-driers.  Oom- 
plainant  ol^uis  ownership  of  all  the  rights,  title,  and  interest  in  and  to 
these  patents,  by  mesne  assignments  fi'om  Gnrran  and  Wilcox  to  him- 
aelf,  for  tbe  State  of  Wisconsin  and  other  States ;  bnt  the  inMngement 
claimed  in  this  snit  is  only  for  tbe  State  of  Wisconsin.  The  validity  at 
the  patents  and  of  the  r^ssoe  ia  admitted  by  the  defendants'  answer, 
fllthongh  it  wonid  probably  not  lie  in  the  mouth  of  Cnrran,  the  defend- 
ant, who  was  the  original  patentee,  to  whom  the  original  patents  and 
reissues  were  issned,  to  deny  their  validity.  The  only  issaee  in  the  case, 
tiierefore,  are  as  to  the  complainant's  title  and  the  question  of  inftinge- 
ment.  The  complainant's  title,  as  shown  by  the  proof,  comes  throagfa 
a  series  of  mesne  assignments,  and  seems  to  me  clearly  to  clothe  the 
complainant  with  the  entire  title  for  tbe  State  of  WiscoDsiu.  I  have 
not  deemed  It  necessary  for  the  purposes  of  this  suit  to  examine  the 
chain  of  title  as  to  the  other  States  claimed  by  complainant. 

Oomplainantclaims  an  infringement  of  tbe  first,  secoud,flfth,8ixtli,  and 
seventh  claims  of  Beissue  No.  8,846,  and  of  the  first,  second,  third,  fifth, 
sixth,  and  seventh  claims  of  Belssne  No.  8,840.  The  proof  opon  the 
qnestion  of  infringement  consists  in  the  production  of  a  model,  whlcb 
tbe  proof  shows  correctly  represents  three  lumber-driers  built  by  de- 
fendants— two  at  Oshkosh  and  one  at  Neenah,  Wis. 

The  first  claim  of  Reissue  No.  8,846  is— 

1.  Id  ft  kiln  for  drjtog  luDib«r,  the  lacllned  floor  B,  sitendioK  beyond  the  ends  of 
tll«bilii  to  form  the  loading  Uid  an  loading  plcitfonii,  uid  provided  with  tbeopealngs 
«,  and  aheet-metkl  put/,  iobatantiilly  aa  and  for  the  pnipoae  hanla  aet  (ortb. 

An  inspection  of  the  model  certainly  exhibits  the  inclined  fioor  B,  as 
described  in  the  original  and  reissued  Cnrran  patent,  with  the  exten- 
sions beyond  the  end  of  the  kiln,  so  as  to  form  a  loading  and  linloadlng 
platform,  with  the  opening  e  and  sheet-metal  part  /. 

As  to  the  second  and  third  clainaa,  which  refer  to  the  flexible  self-ad- 
josting  oar  for  Inmber-driers,  puticnlarly  described  in  the  specificationB, 
the  infringement  of  these  clfums  is  not  specifically  alleged  in  the  bill, 
nor  does  the  model  produced  show  the  form  of  car  used  by  the  defend- 
ant ;  bnt  I  find  in  the  proofs,  as  I  read  them,  evidence  showing  that  the 
defendants  have  used  snbstantially  the  same  oar  which  is  deeoribed  in 
the  complainant's  patent 

The  fifth  claim  of  the  patent  is  as  follows : 

5.  In  a  hot-air  lamber-drier,  the  oOtnbinatioti,  with  th«lDellii«d«ar-trw)k,vidh«ftt- 
Ing-plpw  l«oat«d  beiwMh  tbe  taok,  of  a  partition  •'  ^M«d  b«fa>w  tbe  traek-bed,Mid 
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pioiinato  to  the  hMting  pipes,  fur  the  pnrpow  of  eaufiuiug  rhu  pauing  air  cloie  t« 
the  plpex,  aabstkiitially  an  set  furth. 

The  model  in  evidence  certainly  shows  this  partitioa  a'  almost  in  pre- 
cisely the  locality  and  performing  uecessarily  the  fUoction  that  Is  pro- 
vided for  in  the  fifth  claim. 

The  sixth  claim  is  as  follows : 

6  In  a  hvt-kiT  lumbeT-drier,  the  combinatioii,  with  tlie  drjing-obunber,  located 
■bove  the  floor  B,  and  the  heatiuit-ebkiubeTS,  located  below  uid  floor,  of  the  dead-air 
ehamber  I,  anliatantially  aa  sbowo  and  described, 

This  dead-air  chamber  is  the  space  between  the  track  floor  and  the  par- 
tition a',  and  is  found  in  the  model  in  evidence  before  me,  there  per- 
forming the  Amotion  of  the  dead-air  chamber  in  the  patwt^ 

The  seventh  claim  is — 

7.  In  a  lio(-nir  lumber-drier,  the  rombiiiufiOD,  with  incliueil  bottoai  n  and  ateaiii- 
pipea  E  E,  of  the  horizontal  psrtitlou  a',  and  theTerticalpartitiouH  tr,  airaoKed  altei- 
nately  above  aud  below  the  i>ipee,  anbatantiall;  ae  bd<1  for  the  piirpoee  herein  set 
forth. 

The  pipes  shown  in  the  drawings  of  the  complainant'e  patent  are  ar- 
ranged longitudinally,  while  the  defendants,  iu  the  construction  of  their 
driers,  as  shown  by  theirmodel  in  evidence,  set  their  pipes  transversely 
across  the  heating-chamber,  so  that  they  form  gates  or  obstructions  to 
the  passage  of  the  air,  thereby  compelling  the  air  to  pass  around  and 
between  each  bank  of  pipes,  so  that  in  its  passage  from  its  point  of  en- 
trance to  the  exit  from  the  heating-chamber  the  air  comes  in  contact 
with  all  the  pipes,  And  therefore  becomes  thoroughly  heated.  In  the 
arrangement  shown  in  the  patent,  the  pipes  rnnning  lengthwise  of  the 
beatiog-chamber,  it  was  deemed  necessary  to  force  the  air  into  contact 
with  the  piiH-s  by  means  of  these  partitions.  Ido  not  construe  this  pat- 
ent as  requiring  tb«^  heating- pipes  to  run  lengthwise  of  the  heating- 
ehamber ;  bat  they  may  be  arranged  in  the  heating -chamber  in  any  way 
so  as  to  secure  the  largest  amount  of  ntdiation  upon  the  air,  which  it  is 
designed  to  beat,  in  its  passage  through  the  chamber  from  its  point  of 
iDtrodttction  to  its  exit,  and,  undoubtedly,  the  defendant,  by  the  trans- 
verse ooils  of  pipes,  has  avoided  the  necessity  for  Hie  partitions  te.  They 
have  nsed  all  the  other  pi.rts  of  the  combination  described  in  this  sev- 
enth claim ;  but  there  being  no  necessity  for  the  apeciflc  use  of  the  par- 
titions IT,  tbcy  have  used  in  place  thereof  the  transverse  coils  of  pipes, 
which  perform  the  same  function  in  the  organization,  and,  therefore,  in 
my  opinion,  do  InfHnge  this  claim,  so  that  they  iiracticalty  use  the  en- 
tire combination. 

The  claims  in  Aeissne  No.  8,S40  which  it  is  insisted  that  the  defend- 
ants infiringe  are  as  follows : 

1.  In  n  kiln  for  drTing  lumber,  the  steam-pipes  C,  arraDged  upon  the  Inclined 
giouDd.floor  b,  and  nndenieath  the  inciined  floor  0  of  the  dry  in  g- eh  umber  on  which 
the  cam  run,  as  and  for  the  -pnrpoee  herein  set  forth. 

tt.  The  Btean-pipesC, set  up  iu  gate  form  acroastho  kilo,  withfreeeipaDsiou-jQlnts   ' 
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and  heftdera  mnnlng  Mrow  and  leDgthiriw  of  tli«  kilo,  anbataatlkll;  m  and  for  the 
pnipow  berein  Mt  forth. 

3.  Th«  broad  oblmncy  M,  extending  entirely  acroM  the  kiln,  and  provided  irfth 
llw  t*ro  ehlmne;a  M'  H',  Mparated  bf  JDcltnBd  dtiBeotlug- boards,  a*  Kt  rorth, 

$.  In  combination  with  a  drj  iii|[-cbaaber  and  a  chimney  which  opens  therefrom  at 
the  top  and  at  one  end  of  aaid  chamber,  the  curtain  or  illding  door  N,  located  a* 
■bown,  and  extending  acroM  tbe  chamber  tn  form  a  downnardexteneionof  tbecUm- 
aer  of  tbefbll  width  of  the  drytsg-chamber,  anbitantlally  a*  and  for  tin  pnrpoae  aet 

S.  la  combination  with  the  broad  chtmuey  H,  kiln  A,  and  beatiug-ehainlier  onder- 
naatb,  the  eliding  doot  or  curtain  N,  arranged  in  tbe  mouth  of  the  chlmnejr,  and  leav- 
ing BO  opening  at  the  bottom,  whereby  the  hot  ait  U  oompelledtodeicend  to  the  floor 
of  the  kilo  before  pseilng  out  throogh  the  chimney,  aa  aet  fbrth. 

7.  The  combination  with  the  drylng-cbambar  A,  curtfcin  N,  forming  a  downward 
extenaion  of  the  cbimnej,  and  the  opening  «,  fbr  the  admiMion  of  the  hot  air  fi«m 
below,  of  the  enrtaln  k',  depending  ttom  the  eeiUug  at  a  point  nearly  over  the  Inner 
edge  of  the  openings,  and  reaching  from  aide  to  aideof  Uukilo,  •nbBtantiailf  aaand 
for  the  pnrpoae  let  forth. 

The  model  show b  certainly  the  steam-pipm  G,  arraDgfed  opon  the  in- 
olined  Rrguud-floor  B,  aud  noderaeatfa  the  inclined  floor  O  of  the  drying 
obamber,  in  every  esaentisl  pi  '.'tioolar,  m  called  for  by  the  first  claim. 
It  alM  shows  the  steam-pipe  C,  set  op  In  gate  form,  and  witli  ezpansitm 
joiDts  and  headers,  satwtaQtially  as  provided  in  the  second  claim,  al- 
thoagh  specifio  teuLuical  expansion-Joints  may  not  be  nsed,  the  retom 
bends  of  the  pipes  aDswering,  psrhaps,  as  a  substitute  for  the  technical 
expausioD-joiut ;  bat  all  the  practical  purposes  in  the  heating  device 
shown  and  described  Ui  the  second  claim  are  necessarily  involved,  it 
seems  to  me,  in  the  form  of  oonstraotion  shown  in  the  model  in  the  proof. 
So,  too,  the  model  shows  the  broad  chimney  M,  with  the  two  small  ohim- 
neyti,  separated  by  inclined  defleoting-boards,  sabstantially  as  described 
in  the  third  claim  of  the  letters  patent.  There  is  proof  in  the  record 
tending  to  show  that  defendants  have  dot  in  all  owes  need  the  bn>ad 
chiiDDey  with  the  double  flues  and  two  small  chimneys,  bnt  have  used 
only  one  large  chimney  with  a  single  fine;  but  I  deem  this  a  mere  col- 
orable evasion.  One  broad  chimney  with  a  single  fine  may  do  all  m- 
substaatially  all  that  the  doaUe-flued  chimney  does,  and  I  think  Mr. 
Cnrran  cannot  be  permitted  to  violate  his  own  patent  by  so  alight  a 
variation  in  the  stracture. 

I  also  find  in  this  model  the  curtain  or  sliding  door  X,  described  in 
the  fifth  claim,  and  which  isclaimedin  combination  with  the otherparts 
of  the  machine.  It  is  true  there  is  no  special  eliding  door,  but  in  place 
of  it  there  is  a  suspended  curtain ;  but  it  seems  to  me  to  perform  just  the 
Aiuction  which  the  claim  provides  shall  be  performed  by  the  sliding 
door  N — that  is,  it  forms  a  downward  extension  of  the  chimney  of  the 
fnll  width  of  the  drying-chamtKr,  and  is  evidently  for  the  purpose  of 
forcing  the  air  down  to  the  bottom  of  the  chamber  befbru  it  escapes 
throogh  the  cliimney,  thereby  compelling  it  to  pass  along  and  among 
the  lumber  to  be  dried. 


DECISIONS  OF  U.   S.   COOKTS   IK  PATEHT  CASES.  277 

What  I  havfl  gaid  in  regard  to  the  fifth  claim  applies  with  equal  force 
to  tbesixth  claim,  which  covers  snbstantially  the  same  curtain  or  alidlDg 
door  N,  arranged  in  the  month  of  the  chimney.  The  seventh  claim 
covers  the  cartain  depending  from  the  top  of  the  drying-chamber,  and 
whose  fnuctiOD  is  to  deflect  the  air  from  the  top  of  the  drying-chamber 
onto  the  lambrr  in  the  drying-room,  and  it  ouly  needs  an  inapection  of 
the  model  to  aee  that  this  feature  of  the  device  is  most  palpably  in- 
fringed. 

There  may  be  and  probably  are  some  slight  mechanical  deviations 
firom  the  specific  directions  given  in  both  of  these  patents  for  the  con- 
struction of  the  lumber-driers  therein  described ;  bat  it  is  evident  that 
the  main  features  of  both  these  devices  are  involved  in  the  coDiitraction 
of  the  defendants'  drier.  They  have  copied  substantially  all  that  is  cov- 
ered by  the  patents,  and  have  made  a  drier  which  is,  in  principle,  the 
same  as  the  patents  were  intended  to  describe  and  protect. 

The  finding  of  the  court  therefore  is  that  the  defendants  infHnge  the 
first,  second,  fifth,  sixth,  and  seventh  claims  of  the  Reissue  Patent  No. 
8,846,  and  the  first,  second,  third,  fiftrh,  sixth,  and  seventh  claims  of  the 
Beissue  No.  8,840.  There  will  be  a  decree  enjoining  defendants  from 
ihe  farther  use  of  these  patents,  and  a  reference  to  n^oertaiD  and  report 
damai^ea. 


[ITnlMd  8IM«  ClnnK  Catut-^oathBrn  Dtatrlet  gf  New  Tork,) 

The  Atlantic  Mu^ino  Company  v.  Bobinbon. 

SMfiM  Jfaye,  IS6t. 
27  O.  G.,  96. 

1.  ThB  right  to  the  exolaiiva  um  ot  a  word  or  aymbol  ks  »  tradfr-mark  is  iDSpptrable 
from  the  right  to  make  %ai  letl  the  commodity  to  which  it  has  been  appro- 
prlmt«d  to  daalgnate  the  Rrtlols  u  the  produotion  or  article  of  the  proprietor, 
mad  wonld  eeem  to  be  aa  InoldeDt  la  the  bueineM  of  the  place  or  utablieh- 
ment  to  which  it  owes  its  origin,  and  without  wbioh-  it  can  have  no  Independ- 
ent eztatenoe.  It  abonld  be  deemed  to  pam  with  a  transfer  of  the  buuueae,  be- 
oauM.taob  an  itnplleatlon  la  consistent  with  the  cbacactec  of  the  transaction 
and  the  presnmable  Intention  of  the  parties. 

i.  The  oomplalnant's  damages  are  measured  by  the  extent  to  which  the  uolawfbl  neu 
of  the  word  ''Cba-npion"  has  interfered  with  the  sale  of  ita  flour. 

3.  Tfae  light  to  an  injunotloo  is  not  affected  because  the  appropriation  of  their  trade- 

mark ha*  been  a  limited  one. 

4.  It  ia  not  incumbent  npon  tfae  complainants  to  show  that  their  trade-mark  ha* 

been  copied  in  every  particular.  It  is  sutHcient  if  it  has  been  imitated  to  an  ex< 
tent  calcnlated  to  uitalead  porcliaaers  and  cause  the  article  to  which  it  has 
been  applied  to  pass  as  their  article. 

Meurt.  Brieten  <£  Steele  for  the  plaintiff. 

Mr,  L.  H.  4-mold,jr.,  the  defendant.  D(jiii7.ci,GoOqIc 
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Wallace,  J. : 

The  proofs  ehow  tbat  in  1861  the  firm  of  Alex.  H.  Smith  ft  Co.,  then 
the  pr  iprietors  of  the  Atlantic  Mills,  at  St.  Tjoais,  Mlssonri,  adopted 
the  word  "  CbampioD,"  and  employed  it  to  diatin^ish  a  particalar  qual- 
ity of  flour  made  and  sold  by  them.  From  that  time  antil  the  present 
it  has  been  ased  aa  a  trade-mark,  either  by  that  firm  or  the  several  flrma 
and  corporatioDS  that  beciime  the  proprietors  of  the  property  and  busi- 
ness of  the  Atlantic  Milla.  The  flonr  to  which  it  was  applied  was  par- 
ticularly adapted  for  the  Southern  export  trade,  and  became  generally 
known  and  recognized  as  the  production  of  the  Atlantic  Mills  by  the 
word  which  was  thus  used  to  designate  it.  The  complainant  has  not 
made  proof  of  any  formal  transfer  by  Alex.  H.  Smith  &  Co.  to  any  of 
the  succeeding  proprietors  of  the  Atlantic  Mills  of  the  right  to  use  the 
trade-mark,  and  if  complainant  has  acquired  that  right  it  is  t>ecaa8e  it 
passed  upon  the  purchase  of  the  mill  property  and  business  as  an  ac- 
cessory thereof  to  each  purchaser  who  became  the  proprietor  of  the 
preiuiscn,  including  the  complainant,  without  any  agreeooeut  respeoting 
the  trademark. 

The  right  to  the  exclusive  use  of  a  word  or  symbol  as  a  tjade-mark 
is  inseparable  from  the  right  to  make  and  sell  the  commodity  which  it 
has  been  appropriated  to  designate  aa  the  production  or  article  of  the 
proprietor.  It  may  be  abandoned  if  the  business  of  the  proprietor  is 
abandoned.  It  may  become  identified  with  the  place  or  establishment 
where  the  article  is  mauufbctnred  or  sold  to  which  it  has  been  applied, 
so  aa  to  designate  and  charactfiHze  the  article  as  the  production  of 
tbat  place  or  establishment  rather  than  of  the  proprietor.  A  trade-mark 
of  thin  description  is  of  no  value  to  the  original  proprietor,  becaoae  he 
could  not  use  it  without  der«ption,  and  therefore  would  not  be  protected 
in  its  exclusive  enjoyment.  Sucha  trade-mark  would  seem  to  be  an  inci- 
dent to  the  business  of  the  place  or  establishment  to  which  it  owes  its 
origin,  and  without  whim  it  can  have  no  independent  existence.  It 
should  be  deemed  to  pas^i  with  a  transfer  of  the  business,  because  such 
an  implication  is  consistent  with  the  character  of  the  transaction  and  the 
presumable  intention  of  the  parties.  Dixon  Crucible  Co.  v.  GuggenhtiMf 
3  Am.  Law  Times,  228;  Hudson  v.  Osborne,  39  L.  J.  N.  S.  Ch.,  79; 
Skiptcrigkt  v.  Vlemrntu,  ]»  \V.  K.,  ,'!!!». 

The  defendant  controverts  the  right  of  the  complaiuant  to  the  exclu- 
sive use  ot  the  word  "  Champion  "  as  n  trade-mark  by  the  testimony  of 
two  witnesses  to  the  effect  that  tlit-y  use  it  or  saw  it  used  as  a  brand 
upon  tlour  before  it  was  adopted  by  Alex.  U.  Smith  &  Co.  The  testi- 
mony of  the  witness  Potter  fails  to  show  the  use  of  the  word  in  the  in- 
stiiTtccxS  til  wliit-li  lie  refers  prior  to  ISilT,  and  is  thcrefoi-c  valueless.  The 
witness  Keumey  testifies  that  he  used  it  for  branding  the  flour  of  niue 
different  firms  as  long  ago  na  1857.  None  of  the  jicrsons  for  whom  it 
was  so  used  have  been  proiluced,  altliotigh  many  «f  them  were  accessi- 
ble.   It'  Kearney's  statement  is  correct,  it  could  have  been  readily  cor- 
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roborated.  The  foilnre  to  do  so  is  si^ifioaut.  His  statement  is  not 
anpported  by  any  extrioBio  evidence,  and  is  not  deemed  safflciently  re- 
liable to  defieat  tiie  complainant's  right.  ITpoa  tbe  aooonnting  to  asoer- 
taio  damagea  the  foot  is  not  overlooked  tlutt  in  tbe  instances  in  which 
tbe  trade-mark  has  been  used  by  the  defendant  in  oonneotion  with  the 
names  of  other  maoafeotarers  than  the  complainant^  the  complainaot'B 
damages  are  measnred  by  the  extent  to  which  the  nolawful  use  of  the 
word  "  Champion  "  has  interfered  with  the  sale  of  theit  tlonr.  Their 
right  to  an  injanotion  is  not  affected  beoanse  the  appropriation  of  their 
trade-mark  has  been  a  limited  one,  and  it  is  not  inenmbent  on  them  to 
show  that  it  has  been  copied  in  every  particalar.  It  is  snfflcient  if  his 
trade-mark  has  been  copied  to  an  extent  calcolated  to  mislead  pur- 
ehoaers  and  canne  the  article  to  which  it  has  been  applied  to  pass  as 
tbeir  article.  The  cases  Oillott  v.  Eaterhrook  {i&  TS.  T.,  374),  IfewnuM 
T.  Alvord  (SI  y.  Y.,  189),  Hier  v.  Abraham*  (82  S.  Y.,  519),  and  Walton 
V.  Crwtlen  (3  Blatcbf.,  440)  are  instraotive  apon  this  point. 
A  decree  is  ordered  for  the  complainant. 


IDDitedStUHClmltCsart— SoaUwniDUUtctofXaii  Turk.] 

Kational  Wirx  Mattress  Gompant  «.  New  Yobe  Braided  Wise 
Mattbgbs  Coxpant. 

Dteidtd  Jprit  23,  1S84. 
S8  O.  O..  96. 

1.  Decrees  antt^DiDK  certkiu  elaima  of  %  reinoe  patent  havjog  bnn  mwle  wben  nncli 

less  atricttieM  \<a  comparing  miiraed  patenls  with  origlnala  woa  reqoiied,  they 
are  diBregardad,  and  tbe  claims  beld  to  be  too  nRno<r  to  embrace  the  defead- 
ant'a  inTention  or  too  broad  for  tbe  original  [nveution  and  olaim. 

2.  A  difTerence  of  coostractioii  perfectly  obvlona  to  an;  competeot  mechanie  doee  not 

coaatitnte  a  pateDtable  invention. 

3.  If  there  is  nothing  Id  a  TeiMiie  beaidefi  what  in  an  expansion  of  tbe  urigJoal  patent 

wbicli  would  cover  anylbing  in  the  defendant's  atmctnre,  he  doea  not  infringe 
aujthing  that  is  valid  in  the  patents  in  sait. 

Mr.  Ckarla  E.  Mitekell  and  Mr.  Ben}.  F.  TKw»t<m  for  the  orator. 
Mr.  Qeurge  W.  Dyer  for  the  defendant. 

Whbelbb,  J.  ! 

This  snit  ix  brought  upon  the  first  and  third  claims  of  Rciasoe  Letters 
Patent  Xo.  5,311i,  gniiited  to  tlie  onitor,  a.s  assignee  of  Andrew  Tarn- 
Iran  and  Bodolpboa  L.  Webb,  for  aa  improvement  iu  bed-bottoms,  dated 
March  \,  la?."!.  ami  upon  Iteissiie  Lotters  Patent  Noa.  0,919  and  9,920, 
granted  to  tbe  unttor,  as  assignee  of  Edwin  S.  Field,  for  improvements 
in  Hpring  beil-bottomn,  dated  November  1,  1881.  Tbe  original  of  tbe 
former,  which  had  been  previously  reitwined  iu  No.  5,183,  was  dated 
April  9,  1872,  and  those  of  tbe  latter  were  dated  May  6, 1873.    The  de- 
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fODiM  are  want  of  novelty,  varianoe  between  the  origin^s  and  ttae  n^ 
inea,  and  laek  of  infringement.  The  first  cltum  of  the  Tnrnball  and 
Webb  reiBsne  was  sustained  hy  decree  in  the  distrioC  of  Conneotioat  in 
1870,  and  In  the  diitrlot  of  Massachusetts  in  1878,  but  upon  a  somewhat 
different  case.  The  patent  of  Charles  Bifireon,  dated  January  16,  1872, 
was  not  introdoced.  Al!  these  bed-bottoms  are  made  of  wire.  Wire 
bed-bottoms,  bed-bottoms  suspended  on  spiral  springs  attached  to  the 
ft«me  of  the  bed,  and  bed-bottoms  made  of  elaatJo  looped  wire  were 
known  befbre.  To  hare  that  part  of  the  bedaboatan  occupant  yield 
and  shape  itself  to  the  person  of  the  oocnpant  without  disturbing  other 
parts  of  the  bed  was  desirable,  as  well  as  a  generally  yielding  snr&oe. 
Wire  bottoms  attached  to  the  frame  of  the  bed  or  bottoms  attached  to 
ftames  suspended  on  spring  wonid  not  give  this  independent  conforma- 
tion to  the  person.  It  could  be  accomplished  by  having  the  longitudi- 
nal strands  sufficiently  yielding  without  any  or  bnt  loose  connection 
with  each  other.  Bigeon'e  patent  showed  these  independent  strands, 
made  elastic  throughout  by  being  looped.  TnmbuU  and  Webb  formed 
them  of  wire  links  and  rings,  and  made  them  elastic  by  coiled  springs 
at  each  end,  and  connected  tfaem  loosely  with  one  another  by  transverse 
links  between  the  rings.  This  part  of  their  invention  consisted  really 
in  making  the  strands  elastic  at  their  ends  only,  instead  of  throughont, 
and  dividing  them  into  rings  and  links,  or  in  taking  out  the  end  pieces 
between  the  honsontal  strands  and  springs  to  which  they  were  sus- 
pended, aa  shown  in  the  patent  of  F.  Stanley  Bradley,  So.  74,293,  of 
February  11, 1868,  and  connecting  the  springs  directly  with  the  strands. 
The  first  claim  of  the  original  patent  was  for  these  springs  attached  to 
end  ban  and  combined  with  tbese  links.  Thia  claim  was  surrendered, 
and  a  broader  claim  taken  for  a  bed-bottom  composed  of  jointed  links, 
made  elaatlc  longitodinally  by  the  springs.  The  defendant's  bed'bot- 
tom  bas  continuous  zigzag  wires,  linked  together  at  the  comers  of  dia- 
mond-shaped figures,  aud  connected  at  each  end  to  the  ends  of  tbe  frame 
by  springs.  This  claim  of  this  reissue  is  either  too  narrow  for  the  de- 
fendant's bed  or  too  broad  for  the  original  invention  and  claim.  If  the 
defendant  might  be  said  to  have  tbe  combination  of  the  spring  with  the 
strand  to  connect  it  with  the  end  piece,  tbe  claim  which  covered  that 
combination  has  been  surreiidered  to  make  room  for  tbe  new  claim, 
which  does  not  cover  that  by  itself  bo  as  to  protect  it.  The  former  de- 
crees were  not  only  made  with  reference  lo  the  Bigeon  patent, "but  when 
mach  leas  strictness  in  comparing  reissued  patents  with  originals  was 
required, 

The  third  claim  of  tuia  reissue  is  for  a  comer-iron  to  connect  the  end 
pieces  with  tbe  side  rail,  and  to  support  the  strain  upon  the  end  pieces 
by  a  flange  on  the  iron  extending  neariy  to  the  top  of  tbe  end  pieces, 
against  which  they  bear  directly.  This  flange,  without  reference  any- 
where to  other  parts  of  tbe  iron,  or  any  mode  of  attacbmeat  of  the  iron 
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to  the  rails,  ts  the  dUtaaotive  featare  of  thla  claim.  A  eimilar  Stage 
for  the  same  purpose  ie  shown  in  the  prior  patent  of  George  C.  Perkins, 
So.  113,059,  dated  April  11, 1S71.  If  ther«  is  an;  difference  as  to  this 
patented  featura  of  the  fltvuge,  it  (wngists  in  making  the  flange  snffl- 
oientl;  lower  than  the  top  of  tbe  end  piece  to  be  out  of  the  way  of  the 
attaohments  of  the  spriugs.  This  difference  of  oonstraotion  wonld  be 
BO  obvioQs  to  any  ooupetaut  inechauic  as  QOt  to  amount  to  a  patentable 
invention. 

The  original  of  the  first  Field  reissue  was  for  a  netting  composed  of 
V-shaped  links,  hooked  together  in  a  peculiar  manner,  and  a  link  for 
forming  the  straight  edges  of  the  netting.  The  links  made  diamond- 
shaped  flgnres.  The  reissue  is  for  tbe  uombination,  in  a  bed-bottom,  of 
rails,  end  pieces,  springs,  and  Dettiog  comiiosed  of  continnous  diamond- 
shaped  figures,  aud  for  the  netting  and  links  of  the  original.  The  origi- 
nal patent  would  not  cover  auytliing  in  the  deteudaut's  bed.  What 
would  cover  anything  Id  it  is  merely  expansion  of  the  original,  and,  as 
now  anderstood,  void. 

The  origiual  of  the  second  Field  reissue  was  for  peculiar  links  as  a 
oomponent  part  of  a  bed-bottom  and  a  bed-bottom  coaiposed  of  such 
links.  The  reissue  is  for  connected  and  continuous  zigzag  wires  con- 
nected with  end  rails  by  springs  in  a  bed-bottom.  There  is  nothing  in 
this  reissue  that  is  not  an  expansion  ftom  the  original  which  would 
cover  anything  In  the  defendant's  structure.  The  result  is  that  the  de- 
fendant does  not  infringe  anything  that  is  valid  io  any  of  the  orator's 
patents  in  controversy. 

Let  there  be  a  decroe  dismissing  the  bill  of  complaint,  with  costs. 


IQDlled  StMM  CIrcDit  Court— Sutsni  Dlitrktof  PniiHylvuU.I 

SEwiNa-Mi.oHiNE  Company  r.  Fbame. 

Dteidtd  Mat  19,  1864. 

2a  O.  O.,  96. 

1.  A.  ohftnge  niMle  id  ad  old  device  wbioh,  though  almplo,  \»  effective,  Aod  produve* 

a  Dew  ftnd  dwThI  reenlt,  held  to  IdvoIvo  the  exercise  of  inveatiau, 

2.  The  eoirection  of  a  pmtent  by  meftDB  of  a  reiuue  where  iavftlid  or  Inoperative  fnr 

wKut  of  a  full  and  clear  desoription  of  the  iovention  is  proper. 

3.  Where  there  Is  m  dottbt  a*  to  whether  tbedeicriptioD  Id  b  patent  will  be  misiinder* 

■tood,  the  JndKiueDt  of  the  Patent  Office  a>  to  th<-  oecesaity  for  a  rrieeue  ia  en- 
titled to  great  weight. 

*■  A  atrnctiiral  differeDcc  in  form  aod  alze  dues  not  avoid  iufriu|[enieDt  if  the  aaiiie 
work  ia  done  hy  anbstantialiy  tbe  eane  meaoa. 

S.  Tbe  maoner  of  iiiing  it  doea  not  characterine  b  machine.  This  in  pRccted  by  it« 
atnictare  aiid  capabilitiea. 

iff.  Charlea  Botcton  and  ^[r.  Wayne  MacVeagk  for  tbe  complaiuaat. 
Me$$rt.  Baldain,  BolUngitcortk,  and  Fraley  for  the  defendant. 
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BOTLEB,  J. : 

Tbe  plaintiff  liaring  acqaired  title  to  Shorej's  patent  for  cutting  and 
triminiagBttactiinentforsewing-ti]acbiDea,issaed  March  28,1882,  charges 
the  ilefendant  with  infringemeDt. 

The  claim  of  the  pRtent  is  in  the  following  language :  "The  combi- 
nation, aubstantially  an  herein  described,  with  stitch-forming  mecfaanisni, 
of  a  rotary  cuttnr  having  its  cntting  edge  or  edges  eccentric."  The 
specifications  indicate  the  Ktate  of  the  art  and  the  result  sought  by  the 
inventor,  and  descnt>e  tbe  invention  readied  so  well  that  we  cannot  do 
better  than  to  adopt  and  insert  the  language  here : 

Cutting  or  trinimiDg  attacIimnntB  have  bern  applied  to  some  extent  to  Hwing- 
machinea  for  tbe  piir7>oM  of  cutting  off  the  edgi:  of  tba  work  on  ■  line  vquiilistuit  from 
the  ieAta,  auoh  kttachiiientB  beiiig  pftrticularly  useful  in  nuchiDe-stitchiDg  leather. 
Forsnch  MtacbmeDta  a  VErticnll;-reoiprocutiug  cutter  hariBoinetimw  been  used,  some- 
tiinci  c  rotar;  ilink-cutter  at  tbe  euduf  u  hurimnul  hlinft  liiioiug  ia  stationary  bear- 
JDgB,  and  BometiuieH  a  rotary  dUk-cutter  liaviiijj  iutcriuilteat  vertical  movements,  the 
cutter  movinir  up  just  before  the  cloth  in  fed  aud  remaining  u]!  daring  the  fe«d,  H 
hftving  been  found  that  the  cutter  was  a  biudranue  to  tbe  feed,  and  not  to  effeotiTs 
in  it*  cutting  operation  if  in  contact  with  the  work  during  tbe  feed. 

My  iuvrntion  has  reference  to  the  employment  of  a  rotary  cntter  at  the  end  of  a 
horizontal  abaft,  and  to  such  an  arrangement  of  the  mecbauiam  ae  shall  throw  the 
cuttiug-edge  out  of  action  during  feeding  of  the  work.  I  journal  my  cnttcr-ahafl  in 
■tationnry  bearings  (or  bearing  that  are  stallonary  while  the  machine  is  operatiDg), 
and  I  form  the  cntter  with  intermittent  cutting-edges  at  one  or  tnoi*  braaka  in  the 
oircular  periphery,  and  I  so  arrange  tbe  parts  aud  so  time  them  id  ttieir  TMpective 
movements  that  when  tbe  foed-bar  moves  laterally  to  feed  the  work  a  break  of  the 
cutter- wheel  shall  be  in  juxtapoeition  to  but  not  in  contact  with  tbe  work,  bo  that 
there  shall  be  no  obetAcIo  to  the  feed  and  no  drag  of  tbe  work  against  the  rim  of  tba 
outtor,  tbe  cutting  or  trimming  being  effected  between  the  feed  movement*  of  the 
feed-bar,  or  nhile  the  work  in  Htationary. 

My  invention  ronHiHtH,  primarily,  in  combining  with  tbe  stitch-forming,  merhaDim 
a  roUry  cntter  having  the  ciittin|{  part  or  paiU  of  its  periphery  eooeutric  to  ita  axis 
of  ratal  ion. 

Aware  of  the  delects  in  rotary  diek-catters  (which,  nevertheless, 
memed  to  have  advantages  over  all  others  then  in  ase),  Shorey  Htarted 
ont  to  remove  it.  His  object  was  to  constrnct  a  machine  that  would 
cnt  the  fabric  and  not  interfere  with  feeding.  Others  were  laboring 
in  the  same  direction.  Springer  had  invented  a  oontrivauce  for  raising 
SDd'depresaing  tbe  cutter,  adding  to  its  rotary  motion  an  intermittent 
vertical  movement.  It  was  not,  however,  HHtisfactory.  Bborey  ood- 
oeived  the  idea  of  aucomplishing  tbe  desired  renult  without  tbe  awkward, 
disadvantageous  vertical  movement  by  changing  the  form  of  the  cuttfsr 
and  combining  it  in  such  relation  to  the  feeding  machiiiiisni  that  con- 
tact with  the  fabric  would  be  avoided  while  the  luttc'r  wan  uiuviog.  How 
he  accomplished  that  is  described  by  tbe  language  quoted,  and  illus- 
trated by  the  drawings  and  model  filed.  The  change  made  in  tbe  old 
device  was  simple  but  eSective.  It  produced  a  new  and  useful  result. 
That  invention  waa  involved  in  accoroplisliing  it  is  maniCwt.  Other 
intelligent  and  skillful  niecbaiiics,  working  toward  the  same  end,  foiled 
to  discover  it. 
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What  does  tbis  patent  coverl  Beading  the  claim  in  connection  vith 
tlie  BpeciflcationB,  we  find  it  to  be  for  tbe  combination,  with  the  atitcb- 
forming  mechanism  of  the  ordinary  sewing-machine,  of  a  rotftry  cutter, 
(joaraaled  in  ntntionary  or  ftsed  bearing),  not  of  the  exact  form  or  pat- 
tern of  that  deficril>ed  in  general  terms,  but  substantially  in  effect  such, 
that  is  to  say,  a  rotary  cutter  having  a  break  or  breaks,  or  a  certain 
part  or  parts  of  its  periphery  nearer  the  axis  of  rotation  than  the  part 
or  parts  which  does  or  do  the  cnttiitg,  such  breaks  or  parte  nearest  the 
axis  being  so  placed  and  controlled  in  operation  as  not  to  come  in  coa- 
tact  with  the  fabric  while  it  is  in  motion,  to  the  end  that  the  sewing- 
machine  with  this  attachment  may  be  used  tbr  simultaneoas  sewing 
and  trimming. 

Safficient  baa  been  said  to  indicate  our  judgment,  and  the  reasons  for 
it,  that4he  matter  covered  by  the  claim  is  novel,  useful,  and  patentable- 
Elaboration  would  sen'e  no  useful  purpose.  The  original  patent  hav- 
ing been  surrendered  on  account  of  inaccuracy  of  description,  and  the 
reissno  which  is  before  us  taken,  is  this  valid  t  While  the  qnestion 
may  be  serious,  and  ita  proper  solution  involved  in  some  doobt,  oar 
judgment  is  with  the  plaintiff.  We  do  not  think  sncb  reiaaues  foil 
within  tbe  mle  promulgated  in  Miller  v.  The  Brass  Company  (li  Otto, 
360).  Tbe  court  was  careful  to  note  tbe  distinction  between  these  and 
soch  as  were  before  it  That "  the  correottou  of  a  patent  by  means  of 
a  reissue  where  ioTalid  or  inoperative  for  want  of  full  and  dear  descrip- 
tioQ  of  tbe  invention  cannot  be  attended  with  such  serious  results  as 
follow  tbe  enlargement  of  claims"  is  obvious.  Bere,  we  think,  no  more 
was  done  than  to  make  such  a  correction.  The  single  claim  of  tbe  orig- 
inal patent  is  inserted  in  the  reissue  without  enlargement.  There  is  no 
materia]  vsriation  in  terms,  and  the  effect,  we  think,  is  identical.  Tbe 
drawings  and  model,  as  originally  filed,  tthow  the  precise  invention  de- 
scribed and  claimed  in  the  reissue.  While  the  description  was  not  en- 
tirely accnrate,  and  might  possibly  have  been  misunderstood,  an  in- 
telligent  mechanic  woald  probably,  i(  not  certainly,  have  constructed 
the  machine  as  shown  and  claimed  in  the  reissno.  It  cannot  justly  be 
said,  therefore,  that  any  oue  was  misled  or  that  anything  was  abandoned 
to  the  pnblic.  On  the  qaextion  of  necessity  for  such  a  reissue,  or  the 
propriety  of  granting  it,  the  judgment  of  the  Patent  OflBce  is  entitled  to 
weight.  That  the  invention  intendetl  to  be  secured  ongioally  was  that 
covered  by  the  reissue  seems  to  be  rendered  manifest  by  one  of  the  de- 
fendant's exhibits.  Constructed  to  illustrate  the  machine  described  in 
the  original  patent,  the  exhibit  conforms  minutely  to  the  description 
and  claim  of  the  reissue.  Little  importance  is  attached  to  tbe  testimony 
intended  to  show  thnt  Shorey  mannfactured  machines  which  did  not 
conform  to  his  patent. 

The  qnestion  of  infringement  does  not  seem  difficult.  The  defend- 
ant's machine  as  originally  constructed  was,  we  think,  in  plain  disre- 
gard of  Sborey's  patent.    The  defendant  appears  to  have  so  considered 
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it,  or  at  least  to  have  believed  it  mlgbt  be  so  considered,  for  on  com- 
plaint being  made  he  sought  a  license.  Subsequently  (and  after  the 
plaintiff's  acquisition  of  title)  he  commenoed  the  manufacture  of  ma- 
chines in  the  form  berecomplaiaed  of.  We  are  unable,  however,  to  see 
any  material  distinction  between  these  aud  the  machines  originally  oon- 
atructed.  Tbey  do  the  same  work  in  the  same  manner  and  by  auttstao- 
tially  the  same  means.  In  our  judgment  the  last,  as  well  as  the  flrst, 
infringe  tlie  patent.  The  struuturA)  difference  in  furnt  aud  size  of  the 
cotter  is  not  important.  Shorey  did  not  condne  himself  to  any  partica- 
lar  form  or  size  in  this  respect.  That  adopted  by  the  defendant  is  as 
well  described  by  the  patent  as  the  one  shown  by  Sborey's  drawing 
aud  model.  The  object  sought  by  Shorey,  as  .we  have  seen,  was  saoh 
a  rotary  cutter  as,  when  coinbitied  with  the  atitchforming  mechanism, 
in  the  manner  he  indicated,  would  sever  the  fobric  without  obstractlng 
its  passage  in  feeding.  This  he  aocompliabed  by  so  constructing  the 
cutter  that  a  part  or  parts  of  its  periphery  should  be  nearer  the  axis 
than  the  remainder,  and  so  combining  and  operating  it  as  to  esof^M 
contact  with  the  fabric  while  the  latter  is  in  motion.  The  object  of  the 
defendant  was  the  same,  and  he  has  accomplished  it  virtnalEy  in  the 
same  manner  and  by  the  same  means.  The  circumstance  that  his  ma- 
chine is  so  operated  as  to  do  a  fractional  part  of  the  cntting  while  the 
fabric  is  in  motion  is  not  deemed  important.  The  movement  is  bo  nearly 
completed  when  Che  cutter  reaches  the  fabric,  that  its  contact  presents 
DO  perceptible  or  serious  interference.  This,  therefore,  must  be  regarded 
as  an  immaterial  difference.  If  not,  the  evasion  of  the  patent,  and  in- 
deed of  all  patents,  wonld  be  easy.  Nothing  more  would  be  necessary 
than  to  waive  an  immaterial  part  of  the  benefit  derived  f^om  the  inveo- 
tion.  If  the  defendant  had  constructed  bis  machine  in  precise  accord- 
ance in  all  respects  with  Shoivy's  model,  but  so  connected  it  with  the 
sewing  mechanism  that  the  cutter  would  reach  the  fabric  an  instant 
before  the  feeding  is  completed — which,  donbttess,  is  practicable— it 
would  hardly  he  nrged  that  this  would  not  have  been  an  infringement. 
The  manner  in  which  the  machine  is  used  does  not  affect  the  question. 
The  manner  of  using  does  not  characterize  a  machine.  This  is  effected 
by  its  structure  and  capabilities.  The  defendant's  machine  is  capable 
of  a  different  use  from  the  one  described,  and  ia  as  well  adapted  to  it. 
A  slight  change  of  cogs  will  allow  the  feeding  to  be  completed  witfaoat 
interference,  making  the  operation  and  effect  identical  with  that  of 
Shorey's  invention.  This  change  may  be  made  in  a  few  seconds  with 
DO  greater  effort  than  is  required  to  loosen  and  tighten  two  screws. 

Several  less  material  points  of  defense,  which  were  urged  with  ear- 
nestness and  ability,  we  will  not  discuss.  They  were  well  worthy  of 
consideration  and  have  been  carefnlly  considered.  It  is  sufficient  to 
say  that  a  {latient  examination  of  the  entire  defense  has  left  a  convic- 
tion that  the  bill  should  be  sustained. 

A  decree  may  be  prepared  accordingly. 
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Becker  v.  Hastinos  et  al. 

DikUl  Mmg  6,  UM. 

S8  O.  O.,  96. 

na  Booit  wnnot  ocnuider  whether  %  olslm  might  have  bceo  owde  bn>«der  1q  rlew  of 
the  Inreotioii  dMchbed  In  the  ■peciHoktioni  aod  dnwiDgi.  If  it  faiU  to  oorer 
all  the  patentee  intended  to  wcnre,  hie  remedj  waa  thtongh  reuaae.  The  eooit 
eannot  eii1aiq[e  the  pat«i>t  by  eonatraotion.  The  patent,  aa  It  atanda,  haU  bM 
to  be  InMngad. 

Mr.  Henry  BaU^n,  jr.,  for  tbe  complaioaDL 
Mattri.  OoUier  &  BtU  for  the  defesdantB. 

BUTLBB,  J;  HoEBHKAH,  0.  J.,  CODCQTriDg : 

Tbe  patoDt  Id  suit  is  for  an  improTement  in  hernial  tmues.  Tbe  in- 
nntor'B  ot^^eot  was  to  deviw  and  phivide  a  more  read;  and  perfect 
nieaos  for  adjtutingtiie  pad  to  the  roptaie.  Tnuaea  capable  of  a^oit- 
ment  on  either  side  of  tbe  perBon  were  in  ose  befbre  the  date  of  the 
patent.  The  oomphdnant  songht  aimplr  to  render  this  adjostment  eas- 
ier and  more  perfect. 
The  patent  oontaine  a  single  claim,  in  the  following  laognage  : 
In  a  hernial  tmw  piorided  with  a  ewtDging  Joint,  tat  oonneeting  the  heralal  pad 
A  to  the  hodj-baod  B,  for  the  parpoae  of  raodwlBK  the  tnua  raadilj  a^JnataUe  fl>r 
either  tbe  right  or  tbe  left  aide  of  the  penan.aa  dealnhle,  the  oomblnatloa,  with  tbe 
pad  A,  of  the  rotary  atem  •',  and  ita  ratohet-toothed  cjlinder  a",  and  ipriiig'leTer  19, 
eonatmoted  and  anauged  anbataatially  h  aet  fbrtb,  for  the  parpoae  of  enabling  the 
wearer  of  the  tnui  to  readily  adjn*t  and  aeoore  the  poeitioo  of  the  pad  A,  ea  aa  to 
bwK  agalnat  either  tiie  right  or  left  aide  of  the  luptare,  or  direoUy  agaiut  the  front 
of  tbeaame,  ■•  the  wearer  may  deaire,  enbetantlally  aadeeciibed. 

The  langnai^e,  in  riew  of  the  prior  state  of  the  art,  oonflnes  the  pat- 
eot  to  tbe  "rotary  stem  a',  and  its  ratcbettoothed  cylinder  a",  and  the 
iquting-leTer  12,"  in  combination  with  the  ordinary  hernial  pad,  obnnected 
with  the  body-band  by  a  swinging  joint,  as  previoasly  nsed.  Whether 
it  might  have  been  made  broader,in  view  of  the  invention  described  in 
tlie  specifloationa  and  drawings,  we  need  not  oonaider.  The  langaage 
of  the  claim  is  plain.  The  coart  cannot  enlarge  it  by  ooustmotion.  If 
it  ftils  to  oover  a3\  the  patentee  intended  to  aeonre,  his  remedy  was 
tiiroagfa  reooorae  to  the  statnte  providing  for  rdsaaes. 

Does  the  respondent  employ  the  combination  described  t  While  he 
uses  the  rotary  stem,  be  does  not  nse  tbe  ratchet-tootbed  cylinder  nor 
the  apring-Iever,  the  olyect  of  which  two  laat- named  elements  is  to  ae- 
core  the  pad  against  backward  motion  on  ttie  stem,  while  it  is  left  free 
to  forward  adjustment  The  respondents'  set-screw,  which  rigidly  lochs 
(he  rotary  stem,  does  not  operate  in  the  same  muiner  as  the  ratchet- 
toothed  cylinder  and  spring-lever,  nor  prcdace  tbe  same  nor  a  similar 
reaalt.  In  this  respect  the  respondents'  tmss  fails  in  what  is  claimed 
to  be  aa  Important  effisct  of  tbe  oomplainatif  s  combination.    The  screw 
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cannot,  therefore,  be  regarded  as  an  equivalent  tot  the  ratchet-toothed 
cylinder  and  spring-lever.  The  &ct  that  in  oertaia  of  the  respondents* 
troaees  the  sorew  is  nsed  to  force  the  projecting  apike  of  a  spring  down 
into  the  rotary  atem,  or  a  cylinder  upon  it,  ioBtead  of  Iwing  strewed 
down  diieotly  into  or  npon  tiie  rotary  stem  or  cylinder,  as  in  others,  to 
aooomplisli  the  looking  process,  is  esteemed  nuimportant.  The  resalt 
in  each  case  is  the  same,  and  the  manner  of  accomplishing  it  is  simile. 
It  is  nnneoessary  to  pursae  the  subject  further.  The  bill  mnst  be 
dismiwed,  with,  costs. 


[Uattad  8t*U*  Clnolt  Coart— WaMen  Dlabrlot  of  FamuytTUila.]    ' 

HusasT  MANnFAOTunma  Comfakt  v.  Wiluah  DEBBiMa  &  Co. 

ET  AL. 

DteUei  JtiM  S3, 1664. 

38  O.  O.,  L93. 

1.  Under  tbe  itatatA  of  Pflnoaylvknik  a  foreign  oorpontloD  whicb  truuAote  bnainsM 

Id  that  State  through  it*  snthorUed  agenta  la  Bnieaable  toaalt  there,  and  aerr- 

loe  of  prooeaa  upon  Ita  agenta  la  good  servlee  npon  ft. 
S.  Whanaii  toTentioD  U  both  new  and  noBfiil,  the  want  of  public  aoqnleaoeaoe  eaa- 

■urt  avoid  infWnging  partlea. 
3.  Lettera  Patent  Kos.  d3J,0%  and  393,949,  granted  Ootober  5, 1S80,  aod  ICa^  6,  1884, 

to  Ephralm  Smith  conalroed,  aostained,  and  held  to  b«  infringed. 

Motion  for  a  preliminary  ii\j  unction. 

Mr.  Qwrge  Harding  and  Mr.  Franeit  T.  Cluuitbert  for  the  oomplaiouit. 
Mr.  L.  L.  Bond  for  the  respondents. 

AoHsaoN,  J, : 

Although  the  defendant  William  Deering  &  Co.  is  a  corporation  of 
the  State  of  Illinois,  it  yet  appears  that  it  has  established  a  bnsiness 
agency  at  Allegheny  Oily,  in  the  StateofPeunsylvania,  for  the  sale  of  its 
mannfactares.  The  written  contract  between  the  corporation  and  White 
and  Wallace,  the  resident  defendants,  expressly  creates  the  latter  the 
"  agents  "  of  the  fanner.  By  the  t«rms  of  their  employment  White  and 
Wallace  are  not  mere  factors,  but  agenta  to  represent  and  act  for  the  cor- 
poratiOD.  It  is  quite  plain  that  under  the  statutes  of  Penusylvauia  as 
authoritativeIyezponndedtheoorporationtrausaol8basiD«ss  within  this 
State,  and  is  amenable  to  suit  here,  and  that  service  of  process  opou 
its  said  agents  is  a  good  service  npon  it.  Act  of  April  8,  1851,  eec  6, 
pamph.  L.,  354 ;  act  of  March  21, 1849,  wo.  3,  pampb.  L.,  216 ;  Stiger- 
man  v.  Empire  State  Co.,  97  Pa.  Stats.,  534;  Ex  parte  SeKoUembergtr,  96 
U.  8.,  369. 

The  bill  charges  the  defendants  with  the  infringement  of  two  letters 
patent  for  improvement  in  mowing-machines  issued  to  Ephralm  Smith, 
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reepectively  oambered  233,035  and  293,249,  and  dated  October  6, 1880, 
and  Ha;  6, 1884,  of  which  patents  the  plaintiffe  are  the  assignees.  The 
iDveotioii  embraced  in  the  eecoud  and  third  claims  of  the  patent  of  1880 
oonaists  ot  a  lever  moanted  ou  the  hinge-bar  arranged  in  combination 
with  the  finger-bar,  the  liftiug-ohaiu  having  a  yielding  support,  and 
mechanism  for  adjusting  the  chain  and  securing  it  in  any  desired  posi- 
tion, whereby  the  weight  of  the  finger-bar  is  partly  sustained  and  its 
onter  end  oounterbalanoed  when  the  machine  is  in  operation,  and  the 
eombinatioQ  of  the  liftiug-chain,  a  spring-sheave,  lever,  and  fingerbar 
operating  together,  whereby  the  action  of  the  spring-sheave  is  constant 
apoD  the  finger-bar  through  the  said  lever.  The  invention  covered  by 
the  Smith  patent  of  1884  (which  is  capable  of  conjoint  .use  with  the  in- 
vention of  1880}  is  designed  to  promote  the  successful  use  of  finger-bars 
and  outter-bara  of  extraordinary  length  by  malting  the  finger-bnr  with  a 
■light  downward  curvature  in  the  middle  sufficient  to  make  the  finger- 
bar  straight  when  it  is  sustained  at  its  inner  end  ready  for  operation, 
thus  obviating  a  difflcalty  which  arose  from  the  springing  and  curving 
apward  of  the  finger-bar  in  the  middle  by  its  unsupported  weight  aud 
that  of  the  cntter-bar  mounted  thereoo,  so  that  the  cutter-bar  would 
bend  downward  at  the  outer  end  and  not  work  freely  on  its  guards  or 
ways.  Now  it  ie  certainly  true,  as  appears  from  the  numerous  patents 
wbioh  the  defendants  produce,  that  many  devices  have  been  contrived 
to  overcome  the  serious  imperfection  existing  in  mowing-machines  by 
reason  of  the  cutter-bar  and  attached  mechanism  resting  on  the  ground 
at  the  one  side  of  the  machine,  thus  causing  side  draft  aud  increasing 
the  draft  upon  the  team  by  the  friction  of  the  cutter-bar  ujion  the  ground. 
But  the  evidence  adduced,  a  most  important  part  of  which  is  found  in 
the  defendants'  own  circular  extolling  the  excellencies  of  "  Tlie  Dcering 
Giant  Mower,"  the  machine  complained  of  as  infriugiug,  gatitufles  me 
that  no  practicable  mechanism  to  overcome  these  evils  (especially  where 
t^e  cutter-bar  proposed  to  be  used  is  six  or  seveu  feet  long)  was  devised 
until  Smith's  invention  of  1880.  A  patiout  study  of  the  prior  patents 
has  brought  me  to  the  conclusioD  that  neither  of  his  inventions  was 
Anticipated  by  any  of  them ;  and  while  he  was  by  no  means  a  pioneer 
in  this  field  of  invention,  he  is  fairly  entitled  to  claim  the  merit  of  sue- 
eessfhlly  overcoming  a  long  felt  difficulty  by  operative  devices  securing 
the  desii-ed  results.  It  only  remains,  ttien,  to  determine  whether  the 
defendants'  machine  embodies  Smith's  inventions. 

Undonbtedly  some  differences  of  mechanism  between  "  The  Deering 
Qiant  Mower  "  and  the  plaintiff's  machine  are  observable.  The  giant 
mower  does  not  have  a  spring-sheave,  but,  in  lieu  thereof  and  as  a 
mechanical  equivalent,  it  has  a  long  straight  spring  secured  to  the  frame 
of  the  machine  Again,  in  the  Smith  machine,  there  is  but  a  single 
chain,  which  is  connect«datoneeud  totheIiftiug-Iever,audatthcother 
to  the  lever  mounted  on  the  hiuge-bar,  whereas  in  the  giant  oiower  tlie 
defendants  employ  two  independent  chains.  One  of  theui  is  theliftiii<;- 
chain,  which  is  attached  directly  to  the  hiuge-bar,  and  has  no  .vi.'M'. 
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Bnpport  nor  mechanisin  for  a^Ji^BtiD^  and  secaring  it  in  any  desired  po- 
sitioQ.  The  otherof  these  chains,  however,  is  ooDuected  at  one  end  with 
the  lever  monoted  on  the  hiage-bar,  and  at  the  other  end  to  the  Btroight 
spring,  and  it  possesses  both  a  yielding  sapport  and  proTisioa  for  ad- 
jDsting  and  secaring  it  in  the  desired  position. 

The  differences  in  the  devices  above  alladed  to,  in  my  judgment,  are 
formal  merely,  and  my  oonclusion  is  that  sobstantially  and  forone  prao- 
tical  purpose  the  giant  mower  embodies  Smith's  invention  r.s  shown  and 
claimed  in  the  second  and  third  claims  of  his  patent  of  188U,  That  the 
flngerbar  in  the  defendant's  machine  has  the  downward  middle  onrra- 
tnre  described  in  Smith's  patent  of  1884  and  embraced  in  the  first  three 
claims  thereof  4s  not  seriously  oontroverted.  As  we  have  already  seen, 
this  invention  is  both  new  and  nseftal.  Therefore  the  want  of  pnblio 
acquiescence  cannot  avoid  iafringing  parties,  and,  indeed,  in  saoh  a 
case  as  this,  it  is  a  matter  of  no  moment  whatever. 

A  preliminary  injunction  as  moved  for  most  tssoe,  and  it  is  so  wdered. 


(TTnlUd  StetH  GlToidt  Cmrt-SoDtbNS  OtaMot  tt  tr««  Tort.] 

BoBMEB  V.  Simon  et  al. 

DatUed  J(«y  10,  leSt. 

•      280.  0.,  IM. 

A  atractore  embraciog  all  the  elementi  of  tbe  patented  iurentioti,  and  aimt  mi  sd- 
ditioD&l  feature  not  found  iu  the  latter,  cooatitotw  an  inftiogemeDt  of  th« 
patent. 

Mr.  A.  V.  Brieten  for  the  orator. 

JHir.  Frederic  H.  Bettt  for  the  defendants. 

Whbbleb,  J. : 

This  snit  is  brought  upon  Letters  Patent  No,  196,233,  dated  Septem- 
ber 18, 1877,  and  granted  to  the  orator  for  an  improvement  in  combined 
look  aud  handle  for  traveling-bags.  The  improvement  consists  in  hav- 
ing the  case  for  the  lock  long  enough  to  fasten  the  handle  to  at  each 
end  by  rings  throngh  the  upright  walls  of  the  case.  The  handle  is  thoB 
attached  to  the  lock,  and  by  that  to  the  bag,  and  the  extended  perpen- 
dioalar  walls  of  the  case  stiffen  and  strengthen  the  whole.  If  the  in- 
vention had  been  of  an  attachment  ot  the  lock  directly  to  the  handles 
only,  or  of  the  extension  of  the  top  plate  of  the  lock-case  along  the  ftame 
to  receive  the  handle-rings,  it  would  have  been  anticipated ;  bnt  the 
substance  of  it  is  nnderstood  to  be  the  single  attachment  of  the  lock 
and  handle  to  the  frame,  aud  taking  advantage  of  the  walls  of  the  case 
to  strengthen  the  frame  at  the  handles.  None  of  the  devices  relied 
upon  by  the  defense  meet  these  qualities.  The  patent  therefore  seems 
to  be  valid.    The  stmctore  shown  for  ao  infringement  appears  to  have 


DECISIONS  OF   U.   8.   COUBTS  IS  PATENT  CASES.  289 

all  the  elements  of  the  patented  iuTentiou,  with  the  additioo  of  a  bot- 
tom plate  to  the  lock  eztending  beyond  aod  fitting  over  the  handle- 
TiagB.  This  adda  to,  bat  does  not  take  the  place  of,  the  orator's  ar- 
rangement. The  attachment  of  the  haudlea  to  the  tock-caae  and  the 
sopport  of  the  whole  by  the  walls  of  the  case  are  retained.  This  taking 
of  the  invention  for  the  purpose  of  adding  to  it  is  as  mnch  an  infringe- 
ment as  if  taken  and  ased  withont  the  addition.  The  orator  therefore 
seems  to  be  entitled  to  a  decree. 

Let  a  decree  be  entered  for  the  orator  for  an  iDJOQCtion  and  an  ao- 
ooaut,  witli  costs. 


[rsiM  8UtM  ClRnlt  CoDit— IMitrlct  DriluuchoMtUl 

The  Shaw  Kelibp  Vaite  Oompant  v.  The  City  op  Nbw  Bbdpobd. 

Dtddtd  March  U,  L8B4. 

Ssb.  O.,  983. 

1.  From  ft  eomptuiwn  of  tiie  section  of  the  statute*  relfttlng  to  pktenta  it  is  mkde 
clew  that  ft  pateDt-right,  like  ftay  otber  penoDBl  property,  is  nndentnod  b; 
CongieM  to  Teat  in  the  eiecnton  ftnd  aduiniatmtoTS  of  the  pfttentee,  if  he  bfts 
died  without  iMTlog  asslgurd  It. 

'2.  "  Legal ^representalivea"  in  tlie  pftteot  act  means  executors  or  ftdniiDistrftton. 

3.  A  qaeatioD  of  title  rftised  hj  demnrrer  cannot  be  disposed  of  by  ftmeudmeut. 

LCWELL,  J. : 

This  bill  is  bronght  upon  two  patents,  and  the  demnrrer  of  the  Uity 
of  'Sew  Bedford  raises  several  objections,  all  bnt  one  of  which,  it  is 
Bgreed,  can  be,  and  may  be,  removed  by  amendment.  A  question  which 
cannot  be  thus  disposed  of,  and  which  has  been  argned  with  earnest- 
ness, and  is  pending  in  at  least  one  other  circuit,  is  whether  the  com- 
plainant's title  to  an  undivided  part  of  one  of  the  patents  is  sufficient. 
It  seems  that  this  title  comes  throngh  an  admiuiHtrator  of  the  patentee; 
and  the  defendant  contends  that  the  grantof  a  i>atent,  by  Revised  Stat- 
Dtes,  section  4884,  is  to  the  patentee,  "his  heirs  and  assigns,"  and  that 
by  force  of  these  words  a  patent  descends  directly  to  the  heira,  without 
the  intervention  of  the  administrator. 

This  is  a  new  and  somewhat  surprising  proposition.  It  has  never 
been  doubted  before  that  a  patent  is  personal  property,  which  follows 
the  ordinary  course,  and  goes  to  the  executor  or  administrator  in  trust 
for  the  next  of  kin.  The  cases  take  this  for  granted,  and  when  any 
qnestion  has  been  mooted  it  has  had  reference  to  the  due  qualification 
of  the  executor  or  administrator,  or  something  of  that  sort,  asin  Rubber 
Oompang  v.  Qoodgear  (9  Wall.,  788). 

The  text-writers  treat  of  patent-rights  as  personal  property  which 
goes  to  tiie  executor.  (Norman  on  Patents,  145;  Schonler,  Executors, 
teo.  200.)    The  defendant  argues  that  the  statute  of  1870  changed  the 
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mle  by  otnittiDg  tbe  words  "execators  and  administratora"  fnsm  what 
ia  uow  section  4884,  intending  to  make  a  sort  of  real  estate  of  this  in- 
corporeal rigbt.  He  bas  not  argned  that  tbe  widow  can  be  endowed  of 
it,  bat  I  suppose  that  will  follow. 

A  grnut  of  pergonal  property  to  a  man  and  bis  beira,  withont  fartb«r 
qualification,  mexns  tobim  and  bis  nextof  kin,  according  to  the  statote 
of  distributions.  (4  Kent  Com.,  537,  5th  ed.,  note  d  and  cases;  Vatu 
V.  Senderion,  1  Jac.  &  W.,  388  n ;  Oittings  y.  MeDemtott,  2  Myl.  &  E., 
69;  ifeJVeufon'*  Trtc«M,L.K.,4Eq.,17l;  Re  OryWt  Trvtt»,l,.R., GBq,, 
689;  BflSfereiw' 3V«*rt,L.  R.,  15Eq.,110;  Re  Tkompaon't  Trtutt,  9  Gb. 
T).,  607 ;  Houghton  v.  Kendall,  7  Allen,  72;  Sweet  v.  Dalton,  100  Mass., 
689.)  Sacb  a  grant  is  simply  a  limitation  of  an  estate  of  inheritance, 
baring  no  reference  one  way  or  the  other  to  tbe  administrator.  He 
takes  m  trust  for  tbe  next  of  kin,  because  the  estate  is  inheritable.  The 
acts  of  Congress  have  not  been  drawn  with  tecbnical  accuracy  in  this 
particular.  Down  to  IS.'W  the  word  "executors"  was  omitted,  and  pat- 
ents were  iHsned  to  the  patentee, "  his  heir^,  arlministrators,  or  assigns" 
(Stat.  April  10,  1790,  sec.  1 ;  1  St^ts.,  110;  Stat.  Feb.  21,  1703,  sec.  1 ; 
1  3tat8.,  sec.  321) ;  but  no  one  ever  doubted  tbat  executors  would  take 
tbe  title.  In  1836  "executord"  were  added,  and  the  grant  was  to  the 
patentee,  bis  "beira,  administrators,  executors,  or  assigns."  (Stat.  July 
4,  1836,  sec.  5;  5  Stats.,  119.)  In  1870  "administrators"  and  "execa- 
tors" were  left  out.  This  omission  is  not  significant.  Tbe  law  was  not 
changed  by  it,  the  proof  of  which  ia  that  executors  and  administrators 
are  mentioned  as  taking  title  in  five  of  tbe  sections  of  the  Revised 
Statutes  which  re-enact  tbe  law  of  1870.  Thus,  by  section  4896,  if  an 
inventor  dies  before  a  patent  is  granted'the  right  to  obtain  it  derolvea 
on  hi8  executor  or  a<imi»iatrator,  in  tnist  for  hia  heirs  sit  law — that  is, 
bis  next  of  kin — as  we  have  seen,  or  to  his  devisees,  as  the  case  may 
he.  whir'i.  t('i;hnically,  should  be  legatees.  By  section  4898  every  pat- 
ent shall'be  assignable,  and  the  patentee  and  his  assigns,  "or  legal 
representatives,"  may,  in  like  manner,  grant,  &0.  Now,  legal  repre- 
sentatives usually  means  executors  or  administrators  {Price  v.  Strange, 
6  Mad.,  ir.9 ;  Re  GrylPa  Tmslx,  L.  B.,  6  Eq.,  589),  and  it  has  that  mean- 
ing in  this  statnte,  for  by  section  4896,  aliove  mentioned,  by  which  the 
executors  or  udmini.-drators  are  authorized  to  apply  for  a  patent,  it  is 
provided  th:it  wlion  tbe  apptieation  i?,  made  "by  sucb  legal  represent- 
ativp""  ind  oath  shall  be  varied  to  meet  their  situation.  By  section 
4000  it  is  made  tbe  duty  of  all  patentees  and  their  assigns  and  "  legal 
repn'scntatives"  to  do  certain  acts  by  way  of  informing  the  public  that 
the  artii-Ie  tli'^y  make  or  sell  is  patented.  By  section  4933, when  a  pat 
t'<it>>>  hits:  inii'ii'>iit]y  cliiiiued  more  than  bis  invention,  ho  and  bis 
ext'ii]'(i:s,  administrators,  and  assignu  may  maintain  a  suit  on  tbe 
patent,  notwithstanding  the  mistake.  By  section  4916,  if  a  patentee 
is  dead,  and  there  is  occasion  for  a  reissue,  it  shall  be  made  to  hia 
executorp  or  administrators. 
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Prom  a  compariaon  of  *hese  nprfions  it  is  made  clear  tbat  a  patent- 
rigbt,  like  any  other  personal  property,  is  underHtood  by  Congress  to 
Test  in  the  eiecntors  and  adminlMiratom  of  the  patentee,  if  he  hnn  died 
without  having  assigned  it.  It  wns  ftrgiied  that  Conprese  may  have 
intended  that  a  patent  shonld  not  be  assets  for  the  payment  of  debts, 
and  bare  expreaaed  this  intent  by  the  nse  of  the  word  *'heirH"}  bat 
they  have  not  only  not  exempted  patent^Hghts  from  being  taken  for 
the  debts  of  the  owners,  but  have  expressly  required  that  tbey  ahoald 
be  so  taken  by  assignees  in  bankruxitcy,  (Kev,  Stats.,  sec.  5046.)  And 
the  Sopreme  Court  have  failed  to  discover  such  an  intent,  for  they  hold 
that  by  due  process  in  chancery  a  pate'ut-iight  may  be  applied  to  such 
payment.  (Ager  v.  Mtirray,  105  IT.  S.,  126.)  Indeed,  section  4898  is 
decisive  of  this  question,  for  it  expressly  provides  that  the  legal  repre- 
sentatives of  the  patentee  may  assign.  Bveii  if  this  were  a  mere  statu- 
tory power,  the  authority  would  be  snfRcient;  but  it  is,  of  course,  a 
recognition  of  a  fact^  and  not  a  new  grant  of  power. 

Demurrer  overruled. 


[ITDlIcd  stale*  circuit  Coart—lutsni  Dlilrict  of  Hew  rork] 

KnlBALL  V.  0UNNINOHi.lI. 

Dteidtd  April  24.  1884. 

28  O.  Q.,  084 

Lettera  PaUnt  No.  I49,89R,  isaued  to  Kalmengh  Van  OeMen,  oq  April  24,  1874,  cod- 

■trned  and  tield  not  to  be  infriuned. 

Mr.  Towmaend  Dgett  and  Mr.  Einttein  for  the  complainant. 

Mr.  W.  C.  Witter  for  the  defendant. 
Benedict,  J.  : 

This  case  comes  before  the  court  ui>on  a  motion  for  a  preliminary  in- 
jnDCtioa  to  restrain  the  defendant  from  making  and  setliug  a  certain 
form  of  tag  or  ticket  u^d  for  ticketing  cloths  and  otlicr  similar  fabrics, 
and  alleged  to  be  an  infriugemeut  ujioq  a  patent,  No.  14d,89G,  is8iie<l  to 
Halmeagh  Van  Oeasen,  April  21,  1874,  and  owned  by  the  phtititiff. 

The  plaintiff's  patent  is  for  an  invention,  the  object  of  which,  as  stated 
io  the  patent,  is  to  provide  a  ticket  capable  of  being  mure  readily  at- 
tadied  than  those  heretofore  in  use.  The  invention  is  stated  to  consist 
in  constructing  tickets  with  metallic  points  at  the  back,  which,  upon  being 
pressed  against  the  fabric,  will  pass  through  the  same,  and  by  being  bent 
back  of  the  cloth  will  effectually  secni'C  the  ticket  to  the  cloth  in  a  neat 
and  strong  manner.    The  claim  reads  thus : 

Ab  an  article  of  manufaotnrA,  a  Hizo  or  qnalit;  mark  or  ticket,  compoMil  of  two 
lajen  of  paper,  between  n'bich  is  secai^  the  bud  or  bridge  of  tbe  fiiNt«nin;;-n]>riiigB 
e,  which  estvnd  throngh  the  bottom  l^yer,  and  an  udapted  to  fnaten  the  ticket  to  a 
fkbrio. 
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The  iarention  here  aongbt  to  be  secured  does  not,  as  Ensisted  by  the 
plaintiff  (Kimball)  consist  in  the  employment  of  a  tag  having  sofk 
metallic  prongs  securely  fastened  to  the  tag  so  as  to  attach  it  readily  to 
the  goods.  If  that  were  the  invention,  the  patent  (KlQiball'B  Van  Geasen 
patent)  would  be  void  for  want  of  novelty.  Wliat  the  patent  purports 
to  secure  is  tbe  method  of  attaching  the  fastening-nprings  or  staple  to 
the  tag.  No  more  is  asserted  iu  the  claim,  and  the  patent  is  limited  to 
the  method  there  described.  Tbe  novelty  of  the  invention  thus  sought 
to  be  secared  consists  in  the  method  adopted  for  aeenring  the  staple  to 
the  tag.  The  distinctive  feature  of  this  methoti  is  constmcting  the  tag 
of  two  layers  of  paper  or  other  similar  material  and  placing  the  bridge 
or  tbe  head  of  the  staple  between  the  layera,  wfaich  are  then  pasted  or 
otherwise  fastened  together.  The  patent  is  by  its  terms  confined  to  a 
ticket  having  a  tag  which  is  composed  of  two  htyerfi  fastened  together, 
and  a  staple  which  is  secared  to  the  tag  by  placing  its  bridge  or  head 
between  the  layers  of  the  tag. 

The  defendant  makes  a  ticket  having  a  staple  similar  to  tbe  staple  of 
the  Van  Geasen  ticket,  secured  to  a  tag  by  an  eyelet,  the  lips  of  which 
clamp  the  bridge  or  bead  of  tbe  staple  to  the  under  side  of  the  lag. 
Such  a  ticket  does  not,  in  my  opinion,  infWnge  the  plaintiff's  patent, 
for  the  reason  that  a  tag  composed  of  two  layers  is  not  necessary  in  tbe 
defendant's  tag,  and  tbe  staple  is  not  secared  to  the  tag  by  pla^ng  tbe 
staple  between  any  layers  of  the  tag.  Clamping  the  head  of  tbe  staple 
to  the  under  side  of  the  tag  is  not,  iu  my  opinion,  equivalent  to  secur- 
ing the  bead  of  the  staple  by  placing  it  between  the  layers  of  the  tag 
and  pasting  the  layers  together. 

Motion  for  ii^nnction  denied. 


lUnlted  Stotaa  Clronlt  Court— Northern  Dlitriet  of  Hsw  Tork.) 

Field  r.  Ibbland  et  al. 

Dteided  ApHt  5,  1684. 
38  0.  0.,384. 

1.  A  deciaioD  in  ft  prior  cms,  constrniag  tbe  patent,  held  to  b«  god  trolling. 

3.  Where  the  form  of  the  defendanfa  device  is  dil&^^eDt  firum  the  oomplAJuatit's  ito 
mode  of  operation  ia  differont,  and  the  reault  of  its  operation  iaeometvliatdifler- 
ent,  it  ottDDot  be  aaid  to  be  the  same  or  anbatantiaJly  like  the  oomplainant'i  itt- 
veotiOD,  ood  there  la  ao  infrlDceuieiit. 

Mr.  Eugene  X".  Elliot  for  the  complainant. 
JIfr.  Jarnex  M.  Dudley  for  the  defendants. 


Tbe  complainant  has  a  patent  for  au  improvement  iu  glove- fWeninga. 
The  claim  is  in  tbe  following  words :  ^ '      ^'' 
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Hu  eambiiMtioD,  BabataiitiaUy  tw  deieribed,  of  %  ipring,  A,  with  the  split  portion 
B  of  A  glove,  for  ths  pnrpoM  Bpsoi&«d. 

In  Field  y.  Comeau  (17  O.  G.,  608)  Judge  Wheeler  restricted  this 
«laiiD  to  the  particular  style  of  spring  described  in  tlie  speciflcation  aad 
drawings.  That  decisiou  is  coutrolltng.  No  broader  coDstraction  can 
DOW  be  giren  to  the  patent  The  qnestion  of  iDfringeiaent  therefore 
alone  remains  to  be  considered. 

The  complainant's  spring  is  made  of  a  single  piece  of  wire,  and  is  aato- 
madcand  continaoae  iu  its  operation.  When  the  spring  is  in  repose, 
the  arms  ore  together  and  overlap.  When  drawn  aparti,  t^ey  will  im- 
mediately ily  back,  if  released.  The  defendant's  device,  on  the  contrary, 
is  composed  of  two  atiff  arms  pivoted  at  one  end.  A  spring  is  riveted 
to  one  arm,  wliich  connects  at  its  free  end  with  a  link  fastened  to  th« 
end  of  the  other.  When  tbearmsareopen,  and  by  pressure  upon  them, 
the  link  is  brought  above  the  pivot,  the  spring  acts,  and  the  arms  come 
together.  At  right  angles  the  arms  remain  open  and  the  spring  does 
not  begin  to  operate  in  closing  them  nntil  they  have  been  bronght  to 
an  angle  of  about  forty -ftre  degrees.  The  points  of  difference  between 
the  two  devioea  are  many  and  radical.  Bat  the  reasoning  of  the  Oomeao 
case  seems  conclusive  npon  this  question  also.  The  spring  which  was 
there  held  not  to  infringe  is  almost  the  exact  counterpart  of  the  defend- 
ant's  spring.  They  differ  only  iu  minute  and  nuimportaut  particulars. 
The  one  operates  on  a  cam,  the  other  on  a  link.  With  this  exception 
they  are  alike.  Id  speaking  of  the  defendants'  spring  in  that  case  the 
learned  judge  uses  language  which  would  be  equally  applicable  here. 
He  says : 

Tb«  fbnn  of  the  defendants' spring  ie  different  fiom  the  orator's,  its  mode  of  opera- 
(ion  IB  different,  and  the  resalt  of  Its  operntion  is  Mmewhst  different.  It  oknnot  be 
Mid  to  be  the  sftme  *■  the  ocaCor's  oc  to  be  aDbstantially  like  the  orator's.  Each  got 
the  idea  of  cloaiog  the  vrjsta  of  gloves  b;  means  of  springs  from  others.  The  orator 
earriee  out  the  idea  in  his  mode  and  the  defundsats  in  thuira,  and  as  neither  has  con- 
trol of  an; thing  but  the  particalar  mode,  neither  can  justl;  say  tliat  the  other  nses 
his  mode. 

The  two  eases  cannot  be  snccessfully  distingaished.  There  should  be 
a  decree  for  the  defendants,  with  cost. 


(UnlMd  state*  ClKDltOonrt-SoDtliaraDittrict  of  Now  Tork.] 

Wkston  Dynamo  Eleotbio  Machine  Company  v.  Abnoux  bt  al. 

Dteidtd  April  9,  1884. 
28  O.  Q.,  385. 
1.  It  appearing  from  the  evidence  that  the  machines  relied  upou  to  anticipate  tbe 
complainant's  inventiuii  did  not  arrive  in  this  conn  try  until  after  the  date  of 
complainant's  invention,  Held  that  SDch  macliinee  have  no  bearing  npon  the 
qneetioQ  of  novelty.  i    ^^  (^~ii,)Oi'*lc 

9.  The  eomplairutnVs  patent  construed  and  enstained.  '-'' 
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Mr.  8.  A.  J>unea»  and  Jfi*.  B.  F.  TlM-aAnt,  of  «oniiael  for  the  ocmt- 
plainant. 
Mr.  C.  H.  Knox,  of  oooiuel  for  Iho  defeodaDta. 

WAiLACB,  J,; 

At  the  hearing  of  this  came  all  the  ()ii«ati<Hts  iuvolved  were  decided 
adversely  to  the  defendant  for  reaaona  then  atated,  exoept  the  qoeatioD 
of  the  novelty  of  tbe  Inveotioii.  The  ezamioatioD  of  tiie  prooft  ahows 
that  tbe  devices  npon  which  the  defendant  mainly  relied  to  negative 
novelty,  and  to  which  the  testimony  of  tbe  experts  is  principally  ad- 
dressed, have  no  bearing  whatever  apon  the  issue.  These  are  tbe  de- 
vices of  Siemens  referred  to  iu  the  letter  and  report  of  Colonel  Abbott. 

It  appears  by  theproofd  that  the  invention  described  in  the  complain- 
ant's patent  was  conceived  by  Smith,  the  inventor,  and  embodied  in  a 
magneto -electric  apparatas  in  October,  1873.  It  is  not  ahown  that 
either  of  tbe  Siemens  machines  purchased  by  Colonel  Abbott  in  Eorope 
bad  arrived  in  this  coimtry  at  that  time.  While  It  may  be  coiueetared 
fh>in  the  statenienta  of  his  letter  (whiidi  by  stipnlatiiHi  are  made  evi- 
dence of  the  facts)  that  be  had  received  tbe  machines  prior  to  October, 
there  is  no  proof  to  this  effect.  It  only  remains,  therefore,  to  consider 
tbe  rbeotomes  and  the  apparatas  described  in  Siemens'a  English  patent 
of  1867.  It  ia  obvious  that  neither  of  these  devices  contains  the  inven- 
tion of  Smith. 

Smith's  invention  is  an  antomatdc  switch  for  a  dynamo-machine  for 
■hiftiug  the  electric  current  fbim  one  path  to  auotner.  It  is  actuated 
and  controlled  by  tbe  electric  cnrreut  to  open  and  close  the  connectitm 
between  the  primary  circuit  and  tbe  exterior  or  working  circuit.  It  is 
a  pivoted  and  l>aIlaBted  lever  located  bet  ween  the  two  circuits,  Laving 
an  armatore  at  the  end  nearest  the  primary  circuit,  and  a  weight  and 
spring  at  the  other  end.  Tbe  switch  as  combined  with  the  dynamo- 
machine  and  the  primary  and  exterior  circuits  is  intended  and  is  effi- 
cient to  do  work  which  hp.d  not  theretofore  been  done  by  such  a  ma- 
chine. The  rheotome  and  the  devicea  of  Siemens  are  circnit-breakers 
-  designed  and  adapted  for  different  work.  In  neither  is  there  any  ne- 
cessity for  shifting  tbe  path  of  the  current  fVom  one  circuit  to  another. 
They  show  the  principle  of  breaking  the  current  and  deflecting  it  an- 
tomatically  employed  by  Smith ;  but  the  differences  in  the  organization 
of  the  apparatus  are  as  radical  as  the  differences  in  tbe  work  for  wbich 
each  is  designed, 

A  decree  is  ordered  for  complainant,  adjudging  the  iafringemeut  of 
the  second  and  fifth  claims  of  the  patent. 


D,g,l,..cbyGOOglC 


DECISIOITB   OF   U.   8.   COUKTH  It)   PATENT  CASES.  295 

(UolMd  8tatm  Cbonll  CoDTt— flootban  DkMot  of  Haw  Tack.l 

Fettbk  et  ai^.  V.  Nbwhaix. 

Dttldtd  April  23,  ISM. 
38  O.  G.,  98&. 
Motion  for  pnuiehmeat  of  tbe  defenduit  for  »  violfttion  of  the  li^anction  graut^d  od 
flnal  heuing  denied,  for  the  re«w>ii  that  the  duvioe  employed  liy  the  deftndMi^ 
ie  not  th*  aqoWaleiit  of  the  patented  device. 

Mr,  Amos  Broadncue  for  the  orators. 

Meaara.  Bakeuell  £  Kerr  for  the  defendant. 
Whbeleb,  J. : 

This  caaae  has  been  heard  on  a  motion  for  punishment  of  the  defend- 
aat  for  a  violatjoa  of  the  iojnnetiou  granted  on  flnat  hearing.  {Fetttr 
V.  NetckaU,  17  Fed.  Bep,,  84L.)  The  defendant  appears  to  make  or  be 
ooDcerued  in  making  two  kinds  of  drive-sorevs,  one  of  which  has  a  con- 
ical point  in  diameter  at  the  base  equal  to  the  diameter  of  the  Bhaok 
witbfn  the  threads,  and  the  other  having  threads  extending  to  the  ex- 
tremity of  the  point,  the  threads  of  each  being  of  the  same  shape  as 
those  of  the  orator's  patent  The  novelty  and  atility  of  invention  on 
which  this  patent  was  granted  by  the  Patent  Office,  accepted  by  the 
patentee,  and  held  valid  by  this  court  consisted  in  the  conoidal  or  con- 
ical smooth  point  large  enough  to  part  tlie  fibers  of  the  wood  in  driving 
and  make  an  entrance  fbr  the  threads,  so  that  they  would  not  be  forced 
against  the  fibers  to  make  a  pathway  for  themselves  or  for  one  another. 
It  did  not  cover  the  threads  separately  from  the  point,  and  cannot  be 
made-to  cover  them  now,  (Kei/alone  Bridge  Co.  v.  Phcmix  Iron  Co.,  95  - 
U.  S.,  271.)  Neither  of  these  devices  of  the  defendant  has  snch  a  point. 
It  is  orged  that  the  threads  at  the  point  of  the  defendant's  screws  make 
the  points  the  equivalent  of  the  patented  point.  The  foremost  threads 
do,  in  driving,  with  the  smaller  point,  make  way  for  the  rest  of  t^e 
threads,  as  the  larger  point  does.  This  is  the  case  with  all  drive-screws 
having  a  point  smaller  than  the  circnmference  of  the  threads,  and  this 
w  what  the  patented  ]>oint  was  patented  for  obviating.  If  the  screw 
Improved  upon  was  the  equivalent  of  the  patented  improvement  the 
patent  would  cover  nothing.  The  patent  is  quite  a  narrow  one,  and 
this  construction  would  undermine  the  whole  of  it. 

The  motion  is  denied. 

Fetter  et  al.  v.  Olitbk  Beothees  &  Phillips. 

28  O.  O.,  285. 

The  motion  in  this  canse  for  a  preliminary  injunction  rests  upon  the 
same  grounds,  and  is  denied  for  the  same  reasons  as  the  motion  for  an 
attachment  in  Fetter  et  al,  v.  Newhall. 

itotifoa  denied  accordingly. 


I  OF  U.   8.  COUETS  IN  PATENT  CASES. 
(nulled  StetM  draolt  CaBrt-SMUi*ni  DMrlM  «(  V*w  Tork.1 
WOOSTEE  r.   MU8EE  ET  AI,. 
DenUtid  April  S3,  IbM. 
38  O.  O.,  986. 
t.  Ad  aniwer  iu  Aqnity  U  reqnired  for  diusover;  uid  evidence,  u  well  ai  for  (cronuda 
of  defenie,  and  evidence  cannot  be  given  by  attomef ;  therefore  an  angwer  ao 
made  it  nhoUf  Irregular, 
S.  But  aa  the  orator  did  Dot  wove  to  have  the  anawer  taken  off  the  file  for  the  iirega- 
larity,  nor  to  have  the  bill  taken  pro  eaufeua  for  want  of  an  aniwer,  nor  ex- 
cept to  (he  aoawer   for  iniinfllcienoy,  by  replying  to  it  he  admitted  it  to  b« 
•alBcIent,  however  iruperfuct  it  mi|;ht  be. 

3.  ThQ  prodactloD  of  a  patent  afaowi^irima/acl*  that  all  the  preliiniDatT  itepaiwee*- 

tar;  to  the  grant  have  beeu  taken. 

4.  'Itie  law  wonld  presaue  damage  and  deprivation  of  proAta  from  InfrlDgamaat ; . 

but  tbei«  ninat  be  at  leaat  proof  of  the  latter  to  make  out  eittwr  by  it. 

Mr.  Frtderio  E.  Betti  for  the  orator. 

Mr.  lldmund  Wetmore  for  the  defeadaiita. 
Whbelee,  J.  : 

The  bill  states  the  isnning  of  a  patent  to  one  Doaglasa,  the  assign- 
ment, and  a  reiasne  of  it  to  the  orator ;  that  the  defendants,  in  order  to 
deprive  him  of  profita,  infringed  and  derived  profits  to  themselves,  and 
greatly  injured  him,  and  prays  an  account  of  profits  and  damages.  One 
of  the  defendants  answers  for  hfmself  and  in  the  name  of  the  othera, 
by  himself  as  attorney  for  each,  and  states  that  they  are  not  informed 
as  to  the  issning  and  assignment  of  the  patent,  and  therefore  deny  the 
same  and  leave  the  orator  to  make  snch  proofs  thereof  aa  he  shall  be 
advised ;  and  further  answering  denies  "  that  they  have  deprived  the 
complainant  of  any  profits  or  inflicted  upon  him  any  damages,''and  prays 
for  dismissal,  with  cottts.  .The  orator  by  replication  in  asual  form  trsT- 
ersed  the  answer,  put  the  reissued  patent  in  evidence,  and  examined 
two  witnesses  as  to  infringement.  The  cause  lias  been  heard  on  these 
pleadings  and  proofs. 

The  principal  questions  are  as  to  where,  on  these  plea<ling8  the  bnr- 
den  of  ])roof  rests,  and,  if  ujKin  the  orator,  whether  he  has  made  oat 
his  case.  An  answer  iu  equity  is  required  for  discovery  and  evidenoe, 
as  well  as  for  grounds  of  defense,  and  evidence  cannot  be  given  by  at- 
torney ;  therefore  an  answer  cannot  be  mnde  by  attorney,  and  this 
answer  is,  as  to  those  answering  iu  that  way,  wholly  irregular.  And 
then  the  gist  of  the  charge  in  the  bill  is  the  infringement.  The  answo' 
does  not  meet  that,  but  denies  resulting  damages  and  deprivations  of 
profits,  which  if  true  would  not  defeat  the  right  to  maintain  the  bill. 
Bat  still,  as  tlie  orator  did  not  move  to  have  the  answer  taken  off  tJie 
file  for  the  irregularity,  nor  to  have  the  bill  takeu  j^ro  eonfetto  for  waat 
of  an  answer,  as  if  the  »u6wer  wus  void,  nor  except  to  the  answer  for 
insufficiency,  by  replying  to  it.  he  lulniitted  it  to  be  sufficient,  however 
imperfect  it  might  be.    (Story's  Eq.  PL,  sec.  877.) 
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Tbe  iSBoe  joiiietl  U|m>ii  the  answer  by  the  tntrerse  wa^  upon  its  slle- 
gstioiia  aud  deniala  aatLey  were,  RDdtbe  orator,  by  joining  that  issue, 
placed  himself  where  he  mnst  overcome  tbe  denials  aud  maintain  his 
bill.  ( Young  v.  Qruitdi/,  6  Craocb,  51.)  Tbe  reissue  of  the  patent  ran 
directly  to  the  orator,  and  was  founded  upon  assignments  entitling  him 
to  it;  and  the  production  of  it  would  show  prima  facie  that  all  the  pre- 
liminary steps  had  beeu  taken.  Tbe  law  would  ]>r«suuie  damage  and 
deprivation  of  profits  from  iiifrintcenient,  but  there  must  be  at  least 
proof  of  that  to  make  out  either  by  it. 

The  proof  is  wholly  as  to  use.  Jt  comes  fh>m  a  reluctant  witness  so 
situated  that  full  force  should  be  given  to  what  ht;  does  say,  bat  beyond 
what  he  says  and  what  may  be  fairly  inferred  from  that  there  is  no 
proof.  Without  going  beyond  that  and  into  suspicion  and  coi^ecture, 
the  fact  of  the  use  by  the  defendants  of  the  device  patented  by  this 
patent  does  not  appear.  The  orator  may  have  a  good  cane,  but  the  de- 
fendanta  have  not  admitted  it,  neither  has  he  proved  it. 

Let  there  be  a  decree  dismissing  the  bill,  with  costs. 


IDalUdStalMClKUltCoart-WMteniDUtrlctafPeBuylTanl*.! 
STQTZ  V.  ARMsrBONQ  &   SOH. 

S80.  Q.,367. 

1.  Wliei«  it  BppeATS  from  the  origio*]  p»pen  in  »  caw  that  »  cerfaun  feAtnie  wm 
withiD  the  cODMmplktioD  of  the  inventor  aa  Avaluilble  element  in  a  ]iat«Dt*bIo 
coinbinatioD,  and  it  ia  proved  that  a  claim  embracing  such  feataie  was  entaed 
from  theorifciual  application  throngh  a  mianndentandlog  of  the  inventioD  bj 
the  Mlicitora :  Seld,  that  the  Coniiulwlouer  of  Patents  coinniittod  no  error  1b 
graDtiufc  a  relMue  containing  a  claim  einbraoing  anoh  feature. 

%.  Tbe  tmct  that  a  Taiwue  application  was  Hied  within  two  yean  after  the  grant  of 
t/a  original  patent,  while  it  majr  not  be  conoluBive  against  the  charts  of  mi- 
r«aaouable  delay,  iaentitlod  to  sunie  conaideratinn  in  view  uf  that  pruvisjon  of 
the  patent  laws  by  which  nothing  h«i  than  two  full  yean'  public  uao  of  an  in- 
vention  1b  a  bar  to  an  application  for  a  patent. 

3.  In  deterralning  whether  an  inventor  is  gnilty  of  inexcoBabie  delay,  the  fact  that 

tbe  correotioii  of  a  mistake  by  reiasne  was  Liefore  aoy  adveiao  rights  had  ao. 
emed  is  a  consideration  of  paranioniit  importance,  and  it  ought  to  count  w>nie- 
thing  in  his  favor  that,  being  of  foreign  birth,  education,  and  an  alien  tongue, 
he  encountered  dilllcnltiex  in  aciiiiirtiiK  a  knowledge  of  our  laiigiiage  and  laws. 

4.  There  in  nu  patantjiblo  torn biuai ion  inameru  Aggmgalinu  of  old  devices  which  pro- 

dace  no  new  clli'ctor  resnlt  dne  to  their  uouciirreiit  or  snci'iiwivii  Joint  and  co- 
operatiiig  action  ;  but  it  is  by  no  meaDB  eBaenlial  to  a  patentable  combination 
that  tbe  seveni  devices  or  elements  tiiereof  slioiild  coact  iijmd  encli  other.  It 
isenlUcieDtif  kII  Ilio devices uv-oiierate  with  respei^t  to  tiie  worli  to  Ih'  done  and 
in  fiirtlieranvu  tlieruo^  althougli  eacli  device  nmy  jwrfurm  its  own  particular 
function  only. 

&.  If  apatiintoe  might  have  clahiiml  an oteinoiit  generally  nnd  brnndly,  must  amu redly 
his  iiHtrc  liuiiteil  claim  cannot  bo  snccMsfully  iinp«auhed. 

6.  It  ia  aettlod  that  a  diaclalmer  need  nut  lie  flkd  until  the  court  has  paasud  upon  th« 
contPHteil  cluiiiiH. 
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ACHESON,  J.: 

The  plaintiff's  inventions,  for  wbich  the  jiatents  in  snit  were  footed 
to  him,  n>)at6  to  improTementH  in  machinery  for  waehiug  ooal,  an  opera- 
tion whereby  the  mined  and  broken  coal  w  freed  and  separated  from  the 
stones,  ulate,  and  other  objectionable  eabHtanoes  with  wbich  it  is  inter- 
mixed. The  patents  are  three  in  naml»er. '  Une  ia  Beissne  No.  9,011, 
dated  December  30,  l!^TO,  grantiHl  iiiH>n  an  application  filed  Jauoary 
28, 11479,  the  orif>iual  Letters  Patent  >'o.  188,691  having  ittsned  March 
20,  1877.  The  defendants  are  charged  with  the  infringement  of  the 
fourth  and  fifth  claims  of  the  reissue.  The  other  patents  are  numbered 
194,0o£  and  198,432,  and  bear  datu  Auguat  14,  1877,  and  December  18, 
1877,  rej^pectively.  The  defendants  ai'e  charged  with  the  infringement 
of  the  tiiird  claim  of  each  of  these  letters  patent. 

It  is  a  fact  worthy  of  mention — not  by  wuy  of  raising  any  estoppel, 
but  as  indicating  the  relations  of  the  parties  and  as  plenary  proof  of 
infringement — that  under  -a  written  agreement,  which  recognizes  the 
plaintiff  aH  inventor,  the  plaintifl'  built  for  the  defendants  in  1877  two 
coal-waahiiig  machines  embodying  his  said  putented  improveinenta. 
These  two  machines  the  defendants  paid  for.  Afterward,  without  li- 
cense from  the  plaintiff,  the  defendants  built  six  more  of  the  same  iden- 
tical machines.  The  pre^nt  suit  ia  for  the  anautborized  construction 
and  use  of  these  six  machines.  The  improvements  covered  by  the  four 
above  specified  claims  are  fusceptible  of  coiijoiiit  use,  and  they  are  80 
used  by  the  defendants  iu  the  machines  complained  of. 

The  first  question  in  the  cose  arises  npoii  the  reissue,  and  tooches  the 
validity  of  the  fifth  claim  thereof,  which  was  not  in  the  original  patent. 
It  is  as  follows: 

5.  Iu  »  co&l-wuitliiDg  appaiutns,  the  couibiiiBtioti,  with  tUe  oaiia  F,  fixed  upon  tha 
shaft  *.  of  tliu  guide  n,  couuccted  to  tlit  pialon-rud  r,  aud  eloself  eDibnwing  ■siduu 
Mill  Bhuft  an  aet  furth. 

For  the  proper  understanding  of  the  claim  a  brief  explanation  is  nec- 
essary. The  Heparation  of  the  coal  from  the  foreign  substances  is  ef- 
fected by  the  action  of  a  current  of  water  forced  by  means  of  a  box- 
shiipeti  piston,  P,  below  a  sieve  supporting  the  layer  of  crushed  coal. 
The  material  upon  the  sieve  being  lifted  up  by  the  action  of  the  water 
current  settles  with  more  or  less  rapidity  according  to  the  specific  gravity 
of  the  coal  and  its  impnrities,  so  that  the  latter  are  first  deposited,  tn 
order  to  obtain  a  complete  separation  the  uplilling  action  of  the  water 
must  be  a  sudden  one,  and  tlic  interval  between  two  consecntive  strokes 
of  the  piston  must  be  sufilcient  to  allow  the  necessary  time  for  tiie  ma- 
terial to  deposit.  This  movement  is  accomphshed  by  means  of  a  differ- 
ential cam,  F,  fixed  upon  the  shaft  n,  and  receiving  its  rotary  movement 
through  a  pulley.  The  piston  is  raised  up  by  a  stow  and  uDifomtly 
progressing  speed  uutil  it  has  attained  its  highest  position.  This  is 
done  by  the  aid  of  the  guide-piece  m,  which  is  forked  or  c<Hnp0Aed  of 
four  legs  or  standards  placed  a  8nffl.oient  distance  apart  to  admit  tho 
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cam  F  ID  one  direction  and  the  cAJnahaft  a  in  the  other,  and  is  Hzed  to 
the  piston-rod  r,  ami  upon  which  the  action  of  tlie  cam  F  is  transmit- 
ted. The  caw  F  baTiuf;  lifted  up  the  piston  1*  to  its  ntmost  extent, 
will  soon  let  escape  the  fork-shaped  guide-piece  m,  so  that  the  piston 
becoming  free  falla  dowu  upon  the  body  of  wuKt.  Tho  shock  to  the 
latter  will  proiluce  a  current  which  acts  with  great  force  below  the  layer 
of  coal,&c.,  at  the  sieve. 

Uudonbtedly  the  combinatiou  whicli  is  the  subject  of  the  fifth  claim 
of  the  reissue  in  the  plaintiS's  invention,  iind  its  utility  in  a  coiil-watth- 
ing  machine  is  not  denied.  Its  omission  from  the  original  imteut,  it  is 
alleged  by  the  plaintiff,  was  owing  to  the  mistake  of  his  then  solicitors. 
Upon  this  point  he  now  testifies : 

I  clainiMt  the  c»rn  witb  the  Tonr-Ic);)^  ;oki>  ri!!ht  from  tliH  Hlnrt,  and  I  think  tb« 
record  of  the  papen  srntto  the  nttoriii'y  prove  lUib.  1  tbjiik  it  woe  simply  overlooked 
by  the  party  who  took  the  palunt  imt. 

Xow,  turoiug  to  the  flle-wrapiHT  and  its  contents  in  the  matter  of  the 
original  grant,  there  is  to  be  found  therein  aliuntlant  evidence,  it  sei'niB 
to  inc,  to  establish  the  alleged  mistake.  The  guide  m  and  its  fnnctioD 
are  describeil  in  the  original  spvcilicatiou  subKiantiiilly  as  iu  the  re- 
issue; Hud  while  no  claim  was  then  made  fur  the  precise  combination 
now  in  itnestiou,  it  does  certainly  appear  that  the  gnide-piect;  nt  as  a 
valuable  element  in  a  patentable  combination  was  within  the  contem- 
plation of  the  inrenlor.  Hence,  one  of  his  claims,  as  originally  framed, 
was  asfultowe: 

The  box  B,  with  the  bvx-abapud  piitton  1>,  to  receive  lulditional  weight,  ttie  vkIvo 
V,  the  diflenntial  cam  F,  with  the  guide-piece  m,  and  pistoa-rod  r,  as  ahown  and 
dMonbnd. 

The  Examiner  in  his  lett^'r  to  the  inventor's  solicitors,  suggesting 
divers  corrections  nnd  amendmeuts,  pointed  out  that  the  cnm  waa  old. 
The  BoUdtors  then  substituted  a  new  set  of  claims,  from  which  the  guide- 
piece  M  was  omitted  altogether.  The  eighth  amended  claim  was  for 
"  the  differential  cam,  operating  to  lift  and  suddenly  drop  the  piston  "; 
bot  the  Bxamioer  adhering  to  his  objection  to  this  claim,  the  solicitors, 
in  veiw  of  his  references,  struck  it  out.  I  am  satisfied  from  an  att^^u- 
tive  i>eru8al  of  the  i>apers  in  the  case  that  the  Kolicttors  did  not  com> 
prehend  the  funetiou  of  the  guide-piece  m  or  its  value,  and  for  this  the 
true  explanation  may  itossibly  be  found  in  the  fact  that  the  inveutor 
was  of  foreign  speech,  and  may  not  have  been  able  fully  to  explain  the 
matter. 

The  authority  of  the  Commissioner  of  Patents  to  correct  the  alleged 
mistake,  if  clearly  estiiblLshed,  by  a  mssue,  is  distinctly  recognized  by 
the  Supreme  Court  ill  the  recent  decisions  ujioii  tlic  subject  of  reissues. 
Says  Mr.  .lustice  Bradley  in  Miller  v.  BrM«  Hoinpany  (1M4  U.  S..  ;(j'2)  : 

Ifa  [lateDtne,  who  ban  im  ri>rn'cliniis  ta  nnnf^i-nt  in  lii'i  H|ircirtcati»D  CXcu|>t  tn  iiiiiko 
his  olaim  broader  aiid  moro  rompri'hRuxive,  iihim  due  tlili^"tiir>'  in  ivliinniig  to  the 
Patent  Office,  and  sayn,  "  1  imiittiMl  tliiH,"  or  "  mj  solicilur  did  not  nnderetand  tlmt," 
hie  application  uiaj  Iw  etitertnined,  and  on  a  propeTHljowJagcorrw.tiau  may  he  made, 
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And  in  Jameiv.  Campbell  (Id.,  371)  the  same  learned  jadg^  saye: 

or  course,  if  by  actual  inadTeitenco  or  mlatake,  Innooent];  oommltted,  the  olslm 
doM  not  full;  aMert  (ii  deuoe  the  pateatee'i  right  in  the  Inveatlou  apeclfted  la  th* 
pateut,  a  speedy  application  for  Ita  uoneotlon  before  advene  tighu  hare  acoraf^  may 
be  graoted. 

If  tbe  decision  of  the  Oommisaioner  of  Patents  here,  that  an  etitoal 
mistake  was  inadvertently  and  innocently  committed,  is  not  conolusire, 
still,  upon  the  evidence  before  mo,  I  am  of  oplnioD  that  he  committed 
no  error  iu  that  regard.  But  the  defendants  contend  that  the  delay  io 
this  case  in  applying  for  the  reissue  was  unreasonable,  and  therefore 
tbut  as  reflpects  its  fifth  claim  it  is  contrary  to  law  and  rold.  The  Sa- 
prenie  Conrt  haa  laid  down  no  nubendiug  rule  by  which  tu  determine 
what  is  unreasonable  delay  in  applying  for  the  correction  of  such  a  mis- 
take as  existed  here,  and  it  seems  to  me  that  each  case  must  be  deter- 
mined upon  its  special  facts  and  merits.  The  application  here  wis 
within  two  years  after  the  grant  of  the  original  letters  patent,  the  exact 
lapse  of  time  being  one  year,  ten  months,  and  eight  daj's.  Now,  while 
this  fact  may  not  be  conclusive,  It  would  seem  to  be  entitled  to  some 
consideration  In  Teiw  of  that  provision  of  the  patent  laws  by  which 
ootbtug  less  than  two  fhll  years'  public  use  of  an  invention  Is  a  bar  to 
an  application  for  a  patent  In  Miller  v.  Braia  Company  the  faot  that 
much  more  than  two  years  hatl  elapsed  between  the  grant  of  the  oiigioal 
letters  patent  and  the  application  for  tbe  reissue  was  evidently  in  the 
mind  of  Mr.  Justice  Bradley,  and  suggested  the  lUastration  employed 
by  him  ou  page  332  of  the  reported  case.  And  in  all  tbe  like  cases  iu 
which  the  Supreme  Court  has  ruled  against  tbe  validity  of  the  reissue 
(so  far  as  I  know)  the  lapse  of  time  has  been  greatly  in  excess  of  two 
years.  Again,  the  correctioit  of  the  mistake  here  by  the  reissue  was 
before  any  adverse  rights  had  accrued,  a  consideration,  in  my  Judgment, 
of  paramount  importance,  and  evidently  regarded  by  the  Supreme  Goort 
as  of  gi-eat  couseqnence,  as  np|>eara  by  the  quotation,  supra,  from  Hr- 
Justice  Bradley's  opinion  in  Jamea  v.  Campbell,  Furthermore,  in  the 
determining  whether  this  inventor  has  boen  guilty  of  inexcusable  delay, 
]>erbaps  it  ought  to  count  something  in  bis  favor  (as  his  counsel  ni^es) 
that,  being  of  foreign  birth  and  education  and  of  siiwa  tongue,  he  en- 
countered  peculiar  difficulties  in  ac^^uiringa  knowledgeof  our  language 
and  laws.  At  any  rate,  he  Is  a  meritorious  inventor,  and  in  tbe  absence 
of  an  authoritative  decision  in  validating  hisreissne  for  the  cause  assigned 
I  am  indisposed  to  declare  it  void.  Under  all  tbe  circumstances  I  think 
his  application  for  the  reissue  was  within  a  reasonable  time. 
The  fourth  claim  of  the  reissue  is  hs  follows: 

.  Tbe  partitiiia  n  nitbin  the  box  A,  and  in  coinbiiiution  wltht  he  valve  V  and  the 
■ieve  «,  said  partition  being  arrDngediu  relation  to  the  other  parti  us  deaorlDed, 
whereby  the  ciivreiit  enteriuK  tbroiigb  the  va've  U  deflected  upward  againat  the 
eieve,  and  tlie  lower  part  of  the  bnx  A  in  left  as  a  receptacle  for  amnll  partidet  of 

aalpbiii  and  alate,  all  as  But  forth. 

This  claim  is  identical  with  the  fourth  claim  of  tbe  original,  and,  of 
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coarse,  its  validity  is  iiot  affected  b;  the  reissue.  The  machine  has 
water-chambeis  or  boxes  arranged  in  pairs,  A  and  B,  each  pair  of  boxes 
being  connected  by  the  valve  V.  The  curved  partition  n  projects  be- 
neath this  valve  forward  into  tlie  box  A  and  apward  toward  the  sieve. 
With  each  stroke  of  the  piston  P  in  the  box  B  the  partitiou  n  performs 
two  important  ftinctioDB :  First,  it  deflects  the  current  of  water,  which 
then  enters  through  the  valve  upward  against  the  sieve,  ao  that  it  will 
do  its  projier  work;  and,  secondly,  it  cuts  off  the  water  in  the  lower 
part  of  the  box  A  from  the  action  of  such  current,  and  tliereby  makes 
a  dead-water  chamber  in  the  lower  part  of  the  box  A.  The  valve  V 
opens  with  the  downward  stroke  of  the  box-shaped  piston  to  admit  the 
current  which  sweeps  along  the  currea^pa^titioQ  n  in  its  gradually-de- 
flected path  or  course  toward  and  through  the  sieve  a,  and  with  the  up- 
ward motion  of  the  piston  the  valve  closes  to  prevent  the  back-flow. 

The  cnrved  partition  n  is  oot  shown  in  any  of  the  machines  upon 
which  the  defendants  rely  as  showing  anticipation.  Unquestionably  it 
is  a  new  and  useful  device  in  coal-washing  machines,  and  is  the  plaint- 
iff^ iuveotion.  The  defendants,  however,  insist  that  there  is  do  pat- 
entable oombination  between  the  partition,  valve,  and  sieve  because, 
as  they  allege,  no  new  operation  or  result  is  due  to  their  united  action; 
that  the  partition  and  valve  are  altogether  independent  of  eaoh  other, 
and  in  no  wise  aid  or  co-operate  with  each  other  In  pertbrming  their 
respective  functions,  and  the  claim  is  founded  upon  a  mere  aggrega- 
tion of  parts  which  operate  independently  of  each  other,  producing  no 
result  due  to  their  joint  and  co-operating  action.  Now,  certainly,  there 
is  DO  patentable  combination  in  a  mere  aggregation  of  old  devices 
which  produce  no  new  etfect  or  result  due  to  their  concnrrent  or  sno- 
oessive  Joint  and  co-operating  action.  But  it  is  by  no  means  esseutitU 
to  a  patentable  combination  (as  the  defendants'  srgument  implies)  that 
the  several  devices  or  elements  thereof  should  oosot  upon  each  other; 
it  is  sufficient  if  all  the  devices  co-operate  with  respect  to  the  work  to 
be  done  and  in  furtherance  thereof,  although  each  device  may  perform 
its  own  particular  function  only.  Here  there  is  complete  coaction  of 
the  elements  of  the  combination  upon  the  through-going  current  of 
water.  The  valve  V  opens  to  a^mit  the  water  at  stated  intervals,  and 
allows  the  current  to  sweep  along  the  upper  surface  of  the  curved  par- 
titiou Jt  toward  and  through  the  sieve  a.  It  may  bo  that  if  the  valve 
were  omitted  the  partition  would  stilt  perform  its  Ainctlons;  but  the 
evidence  shows  that,  for  the  best  work,  the  valve  is  necessary,  for  with- 
out it  the  fine  coal  (which  may  amount  to  ten  per  centum)  is  sacked 
ttirongh  the  sieve  and  lost.  Moreover,  here  the  elements  of  the  com- 
bination are  not  all  old.  The  partition  »  is  confessedly  new,  and  as  the 
plaintiff  might  well  have  claimed  tbe  ]>artition  n  generally  and  broadly, 
most  assuredly  bis  more  limited  claim  cannot  be  successfully  impeached. 
The  third  claim  of  Letters  Patent  Ko.  194,069  is  as  follows : 
3.  "nie  eomblostioii  of  tb«  ilktionkr;  HieTp  «  and  wat«r-Ghunb«r  A  with  the  dAm 
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«,  pMMge  F,  and  di;  Mreen/,  Hid  witb  tlio  pa*Mg«  h,  g",  aud  ff,  and  f  p',  •ababtB- 
Ualt;  M  dMoribed. 

TUiB  claim  mainly  relates  to  an  arrangement  of  ineaoa  wliereby  the 
oleaued  coal,  the  waste  water,  and  the  slate  and  foreign  subatanceB  are 
disposed  of.  The  system  of  ports  aod  paHsages  is  appropriate  and  ef- 
ficient. The  ooal  is  saved  in  frood  condition,  and  the  waste  prodacts 
are  separated  ind  deposited  where  tfaey  can  be  readily  taiien  careoC 
Two  defenses  as  regards  this  claim  are  set  np — first,  that  of  antioipa- 
tiou,  and,  secondly,  that  the  combination  is  not  a  patentable  one,  it 
being  a  mere  aggregation  of  devices  lacking  co-operative  aotioD. 
Avoiding  any  extended  discassion  of  the  matter,  I  must  content  my- 
self with  simply  announcing  my  conclusion  that  neither  of  these  de- 
fences is  well  taken. 

The  third  claim  of  Letters  Patent  No.  198,132  is  a«  follows : 

3.  Id  a  coal  and  ore  Mparalor,  the  binfced  gate-board  i,  withltaiepilatiiig-anMee, 
in  oombinatlou  with  the  ohDte  J,  at  deaoribed,  and  for  the  porpow  Mt  forth. 

The  claim  relates  to  means  for  regulating  the  proper  sapply  of  mate- 
rial to  the  sieve.  The  only  defense  here  insisted  on  is  a  want  of  novels, 
and  to  sustain  it  reliance  is  placed  altogether  on  a  previous  patent  to 
George  Lander,  which  shows  in  a  coal-wasbing  machine  a  sliding  gate. 
But  Lander's  patent  exhibits  nothing  which  performs  the  function  or 
anything  like  tnereunto  of  the  plaintiff's  regulating  arms  ee.  Furthtt- 
more,  it  api>earfl  from  the  evidence  that  the  plaintiffs  device  is  less  com- 
plicated, and  lets  the  material  out  more  readily  than  Lander's.  UpoD 
tbe  whole  I  am  not  satisfied  that  the  defendants  have  saooessfnlly  made 
oat  this  defense. 

Finally,  the  defendants  contend  that  this  suit  cannot  be  maintained 
under  the  provisions  of  section  4922  Revised  Statates  for  want  of  a  dis- 
claimer by  tbe  plaintiff  of  certain  claims  (other  than  those  already  dis- 
cussed) embracing  things,  it  is  alleged,  of  which  he  was  not  the  original 
and  first  inventor.  But  no  proof  has  been  taken  to  show  that  the  claims 
referred  to  are  bad  for  the  reason  suggested,  or  for  any  reason,  and  the 
cose  is  not  in  a  condition  lor  au  adjudication  in  respect  to  those  claims. 
The  only  infringement  complaiued  of  is  of  the  four  claims  considered  in 
this  opinion,  and  to  them  alone  was  the  evidence  directed.  Moreover, 
it  is  settled  that  a  disclaimer  need  not  be  filed  until  tbe  oourt  has  passed 
apon  the  contested  claims.  (fflieUlg  r.  Morie,  15  Howard,  62;  Sfgmomr 
y.  McCormicky  19  Id.,  96.) 

Ijet  a  decree  be  drawn  in  favor  of  the  plaintiff. 


D,g,l,..cbyGOOglC 
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[Onltod  SMh  Obiuft  CoBrt— Vnnhsra  DUbUt  et  N*w  York.] 

OBAHTAL  XT  AL.  v.  ThB  PABEEB  CABBIAQX  aoOI>H  GOMPAHT. 

Deeidei  July  7,  ISfM. 

se  O.  O.,  36&. 

L  A  dsriM  wbloh  oonld  not  be  uood  ^  a  aabBtllute  for  tbe  p*t«il««'s  inveatioii  tritll- 
ont  the  exereiae  of  inventioD  ia  not  an  aoticipBtion  of  it. 

9.  When  it  caa  b«  Been  that  the  pat«at«e  seeks  bj  apt  words  of  desoiiption  to  aeonr* 
what  lie  haa  honeetl;  inventM)  and  notliing  more,  the  eonrt  aboald  haaltate  to 
regard  with  favor  the  aoeaaatioo  now  ao  freely  Diade  againat  leiaaued  patenta. 

Mr.  Neri  Pine  and  Mr.  Charlet  M.  Slime  for  tbe  oomplaiaaatB. 
ifM«r«.  Stem  A  Pecit  for  tbe  defendaat. 

COXK,  J. : 

The  complatDftnta  are  owners  of  reissued  letters  patent  granted  to 
Charles  H.  Dbtib,  for  an  improvement  in  box-loops  for  carriage-tops. 
The  validity  of  the  patent  was  adjndicated  in  tbe  case  of  Crandal  v. 
Wattere  (Blatchf.  C.  O.  K.,  97).  Althongh  the  iasaes  presented  are  not 
in  all  respeota  identical,  the  reasoning  of  that  case  must  determine  the 
preaent  controrers;. 

It  is  argned  that  the  patent  is  void  for  want  of  novelty,  and  several 
patents,  which  the  defendant  asserts  were  not  before  the  coort  in  Cran. 
ial  v.  Watterg,  are  introdaced  in  support  of  this  defense. 

The  patent  issued  to  B.  M.  Blodgett,  July  25, 1865,  for  an  improve- 
ment in  gaiter-f^tenings,  and  now  for  tbe  first  time  adduced,  describes 
an  apparatus  bearing  some  similitude  to  tbe  complaiuantH'  invention. 
Tbe  devices  of  the  other  patents  referred  to  are  dissimilar  in  many  im- 
portant particulars. 

The  object  of  the  Blodgett  invention  is  to  apply  the  staple-fastenings 
of  cloth  gaiters  to  the  flap  of  the  same  in  such  a  manner  that  the  cloth 
abont  these  fastenings  will  not  fray  ont  and  present  an  unsightly  ap- 
peantnce.  To  one  of  the  gaitcr-flaps  is  stitched  a  thin  strip  of  spring 
metal  with  pointed  ends  slightly  projecting.  To  the  other  flap  a  strip 
of  tbin  metal  is  attached,  having  flat  staples  riveted  to  it  or  fastened 
with  tangs.  These  staples  receive  tbe  pointed  ends  of  the  strip  oo  the 
opposite  flap.  In  size,  shape,  object,  position,  and  in  the  mode  of  its 
operation  the  Blodgett  apparatus  is  uulilie  the  one  described  ia  the  pat. 
ent  of  the  complainants.  Tbie  former  would  not,  it  is  thought,  suggest 
tbe  latter  to  a  skillful  mechauic. 

To  apply  tbe  words  of  Judge  Blatchford : 

Thia  conld  not  be  nted  aa  a  subatituM  for  tlie  plaintiFe  loop  without  iurentioD.  It 
la  eaaj  after  the  desirud  thing  is  obtained  to  see  bow  an  old  thing  coald  have  been 
adapted  or  altered. 

Again,  it  is  nrged  that  the  patent  is  void  because  improperly  re- 
issued. The  court  in  the  Watters  case  passed  npon  this  question  also; 
bnt  it  is  insisted  that  as  the  decision  was  rendered  before  the  new  doc- 
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trine  of  MiO^  v.  Tks  Braaa  Company  (104  U.  S.,  3fi0)  was  promalgated, 
ft  different  view  should  now  be  tskeo.  I  cannot  tliink  so.  The  opinion 
of  Judge  Blatchford  is  very  clear  and  ]x»itive  upon  this  qneation.  He 
says,  page  100 : 

The  claim  of  the  urii^oal  patent  waa  no  framed  im  to  aeem  to  reqaira  that  the  loop 
■hould  be  ■atnallf  applied  to  4  carri»Ke-top  in  order  to  InfHuge.  It  alao  raqnired  that 
the  metal  plate  C  BhoDld  be  need  in  anali  ap[>]ioattou.  Makers  of  loopa  were  not 
makers  of  carria^H,  aud  it  waH  obvious  that  (lie  iuventioa  wan  really  of  the  loop 
read;  to  be  affixed,  and  that  the  iuventor  Ivan  entitled  to  hare  a  olaim  whieh  would 
reach  the  maker  of  the  tnop,  Benidea,  eTcu  If  the  olatm  of  the  original  woald  have 
extended  to  the  maker  of  the  loop,  it  might  have  been  qneationed  whether  It  would 
reach  him  when  be  made  a  loop  without  the  plate  C ;  and  it  waa  plain  that  that  was 
only  a  atiffening  or  iitrengthening  plate,  an  adjanot,  making  the  arCiole  better  per- 
haps, but  ;et  not  of  the  eaaence  of  the  invention.  The  caae  waa  thetefoie  one  tar  a 
Telasne.  *  *  *  It  wna  nu  departure  and  no  new  matter  to  make  the  use  of  the 
plate  C  optional. 

With  the  Intent  thoB  construed  the  dootrioe  of  MiUer  t.  The  Bran 
Company  has  little  application.  Where  it  can  be  seen  that  the  patentee 
seeks  by  apt  words  of  description  to  secure  what  he'  has  honestly  in- 
vented and  uotfaing  more,  the  oonrt  ehonld  hesitate  to  regard  with 
fovor  the  accosationa  now  so  freely  made  against  reissued  patenta.  The 
evidence  of  infringement  might  have  been  more  definite  and  oertun ; 
bat  I  am  of  the  opinion  that  it  is  sufficient. 

The  oomplainaDta  are  entitled  to  the  nsaal  decree. 


lOnfted  SUtM  Clniiilt  Coort-Sootliam  DliMot  ofSew  Tork.1 

PENTLABOB  V.  HTSW  YOBK  BtTNG  and  BUSHIHQ  COICPANT  BT  AL. 

DteUM  Jfoy  It!,  1864. 

as  0.  Q.,  370. 

Where  two  patenta  oorer  dlaUnot  things  the;  do  not  Inter&M  within  the  eontemptatlim 
of  section  4918  Reriaed  Statntes,  even  tfaoogh  one  Inventor  take*  the  iven- 
tiou  of  the  other  to  Improve  upon,  and  thereby  infringes  the  patent  of  the 
latte 

MetKra.  Brovdhead,  King  &  Voorhitt  for  the  complainant 

Mr.  Wyllys  Sodgea  for  the  defendant 
Wheeleb,  J.  .- 

The  orator  owns  Beissne  Patent  No.  10,175,  dated  Augast  1 ,  1882, 
the  original  of  which  was  No.  192,386,  dated  June  26,  1877,  granted  to 
himself  and  Pliilipp  Hirsch  for  a  vent-bung.  The  defendants  own  Pat- 
ent No.  203,316,  dated  May  7, 1878,  and  granted  to  G«orge  Borat  for  an 
improvement  in  bnngs.  This  bill  is  brought  under  section  4918  United 
States  Beviaed  Statutes  to  have  the  Utter  patent  declared  void.  There 
were  bungs  having  a  hole  nearly  through  them,  leaving  a  thin  web  of 
the  wood  on  the  inside,  to  be  driven  through  in  venting  the  cask,  as 
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dflMsribed  iu  the  patent  of  Rafael  Pentlarge,  Xo.  118,747,  dated  Febru- 
ary 18,  1874.  The  orator's  patent  Is  for  a  l>an^  vlth  a  hole  on  each  enr- 
&oe  and  a  web  between  the  holes  in  the  interior  of  the  buDK>  The  de- 
fendaat'a  patent  ia  for  a  bang  like  Bafael  Pentlarge's,  with  a  core  left  on 
the  web  by  a  groove  cat  aroand  it,  leaving  it  ready  fur  removal,  or  for 
a  bang  like  the  orator^  with  a  like  core  ou  one  or  both  aidea  of  the  web. 
The  orator  ia  not,  and  ia  not  olaimed  to  be,  entitled  to  any  relit^f  here, 
anlesM  his  patent  and  the  defendant's  interfere.  Motcry  v.  Whitneg,  14 
Wull.,  434.  The  jtateiita  are  each  good  for  the  diBerenc^  only  between 
the  bungs  deacribed  iu  them  and  those  in  existence  before.  Railmty 
Company  y.  Soyles,  07  U.  8.,  354.  The  dilferpnce  between  the  orator's 
bnng  and  Rafael  Pentlnrge'a  was  the  having  tlie  wub  iu  the  interior 
iOBtend  of  at  the  inner  sui-ftice,  and  his  patent  coveru  that.  The  difl'er. 
ence  between  the  defendant's  buui;  and  the  others  ix  thu  having  the 
core  to  strengthen  or  protect  the  web,  and  their  patent  covers  that. 
These  differences  are  not  the  same,  but  distinct,  and  neither  covers  the 
saoie  thing  as  tbe  other,  and  therefore  they  do  not,  as  now  viewed, 
interfere.  The  practice  of  tbe  invention  of  the  latter  may  infringe  upon 
tbe  former,  and  may  not,  bat  if  it  does,  it  will  not  do  so  because  tbe 
patents  interfere,  bnt  because  the  latter  takes  the  inveutiuu  of  the. 
former  to  improve  upon. 
Let  the  bill  be  dismissed,  with  costs. 


[CulUd  StatM  Clniill  Caort— Soutbern  Dl*lrlct  of  Null- Vork,  J 

Hkav  V.  Berlin  &  Jonus  Entblofe  Cohpanv. 

l^tcidrd  JHHt  10, 18d4. 

88  O.  G.,  370. 

WhereaaUiuiin  AptiteotlBruraoertalu  itrra'iKoment  of  tdemeoU  which  perforin  a 
ilixtinct  and  independent  result  iu  a  uiuchiDe,  «  cluHige  of  these  pArtt  chaagea 
thtt  patented  arntDKsmeut,  ami  the  machtue  beuoiueajtro  tanto  a  new  mauhiue 
und  1h  oat  of  the  reacli  of  the  patent. 

Mr.  Arlkur  v.  Brie»e»  for  the  orator. 
Ur.  Stephen  D.  Law  for  the  defendant. 

WUJBKLEB,  J..- 

The  second  claim  of  the  orator's  patent  for  improvements  ou  envel- 
ope-machinea  is  for  the  arrangement  of  the  table  over  the  couveyer,  so 
that  the  bhinks  are  held  even  and  in  plaue  by  the  table  while  being  cai- 
ried  by  the  conveyer  to  the  creaslag-boz.  The  defendant  was  enjoined 
not  t4}  ose  several  macbiues  having  this  arrangement,  made  in  violation 
of  that  daim  of  the  patent.  19  Fed.  Re[>.,  31U.  The  table  and  con- 
veyer  were  changed  and  the  use  continued.  These  proceedings  are  ia- 
9373  PAT 20 
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Htitated  agaiust  that  use  an  a  <!oiiteui|)t  of  the  injanvtion.  Tbe  (luestion 
in  uhctliiT  tlint  clHim  oaver8  Miy  iiu>r«  of  the  inHc^liitie  than  tbe  table 
Hiid  tioiiveyer.  TIk;  tjcfeudaut  was  in  good  faith  iidvisud  that  it  did  not, 
aud  coiitihiie<l  the  une  iii  the  asMii-tioii  of  nupitosed  rights  without  in- 
U'iKliiii:  to  viiihite  iiiiy  onli-r  of  tht'  coiiit.  The  orator  vlaims  that  the 
cluiiii  coverit  the  pints  whieli  oiM-i-ate  iu  connection  vith  the  oonveyer 
and  table.  The  cnmfliug-box  was  old.  The  blank  is  made  ready  to  be 
tnkeii  liy  the  conveyer  iu  the  defendant's  niachineK  by  contrivances  dif- 
fi'reijt  froni  the  oi'atitr's.  The  blanks,  when  ready,  were  to  be  taken  to 
the  vreusing-hox.  This  claim  was  for  the  arrangement  of  mechauism  to 
acconiplisli  that  object.  Wheu  the  blank  reaches  the  creasiDg-box 
iiuotliei'  operation  upon  it  l>egins.  The  table  anil  conveyer  tiiiiah  with 
each  blank  when  it  arrives  there,  and  have  nothing  to  do  with  the  next 
operation  ni>on  it,  which  is  to  crease  it.  The  arrangement  of  the  table 
orer  the  aoiiA'eyer  to  steady  the  Uank  white  on  tlie  oonveyer  affects 
uothing  bnt  tbe  working  of  those  two  ]mrt8.  So  when  those  puts  were 
changeil  the  )>ateiited  arrangement  was  change<1,  and  the  machioes  be- 
came ^ru  tanto  new  machines  made  out  of  the  reach  of  the  patent 
The  motion  is  denied. 


lITnifrdSUbMCircultCourl— 8aiiUimi£H*>iictaf  New  Tork.l 

Brush  kt  al  v.  Condit  bt  al. 

Dtmaed  Julf  1-2, 1684. 

27  0.  G..  451. 

1.  Vihea  suit  le  Iinxiclil'  oii  twupatoiits,  but  iift^rtcMiniaajiatAket)  in  nw|iect  to  one 
of  ilieiii  tbe  plftiutiftH  Diake  a  tuotiou  fur  Ifnve  to  ilueontinne  tu  much  of  tba 
bill»nreUt«H  thnmto,  tfelit  that thr  decree bIioiiM  lis fordiamiaBnl,  with  th«caD- 
(litinii  that  the  evidence  token  liy  the  defeadaiitH  in  relation  to  the  p«l«Dt  may 
Iw  ■tijiiiliitiiil  iiit"  im.v  future  Huit  lietwoi-ii  tiin  aiuiie  partiei. 

9.  A  ilevicc  which  was  owil  fiw  abotit  two  auil  one-half  mouths  only,  oiiil  wm  then 
laid  luide,  Btl4  to  be  an  autieipation  of  a  iml^iit  when  the  oan  wa«  not  for  the 
pnT|>ofle  of  trotinR  tli«  device,  but  woj  a  pnblic  and  pmetieal  one,  with  aa  much 
Hiii'ifBiw  lui  u-jiB  reuMiuaUle  tiK'X|>ect  st  Thai  early  atap:e  of  a  particnlar  art. 

:i.  If  i*  pro|ior  to  diHcIaiiu  one  flgnre  of  a'drawing  and  retain  another  flgnra  which 
illiialrateit  a  distini-t  <li'Vii-eal]  of  wboHc  fcatnren iirpcloarly  described,  althuuttb 
the  ilistiiictive  principle  of  the  iiiveutiun  in  neither  liDown  nor  atatcd. 

Mr.  George  H.  Chrhtif,  Mr.  Cautten  Bivtm,  and  Mr.  E.  X.  DkkargoH 
for  tbe  phiiutiS's. 

Mr.  Kifmund  Wetmore  and  Mr.  Vhauticey  Smitk  for  the  defendants. 

BiiirMAH,  J.  ■• 

This  is  a  bill  in  etjuity  brought  by  tbe  owner  and  the  exclusive  licoDsee 
of  two  letters  patent  to  (Jharles  F.  Brush,  one,  granted  October  23, 
1S77,  for  an  improvemeut  in  illuniioating-poiuts  for  electric  lights,  and 
known  as  the  "  carbon  patent,"  and  tlie  others  reissued  May  20, 1879, 
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hariDg  beea  originally  granted  Uay  7,  187S,  for  aa  improvemeut  io 
eleotrio  lamps,  and  koown  au  the  "  damp  t>ateDt,"  cbarging  the  defead- 
uito  with  the  infriugement  of  each  patent.  The  bill  was  filed  Decem- 
ber 3, 1880.  The  defendants  were  charged  witb  infriDgiog  the  second 
elaim  of  the  oarboa  patent  and  the  eight  claims  of  the  clamp  patent,  ex- 
cept the  foarth  and  the  eighth.  Testimony  was  taken  and  closed  on  both 
ridee  m  respect  to  the  carbon  patents,  bot  the  plaintiffs,  after  the  oaose 
waa  set  down  for  hearing,  gave  notice  to  the  defendants  that  they  woold 
move  for  leave  to  discontinue  so  much  of  the  bill  us  relates  thereto. 

The  decree  shoald  be  lor  dismissal,  upon  the  plaiutiCTs'  motion,  of  so 
mnoh  of  the  bill  aa  relates  to  said  patent,  with  costs.  As  this  does  not 
ftmoaot  ander  ibe  practice  in  the  Federal  conrte  to  ^  dismissal  upon  the 
merits  {Badger  v.  Badger,  1  Cliff.,  337),  the  decree  should  contain  the 
flCHtdition  that  the  evidence  taken  bj  the  defendants  in  relation  to  the 
patent  may  be  stipnlated  into  an;  fnture  suit  upon  the  same  patent  by 
.the  plaiotil&agaiust  the  defendants,  or  the  company  which  has  defended 
this  suit. 

The  pt^aration  of  the  case  relating  to  the  clamp  patent  was  made 
OD  botli.sides  with  great  and  exhaustive  care  and  learning  and  at  large 
ezpenae,  and  as  a  result  the  issued  were  much  simplified  by  the  dis- 
claimers wbicb  the  plaintiff^  filed  during  the  process  of  the  testimony, 
and  which  will  be  hereafter  recited. 

Ad  antomalic  eleotric-arc  lamp  firat  establishes  an  electiic  arc,  and 
then,  aa  the  electrodea  are  oousamed,  regulates  the  arc  by  automatically 
oontrolliag  the  distance  between  the  carbons,  or  rather  by  enabling  the 
Btmngth  of  the  current  and  the  length  of  the  arc  to  mutually  control 
eaoh  other.  The  aatomatic  lamps  which  contain  this  priuuiple  of  the 
mntiul  control  of  the  length  of  the  arc  and  the  strength  of  the  current 
we  divided,  says  Mr,  Pope,  one  of  die  defendants'  experts,  into  two 


In  th«  flnt  oUw  a  |fuaitiv»inotioaof  oDeor  botUof  the  electrodes,  cunniDg  iLxiota 
^pposeh or  raoede  frarn  ewih  ottwr,  m  the  otwe  nwy  b«,  is  derived  from  cluck-nork 
■anTiml—  iupeUad  by  »  aprlng  or  iu  eqalvalent,  tbe  dinction  of  the  motian  to  be 
MnmouieMMl  to  the  eUgtrodea  being  delecmlDed  by  the  gwater  or  lew  aiiractiTe 
fti^w  of  an  eleetro-magaetio  apitaratEu,  Inuluded  iu  tbe  eleetric  circuit,  of  whicli  the 
iHMinooa  an  ferma  a  part.  In  the  «««0Dd  claas  the  olook-work,  or  otber  estraueoiu 
power,  ia  dUpeiued  with,  and  ttke  oeoeHarj-  movementa  are  effectMl  sulely  by  The  ac- 
tloBsf  the  elaolrio  oarreut  iCaelf.  The  electrudea  tend  to  move  totrurd  eauh  other  at 
all  ttmea  under  tbe  Induenee  of  a  uoiutaut  force,  lunally  thut  of  gravity,  although  a 
■^Ing  la  enployed  in  lODie  oaaea.  This  tendency  in  oppoeed  by  tlie  eleotro-niaguetic 
Mtinn,  whioh  tends  to  ruaiat  tbe  moveuient  of  tbe  eleotrodea  toward  each  other  and 
to  aeparate  tbenL  Tlieae  oppoaing  foroea  are  deaiipied  to  be  in  eqailibrium  irhea  the 
elaettodaa  ara  at  m  proper  distanoe  from  each  other  to  produce  tbe  mail inu in  develop- 
ment of  light  with  a  given  eleetric  onrrenl. 

In  this  general  state  of  the  art  Mr.  Brush  was  an  original  investor  of 
mechanism  belonging  to  the  second  of  these  two  classes,  and  thought 
tltat  his  invention  was  exhibited  in  two  forms,  which  are  described  in 
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the  ort^oal  and  retsaaed  patents  and  are  reapeotively  ahown  in  the 
dratringB  1  and  6. 

8o  much  of  flgare  1  as  is  important  In  this  conneotion  vas  constraoted 
as  follows :  A  helix  of  insulated  wire,  the  helix  being  iu  the  form  of  a 
(al>e  or  hollov  cylinder,  rests  upon  an  insulated  plate.  Ad  iron  oore 
and  the  carbon-holder,  which  passes  loosely  through  the  oore,  are  Within 
the  cavity  of  the  helix.  The  oore  is  made  to  mort*  very  triely  within 
this  cavity  and  is  partially  supported  by  springs.  Just  below  the  oore 
is  aring  of  metal  surrouDding  the  carbon-holder  and  resting  apon  a 
floor  or  support  One  etlge  of  the  ring  is  over  a  finger  or  lifter,  which 
is  attached  to  the  oore,  while  the  opposite  edge  of  the  ring  is  a  shMt 
distance  below  the  crown  of  an  adjaatable  set-screw, 

Quoting  now  fkvm  the  descriptire  part  of  the  specification  of  the  re- 
issued patent,  which  is  substantially  identical  with  the  corTesponding 
portion  of  the  original,  and  omitting  only  the  letters  where  they  oaa  be 
omitted : 

Tbe  core,  bf  the  force  of  tbe  ftxial  mftgnetiam  thus  created,  it  drkwn  op  within  tha 
e«rity  of  tLe  helix  and  by  means  of  the  Anger  it  llfta  one  edge  of  the  ring  antll.  bj 
ita  angular  linpingemeut  against  the  rod,  It  olamps  aald  rod  and  also  lifts  It  np  to  a 
diitauce  limited  by  the  adjustalile  stop.  While  the  ring  retaiai  tbU  aognlarialatiMi 
with  and  i  m  plage  me  nt  against  tbe  rod.  said  rod  will  be  flmly  retained  and  prarented 
hmn  moving  through  said  ring.  The  adjnstable  stop  is  fixed  so  that  It  shall  arreat 
the  lifting  of  the  rod  when  the  earhonii  are  suffloientlj  separated  ttota  oach  oUmt. 
While  tbe  electrio  onrrent  is  not  pasatng,  tbe  rod  oan  slide  readily  through  the  looaa 
ring  and  thecore,  and  it  i^iU  be  readily  aeen  that  in  (his  oonditlon  the  simple  fbieaof 
gravity  will  cause  the  carbon  F  tu  reat  down  npon  the  carbon  F*,  thns  bringing  tbe 
Tarinns  parts  of  the  device  into  the  position  of  closed  clronit.  Now,  If  a  cnrrent  of 
electricity  is  passed  throngh  the  apparatns,  it  willlustantly  operate,  as  J  ost  explained, 
,  to  lift  the  rod,  and  thus  aeparate  the  cartMos  aud  prodnoe  the  eleobic  light.  '  ■  • 
As  tbe  carbons  bnm  awfty,  thns  inoreasing  the.  length  of  the  voltaic  are,  the  aleettte 
enrrent  diniini«hBHin  strength,  owing  to  the  increased  realstanee.  This  weakenatbe 
magnetism  of  thv  belix,  and  accordingly  the  core,  rod,  and  carbon  more  downwatd 
by  the  foToe  of  gravity  until  the  consequent  shorcening  of  the  voltaic  are  InereMsa 
the  Btren;rtb  of  the  current  and  stops  this  downward  movement.  Altera  time,  how- 
ever, the  clntcb-ring  wiH  reach  Its  floor  or  support  audits  downward  movameat  wlD 
be  arreted.  Now,  any  forther  downward  movement  of  the  (wre,  however  slight,  will 
at  once  release  tbe  rod,  allowing  It  to  slide  throagh  thering  until  it  ia  aneatedhy  the 
npward  movement  of  tbe  core,  dne  to  the  Increased  magnetiam.  In  oontlDoed  opara- 
Uon  the  nornial  position  of  the  ring  is  in  contact  with  Its  lower  aapporta,  the  olRee  o€ 
thecorebeing  toregnlate  tbeslidingoftherodtbrongbit.  If,  however,  the  rod  aeoi- 
dentally  alidee  too  far,  it  will  Instantly  and  antomalieally  be  raised  again,  aa  at  flnt, 
and  the  carbon  points  thus  continned  in  proper  relatioua  to  each  other,     t    *    * 

[I  do  not  liaiit  myself  narrowly  to  the  ring  D,  aa  other  devic«a  may  be  employed 
which  wuDtd  aeoompliab  the  same  result.  Auy  device  may  be  naed  which,  while  » 
cnrtent  of  electricity  is  not  paasing  throngh  the  helix  A,  will  permit  therod  Btoasov* 
freely  np  and  down,  bnt  which,  when  a  cnrrent  of  eleetrlcity  la  pasMd  through  tb* 
helix,  will,  by  the  raising  of  the  eore  C,  operate  both  to  damp  and  to  raise  tbe  rod  B, 
and  tlw^by  aeparat«  thecarbonpMntsF  f  and  retain  them  in  proper  relation  toMoh 

The  paragraph  which  is  inclosed  in  brackets  was  subsequently  din- 
e^^med. 
The  patentee  then  described  anotiier  form  of  his  deviee  shown  in  Agnz» 
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6  of  the  drawings,  ftnd  which  was  applicable  to  a  lamp  which  moves 
both  oarbous.  This  form,  he  said,  contaiaed  his  invention,  and  wasftiib- 
stantiall;  like  flgnre  1  in  constructiou  and  operation.  In  figure  &  the 
core  is  rigidly  oonuected  with  and  directly  commnnicates  it»  motion  to 
the  carbon  rod.  The  clamp  surroaods  the  carbon  rod,  and  is  lifted  as 
the  rod  is  lifted,  while  it  is  tilted  or  held  in  its  aogalar  clamping  po> 
sition  by  a  spring  which  is  not  attached  to  the  core. 

The  application  for  the  original  patent  contained  five  claims,  as  fol< 
lows : 

1.  In  kn  eleotrici  Ikinp,  the  cUmp  D,  ot  il«  eqalvHleot,  by  mnaB  of  which  the  Cftr- 
bon-holiler  B  U  Hrmly  held  knd  permitUd  to  gradnall;  feed  the  carbon  poiut  as  the 
tame  fi  ranenraed,  aabstantlally  m  speeiBed. 

2.  In  an  electric  lamp,  the  caiubiD«tion  of  the  clunp  D  »iid  Kiljnitable  stop  D*  or 
their  cqairalent*,  by  nieani  of  which  the  carbon  polnta  are  prevented  tfom  becoming 
M>  far  appanted  iia  to  break  the  electrie  carrent  and  eztingniib  the  light,  suhatantiBlly 
•■  aprcided. 

3.  In  an  electric  lamp,  the  coiubinatiaD  of  the  core  or  armature  C  and  the  clatnp  D, 
by  meane  of  which  (he  carbon  points  are  separatbd  from  each  other  as  soon  aa  au  elec- 
trioal  onrrent  is  eetabilshed  and  held  asaoder  dnriug  the  contionance  of  the  enrrent, 
aod  then  permitted  to  come  tt^etlier  aa  soon  aa  the  oun-ent  oeaaee,  sulHtantiitily  ■• 
and  for  the  pnrpoaes  speciDed. 

i.  lu  an  electric  lamp,  the  combination  of  the  core  or  annature  C,  the  dunp  D,  and 
a^Jnatabte  atop  jy,  or  their  eqaitalente,  vhereby  the  poiuta  of  the  carbons  are  aep- 
arated  f n>m  each  other  when  an  electrioal  current  is  eatabliiihed,  prevented  from 
sqMtratinft  ao  far  aa  to  break  tlie  current,  and  grailaally  fed  together  aa  llie  carbons 
an  eonsnuied,  substantially  aa  descrii>ed. 

a.  Iq  combination  with  the  core  C,  one  or  more  ■nBtaiuiug-apriuga  e,  Hiibstant lolly 
aa  and  for  the  purpose  ahonu. 

The  first  and  third  claims  were  rejected  by  the  Examiner  upon  the 
groond  that  they  were  anticipated  by  the  English  patent  of  Slater  and 
Watson  of  1852.  The  application  was  thereupon  amended  by  the  erasure 
ot  these  two  claims,  and  by  the  insertion  of  the  following,  which  became 
the  first  claim  of  the  original  patent,  and  as  amended  the  patent  was 
granted : 

In  an  electrie  lamp,  the  combination,  with  the  carlmn- bolder  and  corr.  of  a  clamp 
■ononndinK  the  carbon -holder,  aaid  Clamp  being  inilepeadent  of  the  core,  bnt  adapted 
to  be  raiaed  by  a  lifter  securvd  thereto,  sabstantialiy  as  set  forth. 

The  first  four  claims  of  the  reissued  patent  are  identical  with  the  four 
claims  of  the  original  patent.  The  fifth  and  sixth  claims  of  the  reissue 
are  as  follows : 

&.  In  an  rleetric  lamp,  the  combination,  with  a  carbon-holder,  of  an  annular  clamp 
■orrunndiug  the  carbon -holder,  said  clomp  adaptvd  to  be  moved,  and  tliereUy  1o  ticp- 
aiBte  the  carbou  points  by  electrical  or  magnetic  action,  substantially  aa  herein  set 
forth. 

fi.  Id  an  electric  lamp,  an  annnlar  clam|i,  a<lapted  to  graap  and  move  a  carbon- 
bolder,  enbatantially  as  shown. 

It  iM  not  necessaiy  to  quote  the  seventh  and  eighth  claims,  as  they  re- 
late to  a'different  part  of  the  invention  and  have  been  disclaimed. 

On  October  14,  1881,  the  patentee  disclaimed  the  paragraph  in^he 
descriptive  part  of  the  ai)ecitlcitioo  which  lias  becu  quoted  and  inclosed 
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Od  April  6, 1883,  the  twtentee  diBclaimed — 

Bo  iiiHch  at  Biicb  poft  uf  tbe  inveatiDii  dMorlbed  ia  said  letlera  patent,  aud  coming 
within  the  general  language  of  the  third  claim  thereof,  as  ma;  cover  or  include  aa 
«leuientB  tbereor,  "the  core  or  armature  C "  aad  "the  clamp  D,"exaeptiog  when  tbe 
core  or  arinainre  raiitee  the  clamp  by  a  lifter  Monied  to  such  core  or  aiiiiattire,  sab- 
■tanCially  as  deHcribed  In  said  patent. 

The  8i»ecific  combinations  forming  the  subject-matter  of  tbe  secoDd, 
aeveDtb,  and  eighth  claims  were  also  at  the  same  time  diaclaimeO. 

The  seeuiid  diKctaim^r,  so  far  as  it  relates  to  the  secoiid  and  third 
clfliros',  was  flle<1  in  consequence  of  the  testimony  which  was  latrod  need 
by  the  defendaiitfl  respecting  the  lamps  inrented  by  Leroy  3.  White  in 
1874  and  1875,  and  manufactured  by  Wallace  &  Sons,  of  Aosonia,  and 
which  anticijiatt'd  figure  6.  The  second  claim  mauifestly  relateil  to  flg- 
nre  C.  and  the  third  claim  might  have  beeu  construed  to  iiudnde  a  lamp 
in  which  the  clamp  was  raised  by  the  rod,  as  well  as  by  a  lifter  secured 
to  the  armature. 

The  question  next  arises,  whether  the  disclaimer,  having  attempted 
to  disclaim  figure  6  and  to  retain  figure  1,  had  left  an  invention  in  tbe 
patent;  in  other  wonls,  whether  the  differences  between  the  two  figures 
are  those  merely  of  detail,  not  involving  any  principle.  Tbe  imporbuit 
thinf;  in  each  lamp  ia  tbe  office  of  the  clamp  in  connection  with  the  car- 
bon-holder and  the  core.  In  figure  0  the  clamp,  wh<-n  it  comes  in  con- 
tact with  the  stopiflrrests  tbe  upward movemeutof  the  rod, and  thereby 
limits  the  <listauce  between  the  carbons;  but-,  says  Mr.  Pope,  '*  it  does 
not  |irodu(«  any  material  effrwt  in  connection  with  the  downward  or  for- 
ward movement  of  the  core  or  carbon."  The  clamp  in  figure  1  acts  "  first 
to  permit  a  descent  of  the  carbon  rod,  and  to  cbeclt  such  descent,"  or  to 
control  tbe  intermittent  forward  motion;  bat  in  figure  6  thei^e  is  no 
snch  alternate  permission  and  checking  of  the  descent  of  tbe  carbon 
rod  by  any  action  of  the  clamp.  Tbecl»in)i  in  figure  6  does  not  regulate 
tbe  descent  of  tbe  rod,  whereas  in  figure  1  it  keeps  a  coutinnoaa,  inter- 
mittent feeding  or  forward  motion  of  the  rod.  The  experts  npon  tbe 
opposite  side  do  not  diifer  in  regard  to  this  feeding  motion.  Mr.  Pope 
says: 

It  is  acromplixbed  by  tli«  i-»iitact  of  the  clamping-ring  with  the  Hoar,  wbioh  tilte 
the  fiirmer  iiiin  a  piniti'in  which  permits  the  carbon-holder  1u  Hlip  tbrongh  it  a  snflB- 
oisat  liiatance  to  iiciH>iiipli»h  tliu  obJ4^ct. 

Hr.  Hicks  says : 

Wlicn  the  carlxin  nxl,  thr  tlanip,  and  the  core  hare  nettiuil  ennngh  to  bring  the 
lower  portion  of  thii  nn);u1uT  damp  in  contact  with  the  iipiwr  Hiirfevi!  of  the  lower 
portiuii  of  the  n^imu  iit  Ihn  top  of  the  lamp,  which  is  itn  normal  {HMutiou  incoiittnaed 
action,  nnv  fiirllii^r  IcnKtlicnhi;;  or  temluncy  to  thn  )i'ligthenl(l<(  of  the  electric  arc 
willi-9iiiw>  the  Hidruf  thulium]),  which  in  held  by  the  lifter  of  the  core,  to  fall  an  al- 
most iiiiiHgrcuptil>l«  iiniuiiiit  by  the  miiinlD  weakening  of  ciirrent.  Aa  the  end  of  tbe 
clamp,  which  is  in  contact  with  the  frunie,  caauot  descend  auy  further,  the  ntliei  end 
of  the  clamp  dcHcuniU,  and  tlie  autfular  grip  in  slightly  lelazed,  wliioli,  iiolonger  able 
tOHUiituiri  ihn  weight  of  the  riitl  uiid  cHrbuii,  uMuith  the  rod  audtbecarbou  todeeoend 
a  triile,  which  brings  the  uiirbou  points  slightly  nearer  together,  shortening  the  are  « 
trifle,  which  gives  a  proportionate  Increase  to  the  strength  of  the  onri«Dt  paatiug 


DECISIONS   OF   U.   R    COUKTS   IN   PATEHT  CASES.  3U 

the  belix,  eaniM  the  eoro  alighUf  to  rlw,  cmirying  tba  lifter  Mid  one  aidfl  of  tlut  ring 
instently  upward,  which  eheoka  tha  fbrther  deaoent  of  the  cftrbon- holder  thTODKh  the 
eUnp,  Mid  briDga  the  auanUr  clsup  into  the  irnm*  Mtgulat  potilion  in  regBrd  to  the 
eubon-bolder  aod  the  door  which  It  had  before  the  last  reeding  adjostmeut. 

Tbo  inventinD  of  flgara  1  oonsieteti  in  the  described  means  of  moving 
the  rod,  holding  it  by  tbe  tingnlar  impingement  of  the  damp,  and  oon- 
tinnoful?  regnlating  the  distance  between  tbe  carbons  by  a  oontinnons 
and  gradual  feed  tbrongh  the  aunolar  clamps.  The  means  by  wbioh 
the  effect  is  produced  are  the  lifting  of  the  clamii,  which  is  not  dxed  to 
the  core,  and  which  sniroDuds  the  rod,  by  a  lifter  secnred  to  the  core, 
so  that  the  clamp  will  angularly  impinge  against,  bite,  and  arrest  the 
upward  morement  of  the  rod,  aiMl  then,  as  the  current  diminishes  and 
the  core  drops,  the  consequent  descent  of  tbe  clamp  and  the  loosening 
of  itit  grasp  a|>on  tbe  rod  by  its  contact  with  the  floor. 

It  is  next  claimed  by  the  defendants  that  if  this  was  the  inveution  of 
the  patentee  it  was  not  described  nor  claimed  in  bis  patent  prior  to  the 
disclaimer,  and  that  neither  having  been  deacribeil  nor  claimed,  it  is  an 
invention  wbioli  was  not  shown  iu  tbe  patent,  and  therefore  cannot  be 
introduced  into  it  by  means  of  a  dischiiraer.  The  law  upon  this  subject 
is  dearly  stated  in  Bailea  v.  Stove  Company  (10  Fed.  Rep.,  240).  The 
doctrine  of  the  Hailes  case  is  not  applicable  here,  because  the  effect  of 
the  disclaimer  is  to  disclaim  figure  0  from  tbe  patent,  and  to  retain  flg- 
nre  1,  which  was  clearly  described,  and  all  whose  mecbanical  features 
were  pointed  out,  although  the  distinctive  principle  of  tbe  invention 
was  ueither  known  nor  stated.  The  object  of  the  disclaimer  was  to 
limit  tbe  patent  to  clamp  D  of  figure  1,  with  the  elements  necedtwriiy 
connected  therewith  or  st>ecilled  as  in  combination  therewith ;  and,  as 
will  hereafter  be  stnted,  the  nntnrHl  constmctiou  of  the  first  claim  is, 
and  was,  that  it  relates  to  figure  1,  and  does  not  iuclude  figure  0. 

The  uext  point  to  be  considered  is  the  construction  of  the  various 
daims.  The  tlefendiints  strongly  iusist  that  the  first  claim  refers  to 
figure  6,  and  that  the  dauses,  "  said  clamp  being  independent  of  the 
core,  bnt  adapted  U>be  raised  by  a  lifter  stcured  thereto,"  mean  that 
Uie  damp  is  inde|>eiideut  of  and  not  in  any  way  dependent  for  its  mo- 
tion n|>on  tbe  oore,  but  is  adapteil  to  be  raised  by  a  lifter  secured  to 
ftadf.  Tbe  plaintifb  insist  that  this  language  was  intended  to  desorUw 
«  damp  independent  of— t.  a,  not  Ssed  to— the  oore,  bnt  adapted  to  be 
raisiil  by  a  lifter  secured  to  the  core.  The  latter  construction  is  in  ao- 
oonlance  with  the  natural  meauiug  of  the  wonls  used,  and  tbe  claim, 
as  thns  construed,  iudndes  the  invention  which  the  patentee  made,  and 
what  he  dcsiivs  t«  hold,  while  tbe  defendants'  cou''tru[:tiou  deiMsribes 
an  invention  which  he  admits  that  he  was  not  the  first  to  make,  and 
which  he  has  endeavored  to  diHolaim.  The  natural  construction  is  the 
one  which  should  be  adopte<l. 

It  is  next  insisted  by  the  defendants  that  tbe  first  claim  includes  the 
adjustable  stop  D  of  the  third  claim,  because  it  is  said  that  the  damp 
will  be  inoi>erative  without  a  stop.    The  first  claim  iududes  the  com- 
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Innation  of  the  clamp,  core,  and  rod  and  the  described  elements  whMk 
are  necessary  to  cause  an  angniar  impiugement  upon  the  rod  and  an 
intermitteat  downward  feeding  of  the  rod.  The  stop  is  not  one  of  these 
elements,  bnt  its  otBoe  was  to  arrest  the  upward  motion  of  the  clamp. 
This  olaim  is  not  limitod  to  the  described  solenoid  and  core,  and  to  no 
other  motor,  bnt  by  the  words  " solenoid "  and  "core'*  are  meant  an 
armature  or  "any  magnetically  moving  part  whose  property  or  law  of 
motion  is  sabstantially  that  of  a  core  in  a  solenoid."  The  constanction 
of  the  third  claim  does  not  require  examination.  The  clamp  of  Uie 
sixth  claim  is  not  any  annular  clamp  adapted  to  grasp  and  move  a  car- 
bon-holder. If  it  was,  the  claim  wonld  be  larger  than  the  inveatioD 
and  larger  than  the  patent  with  the  disclaimera.  On  the  contrary-,  the 
claim  means  to  describe  in  general  terms  the  clamp  of  the  first  claim, 
which  raises,  clamps,  and  feeds  downwardly  the  rod,  preserving  a  prao> 
tically  uniform  length  of  arc  by  the  described  means,  or  an  annular 
olamp  surrounding  the  carbon-holder,  independent  of  the  core,  bnt 
adapted  to  be  raised  by  a  lifter  secnred  to  the  core  or  magnetic  motor 
and  some  suitable  agency  to  allow  the  clamp  to  be  tripped.  The  fifth 
'  claim  includes  the  clamp  of  the  first  and  sixth  claims,  thi  carbon-holder, 
the  motor,  and  the  trimiing  device. 

The  next  question  is  that  of  novelty.  Neither  one  of  the  Slater  and 
Wateon  lamps  anticipated  either  claim  as  thus  coostraed.  Their  clamps 
raise,  bite,  and  release  the  rod,  but  do  not  have  the  gradual,  intermit- 
tent feeding  motion  produced  by  the  contact  of  clamp  with  floor.  The 
elamp,  in  combination  with  the  other  necessary  elements,  which  was 
made  by  Charles  H.  Huyes,  of  Ansonia,  Connecticut,  arfd  was  a  part 
of  a  lamp  which  he  constructed  about  the  end  of  June,  1876,  as  an>ini- 
(ffovement  upon  the  White  lamp,  is  the  combination  of  the  first  and 
third  claims  of  the  Brush  patent.  The  carbon  rod  was  square  or  rect- 
angular, and  therefore  was  surrounded  by  a  rectangular  clamp  which 
was  independent  of  the  core.  It  is  not  denied  that  this  clamp  is  the 
equivalent  of  an  annular  clamp.  It  was  raised  by  a  lifter  secured  to  the 
core,  and  was  tripped  by  coming  in  contact  with  a  floor,  while  the  ascent 
of  the  rod  was  checked  by  the  contact  of  the  clamp  with  an  adjustable  - 
step. 

The  plaintifiV  answer  to  the  anticipatory  character  of  this  clamp  is 
that  it  was  an  abandoned  experiment  and  never  was  a  perfected  inven- 
tion. The  facts  in  regard  to  its  character  and  position  aa  an  invention 
are  as  follows:  Mr.  Hayes  was  in  1876,  and  has  been  continuously  since, 
in  the  employ  of  Wallace  &  Sons,  who  are  large  manufacturers  of  brass 
goods  in  Ansonia.  In  1876  this  firm  was  trying  to  find  a  successfiil  elec- 
tric lamp  to  mannl^ture.  Mr.  White  fnrDislied  ttiem  with  his  device^ 
which  they  sent  as  a  part  of  theirexhibittotheCentennial  Exposition  at 
Philadelphia. 

Mr.  Hayes  testified  as  follows : 

ExperiueDta  with  tbe  Wbita  luup  showed  Its  defects  ao  itroagly  or  plainly  that  I 
dMlgn«d  thla  (the  Hayea)  lamp  to  overcomu  tho«e  defeota.    I  made  rough  drawing* 
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fat  tb*  middle  oi  latter  part  of  Hay,  18T6,  oommBncBd  bnildlng  the  lamp  at  onee,  and 
faidwd  It  about  the  and  of  Jane  Ibllowing ;  teated  It,  tried  It,  and  made  w»na  minor 
alteratlona,  and  ran  It  from  time  to  lime,  wbeo  a  lamp  waa  Deeded,  aotll  tbe  16th  of 
Beptember  fbllowing. 

At  this  time  he  wu  in  Pbilaiielphia,  and  a  fellow  employ^  by  tbe 
name  of  King,  thinking  that  he  coold  improve  apou  tbe  clatch  and  make 
tbe  feeding  of  tbe  carbons  answer  more  promptly  to  chatigee  of  tbe  oor- 
lent,  or  make  the  feeding  leu  "Jerky,"  obtained  permimion  from  Wat- 
laoe  &  Sons,  who  owned  the  lamp,  to  make  an  alteration.  The  "  King 
elntch,**  oonstmoted  npoa  a  different  principle  from  that  of  tbe  Hayes 
or  the  Bmsh  clamp,  wan  put  into  the  lamp,  which  has  remained  in  nse 
in  the  mill,  and  since  the  end  of  1876  baa  been  "  used  ia  the  electrical 
room  for  testing  macbiues,  carbons,  &c.,  and  has  been  osed  for  that 
pnrpoee  more  or  less  ever  aince."  But  one  Hayes  lamp  was  made  until 
a  dnplioate  qiecimen  was  made  for  ose  in  this  case.  Tbe  Hayea  clamp, 
it  will  be  observed,  was  used  in  tbe  lamp  only  until  September  16, 
Prior  to  that  date  the  use  of  the  lamp  with  tbe  original  clamp  ia  thna 
deacrlbed  by  Mr.  Hayes  apon  oross-examination. 

It  (the  lamp)  iru  mored  aboat  aod  bnmed  in  dlffbrent  placet  in  the  mill  and  out- 
ride, and  it  wae  aleo  barned  in  oar  other  shop  ocoaalonall;. 

This  shop  was  known  as  the  "  skirt  shop,"  tbe  third  floor  of  wfaiob 
was  naed  for  electrical  work.  The  mill  and  skirt  shop  were  ordinarily 
lighted  by  gas. 

Qneation.  On  what  ocoaeion  did  younae  tbelanipout  of  doorst  Anawpr.  Tbelamp 
waa  naed  ontof  dooraoowveralocooaioni;  when  gaogaof  men  reqniredllgbt  nnload- 
ing  freight'ftom  mllwaf-aiin;  digging  for  io me  work  connected  irltb  tbe  wnter- 
power.  I  am  nnable  to  specify  poaitivel;  any  particalar  date,  but  have  a  general 
reooUefUoD  of  being  thiqaenti  j  called  npon  to  make  a  light  for  Mme  sncb  pnrpoeea. 

Q.  Did  yon  oae  it  aomatimee  to  teet  dynamoa  with  in  Jane — September,  lB76t  A. 
I  think  not  doling  tbat  time. 

Q.  What  other  ose  did  yon  pnt  it  to  during  tboae  monUia  except  tbe  oooaalon*  oat 
of  doora  wbicb  yun  have  mentionrdf  A.  It  was  used  abont  tbe  mill,  more  partloa- 
larly  around  the  mnlflea,  on  occoaioDB  when  It  was  neceaaarr  to  work  daring  the  e*«n- 

Tbe  nse  waa  a  public  one  in  the  presence  of  the  employes  of  the  &C' 
tory.  Tbe  Hayea  clamp  has  been  preserved,  and  was  an  exbibitia  the 
ease.  Wallace  &  Sons  thereafter,  after  mnch  experimeotiog,  went  to- 
a  limited  extent  into  the  manufacture  of  what  were  known  in  the  case 
88  "  plate-tamps,"  or  lamps  having  two  carbon-plates  instead  of  rode, 
bot  did  not  ooDttnae  tbe  business  long.  They  say  that  the  diacontia- 
uanoe  was  doe  to  the  fact  tbat  they  did  not  have  a  satisfactory  gea- 
erBttH".  The  Hayea  clamp  was  used  npon  tbe  plate  lamps,  bnt,  as  ha» 
been  said,  was  ased  npon  bat  one  earbon-[>encil  electric  lamp. 

Hie  plainti^  vigoronsly  insist  that  the  Hayea  clamp  was  not  a  com- 
pleted and  sucoeasfnl  invention,  but  that  its  use  was  merely  tentadvo 
and  experimental,  and  was  permaueutly  abandonetl  becaase  the  device 
did  not  promise  to  be  snccessfal.  Two  tacts  are  manifest,  first,  tbat 
the  Uayee  damp  was  the  clamp  of  the  Brnsb  patent,  and,  second,  that 
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It  became,  after  S^tember  16,  a  disnaed  piece  of  mecbanigm  in  oounee- 
tioQ  with  carbon  points.  The  qaeBtion,  then,  ]|,  Wa«  it  a  porfaoted  and 
pnblioly -known  inventioo,  the  ase  of  wljich  was  abandoned  prior  to  the 
-date  of  the  Brash  invention,  or  waa  its  nse  merel^r  experimental,  whioh 
ended  in  an  abandoned  experiment  on  September  16  f  Tlie  plaintiffs. 
In  Bnpport  of  their  view,  say  that  Wallace  &  Sons  were  searcbinfr  for 
a  Bucceasfnl  lamp,  and  were  exhibitors  of  an  electric  lamp  at  tlie  Oen- 
tennial  Exposition ;  tbat  inventors  were  in  tbeir  employ  who  were  en- 
couraged to  make  experiments  and  trials  in  the  hope  tliat  something 
.good  might  be  produced,  and  under  this  stimulus  one  Hayes  lamp  was 
made;  that  improvements  in  thelocatiott  of  tlie  springwere  made,  then 
.it  gave  a  "Jerky  "light,  and  when  the  inventor  was  away  anothtsr  clamp 
was  put  on  by  the  permission  of  the  owners  to  remedy  this  irregular 
feeding,  but  that  afterwards  no  other  lamp  was  ev«r  oonstracted,  and 
the  Hayes  clutch  was  left  among  other  "odds  aud  endH,"  and  that  the 
indifference  with  which  it  was  received,  its  confessed  faults,  the  at- 
tempted improvements,  aiM  its  disuse  show  tbat  the  Hayes  damp  iwver 
was  an)  thing  more  than  an  attempt  to  invent  something  wbiub  proved 
to  be  a  foilnre. 

The  qne^tton  of  fact  in  this  part  of  the  case  must  turn  upon  tlie  char- 
acter of  the  use  of  the  lamp  jirtor  to  September  16,  because  it  is  estab- 
lished tbat  the  Hayes  damp  and  the  Brush  damp  in  their  patented  feat- 
urea  were  substantially  alike,  and  tbat  the  point  in  whioh  tbey  differ^ 
viz,  the  length  of  the  arms — is  not  a  part  of  the  principle  of  the  device. 
Was  the  lamp  with  this  clutch  used  merely  to  gratify  cariosity  or  for 
purposes  of  experiment,  to  see  whether  the  feeding  device  was  adooess- 
ful,  or  whether  anything  more  was  to  be  done  to  iterfect  it,  or  was  it 
put  to  use  in  the  ordinary  business  of  the  mill  as  a  thing  which  waa  oom- 
pleted  and  was  for  use,  and  was  neither  uiion  trial  nor  for  show  T  Hayes 
made  the  lamp  for  Wallace  &  Sons  as  an  improvement  a|)on  the  White 
lamp,  and  apparently  turned  it  over  to  them  to  be  used  when  they  cboae. 
An  alteration  was  subsequently  made  in  the  location  of  the  spring. 
The  lamp  was  used  at  diffiirent  times  in  the  work  of  the  mill  at  nigbt, 
indoors  and  out  of  doors.  Its  nse  at  those  times  does  not  seem  to  have 
been  for  the  purpose  of  testing  the  mnohine,  or  uf  calling  attention  to 
it«  qualities,  or  of  gratifying  curiosity,  but  it  was  used  to  ftamiAh  light 
to  the  workmen  at  their  work.  I  have  queried  whether  this  nse  was 
not  that  of  a  thing  which  might  be  of  help  in  an  emergency,  and  whioh 
was  tlionglit  to  be  better  than  nothing,  though  not  of  much  advantage, 
but  it  was  apimrently  nsed  to  accomplish  tbe  ordinary  purposes  of  an 
electric  light  in  a  mill  to  enable  the  workmen  to  see  at  night,  although 
it  WHS  not  uniformly  used  because  the  mill  was  lighted  by  gaa.  But 
the  pluintifl's  prcHs  the  question :  Why,then,  was  thefurthernaeof  the 
Hayes  clamp  and  lamp  discontinued  I  This  question  is  significant,  be- 
•cause  the  abandonment  of  a  thing  wliich  is  greatly  wanted  is  ordinarily 
«  very  suggestive  circumstance  to  show  that  it  was  defective,  aud  that 
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before  the  mveutiou  contd  be  completed  aometbing  was  to  be  done  which 
nerer  was  done. 

I  think  that  Wallaoe  &  Sonti  did  not  push  the  electrio-lanip  bnsineM 
becaoM  Uiey  had  do  generator,  and  I  also  think  that  the  Hajea  lamp, 
eitberwithor  without  the  Hayea  clutch,  did  notimpresa  them  fuvorabtj-, 
for  they  contented  themBelres  with  mailing  only  one  specimen,  whereas 
they  mode  six  White  lauiim,  aud  after  mnch  experimenting  and  after 
the  inveutioii  of  the  Hayes  lamp  they  made  fifty  or  sixty  plate-lam|>p. 
For  some  reason  they  did  not  mannfnctnre  the  Hayes  lamp,  but  tamed 
away  to  the  plate  Umpa.  But  the  facta  that  the  unticiimtory  device 
was  tbe  device  of  the  patent,  aud  did  do  practical  work,  nnd  was  pot 
to  ordinary  use,  and  that  it  <loea  not  appear  that  the  Hayes  clamp  waa 
the  caoae  of  the  neglect  with  wliicli  Wallace  &  Sous  treated  tbu  Hayes 
lamp,  seem  tome  to  outweigh  the  doubts  whieh  arise  from  the  short- 
ness of  ita  existence  and  its  permanent  diHappearaiice  from  a  carbon- 
pencil  lamp.  The  case  is  that  of  the  public,  well  known,  practical  ase 
in  ordinary  work,  with  as  much  sucueiw  sh  was  reasonable  to  exiiect  at 
that  stage  in  the  development  of  tbe  meclisnism  belont^ing  to  electric- 
arc  lighting,  of  the  exact  invention  which  was  snbitequently  made  by 
the  patentee,  and  althoagh  only  one  clamp  and  one  lamp  were  ever 
made  which  were  used  together  two  and  one-half  months  only,  and  the 
invention  wns  then  taken  from  the  lamp,  aud  was  not  afterward  used 
with  carbou  peouls,  it  was  an  autifipntion  of  the  patented  device  under 
the  established  rules  u|M>n  the  subject.  With  a  strong  disiucliuatiou  to 
permit  tbe  remains  of  old  experiments  to  destroy  the  itecamary  value 
of  a  (ftttent  for  a  useful  aud  successfnl  invention,  and  remembering  that 
tbe  defendaota  must  assume  a  weighty  bnrdeu  of  proof,  I  am  of  the 
opinion,  that  the  patentee's  invention  has  been  clearly  proved  to  have 
beeu  anticii>ated  by  that  of  Hayes.  (C'o^it  v.  Ogdm,  18  Wall.,  120; 
Seed  V.  Cutter,  1  Story,  SOU;  Pickering  v.  McCulloiigh,  18  U.  Q.,  818; 
Cartia  on  Patents,  sees.  SSi-i)'2.) 

Tbe  bill,  so  far  aa  it  relates  to  the  clamp  patent,  is  diainissed. 


I Onltnl SUtH circuit  UanrU-SnitlisTD  Diiitiist  nf  Ohio] 

KUHL  r.  MtTELLBR   ET  AL. 

Deci^nl  JmI)  S,  I>«4. 

S»t).  O.,  Ml. 

,  It  liaii  iicvrr  Xvfo  bcM  lluitaneqalvalcii;  kiioim  «t  the  data  «r  the  iurention  oonld 
Im'  naml  witbont  infriiiKing  th*  pal«at;  «iicb  ■  holdiuKi  if  ifeuerally  Adopted, 
won  Id  am  oil  lit  prHcticftllj  to  the'lFitrnclionoftfaeUir  ofeqaWaleuta. 

:.  If  an  luvmtor  la  tlie  Unt  to  prodaoe  n  reanit,  he  ie  entitled  to  nil  meaiM  koowa  at 
the  dftto  of  hie  patent  by  which  the  uiine  result  oan  be  prodoeed.  .  , 

Mr.  Qeo.  J,  Murray  fbr  the  cotnplninant.  '      <i 

Mr.  J.  F.  TKokiff  for  the  defendants. 
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SXOB,  J.; 

The  ootnpliunaDt  U  the  owner  for  Haiplltoo  Oonaty,  Ohio,  of  Belasaa 
Patent  No.  4,361,  grant«d  to  John  J.  Sohillinger,  May  2, 1871,  for  im- 
proremeutio  ooDorote  iwrements.  The  patent  has  been  bo  freqaently 
soBtained  by  tlecieions  of  the  Uuit«d  States  ooiirt  that  it  is  not  neoeasary 
to  atate  the  reaaons  for  holding  it  valid  in  this  canee.  It  ia  aaffldent 
to  refer  to  the  following  oases :  8diillinger  v.  Oventker,  October,  1878, 
Jndge  Btatoliford  (11 0.  G.,  713) ;  Same  t.  Same,  Jodge  Shipman,  Mi^, 
1877(UO.  O.,  831);  Same  v.  Same,  Jatlgt,  Blatohford  (16  0.  O.,  906); 
Oa^omia  Artifioial'  Stone  Paving  Company  v.  Ferine,  Same  v.  Molitor, 
May  7, 1881,  Judge  Sawyer  (2U  O.  O.,  813.) 

The  invention  relat«e,  as  is  stated  in  the  speciflcatJon  of  the  patent, 
to  a  concrete  pavement  which  is  laid  in  sections,  so  that  each  seotioQ 
can  be  taken  op  and  relaid  withont  disturbing  the  adjoining  sectioiu. 
The  pavemeut  isformedooDcreteof  cement  mixed  with  sand  and  gravel 
or  other  suitable  mat4>rial  to  form  plastic  compound,  and  laid  in  seotioas, 
M  as  "  to  allow  the  blocks  to  be  raised  separately  without  affectiDg  tli« 
blocks  acljacent  thereto."  The  method  stated  by  the  inventor  in  his 
specification  is  to  place  between  the  joints  of  the  adjacent  blocks  strips 
of  tar  i>aper  or  other  suitable  material  in  the  following  manner :  After 
completing  one  block  he  places  the  tar  paper  along  the  edge  where  the 
aext  block  is  to  be  formed,  and  puts  the  plastic  composition  for  saidt 
next  block  up  agaiost  the  tar  paper,  and  prooeedit  with  the  formation 
of  the  new  block.  He  proceeds  in  this  manner  uatil  the  pavement  is 
oompleted,interposingtarpaperbetweeu  the  several  joints,  as  described. 
The  paper  does  not  adhere  to  the  blocks,  ft  forms  a  tigfat>  waterproof 
joint,  allowing  the  several  blocks  to  heave  separately,  from  the  effects 
of  frost,  or  to  be  raised  or  removed  separately  without  injury  to  adjacent 
blocks.    The  claim  is — 

Tbe»TMig;eiiieiit  ofUrpApeioritHeqiiivBlent  butfrueu  a4ioiDlo|{bloo1»nf  oonoivta, 
■abstantiklly  m  ftnd  for  the  piirpoae  let  forth. 

This  was  the  second  claim;  but  the  patentee,  before  making  the 
assignment  to  complatuaat  under  which  he  aaes,  filed  a  fliselaimer,  dia- 
claiming  the  first  chiim,  leaviug  ouly  the  claim  aliove  quoted.  The 
patent  was  at  once  recognized  as  valuable.  Inftnngementa  were'nn- 
merouR.  Jndge  Blatchford  states  that  the  first  infringers  cut  joints 
and  filled  the  spaces  with  pitvh  or  asphaltam.  Cement  also  was  used 
to  fill  the  joints.  Joints  were  cut,  while  the  material  was  yet  plastic, 
with  the  trowel.  It  was  held  that,  although  the  catting  was  notentiiely 
through  the  pavement,  it  was  an  infringement,  and  that  it  was  not  ma- 
terial whether  the  out  was  of  greater  or  1es»  depth,  provided  that  it  was 
sotficient  to  prevent  the  irregular  cracking  of  the  i>avoment,  which  had 
Dot  bi^n  acvomplished  prior  to  Schilliiigur's  patent. 

In  the  case  of  the  Ca^emia  Artificial  Stone  Paving  Con^any  v.  Fer- 
ine, cited  above,  Judge  Sawyer  said : 

One  uf  the  gruut  Dlijectionii  lo  tlie  solid  coiicretu  puvemoutamiulo  before  Sufalllinger^ 
inreution  w»a  that  thnf  ontckiHl  im-Rnlarly  ;  ftud  one  of  the  ehlaf  irlTBirtPHllllf  Mi 
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tarantion,  ■•  thowD  \>j  the  tMtiinODj  in  those  ouaa,  la  ttwt  Iha  opsaingB  renUtinc 
fton  shriiik^e  come  aloog  tbo  line  of  the  Joisti,  and  tba  blooka  (hMtuulvM  do  not 
aTKck,  ftlthongh  thftt  adTMitSKe  iinot  set  forth  in  the  patent.  In  thepavenionti  oon- 
■tmcted  by  the  nepandenta  tEiis  result  hw  beru  Bttsined,  »ud  it  hsu  been  admitted 
by  the  TMpondenta  in  one  caae  in  this  conrt  in  whiob  this  Schilllnger  patent  has  l>eeD 
in  qneation  that  the  object  of  ranuing  the  trowel  tbrongh  at  the  Jointa  wua  te  ao 
weaken  the  pavement  along  tbcae  lineaaatocontiolthecraeUDgand  leave  the  blooka 
a*  marked  off  nnbioken.  Thia  la  clearly  an  infringeuent,  for  the  patentee  la  entitled 
to  all  the  beiieflle  which  reaalt  from  hia  invautiou,  whether  be  hu  tpecitled  all  the 
heueflts  in  bia  patent  or  not.  So,  in  heaving  from  froat  and  in  taking  up  the  pave- 
ment the  breakage  wontd  be  likely  to  be  along  the  aame  line. 

Tfae  ilefendaDta  Mnellerand  Dietricb  hare  sabmitted  testimony  that 
tbeybave  not  coDstrncted  coocrete  paremeiita  laid  in  debuhed  sections 
having  tar  paper  or  the  equivalent  between  the  adjoining  seotiona,  bat 
that  they  have  laid  tbeir  pavements  in  a  solid  maas,  and  while  they  were 
yec  plastic  mariied  the  ^nrface  with  a  flsU-liue  one-sixteenth  of  an  inch 
in  diameter,  the  depth  of  the  impression  made  by  the  line  not  in  any 
case  exceeding'  the  diameter  of  tbe  line ;  that  the  object  iu  marking  the 
pavement  is  to  relieve  tlie  monotony  of  a  plain  sarfaco  and  to  giv'e  tbe 
pavement  the  appearance  of  having  been  constructed  of  freestone  blocks. 
They  iUsist  that  the  material  is  not  thereby  divided,  that  none  of  it  is 
removed,  and  that  the  pavement  at  the  point  of  impression  is  actually 
strengthened,  the  particles  of  the  material  being  pressed  closer  together 
by  the  impression  made  by  the  string,  which  is  stretched  across  the 
pavement  and  then  pressed  in,  generally  by  the  nse  of  the  trowel. 

The  complainants  snbmitted  testimony  tending  to  prove  that  the  de- 
fendants cut  joints  with  the  trowel,  and  that  the  line-marks  were  ooia- 
cident  with  the  cats,  which  had  been  at  least  partially  closed  by  cement 
or  other  material;  also  that  the  line-marks,  which  fill  with  sand  or  dirt 
almost  immediately,  are  the  cqoivalent  of  the  tar  paper,  for  the  reason 
that  they  control  the  cracking  of  the  pavement  and  limit  it  to  the  space 
within  the  line-marks  where  it  originates.  Theconflictintbe  testimony 
is  irreeoncilable,  bnt  there  is  in  the  testimony  that  which  furnishes  a 
means  of  arriving  at  a  satis&tctory  conclnsion,  as  will  presently  appear. 

The  defendants  citP  the  case  of  The  Cali/or»ia  Artificial  Stone  Com- 
pony  V.  FreeSbw*  (17  Fed.  Reporter,  735),  decided  by  Judge  Sawyer. 
He  says : 

It  ia  luaieted  by  oomplainant  that  marking  off  the  blouka  ou  the  aiirraoe  at  the  tlm« 
of  laying  the  pavement  with  a  marker  about  one-sixteenth  of  an  inch  in  depth  ia  an 
infringement.  I  am  nnable  to  peroeive  that  the  mere  mnaing  nloog  the  aurfitce  of 
that  Mont  and  nianded  marker  one-«i(teenth  of  an  1  neb' in  depth,  there  being  no  ont- 
Ung  elae  where,  ia  making  a  Joint.    I  fail  to  see  that  it  ia  an  inrdngement. 

T\ns  clearly  indicates  the  true  test.  If  the  marking  with  the  line  be^ 
a«  the  defendants  claim,  merely  ornamental,  and  effecting  nojother  re* 
salt  than  tcrgive  to  the  pavement  the  appearance  of  twing  laid  in  blocks 
tH-  sections,  it  is  plainly  not  an  infringement.  Tn  the  case  cited,  after  a 
line  of  blocks  had  been  formed  and  become  solidified  a  new  block  was 
1  between  scanilings  and  the  block  or  blocks  before  formed  with- 
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oat  intwposiDg  auything  whatever  between  the  new  and  the  old  Uoeka, 
and  no  cnttJnf;  was  made  in  the  joint  between  the  old  and  the  new 
blocks.  The  marker  was  then  ran  along  the  line  between  the  old  and 
new  blocks  npon  the  surface.  The  forming  of  the  new  block  against 
tiie  block  before  formed  in  the  manner  above  stated  was  acocndinK  u> 
the  specifications  and  ulaim  in  the  reisBne  snbseqnenti;  diifrlaiww^,  and 
the  court  properly  held  that  the  marking  along  the  line  of  the  joint  tbeo 
formed  was  not  an  infringement.  Bnt  in  the  vases  of  PeriiM  and  Molt- 
tor  ibe  trowel  was  ased  to  cut  tbe  pavement,  while  in  a  plastie  state* 
into  blocks,  and  the  cuts  or  joints  having  been  smoothed  or  floated  OTer* 
M  that  they  were  not  visible,  a  joint  marker  ontting  from  oae-sixteentli 
to  one-eighth  of  an  inch  in  depth  was  mn  over  tbe  line  of  the  jmnts 
marking  off  the  blocks,  and  the  defendants  were  held  to  be  inlriBgen. 
Ifow,  if  tbe  marker — whvther  it  be  a  cord  or  of  any  other  desorii^iaii  is 
not  material — make  a  cat  or  depression  which  has  tlie  effect  to  eaose 
tlie  pavement  to  break  by  upheaval  or  cracking  from  any  oanae  alcng 
tlie  line  ot  the  cut  or  depression,  its  use  ii  cteariy  an  infttegenent. 
Whatever  depth  of  cat  or  mark  will  iMX>daea  tbe  e&nt  stated  ia  ■■  eer- 
ti^nly  an  Infiingement  as  if  the  blocks  or  sections  of  the  pavunent  w«n 
Kitirely  separated  one  fVom  another.  The  catting  witb  tbe  trowel,  it 
was  held,  was  an  infiingement,  although  it  was  not  to  tbe  entire  depth 
of  ihe  pavement.  The  difference  is  only  in  degree.  Did  the  line  osed 
by  defieudauts  cot  joLats  and  form  blocks  or  sections  of  the  pavements 
oonstmcted  by  them  in  violation  of  the  rights  of  oomplaiuantf  Did 
the  defendants  separate  said  pavement  into  blocks  or  sections  t>y  the 
nse  of  the  trowel  f 

The  oomplaiooiit's  witnesses  afllrm,  the  defendants'  deny,  as  to  oadi 
of  these  questions,  and  npon  the  statemeats  alone  of  the  TritnnODOo  it 
would  be  extremely  difficult  to  decide.  Bat  the  exhibits  jwodiiaed 
(blocks  from  the  pavements  laid,  by  defendants)  show  lines  of  division 
oleor,  distinct,  and  complete.  If  these  were  prodaced  by  the  nae  of  the 
marker  only,  it  is  inoonteetable  that  the  use  of  the  markw  is  an  infringe- 
ment. If  they  were  produced  by  the  trowel,  the  defendants  are  in- 
IHngers,  as  has  been  repeatedly  held.  Therefbre,  it  is  not  neoesoaiy 
to  determine  whether  the  marker  only  was  osed.  The  exhibits  estab- 
lish the  fact  that  tbe  pavement  was  divided  while  yet  plastic  into  blotAs 
or  sectioue,  and  if  that  result  was  accomplished  by  the  trowel  or  by  the 
marker,  either  is  the  equivalent  of  the  tar  paper  described  in  the  apee- 
iflcation  of  the  patent  under  which  tbe  complainant  claims.  &Btthede> 
fendants  insist  that  the  dse  of  a  line  as  a  marker  was  known  long  prior 
to  8ohiUinger*8  invention,  and  wltnesKS  so  testify;  and  coouael  point 
to  the  wails  of  the  oonrt  rooms,  built  thirty  years  ago,  in  otnnbimUioa 
of  tbe  foot  as  they  claim  It.  They  therefore  urge  that  if  the  nae  (rf  the 
line  be  the  equivalent  of  the  tar  paper,  it  is  nevertheless  <dS,  and  tkey 
have  a  right  to  use  it,  citing  Dennia  v.  Crou  (6  Fisher,  138).  Id  that 
ease  the  patentee  claimed  the  application  of  a  spring  eateh  and  lipa  to 
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Uie  pnrpoM  of  secaruig  the  glass  globe  in  the  bottom  of  the  lanteru^ 
and  it  appears  that  spnaf(-catcbes  bad  been  previously  used  for  fast«D- 
Ing  the  oil'pot  in  the  bottom  of  the  lautera.  Judge  Blodgett  held  that 
the  patent  ouuld  not  be  sustained.  There  caa  Ik  do  doubt  that  the  hold- 
ing was  correct.  But  that  isnot  this  case.  There  the  use  of  tbe  spring- 
catch  by  the  iMteutee  was  substantially  tbe  same  as  that  knowa  and 
used  before  bia  inveution.  Here  the  marker  was  used,  it  is  true,  before 
Scbilliuger's  iuTeotion,  but  only  upon  walls  for  omameatal  purposes, 
and  there  was  nothing  in  such  prior  use  that  could  be  held  to  anticipate 
Sehillinger's  patent  It  has  never  been  held  that  an  equivalent  knowtf 
at  tlie  date  of  the  inveution  oonld  be  used  without  infringing  the  pat- 
eat.  Sncb  a  holding,  if  generally  adopted,  would  amouut  practically 
to  the  destruotioa  of  tbe  law  of  equivalenta  Walker  on  Patents,  sec. 
364,  et  teq.  Merwin  on  Patentability  of  Inventions,  chap.  4,  p.  281,  et 
teq^  aod  chap.  7,  p.  527,  et  avq. 

Cutting  of  mortAT  and  other  plastic  material  with  the  trowel  was- 
koowu  long  before  the  date  of  Schilliuger's  invention ;  but  that  would 
not  be  held  to  be  a  prior  one  whieb  would  invalidate  his  patent  Schil- 
liDger  was  the  first  to  produce  the  result  accomplished  by  his  tar  paper. 
He  ia  entitled,  and  so  is  the  complainant,  aa  his  assignee,  to  all  meana 
known  at  tbe  date  of  his  patent  by  which  the  same  result  can  be  pro- 
duced, or,  in  the  language  of  his  chum,  to  tar  paper  or  its  equivalent 

A  decree  will  be  entered  far  the  complainant  for  an  iiyunctiou  aud 
aeoount,  as  prayed,  with  costs. 


[DalMd  StatN  Clmtt  CaaTt-SanOvB  DUbrtot  of  Hev  Tork.  J 

Thayeb  «.  Hist,  Jr.,  et  al. 

D«eid«d  Jmm  38, 18B4. 
28  O.  O.,  549. 

1.  Wbare  tlw  oompUlnuiVi  patent  waa  granted  before  the  dftt«kt  whielk  the  d«fead- 
•nta'  applicfttioD  waa  fl1«d.  It  ia  iDcnmbeut  npon  tbe  latter  to  proTe  beyond  a. 
rcaaonable  doabt  tbat  tbeira  vm  the  prior  invention,  wad  tbia  Iwlng  done,  th» 
bnrden  !■  trsnaferred  to  the  ooiDplainant  to  iatinfj  the  conrt,  by  proof  aa  cod' 
vlDolng  aa  that  t«qnlred  at  the  defenilants,  that  hia  invention  preeeded  theiia. 

%  Tbe  evidenoe  of  prior  invention  ia  aanally  entirely  within  the  control  of  the  party 
aaaerllDg  it,  and  eo  wide  ia  tbe  opportunity  for  deceptioQ  or  miatake  that  th* 
•nthoritlca  are  almoet  QDaDimoas  in  holding  that  it  mnat  be  eatabliahed  by 
proof  olear,  poaitire,  and  anequivocal — nothing  mnat  be  left  to  spocnlation  or 
ecMiJectai«. 

3.  It  being  fonnd  that  no  one  of  the  principal  circuoiatancea  relied  on  by  the  oom- 
plalnant  ia  fkee  trom  perplexity,  either  it*  own  date  being  nnoertain  or  there 
bring  diffloolty  in  oonneatlog  it  with  the  invention,  the  donbt  ia  eraated  wbiok 
the  aathoritiea  hold  moat  be  abtent  frotn  the  mind  of  the  ooni^  and  it  follow* 
that  the  bill  mnat  be  diamiaaed. 

Mr.  Jotiak  P.  Fitek  for  the  complainant 

Mr.  Freierk  H.  Betti  and  Mr.  G.  Wy%a  BMa  for  the  defendants. 
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C50XE,  J.; 

The  oomplatnuit  ia  th«  owner  ot  Letten  Patent  Na  202,673,  dated 
April  23, 1878,  for  ao  improvement  in  necktie-ahields.  The  applicatioQ 
was  filed  December  20, 1877.  The  defendanta  are  the  ownen  of  Let- 
ters Patent  No.  22U,filO,  dated  October  14, 1879,  for  a  similar  iDventioD. 
Their  application  was  filed  Angnst  28, 1879.  Both  patents  are  designed 
to  secure  a  pin  formed  with  s  shoulder,  and  so  constructed  that  it  may 
be  conveniently  and  flrmty  attached  to  a  neektie-ahield  without  using 
any  device  for  the  purpose  of  fasteuing  except  the  pin  itself.  The  only 
difference  so  far  as  the  pin  in  qaestioii  is  concerned,  irrespective  of  the 
method  of  attaching  it,  is  that  in  complainant's  device  the  upper  end 
of  the  pin  is  tamed  away  from  the  point,  and  in  defendants'  it  is  tamed 
toward  the  point.  The  principal  controversy  relates,  therefore,  to  tiie 
qaesiion  of  prior  invention.  The  complainant's  patent  antedating  the 
defendants'  it  was  incumbent  upon  them  to  prove  beyond  a  reasonable 
donbt  that  theirs  watt  the  prior  invention.  This  they  have  done  by 
proof  80  positive  that  the  complainant's  connael  conceded  on  the  argu- 
ment thar  the  date  of  their  invention  was  January  15,  1877 — eleven 
moutbR  prior  to  the  filing  of  the  complainant's  application.  This  date 
bein^  fixed,  the  burden  was  transferred  to  the  complainant  to  satisfy 
the  conrt  by  proof  as  convincing  as  that  required  of  the  defendants  that 
biM  invention  preceded  theirs.  The  rule  in  s,och  cases  is  very  strict.  It 
is  no  essy  to  fabricate,  or  color  evidence  of  prior  invention  and  so  diffi- 
cult to  contratlict  it  that  proof  has  been  required  which  does  not  admit 
of  reasonable  iloubt.  Where  interests  so  vital  are  at  stake,  where  in- 
tervening years  have  made  perfect  iiccnracy  well  nigh  impossible,  where 
an  event,  not  deemed  important  at  the  time,  baa  been  crowded  from  the 
memory  and  obscured  by  the  ever-varying  Incidents  of  an  active  life, 
it  in  not  diflicuU  to  imagine  that  even  an  honest  man  may  be  led  erro- 
neously to  {lersnade  himself  that  the  fact  accords  with  his  inclination 
conceniing  it.  The  evidence  of  prior  invention  is  nsnally  entirely  within 
the  control  of  the  party  asserting  it,  and  so  wide  is  the  opportanlty  for 
decejttion,  artifice,  or  mistake  tliat  the  authorities  are  almost  unani- 
mous in  holding  that  it  mast  be  established  by  proof  clear,  pcMitive* 
and  unequivocal — nothing  must  bo  left  to  specoiation  or  ooiyeotare. 
In  Coigtn  V.  Ogdm  (18  Wallace,  120)  Mr.  Justice  Swayne  says: 

The  inveDtion  or  diacuverj  relied  opon  ■■  a  ilefense  mmt  Iibto  t>e«ii  complete  utd 
OApalile  of  producing  the  renult  Miigbt  to  be  acoompDahed,  »di1  tbUniaiit  bo  abowa 
by  tbn  itcftiiidHiit.  The  burden  of  proof  reaU  upon  him,  and  aveiy  reawiwlile  doubt 
should  l)H  roBolved  Bgainot  him. 

In  Webster  Loom  Compaay  v.  Hiffffint  (4  Ban.  &  Ard.,  88)  tlie  Court, 
at  page  1)8,  says: 

The  burden  of  proof  reatfl  upon  the  defeodnnta  to  ibow,  beyond  •  Mr  doubt,  Uio 
prior  knowledge  and  aae  net  up  ;  but  where  they  have  ■DBtalttBd  tliat  harden  bf  ■bow- 
ing Bucb  knowledge  and  use  prior  to  the  patent,  the  burden  of  showing  the  rtill  prior 
invention  claimed,  bf  at  laaat  a  fkir  balance  of  proof,  muat  n*t  npon  tba  plaintiff. 
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In  Wood  T.  CUteland  RoUinff  MUl  Company  {4  Fisher,  550)  the  coart, 
refBiriag  to  the  iritneflaes  called  to  establfdh  prior  iaveatioD,  says,  at 
pag«5fiB: 

Their  ImsgiuKtloD  !•  wrnnght'apan  b;  tbo  iDflaeooMto  which  their  minds  are  anb- 
Joeted,  and  beelonda  their  nieinor;.  Wheo  the  defeiue  is  made  it  is  the  dot;  of  oonrta 
Mid  jBrica  to  give  It  effect.  Bat  snch  trstlmooy  ahonid  be  woigbed  with  eare.  Mid  the 
tofeaie  Allowed  to  pravall  oul;  where  tlie  evidence  is  sncb-ss  to  leaTe  no  room  for  » 
iwoD^ble  doabt  upon  the  labjeot. 

Id  Hoaa  v.  Uiuitnoood  (1  Id.)  Judge  Bprague,  at  page  176,  Hays : 

How  iDT«ri«ble  is  it  th»t  »fter  »  graat  inTenlion  lias  been  brongbt  liefore  tlie  world, 
lua  beooDW  known  to  the  pablio,  and  pat  in  form  to  be  ntefbl,  thftt  people  start  np  in 
Tarions  plaeee  *Dd  declare  that  they  lurented  tlie  tame  thing  before.  After  baring 
Men  what  has  been  done,  the  mind  Is  var;  apt  to  blend  snbaeqneDt  Infonuatlon  with 
prior  reoolleottons  and  joonfoae  them  together.      Propheiy  after  the  event  is  eaaj 


WithiD  the  rule  tbos  established  the  qaestioD  to  be  answered  here 
Is:  Has  oomplaioaDt  satisfied  the  court  beyond  a  reasonable  doubt 
that  he  oonoeived  his  invention  prio^  to  January  10, 1877 1  After  mak- 
ing evety  allowanoe  for  the  iaexperienoe  of  some  of  oompiaiuant's  wit- 
iMBses,  severe  of  them  bung  yoong  vomen  called  for  the  first  time  to 
tlw  witness  stand,  it  must  be  said  that  his  evidence  la  involved  in  snob 
oontiadiotion,  anoertainty,  aud  coufnsiou  that  he  has  failed  to  bring 
himself  within  tite  mle  above  adverted  to.  The  oomplainant  Axes  the 
middle  of  October,  1S76,  as  the  time  of  his  invention.  The  oircnmstances 
whiah,amoDg  others,  lead  him  to  do  so  as  are  follows :  Daring  his  absenoe 
at  the  Ontennial  Exhibition  in  October,  on  which  occasion  his  wife  and 
ehild  accompanied  him,  t^e  firm  of  Hubbs  &  Klein  left  au  order  with 
bis  forewoman  for  five  groaa  of  "  Ghanoellor  shields"  with  pins  attached. 
On  his  return,' in  order  to  avoidtheexpenseof  purchasing  the  pins  then 
in  the  market,  he  commenced  experimenting  with  a  common  pin,  and 
in  connection  with  Albert  H.  Smith  euoceeded  in  making  the  patented 
inveution.  A  shield  and  pin  precisely  like  the  defendants' device,  alleged 
to  have  been  made  shortly  after  this  time,  was  produced  in  evidence. 
Id  the  latter  part  of  the  same  month  or  early  in  November  another  oider 
fbr  similar  shields  And  pins  was  filled  Cor  the  same  firm  and  also  one  for 
Anaon  Pitidker,  of  Boston,  The  pliers  and  other  tools  used  in  bending 
tbe  pins  and  a  memorandum-book  of  one  of  the  workwomen,  in  which 
appears  an  entry  in  complainant's  handwriting  under  data  of  October 
28, 1876,  alleged  to  refer  to  the  "  Ghanoellor  shields  "  in  question,  were 
also  exhibited  to  tlie  ooart  The  witnesses  are  fluther  enabled  to  locate 
tiie  date  of  the  invention  by  the  circumstances,  first,  that  it  occurred  a 
short  time  prior  to  coniplaiuant's  removid  of  his  place  of  business  from 
Walker  street  to  Geut^r  street,  aud  very  soon  after  some  fans,  known 
as  "Genteunial  foua,"  were  finished.  Though  these  are  the  salient  feat- 
nres,  there  are  several  other  oircnmstances  which  tend  to  corroborate 
the  complainant  in  fixing  upon  October,  1876,  as  tbe  time  when  the  idea 
of  the  patented  pin  fiistentered  his  mind.  But  the  defendants  have 
9373  PAT 21 


322  DECISIONS  OF  IT.   &  OOUBTS  IS  PATBHT  OABKB. 

socceeded  id  contradicting  or  ooeting  saspteion  apon  each  oM  of  tlie 
principal  transactioDS  irhicb  the  complalDADt  has  gronped  aroond  hia 
iDTeotioD  as  forming  the  date  b;  which  he  locates  the  time.  It  is  ahoTO, 
for  instance,  that  he  viaited  the  exhibition  at  Philadelphia  with  hia  wiA 
and  child  in  Angost,  and  not  in  October.  It  moat,  therefore,  be  aaid 
either  that  the  Invention  waa  not  immediatelf  after  that  visit  or  that  It 
vraa  not  iu  October,  and  it  is  difflonlt  to  reconcile  either  oonolnaion  vitli 
the  other  testimony.  Being  recalled,  the  complainant  testified  that  he 
again  visited  Philadelphia  in  October,  bat  he  went  alone  and  was  there 
but  a  single  day.  This  conld  hardly  have  been  the  oooasioa  referred  to 
by  the  witness  Cordelia  White,  as  her  recollection  relate*  to  thefbrmer 
rather  than  the  latter  visit. 

The  defendants  also  offered  evidence  proving  or  tending  to  prove  the 
following  facts:  That  sltbongh  Hnbbs  &  Klein  were  associated  to- 
getbw  in  bosineas  no  partnership  betweea  them  ever  existed :  that  the 
October  order  referred  to  was  never  given  and  no  entry  thereof  appears 
apon  complainant's  books  for  1876,  notwithstanding  the  faot  that  it  is 
allt^ged  to  have  been  given  in  cironmstanoes  which  wonld  ordinarily  le- 
qaire  an  entry  to  be  made.  Indeed,  no  mention  is  made  in  the  ledger 
of  1878  of  Hnbbs  &  Klein,  either  as  a  firm  or  as  Individaala,  and  there 
is  no  entry,  either  that  year  or  tlie  next,  of  which  it  can  be  positively 
asserted  that  reference  is  made  to  the  patented  pin.  The  books  do  show, 
however,  that  for  a  year  and  more  atlet  the  alleged  invention  of  tbia 
cheap  and  simple  device  the  oomplainant  purchased  of  the  defendant 
Hart  large  quantities  of  a  much  more  expensive  pin,  and  a  fnw  days 
1>efore  he  bought  tweuty  fivefcroas  of  "barrel  pins"  and  a  pair  of  pliers 
for  attaching  them  to  the  shields.  There  are  droamstances  whi<di 
strongly  connect  these  pliers  with  the  pair  prodnced  by  the  'complain- 
ant. Ho  satisfactory  evidence  is  offered  that  the  shields  sent  to  Anson 
Pitcher  bad  pins  of  any  kind  attached.  The  proof  leaves  little  room 
(br  doabt  that  the  removal  to  Center  street  did  not  take  place  antil  No- 
vember, 1877.  In  addition  to  complainant's  letter  strongly  pointing  to 
thia  date,  bills  emanating  fh>m  his  establishment  are  produced,  dated 
from  Walker  street,  as  late  as  October  13, 1877,' and  fW>m  Center  street 
Kovember  10,  1877.  There  is  certainly  a  strong  presumption,  in  tlie 
absence  of  direei  proof,  that  in  October  the  oomplainant  was  at  Walker 
street  and  in  November  at  Center  street. 

These  circnmstances,  taken  in  connection  with  the  testimony  that  the 
iDveotion  was  conceived  jnst  before  removing,  and  that  thn  patented 
pin  waa  first  manufactured  after  the  removal,  famish  very  persuasive 
evidence  that  the  invention  was  in  the  fall  of  1877,  instead  of  the  Ml 
ot  1876.  The  witnesttes  were  testifying  to  events  which  took  plaoe  six 
and  seven  years  before.  They  certainly  are  mistaken  as  to  some  ot 
tbem.  Why  may  ttiey  not,  without  any  wrong^  intent,  have  miatiAeB 
tbe  year  also  f 

ft  is  not  thonght  neoeasary  to  enter  upon  a  more  extended  review  ni 


DECISIONS  OF   U.   8.   COURTS  IN   PATEBT  CASES.  S83 

tba  aridenoe,  vfaidi  is  vwy  volamiDoas,  and  is  diseassed  with  great  oara 
and  elaboratioQ  apoa  Uie  brieft  praseotad.  It  is  aooagh  to  say  Uiat  do 
oaa  of  the  prinoiiwl  oinHunstanoes  relied  on  by  Ae  complainant  is  frea 
ftoiii  pttplexity ;  aith«r  its  own  date  is  nnoertain  or  there  is  diffloolty 
Id  ooonecting  it  with  the  inventiOD.  It  woold  be  idle  to  assert  that  all 
thia  doe*  not  create  the  doabt  which  the  aothoritiea  hold  uust  be  absent 
ftom  the  mind  of  the  coart 

Thia  reaalt  has  been  reached  vithont  referenee  to  the  declaratioiui  or 
admiasiona  of  the  jcrfnt  iDTeotor  Albert  H.  Smith  either  in  writing  or 
ottiervise. 

It  follows  that  the  btU  moat  be  diamissed,  wilh  oosta. 


(Oaltci  SMm  Uln^  CoQrt-SomtUn  SiiMst  of  Haw  TaA  ] 
HXRT,  JB.,  BT  AI»  V.  TH4TSB. 


Mr.  Freda-ie  H.  BetU  and  Mr.  0.  Wylljra  BetU  for  the  complainaata. 

Mr.  Jotiah  F.  Fitdt  for  the  defendant 
OOXB,  J. : 

This  action  involves  the  same  patents  examined  in  TAojwr  t.  Hart. 
IntHngement  is  admitted,  and  the  qaestion  of  prior  ioveotion  alone  is 
involved.    The  result  reached  in  that  action  disposes  of  thia  also. 

There  should  be  a  decree  for  an  injunction  and  an  accoant,  witli 
coats. 


(DBlUd  StatM  CItemH  Coait-Boatbani  SMilct  of  Haw  T«rk.] 
OOIfBOUDATBD  ElBOTBIO  LiaHT    GOKPANT    V.  BbUBH-SWjLK  BLEO- 

TRic  Light  Oompaky. 

DtMtd  ATM  10, 1884. 

38  O.  6.,  M4. 

Et«ii  tboogh  savorAl  pftleata  oorer  Inveotioni  whEoh  mn  o»p»ble  of  beln^  UMd  oon- 
Jolntly,  Kid  whiob  an  mBde  and  aold  oa  pnrta  of  tbe  Mme  olectria-ltghtlDg  qra- 
twn,  7«t  If  tbe  laveDtioDa  ma;  be  nasd  Mpantely  aod  operate  indepeadeutlf 
witk  napeet  to  eaob  otber,  aod  naj  of  tbem  ma;  be  iufHugud  wltbont  infring- 
ing the  otben,  tbe  bill  mnat  be  a4Jo^K^  ^  ^  open  to  tbe  ot^aotloii  of  mnlU- 


Mr.  Amo*  Broadnax  for  the  orator. 

Mr.  BtLgeiu  LewU  and  Mr.  Samiiel  A.  i>K«Ma  for  the  defesduit. 

Whkbleb,  J. : 

Thia  is  an  amended  bill  broaght  npoD  five  diflbreot  patenta— one  for 
an  riectrie-lighting  system,  one  for  an  improved  regnlator  for  eleotria 
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Ugfato,  one  for  an  ImproTement  in  electric  lamps,  ooe  for  an  improve- 
meat  in  earboDS  for  electric  Ijghto,  and  one  for  an  improTemenC  in  the 
treatment  of  carbons  for  eleotrio  liglitB — and  ia  demnired  to  for  mnlti- 
flwloneneBS.  TliA  bill  allegeB  tfaat  tlie  pateateil  inventiona  are  capable 
of  being  naed  conjointly;  tiiat  tlie  orator  makes,  ases,  aod  sella  eon- 
Jointly  as  parts  of  the  same  eleotrie-lighting  system  each  and  all  of  said 
iuTentionH  in  some  essential  and  material  parts  thereof;  that  the  de- 
fendant is  infringing  eaeb  and  all  of  these  patents  by  making,  selling, 
and  osing  eaoh  and  all  of  sf^d  Inventions  conjointly  in  a  system  of  elec- 
tric lighting,  the  same  substantially  as  that  of  the  orstw.  The  titles 
of  the  patents,  as  veil  as  the  iiatents  themselves,  of  which  profiert  is 
made,  show  that  theBeinventlonHmaybeased  separately  and  (^wrate  in. 
dependently  with  respect  to  each  other.  Any  of  them  might  be  InfHnged 
without  infiinging  any  of  the  others.  The  trial  of  the  validly  of  each 
and  of  the  infringement  of  eaoh  moat  be  separate  fh>m  that  of  the  others 
npon  distinct  isenes  as  to  eaoh.  The  ftets  may  be  proved  by  the  same 
witneasefl ;  but  if  so  it  will  be  on  account  of  identity  of  persons  in  oon  - 
nection  with  the  subject,  rather  than  because  of  the  sameness  (^  the 
issues  involved  in  the  sottJeot.  That  they  are  used  in  the  same  system 
does  not  change  the  nature  of  the  issues  to  be  tried.  They  are  distinet 
parts  of  the  system.  Each  patent  is  for  a  distinct  machine,  or  process, 
joi  manafaoture,  and  must  stand  or  &U  as  snch ;  and  the  infringement 
of  eaoh  most  or  may  be  a  separate  trespass.  The  bUl  apparently  oov- 
ws  as  man'y  causes  as  there  are  patents,  when  it  should  cover  bat  one. 
ffagea  V.  Xtaytos,  IS  Blatcbf.,  420;  9  Fed.  Bep.,  702. 
The  demoirer  is  sustained,  and  tita  bill  a^iudged  insnffleient. 


(Daited  SUtw  Cinnilt  Cooit-«aaUMn  DIMrtct  atVtw  Tack.) 

WOOBTXK  V.  HANDT. 

Daeidtd  Julg  SS,  l8St. 

38  O.  G..  Ota. 

1.  Bule  38  of  the  winitr  rai**  pteacrlbed  by  the  Snprenie  Conrt  relfttM  to  ralwMing* 
After  •  final  decree. 

B.  InterlooDtorj  deoieee  remmln  nnder  tbe  control  of  the  oonrt  and  asbject  to  tta  i«- 
vialon  nntil  the  Diaetet'a  report  eonea  in  and  la  floaUf  acted  npon  bj  tbe  eosTti 
and  tharafore,  upon  Onal  hearing,  the  oonrt  ia  at  libertj  to  intarpnt  the  law  in 
the  light  of  deoUiona  announced  liDce  the  rendition  of  the  Inlerioontory  deci««. 

3.  Tha  rule  laid  down  b^  the  Snpreme  Conrt  ia  that  where  it  li  lought  merel7  to  en- 
Urge  B  claim  there  moat  be  clear  miatake  and  inadTertenoe  and  a  speedy  appli- 
oalloD  for  ita  oomction,  with  do  iiDreaaonahle  delay  ;  that  In  inch  acaaeapaS- 
antee  cannot  wait  antil  other  inreDlora  have  prodnead  new  (bnua  cf  lupFov*. 
meat  and  then  apply  for  micli  an  enlargement  of  hia  claim  as  to  inake  it  eu- 
hraeethcwe  new  forme,  aud  that  when  it  it  apparent  from  a  oompariaon  of  the  tw» 
patanta  that  the  raiMne  la  inade  to  enlarge  the  wope  of  the  patent  the  eoort 
may  deolde  whether  tbe  delay  was  nnraaaonable  and  the  mUmw  theraltee  v»kl. 
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A.  WharB  »ii  iiiT«iitloii  oovercd  bj  the  elidm  of  th«  original  patent  waa  olearif  and  m- 
euiately  deMirib«d  ia  the  speolfloKilou  of  that  patent,  and  there  wm  do  debet 
or  iDanfflolenoj  so  far  Bathe  deaoriptlon  was  concerued,  and  the  patent  was  not 
iDTatid  or  Jnoperative  to  ooTer  anything  arising  out  of  each  description  wbioh 
waa  set  forth  as  an  inveotion ;  Seld,  tlien  la  no  evidence  that  there  was  in  fkot 
any  inadvertence,  aocident,  or  mistake,  and  hence  a  reissne  with  enlarged 
elaima  was  not  anthorued. 

Mr.  FrederUA  H.  Bettt  for  the  plaintiff. 

Mr.  Benjamin  F.  Lee  and  Mr.  William  H.  L.  Lee  for  the  defendftot. 

BlATOHFOBD,  J.  : 

This  sait  ia  broaght  on  two  reissued  patents.  One  is  Reisstie  No.  6,565, 
gnuited  to  George  H.  Wooster,  July  27, 1870  (on  an  application  for  s 
reissue  filed  Jane  22, 1876),  for  an  improTemeut  in  machines  for  mak- 
ing mfflea,  the  original  patent  (So.  37,550)  having  been  granted  to  Pipo 
and  Sherwood,  January  27,  1803,  on  tlie  invention  of  John  A.  Pipo. 
The  other  is  Keissne  No.  6,566,  granted  to  George  H.  Woost«r,  July  27, 
1876  (on  an  application  for  a  reissae  filed  July  10, 1875),  for  an  improve- 
ment in  Bewing-machiues  for  making  band-mfiSing,  the  original  patent 
(No.  16,421)  having  been  granted  to  E.  G.  Wooeter,  Febmary  11, 186S, 
on  tbe  invention  of  Thomas  Bobjohn. 

The  case  was  brought  to  a  bearing  on  pleadings  and  proofii,  and  a 
decision  was  rendered  in  April,  1881  ( Wooater  v.  BlaJcs,  8  Fed.  Bep., 
119),  in  fevor  of  the  plaintiSii,  on  both  patents,  on  which  an  interlocu- 
tory decree  was  entered  April  30,  1881.  The  decree  adjudged  that  No. 
6,666  was  valid  so  far  as  claims  1,  7,  8,  and  10  were  concerned ;  that 
those  claims  had  been  infringed;  and  that  an  aocoaut  of  profits  and 
damages  should  be  taken  as  to  sach  infringement.  It  stated  that  as 
No.  6,565  had  expired  by  its  own  limitation,  no  it^anction  was  granted 
in  reference  to  it.  The  decree  also  adjudged  that  No.  6,566  was  valid 
so  far  as  claims  8  and  9  were  concerned  j  that  those  claims  had  been  in- 
fringed; that  an  acconnt  of  profits  and  damages  should  be  taken  as  to 
SDch  tafringement;  and  that  a  perpetual  iojnnctaon  should  issne  as  to 
said  claims.  The  decree  fhrther  said :  "  l^o  abjudication  is  herein  made 
as  to  Miy  other  claims  than  those  above  mentioned  of  either  of  said 
letters  patent  in  any  respect,"  and  it  reserved  the  question  of  costs  and 
of  increase  of  damages  and  all  further  questions  until  the  master's  re- 
port should  come  in. 

The  defendant's  mfflera  involved  and  held  by  the  decision  to  in&inge 
both  patents  were  known  as  the  "Johnston  ruflSer"  and  the  "Toof  mf- 
fler,"  uid  were  sold  to  be  attached  to  sewing-machines  for  ruffling  par- 
poaes. 

In  regard  to  the  Pipo  patent,  No.  0,665,  the  decision  considered 
several  patents  and  Invendons  set  ap  on  the  question  of  novelty,  and 
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held  that  tbey  ooald  not  avoiL    On  the  defense  of  the  Invalidi^  of  Ifes 
roiasne,  aa  not  for  the  Btune  invention  m  the  orifni^ftlt  ^he  decision  said: 

There  !•  no  evUlenee  thftt  ftDything  !•  foand  io  tbe  Het«iie  V«.  6,565  vbleb  ia  Mt 
to  b«  foand  Id  tbe  deacrlptton  or  dmwlng  of  the  original  pktent  cw  in  the  model  ke- 
eompanjing  tbe  application  for  that  patent. 

As  to  the  Bobjohu  patent,  So.  S,566,  the  decision  considered  the 
question  of  novelty,  and  sostained  the  patent.  Although  the  defeoae 
that  tbe  reissne  waa  not  for  tbe  same  invention  as  the  original  vas  set 
np  and  nrged,  and  it  was  eonaidered  and  ovemiled,  no  special  obaerra- 
tions  were  made  in  the  decision  in  regard  to  it.  The  remarks  in  regard 
to  the  Pipo  reissue  were  considered  as  applying  to  it. 

Some  progress  was  made  in  taking  testimony  on  the  aoooantiDg  be- 
fore the  master,  when,  on  the  9th  of  January,  1882,  tbe  cases  of  Milter  v. 
Bratt  Company  {Va  U.  S.,  350)  and  JameM  v.  OatapfteU  (Id.,  366)  were 
decided  by  the  Supreme  Court.  The  defendant  thereupon  presented  to 
this  conrt,  ou  March  22, 1882,  a  petition,  with  notice  of  an  application  to 
be  made  March  31,  1883,  that  the  prayer  of  the  petition  be  granted. 
The  application  was  a^jonmed  and  not  beard  till  Jane,  1884.  The  pe- 
tition states  that  the  said  decisions  in  104  U.  S. — 

Fix  and  establfah  rales  of  law  in  rvspecl  to  TeiasaeB  different  from  (hoae  stated  In 
DnmeTDna  deoisioas  of  the  olronit  eonrt  of  the  United  States  fbr  tbe  second  eireoit  in 
nnmerons  earlier  cases;  that  said  deeisloni  of  tbe  Saprams  Corrt  are  directly  la 
point  as  affeettnft  tbe  ralidity  of  the  said  Pipo  and  Kobjoho  reiMoes,  and  that  th* 
said  Plpo  reissue  and  tbs  said  Sobjobn  refsane  mnat  be  declared  roid  in  aoeordane* 
vltb  the  doctrinee  laid  down  in  said  ooaea. 

One  of  the  prayers  of  the  petition  is  for  a  r^earing  of  the  oanse  on 
the  questioDa  of  law  involved,  in  view  of  tbe  said  decisions  of  the  Sa> 
preme  Ooort,  and  that  the  interlocatory  decree  be  opened.  The  rehear- 
ing asked  for  is  not  such  a  rehearing  as  is  the  subject  of  Bnle  38  of  the 
equity  roles  prescribed  by  the  Supreme  Court.  That  rehearing  is  one 
after  a  final  decree— after  a  decree  which  is  of  an  appealable  character. 
The  present  decree  is  not  an  appealable  decree.  Tbe  rehearing  asked 
for  is  a  reconsideration  of  the  law  of  tbe  case  on  the  question  of  the 
validity  of  the  reissues  in  view  of  tbe  decisions  by  the  Supreme  Court 
referred  te.  Tbe  test  applied  by  thia  Court,  aa  announced  by  it  in  decid- 
ing the  case,  was  that  the  reiaanea  were  to  be  sustained  aa  to  their  claims, 
inasmuch  aa  there  was  nothing  found  in  theui  which  was  not  found  in 
the  dexcriptiona  or  drawings  of  tbe  original  x>at«uts  or  in  the  models 
accompanying  the  applications  for  those  patents. 

The  principle  the  application  of  which  ia  invoked  by  the  defendant 
is  well  settled.  In  PerHna  v.  Farriitquet  (6  How.,  206,  209)  it  is  said 
that  interlocutory  decrees  remain  under  tbe  control  of  tbe  eonrt  and 
subject  to  ita  revision  until  the  master's  report  comes  in  and  is  finally 
acted  upon  by  the  court  and  the  whole  of  the  matters  in  controversy 
are  disposed  of  by  a  final  decree. 
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Jn  Farrimt[mtt  T.  PerkinM  (16  How.,  82)  there  vere  aD  interlocatory  de- 
oree,  an  aooonntiug  Doder  it,  a  report  of  a  niMster,  exceptions  to  the  report, 
ud  an  ar^meot  thereon.  On  the  argument  the  oircnit  ooart  reooo- 
■ideied  the  opinion  it  had  expressed  on  the  merits  iu  the  interlocatory 
decree,  and  believingr  that  opinion  to  be  incorrect,  dismissed  the  bill. 

The  ^aintUf  appealed  to  the  Saprerae  Court,  and  that  court  held  the 
decree  of  dimissal  to  lie  right.    It  added — 

Th>«wMl  for  tba  ■nilUnti,  ba««*<*,  ot^Mta  to  tk>  ^am  ml  «»!■■!  bcMiiM 
it  wH  made  at  the  usmnMit  upon  tbe  excepUons  to  Iks  maater'a  report,  and  l«  oon- 
b*i7  to  the  ttpinioD  on  tlw  aetiU  ezpnated  by  the  eonrt  in  its  interluontor;  deeraa, 
ButUBBbjntiBDOMMtWMMMalMd.  TbeMMwaaMSuIheaiiBgMUieu-Kv 
^«nt  apam  the  axeeptions,  and  all  of  tlie  pnrioiu  tnWrloontor;  orders  id  roUtiun 
toth»nmto«M«o)Md  Cwiwriiiaa  aad  under  tko  ootitrol  of  tli«  oonrt. 

This  court,  then,  la  to  fnterpret  the  law  of  reissues  as  it  would  have 
done  if  tbe  eases  referred  to  bad  been  decided  by  the  Sapreme  Court 
before  this  court  made  its  decision  in  this  case.  The  rule  laid  down  by 
the  Supreme  Court  is  that  where  it  is  sought  merely  to  enlarge  a  claim 
ttere  most  be  a  dear  mistake  and  inadvertenoe  and  a  speedy  appliea- 
tioD  ftir  its  eonreettOD,  with  no  unreasonable  delay ;  that  in  sach  a  case 
a  patentee  cannot  wait  nntil  other  inventors  have  produced  new  forma 
of  impTovement  and  then  apply  for  such  an  enlargement  of  his  claim  as 
to  make  it  embrace  those  new  forms ;  and  that  when  it  is  apparent  from 
a  eomparison  tiS  the  two  patents  that  the  reissae  is  made  to  enlarge  the 
•cope  of  the  patent,  the  court  may  decide  whether  the  delay  was  an- 
leaMNiaUe  and  the  reissue  therefore  void.  This  view  has  been  re- 
peatedly asserted  and  applied  by  the  Supreme  Court  in  numeroos  cases 
deeidad  siooe  thoae  in  104  U.  S. 

As  to  the  Fipo  reissue,  No.  6,565,  it  is  plain  that  the  right  to  reissoe 
'was  lost  by  the  delay  of  more  than  twelve  years,  because  the  case  is 
one  of  a  mere  expansion  of  the  claims  beyond  anything  stated  in  Uie 
aigjoal  patent  as  the  invention,  and  with  no  proof  of  mistake  or  Inad- 
Tcrtenoe,  and  it  is  sought  to  make  the  new  claims  embrace  in  this  case 
■tnietares  brought  into  use  between  tbe  time  of  the  issue  of  the  original 
patMit  and  the  time  of  the  application  fbr  the  reissue,  and  which  were 
not  inftingements  of  the  claim  of  the  original  patent.  There  wab  bat 
one  elaim  in  the  original.  There  are  thirteen  in  the  reissue.  It  would 
serve  no  osefhl  pnrpose  to  enlarge  on  this  subject  as  to  No.  6,565,  for 
tbe  connsel  for  the  plaintiff  concedes  that  under  the  reiterated  decisions 
of  the  Supreme  Court  this  conrt  must  dismiss  the  bill  as  to  that  reissue. 
Bat  in  regard  to  the  Bobjolm  reissue.  No.  C,5C0,  the  plaintiff  contends 
that  the  case  is  different;  thut  cluim  2  of  tbe  original  patent  covered 
the  defendant's  structures  ;  that  cluiins  8  and  9  of  the  reisHoe  are  sub- 
staattally  only  ntpctitions  of  ckim  2  of  the  original,  or  that  at  least 
(daim  2  of  the  original  was  so  wonled  as  to  be  ambigaoas  and  so  inop- 
erative, and  claims  8  and  9  of  the  reissue  are  valid  as  removing  the 
ambiguity. 
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^e  specdfloatioiu  of  the  ori^ii«l  Rod  reissaed  potentB  are  aa  fttllowaf 
the  parts  iu  each  wtiicU  are  not  found  in  the  other  being  Id  italics. 


Orlftaof. 

B«  It  known  tlwt  I,  Tbomae  Bokjobh, 
of  the  eity,  ooanty,  and  State  of  New 
York,  faavo  iavflDted  a  ■«»  4nd  wi^al  im- 
fr»Mm(iil  in  macbioery  for  m akin g  band- 
raffling;  and  I  do  ken^M  daclart  Ikat  tlu 
J«U«wi»f  i»  a  fuU,  eltar,  mi  exatt  inerip- 
Hon  0/  Ike  Mils,  T^trmte  Mug  k»(l  to  tt« 
seKmpamjiiiit  drawitigi,/ormi9fpart«f  (M( 
N,  In  wtfaik— 


Figure  1  ■■  ft  top  view  of  My  invention 
mrd  of  tbo  bed-plate  of  the  wwing-Dift- 
ahlntt,  to  wktck  it  i*  appH.d.  Fig.  3  i«  » 
ongitudinal  vertioal  crction  of  the  Mma. 
Figi.  3  and  3*  are  opposire  end  viewiof 
tbe  nilfliug machinery.  Flgi.iaaH'aM 
trauneiM  Motiona  of  the  liand-fblder. 
Fig.  G  in  a  top  view  of  the  guides  witbont 
tbe  nifSing-knlfe.  Fit.  it  ii  a  aectloa  of 
the  plaitioK  or  mtSiiig  device,  parallel 
with  Fig.  3,  bnt  sbowing  lie  knife  i»  a 
dlffcKnt  poeition.  Fig.  7  ik  a  fWee  view 
of  a  rnDle  made  by  the  roaobine.  Fig.  d 
ia  a  transvene  section  of  tbe  eMue. 


Similar  letten  of  reference  Indicate  eor- 
reapnuding  parts  in  tbe  •everal  Sgnrea. 

Tkit  fHrsRttM  emuItU  in  the  eombln^tbm, 
trilt  a  aenbig-maakiui,  nf  a  Hoecl  ijufem  of 
gMitaitd  a pWUng wmfi'mg  k»ifr,  vktre- 
tjr  oo«  atrip  of  mnalln  or  cloth  baa  both 
edgea  tomed  In,  aiid  1h  folded  longltndl- 
natly,  to  form  adonble  band,  and  plaited 
•rfnnned  intOH  rutflo  and  the  baud  and 
raffle  areaeweil  together  all  at  the  aame 
time,  tbna  forming  a  dotAlt  band-nttne  at 


£e(nw. 

Be  it  known  that  I,  Thomas  BoBJoaa, 
of  the  city,  coouty,  and  State  of  Naw 
YoHc,  have  invented  oarlaia  impnermml* 
in  maebiuery  for  making  band-raffling, 
e/  MMek  d«  jWlmriaf  t*  a  tptnlliemtlmt. 

Tki*  taiwaMM  ralalo  ta  impnetmmile  ia 
rafitn  fer  tm  ••<tt  amatef  auckmrifai,  Mrf 
<MN«<tli  in  aniffiiKg  Hade  tr  k^tmd^^ti 
t« engage aitrip ^ Mtttrtml  la  htraf^  im 
etatbhfaaMwM  a  feeding  meAanitmmdi^ 
ad  la  aparaia  ayajni  Ua  afrip  to  wUek  Oe 
nrjlid  etrtp  i*  eomueled;  alee,  <a  Uc  ihimH 
aaMoK,  wUA  a  n^ieg  ilatfa,  of  a  faUa/ars 
alrlp  to  be  reffird,  and  alio  vUt  a  §aUa  It 
fold  and  prternt  a  tand  atoui  tko  a^aa  ^ 
Ua  mJIUd  ttHp,  a*  ii  kereintfla-  awra  fMg 
dmribed,  ihA  fotding-fwidt  aim  httrng 
mdaptei  taktmor  mm  tke  edga  ^lU/oUid 
hand. 

Fignre  1  ia  a  top  view  of  the  InvauUoa, 
akoteimg  itt  amuigemeMtapoa  the  bed-plata 
ofaaawing-maohine.  ^.Sla  alongita- 
dinal  vertical  aeetjou  of  the  aame.  J^fa, 
3  and  3*  are  oppoeite  end  view*  of  tha 
TufflEog  raaohioery.  ^i.  4  and  V  ace 
tranaveiae  aectiona  of  the  band-fcMv. 
Ftg.  B  la  a  top  view  of  the  gnldea  witbaat 
tbe  ruffiing-kniflB.  Fig.  6  ia  a  netioa  af 
tbe  plaiting  or  raffling  device,  y '»ii«< 
with  Fig.  Z,  hot  showing  a  diffnttnt  por- 
tion iff  Ike  aaaM.  Fig.  7  la  a  fltce  riew  nt 
a  raffle  made  by  tbe  maehioe ;  mmd  Fig.  6 
la  a  trauarorae  aeotion  of  the  aame.  Ftg, 
9  i«  a  McUom  of  ikf  prttitr,  roJtaa  at-  HfM 
oaflci  to  tke  Itm  of  foei,  tkowint  tke  amder 
imrfaee  col  ovajp  to  a/tow  Ikepammge^  a 
kem  on  the  rngle. 

Siniiilar  lettera  of  rrfnenoa  indfeate  ear- 
reaponding  parte  in  the  aeveral  flgnie^ 

At  illaitrated  ia  tke  Awiafa,  one  atrip 
of  mualin  01  clolh  baa  both  edgea  toned 
in,  and  la  fnlded  longitndinally  to  fom  » 
dnnble  band,  and  aaofter  ttrip  it  plaltad 
or  fonned  Into  a  raffle,  and  tha  band  mmi 
tke  rnRle  are  hoik  aewed  together  at  tka 
aame  time,  tbna  forming  a  band-mfflo  ah 
one  operation. 


D,g,l,..cbyGOOglC 
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To  raable  otben  ikUled  In  tbe  ut  to  To  eniblB  otben  lUlled  In  tbe  art  to 

iiiakBMdBwinylnveiitlon,Iwlllpnie«ad  nuko  Mid  hm  my  inTontlon,  I  will  ntm 

to  tmerOt  lu  eMriraottM  nd  op«ratloii.  ppooBetl  to  Otatlnta  llu  moil  ampM»  xtd 

per/tet  forwt  a/  ita  op«i»t1on  m  cMtMrnd 

vUk  a  Mrtaf-aaeMiic. 

Alstb«1)ed-plat«ofrt«M)vliig-maehine.  -^'  A  la  r^frmvtfi  tbe  b«d-pUte  of  « 

B  is  the  gulda  by  wblob  tbe  tnraing  in  of  Mwtag-mubinB.    B  ti  tbe  pilde  by  wbiok 

a«  odgM  of,  ud  tbfl  I«rf«ttd(«al  folding  tba  tntnlDg  to  of  tb«  e^gM  of,  ond  tin 

«f,  Uw  bMid  a  of  the  rnllle  art  perfonnrd,  folding  of,  the  band  a  of  tbe  mOlB  li  pef^ 

Mid  gnlde  being  attaehed  rifUIy  to  tbe  fonned,  uld  ga)de  being  »tt*obed  to  the 

f«ifv~plste  C,  knd  laenTed  to  the  bed-  f<V«-plMfl  C,  sod  eeonTed  to  thebed-plnte 

pInteAbr»KTBW,D,mndittead7-plnatk  A  by  ft  wrew,  D,  and  stradr-pina  t  I. 

Tbia  guide  B  fa  made  of  bnwt  or  other  TbU  guide  B  la  made  of  bniaa  or  other 

metal,  and  haa  one  end  o/  Ma  form  qf  a  Hntnl,  and  faaa  one  end  formed  o*  a  tube, 

tube,  and  rtraelg  fiat,  a»  tkov*  to  Rg.  3,  and  of  a  width  tabraitlladfr  equal  to  the 

A«  width  ^ft««a(d  rata  Muf  equal  to  tbe  width  of  the  aWp  of  olotb  of  whleh  the 

width  of  the  atrip  of  olotb  of  wbioh  tbe  band  a  of  the  ruffle  la  to  be  fonned.     Tho 

band  «  of  tbe  ruffle  la  to  be  fonned,  nte\  rtctitbig  ndoflU*  tuUeUAoKnatJflg.S, 

Hr^  Maf  ajtowa  t%  xeHon,  fa  r«l  eotor,  fa  aad  at  a  abort  diatance  Avm  rad  end  one 

Jlfi.  4,  4*.    At  aihort  dlataoos  from  Vie  aide  of  Mrid  tnbe  la  cut  away,  leaving  the 

endalefta  {«  Ptg.  3,  one  aide  of  lit«  tube  la  gnldelntbefbnnof  atraDaTenely-ourred 

cnt  away,  leaving  tbe  gnlde  In  the  fonn  plate  with  Ita  edge  turned  orer  on  the 

of.  a  tranaveiaelf- curved  plate,  with  ita  concave  aide,  aa  ihown  In  Rf .  4,  aud  to- 

edge  tnmad  over  ou  the  concave  aide,  ai  ward  the  otherendltaonrvatnrelDoreaaet^ 

•bown  in  Af.  4,  and  toward  tbe  other  end  andtbetnraloglDoftheedgealalncreaaed 

ita  enrvature  Inoruaaea,  and  the  tnming  antiltheptateialntbefbnnoftbeletterV, 

ill  of  theedgealalnoTeaaadnutll  theplftte  or  nearly  double,  and  Itaedgea  mrtgiveitm 

la  in  the  form  of  the  letter  V,  or  nearly  doable  tnm,  aa  ahowu  at  c  e  In  Jfg.  4*,  ■• 

doable,  and    ita   edgea   have    a    oompMt  that  tbe  band  or  plain  atrip  to  wklck  Ao 

doable  turn,  aa  ahowu  at  oc,iu  Ftg.A,*  ao  mjlt  i»  to  U  wiled  byiMMo,  Mik«a«aUml 

tbat  tbe  atrip,  miltritg  at  the  end  ahown  at  the  end  ahown  In   Ply.  3,  and  drawa 

Id  JTy.  3,  and  May  drawn  tbrongh,  will  throagh  ri^  yi>U«,  will  come  ont  folded 

OMBOOntfoIdedalong  theceoter,aiid  idft  along  the  center  and  both  edgea  Mayla 

both  edgea  tamed  In,  aa  ahown  <a  rod  out-  tnrned  in  or  ktmmod,  aa  ahown  In  Fig.  4*, 

HtM  In  fif .  4*.    The  arrangement  of  thle  proeidtd  tki  tlHp  i*  wide  eaoaylt  to  orlmM 

galde  npon  tfc  aewing-niaobine  la  auch  into  and  eallrsly  fUl  tke  widlt  •/  Ike  yaMli 

that  tbia  fbldiog  of  tlie  band  may  be  ef-  Tbe  arrangenieDt  of  tbia  gnlde  upon  « 

feeted  fa  tta  moroment  of  the  latltr  toward  aewlng-machiue  la  auch  that  Uila  folding 

the  needle  by  tbe  ardiN«ry/Md«r  r  qf  /k«  of  tiie  band  may  be  effeeted  «t  Ike  toad  ft 

■MMMaa.    ThomarglnaJportiouBooof  tbe  moved  toward  the  needle  by  tbe  ferdimt 

fclder,  by  which  the  edgea  of  the  band  d«vfo«r.    Tbemarginal  portions  es  of  the 

•re  tamed  Inward,  do  not  extend  quite  to  folder,  by  which  tbeedgea  of  tbe  band  are 

the  needle-bnle  d,  bat  are  eta  otmy  at  tome  tnmed  Inward,  douot  extend  quite  to  the 

dlfteaea  Oiertfntm,  aa  shown  at  t.  In  ¥tge.  ueedle-hole  d,  tut  ahown  at  >  in  Fig:  1,  3>, 

1,  3*,  Mid  &,  though   tbe  ^orlwB  which  and  5,  thongh  the  faide  which  produoca 

pToducea  tbe  central  (bid  eit«Ndtaome  di»7  tbe  central   fold  ko*  a  noM,  a,  ezleadfaf 

taaee  beyond  the  tieedle-hole,  to  preaerve  aome  diatance  beyond  the  needk-hoie  to 

tbe  form  of  the  fold  while  the  atitabing  preaerve  tbe  form  of  tbe  fold  fa  ilie  bomd 

ia  being  performed.     E  it  a  guide  for  the  while   the  atltcbing  la  being  perfomind. 

atrip  of  olotb  of  which  the  riiMe  a  la  to  be  K  la  a  gnlde  (or  the  atiip  of  cloth  of  whloh 

fimned,  conaiating  of  a  flat  metal  tabe,  of  the  mfflo  ia  to  be  formed,  conilatlng  of  a 

»  width  equal  to  that  of  the  said  atrip,  flat  metal  tn1>e,nf  a  width  equal  to  that  of 

airangod  In  fhrat  of,  and  partly  within,  tbe  tald  atrip,  dad  f  I  it  ikoion  at  arranged 

tbe  (biding-gnide    B,   parallel    with  the  in  fh>nt  of,  and  partly  within,  the  folding- 

fted-movement,  to  deliver  the  atrip  be-  guide  B,  parallel  wltli  the  feed-movement, 

iWMti  the  two  edgee  of  the  band  aa  the  a*d  adapted  to  deliver  the  r%tted  atrip  b*> 
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Utter  luM  from  the  Mid  guide  B  mdop-  tween  the  two  tAgtmat  the  band  a,  u  the 

jHWMJt  U«  Mctfa.    Thb  f>M(  k««  a  iHfftl  Utter  iwvM  tnm  the  Mid  guide  B. 

^weward  laolfaatioa  tottwrf  lk«K*MU«,  atMl  The  bottom  pl«te,  l,^lkef«U*Mr«N  ■• 

ta  toMW  end  rt*U  m  fiU  bed-plata  elsM  to  ffta  rapport  /or  tte  rfrip  ar  »«f«rtol  (•  to 

Ot/eedJns  dnta  mud  tke  KtedltMh,  »md  itt  mjglei,  tparalm  Hfiom  Ue  fatrio  to  wMok 

hottomyarlfU  made  with  projeotiona//,  iHt  loi»  milrd,  oad  IA«  rMpin§-tl*da,  *eU 

to  enable  it  to  paai  betweea  and  at  the  ing  a*  «aok  amterial  to  btrnfUi,  earrim  it 

■idet  of  the  toothed  anrfacei  of  the /Ml-  /onBaT4<ntrt)u»»fporti,*tidprt»nlt  it  ta 

laf-dsf.    Theapper  part  of  the  laid  gaide  a/aUadooaAtfaalo  tke  ttUtUmg  mtAmtt§m. 

ha*  near  U*  Mn  two  loiigitadioal  elite,  This  bottom  plate,  1,  la  made  with  piqteo- 

§f,  oommeiioiiig  at  a  abort  diBtauoe  from  tiona//,  to  enable  it  to  paaa  between  and 

the  end  fartheat  Itttta  the  needle,  and  ex-  at  the  aldet  of  the  toothed  (nrfaeea  of  iJha 

tcndlag  to  the  end  next  the  oeedle,  aad  /ttirt  r,  **A  the  npper  part  of  the  aatd 

the  end  of  the  tongue  k  thai  lorned  <«  gnlde  has  Jvrmei  oo  it  two  longltadiiutl 

Made  to  preta  npon  the  atrip  to  paariog  elite,  a  B,  oommencinjc  at  a  ahort  diataoe* 

through  theguide,a«d*akeepit  flattened,  Item  the  end  (krtheat  from  the  newdle  and 

audjrrodifM/WcliowraoNfA  upon ittokt^U  extending  to  the  end  uext  the  needle, tba 

■tralgbt  on  ita  way  into  ikt  taad.     The  <ad  of  tbe  tongae  k,  thoa  twmed,  Maf 

aaldtongneltidortoaadaaiftafildoeanot  adapted  to  preea  npoo  the  atrip  paaalnt 

•itend  to  near  to  the  needle-hole  If/rpm  through  the  guide  wttk  tuffitimt  form  to 

a  gaorfer  to  tkrw-fifktki  of  an  intA  aa  the  keep  it  flattened  and  Btraight  on  Ito  waj 

bottom  jMrl,  i,  of  tit  gtido  (aee  Fig.  1),  to  U"  acU«"  rf  Uk<  nifii*g-blad«.     The  aald 

thereby  leaving  the  aaid  pari  i  expoaed  tongue  I  doee  not  extend  ao  near  to  tha 

for  the  plaiting  or  rufiting  knife  Fio  work  needle-hole  aa  the  bottom  j»7ato  1  (aee  Fig. 

upon,  ■■  will  be  preeently  deecribed.    Thii  S).  thereby  learing  the  aaid  plafr  expoaed 

tuiie  S  i*  otlaekod  rifUUg  to  Ike  !o¥>a-  pari  tor  the  plaiting  or  mffling  Hade  or  knife 

oflkofuldeB,  to  work  upon,  aa  will  ba  pieaentlf  dt~ 
aerlbed. 

The  plaiting  or  mffling  knife  ia  made  The  plaitinff  or  ruffling  blade  or  kni* 

wlthaatralgIitaDdmoderatel7.ehar]i,bat  ]|  genor^lf  made  with  a  atralght  and 

OOtaentUng,  edge  of  a  length  eqnal  to  modentel;-«barp,bntnotacntting,adia 

the  width  of  the  etrip  of  which  the  mtSe  of  a  length  eqnal  to  the  width  of  the  atrip 

ia  to  be  oompoeed,  the  aaid  edge  being  ar-  of  which  the  rnifle  la  to  be  oompoaed,  tba 

ranged  at  right  aoglea  to  the  feed-move-  said  edge  being  arranged  at  right  anglM 

Bient^     rts  toi'd  ('«(/« tiortocteiltji  an  elao-  to  the  feed-morement,  and  oMaeolctf  wltk 

tie  ahank,  j,  to  a  bent  lever,  G,  ike  fold  or  forming  pari  nf  an  elaatlo  ahank,>,  a*- 

tktrnk  kt^ng  the  edge  preeaed  kard  dowa  tacked  to  a  bent  lever,  G.     In  itt  /arward 

npon  the  bottom  part  of  tke  guide  and  kold-  auraMenl  the  edge  nf  tilt  ra^iaf  Made  ar 

laptheknife                doK»uiard  lacltontfiM  fetti/siaprenednpon thefaitportorptotof, 

lomardtke  needle  kolt,  at  an  angle  of  about  botneeniko  front  pari  of  wkUAandHMkaVk 

Mrtf  degree  to  the  tnrfaot  of  i.  tktttrip  Uberuiltdiektld. 

The  lever  G  works  on  a  flxei]  fnlcrTim,  I,  The  lever  O  works  on  a  fixeil  fnlonuu,  t, 

at  the  back  of  the  bod-plate,  and  dorivei  at  the  back  of  the  bed-plate,  and  derive* 

motion  in  one  d  inaction  from  themdnhich  molion  In  unc  direction  from  tberod  whieh 

works  the  needle-arui,  and  in  tbeoppoaite  wurkit  the  neudle-nnn,  and  in  the  oppoait* 

direction  from  a  tipriiig,  I,orhaB  impana<l  direcliunfromlkeipringl,  orhaalmported 

to  it  by  any  othi^i  meclianical  nieans  the  to  it  by  any  other  mechanical  meaua  ibm 

necessary  mutio'   to  pRxliico  a  movcnient  ucceeHary  motion  to  produoe  a  utoveaMtl 

of  the  knife  upon  tkebotlomioftke  gnide  E  of  the  blade  or  knife.     Thia  moveaieat  of 

toward  and  from  Ike  veedlr-kolt  d.     Thia  the  lever  may  be  vaiied  by  nieanaufaaet- 

movemeut  of  the  lever  niajf  be  varieil  by  screw,  to  give  the  knife  a  greater  or  leaa 

roeana  of  a  aetitcrew,  to  givu  the  knife  a  movement,  according  aa  liaer  or  not  aa 

greater  or  leaa  movument,  according  as  floe  plaiting  or  ruffling  ia  dealrad,  tba 

finer  or  not  so  tine  plaiting  or  rnltting  is  movemeut  of  the  knife  requiring  to  be  aa 

deeired,  themovoment  of  thuknifereqnir-  ranch  greater  than  the  fead-moTtoiMit  M 

^g  to  be  as  much  great<  r  than  the  feed-  tba  Intended  width  of  tha  plait*.    Thia 
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■nriiiiiiit  M  tlM  lvtatMl«d  tridtba  of  the  knlGi  MmmeDOM  its  moTemBnt  b«fbn  tb* 

plaltB.    ThU  knife  eonuneuow  Ita  mor*-  Ibed,  ud  wben  the  knife  baa  moTed  • 

mmt  bofeM  the  fend,  muI  vben  Uw  kulfs  dtsUnee  eqnal  to  the  Intended  wkMa  of 

hHBMTed  KdMiViee  eqnalto  the  Intended  the  plalte,  the  feed-moTement  oonmBaoet^ 

«UttoftlwpUitatIiefeed-nM>*etiientoom-  and  the  moveuicnt  of  the  knife  eontlune* 

Meneea,  Mtd  the  moTeoiMit  of  the  knife  at  the  Mme  ipeed  a*  the  fe«d-movement, 

aontlnBe*  at  the  M»e  apeed  aa  the  feed-  while  the  ftMng  detrioe  owriee  foneard 

aovedwnt,  while  the  \mtUt  oairlea  botii  both  lit  band  or  ploia  patt  to  wUA  Ikt 

hud  Udnifle  toward  a«M*dra.  rufitUattaektdmnd  lktr^^U. 

1W  preNer  H  of  (k«  eewing-maohine,  ThepreBaerR,«ilM,a<ikow>,f«  (U/ImI 
la  wUak  av  taMaNea  <t  VPliM^  i*  mmie  of  of  a  aewlnn-inaohiiie,  is  rgtraMaM  of  m 
»  width  Bofflolent  to  eorer  the  wliole  width  iHtttoHtiallg  tqual  to  ti»  iMlh  of  tk» 
width  of  .the  ratia  and  a  anlBelent  portion  Mode  or  lcii\fo,  or  (aSoient  to  ooTer  the 
(tf  the  band ;  bnt  It  ia  made  ■horter  than  whole  width  fit  the  mlDe  and  a  anfBolent 
■aoalatthe  end  where  tlie  work  enters  portionof  thelwnd;  batitiemadeehortet 
heaaath  it,  In  order  to  allow  the  knife  to  ^an  naaal  at  the  end  where  the  work  eo- 
cene eloae  or  nearly  eloee  to  the  needle,  ten  beneMhlt,tii  order  to  allow  the  knife 
and  Ita  under  aide  U  beveled  at  that  end,  to  oonMeloaearnearlyoloeeto  theoeedle, 
to  allow  the  knife  to  paaa  nader  and  pnah  and  Ita  ander  ride  ia  beveled  at  that  end, 
the  pUita  nndet  It  a*  it  gathen  them  np  to  allow  the  knife  to  paaa  ander  and  pnah 
h]r  ita  moTement  toward  UU  MMdfa.  Tka  the  plaita  under  It  aa  it  gathera  them  np 
ortnMm  tif  §»auriuf  ny  tfajilateia  ilUo-  by  ita  movement.  TJk«  Immt  nr/aoe  j«  fw- 
Jrated  te  Of.  0,  wtm  U«  *Mp  tMeh firm*  emad  or  eel  ewa|r  at  tko  tide,  u  itowa  at  at 
a«nt|l«iaaftMal>ryde»tor.  im  nt.9,to<aiovtli*hemof  thtmiUiFlg.V) 
taptm  nniorwitkotUl^iig  tkopnutrfiom 
llnntt^ftho  food* ;  amd  Us /Ml  it  abe  re- 
OMB«d  at  >  to  resrfee  U«  bm»d  of  tkt  r^fo. 

nwaewing-thaeUnein  oonneetlon  with  Tbeaewing-maohlneinoonneotionwlth 

whMi  tUa  IhventiMt  la  applied  may  be  whieh  tbia  Invention  la  applied  may  be  of 

e/nny  of  the  kinda  In  common  nae.  ftuy  of  tke  Unda  in  oommon  nee. 

TO  Mt  the  invention  In  operation,  the  To  att  (he  invention  In  operation,  the 

Mrip  of  eloth  to  form  tin  band  «  ia  in-  atrip  of  eloth  to  form  the  hand  a  la  In- 

aeitadthiovgb  the  ffnldeB,  and  the  longer  aerted  throaghtbe  guide  B,  and  the  longer 

•(rip  to  Ibrm  the  ruffle  (wUeh  haa  been  abrlp  to  form  the  raffle  (wbloh  haa  been 

prevlonaly  hemmed  along  one  edge)  ia  in-  previooaljr  hemmed  along  one  edge)  ia 

•erted  thrangh  the  gaide  E  and  nnder  the  Inaarted  Ihrongh  the  gnlde  E  and  nnder 

knlfo  r,  and  with  ita  hemmed  edge  in  the  r^|Naf  Had*  er  knife,  and  with  tta 

(loDt  or  ontward,  uid  the  enda  of  both  hemmed  edge  In  front  or  ontward,  and  the 

•tripe  iMongbt   ander  the   premer,  and  enda  of  both  atripaarsbronght  under  the  . 

when  the  pieaaer  haa  been  letdown  npon  preaMr,  and  when  the  prewar  baa  D^n 

tliem  the  maehine  la  aet  in  operation  a*  let  down  apon  them  the  machine  la  aet  in 

>br  erdfaMTf  Hwlaf .     ^alhe  twoatrlpeare  operation.      The  two  itripe  are    drawn 

dntwn  forward  by  the  /wd-MewaMat,  the  forward  by  the/Mdiaf  dnfat,  the  band  la 

hand  ia  fblded  aod  haa  ita  tdpaa  tomed  in,  folded  and  haa  Ita  «d^  tnnied  in,  and  the 

aad  tba  riffl»4lrlp  i)  delivered  iato  tta  atrip  rmttttf  on  tta  aajiporl  i  la  raJW,  de- 

>Ud^  the  band  Md  ^^£lad  by  the  aetion  Urered  to  tka  Mralbd  Material  «r the  band 

«f  the  knife,  aa  hereinbefore  deaorlbed,  by  the  action  of  the  knife,  aa  hereinbefore 

and  aewad  into  U«  hmd  ty  the  needle  paa*-  deaoribed,  aod  Ike  nittd  mnd  plain  fabrit 

hig  throngh  both  the  upper  and  lower  eri  mifad  tg  tke  ttitdiinf  moetmtiiJim  ^  Ih4 

parte  4^  tta  (and,  cluee  to  the  edged  ttetv^.  lonring-wtaotiiiu,  the  needle,  witaM  optraHnf 
with  Ike  ha»4,  paaaing  thronph  both  the 
Qpper  and  lower  parte  Uieroof,  oloee  to  the 
edgea  of  the  baad. 

In  tba  raffling  operation  the  knife  F  ia  In  the  raffling  opemtlnn  the  blade  or 

I^Teated  from  acting  on  tts  Mrdar  part  knife  la  prevented  from  anting  on  the 
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V'Uwbaad  liftbt  artmriw  ^  t><  bmr    bud  w  ^Mn /«»He  IwHialk  Oa  nfftelqr 

tt«r«iU4(r(ppM*laf  «wrU/0r  M*fe«if*to  lk«/Ww  ^  fa#M  wUoh  iUi  htm  frmtttulg 
mnt  mpeK,  mid  tkt  nM  airltMbd  jmtNvr  prp-  Mtai,  ««r  to  •  »ifmraHm§  dmtiet,  (Mapl  ta 
toottaf  M«  toiHr  fari  ^  tt«  »m4  A>">  "^    WMMaclto*  wUk  tt«  n(fH«f  ■■d>#iriiw  v- 

n«  r^jMtMpaM*  t«  •Mtolcit  m^WmmI, 
Mb)  Ajtlcte/ilrto  talroAwMl  wi4«-  (*«  f«M* 
E,  m4  Mmwm  a«  *iqv«r(  tr  pMa  1  m<  Oe 
,/Mwr,  OaloMr  mfivtef  wmI  MMtof  tt« 
yUta/drto  itlM  a«  nt^  attecAMl,  w*U*  lit 
ntfUaf  fedVa  or  Itedt  tH^aft*  Mtly  (ft>  tlr^ 
I*  k  g»th»nd  «M  iMrriM  U  fontaed  to  Ifct 

MRtlt. 

nt  tNd  «/  tkt  «n»  O,  oarrjrlaf  tk«  r<^|lt- 
Nwl^  to  UTMd  iMfcMrd  al  ;<,  mmm*  Im* 
Md  /«rlJt  <rf«M  lif  imtia,  mud  ftrmUi  Um 
Itedt  Danitd  ig  ntdt  mir  to  t>p«nto  Mate- 
.  t*«  M^  0/  U<  pUn,  wwtJlMi  MtftoHsI  laU 
Mt(V^a«n(iW'<Hp-  ^«tito»Ia4a>wMi 
foretri  U  frti  Mf«fw  tft«  n«(«tel  to  i« 
tifltod  fwdMff  m  Uc  tt^f«rtittf  m4  t^Mral- 
i*y]>I«r*^allt««idl/  U«totfMk,aai 
M  a«  Wwb  MOVM  /fnpord  tkt  mmttrUl  to 
tt  r%gM  III  «^  It  keU  or  jnvMrf  A't'r 
■VoJntl  tlia  MOltrtot,  awl  wAta  tlt/M  ■■<■ 
hi  tliewtAltri*lUprvftriff^r»tifar  (taao- 
ItoKo/UvnWt,  tJttattaNMlttorctoMto^ 
tmduiU  rttmr**  lo  U*  haeiward  poHHom  tk* 
prmtan  ^f  ift  tmi  on  Ikt  pieee  to  tt  rmftd 
U  Unenad,  The  and  of  tlui  mllllng-blMls 
moTM  beyond  the  edge  of  tbe  •npportlng 
or  MparatfDg  plate,  and  earrlea  the  fbid 
ftrward  In  the  mflled  (trip,  beyond  the 
edge  of  aald  plate,  and  on  tbe  Tetom  ot 
laid  blade  the  end  of  tbe  mpportfug  at 
■eparatlog  plate,  between  which  and  the 
blade  the  material  reete,  ie  held  by  the 
and  of  (aid  plate  t,  preventing  tbe  blade 
Id  Ite  baokwaid  morement  ta>m  eanylBg 
baok  with  It  the  fold  fonned  in  the  atitp 
to  be  raffled. 

I  am  aware  that  a  roDgb-anrfaoed  feeder 
and  rnffler  have  been  employed  to  engage 
a  pieee  of  material  to  be  mffled,  fbrmlng 
tfcegatherln  and  moving  the  mffled  pieee 
forward,  the  rnffler  and  feeder  both  ea- 
gaging  the  ralH«d  atrip,  and  in  con neettofl 
with  anoh  mechanlem  a  aeparator  baa 
been  employed  to  aeparate  a  band  fhmi 
the  raffled  atrip,  the  band  being  laid  on 
the  larfhee  of  the  raffled  atrip  engaged 
on  ita  nndei  aide  by  tbe  nfflet  and  feeder 
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Eude  •■  finir-iDotioiMd  feediog  devicra; 
and  I  UD  ftlao  Man  of  United  StstM  Pat- 
ent No.  U,475. 

I  do  not  elkim  ••  tha  Inventiou  of  Tho- 
mas Bol^obn  a  flszible  mffltoi^-bltda 
adapted  to  operate  on  a  atrip  to  be  raffled 
ytbea  cnati^neil  on  the  eloth-pUte  of  ft 
Mvlng-maoIIine;  nor  do  I  claim  anoh  » 
blade  eomblned  with  a  guide  to  prreent 
a  dngla  nnfolded  baod-atrip  to  the  raf- 
fled atrip;  nor  do  I  elalm  anoh  a  blade 
eonueeted  with  and  operated  I^  a  rock- 
ing ann  or  lerer  movod  from  a  rlhrsting 
member  of  tha  naedle-opeiating  meohaa- 
Iwn,  and  eontiolled  aa  to  ita  baokward 
moTBment  by  a  aet-acrew ;  nor  do  I  ol^m 
any  of  the  apeslfle  oombluatloni  of  de- 
vleea  claimed  in  an  appUoatlon  filed  Jan* 
Sit,  lt<7&,  for  reisane  of  Uuit«d  8tet«e  Pat- 
ent No.  37,6(iO,  granted  to  John  A.  Pfpo, 
Janaat7  S7, 1863,  said  combination  of  d^ 
vloe%  aa  ezpteaaed  in  neb  Tviaane  olalm% 
being  the  inTention  of  the  Mid  Plpo. 

Tb»  original  Bobjobn  patent  had  two  claims,  aa  follows: 
1.  The  oombination,  with  eaoh  other  and  with  a  aeiring-maeliine,  of  a  guide  for 
tuning  Is  the  edgee  of  and  folding  one  atrip  of  cloth  to  form  a  donble  band,  a  gnid* 
fbr  gnidlog  another  atrip  of  elotb  into  aneh  baud  to  form  a  mffla,  aod  a  plaiting  er 
nMiug  knife,  the  whole  operating  anbetanUally  aa  betetn  apeoifiad. 

S.  In  oombinatlon  with  the  niffling-knife,  aeting  aboTe  the  atrip  wbloh  ia  to  form 
the  mflle,  I  elalm  the  eztenrion  of  a  portion  of  the  bottom  1,  of  the  guide  E,  or  its 
eqniTalent,  below  the  aaid  knife.  In  anoh  a  poattion  a«  to  be  interposed  between  tha 
lyfllw  alilp  and  the  lowerpartof  the  band,  aabetantiaUyaa  and  for  the  pnrpoae  hetein 


Tbe  reiaaae  haa  eighteen  claimB,  as  follows: 

1.  Id  a  raffling  at  plaiting  moehaniam,  the  oombloation  of  a  mffling  or  plaiting  blada 
wttll  a  firidiug-gnlde  whereby  a  atrip  of  any  anitable  ikbric  ma;  b«  properly  guided  to 
Atrm  and  fold  a  band  about  the  edge  of  a  ruffle,  sabetantially  aa  desorlbed. 

8,  The  eombination  of  a  raffling  or  plaiting  blade  and  foldlng-gnide  for  properly 
dlieeting  the  strip  to  fbnu  and  fold  a  baud  abont  the  edgea  of  a  mffle,  with  atltobing 
or  sewing  meehaniem,  substantially  aa  deeoribed. 

3l  In  a  plaiting  or  ruffling  meehaniem,  the  oombination  of  a  gnide  haring  an  in- 
eloaed  ehannel-way  for  pioperiy  directing  the  atrip  to  be  raffled,  with  the  plaiting  or 
raBing  blade,  nbatantially  aa  described. 

4.  The  eombination  of  a  plaiting  or  raffling  blade  and  an  Inaloeed  ohannel-wa;  or 
guide  for  properly  dlreottng  the  atrip  to  be  ruffled,  with  astitching  or  sewing  meohan- 
iam,  snbatantially  as  deeoribed. 

B.  The  eombination  of  a  plaiting  or  ruffltng  blade  and  gnlde  for  properly  directing 
the  strip  to  be  ruffled,  and  a  folding-galde  for  oonduotiag  a  separate  strip  to  ibnn 
and  Add  a  band  on  the  edge  of  the  said  rafSed  atrip,  with  sewing  mechaulam  adapted 
to  imita  tbe  band  and  ralBfi,  anbatantiatly  aa  described. 

5.  Tbe  eombination,  with  a  raffling  or  plaiting  blade,  of  a  gnide  for  oondnoting  a 
slitp  to  form  a  baud  fbr  the  rniHe,  and  adapted  to  fold  or  ham  both  edgea  of  said 


884        DEomoHB  or  n.  b.  oocvn  nr  patebt  cuMa. 

7.  The  ooniblnAtiaii  of  •  mMlng  or  pUlUag  bUde,  >  gnlda  kd»pted.  to  MtadBst  » 
■trip  to  fiRm  m  bMid  and  to  fidd  both  odgM  of  laJd  ImuuI,  with  a  Mwlng  amwhwiiw, 
■obrtMillaU;  M  dMoribed. 

a  Tta«  eombinAtiaB  at » tafli^  at  pUitiDg  Made  or  kaUa,  amnfBd  aad  opumtot 
above  the  eloth-plate,  with  a  eappoTtlng  or  MOODdary  plate,  aqtaiate  ftom  the  eiotfc- 
pUta,  between  whiob  and  the  blade  or  knife  the  labrk)  to  be  niled  it  held  asd  ad- 
ranoed  bj  the  Made,  mbataotlaUy  a*  deaoribed. 

9.  A  plaiting  or  raffling  blade,  ananged  abore  the  eloth-plste  of  ■  eewtag-inaehl—, 
and  adapted  to  operate  upon  a  •■rftee  other  than  anoh  eloth-plale,  wbenby  a  atarip 
of  good*  ean  be  ptaUad  or  lafflad  above  a  plain  piaoa,  nbatantlallr  aa  deaeribad. 

10.  In  a  mffling  or  plaiting  maahanlau,  a  prsMer  or  liolder  ent  away  at  ttn  lower 
aide  to  pannit  the  pMMga  of  a  ham,  aabatantlall  j  ai  deaoribed. 

11.  A  liildiog-gnide,  adi^ted  toeondnet  and  fold  a  band,  and  provided  wiUiaaeaa 
oraxtaadedpactlMtadlraet  and  bold  tha  b^daltwlt  U  frHtil.  tn^ttanttallj  aa 
daorlbed. 

IS.  The  ineloaed  golde,  In  eooiUBation  with  the  flexible  tongne,  adapted  to  jwiim 
■pOD  the  goodt  pa«ing  tbrongta  mM  guide  to  ke^  t^d  gooda  flattened  and  atoaigU, 
■nbataatUUf  aa  deaeribed. 

13.  In  a  rutting  meahanieni,  the  oomhtnation  of  a  blade,  adapted  to  engage  aad 
fUd  or  mtBe  one  pieae  of  ■alerUl,  wltk  a  fcedcr,  adapted  to  engage  and  atovo  fte- 
wardttennrnffled  material  on  whieh  the  raffled  material  U  delivered  aad  eeuuied  by 
■tttehlng,  a^bataatlaU;  aa  dcMiribad. 

14.  In  a  raffling  or  plaittag  leebaiit—,  the  oenhinntion  of  a  plate,  adapted  to  aapa- 
nt«  the  material  to  be  ruffled  tma  the  nnraffled  material  to  whieh  it  is  to  ba  at- 
taehed,  with  a  leelpioeating  blade,  adapted  to  pre«  npon  and  engage  the  uppw 
aide  of  the  material  Co  be  ruffled,  to  ntove  fbrward  with  aueh  material  and  preeant  a 
fold  Ibr  the  action  of  the  needle,  and  mi  tlie  retarn  ■troke  of  the  blade  to  relax  it> 
pnaenre  on  the  material  to  be  mffled,  ■ubetaatiallr  aa  daeeribed. 

15.  The  oombiaatlon  of  the  rnffliag-blade,  adapted  to  more  Corwaid  beyond  the  ond 
of  the  aupporting  or  eepatetlng  plate,  with  the  aeparatlng-plate  adapted  to  retain 
the  raffled  material  from  retniniog  with  the  ruffling-blade,  aabatantiallj  aa  de- 
aeribed. 

16.  The  oombination  of  a  gnlde  adapted  toeonttaleaohedfceoftha  plaoe  to  W  raf- 
fled, and  a  roffliog  or  plaitiag  blade,  having  Ita  edge  extended  aoroaa  the  material  to 
be  mffled,  with  a  aolid  or  rigid  preeaing  anrfaoe  or  holder,  of  a  wldtit  to  eover  and 
flatten  the  rnffled  or  plaited  material,  eabatantiall;  aa  deaeribed. 

17.  The  combination,  with  a  meohaniam  adapted  to  form  a  raffle  or  plait,  of  a  gaido, 
provided  with  an  incloaed  ohanoel-way,  to  gnide  the  atrip  Intended  to  be  ruffled  or 
plaited. 

18.  The  oombination,  with  a  aeparator  and  a  rnffllng-blade,  of  gaidea  adapted  to 
oonool  and  preaent  the  band-forming  edgee  both  above  and  below  the  aWp  to  ha 
tnfflad,  whereby  a  piece  of  fabric  may  be  raffled  betwcMi  two  eurfhoea. 

The  original  Bottfobn  patent  doea  not  anywhere  in  the  statement  of 
invention  or  in  any  claim  suggest  that  his  invention  was  anything  else 
but  the  inrentJon  of  meobaniBm  for  making  a  band-mffle  by  neatu  of 
two  automatic  guides,  one  to  fold  in  the  band  and  the  other  to  ^de 
the  strip  to  be  ruffled,  or  that  he  had  invented  a  separator-plate  or  auy 
means  of  ruffling  a  strip  above  a  plain  piece.  The  statement  of  the  in 
vention  in  the  original  patent  is  that  it  consists  in  combining  the  guides 
and  the  knife  with  a  sewing-machine,  the  result  of  the  joint  action  be 
ing  that  one  guide,  B,  turns  in  both  edges  of  a  band  and  folds  It  longi- 
tudinally, so  as  to  make  a  double  buid  of  it,  and  the  other  guideij  B, 
which  is  a  tubular  guide,  gaides  the  atrip  to  be  ruffled  and  delivers  ik 
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between  the  two  edges  of  the  band  as  they  issae  from  the  guide  B,  and 
the  knife  makes  thn  raffle,  and  the  two  parts  of  the  band  the  raffle  are 
then  sewed  together  by  the  needle,  tuid  a  haad-mffle  ia  formed.  The 
raal  meaning  of  the  original  speeifleatioB  is  best  nndentood  by  seeing 
the  alteratitHM  made  in  the  reissoe.  There  is  in  the  latter  a  statement 
that  the  invention — 

ConatoU  in  »  rnffllng  bimde  or  kntfn  adapted  to  engage  a  rtrip  of  material  to  be  rat- 
Sed,  in  eottibiaation  vltb  a  feeding  meohaniin  adi^ed  to  op«saIe  againot  the  etrlp 
to  which  the  ruffled  itrip  U  oonneoted. 

This  is  new  and  is  in  addition  to  a  combination  of  the  knife  and  the  two 
guides.  In  the  original  the  part  t  ts  tlie  bottom  i>art  of  the  gnide  B  ; 
bat  in  the  reissne  it  is  called  a  "plate,"  and  a  '*  gnpport,"  whidi  s^ta- 
rates  the  material  to  be  mffled  &om  the  fobric  to  which  it  is  to  be  anited. 
In  Uie  original  the  golde  E  is  said  to  be  attached  rigidly  to  the  lower 
"part  of  the  gnlde  B.  lliie  la  omitted  in  tbe  reissne.  In  the  original 
the  tongae  k  of  tiie  gnide  B  is  said  to  preae  on  the  strip  to  be  mffled,  so 
as  to  ke^  it  atmight  '*<m  ii»  way  into  the  band ;"  but  in  the  reissne 
die  idea  of  the  basd  in  that  connection  is  stricken  oat,  and  the  pressare 
is  said  to  be  made  to  keep  the  striQ  straight  "  on  Its  way  to  the  action 
of  the  roffling-blade."  In  the  origin^  the  dastic  shank  j  is  said  to  press 
the  edge  of  the  knife  down  on  "  the  bottom  part  of  the  gnide;"  but  in 
the  reissne  it  is  eafd  to  press  it  down  on  "  the  snpport  or  plate  t."  In 
the  original  the  knife  is  said  to  hare  a  movement  "  apoo  the  bottom  i 
of.  the  gnide  E,  toward  and  from  the  needle-bole."  In  the  reissne  the 
knife  is  sfud  to  have  "  a  movemeot."  In  the  original  "  the  feed-more, 
ment"  is  said  to  carry  "both  band  aud  raffle  toward  the  needle."  Id 
the  reissne  "the  feeding  device"  is  said  to  carry  forward  "both  the 
band,  or  plain  part  to  which  the  mffle  is  attached,  and  the  mffle."  In 
the  original  it  is  stated  that — 

The  niffle-«trip  U  dellTemd  into  the  fold  of  ths  band  and  mffled  bj  the  action  of  the 
knife,  a*  1ien>lDbefen  described,  and  aewed  into  the  baud  b;  the  needle  paMlDC 
thioagh  both  the  upper  and  lower  parti  of  Lhe  band,  oloaa  to  the  edgM  thenMf. 

Id  the  reissne  it  is  said  that — 

Tbe  atrip  reeting  on  the  support  t  ie  raSad,  deliTered  to  the  unruffled  material  or 
tho  band  by  the  aotion  of  the  knife, as  bereinbefMe deoeribed,  ui4  the ruffledand 
plain  ftbrio  are  united  bj  the  nltohiog  mechanlem  of  the  uwing-machine,  the  needle> 
when  operating '  with  the  band,  pasMng  throngh  both  the  npper  and  lower  parte 
(hereof,  oloee  to  the  ndgM  of  the  band. 
In  the  original  it  is  stated  that — 

In  the  ruffling  opnration  tbe  lintfe  F  it  prevented  fh)m  acting  on  the  under  part  of 
the  band  by  the  extenaion  of  tbe  lower  part,  i,  of  the  guide  E,  beyoml  the  npper  part 
and  below  tbe  knifb,  the  uid  part  of  the  tnnd  paaalng  under  the  ezteoded  portion  of 
1,  aad  the  mS»«trlp  paealug  orer  It  for  the  knife  to  act  apon,  and  the  laid  extended 
portion  ptotaoting  tbe  lower  part  of  the  band  fh>m  the  action  of  the  knife. 
Id  the  reissne  it  is  said  that— 

In  Hm  ruffling  operation  the  blade  or  knUb  la  prevented  fVom  acting  on  the  band  or 
plain  fkbrie  beneath  tbe  raffle  b;  the  aupport  or  plata  i. 
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These  stadied  efForte  to  convert  the  bottom  ot  tbe  gnide  E  iolo  some- 
Uiiog  other  than  the  trattom  of  a  gnide,  and  into  a  sopportiDgor  seooDd- 
ary  plate  dissevered  from  a  gnide,  aod  to  introdace  the  featnre  of  rof* 
fling  a  strip  of  goods  above  a  plain  piece,  in  additioD  to  rofiaing  it  in 
ooDDeotiOD  with  a  band  which  has  two  parts — an  apper  put  and  an 
tmder  part — and  thas  to  pave  the  way  for  introdneing  claims  8  and  9  <rf 
tlie  reissae,  are  Bappleroented  by  the  iDtrodootion  into  the  reiasne  4tf  the 
following  new  matter: 

The  ruflled  atrip  may  be  stitched  m  formed  ontoft  plain  &hiic  iatrodaoed  imdw  Uw 
goiAt  E,  uid  between  the  aupport  or  pUte  i  and  the  liteder  r,  the  latter  sngafting  and 
moving  the  plain  fabric  vitb  the  rnCOe  attaobed,  while  the  rnl&ing  knife  or  blade  mi- 
gagea  ODiy  the  strip  to  be  gathered  and  carriea  it  forward  to  the  ueedle- 

Tbe  internal  evidence  thus  afforded  by  the  patents  is  fortified  by  the 
external  evidence.  The  plaintiff,  George  H.  Wooster,  became  the  owner 
ou  June  1, 1376,  of  the  entire  interest  in  the  original  Pipo  patent.  The 
interest  in  tbe  Bobjohn  invention  was  vested  in  Mrs.  Emma  C.  Wooster, 
the  wife  of  the  plantiff,  before  the  origioal  patent  was  issoed,  and  it  was 
issaed  to  her.  Un  the  17th  of  Jane,  1S76,  she  assigned  her  interest  in  it 
to  the  pl^ntitE.  He  applied  for  the  reissne  of  the  Pipo  patent  on  June  22, 
1876,  and  for  the  reissne  of  the  Bobjohn  patent  on  Jnly  19, 1875.  In  the 
Pipo  case  the  application  was  signed  by  both  Pipo  and  the  plaintiff, 
the  new  spedfloation  was  signed  by  Pipo,  and  tiie  oath  to  it  was  made 
by  Pipo,  June  21, 1875.  In  the  Bobjohn  case  the  application  waa 
signed  by  the  pliuntiff  as  assignee  of  Bobjohn,  the  new  specifioatioa  was 
Higned  by  the  plaintiff  as  assignee  of  Bobjohn,  and  the  oath  to  it  was 
made  by  the  plaintiff  July  17,  1875.  In  that  oath  the  plaintiff  de- 
posed— 

That  he  rerU;  iMlleTee  that  by  reaaon  of  an  bunffloient  speefOeation  the  ■fiiiiMaiil 
letter*  patent  granted  to  E.  C.  Woeater  aa  anlgnee  of  Thomaa  Bot^ohn  an  Inopera- 
tiTe;  that  the  same  error  haa  arlien  from  inadvertenoe,  aooldant,  or  miataka,  and 
wltboot  any  fraodnlent  or  deeeptlre  iotoDtion,  to  the  beat  of  hla  knowledge  and  ba- 
Uef;  tbattheentiratitlDtosaidletterepatentlaTeatedlnhim;  and  that  he  verily  ba- 
UeTea  the  said  Thomas  Bot^ohn  to  be  tbe  flrat  and  original  inventor  of  tbe  Invention 
aet  forth  and  elrimed  in  the  foregoing  amended  epeoiHoation,  aod  that  the  aaid  Bob- 
Job  n  ia  now  deoeaaed. 

Although,  as  Bobjohn  was  dead,  the  reissne  may  have  been  properly 
been  made  under  section  1895  of  the  Bevised  Statotes,  on  an  applica- 
tion made  and  a  corrected  specification  signed  by  the  assignee,  the  re- 
issue lacks  the  support  which  an  oath  by  the  inventor  as  to  inadvert- 
ence, accident,  or  mistake  might  afford  to  it.' 

The  circamstances  ander  which  the  plaintiff  applied  for  these  reiasaea 
after  be  thns  became  the  owner  of  the  two  patents  and  the  ot^ect  he 
bad  in  view  in  doing  so  are  stated  by  himself.  He  was  using  the  Pipo 
and  Bobjohn  machines  in  the  business  of  making  raffles.  His  attention 
was  called  to  the  Johnston  mffler  and  the  Toof  mffler  as  raffling  de- 
vices to  be  attached  to  sewing- machines,  and  he  was  applied  to,  to  sell 
the  Bobjohn  patent,  owned  by  his  wife.  He  then  examined  the  matter 
in  connection  with  both  patents,  and  oonclnded  that  they  could  be  n- 
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iasaed  with  the  ol^ms  dow  Id  them  so  w  to  oover  anch  raffling  attaob- 
mentB.  He  theo  pnrohased  the  Pipo  patent  sod  took  an  assigninent 
of  the  Bobjohn  patent  and  applied  for  the  reissaes.  The  Johnston  and 
the  Toof  rafSere  were  in  the  inurket.  Patent  No.  111,458,  granted  to 
Allen  Johnston  and  William  T.  Johnston,  Jaonary  31, 1871,  for  an  im- 
provemeot  iD  gathering  attachmeiitt>  for  aewing-maohines,  and  Patent 
ISo.  110,005,  granted  to  Alien  Jolinaton,  December  30, 1873,  for  an  im- 
provement in  gathering  and  ruffling  attachments  for  sewlng-mttchines, 
desoribe  and  show  tbe  Johnston  mffler  as  it  is  saed  herein.  So.  111,158 
shows  the  features  in  it  which  are  alleged  to  infringe  claims  1,  7,  8.  and 
10  of  the  Pipo  reistjue,  and  So.  116,003  shows  the  features  in  it  which 
are  alleged  to  infringe  olaimA  S  and  9  of  the  Bob}ohn  reissue. 

The  defendant's  raffling  attachments  are  alleged  to  iufringe  claims  8 
and  9  of  the  Bobjohn  reissue  beeaose  they  hare  (1)  aruffling-blade;  (2) 
a  secondary  plate  separate  from  the  oloth-plate  of  the  sewing-machine; 
(3)  the  cloth-plate,  when  in  use,  lying  ImiIow  the  secondary  plate,  and 
the  goods  to  be  raffled  lying  above  the  secondary  plate  and  between  it 
and  the  blitde,  and  a  plain  strip  lying  above  the  cloth-plate  luid  below 
the  spcondaiy  plate  and  txitweeu  the  two.  The  defendant's  attach- 
ments do  not  have  tbe  cumbiuation  claimed  in  claim  1  of  the  original 
Bobjohn  patent ;  but  it  is  contended  for  the  plaiutiff  that  claim  3  of  the 
original  Bobjohu  patent  was  capable  of  being  construed  in  two  ways. 
It  read  thus: 

3.  Id  conibi nation  urith  the  rufHtiig-knife,  uMag  kboTe  the  tttip  whloh  U  to  fonn 
the  mtte,  I  uUim  ttie  eztquBion  of  ft  ponion  vf  (he  bottODi  i  of  llie  siitdo  B,  or  Its 
•qDivaleot,  below  tha  b»Ii1  kntre  in  mioh  k  poaitiOQ  an  to  b«  int«rpoaed  batweon  the 
raffle-atrip  and  the  loirer  p%n  of  tbe  band,  HabHtantially  H  »iiil  for  tbo  parpotea 
liereLn  apeolfled. 

It  is  said  that  the  claim  might  have  been  oonstraed  as  including  in 
tbe  coinbiuation  only  the  part  t  as  beiug  the  part  which  really  does  the 
work  of  protecting  the  lower  part  of  the  band  from  the  actios  of  the  ruf- 
fljng-knife;  or  it  might  have  been  construed  as  including  not  only  the 
part  iy  but  the  tube  E,  with  a  covered  top,  from  which  the  part  *  is  ex- 
tended, and  which  tube  guides  the  piece  to  be  mffled.  The  arguinent 
is,  that  claim  2  was  therefore  defective,  because  it  was  obscnre  or  am- 
biguous and  uncertain  in  meaning,  and  insufficient  in  not  clearly  point- 
ing out  the  invention  desired  to  be  covered ;  and  that  in  neither  claim 
8  nor  in  claim  9  of  the  reissae  is  the  tube  or  guide  B  an  dement. 

Claim  2  of  the  original  patent  fully  and  clearlyembodied  the  descrip- 
tive part  of  the  original  speciftcation,  which  was  in  these  words : 

In  the  roBiing  operation  the  knife  F  is  prevented  from  kotlng  on  the  nrnler  pert  of 
the  buid  bf  the  exieiuioa  of  tbe  loirer  part,  i,  of  tbe  ftnide  K  beyond  the  npiier  part 
Mid  bektw  the  knife,  the  iiaid  purt  of  the  band  pMiiDS  under  the  eitended  portion  of 
(,  and  the  niffle-etrip  paednt;  over  it  fur  the  knife  to  act  upon,  and  the  said  extended 
portion  prateoting  the  lower  part  of  tlie  band  ftoai  the  action  of  the  knife. 

So  fiw  as  claim  2  of  the  original  patent  was  concerned  the  speoiSoa- 
tion  of  that  patent  dearly  and  acoarately' described  the  invention  vhlob 
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tliat  claim  soQgfat  to  cover,  and  so  &r  as  sach  descriptioD  was  nonoemeil 
there  was  do  defect  or  insaffloienoy,  asd  tbe  patent  was  not  inviilid  or 
Inoperative  to  cover  aoything  arising  oat  of  saoh  desoriptioa  which  was 
set  tOTth  as  aa  invention.  There  is  no  evidence  that  there  was,  in  fiaot, 
any  inadvertence,  aocideot,  or  mistake. 

Taking  the  langaage  of  claim  2  of  the  original  patent  in  conneotiiMi 
with  the  descriptive  part  of  the  specifloation,  the  bottom  i  of  the  guide 
E  is  the  lower  part  of  a  tnbalar  gnide  which  has  an  npper  part,  and  It 
mast  be  interposed  between  the  raffle-strip  and  tbe  lower  part  at  moh 
a  doable  band,  as  is  described.  So  other  band  than  a  doable  band  ia 
anywhere  mentioned  in  the  original  speoifloatioo.  It  is  a  strip  fblded 
longitudinally  by  the  golde  B,  and  having  then  an  upper  part  aod  a 
lower  part.  It  is  folded  along  the  center  of  its  widtii.  The  gnide  E  ia 
arranged  in  front  of  and  partly  within  tbe  guide  B,  and  delivers  tJie 
raffle-strip  between  the  two  edges  of  the  double  band.  The  two  guides 
are  rigidly  attached  together.  One  cannot  be  there  to  mtike  tbe  doable 
band  without  tbe  other  being  present.  The  raBBed  strip  between  t^e 
Bpper  and  lower  parts  of  the  double  band  is  sewed  to  them  as  the  needle 
passes  first  tfaroagh  the  npper  part  of  the  double  band,  then  through 
ttie  raffled  strip,  and  then  through  the  lower  part  of  the  donble  band. 
It  is  the  under  part  of  this  double  band  which  is  protected  ftom  the 
knife  by  the  extension  of  the  lower  part,  i,  of  the  tabular  gnide  E  be- 
yond the  upper  part  of  that  guide,  beoanse  soob  ander  part  of  the 
doable  band  passes  ander  the  extended  pivtion  of  i.  There  can  be  no 
doable  band  withoat  the  guide  B,  and  the  goide  E  Is  rigidly  attadied 
to  the  guide  B,  and  so  the  extended  part  of  the  lower  part,  i,  of  the  gaide 
E  must  be  tlie  extended  part  of  the  lower  part  of  snoh  a  tubular 
gnide  as  B  is.  There  is  uo  warrant  therefore  In  the  speoiflcation  of  the 
original  patent  fui'  extending  tbe  iuveutiou  to  cover  the  stiteliing  of  the 
raffled  strip  onto  a  phtin  strip,  which  is  no  part  of  a  double  baud.  The 
words  "  sabetautially  as  and  for  the  purpose  herein  speoifled"  in  the 
original  ulAiin  2  refer  to  tbe  purpose  of  protecting  the  lower  part  of  a 
double  baud  made  by  the  guide  B  by  extending  the  lower  part  of  the 
tubular  guide  K,  which  in  rigidly  attached  to  the  guide  B. 

In  view  of  the  descriptive  part  of  tbe  original  specification,  claims  S 
and  9  of  the  reiusne  could  not  h»re  been  sastaiued  on  that  specifloation. 
There  was  no  obscurity  or  ambiguity  iu  the  original  citum  2.  It  was 
warranted  by  the  descriptlou.  That  description  anthorlEed  no  claim 
as  to  tbe  extension  of  a  portion  of  i  different  fh^m  what  was  daimed, 
as  here  interpreted,  and  the  only  admissible  amendment  of  the  claim, 
by  the  description  as  it  etaiids,  would  have  been  one  to  interpret  it  in 
the  same  sense. 

These  considerations  bring  the  case  as  to  tbe  Bobjohu  reissue  within 
the  decisions  of  the  Supreme  Court  on  the  subject  of  reissnee.  ffill 
V.  Weiii,  22  Wall.,  1 ;  The  Wood  Pap«r  Patmt,  23  Id..  66S;  Fotaia-  Co. 
V.  Pwdcrr  Worlu,  98  U.  S.,  126;  BaU  v.  LamglMy  102  Id.,  128;  ifitiff-  V. 
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Bra*$  Co.,  104  Id.,  350 ;  Jame»  t.  Campbell,  Id.,  356 ;  Eeald  v.  Bioe,  Id., 
737;  JohiuonY.  Railroad  Co.,  105.,  Id.,  539 j  Banix  v.  Frantz,  U.,  160; 
Willi?  V.  Anthony,  106  Id.,  112 ;  Eoffheim  v.  JiMMeH,  107  Id.,  132 ;  Gage 
V.  Serring,  Id.,  frlO ;  OlemenU  v.  OilorI«<8  Excanuting  Apporotiw  Co.,  109 
Id.,  641;  »e.lfMi-ray  v.  Mallory,  111  Id.,  07 ;  TutTtiT  d:  Seymour  Mfg. 
Co.  T.  i)oiier'  Stamping  Co.,  Id.,  319. 

The  bill  mtist  be  diamiased  as  to  both  I'eissues  because  oi  tbeir  iiuii 
Udity  M  respects  claims  1,  7,  8,  and  10  of  the  Pipe  rcissae  nod  claiiuu  6 
aud  9  of  the  Kobjobn  reissoe. 

The  application  to  introduce  larther  evideiitie  is  gmnted  as  rcspfcts 
the  two  affidavits  of  the  plaintiff  aod  the  flies  and  contents  in  the  mat' 
ter  of  the  reissues,  but  is  denied  in  the  other  parlicul»i-H. 

yo  reasou  is  seen  why  the  defendant  should  not  recover  the  costs  of 
the  cause. 

The  same  rulings  are  made  as  to  the  case  against  Thornton  and 
*  others. 

In  the  case  against  Blake  and  others,  the  application  to  introdace 
further  evidence  is  granted  in  the  respects  above  iudioatetl  and  denied 
in  the  other  particulars,  aud  the  suit  as  to  them  will  proceed  in  conrse. 


[L'nlM  Btat*i  Uiconlt  Coatt—SoaUiani  DUtrlcl  of  Xcw  Tdrk.  1 

WoosTER  r.  Howe  .Machine  Comfany. 

Dtciilfd  JHlg  23,  lr<C<4. 

•M  0,  G.,  63*. 

Tlie  df  ciaiou  uinilu  in  Ifoorler  v.  Hands,  iliwiitMitigtlie  bill  <>ii  account  of  th«  InvHlid- 
ity  ut"  certain  vlainis,  is  also  uimle  in  llic  suits  agiiiiist  iIip  (li-ft'iiil^int:)  euii- 
luvrati-d  iu  the  fulluniDeileciNiou: 

Blatchpord,  t^..- 

Tbe  decision  herewith  made  iu  Woosler  v.  Hniiify  retpiives  tt'itt  the 
bill  in  tliis  case  ubould  Iw  dismissed  as  to  both  of  the  reissued  patents 
8ue*l  on,  beciviise  of  their  iuvalidity  as  respects  claims  1,  7,8,  iiud  Hi  of 
the  Pipo  reissue  and  claims  8  and  9  of  the  Kobjobn  reissue,  tlie  dis- 
missal to  1m'  tt'itJi  coi4ts.  The sitino  deii^jiuii  is  made  in  tlif  suits  agaiust 
the  follovriug  defendants :  The  ijiuger  .Miiiiufiictuiiii^  Company  (n  New 
York  cor|>on(tion),  The  Wilcox  &  Uibbs  Sewing  Machine  Company, 
The  Domestic  Sewing  Machine  Company,  implciuled,  &c.,  Allen 
.Ht.-hcnck,  impleaded,  &c..  The  aiiige'r  Maniifacturiii}:  Company  (a  >'ew 
Jersey  coriK)ration),  aud  Cliiirles  B.  Barlier. 


D,g,l,..cbyGOOglC 
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{United  State*  Clrtm It  Coott— Eutern  Dlitrirt  at  WImouId.] 

Sessions  r.  Bomadka  et  al. 

20  0.  G.,  731. 

^  It  it  in  iilaiD  tliat  tlie  tlclVuilaiitii  bftvi*  umbotliuil  in  tbcit  <levio«  tins  ii^BW-utial  eliv 
iiieutH  uf  nr^niiizatioii  taiitniucd  in  tliu  cum  plain  ant's  fusteuor,  or  uinde  a  f^st- 
eiiPT  tliHl  in  itH  conHlnirtinti  oxIiiliLtn  the  piinivulent*  of  the  |tatente<t  ilevicv, 
till'  (tuti'mlnntn  niiixt  li<9  lielil  iiifVinj^frH. 

:S,  Where  a  claim  dtwa  not  cover  a  mere  aggregatiim  of  separate  element*,  and  then 
ia  Dot  showa  a  mere  mediuDical  jiixtuiioaitioii,  biit  each  one  of  the  elements  of 
tha  claim  cotitribiitea  to  the  combined  resnlt  which  In  due  la  the  Joint  and  och 
o])eratiug  action  of  all  of  theui,  the  claim  ii  not  anticipated  bj  showing  that 
certain  of  ita  individual  part*  are  old. 

:).  Doubted  icbetber,  In  the  light  of  the  Judicial  decinioDs  on  the  tnbjeot,  a  patent 
oonld  rigbtf^ill^  be  granted  coutainiag  claimi  covering  several  diatiuct  and  iu- 
^lependent  i  m  prove  men  ta  in  one  trnnk,  and  therefore  it  ia  made  a  eondition* 
nfwn  which  tbe  relief  prayed  in  the  bill  will  be  granted  tbat  the  patentee  ahall 
diiclnim  all  bnt  one  of  tbe  eald  iniprnvemenla. 

4.  It  ia  donbtfal  whether  a  defenna  not  aet  np  in  th«  answer  can  be  made  at  the  heai- 

•"i.  When  it  was  difflcnlt  to  stuuip  tbe  patented  article  "  patented"  on  accoiiut  of  its 
aniall  itiie,bnt  Ibx  jiackages  coutaiuiiig  such  orticleH  were  st«in)>ud,  It  ia  held 

that  tbe  Htatute  nas  siifBcientl;  cnmpliMl  with. 

Memrs.  Mitchell  (fc  Hujiger/ord,  Mr.  B.  F.  ThurBton,  and  Mr.  Jotkna 
Stark  for  tbe  complaiuant. 

Me»8r».  JeitktHH,  Winkler  d-  Smith  for  the  defendantij. 

i>VER,  J.  : 

•On  the  Oth  day  of  July,  1872,  Cbarles  Asa  Taylor  obtained  Letters 
Voreot  K^o.  128,925  for  aa  improveineDt  in  trunks.  The  specification 
.statea  that  the  invention — 

Consista  in  a  yielding  rolltir  of  novel  construction  to  be  applied  entirely  on  tbe 
outride  of  the  trunk  ;  in  spring- eatohes  tu  hold  the  trunk  shat ;  in  a  braoe  of  peon- 
liar  ooustmction  tu  be  applied  to  tbe  outside  of  the  bod;  for  the  purpose  of  holding 
■ap  the  top  or  lid,  and  in  a  spring-arm  for  supporting  the  tray  when  it  is  turned  np. 

As  descriptive  of  so  mach  of  the  invention  aa  relates  to  the  spring- 
catches  there  is  a  further  statement  in  the  specification  aa  follows : 

■Instead  of  proTiding  the  top  of  the  trunk  with  the  nsiial  strap*  for  fitstening  it 
vtosin,  I  attach  to  its  front  two  spring-catcbes,  I,  and  to  tbe  top  two  taogs  or  pl^aa, 
.X,  which  lock  into  and  are  held  by  the  patches.  Each  oateh  oouaista  of  a  metal 
«iefcete,  provided  with  a  hinged  latoh  or  hook,/  and  with  a  flat  spring,  f,  which 
lieara  against  the  losver  end  of  the  latch  and  keeps  ita  npper  end  pnaaed  inward 
'^aiuikt  the  socket.  The  upper  end  uf  the  tatoh  or  hook  is  provided  with  a  prong  i, 
wbieh  extends  through  into  the  souket,  as  shown  in  Fig.  4,  the  upper  side  of  the  prong 
tejug  beveled  olf,  as  shown.  Tbp  tangs  on  the  top  or  lid  are  provided  with  beveled 
^jiidsHud  wilh  holes  or  oimniiigs,  asxhown.  Whi-n  the  topis  pressed  down,  the  tanga 
-dliteJowii  into  th«  Bockots  und  the  prongs  i  of  thn  latches  lock  through  them,  in  the 
iun»ner  shown  iu  Fig.  4,  so  us  t«  bobi  tbe  top  or  liil  doirn  securely.  In  order  to  nn- 
;urklatobeeit  is  only  ueuessary  to  turn  back.tbe  upper  ends  of  tbo  books  or  latobee , 
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■o  as  to  draw  the  pronga  ont  of  tbe  tsnga.  After  the  latchM  are  turned  baek  *  ecr- 
tMD  distauoe  the  aprings  hold  them  in  pMltion,  as  sbown  in  Fig.  1  and  ia  Aetted 
lines  ID  Fig.  4,  ao  that  it  ia  ouly  neoeHsary  to  attend  to  one  of  them  at  a  tim«. 

The  patentee's  claima  are  aa  follows : 

t.  The  fielding  roller  for  tmuka,  cunsiatiDg  of  thd  socket  having  the  fiat  eprini; 
monuted  therein,  and  provided  with  the  rollor  in  its  end,  when  oonatrnoted  and  ar- 
ranged at  deaohbed,  iu  that  it  may  be  applied  enlinlf  to  the  outaide  of  a  trank,  an 
set  forth. 

3.  Tbe  offset  slotted  plato  L,  applied  to  the  uutHide  of  the  bod;;,  in  combinalioa 
-with  the  looking-braoe  M,  pivoted  to  the  top,  and  arranged  to  fbld  down  inside  of 
tbe  plate,  as  deaoribed. 

3.  The  Bpriui;-catobea  I,  couatructed  aud  applied  to  the  front  of  thu  bod.r,  an  de- 
•rribed,  in  conibiuatiou  irith  the  tongiius  or  hasps  J  on  tbe  top,  nbeu  arranged  te 
oiierate  aa  art  foitb. 

4.  Tbe  spring-arm  P,  eeonrei)  tu  tbe  (■mt  of  tha  body,  in  coiiibiDatiori  vritli  tbe 
plau  or  oatvh  Q  on  the  tray,  when  arranged  nn  desrribed,  for  the  pnTpoxe  of  botding 
tho  tra;  np. 

Tbe  di^foDdnntu  are  charged  witb  infiin^iig  tlie  ttiinl  rluiiit  nf  this 
patent,  aud  the  preseut  bill  is  filed  by  tlie  complainant,  as  assigut-e  of 
tbe  patent,  to  restrain  siicli  iiifriiigRinenf. 

tnfringeuienL  in  denied,  and  it  in  alleged  as  a  further  defense  tbat  tbe 
trnnk-lat«li  described  la  the  tliird  claim  v/rns  old  and  well-known  and  in 
imblic  use  before  the  patent  to  Taylor  was  issned ;  that  it  was  des(;ril)ed 
in  letters  patent  issned  to  tbe  follotfing-name^l  peAiona  at  the  dates  fol- 
lowing, viz :  to  E.  A.  G.  Koalstone,  dated  October  30,  IS&i,  No.  5!)^271 : 
to  Bdwaixl  Somple,  dated  Febmary  IS,  1868,  No.  74,73:1 ;  to  John  0. 
Locke,  dated  M«ri:Ii  21,  1871,  No.  112,917 ;  to  C.  N.  Onttor,  d«ted  Octo- 
ber 20,  1868,  No.  33,137 ;  to  Louis  Hillebrand,  dated  March  16,  IS6d, 
No.  87,931;  to  E.  L.  Gaylord,  dated  January  29,  ISOl,  No.  ^1,233;  t« 
LoaiB  Ransom,  dated  Octot)er  13, 1868,  No.  82,088 ;  to  A..  M.  OIiIk,  d»t«d 
Jnne  25, 1867,  No.  66,103;  aud  to  Chandler  Searer,  jr.,  datetl  April  4, 
1866,  No.  47,135,  all  of  wbicU  letters  patent  are  introiluced  as  eitbei 
anticipating  tbe  Taylor  invention  described  in  the  tbird  cltum,  or  asshow- 
iDg  tbe  state  of  the  art  at  the  time  of  such  invention. 

If  the  complainant's  patent  is  shown  to  be  valid,  then  I  think  tbere- 
can  be  little  doubt  that  the  defendants  infringe  tbe  tbird  claim.  Evi- 
dently, the  term  "spriug-catebeti,''  described  in  the  specification  and 
elaim,  refers  to  all  of  that  part  of  the  fastener  which  is  secured  to  the 
body  of  tbe  trank.  This  part  consists  of  three  pieces,  namely,  a  case 
provided  with  a  metallic  socket,  a  hinged  latch  hung  in  the  socket,  and 
a  spring.  Tbe  socket  is  formed  by  an  opening  in  the  top  of  the  case. 
Tbe  latch  is  bung  upon  a  horizontal  axis  in  tbe  case,  and  its  upper  end 
is  provided  with  a  part  for  a  finger-piece,  which  is  without  the  case,.aud 
with  a  beveled  projection  or  hook,  which,  when  the  latch  is  closed,  is 
within  the  esse,  and  enters  tlie  space  into  which  the  tongue  or  baftp  J, 
referred  to  in  the  third  claim,  descends  wheu  the  cover  of  the  trunk  i» 
sbnt  down.  The  latch  and  spring  are  so  combined  with  each  other  tbat 
when  the  latch  is  in  one  i>osition  the  spring  will  hold  the  book  of  th« 
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latch  in  p<»itioD  for  engaftemeut  witli  tbe  tang  J,  and  wheu  the  latch  is 
thrown  backward  a  certaia  distance  the  same  spring  will  bold  it  ontof 
engagement.  The  other  part  of  tbe  fastener  consists  of  a  simple  plate, 
which  is  secared  to  the  trunk  cover,  from  which  plate  there  projects 
downward  a  rigid  tang  provided  with  an  opening  for  the  hook  of  the 
Utch  to  enter.  The  lower  end  of  this  tang  is  beveled  off  on  ita  side 
edges,  so  that  when  it  engages  with  the  month  of  the  socket  it  will  canse 
the  cover  to  come  down  into  proper  position  for  engagement  with  the 
spring-catch,  and  when  down  to  act  in  connection  with  the  socket  as  a 
dowel.  This  is  substantially  the  description  of  tbe  device  given  by  the 
expert  Shepard  iu  his  testimony,  and  I  think  it  accurate. 

In  Cowetl  v.  Sestiom  (17  Fed.  Rep.,  432)  Judge  Shipman  described 
the  Taylor  fastener  as — 

A  t^mbiiifttLOii  or  dowel  or  keeper  apou  the  trnnk-cover  anil  itookct  npon  the  tru&k- 
hoiL,  wliich  socket  is  iirnvided  with  >  hinged  non-elastic  Istcl)  ur  cutcli,  which  i« 
|)Teased  upon  by  a.  uprinj;;,  fttid  inapt  iuto  dnu  engageuieat  with  the  keeper,  the  hinged 
l&toh  lieiiig  acted  upou  by  the  6priD|{  to  bold  it  either  open  or  nhnt. 

This  fastener  ia  not  a  lock,  but  is  desigued  aa  a  substitute  for  leather 
straps  and  for  use,  in  addition  to  the  ordinary  lock,  to  prevent  strain 
u)>utt  tbe  lock,  and  to  holil  the  cover  securely  even  if  the  tmnk  is  not 
locked.  It  performs  the  function  of  a  dowel  to  keep  the  cover  from 
racking.  In  use,  two  of  the  fasteners  are  applied  to  tbe  front  of  the 
trunk,  one  near  each  end,  upon  opposite  sides  of  the  trunk-lock. 

Tbe  defeudaiits'  trunk- fastener,  like  the  complainant's,  consists  of  two 
parts — one  to  l>c  applied  lo  the  body  of  the  trunk  and  the  other  to  the 
cover.  Tliat  ]Mrt  which  is  fastened  to  the  tnink-l)ody  is  composed  of 
three  pieces — miiiiely,  a  case  with  a  metallic  socket  open  at  the  tup  for 
the  reception  of  a  tang,  a  latch  hang  on  a  boriKontat  axis,  and  a  spriu);. 
The  face  of  tbe  case  is  covered  by  the  metal  of  the  case,  the  latch  swings 
in  the  plane  of  the  case,  tbe  latch-book  lies  iu  the  same  plane  with  the 
latch,  and  interlocks  with  a  corresponding  hook  on  the  under  side  of  the 
tang.  A  slot  in  the  side  of  tbe  case  permits  tbe  latcb  to  be  moved  to 
one  side  to  allow  the  withdrawal  of  the  tang.  The  tang  is  tapered  to 
its  point  and  tlie  spring  is  of  wire  secured  to  a  pin  in  tbe  case.  Thus 
it  appears  that  the  defendants'  device  contains  tiie  same  number  of 
parts  as  those  described  in  the  Taylor  patent.  In  both  the  combination  is 
such  as  to  operate  substautially  in  tbe  same  way.  There  are  certain 
differences  in  design  and  form.  In  the  Itoniadka  fastener  the  catch 
moves  sidewise  from  on  side  of  the  case  iusteatl  of  forward  from  the 
front  of  tbe  ca^e.  It  contains  a  beut-wire  spring  instead  of  a  flat  one, 
and  the  adjustment  of  the  spriiifis  in  the  two  devictas  is  different.  The 
tang  in  the  defendants'  fastener  bns  no  oiteniiig  for  the  latch-hook  to 
enlei',  but,  tuiwriiig  to  a  point,  there  is  a  book  formed  on  the  underside 
for  eufragement  with  the  hook  in  that  part  of  the  case  which  is  attached 
to  the  body  of  the  trunk,  I  rcgort.1  tliwe  variations  from  the  conatme- 
tioii  of  the  Taylor  fiii'tcner  »s  ipiero  moclianicnl  cbtmgcs  or  or^uivalentS' 
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The  «zpertH  awoni  on  the  part  of  the  defeudauta  testify  that  the  two 
comtrinatioDB  are  sabstantiftlly  the  same.  It  is  contended  that  the  third 
claim  in  the  Taylor  patent  is  not  for  the  combination  of  a  case,  hinged 
latch,  and  doable-acting  spring  with  a  tang:,  bnt  that  becanse  of  the 
language  employed  io  the  claim  the  iDTeotioa  most  be  restricted  to  tiie 
preoiae  stmctare  described,  and  that  there  can  be  do  iDftiogement  nn- 
less  the  coDatmction  specified  is  followed.  Bat  it  seems  to  me  that  the 
two  devices  are  not  substantially  different  in  the  essential  elements  of 
organisation.  The  Taylor  invention  consists  of  a  combination.  It  is 
tbe  combination  of  a  dowel  organization  with  a  spring-latch  system,  the 
latch  being  so  construoted  that  in  use  it  may  be  thrown  ont  of  connection 
with  the  other  parte  of  the  device,  and  this  combination  is  shown  in  the 
defendants'  fastener.  The  constrnction  whioh  counsel  ask  the  court  to 
place  npon  the  third  claim  is  extremely  narrow.  It  is  not,  I  think, 
jQstified  by  the  state  of  the  art  when  the  patent  was  granted.  It  is 
tme  that  tbe  claim  contains  the  language  "  constructed  and  applied  to 
the  front  of  the  body,  as  described,"  and  the  logic  of  the  defendants' 
contention  is  that  there  can  be  no  infringement  unless  the  constrnction 
of  tbe  iofriugiug  device  is  exactly  similar  to  that  of  the  Tuy]ur  fuatener. 
Sncb  a  construction  of  the  claim  would  be  too  restricted  in  view  of  the 
fact  that  the  Taylor  combiuutiou  was  new  and  that  his  invention  is 
evidently  merituriona.  If  it  seems  plain  that  the  defendants  have  em- 
bodied in  their  device  the  essential  elements  of  organization  contained 
iu  tbe  Taylor  fastener,  if  they  have  appropriated  the  results  of  the  in- 
ventor's thonght  and  made  a  fastener  that  exhibits  iu  its  construction 
tbe  equivaleuts  of  the  patented  de^'lce,  then  I  think  the  defendants 
ongbt  to  be  held  infringers.  Comparing  the  two  devices,  it  seems  clear 
that  the  diiferences  in  constmctiou  are  but  mechanical  deviations  that 
serve  only  to  make  maifest  the  appropriation  by  the  defendants  of  the 
snbstance  of  the  Taylor  invention. 

Ill  the  opinion  of  the  court,  nothing  is  shown  which  anticipates  the 
Taylor  fastener,  nor  is  such  a  state  of  the  art  proven  as  establishes  a 
want  of  novelty  iu  the  device  when  the  patent  was  granted.  In  CoweU 
V.  8ea»i4»u,  supra,  the  Semple  and  Locike  patents  were  before  Judge 
Sbipmau,  and  I  concur  in  what  he  there  says  of  them.  I  quote  fhun 
his  opinion : 

Tlio  T«yIor  tuvsntion  iraa  «  trunk- fuatener,  not  a  lock,  but  a  faitsoer  to  k««p  the 
ltd  IU  place  in  citseof  aociilciita  and  to  taka  paitof  theBtraiti  nUicb  would  othetwiM 
coiufl  upon  th«  lock.  It  ii  a  coiubitiation  uf  down!  or  keeper  upou  the  trnnk-aover 
and  aocktit  upon  the  tmnk-boi,  wliicb  socket  is  prnviiled  ivitli  a  hitigod  nnu-elastio 
latcb  or  calub,  wliieh  iBpntivteil  iipoD  by  a  iipriag  aud  uiaps  into  Hrm  engagement 
witb  the  keeper,  the  hin)^  latch  being  auted  upon  by  tbe  spring  to  bold  it  either 
(>[>en  oraliut.  TbeBempln  iuvitutiou  wasiiot  n  truiik-fiutener.  It  iraa  nii  angle  plate 
u|>uu  thu  truuk-coverproviilcd  ^itli  .1  dawcl,  iu  combiLiatioLi  ivitb  an  au);le-iilnte  upon 
tlie  Iriiiik-boi  provided  with  a  icmp,  into  which  tlie  dowel  entei-ed.  The  whole 
arninf^inrnt  wax  for  the  pnrpose  of  sliffenin);  the  fram?,  maklii);  the  npper  corn  era 
dntablr,  ai>d  proventiog  lat«ral  motion  of  the  oovttT.  The  Locke  invention  waaa  ' 
■trap  UMde  uf  mom  metal  whioh  yields  readily,  and  leeting  loosely  in  it*  cap,  eo  aa  to 
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hftTe  K  alight  degme  of  Utoral  pUy,  and  dovetftil«d  at  Ita  lower  end,  which  •agag«« 
with  *  pecDliarlf -constmcted  ratch  Dpon  tb«  body  of  the  tmnk.  The  lower  end  of 
the  BtiAp  rides  over  the  dovetailed  lugs  of  the  c«t«fa  till  the  ooTCr  ia  closed,  wheo  the 
InclineH  of  thn  Btrapa  aud  the  lugH  ooinclde.  While  this  device  is  a  faateuer,  i  C  bears 
no  substantial  resemblance  to  tbe  rigid  keeper  of  the  Taylor  inventioo  which  elides 
tnto  a  socket  and  ea^iafrre  with  it  Qon-aldstic  hinped  latch  actuated  by  a  spring  to 
hold  it  either  open  or  shut,  the  latch  snapping  into  Ann  engagement  with  tbe  keeper. 

The  Bonlstone  patent  is  for  an  improvement  in  traveling-ba^.  It 
describes,  amoR^  otber  tbinj^,  a  spring  locking  device  for  holding  the 
two  parts  of  the  hag  frame  together;  bat  this  device  is  not  proAided 
with  any  means  for  holding  the  latch  out  of  engagement  when  desired ; 
it  does  not  exhibit  the  dowel  in  combination  with  the  spring- latch, 
and  I  do  not  see  how  it  conid  be  applied  to  the  front  of  s  trunk  body 
and  lid.  Id  its  organization,  it  is,  as  I  understand  it,  wholly  unlike  tbe 
Taylor  i^tener. 

The  Cutter  patent  is  for  an  improvement  iu  locks  for  trunks,  piaiioti, 
&C.  The  device  is  not  intended  for  use  as  a  catch  or  fost«ner  like  the 
Taylor  invention,  bat  is  a  lock  to  be  opened  by  a  detachable  key.  It 
does  not  contain  a  rigid  tang,  but  a  pivoted  tang,  and  is  not  in  its  cou- 
Btractton  adapted  for  ase  on  the  front  of  the  bo<ly  of  a  trunk.  At  least, 
such  is  my  reading  of  the  patent  and  understauding  of  the  device. 

Tbe  Olds  patent  is  for  an  improvement  in  t<pring-biuges,andtbeSea- 
ver  patent  is  for  nn  improved  clothes-fastener.  Neitberof  these  inven- 
tions, in  design,  construction,  or  adaptation  to  use,  exhibit  any  similarity 
to  the  Taylor  fastener. 

The  Gaylord  patent  is  for  a  tmnk-Iock,  It  is  in  two  parts,  one  to  be 
&8tene<1  to  the  trunk-cover  and  the  other  to  tbe  tniok-body.  It  has  a 
rigid  tang,  which  is  received  into  a  Socket,  and  as  the  tang  is  pressetl 
into  the  socket  it  is  self  locking;  hot  it  can  only  be  unlocked  with  a 
key,  and  the  socket  in  placed  upon  the  front  of  tbe  lock-plate.  It  has 
not  a  hinged  latcb  for  engagement  with  the  tang,  nor  a  latcb  provide^l 
with  a  flnger-piece,  nor  one  which  by  tbe  aetion  of  a  spring  may  be  held 
in  or  out  of  engagement  with  the  tang  by  changiug  its  position.  As 
before  stated,  the  parts  can  only  be  disengaged  by  means  of  akcy,  and 
while  it  shows  some  individual  elements  that  are  present  in  the  Taylor 
and  ID  tbe  defendants'  fasteners,  as  a  combination  it  is  radically  aniike 
them.  It  belongs  to  the  lock  class,  of  which  several  specimens  are  in 
evidence,  and  I  do  not  regard  them  as  anticipating  tbe  Taylor  fastener 
or  as  showing  such  a  state  of  the  art  as  deprives  that  device,  iu  view 
of  th«  use  for  which  it  is  designed  and  of  its  form  of  construction,  of  tbe 
merit  of  Doveltv. 

The  Bansom  patent  is  for  an  improvement  in  trunk-clasps  which  are 
intendod  as  snbstitate.^  for  straps  and  buckles.  The  clasp  consists  of 
two  parts — one  attached  to  the  body  of  the  trunk,  the  other  to  the  lid. 
Each  of  the  parts  ha.t^  a  central  longitudinal  slot  in  which  a  tongue  Bts, 
these  slots  so  coinciding  as  to  form  a  continuous  slot  to  receive  the 
tongne  when  the  lid  is  closed.    The  tongue  is  pivoted,  and  a  spring 
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preeaes  against  its  lower  end  to  keep  it  in  {lositioii  when  shot  dowti 
or  wheu  opon,  acting  upon  the  principle  of  a  Bpring  in  an  ordinary 
pochet-kaife.  Tbe  tongue  1b  provided  with  a  tbumb-catcli  to  raise  it  for 
the  purpose  of  opening  the  trunk.  The  principle  npon  which  the  toogne 
vith  its  thumb-catch  oi>erates  ia  qnite  like  the  hinged  latch  or  hook  in 
the  Taylnr  iksteuer,  hut  otherwise  the  two  devices  are  wholl;  unlike, 
and  the  superior  utility  of  the  Taylor  device  le  apparent.  The  Ranaom 
iuveution  is  a  trunk- fa.stener,  but  it  does  not  exhibit  the  elements  of  the 
Taylor  combination.  It  does  not  have  the  rigid  tang  acting  as  a  dowel, 
nor  the  socket  with  its  catch  to  receive  the  tang.  The  part  attached 
to  the  lid  of  the  trunk,  when  the  trunk  is  shut,  rests  directly  uiH>n  the 
part  attached  to  the  body  of  tbe  trank,  and  the  parts  are  then  united 
by  tbe  insertion  of  tbe  tongue  in  the  slot,  which  extends  centrally 
through  the  parts  wheu  thus  joined.  The  socket  and  dowel  features  are 
Dot  present  in  the  device  at  all. 

It  was  Htated  on  the  argument  by  connsel  for  the  complainant  (Iiat 
both  the  Oaylord  and  Bsiusoin  devices  were  held  by  Judge  Kixou  unavail- 
ing to  defeat  the  Taylor  patent  in  the  case  of  Sesiions  v.  Ballard  and  jVin- 
e\in,  hearti  and  dectde<l  by  him.  Ihavebeenunnbleto  verify  the  tttate* 
ment  by  auy  published  report  of  that  case,  but  I  did  not  nnderstaiid  it 
to  be  controverted  by  counsel  for  the  defendants. 

The  Hilleln-aud  patent  of  ISO!)  ik  for  an  improvement  in  trunk-locks- 
Ul>on  a  cai-eful  examiiiiUiou  of  the  specitlcationM  and  drawings  of  this 
patent  I  quite  agree  with  tbe  statements  of  the  complainant's  expert 
that  this  device  does  not  exhibit  a  conibiiiatiou  of  the  dowel  and  spring- 
latch,  featnres  of  the  Taylor  fiistener,  nor  the  latch  having  a  psirt  nc- 
cessible  for  operation  from  the  exterior  uf  the  case,  nor  a  lock  which  is 
adapted  for  nse  upon  the  front  of  a  trunk-body  in  counectiou  with 
a  rigid  hasp  or  tang  upon  the  trunk-cover.  If  I  correctly  anderstaud 
the  apeciflcntions,  they  ilescribe  a  lock  adapted  for  use  with  a  loose  hasp, 
the  staple  of  which  enters  an  apeitnre  in  one  of  the  broad  sides  of  the 
case,  with  a  projecting  arm  on  one  side  of  the  lock-bolt,  which  ^mibsos 
through  the  hasp.    The  lock  is  operated  with  a  key. 

The  claim  of  the  patent  is— 

A  Bingle  spring  w  set  that  one  of  itti  euds  bourasoItdl.T  against  a  point  of  the  bolt, 
•o  M  to  throw  tbe  bolt  backwiird  and  forirsTd  atlter  being  started  b;  tbe  key,  sab- 
atantialljr  as  and  for  tbe  purpose  set  fortb. 

There  is  an  exhibit  in  evidence  in  tbe  case,  marked  "Exhibit  Hille- 
brand,"  which  is  a  sample  of  a  metallic  trunk  fitatener,  and  which  bears 
the  stamp  "  Pat'd.  Mar.  ISCtf,"  the  date  of  the  Hillebrand  patent  jast 
referred  to.  It  is  somewhat  similar  in  form  to  the  Taylor  fastener  and 
in  construction  to  the  defendant's  device.  It  cannot  be  accepted  as  a 
model  of  the  Hillebrand  lock,  so. radically  different  is  it  in  oonstructioa 
fix>ni  the  lock  described  in  the  patent;  and  tbe  proofii  do  not  show  that 
its  eonstmction  or  nse  antedates  the  Taylor  patent. 
Another  patent,  No.  120,067,  dated  (.  ctober  17,  1S71,  and  issued  t« 
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Hillebrand  and  Wotf,  was,  by  speoial  leave  of  the  court,  introduced  io 
evideuce  at  the  lienriug.  It  is  »  patent  for  aa  improvement  iu  trauk-lid 
guides,  aod  tbe  lock  iDtrodiiced  iu  evideuce  before  the  Examiner,  labeled 
"Exhibit  6,"  seems  to  conform  in  part  to  the  conatrnction  described  in 
the  8i>eeiflcations  of  this  pataut.  This  lock  Isstamped  '^Pat'd.  Har.'69 
and  Uet.  '71,"  so  that  it  ironld  seem  to  be  a  lock  claimed  to  have  been 
made  under  the  two  Hillebrand  patents.  The  drawing  and  gpeoiftoa- 
tioDS  in  tbe  patent  of  1S71  describe  a  hingeless  hasp  secured  to  tbe  lid 
of  the  trunk  and  provided  with  a  catch  for  engagement  with  the  lock- 
bolt.  A  handle  is  formed  in  the  body  of  the  hasp,  by  which  tbe  trook- 
lid  may  be  conveniently  raiited.  Within  the  walls  of  the  oasiug  of  the 
lock,  at  tbe  upper  side,  ore.sockets  for  the  entrance  of  lugs,  which  are 
attached  to  the  hasp,  so  that  when  the  trank  is  locked  the  lugs  are  in- 
closed  within  the  lock-caaing.  These  lugs  are  intended  to  relieve  the 
catch  of  the  hasp  and  the  lock -bolt  of  side  strain,  and  to  distribute  this 
sti-ain  over  the  lugs  and  sockets.  The  putentee'a  claim  is  a  biugeless 
hasp  provided  with  a  handle,  and  the  sockets  within  the  lock-casing  in 
connection  with  the  lugs  of  the  hasp.  Undoubtedly  the  lock  described 
in  this  patent  and  the  lock  marked  "Exhibit  6"  contain  members  in 
combination  which  correspond  iu  oi>eratiou,  if  not  in  construction,  with 
certain  parts  in  the  Taylor  and  Boniadka  fasteners,  aod  probably  they 
narrow  the  field  of  invention  iu  that  class  of  devices;  but  they  bdoug 
iu  tbe  category  of  trunk-locks  operated  by  means  of  a  key,  and  not  of 
trunk-fasteners  as  a  substitute  for  straps.  As  a  whole,  they  exhibit  a 
different  combination  from  that  of  tlie  Taylor  fastener  and  the  defend- 
ant's fastener,  and  they  do  not,  I  think,  take  from  the  Taylor  device  the 
quality  of  originality.  Such  a  form  of  construction  and  such  utility  are 
shuwii  in  that  device  as,  to  tbe  mind  of  the  court,  are  highly  suggestive 
of  originality  and  merit ;  and  while  Exhibit  G  and  the  louk  described  in 
the  Hillebraud  and  Wolf  patent  of  1871  approach  more  nearly  theap- 
])'.ication  of  mcchauical  parte  develo)>ed  iu  the  Taylor  device  than  does 
any  other  patent  or  device  shown  in  the  case,  still  I  am  of  the  opinion 
that  the  Taylor  patent  ought  not  to  be  held  invalid  because  of  iu  veattous 
tliiit  preceded  it  which  belong  in  the  trunk-lock  class. 

Otlutr  devices  older  than  the  Taylor  fastener  are  here  shown — such 
as  a  ritie-sight,  door-lock,  window-fasteuer,  and  purse-catch ;  but  they 
do  nut  niilitJiti:  agiiini^t  the  Taylor  device,  because  they  show  only  that 
Curtain  individual  parts  in  the  Taylor  combination  weie  old — a  fact  en- 
tirely consistent  with  originality  in  the  combination.  Hates  v.  Coe^  98 
V.  S.,  48. 

This  coiabiuaNon  is  not  a  mere  aggregation  of  separate  elements. 
Eiich  one  of  the  parts  contributes  to  the  conibine<l  result.  It  is  not  like 
Nimmo's  aiiparatus  in  J'ickcrinff  v.  McCullimifh  {]M  U.  S.,  310),  cited  on 
the  argument.  Hero  the  result  is  due  "  to  the  joint  and  co-o|M3ruting 
action  of  ull  the  elements."     It  ia  not  mere  mechanical  Juxtaposition,  ae 
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ID  that  case,  and  as  io  the  second  claim  of  th«  patent  io  Tack  Oompanf 
V.  Mannfaeturing  Compatty  (109  U.  S.,  117). 

It  is  ^rther  contended  on  behalf  of  the  defendants  that  tbe  Taylor 
latent  is  void  becanxe  it  in  for  several  dlstiuct  and  separate  inventions 
not  coooected  in  design  or  operation,  ah  shown  in  the  several  claims  of 
the  patent  The  proposition  is  not  withont  force,  and  it  seems  to  be 
rather  a  close  qnestion  whether  the  several  inventions  of  the  patentee, 
althoDgh  they  are  all  to  be  applied  in  use  to  a  single  article — namely,  a 
trauL — oonld  be  properly  included  in  one  patent.  Section  4884  Revised 
Statates  provides  that  "  every  patent  shall  contain  a  short  title  or  de- 
ecriptaou  of  the  invention  or  discovery,  oorrectly  indicating  its  nature 
and  design,"  &c,  from  which  the  implication  is  drawn  that  every  patent 
shall  embrace  but  one  invention. 

As  was  said  by  the  Sapreme  Court  in  Bennet  v.  Fowler  (8  Wall., 
44r,): 

It  is  ilifflciiU,  perliaiiB  iuipomible,  to  laj  ilo  wii  huj-  general  rule  by  which  to  delor* 
mine  vshvtt  a  gi\tTi  inveutiuu  or  iiuprovpiueiit  sliall  be  uinliraced  in  one,  Iwo,  oruttra 
pstoutH.  Aume  itiacrction  uinat  nece«iB[i>y  be  Ii^ft  i>n  tliis  Bubjert  to  the  hsatl  Of  Ibo 
PaUtnt  Office.     It  ia  otlen  a  uii:e  siid  jierplexiDg  queatioii. 

Several  distinct  improvements  in  one  machine  may  be  united  in  one 
l>atent.  Mooily  v.  Ftnie,  2  Mason,  lia ;  Hycf A  v.  Stone,  1  Storj",  274. 
Hn,  too,  where  a  x).'itentee,  having  invented  a  new  and  useful  combiita- 
tiou  consistiuf;  of  si'veral  iuf;rcdicnta  which  in  combination  cnmpuse  du 
organized  machine,  ulso  claims  to  have  inveiitcil  new  and  useful  combi- 
nution»  of  fewer  numbers  of  the  ingredients,  the  eeveral  combinations 
may  be  enibmced  in  one  patent.     Gilt  v,  WeII»,  32  Wnll.,  24. 

In  Jtatra  v.  Coe  (93  U.  S.,  48}  it  is  remarked  that  more  than  one  iu- 
%-entioD  may  t>e  secured  in  the  same  patent;  but  I  suppose  this  has 
refeiVDce  to  different  inventions  in  one  machine  or  combination. 

In  Maxheimer  v.  ,1/eyer  (9  Fed.  Bep.,  400)  the  patentee's  claim  in  one 
of  the  patents  was  for  a  feed-cup  in  connection  with  vertical  wirex  of  a 
bird-cage,  and  it  was  insisted  that  the  patent  disclosed  two  distinct  in- 
ventions, each  iudependent  of  the  other,  and  that  therefore  the  patent 
wiis  void.  But  the  contt  held  that  the  inventions  were  connected  to- 
gether by  being  approgiriate  for  use  in  the  same  cage  for  the  common 
purpose  of  making  a  bird-cage,  and  therefore  they  might  be  joined  in 
one  patent.  For  several  improvt'mpnts  of  distinct  machines  it  has  been 
repeatedly  held  there  must  be  several  patents. 

A  imlPtit  miller  tlie  jteiipral  piit*ut  act  iiHnnot  etnlirnce  vorioni  ili»Unct  improve- 
in>-uta  HUil  liivi-ntiuiiB,  but  in  Biich  a  ra»e  tin-  part.v  must  tnkn  onl  Beparato  ]iatRDt». 
Ilarret  v.  Hail,  1  Miunii,  447. 

Here  the  court  was  treating  nf  a  case  where  each  of  the  patented 
tiiacliines  might  singly  have  a  distinct  nud  appropriate  use  anil  parts 
iiiicMnnecttid  with  any  common  pni'jmsn,  and  therefore  each  was  a  dif- 
f»-rent  invention. 

In  Moods  V.  Fiitke,  nupra,  it  was  a  rule  that  thongh  several  distinct 
improvements  in  one  nuichine  may  be  united  in  one  itatent,  it  does  not. 
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follow  thatMveral  iniprovementsiatwoditf^reDt  macliiues,  baring  dis- 
tinct  and  independent  operatiooB,  can  be  ao  included.  So,  too,  in  Wyetk 
V.  Stone,  aupra,  it  was  aaid  tbat  a  single'  patent  cannot  be  taken  fur 
two  distinct  maobiues  not  conducing  to  tbe  same  common  parpose  or 
object,  but  designed  for  totally  different  and  indei>eQdent  objects.  S«e 
also  Root  T.  BaU  &  Danit,  4  McLean,  177, 

In  Evant  v.  Eaton  (3  Wheat.,  454-606)  tbe  Snpreme  Court  intimateil 
a  doubt  whetber'  a  patentee  could  claim  in  the  same  patent  improve- 
ments on  different  mechanisms,  so  as  to  give  a  right  to  the  exclasive  ntw 
of  the  several  mechanisms  separately,  as  well  as  aright  to  tbe  exclnsive 
use  of  these  mechanisms  conjointly. 

In  Mogg  v.  Emerion  (11  Howard,  587)  it  was  held  by  a  mfyority  of  tbe 
court  that  tbe  inventions  iu  question,  which  related  to  an  improvement 
in  the  steam-er.gine  and  in  the  mode  of  propelling  therewith  either  ves- 
sels on  tbe  water  or  carriages  on  the  land,  were  all  a  part  of  one  coin- 
btuation  when  used  on  tho  water,  and  tboreti)re  might  \m  iiicludotl  in 
one  patent  The  court  say  it  is  doubtful  on  principle  whether  a  putenr 
is  invalid  which  is  fur  two  or  more  entirely  separate  and  indei>cndciit 
inventions,  but  that  it  is  HOttlcdby  authority  ttiat  a  patent  for  more  tlian 
one  invention  is  not  void  if  they  are  connect«d  in  tU«ir  desisn  and  op- 
eration, and  this  tbey  held  was  tlie  c»»u  before  tliom.  Four  of  tlie  justices, 
including  tbe  chief  jnHtice,  dis.sent<Kl,  and  in  the  di»senting  opinion  of 
Mr.  Justice  Catron  it  rs  impliedly  bchl  that  distinct  and  disconuecte«l 
inventions  cannot  be  included  in  one  patent. 

Except  some  decisions  of  tlie  Ooramissioncr  of  Patents  cited  in  tbe 
brief  of  counsel,  the  caws  referred  to  are  all  the  a<l judications  bearing 
upon  this  question  which  have  been  brought  to  tlio  attention  of  tbe 
court.  Tbere  may  bo  other  cases  in  which  the  question  has  arisen.  In 
the  light  of  judicial  decision  on  tbe  subject,  it  is  doubtfnl  whether  the 
patentee  Taylor  could  rightfully  claim  his  various  inventions  iu  one 
patent,  alttiough  they  were  all  designed  to  be  a[>plied  to  a  trunk  and 
related  to  an  improvement  in  trunks.  The  patent  is  for  each  improve- 
ment or  device  si>ecifie<l  in  the  respuctire  claims.  Tbe  3[rec)Itcatton 
of  one  is  se])arate  and  distinct  from  the  other,  and  eacb  is  capable  of  a 
separate  and  indejieudent  use.  Even  if  one  is  in  a  certain  sense  auxil- 
iary to  tbe  other,  it  is  not  indispensable  to  the  use  of  the  other-  In  fact, 
there  is  no  connection  either  In  purpose,  design,  or  operation  between 
the  several  inventions.  They  are  not  like  a  combination  of  various  de- 
vices or  improvements,  all  of  which  make  one  o|>eruti  ve  mectiaiiism — one 
concrete  oigaiiization.  They  are  all  designed  for  use  upon  one  article^ 
namely,  a  trunk;  but  they  do  not  nil  tend  to  tbe  accomplishment  of  a  sin- 
gle result  fnrtlier  than  tbat  all  combine  generally  to  improve  the  trunk. 
Each  is  a  distinct  invention  or  improvement  by  itself,  and  tho  oi»eni. 
tion  of  one  has  uo  relation  to  tbe  operation  of  the  others.  Although 
all  may  be  placed  upon  the  same  trunk,  each  ainglp  has  a  distinct  and 
appropriate  use,  and  in  such  use  they  are  unconnect«d.    At  l>u8t  it  is  a 
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matter  of  serious  doabt  whether  all  the  clAims  of  the  patentee  shoald 
have  been  joined  in  one  patent.  Tlie  cas?  is  one  in  which  it  Heems  to 
be  within  the  province  of  the  court  to  permit  the  patentee  and  his  aa> 
ai^a,  if  they  shall  desire  so  to  do,  to  file  in  the  Patent  Office  a  dis- 
claimer, so  as  only  to  claim  the  invention  specified  in  the  third  claim  of 
the  patent,  and  I  shall  dispose  of  the  case  by  making  th«  filing  of  snch 
disclaimer  a  condition  upon  which  the  relief  prayed  in  the  bill  will  be 
granted. 

The  remaining  defense  is  that  the  complainant  is  not  entitled  to  8 
ileoree  for  an  accoauting,  becaase  certain  of  the  patentml  artteIeK,  of 
which  the  tronb -fasteners  in  evidence  marked  "Exhibits  13  and  15'*  are 
Hamples,  were  not  marked  "  patented."  au  required  by  section  4900  Re- 
vised Utatotes.  The  faatenera  not  so  marked  are  known  as  the  small 
sizes.  The  statute  provides  that  it  shall  be  the  duty  of  all  patentees  to 
give  notice  to  the  public  that  the  article  ia  patented  by  fixing  thereon 
the  word  "patented,"  together  with  the  day  and  year  the  patent  was 
granted,  or,  when  fh>m  the  character  of  the  article  this  cannot  be  done, 
by  fixing  to  it  or  to  the  package  wherein  one  or  more  of  them  is  inclosed 
a  label  containing  the  like  notice.  As  this  defense  is  not  set  up  in  the 
answer,  it  is  doubtful  if  it  can  be  made  at  the  hearing.  Rubber  Com- 
pavg  V.  Goodi/ear,  9  Wall,  788.  However  this  may  be,  the  complainant 
teutifioB  that  it  is  so  difficiiU  to  stamp  the  patented  article  of  the  sizes 
in  question,  as  required  by  the  statute,  that  the  packageij  in  which  they 
are  shipiied  are  so  stamped  and  labeled,  as  are  also  the  invoices.  I 
think  the  omission  to  ntainp  the  article  it.self  is  snllicieutly  explaineil^ 
and  that  this  defense  ought  not  to  l>e  snstaincd. 

When  the  complainant  sliatl  have  furnished  sufficient  proof  to  the 
court  that  a  propter  discluimer  lias  Iwen  filed  iu  the  Patent  Office,  so  that 
be  shall  claim  only  the  invention  si>euified  in  the  third  claim  of  the  pat- 
ent, a  decree  will  be  entered  ei^oining  the  infriugement  of  that  claim, 
and  for  an  accounting  of  profits  and  damages,  but  without  costs. 


[Unlt«d  auto  Olitrlat  Conrt— WMtarn  Dtitrlot  ot  Al 

The  Licmjett  &  Mysbs  Tobacco  CoWAmr  ti.  Hmss. 

IPKitled  Julg  15.  1884. 
S8  O.  0.,  @09. 

1.  The  leiuliug  principle  of  the  Uw  of  trade-uiarkH  la  that  the  hoaest,  skillful,  and  in- 
dnarrioiis  manufiustiirer  or  enterprising  luercliaiit  who  liiu  brouifbt  iuto  market 
nn  articlo  wbicli  hna  fouud  favor  with  the  people,  aiiit  wbo,  1i;  ftffisiiig  to  it 
nniiiu  naiuu  or  (lovii:ii  to  ilititingiiiali  it  as  lii<i  luiil  from  nil  otlu'n,  Iim  fiiniialiud 
liiH  git.trniitee  of  tlio  i|iinliC,v  niiil  itU<-):rit.v  uf  tliu  uinDufoiitUK,  hIiiiII  rt>ceive'the 
Uwl  rCHiiril  of  hi*  lioiitait.v,  iminiitr}-,  akill,  or  oiiti?T|>riBe. 

■I.  Such  ft  iwnwn  ia  uot  in  any  itiaiidit  or  extent  1o  be  deprivnl  of  tbu  right  lie  has 
nciinircil  by  aiinthor  wbo,  t4i  that  niKl,  nppliiM  to  his  o\rn  proitiictions  the  aaine 
niiirfe  or  a  colurultlu  iiuituliou  lliorvof. 
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3.  In  eonatdering  »n  all«g»d  imitatioD  of  a  tiads-marh  iright  niaat  not  be  lo«t  of  th« 

charaoter  of  tba  merchanilise,  tlie  uae  to  wliich  it  U  pat,  Ibe  kind  of  peoiile  vim 
■ak  for  it,  aoU  the  niaoDaT  in  which  they  uauall.v  order  it, 

4.  If  the  article  on  which  the  alleged  InlYiiiging  mark  ie  placed  reeembles  ukotlier  u- 

ticte  bearing  the  trade-mark  (bat  iaclaimcd  tobavebeeu  infringed,  ao  that  this 
reaemblauce,  wben  blended  wiih  the  appearaiiue  of  tbe  device,  baa  a  teudcucy 
to  deoelre  the  ordiaar;  pablic,  theu  the  verj  nature  of  the  article  bcoomea  po- 
tcutiul  eridenoe  in  tbe  case  to  show  a  paipoae  to  deceive. 

5.  While  then  is  do  trade-mark  in  the  ahape  of  complainant's  plug  of  tobtMMM,  jet 

when  deftndant  makea  plnga  of  the  same  general  appearance  aaiA  pnta  on  tbem 
a  deviee  of  snob  general  resemblance  to  complainant's  tbnl  the  ordinary  cna- 
tomer  it  deoolred  thereby,  there  is  oleat  ffcoond  for  an  iiiJanctioD. 

Mr.  Paul  Baietcndl  for  the  complaiDant. 

Mestri.  Ctendejting  <£  Saudelt  for  tbe  defendant. 
Pabesb,  J.  : 

Tbe  law  is  vdU  settled  tbat  a  party  vho  bas  appropriated  a  partica- 
lar  trade-mark  to  dietiugnisb  his  goods  from  other  similar  goods  has  a 
right  or  property  in  it  wbicb  entitles  him  to  its  ezclnsive  use,  and  thib 
right  is  of  socfa  a  natare  that  eqnity  will  protect  it  by  ityanctioD  ftx>m 
innovation,    Boittetter  v.  Van  Winkle,  1  Dillon,  329. 

Tbe  leading  principle  apon  nhioh  the  law  of  trade  mark  is  based  is 
tbat  the  honest,  skiltfal,  ami  indnstrioos  manofactnrer  or  enterprising 
merchant  who  baa  prodaced  or  bronght  into  the  market  anarticle  of  use 
or  consamption  that  has  fonnd  favor  with  the  people,  and  who,  by  affix- 
ing to  it  some  name,  mark,  device,  or  symbol,  which  serves  to  distingaish 
it  as  bifi,  and  to  distinguish  it  from  all  others,  has  furnished  his  individual 
guarantee  and  assurance  of  the  quality  and  integrity  of  tbe  mannfacture, 
shall  receive  tbe  first  reward  of  his  honesty,  skill,  industry,  or  enterprise, 
and  shall  in  uo  manner  and  to  no  extent  be  deprived  of  the  same  bj~  an- 
other who,  to  that  end,  appropriates  and  applies  to  his  own  productions 
tbe  same  or  a  colorable  imitation  of  the  same  name,  mark,  device,  or  sym- 
bol, BO  that  the  public  are  or  may  be  deceived  or  misled  into  the  purchase 
of  the  productions  of  the  one,  supposing  them  to  be  those  of  the  other. 
Waite's  Actions  and  Defenses,  vol.  C,  p.  23,  aud  autborities  tbere  dted. 

The  question  to  be  considered  in  this  case  is  whether  tbe  conduct  of 
the  defendant  amounts  to  an  infringement  of  the  plaintiff's  trade-mark 
or  au  injury  to  his  legal  or  equitable  rights.  As  was  well  remarked  by 
the  Kentucky  court  of  appeals  in  the  case  of  Avery  £  Son*  v.  Meidtle  <ft 
Co.: 

Tbe  object  of  the  trade-mark  law  is  to  prereot  one  peraon  from  eelllng  hta  goods  aa 
tbose  of  another,  to  the  injury  of  the  latter  and  the  public.  It  grew  ont  of  tbe  phi- 
losophy of  tbe  general  rate  that  every  man  aboald  »o  iiae  his  own  property  and  rigbta 
as  Dot  to  injnre  the  property  or  rigbtxof  another,  nnlees  somepriority  of  rightor  emer. 
gency  exists  to  jastify  a  necessarily  different  manner  of  use. 

It  is  true  in  this  case  that  tbe  trade-mark  upon  the  tobacco  of  tbe 
defendant  is  not  a  faoBimile  of  that  npoa  the  tobacco  of  tbe  plaintiff. 
If  it  was  it  would  of  course  be  an  iafVingement'.  Tbey  are  not  exactly 
similar;  bat  to  constitute  an  iafdngement  exact  similiri^  ia  Bot  re. 
qaired.    There  may  be  an  infringemeut  wittaoatit 
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The  Supreme  Coort  of  the  United  StAtes,  in  Oorham  Company  v.  White 
(14  WalUwM>,  511),  declares: 

Two  tr»d«-iuarlu  are  snbstantially  tha  same  in  legal  contemplation  ir  the  reuein- 
blanee  is  sQch  a*  to  tteceive  ao  onlioaiy  parcbiMer  giviD);;  such  attention  to  the  same 
KB  »n  ontiuary  purchaser  u«ually  gives,  and  to  caiiHe  him  to  jiiirchase  the  one  mipiiiM- 
ing  it  to  be  tbe  otlwr. 

Xlie  8anie  court,  in  McLean  v.  Fleming  (Otto,  25S,}  says : 

Wbet«  tbe  Rimilarity  is  enfflciant  to  convey  a  falae  impresBiun  to  the  public  tnind, 
and  ia  of  a  cbaraoter  to  mislead  aiid  deceive  the  ordinary  puroliMer  in  the  exerciae  of 
ordinary  care  and  caotion  iii  Hucb  matteni,  it  is  safQclent  to  give  tbe  i^jared  party  a 
right  ofredreas.  Nor  need  the  nseinblance  be  sucli  as  would  deceive  persons  «e«iug 
tlic  two  trade-marks  pioctid  side  by  side  [MaHufacluring  Compavg  v.  IVaincr,  tOt  U. 
8.,  64],  or  sncb  aa  would  deoeiveexpeits — poiDons  L>ecanse  of  their  peouliar  knowledge 
froDi  their  Iwing  wholesale  or  retail  dealers  or  in  any  other  way  speoially  ooaversant 
with  tbe  trade-mark  simulated.  But  the  tradeamaD  brings  his  privlege  of  uaing  a 
particular  trade-mark  uuder  tbe  protection  of  equity  if  he  proves,  or  it  is  apparent 
or  manifest  lo  the  court  by  inspection,  that  the  repruittntatious  employed  bear  siirb 
a  reaemblanre  to  his  as  to  be  calculated  to  mislead  the  pnblio  generally  wbci  as  par- 
cliaaeTs  of  the  article  to  make  it  pass  with  them  for  the  one  aold  by  him.  If  the  in- 
dicia or  signs  used  tend  to  that  result  the  party  aggrie-red  will  be  entitled  to  au  in- 
Jd  net  ion. 

This  priuciple  is  siuitained  bj-  th«  causes  above  referred  to  by  Walton 
V.  Crowley  (3  Blatcbfoi-d,  4:10),  2  Story's  Equity  Jurisprudeuce,  961,952^ 
KeDt's  Couimeutaries,  453,  aud  a  long  and  unbivkea  line  of  authorities, 
American  and  Bugliah,  The  diflereuoe  iu  the  trade-marks  uf  tfac  plaint- 
i£f  and  defendant  in  this  case  would  perhaps  be  at  once  detected  by  the 
iDtelligent  user  of  tobacco  looking  for  his  favorite  brand,  Just  aa  the  man 
of  laxnrions  tastes  would  discover  his  favorite  brand  of  champagne. 
But  the  plaintiff  is  entitled  to  protection  if  the  trade-mark  of  the  de- 
fendant would  deceive  the  ordinary  purchaser,  purchasing  as  such  per- 
sons ordinarily  do.  In  this  comiectiou  we  must  not  lose  sight  of  the 
obaracter  of  the  article,  the  use  to  which  it  is  put,  the  kind  of  people 
who  ask  for  it,  and  the  manner  iu  which  they  usually  onler  it.  There 
is  no  proof  in  tliis  case  vomiug  front  living  witnesses  that  the  defend- 
ant adopted  the  trade-mark  complained  of  with  the  specific  intent  of 
selling  his  tobacco  as  the  tobacco  of  the  plaintiff,  or  that  he  expected 
to  deceive  the  public.  But  if  this  is  appaient  to  the  court  from  an  in- 
spection of  the  two  articles,  or  the  court  is  able  to  see  by  such  insjiec- 
tJon  that  plaintiff's  trade-mark  is  so  simulated  as  probably  to  deceive 
easterners  or  patrons  of  his  trade  or  business,  there  is  good  ground  for 
tbe  court  to  «iuoin.     Tilley  v.  Faxsett,  43  Mo.,  173. 

If  the  effect  of  the  simulated  trade-mark  is  to  deceive  the  piildic  into 
tlie  belief  that  the  article  itpon  which  it  is  placed  is  tbe  article  of  some 
other  manufacturer,  there  is  a  deception,  whether  it  was  the  actual  in- 
teotioD  of  tbe  person  using  the  simulated  trade-mark  to  deceive  or  not, 
as  the  principle  of  law  applies  that  persons  are  held  to  have  intended 
the  necessary,  natural,  and  probable  consequences  of  their  acts.  In 
looking  at  tbe  trade-mark  to  see  whether  it  is  ao  fkr  an  imitation  of 
snotber  as  to  deceive  ordinary  costomers  exercising  ordinary  care  when 
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parcbasing,  we  must  not  look  at  the  device  atone,  but  we  niasfc  aiso  ez- 
aioine  the  article  upon  which  it  is  placed ;  and  if  there  is  a  reaemblauoe 
in  it  to  another  article  bearing  the  trade-mark  that  in  claimed  to  have 
been  infringed,  and  if  this  reseinblauce  when  blended  with  the  appear- 
ance of  the  (levice  lins  a  tendency  to  deceive  the  oidiuary  pablic  into 
the  belief  that  they  are  bujiug  the  other  article,  then  the  very  natnre 
of  the  article  becomes  potential  evidence  iu  the  case  to  show  a  parpoBe 
to  deceive.  In  this  case,  if  tiie  device  of  the  defendant  was  apoD  a  plag 
of-  tobaeco  different  in  Bhape  from  that  of  complainant,  the  chance  of 
deception  would  be  so  slight  that  no  court  could  find  from  the  appear- 
ance of  the  two  designs  that  the  ordinary  public  would  be  deceived. 

Now,  while  there  is  uo  trade-mark  in  the  shape  of  iheptngot  tobaooo 
of  complainant,  and  consequently  the  defendant  conld  make  his  plogB 
in  any  shape  he  pleased  without  being  guilty  of  an  infiingement,  yet 
when  he  makes  his  plugs  in  such  a  way  as  to  give  them  the  general  ap- 
pearance of  the  complainant's  and  puts  on  auy  device  of  such  a  char- 
acter and  shape  and  appearance  as  that  the  customer  generally,  whm 
be  sees  the  shape  and  appearance  of  the  plug  anil  the  device  on  it,  will 
be  deceived  into  the  belief  that  it  is  complainant's  tobacco  that  he  is 
bnying,  there  is  a  state  of  case  presented  by  blending  the  siw,  Duture, 
structure,  and  appearance  of  the  plug  with  the  device  which  would  not 
exist  if  we  viewed  either  the  plug  of  tobacco  or  the  device  separately. 
Taking  this  as  the  trne  rule  and  applying  it  in  this  case,  I  am  forced  to 
the  conclnsion  that  the  ordinary  mass  of  purchasers  would  be  deceived 
after  i>aying  ordinary  attention  when  purchasing  into  the  belief  that 
they  were  getting  the  tobacco  of  the  complaiDant.  Ordinary  care  in  this 
connection  means  the  care  that  men  ordinarily  exercise  when  buying 
chewing-  tobacco . 

Entertaining  this  view  of  the  case,  I  think  complainant  is  entitled  to 
an  Injunction  enjoining  the  defendant  &om  asiug  the  device  adopted  by 
him.    And  it  will  be  so  ordered. 


(Dnitod  SUtM  Cirosii  Coort— HoiAani  DMiiet  of  nilDoU.) 

Lthan  V.  Maypole  et  al. 

Beeidtd  FArwary  11,  1B84. 
28  O.  G.,  eio. 
1.  The  law  pnrmita  an  inTentor  to  oonstract  *  maohine  which  lie  is  engkged  in  stndr- 
ing  upon  and  t1ev«lopJng  and  place  it  in  Meudly  hands  for  thfi  pnrpose  of  test- 
ing It  and  nHoetlainiii);  whether  it  will  perform  the  fuiuillonsoiaiuted  fi>r  it,  and 
if  tlitmi  toAi^liiiiP!!  are  Hti'ictty  experiiiiRiits,  mudo  itololy  with  a  view  to  perfect 
the  duvicf,  the  riijlit  of  the  inventor  remninn  iiniiiipairud ;  bat  when  an  in- 
ventor piita  \\\*  incciuiplotu  or  oiperinietitul  devico  npoii  the  market,  and  mils 
it  BH  a  uianufaetiimr  more  than  two  yi^um  liefon.'  he  npjilieH  for  his  putcnt,  be 
gi  vus  to  tlio  jmblit  tlio  ilavice  in  tlin  condition  ui-  stagx  of  develupmant  in  which 
he  SL-Ila  it.  In  Hnch  cuuu  hin  jiiiJunt.  cRiiiiiii  be  allowod  to  relate  bacli  and  cover 
forms  wlikh  lio  jjuvc  to  (be  piililiv  inoru  than  two  years  bolore  bo  applied  for  a 
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S.  Letten  Ffttent  Ko.  179,581,  icranted  July  4,  1676,  to  Wilfred  C.  L;ri>'*ni  for  an  tin- 
provement  in  traps  for  exbtiait-steam  pipes,  conatmed,  and  held  not  to  be  in- 
fHuKod  bjr  a  aoudenier-bead  baviDK  an  enlarged  drain-pipe  Instead  of  a  hand- 
bola,  auil  not  haviog  faaide  conei  with  turned  riniH  or  edges. 

Mr.  Qtorge  F.  Barton  tor  the  complaiaant. 

Menari.  Banning  «£  Banning  and  Mr.  Oharlea  C.  Lintkicum  for  the  de- 
feadantij. 

BLODaBTT,  J. : 

Thia  is  a  biH  to  enjoiD  an  alleged  in&iDgement  by  tbe  defendants  of 
a  patent  issaed  to  tbe  eoiDplaiuaot  for  an  improvement  in  traps  for  ex- 
baoat-steam  pipes.  The  otyeot  and  scope  of  the  invention  is  set  out  by 
the  patentee  as  follows : 

The  object  I  bare  io  view  Is  to  provide  tbe  tup  uf  the  ezbauet-pip«  of  a  non-con- 
denaing  ■team-migliM  with  a  head  whkit  will  uot  only  trap-off  the  water  of  oonden- 
•ation  carried  op  the  pipe  with  tbe  exhaiint-steun,  but  alao  the  grease  used  for  labri- 
eating  the  cylinder,  and  carried  up  by  the  eKhautt-steam, 

The  invFution  conaiata  in  the  peculiar  conatmctiou  of  the  cap  and  the  combination 
therewith  of  the  deflectors  and  conduits,  and  a  hand-hole  in  one  side  of  tbe  cap,  ' 
throagh  which  aeceaa  ia  had  to  tbe  Interior,  for  removing  greaae  and  solid  luatterwt- 
tling  therein. 

The  general  scope  of  this  invention  is  that  the  steaui,  carrying  with 
it  some  spray  or  water  and  the  melted  grease  or  oil  ejected  with  the 
■team,  reaches  by  the  exbauat-pipe  the  arrangement  shown  in  the  cou- 
denaiug-head.  There  the  steam  is  deflected,  sent  aronnd  the  cold  edges 
of  the  large  surface,  where  the  water,  which  has  already  become  con-  - 
densed,  ia  caught  upon  the  deflectors  and  upon  the  head  of  tbe  cap  of 
tbe  condenser,  and  is  coudensed,  so  thiit  tlie  water  falls  into  some  of 
the  receptacles  for  it.  It  either  is  condensed,  and  passes  into  the  lower 
skirt,  which  is  inverted,  and  runs  down  and  passes  into  the  channels 
and  flows  through  the  outlet-pipe,  or  it  ia  held  hy  the  nptnrned  edges, 
which  are  shown  by  the  model,  so  tlia.t  whatever  »team  is  discharged  is 
mainly  dry  steam,  that  will  not  readily  condcm^e,  and  patMes  into  the 
air  without  depositing  any  water  or  grease  on  the  adjacent  roofs  or 
baildings. 

The  defendants  deny  the  iofriugement  of  the  complaiuitut's  patent, 
and  also  insist  that  the  complainant  made  and  sold  and  put  into  public 
nse  condensers  in  the  form  now  ma«le  and  used  by  the  defendants  more 
than  two  years  prior  to  the  compUinant's  application  for  a  patent  and 
the  issue  of  his  patent.  It  is  insisted  that  by  such  public  use  Uiecom- 
plaioaot  has  lost  the  right  to  cover  a  device  so  given  to  the  public  by 
his  patent  Tbe  proof  in  the  case,  which  I  will  not  stop  to  read,  is 
briefly  this :  Some  years  ago,  in  1870, 1871,  and  1872,  the  complainant 
oummenoed  the  manufacture  of  these  condensing-heads.  He  began  by 
mannractnriug  a  condenser  head  something  like  that  shown  in  the  proof 
marked  "  Lyman's  Old  Heail,"  which  is  admitted  to  be  a  substantially 
correct  illustration  of  what  the  defcudaut  now  makes.  In  1872  he  man- 
9373  PAT 23 
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Dfaotured  several  of  these,  at  least  foar  of  which  he  sold  and  pat  in  ' 
public  use.  They  were  not  experimeDtal  heads  in  the  strict  sense  of 
the  word,  such  as  are  allowed  within  certaiu  limits  to  be  nade  and  used 
by  au  inventor  as  experiments.  The  law  permits  an  inventor  to  con- 
Btract  a  machine  which  he  is  engaged  in  studying  upon  and  developing 
and  place  it  in  friendly  hands  for  the  purpose  of  testing  it  and  ascer- 
taifiing  whether  it  will  perform  the  functions  claimed  for  it ;  and  if  these 
innchiDes  are  strictly  esperimeots,  made  solely  with  a  view  to  perfect 
the  device,  the  right  of  the  iuventor  remains  tiuimpaired ;  but  when  an 
inveutor  puts  his  iucomplete  or  expenmeotal  device  upon  the  market 
and  sells  it  as  a  manufacturer  more  than  two  years  before  be  applies  for 
his  patent,  he  gives  to  the  public  the  device  in  the  condition  or  stage  of 
development  in  wbicb  he  sells  It  The  proof  in  this  case  shows  that 
duriug  the  year  1S73  aiul  fore  part  of  1873  comt>Iaiiiaiit  made  and  sold 
al  teiuit  four  <>r  these  coudenser-Iieafls  made  in  all  respects  like  the  "Ex- 
h'':it  liyman'aOkl  Rtad."  They  were  not  experimeotiK,  but  were  made, 
siiii'i,  :i:i(i  ['lit  i"  list"  !i,v  oompluiuaot  in  Lis  )iiisine<is  as  a  manufacturer. 

.  liy  tlie  mPiiti  t;iii<^  i!n'  (■■.iiiplainant  continueil  his  experiments,  and  after 
'.i  tiii.0  i'lcrojisod  tut;  size  of  the  iijipi-r  (letlt'ctor,  so  that  it  overhung  the 
lower  oLi'  .iml  turned  up  the  edges  o(  the  upper  and  turned  down  the 
edges  of  the  lower  dellector,  sit  that  they  have  the  shape  shown  in  his 
final  patent)  anil  in  April,  ISTfi,  he  applied  for  his  patent,  which  was 
issued  a  lew  months  afterward,  in  which  he  specifically  describes  his 
device,  including  the  upturned  e^Igos  f,f  the  upper  deflector  and  the 

,    downturned  ciIcch  of  the  lower  dellector. 

His  claims  spwifioally  call  for  thf  dvliectors  with  the  edges  turned  as 
described.     The  claims  arc  as  folli.-v.- : 
1.  Tlio  iM)inl)inatiiiii  uf  rhe  <?aii  H  B',  t-^::i,.i  -pipe  A',  dcflcrtuK  C  C,  ■□<!  conduils 

eili!(ur-l']  i;i'    '•(  J  ii'i.i  <>i'iI<Mi~iii;!  i  :i"']'-'   anliHtnntinllj  Hs  iiiiil  for  tb«  purpose  set 
fortb. 

a.  Tlit^.'oiiilii'riiiriii  uf  ill;'  i-ap  It  U  .  .■f^-i;»:-pip«  A',  rtfU-retoniC  C,  coiirluitit  I>, 
ami  ha  ml- hi  ill'  K,  wiili  i)i<>  i-NhHr.xt-piin-  A  of  'i  noii-cuuii«D!tiTif(  Htcam-eii);inc,  oub- 
ttHnliuUy  h-i  auil  fur  the  piirprwe  not  forth. 

Both  these  claims,  as  I  construe  them,  call  for  tht'^n.:  deflecting-plntes 
with  turned  edges.  The  iMimiiliiiuiint's  device  also  slioivs  a-baud-hole  . 
for  thejiuriHwc  of  ivinoviiiKtlie  yrrase,  aoot,ori>;li,T!j'>lid  niatlcr  which 
miiy  f'lleL'r  ill  ti!i-  <  ludfiiscr.  The  ilefendauls,  iiisteadof  UHin^ahiind- 
bole,  iyi;;i>'ii  ii-.  -'lOHii  in  liie  ]i.iti-,!U.  i'lst-it  :t  lir^rc  screw-pIOf;  near  the 
lower  I'Uii  oi  .i(>i'.v  "■■  ilir  ui\-.-iiit[  i;Hh:  ihi'(';i_h  'sliicli  pliitr  the  ilniiii- 
pipe  i)a.s,-ii's:  i.ml  l.y  itiis,Tf\\iu--  ;iiiit  riTnoviim  tln-s  plug  aliunk  orw  ■■■ 
can  Itc  insi'Hi-d  iiii'l  ii.-ed  ii<  i-Iimn  {lut  !li>-  -ii'lid  matter.  This  is  not  a 
ham!  iiuk-,  -i*  c;il!e(i  (or  )■.•.  th"  s[>-.Tilii-:itic>nv  oi  i^oinpliiinant's  pateiit. 
but  it.  i»  It  uKTc  i'ular^'t'inent  of  the  drain  or  discbarge  pipe.  1  find, 
tht-refore,  that  iri  ihc  jjcneral  features  of  the  condensers  made  by  defend- 
ants they  conform  to  those  which  complainant  made  and  gave  to  the 
public  at  least  three  years  before  he  applied  for  his  patent ;  aud  in  con- 
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straiDg  coDaplaioaDt's  patent  I  mtiBt  hold  him  bouad  by  the  state  of  the 
art  aa  he  developed  it  up  to  1S72  and  1873,  and  that  bis  patent  oaunot 
be  allowed  to  relate  back  and  cover  the  forms  of  condensers  which  he 
gave  to  the  public  more  than  two  years  before  he  applied  for  his  patent. 
Tlie  complainant's  bill  must  be  dismissed  for  want  of  equity. 


[ITBtted  ButM  Cimit  C(iart-&HitliMB  DMrlct  of  ir««  Tork. t 

Ahebican  Diamond  Dbill  Company  v.  Tbe  Suixitan  Uaohinb 
Company. 

i)#ei<f«{  July  21,  1S84. 
■26  O,  G.,  811. 

1.  An  tntarlocutor;  decree  reodered  (ome  yean  since  may  b«  ovenaled  at  floal  heal, 

iag,  in  view  of  declBioDB  on  the  queatioDB  of  law  involTed  made  io  the  interrai 
betircen  the  iutertociitory  aud  flual  decrees. 

2.  A  Bpeciflcation  anil  elaini  in  theori^iDal  patent  having  been  tl'smed  bo  sb  toooTcr 

accurately  and  defluit«ly  a  certain  Invention,  there  was  no  error  wbiob  bad 
ariaen  throngh  inadTert«ace  or  miitake,  nor  wu  then  any  defective  a  esB  oi  in< 
gnfflciency  in  tbe  apeci&cation,  and  henc«  there  arose  no  cose  for  a  reisane. 

Mr,  Edmand  Wetmore  for  the  plaintiff. 

Mr.  E.  T.  Rice  and  Mr.  Ahan  P.  Hyd«  for  the  defendant. 

ShiPMAN,  J. : 

Id  laia  this  court  passed  an  iuterlocutory  decree  enjoining  the  de- 
fendant against  the  further  iufringemen  t  of  the  second  claim  of  Beissned 
Letters  Piiteitt  No.  3,(>9U  to  Asabel  J.  Severance,  aa  assignee  of  Radolph 
Ijeschot,  dated  Octolwr  26, 1809,  for  an  improved  rock-drill.  Tbe  origi- 
nal patent  was  issued  to  Lescbot,  and  was  dated  July  14, 184i3.  The 
interlocutory  decree  was  subsequently  modi&ed  so  as  to  enjoin  against 
tbj  infringement  of  the  third  claim  of  tlie  reissue.  An  accounting  has 
been  had  before  a  master,  whose  re|>ort  now  comes  for  confirmation, 
and  the  case  is  ready  for  a  Anal  decree.  ExceptJoua  have  been  taken 
OQ  both  sides  to  the  report,  but  all  the  exceptions  are  overruled,  and 
tbe  rejwrt  is  conflrnied  aa  containing  a  correct  tluding  npon  the  qnes- 
tions  wbiuli  were  referred  to  the  ma.sler. 

Tlie  im))ortant  question  is  whether,  under  tbe  recent  decisions  of  the 
Supreme  Court,  the  second  and  third  claims  of  tlie  rfissue  are  valid, 
and  whether  the  iiiial  di.crce  stiould  not  be  for  a  dismissEil  of  tbe  bill , 
Peruins  v.  Fourniquet,  16  How.,  82.  The  invention,  th  e  second  and 
existing  reissue,  and  the  infringing  dcviee  were  described  in  the  opinion 
in  the  caae  of  tbe  Amm^n  Diamond  Rock  Boring  Company  against 
SuUican  Machine  Comitang,  H  Blatehf. C.C.  B.,  119.  The  descriptive 
part  of  tbe  original  patentwas  substantially  tbe  Bameastbecorrespoud- 
ing  portion  of  the  present  reissue. 
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The  single  claim  of  the  origioal  waa  as  follows : 

The  tool  for  Ixirinft urcnttingTOok  or  other hftrdaubHtancpR,  comiKwedof  aiiMnolftr 
or  tubalar  atork  nr  cruwii,  aniwd  with  •  ierlea  of  (liamoiidB,  aud  «peMting  anbstan- 
Ually  lot  bsreiii  Hpecitied. 

The  defendauf  B  device  bad,  iustead  of  an  auuular  boriDg-bead,  a  cm- 
vex  borlDg-head  armetl  with  diamonds  and  with  two  boles  on  its  snrfaee 
for  the  passage  of  wat«r.  By  tlUH  device  the  entire  j.H)rtioii  of  roek 
which  is  acted  ni>oii  by  the  tool  is  abraded. 

The  secoud  and  third  claims  uf  the  present  reissue  are  as  follows : 

It.  The  row  of  outtiiig-<HlK*<e  a',  wbuii  attached  to  a  reTolving  borlitg-heMl,  eo  m  ttt 
pn^e«t  bejoud  the  uireuiufereuce  thereof,  for  the  pnrpoaea  epeciBed. 

3.  In  combinntion  with  a  ntyolvlDg  mid  progreuing  boring-head  hAvlng  cattiDg> 
points  projeoting  beyond  tbn  (xiriphprv  tUnreof,  a  hollow  central  lUiU-rod,  throosb 
which  tbe  watnr  is  forced  or  pnned. 

Tbe  plaintlfi'  iiiaista  that  Leaohot'9  actnnl  inreution  was  a  revolving 
and  progressing  boring  head  amied  with  cutting-points  x>rojectii)g  be- 
yond its  periphery,  so  that  tliey  will  out  a  hole  of  larger  diameter  than 
that  of  the  boriug-hoad  and  drill,  give  a  clearance,  and  a  hollow  drill-rod 
adapted  by  reason  of  its  tnbular  form  to  permit  the  injection  of  water 
through  the  oriBce  in  tbe  boring-bead  to  wash  away  the  detritus;  and, 
fbrther,  that  Lescbot  described  in  the  original  patent  the  manner  in 
which  the  diamonds  were  placed  so  that  a  larger  diameter  was  given  to 
the  bole  than  that  of  the  boring-head.  Both  these  positious  are  trae. 
Tbe  plaintiff  then  says  that  tbe  original  claim  di<l  not  limit  the  patent 
to  an  annular  boring-bead,  but  expressly  included  a  tubular  one,  ao  that 
a  convez  head  was  included  in  tbe  patent  as  originally  granted,  and, 
tlieretiire,  that  tbe  new  claims  of  tbe  reissue  are  not  an  expansioD  of  tbe 
original.  Tbe  plaintiff  understands  "the  words  'annalar  or  tubular' to 
mean  that  the  head  may  be  annnlar,  so  as  to  have  a  core,  or  tubular, 
so  as  to  permit  the  passage  of  water,  aud  that  in  any  case  the  head 
must  be  tubular  in  the  sense  of  a  passage  through  it  for  the  How  of 
water."  If  the  cUim  of  the  original  patent  did  limit  the  invention  as 
patented  to  an  annular  crown,  which  would  necessarily  bore  an  annnlar 
bole  having  a  central  core,  tbe  plaintiff  admits  that  tbe  second  and  third 
claims  of  tbe  reissue  are  an  enbtrgement  of  tbe  original  patent,  and, 
being  contained  in  a  reissue  which  was  granted  six  years  after  the  date 
of  the  original  patent,  are  void. 

The  sole  idea  of  Lescbot  when  he  obtaiuetl  his  original  patent  was 
that  he  bad  a  tool  which  bored  au  annular  groove,  leaving  a  centrd 
core  or  kernel.  He  did  not  see  that  his  invention  was  broader  than  his 
statement  of  it>  and  could  be  made  very  useful  for  channeling  or  catting 
from  the  quarry  blocks  of  marble  or  rock  by  making  a  series  of  holes 
wbicb  did  not  leave  a  core;  but  he  presented  his  invention  to  the  Pat- 
ent OfBce  OS  one  which  had  the  single  office,  so  far  as  its  cutting  char- 
act«r  was  concerned,  of  boring  aimular  holes  or  grooves,  and  which  waa 
BO  constructed  as  to  leave  a  central  core  within  the  hole  or  groove.  He 
said,  indeed,  that  the  operation  of  bis  tool  would  be  adjusted  by  the  in- 
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jeetiOD  of  a  stream  of  water  throogh  the  tabnlar  bar  for  the  purixwe  of 
washing  oat  thedetritas;  but  thiaseatence  or  paragr^h  makes  it  plain 
that  he  ooosidered  that  the  chief  fnnction  of  the  tabnlar  crown  was  to 
make  an  aoualar  hole  which  should  have  a  core.  The  stalk  most  be 
annalar,  aud  being  aunalar  it  coald  admit  a  stream  of  water  through 
the  hollow  bar.  The  claim  of  the  original  patent  was  not  intended  to 
enlarge  the  desoriptiTe  part  of  the  specification,  bat  to  describe  com- 
pactly aud  ters^  the  very  inveotion  which  he  had  preTionely  described 
more  at  length,  and  the  words  "annular  or  tnbolar"  in  the  claim  are 
synouymoue  and  were  intended  to  conrey  the  sapie  Idea  which  the  pat- 
entee had  expressed  in  the  descriptive  part  of  the  8|>eci&cation.  There- 
fore, if  the  patent  was  to  iuclude  a  convex  boring-bar,  and  so  include 
the  actoal  invention,  it  must  be  reissued.  But  the  intent  ot  the  t>&tt.-ntee 
having  been  to  apply  and  obtaiu  a  inttent  for  an  annalar  stalk,  and  not 
(hr  a  tool  which  did  not  have  a  core,  and  the  specification  and  the  claim 
having  been  fiamed  so  clearly,  accurately,  aud  preciMly  to  describe  the 
annular  tool  and  no  other,  there  was  in  the  original  patent,  according 
to  the  modem  decisions,  no  error  which  had  arisen  throngh  inadvert- 
onoe,  accident,  or  mistake,  nor  was  there  any  defectiveness  or  jnsuffl- 
oiency  in  the  specification. 

The  interloontory  decree  was  right  according  to  the  theories  of  the 
law  which  were  geuMally  accepted  in  1875.  It  is  wrong  as  the  law  now 
stands.  The  decree  dismissing  the  bill  for  the  reason  herein  set  forth 
will  be  settled,  if  desired,  upon  hearing. 


[ttBltad  Stela*  CInalt  Coart-Soallwni  Dinriot  of  Hev  Tork.) 

BOOBBYBLT  V.  WbsTBRH  EleotBIO  OohpANY. 

Demdtd  July  7,  1884. 

38  O.  O.,  HIS. 

1.  The  pnrohaM  of  *  patented  article  ftom  thu  palentee  confers  npon  the  bnysr  the 
right  to  D»o  the  article  to  the  sBine  extent  bb  thongh  It  were  not  the  anbjeot  of 
a  patent,  bat  the  sale  does  not  import  the  pHrmisaion  of  the  vender  that  it  may 
be  nsed  in  a  way  that  will  violate  his  exclnuve  property  lu  another  invention. 

8.  When  the  article  i«  of  mch  pecnliar  oharacteriHtiua  that  it  caanot  be  dealt  in  aa  a 
tiade  com  modi  ty,  and_canaot  be  uaedprao  tic  ally  at  all  nnlna  aa  a  part  of  another 
patented  article  of  the  venler'a,  it  woald  lie  agaltut  good  conMieoce  to  allow 
an  JDjnnotion  to  a  vender  nnder  aiieh  oircnmHtances;  bnt  thia  ia  not  true  ot  the 
article  in  qnestion. 

Mturt.  Diekm^on  A  Dickerton  for  complainant. 
Mr,  Qeorgt  P.  Barton  for  the  defendant. 

Wallace,  J.  .- 

The  case  made  by  the  motiou-papers  is  this;  The  complainant's 
patent  is  for  an  improvement  in  electric  batteries  consisting  of  a  prism 
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and  other  etemente,  and  tbe  claims  are  for  the  prism  and  for  varioag 
elements  in  combination  with  it.  The  defendaut  is  selling  an  electric 
batter;  which  contains  the  prism,  in  combination  with  the  several  other 
elements  whicfa  are  covered  by  the  claims  of  the  patent,  harlDg  pur- 
chased the  prisms  from  complainant,  but  having  obtained  the  other 
elements  of  tbe  battery  fVom  other  sources. 

If  it  were  true  that  the  prisms  are  not  capable  of  any  nse  except  in 
combination  with  the  other  elements  covered  by  the  several  claims  of 
the  patent,  the  complainant  can  nevertheless  insist  that  the  parchaser 
should  only  be  pennitted  to  use  them  as  substitutes  for  prisms  which 
have  been  deteriorated  or  destroyed  or  to  sell  them  to  others.  They 
conid  be  used  in  thts  way  without  infringing  the  complainant's  rights. 

The  purchase  of  a  patented  article  from  tbe  patentee  or  owner  of  tbe 
patent  confers  upon  the  buyer  tbe  right  to  use  the  article  to  the  same 
extent  as  though  it  were  not  the  subject  of  a  patent,  but  the  sale  does 
not  import  the  [>ermiasion  of  the  vender  that  ic  may  be  need  in  a  way 
that  will  violate  his  exclusive  property  in  another  invention.  When 
the  article  is  of  such  peculiar  characteristics  that  it  cannot  be  dealt  id 
as  a  trade  commodity,  and  cannot  be  used  practically  at  all  nnless  as  a 
part  of  another  patented  article  of  the  vender's,  it  would  be  pre[»oster- 
ons  to  suppose  that  the  parties  did  not  contemplate  its  nse  in  that  way. 
It  would  be  against  good  conscience  to  allow  an  injanctioo  to  a  vender 
ander  such  circaiostances.  He  would  be  estopped  from  asserting  a  right 
which  the  purchaser  mast  have  understood  him  to  waive. 

Upon  the  argument  of  the  motion  the  case  seemed  to  be  like  the  one 
lost  stated,  but  it  is  not  such  a  case. 

The  motion  for  an  injunction  is  granted. 


I  Ualtai  SUtM  ClniDlt  Coart— SonUnni  IHMrlct  of  Haw  Tork.  J 

FOSTBE  V.  GOLDBCHMIDT  KT  AL. 

Dttiiid  July  IT,  1864. 

ttS  0.0,915. 

1.  If  tb«  oooiplaiaaDt  has  refaMd  to  fulfill  auy  of  his  obligationi  in  D)»tteia  of  snb- 
ataiice  nnder  the  licenw,  a  court  of  equity  will  not  iaterfere  to  aatint  btm  by 
compelliQK  the  defeodftnta  to  observe  the  obligations  upon  tbeir  part, 

S.  A  promise  in  the  ftlternative  puts  the  alt«r[iative  tu  the  election  of  the  promiaor, 
unleM  there  is  something  to  take  it  ont  uf  the  general  rale. 

3.  Wbere  both  partlea  have  acted  upon  a  certiiin  conBtniotion'of  an  ntnbigaons  docii' 
meut.  that  construction,  If  in  ileelf  admisaible,  vtll  be  adapted  by  the  court. 

Wallace,  J.: 

This  cause  has  been  heard  upon  the'pleadings.  The  pleadings  net 
out  copiously  matt«rs  of  evidence  in  support  of  the  allegations.  The 
bill  of  complaint  is  filed  to  restrain  the  d^eudants  from  aeUing  gloves 
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beuinft  laeiDg-stQdB  ftnd  IocId^  which  have  not  been  ^plied  to  the 
gloves  by  the  oomplainaat,  in  violntioQ  of  an  agreement  made  between 
defendants  and  the  complainant  Jane  6,  1876,  whweby  the  complainant 
lioensed  the  defendants  to  use  certain  patented  books  aud  Ucings  for 
gloves  when  applied  to  the  gloves  by  the  complainant. 

The  conditions  of  the  license  agreement,  so  far  as  they  are  material 
to  the  present  sait.  are  as  follows:  The  complainant,  in  oonsideratioo 
of  the  payment  of  certain  royalities  by  defendants,  allows  the  defend- 
ants to  sell  gloves  containing  the  patented  invention,  provided  the 
gloves  have  had  their  lacing  stnds  or  hooks  and  lacings  applied  by  the 
oomplaioant.  Article  3  of  the  agreement  provides  that  whenever  de- 
fendants desire  to  have  gloves  flnished  by  the  application  of  lacing  atads 
or  hooks  and  lacings  at  least  sixty  days  before  the  work  of  finishing  is 
to  be  commenced  they  are  to  notify  the  complainant,  stating  when  they 
will  oommenoe  to  famish  the  gloves  to  be  tlninhed  and  the  nnmber  they 
will  fbrnish  each  week.  Article  4  provides  that  after  the  beginning  of 
the  time  mentioned  in  the  notice  the  defendantJi  are  to  fnrnish  the 
gloves  to  be  finished  to  the  complainant  acconiing  to  the  terms  of  the 
notice,  "  which  gloves  shall  be  ready  to  be  finished  by  the  application 
of  lacing  studs  or  hooks  and  lacings."  Article  6  provides  that  all  gloves 
tbns  ftimished  to  complainant  he  shall  cause  to  be  finished  by  the  ap- 
plication of  lacing  stnds  or  hooks  and  lacings,  asiug  the  same  material 
and  care  as  be  may  use  in  flnishing  bis  own  best  qaaliCy  of  gloves,  and 
shall  return  said  gloves  to  the  defendants  within  two  weeks  after  be 
receives  them.  Article  12  provides  thnt  the  complainant  shall  use 
reasonable  dUigence  in  prosecuting  or  caaaing  the  prosecotion  of  nnli- 
oensed  persons  who  sell  imitations  of  the  gloves  hereby  licensetl.  Ar- 
ticle 17  provides  that  if  any  license  shall  be  thereaftier  granted  under 
said  patent  the  terms  and  conditions  of  which  are  more  liberal  toward 
the  licensee  than  those  herein  contained,  the  defendants  are  to  be  enti- 
tled to  receive  the  benefit  of  the  additional  advantages. 

The  defendants  admit  that  since  Augnst  7, 1S83,  they  have  been  sell- 
ing gloves  with  the  lacing-stnds  and  lacings  which  have  not  been  ap> 
plied  by  complainant,  but  they  insist  upon  their  right  to  do  so  upon  the 
theory  that  the  complainant  has  violated  some  of  the  conditions  on  his 
part  contained  in  the  agreement. 

Ooncededly,  if  the  oomplainant  has  refused  to  fulfill  any  of  bis  obliga- 
tions in  matters  of  substance  under  the  license,  a  court  of  equity  will 
not  interfere  to  assist  him  by  compelling  the  defendants  to  observe  the 
obligations  upon  their  imrt.  They  allege  that  lie  has  not  nsed  reason- 
able diligence  in  the  prosecution  of  infringers  under  article  12  of  the 
agreement  "in  that  prior  to  November,  1881,  many  persons  were  syste- 
matically  selling  large  quantities  of  said  laced  glovee  without  any  license 
in  the  city  of  New  York ;"  that  prior  to  that  time  they  had  notified  him 
that  unmerous  houses  in  the  city  of  New  York  were  then  selling,  among 
them  A.  T.  Stewart  &  Co.,  Htunes  Bros.,  Wilmerding  &  Co.,  Bggle- 
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brecltt  &  Bernhart,  and  otbers,  and  requested  bim  to  take  steps  to  pi»- 
Tent  saeh  sales ;  and  that  he  neglected  and  refbeed  to  proaecate  sooh 
parties  or  any  of  them. 

The  bill  of  coDiplaint  alleges  the  commencemeDt  of  seven  suits  agiuiut 
parties  selling  sach  gloves  in  the  city  of  New  York,  between  October, 
1881,  tind  May,  1882,  and  sets  oat  the  proceedings  and  their  resalts 
BofBciently  to  show  that  the  complainant  exercised  reasonable  diligenee 
and  good  faith.  The  answer  admits  that  five  of  these  salts  were  com- 
menced, and  that  injnnctions  were  obtained  in  fonr  of  them.  Without 
attempting'  to  particularize  the  allegations  of  the  bill  fuid  answer  in  refer- 
ence to  this  branch  of  the  contrttverny,  it  will  suffice  to  state  that,  al- 
though it  must  be  conceded  that  the  complainuit  failed  to  proseeute 
several  iufriugers  whose  conduct  was  comiilained  of  by  the  defeudants, 
it  nowhere  appears  that  any  of  these  parties  continued  to  infringe  after 
the  campliiinant  had  brought  suits  against  other  inflringers  io  the  same 
city.  There  is  a  general  averment  in  the  answer  that  daring  the  whole 
time  of  the  continuance  of  the  license  complainant  refused  to  prosecute 
sellers  whose  sales  were  injuring  the  defendants ;  bat  this  allegation 
refers  to  sales  made  by  licensed  parties,  and  by  the  terms  of  the  agree- 
ment the  complainant  only  undertook  to  prosecute  infiringers.  If  the 
action  of  the  complainant  was  sach  that  it  resulted  practically  in  slop- 
ing infringement,  he  falflUed  the  spirit  and  the  meaning  of  his  obliga- 
tion to  Lho  defendants  to  use  reasonable  diligence  in  prosecuting  nnli- 
ceuEted  sellers. 

There  are  two  controlling  facta  bearing  upon  this  qnestion  which 
stand  admitted ;  flret,  that  all  the  ini^ingements  of  which  defendanti 
complained  and  now  complain  took  place  priur  to  Ifovember,  1881 ;  and, 
second,  that  after  the  suits  were  brought  by  complainant  the  defendants 
continued  to  recognize  the  agreement  as  binding  until  June,  1883,  when 
they  placed  their  right  to  repudiate  it  upon  another  ground.  The  rea- 
sonable deduction  from  all  the  facts  as  they  appear  upon  the  pleadings 
is  thut  the  complainant  used  reasonable  efforts  to  stop  infWugemente; 
that  within  a  few  months  these  eiforts  were  successful,  and  that  bia 
conduct  WHS  acceptable  to  the  defendants  until  other  causes  of  disagree-, 
ment  arose. 

The  defendants  contend  that' the  uomplainant  has  refused  to  allow 
them  the  benefit  of  additional  ad  vantages  granted  to  other  licensees  sob- 
sequent  to  the  license  to  defendants.  It  was  npon  this  ground  that 
they  inslHted  the  complainant  should  fumiab  their  gloves  with  the  new 
appliances  invented  by  him  8ubse<]uent  to  the  date  of  their  license,  and 
npon  his  refusal  lo  do  so  they  undertook  to  finish  their  gloves  them- 
selves and  to  use  the  new  uppliances  therefor. 

The  pIcndiugK  show  that  after  the  license  to  the  defendants  was 
granted  the  complainant  devis^l  and  jBiteiited  improvements  upon  the 
old  appliances;  that  in  May,  1883,  he  transferred  to  Foster,  Paul  &  Co. 
bis  business  and  his  patents,  reserving,  however,  HUch  an  interost 
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therein  as  woald  enable  bim  to  carry  oat  his  agraementa  with  his  exist- 
iog  licensees ;  that  thereapoo  he  notified  the  defendants  that  they  conid 
elect  to  hare  their  gloves  finished  by  him  under  the  existing  agreement 
as  theretofore,  or  they  might  surrender  their  license  and  receive  from 
Foster,  Panl  &  Co.  h  new  liceniM*,  under  which  thnt  firm  would  finish 
the  gloves  with  the  new  appliances ;  that  accom]iai>ytng  said  notice  the 
complaiDaDt  sent  defendants  the  form  of  the  new  license  to  be  issned 
by  Foster,  Paul  &  Co.;  that  this  license  provided  that  the  licensees 
sboold  be  entitled  to  have  the  uew  appliances  nsed  in  fituohing  their 
gloves,  and  also  coDtained  conditions  iu  some  resiwcts  mure  favorable 
and  in  others  less  tiavorable  to  licensees  than  those  of  the  old  license. 
The  defendants  refused  to  accept  the  new  license,  insisted  that  com- 
plainant sbonld  furnish  their  gloves  with  the  new  iippliances,  and  tioti- 
fle«l  him  that  if  ho  refused  to  du  so  they  should  supply  theuiselvus  with 
tbe  new  fastenings  and  tiniab  their  own  gloves  thbrewitli,  and  there- 
upon, complainant  having  refused  to  com|>ly  with  their  demands,  they 
adopted  tbe  course  they  had  indicated  they  should  adopt.  The  iwsitiou 
of  tbe' defendants  therefore  is  this:  they  insist  that  they  are  entitled  to 
be  fDruisbed  with  the  new  appliances  by  the  coinplaiiiant  on  the  terms 
of  the  old  license,  and  white  they  demand  the  t>enefitof  the  more  fav- 
orable terms  of  the  new  license,  tliey  refuse  to  accept  those  whicb  are 
more  onerous.  The  error  of  this  theory  orginates  in  a  radicid  miscon- 
ception of  the  nieauiDR  of  the  agreement.  They  are  entitled  to  tbe  ad- 
ditional advantages  offered  by  a  new  license  only  when  the  terms  and 
oonditions  of  the  uew  license  are  more  liberal  for  the  licensee  than  those 
of  the  old  license.  The  obvious  purpose  of  the  condition  was  to  put  the 
defeudauts  on  an  eqnality  with  any  fatnre  licensees.  If  taken  in  all  its 
parte  the  new  license  is  not  more  favorable  to  tbe  licensee  than  the  old ; 
tbe  occasion  does  not  arise  upon  which  the  condition  becomes  operative. 
It  cannot  be  determined  as  a  matter  of  law  or  as  a  question  of  fact 
that  the  new  licenses  offered  by  the  complainant  iu  the  name  of  Poster, 
Paul  &  Co.  were  more  liberal  in  their  t«rms  toward  licensees  than  were 
the  old  ones.  The  defendants  evidently  considered  that  they  wore  not, 
.because  they  refused  to  accept  the  new  license.  The  complainant  gave 
the  defendants  the  option  of  deciding  whether  they  preferred  the  new 
license  to  the  old  one,  and  after  the  defendautn  elected  to  refuse  the 
new  one  they  caiiuot  be  heanl  to  allege  tliat  his  terms  were  more  ad- 
vantageoQS  to  tbem.  Instead  of  accepting  itn  bi'iieftts  cum  onere  they 
insisted  upon  determining  for  themHelves  what  parts  they  wmild  accept 
and  what  tboy  would  reject.  If  this  were  permit^sible,  instead  of  lieing 
pUcetl  Qpon  an  equality  with  the  new  licensee.^,  they  would  enjoy  tin- 
perior  privileges  to  them.  Such  a  result  was  never  contemplated  by 
the  agreement-,  and  is  opiweed  to  any  legitimate  i ute.q>retation  of  its 
terms. 

The  defendants  also  contend  that  by  the  terms  of  their  license-agree - 
ment  with  complainant  they  were  entitled  to  have  their  gloves  finished 
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with  Uoing-Btads  or  laciDg-hooks,  at  their  option,  and  that  the  coraplaiD 
ant  has  refutied  to  fiuisb  their  gloves  with  studs.  The  Tallacy  of  their 
positiOD  (Miusiata  in  coDstniiug  au  optioD  belonging  to  the  complain- 
ant as  one  belougiug  to  them.  Article  5  of  the  agreement  ia  the  cove- 
nant on  the  part  of  the  compIaiDaot  in  reference  to  finishing  the  gloves 
for  the  defendants,  and  obligates  bim  to  "canse  them  to  be  finished  by 
the  application  of  lacing  stnds  or  lioolts  and  laciuga."  If  there  were 
nothing  else  than  the  language  of  this  condition  to  resort  to  for  con- 
Btrnction,  itwould  seem  clear  that  the  promise  of  the  complainant  woald 
be  performed  by  applying  either  lacing  studs  or  hooks.  The  promise 
is  in  the  alternative,  and  tlie  election  is  with  the  promiuor-  The  ancient 
case  cited  in  McN^ott  v.  Clark  (7  John.,  465),  where  the  obligor  prom. 
ised  to  pay  £2Uortwont.vbalesof  wool,  established  the  role.  As  stated 
by  Redfleld,  C.  J.,  iti  Thayer  v,  I>ic»»e[I  {29  Ver.,  308).  "a  promise  in 
the  alternative  puts  the  alternative  in  the  election  of  the  promisor,  nuIeM 
there  is  souiethiug  to  take  it  out  of  the  general  rule."  There  are  other 
jirovisioiis  of  the  agreement  which  enforce  this  interpretation  of  the 
condition,  and  indicate  that  the  complainant  was  to  determine  whether 
lacing  studs  or  hooks  shonid  be  applied.  Such  are  the  provisions 
which  require  defendants  to  give  notice  in  ttdvauce  to  the  complainant 
of  various  details  reliitiug  to  the  finishing  of  the  gloves,  but  are  silent 
as  to  the  kiuds  of  fastenings  to  be  applied ;  but  perhaps  the  most  satis- 
factory reason  for  construing  the  condition  as  iudicated  is  the  coa' 
etruction  the  jMirties  have  placed  npon  it  themselves  by  their  eoudnot 
until  this  controversy  arose.  Where  both  parties  have  acted  upon  a 
certain  construction  of  an  ambiguous  document,  that  construction,  if  in 
itself  admissible,  will  be  adopted  by  the  conn.     Pollock,  Oont.,  392. 

These  considerations  dispose  of  all  the  important  questions  in  the 
case.  There  ia  no  reaaau  to  suppose  that  the  defendants  have  desired 
to  disregard  the  complainant's  rights,  bat  they  have  acted  upon  a  falae 
construction  of  the  agreement. 

A  decree  for  an  injunction  and  an  accounting  is  ordere<l  for  the  oom- 
jitainant. 


I  DniUid  BtMeii  Cironlt  Court— 8oDtli«ni  Diitrlct  oT  Hew  V«rii.] 

Yale  Lock  Manufacturing  Company  p.  Jambs. 

Itteiiei  Jalt  21,  18»4. 

28  0.  O.,  917. 

,  Where  a  spi^citiu  iDvcutiuti,  conipluto  in  itwlf,  WM  (li"i«;rib«t  fully  ad d  cleiirtj, 
nitlioiit  iinibiiEiiity  or  ubaciuity,  ia  uii  ori)(iuu1  putcut,  mid  ult  lUe  [lagiera  ia 
tlie  inG-M'THiti>cT  nliiitr  It  to  have  been  tlio  iateiititia  of  tfac  patentee  to  bare  tbna 
limitvil  Ilia  in  vent  inn,  a  brand  cimstnictiunnrtboclaimsof  a  reiwne  woalil  oot 
be  jnnliliKblc.eveii  tboiigli  Ibe  binlory  uf  tbe  art  BbowH  tbat  such  broader  In- 
ventinn  slinuld  have  l>een  claiuied  ia  thu  origjiiul  pateot. 
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9.  nwn  wai  DO  iiiadvertenoe,Bi]cIdeDt,  or  miatake  within  the  contemplation  ot  thfl 
■tAtnte,  nor  w»a  there  the  nature  of  defeotiveneH  or  iuaafflcipnof  meaDt  by  the 
statute,  althoogb  the  pateatec  might  liave  folleu  Into  ad  error  of  judgment  or 
into  an  erroneous  conaluaioo  of  fact. 


Mr.  Frederte  S.  Bett»  for  the  plaintiff. 

Mr.  Samwl  B.  Clark,  aasisCaut  Uotted  States  district  attorney,  and 
Mr,  George  AndrewB  for  tlie  defendant. 

IdHlPlUN,  J.: 

Thia  U  a  bill  in  equity  based  upon  the  alleged  infringement  uf  Beia- 
BDed  Letters  Patent  No.  8,783,  dated  July  1, 1879,  which  were  issaed  to 
the  plaintiff  as  assignee  of  8ilae  N.  Brooks,  administrator  of  Linns 
Yale,  jr.,  for  on  improreuieut  in  post-office  boxes.  The  original  patent 
vaa  issned  to  said  Brooks  as  administrator  on  September  19, 1871,  and 
was  reissued  three  times.  The  first  reissue  was  applied  for  May  7, 1872, 
and  was  issned  July  9, 187:!.  The  second  was  applied  for  April  19, 1876i 
&Dd  was  issued  April  24, 1877.  The  third  was  applied  fur  May  14, 1879. 
The  invention  was  described  and  the  original  patent  and  the  third  re- 
issue were  recited  in  the  opinion  which  was  Died  iu  June,  1880,  in  the 
caseof  the  present  plaintiff  against  the  ScovillMauufiwituring  Company. 
18  Blatohf.  0.  C.  B.,  248,  3  Fed.  Rep.,  288. 

The  first  of  the  two  claims  of  the  first  reissue  was  the  first  claim  of 
the  original  patent    The  second  of  said  claims  was  as  follows : 

S.  Thoeombinatlon  of  two  or  mora  metallio  ftamea  and  doon  and  looks  with  pig ' 
ton  bolM,  uid  frames  having  flanges  which  protect  »ai  iDolose  whoUf  or  la  pftrt  th» 
fttint  edgen  of  aald  plgeon-holea. 

The  defendant,  as  postmaster  in  the  city  of  New  York  and  not  other- 
wise,  used  in  the  post-offlce,  provided  and  equipped  for  him  by  the 
Doited  States  Government,  wooden  post-offlce  boxes  with  metallic  fronts 
and  doors,  and  open  at  the  rear.  They  were  manufactured  by  the  John- 
son Botuy  Lock  Company.  The  doors  and  door-ftttmes  made  a  contin- 
uous uetallio  fh>ntage.  The  door-frames  were  secnred  to  each  other 
and  to  the  wood-work  as  follows :  At  about  the  middle  of  each  vertical 
edge  of  each  door-ftvme  there  was  a  triangular  hole,  which,  with  the 
corresponding  hole  in  the  adjoining  doorframe,  made  a  rectangular  hole, 
through  which  the  metal  fasteniug-bolt,  completely  filling  such  hole, 
was  passed,  the  heads  of  such  bolts  overlapping  the  contiguous  edges 
of  adjoining  metallic  fronts,  and  the  bolt  itself  passing  through  the 
wooden  partition  between  the  adjoining  iiigeon-holes,  and  being  secured 
at  the  back  thereof  within  the  postoltlce  room  by  a  nut serewfd  njjon 
the  end  of  the  bolt.  There  were  other  boxes  constructed  snbsbuitially 
as  above  described,  excepting  that  the  metal  fi-out  of  each  pigtH>n<hole 
was  fiinteiied  to  tho  wood-work  by  means  of  flanges  and  screws ;  but  the 
screws  which  attache<l  the  frames  to  the  wood-work  did  not  attach  the 
frames  to  each  otiier.     Either  series  of  boxes  would  have  infringed 
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^ther  clftim  of  the  origiDal  patent.  Bach  series  infringofl  tbe  first  Aod 
second  clftims  of  tbe  present  reiaflae,  Dniess  tho8«  claims  are  to  receive 
a  conatrnction  which  shall  coni)>el  tbe  metalltc  fhintage  to  be  made  coq- 
tinuous  by  nvets,  bolts,  or  fasteniiifics  which  ahall  attach  the  frames  both 
to  the  woodwork  and  to  each  adjoiiiiog  frame. 

The  plaintiff  insists  that  those  clttims  should  not  receive  soch  a  con- 
struction, because  it  has  been  found  that  the  invention  of  the  specifica- 
tion of  ^e  reissae,  although  a  broader  oau  rhaii  was  described  in  the  or- 
iginal patent,  is  the  invention  which  the  history  of  the  art  and  tbe  pat- 
ent show  should  have  been  described,  and  because  the  first  reisane  was 
promptly  applied  for,  and,  as  issued,  indnded  in  its  second  claim,  iu  the 
view  of  the  plaintifi',  the  same  invention  which  is  described  in  the  first 
and  second  claims  of  the  reissae. 

The  defendant  says,  among  other  things,  that  since  the  cases  of  Bran 
Company  v.  Miller  (104  T7.  S.,  350)  and  CampMl  v.  Jamei  (104  17.  B., 
306),  it  has  been  settled  by  the  Supreme  Court  that  the  Commissioner 
of  Patents  in  allowing  the  first  and  second  claims  exceeded  bis  juris- 
diction, because  tbe  invention,  which  was  first  applied  for  and  was  *'  com- 
plete in  itself,"  was  clearly,  specifically,  and  fully  described  in  the  orig- 
inal specification  and  in  the  al&lm,  and  an  expanded  claim  woald  neces- 
sarily include  an  invention  which  was  not  songht  to  be  described  in  the 
oiiginal  patent,  and  furthermore  that  there  conld  have  been  no  inad- 
vertence or  mistake,  because  the  original  patent  and  the  accompanying 
documents  show  that  the  patentee  <*  did  not  intend  it  (the  patent)  to 
embrace  any  such  broad  invention  "  as  was  described  in  the  reiasoe 
The  defendant  also  says  that  the  patentee  in  his  application  for  the  first 
reissue  iuefteotually  endeavor  to  alter  the  description  of  tbe  invention 
80  as  to  omit  the  fitstening  of  the  door-frames  to  each  other  as  a  neces- 
sary integral  part  of  the  invention,  and  that  the  second  claim  of  tbe  first 
rmssue  cannot  fairly  be  construed  to  permit  such  omission,  and  there- 
fore that  the  patentee  is  estopped  from  insisting  upon  a  broad  constme- 
tion  of  the  first  and  second  claims  of  the  present  reissne,  and  that  t  hese 
claims  are  objectionable  on  account  of  the  laches  of  the  patentee.  Tbd 
"  file-wrapper  and  contents  "  of  tbe  first  reissue  were  not  a  part  of  the 
record  in  the  Scoville  case. 

It  is  anqaestionable  that  the  patentee  when  he  made  his  original  ap> 
plication  intended  to  say  that  bis  invention  did  not  consist  simply  in 
making,  by  his  combination  of  metallic  doors,  doorframes,  and  woodeo 
boxes  a  continuous  metallic  frontage ;  hut  that  it  also  consisted  iu  tbe 
way  in  which  the  frontage  was  made  continnona— viz,  by  tbe  connection 
of  the  adjoining  frames  with  each  other.  His  definite  and  exact  speci- 
fication shows  that  he  supposed  that  his  patentable  invention  was  tiins 
limited.  He  described  with  precision  and  clearness  that  his  metalUo 
frontage  was  to  be  so  constructed  that  tbe  f^mea  were  to  be  fastened 
to  each  other  at  top,  bottom,  and  sides,  and  not  merely  to  the  wood- 
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work.  **A  spedflc  {oventioii,  complete  io  itself,"  was  described  "falty 
aod  clearly,  witbont  ambigaity  or  obscnnty."  Under  the  definitions 
which  are  given  in  the  decisions  which  have  been  referred  to  and  in 
MaHMfactMring  Company  v.  Ladd  (102  U.  8.,  403)  of  the  inadvertence, 
accident,  or  mistake  which  permits  a  reissae  when  a  patent  is  said  to 
be  inoiwrative  on  account  of  a  defect  or  insufficiency  in  the  specification 
which  arose  through  such  in  advertence  or  mistake,  and  also  of  the  na- 
ture of  the  defectiveneea  or  insufficieucy  which  is  meant  by  the  statute, 
there  was  no  mistake,  although  the  patentee  might  have  fallen  into  an 
WTor  of  judgment  and  into  an  erroueona  conclusion  of  &ct,  and,  ftir- 
thermore,  the  original  patent,  according  to  the  definitions  conttuned  in 
the  recent  and  perhaps  in  the  earlier  cases,  was  not  defective  nor  insaf- 
flcient  either  in  its  descriptive  portions  or  in  ils  claims. 

The  second  claim  of  the  first  reissae,  construed  in  the  light  of  the 
contemporaneous  facta  which  are  shown  in  the  file-wrapper  and  con- 
tents, cannot  be  fbirly  construed  to  mean  a  metallic  ftonbige  irrespect- 
ire  of  the  fastening  of  the  frames  to  each  other  through  the  wood-work. 
Were  this  claim  to  be  construed  without  study  of  the  history  of  the  ap- 
plication as  it  made  its  way  through  the  Patent  Office  and  of  the  amend- 
ments which  it  was  compelled  to  undergo,  it  woold  probably  receive  the 
constraction  which  naturally  belongs  to  the  first  claim  of  the  present 
reissue.  But  the  patentee  abandoned,  under  pressure  of  the  Patent 
Office,  the  clauses  in  the  application  which  made  the  fastening  of  the 
frames  to  each  other  to  be  optional,  and  abandoned  also  a  proposed  third 
claim  which  described  the  box-frames  as  "secured  to  the  pigeon-holes 
independeutly  of  each  other  by  means  of  screws  or  other  similar  fos- 
tenings."  In  view  of  the  fact  that  the  Patent  Office  excluded  from  the 
descriptive  part  of  the  apecificatiou  suggestions  of  any  other  method  of 
^teniiig  than  that  by  which  the  frames  were  to  be  fastened  to  each 
other,  it  would  be  singular  if  the  intent  of  the  Office  was  to  include  in 
the  second  claim  such  other  method  of  construction.  If  this  claim  has 
property,  and  the  applicant  knew  that  it  was  intended  to  have,  ananrow 
oonatmction  -and  of  this  knowledge  I  think  there  can  be  little  doubt — 
tlie  plaintiff  would  not  insist  that  the  first  and  second  claims  of  the 
present  reissue  onght,  in  view  of  the  decision  in  Bra»>  Oompaxy  v.  Mil- 
ler, mpra,  to  be  so  constraed  as  to  be  any  broader  than  the  third  claim, 
which  requires  the  combination  of  door-frames,  doors,  and  pigeon-holes 
to  be  by  means  of  rivets  or  bolts  which  attach  the  frames  both  to  the 
wood-work  and  to  each  other. 

niere  is  no  infringement,  and  the  bill  is  dismissed. 


D,g,l,..cbyGOOglC 


866         DECiaioHS  or  n.  s.  courts  in  patent  cues. 

[UalUl  BMUa  Ciroolt  Cooct-SontbKB  DMriet «(  N«w  Ttrik] 
WOOBTBB  «.   SmOHBON  BT  AI.. 
i)««U«<t  Jf«y  le,  1884. 
2S  O.  Q.,  SIR 
1.  Tlien  ii  no  qoMtJon  bnt  tfa«t  tha  Mnonnt  of  ao  eatablialwd  liconw  foa  (br  tke  sm 
of  a  pateotad  inrention  ii  wh»t  the  patenwe  Iom*  by  th«  dm  of  the  inTmtliiB 
in  rloUtloQ  of  tbo  patent  without  lieenw  and  »  proper  nMwnTe  of  Ammatfit 
for  aaob  iBfringtmetit. 
i.  When  «ni  ■  fint  hearing  of  a  eaae  the  maeter  reported  damagei  fbr  a  laifvr  me  of 
the  patented  InTention  tlwo  the  defendant*  were  ^illy  or,  and  the  eaae  vaa 
refitrred  baok  to  him  with  lil>erty  to  the  complainant  to  leopen  hia  proofa,  AU 
it  was  propel  for  the  maater  to  report  that  the  orator's  licenae  fee  was  fbr  the 
priTllege  of  neing  an  InTentlon  precisely  illie  that  naad  bj  tha  defbndanta,  tat 
which  thla  acooant  of  damagea  la  being  taken, 
a.  Bneh  lloeneea  are  not  nqnired  to  I>e  in  writing,  neither  ia  the  anonnt  of  the  fbe 

required  to  be  ahown  b;  writing.    'Die  whole  may  be  shown  by  pared. 
4.  The  written  contracta  of  lloanae  I^^weui  the  orator  and  otbeia  night  be  endatiei 
between  the  orator  and  tha  defendants,  bat  am  this  suit  ia  not  broDght  npon 
theee  licenaea  and  the  defendaote  are  not  partlea  to  them,  they  are  not  concls- 
«Te  upon  either  the  defandanta  or  the  orator  aa  they  wonid  be  npon  the  par- 
ttea  to  them  in  anlte  between  those  parties  upon  (hem. 
Mr.  Frederic  H.  BetU  for  the  orator. 
Mr.  Edmund  Wetmore  for  the  defendants. 
Wheiileb,  J. : 

This  case  has  now  been  heard  od  the  defondaDts*  exceptions  to  the 
second  report  of  the  master,  made  on  the  reference  of  the  case  back  to 
bim  parsuant  to  tbe  former  decisioo.  Wootter  t.  Simonaon,  16  Fed. 
Bep.,  680.  The  master  now  reports  that  the  orator's  license-fee  was 
for  the  privilege  of  nsing  gaides  precisely  like  those  used  by  the  de- 
fendants for  which  this  account  of  damages  is  being  taken.  This  ia 
objected  to  because  it  is  said  that  it  makes  a  new  case  for  tbe  orator 
different  from  that  made  by  tbe  opening  proo&  on  the  former  hearing 
before  the  master,  and  that  the  master  hod  no  power  to  admit  proob 
of  snch  new  case  without  an  order  of  ooart,  and  that  the  proofs  vary 
tbe  terms  of  the  written  contracts  by  which  the  license-fee  was  fixed. 

There  Is  no  question  made  but  that  the  amoant  of  an  established 
license  fee  for  the  ose  of  a  patented  invention  is  what  the  patentee 
loses  by  tbe  ase  of  the  invention  in  violation  of  tbe  patent  withont  li- 
cense and  a  proper  measure  of  damages  for  saoh  infHngement.  An 
account  of  damages  for  the  same  infringement  was  being  taken  on  each 
occasion  when  this  case  was  before  tbe  master.  The  orator  was  on 
each  occasion  proving  his  damages  for  that  infringement.  Had  he 
provfd  a  different  infringement  ou  the  latter  occasion  fh>m  what  he  did 
on  the  former,  be  woiil<i  have  bad  a  new  case.  But  be  did  not ;  tbe  in- 
(nagiog  guides  nsed  by  the  defendants  were  the  same  subjects  of  proof 
all  tbe  while.  On  the  former  bearing,  as  tbe  proofs  were  left,  they 
showed  a  license-fee,  and  the  master  reported  damages  for  a  larger  use 
of  the  patented  iuvention  than  tbe  defendants  were  guilty  ot    Xhecase 
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was  referred  back  to  the  maater  with  liberty  to  the  oomplainant  to  re* 
open  his  proofs.  This  was,  of  coarse,  to  enable  him  to  make  bis  proof 
of  damagea  conform  to  the  defeodants'  iDfriogemeot.  This  he  accom- 
plished by  showing  that  the  license-fee  was  for  exactly  sach  nse  as  the 
defendants  bad.  The  amount  of  the  license-fee  was  exactly  what  the 
defendants  wonld  hare  to  pay  for  a  lawful  nse  of  the  some  extent,  and 
exactly  what  the  orator  lost  by  their  nse  withoot  mAing  the  payment. 
The  amonnt  of  the  license-fee  for  snch  ase  of  the  patented  invention 
as  the  defendants  had  was  a  question  of  fact  to  be  proved  by  any  com- 
peient  evidence.  Such  licenses  are  not  required  to  be  in  writing, 
neither  is  the  amount  of  the  fee  required  to  be  shown  by  writing.  The 
whole  may  be  shown  by  parol,  llie  written  eontracts  of  license  be- 
tween the  orator  and  others  might  be  evidence  between  the  orator  and 
the  defendants,  but  this  suit  is  not  brought  upon  Uiose  licenses,  the  de- 
fendanta  are  not  parties  to  them,  and  they  are  not  conclusive  upon 
either  Uie  defendants  or  the  orator  as  they  would  be  upon  the  parties 
to  them  io  suite  between  ttaoae  parties  upon  them.  1  Green  Kv.,  sec 
279.  The  exceptions  by  which  these  objections  are  raised  do  not  ap- 
pear to  be  well  founded. 

The  exceptions  are  ovemiled,  and  the  report  is  accepted  and  con- 
firmed. 


[DnlMi  StMM  Ctnult  CODii-DMiiGt  of  bdUak.] 

Nationai.  Cab-Bbakr  Shok  Cohpant  v.  Tebbb  Hautb  Gab  ahd 
HANUFAOTURiira  Company  et  ax.. 

Drtided  Jamiary  30,  18S4. 
28  O.  G.,  1007. 

I.  To  *n  mUod  at  Uw  for  In  (Huge  me  nt  of  ft  pitent  all  putiw  who  partielpato  in 
ttw  inftiogemeiLt  are  liable,  althoDgb  aome  are  ilmplj  acting  at  oBBoen  of  a  ooi- 
poratiOD.  All  partlM  wbo  partioipats  In  a  tort  oi  treapHS  are  liable,  and  a 
man  oaunot  retreat  behind  a  corporation  and  eacape  liability  for  infringeuieDt* 
In  which  he  actively  participates. 

3.  It  fa  for  the  conrt,  aa  a  matter  of  law,  to  conetnie  a  patent,  and  for  the  Jury,  aaa 
qocation  of  fkct,  to  determine  whether  it  haa  been  inftinged,  and  the  amonai 
of  damagee  that  ehould  be  allowed. 

3.  Id  an  infringement  Hoil  the  baitleo  ia  on  the  plaiotiff  to  show  the  amoant  of  dam- 

age* he  haa  mffered,  and  if  he  fuiuishtB  reaaonably  aatiefaotory  evidence  on 
that  enbject  he  ia  entitled  to  substantial  dauugea ;  otherwise  to  nominal  dam- 
ages. 

4.  On  the  qne*tion  of  damages  it  is  competent  fbr  a  patentee  to  prove  the  prioea  at 

which  liceneee  were  Kranted  under  the  patent  while  it  waa  In  foK«;  batiuordsr 
to  be  competent  evidence  of  value,  the  pi  icee  agreed  upon  must  have  been  prices 
Bied  with  regard  to  the  fntnre  use,  when,  there  being  no  liability  between  the 
parties,  tbvy  are  presumed  ou  both  aides  to  have  act«d  Tolnnlarily,  and  there- 
fore to  have  made  op  their  minds  deliberalely  aatv  what  was  a  fkir  price.  8neh 
arrangeoieuta,  licensea  thus  granted,  fetn  thus  0ied,  are  competent  evidence  to 
ooDsider  in  determining  what  the  actaal  value  of  an  InTeution  iji  and  what  the 
neovery  ought  to  be  fur  ita  nae. 
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fik  It  ii  DotcomprteiitrorspktaitMtapioretheprioMpftldfariDfriiigMBaBtsslrMdj 
peipetrated.     Such  ■aUlainonU  am  not  «t  >U  •dml«ilil«  on  the  wil^Jeet  of  Tslna. 

6.  The  valne  of  »n  invention  for  wbloh  an  intHnger  ia  liable  ia  the  T«tne  at  tbe  tine 

of  the  tnfrtngement.  A  man  who  baa  got  a  patent  owns  it  aa  property,  and  if 
anybody  aeea  fit  to  infilnKe  it  he  ia  bound  to  pay  for  ita  fair  valne,  and  Uie  tact 
that  there  U  something  elsn  Jnsl  ae  good  or  better  doe*  not  entirely  deatroy  it* 
value,  bat  msj  affeet  it. 

7.  The  doctrine  of  a  ctAfnaion  of  goods  baa  no  applieatlon  to  a  (nit  fbr  InMngMiMat 

of  a  patent,  eepeoially  where  there  ia  only  a  confnaion  of  bookkeaping,  and  not 
a  oonfasioa  of  the  articles  tbeinaelvea,  the  BTticlea  being  Incapable  of  mlxton. 

8.  If  a  part]'  abon's  an  nDwilKoKnwa  to  let  ttie  tmth  ont,  and  keep*  back  facta  and 

the  means  of  getting  at  facts  in  his  power,  then  the  Jury  is  warranted  in  draw- 
ing the  BtTongest  powible  inferenoee  against  him  whieh  may  be  drawn  from  the 
evidence  aotnally  Kiven  in  Ikvor  ot  the  other  party ;  bat  if  he  oomea  fcrwaid 
•ith  hii  books,  nimlshea  all  the  evideaoe  in  hie  power,  and  ia  flairlj  oandld  la 
the  matter,  no  inftrences  ahoald  iMdrawDagainathim,  exoeptanchaaarefalriy 
drawn  from  the  evidence  adduced. 

9.  Every  one  ia  bound  to  take  notice  of  the  esieteace  of  a  patent  and  of  tbe  rtghli 

of  parties  nnder  it.  Like  the  reoord  of  a  deed  to  real  eatate,  tite  rtaarA  at  a 
patent  at  Waehingtou  ia  notice  thereof  to  all  the  world. 

Megiri,  Banning  <&  Banning  for  the  pUintiff. 
Menn.  Claypool  <£  Ketokwm  for  Uie  defeoduits. 

Woods,  J.  {cfaftrgiiif  jury): 

Tbis  ia^D  actios  by  the  plEuatiff  asaioit  the  defeodaDts,  eliUmioff  dam* 
ages  for  the  allejced  inftiDgement  of  a  patent  granted  to  Jamea  Bing, 
October  6, 1863,  for  an  improTemeat  in  oar-brake  shoes.  The  bnzdea 
of  proof  is  upon  the  plaintiff  to  show  the  facts,  so  for  as  they  are  ma- 
terial, alleged  in  the  complaint — that  it  had  a  patent,  that  the  defend- 
ants infringed  it,  and  tbe  amount  of  damages  that  it  has  saffered  hy 
reason  of  the  infringement.  The  defendants  are  three — ^the  car  oom- 
pany  and  two  individaals,  who  are  shown  to  be  officers  of  the  company. 
Tbe  action  is  in  the  form  of  a  suit  in  treepass  on  the  case,  and,  oonse- 
qnently,  if  all  the  defendants  have  participated  in  the  infringement, 
they  are  all  liable,  though  the  indiridnals  were  acting  simply  as  offlceta 
of  the  company  in  doing  it.  All  parties  who  take  part  in  a  tort  &e  tres- 
pass are  liable.  A  man  oaonot  retreat  behind  a  corporation  and  escape 
liability  for  a  tort  in  which  he  actively  participates.  So  there  is  no 
qnestiou,  probably,  in  tbe  case  but  that  all  tbe  defendants  are  liable, 
if  any.  Thereia  no  dispute  that  the  plaintiff  has  a  patent  The  patent 
itself  has  been  pnt  in  evidence,  and  is  conclusive  of  tbe  fact  that  the  Pat- 
ent Office  issued  it  to  Bing,  nnder  whom  tbe  plaintiff  claims.  It  is  for 
the  court  to  tell  yon  what  the  claim  of  the  piuty  is  in  his  patent,  and 
what  he  acquired  by  tbe  patent.  It  is  for  you,  as  a  question  of  &ct,  to 
determine  whether  tbe  defendants  have  by  anything  they  have  made 
infi-inged  tbe  patent  of  tbe  plaintiff. 

Tbe  plaintiff'  in  his  patent  makes  two  claims.  The  first  is  for  the  two 
parts  of  the  brake— the  shoe  and  the  able — adjasted  together  in  a  par 
ticiilar  way,  deacribed,  for  the  purpose  of  proda«ng  a  rotary  molitHi. 
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To  thJH  claim  the  rotar;  motion  is  eeunutial,  ami  any  implement  wliioh 
does  not  produce  tbe  rotary  motion  is  not  nii  iiifi-iugement  of  that  claim 
of  the  [>ateut.  But  there  beiii}[  two  claims  id  the  patent,  hd  implement 
may  iufriuge  one  ami  uot  the  other;  and  if  the  di^fendaiits  have  mann- 
bctured  au  article  which  infringes  either  claim,  the  plaintiff  is  entitled 
to  reeover  in  the  autiou  for  tlmt  iiifringenieut,  und  if  itinfriuges  both 
claims  of  coarse  the  plaintiff  in  entitled  to  recover.  I  instrnct  yon,  on 
tbe  authority  of  Judge  Drammoud,  who  im  my  ufllcini  Hiii>erior  in  this 
circoitf  aa  well  aa  upon  my  own  judgment  of  the  law  of  the  case,  and  of 
the  proi>er  interpretation  of  tbe  patent,  that  tbo  uecond  ctnim  does  not 
embrace  the  idea  of  rotary  motion,  and  may  be  violated  by  an  imple- 
ment which  is  not  designed  to  pro<1nce  and  doe»  not  in  fact  prodno-e  tbe 
rotary  motion.  The  Becoiid  claim  is  simply  for  a  combiuatiou  of  the 
two  parte  of  the  brake  already  mentioned — tbe  Rhoe  and  sole — and  of 
the  elertsand  boltmatlein  tbesubstiintial  form  described  in  the  patent ; 
btit  it  is  not  Decessary,  as  t  have  said,  that  it  shall  be  ho  mudo  an  to 
proilnce  rotary  motiou.  It  is  simply  for  the  combination  of  tlictte  parts, 
in  substantially  the  way  tbey  are  described,  without  reference  to  rotary 
motion,  for  the  accomplishment  of  whatever  beneQts  will  resnlt  from 
tbe  conibination  of  the  parts  in  that  way.  If  the  benefit  be  tbe  case  in 
taking  apart  and  putting  together,  or  raking  out  old  pieces  and  putting 
in  new,  or  any  other  benefit  that  results  from  that  combination,  whether 
dracribed  in  the  letters  patent  or  not,  tbe  inventor  hes  tbe  right  to  the 
beiietlts  of  the  combination  that  he  has  thus  produced.  As  already 
stated,  it  is  for  you  to  determine,  as  a  question  of  fact,  whether  the  im- 
plement manufacture<l  by  the  defendanta,  which  I  believe  is  conceded 
to  be  ill  the  form  of  this  ntd  model  which  I  take  in  my  bands,  designated 
"J.  8.,"  does  infringe  the  patent  of  the  plaintiff  in  respect  to  either 
olaiin — the  combination  for  rotary  motion,  and  the  general  combination 
of  the  four  parts  without  reference  to  i-otsry  motion.  Now,  it  is  argued 
by  one  aide  that  this  piece  testing  squiti-ely  down  upon  the  shoe,  and 
not  poxbeil  forward  by  this  toe,  will  not  produce  rotary  motion,  and 
therefore  does  not  vioUle  thia  patent  iu  respect  to  the  claim  for  rotnry 
motion.  On  the  other  hand,  it  ia  argued  tliat  this  will  pro<lnce  rotary 
motion  on  the  principle  the  ptaintiff  contends  for.  I  leiive  that  to  yoa 
as  a  qnextion  of  fact.  If  this  implement,  constructed  in  this  way,  will 
produce  the  rotary  motion  to  some  extent  (it  may  not  l>e  to  tbe  full  ex- 
tent of  a  model  constructed  in  the  form  of  the  patent),  it  is  a  violation 
of  the  first  clsim  of  the  patent.  If  it  will  not  produce  rotary  motion 
at  alt,  then  it  is  nut  a  violation  of  thnt  claim.  The  next  question  is 
whether  this  mudt-1  is  sub.stantiully  a  comttinntion  of  the  same  parts  as 
are  iuelnded  in  the  second  claim  of  Uing*;^  patent.  In  onler  that  there 
be  an  iiiftingemeut  it  is  not  necessary  thnt  the  paits  be  exactly  alike 
If  they  lire  substantially  tbe  same  in  construction,  and  produce  sub- 
stantially tbe  Maine  reHiUt  in  substantially  the  same  manner,  it  is  an  in- 
friugemeiit.  It  takes  more  than  a  mere  difference  in  form  to  escape  an 
937:t  PAT 24 
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iiifi-iiigeineiit.  If  a  mau  haa  jirncnrecl  u  pateut — a  combiimt ion  ]>ateut — 
uoimiHtiiig  of  certain  partH,  one  of  wliicli,  for  iuatancij,  is  a  clevis  like 
tliat,  i»miug  down  in  two  anna  u|H>ri  tbe  oataide  of  the  eara  of  tbe  bmke- 
heiiil,  tlie  qiientioii  in  tliis  ciute  ia  wbt-ther  tbe  aubatitntioD  of  a  ainfrlf 
ati-Hp  like  this  escapes  tbat  patent.  If  thin  Htnip  v,a»  a  tbiii^  alretiilv 
hiiowii  to  uiechanivK  aa  soinetbing  tbat,  iu  tbia  couuet-tioii,  woiilct  pro- 
«lu«-f  sulwtantially  tbeanumreeiilt  sk  tbe  cleviH,  in  tbcaanie  coiiuif-tiim— 
a  mere  xiibatitiitioii  nf  one  tbinj;  tbat  is  equivalent  to  tbe  otber — it  then 
iniist  be  treated  as  an  infringement.  Tbe  defetidanta  do  not  escape  if 
tbiH  JH  substantially  tlie  same,  and  was  a  thine:  known  to  mecbauivs 
already,  and  snbstitnted  merely  to  prodnve  aubatantially  the  same  result 
a«  tbe  i^levis,  and,  if  nut  involving  any  invention,  it  i«  a  mere  mecbau- 
ical  eqaivalent.  Sucli  acbanf'edoe:'  not  enable  a  jmrty  to  escai>e  liabil- 
ity for  iiifringenieut.  Tbe  question  is  for  you.  t'onnsel  bavenr^ied  it 
before  you,  and  I  shall  not  enlarge  uiwn  it.  It  ia  for  you  to  say  whether 
there  ix  »  sul>8tantinl  cbange  in  anytbinj;  nioi-e  tbiin  mere  fonn  frotu 
that  to  this.  If  there  is  no  aubstantial  ehange — no  change  exce]>t  in 
form — tben  this  ahonhl  l>e  treated  us  au  infringement  nf  the  plaintiff^i* 
Kcrand  claim. 

<^oHatdorable  has  been  Haid  in  argnment,  and  some  evidence  atldiii^l 
ill  referunce  to  decisions  made  by  Jndge  Dranimond  of  this  circuit,  that 
a  certain  brake-shoe  nsei)  by  the  Illinois  Central  and  Iiake  Shore  Rail- 
roadK,  which  is  claimed  to  be  snbstuntially  identical,  even  in  fonu  witli 
this  nio<lel,  is  au  iuft'lngement  of  the  plaintifl's  patent.  I  aay  to  you 
that  such  detnsions  have  l>een  made,  bat  they  were  decisions  iniMirticn- 
lar  cases,  made,  of  (»ui-se,  with  reference  to  the  evideura  aildnced  in 
thiiae  citsea,  and  while  they  are  entitled  to  weight  upon  your  minds. 
Iboy  are  not  alwolntely  ccnicUisive  ujwn  5011.  I  leave  it  to  yon  us  tbe 
law  leaves  it,  a  cinestion  of  fact  whether  this  is  iiu  infringement  of  that— 
that  is,  wbethei'  the  i)rake-sli<H'  regtresenteil  by  this  model  is  an  iii- 
fHngeinent  of  the  Ding  ]>atent.  You  shoald  bold  that  it  is,  unless  tbi're 
ia  nonw  departure  uioi-e  than  iu  mere  form — that  is,  unless  the  ivsnlt 
actMiniplisbed  Ity  this  is  by  a  substantially  diClerent  contrivance,  operat- 
ing in  it  substantially  different  way  from  tbe  Bing  bi-ake-shne.  If  you 
tfnd  tbat  the  implement  made  by  the  defendants,  nf  which  this  is  coit- 
c(!ded  in  be  a  niotlel,  ia  nu  infringiMnent  of  tbe  phiiutilTs  imtent,  then 
will  arise  the  ipiestion,  whie-b  comis<'l  have  more  earnestly  argneil  l>e- 
toiv  yiai,  and  wliieli  is  for  yon,  ])erbups,  tbe  nion*  iai|>ortaut  iiuestioii 
iu  tbe  case,  what  dauniges  sliall  be  awanledf  The  bunion  of  pnutf  i> 
npon  tbe  plaintifl'to  show  the  amount  of  damages  tbat  he  iins  suffered, 
and  to  Inmish  tbe  jnry  tvasonably  satusfnetiuy  evideuctt  to  enable  them 
tit  reauti  a  conclusion  on  that  subject ;  and  if  ibe  jilaintiff  bus  furnished 
yon  that  proof  it  is  your  duty  to  awanl  hiui  substantial  daniagea.  If 
there  has  l»oeu  an  rnfringenu'ut,  be  ia  entitkil  to  nominal  damages  any- 
way ;  bat  if  the  evidence  sliows  tbat  tbe  patent  is  of  real  vjilue,  then 
In-  is  untitled  to  siilMbuitial  danuiges  acfonling  to  the  pro«»IV     As  a  gen- 
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eral  propoHitiuit,  the  weiglit  that  tesliriinny  Khali  have  ik  a  •|iie»tk>ii  tor 
tb«  jaryj  but  the  court  laay  lay  down  gerwrsil  principli-s  which  will 
enable  the  jury  to  uuderataiid  how  the  testiini>iiy  sIioiiM  lie  neighed. 
I  inatruct  yon  that  it  is  competout  fnr  a  imti'iitfc,  :■'  or(l»"r  nt  oiiabI« 
the  Jury  to  lueasnre  his  clama;;eH,  to  pixive  contract  pric«.s  ui  wliich 
tic«Dsfs  had  becu  tirauted  under  the  patent  while  it  wax  in  foi-ce,  but 
that  it  \n  not  competent  for  him  to  prove  the  prices  paid  for  infyjuge- 
uentti — that'is  to  say,  payuienta  made  in  settleuient  of  infnng'emento 
already  penietnited.  In  order  to  be  competent  evidence  of  vabus  'he 
[irices  agreed  upon  iDUst  hare  licen  tised  with  regard  to  future  use, 
when,  there  being  uo  liability  between  the  parties,  they  are  pi'esnmed 
on  both  Hides  to  have  acted  vohtntarily,  and  therefore  to  liave  made  up 
their  minds  deliberately  as  to  what  waa  a  fair  price.  Bricb  arrange- 
ments, licenses  thus  gnvnted,  fees  thns  fixed,  are  competent  evidence 
to  consider  in  deteruiiuing  what  the  actual  value  of  an  invention  is  and 
what  tiie  I'coovery  on^ht  to  In-  for  its  n»c.  But  settlements  tor  itast 
traoHactionK  wheiv  the  itartieit  are  \U\h\e  to  suit  if  they  do  not  pay,  I 
instruct  yuu  ai-e  not  admisaiblc  as  evidence  fnr  the  )ilaintilf  upon  the 
Kubject  of  value. 

Now,  there  is  in  evidence  the  deposition  of  Mr.  Shaw,  and  comisel 
have  discnssed  before  yuu  the  weight  that  it  should  have.  They  dis- 
pute whether  Mr.  Shaw  in  this  deiMsition  has  spoken  about  payments 
made  fur  pant  use  or  a  price  agreed  uiwn  for  future  use,  or  payments 
IMirtly  for  past  and  partly  for  future  nses.  I  leave  that  to  you.  The 
teatimony  is  Iwfnre  you,  an<l  it  is  for  yon  to  say  what  It  means  and  what 
effect  yon  will  give  it  in  this  i-es|>ect.  Other  evidence  has  beeu  i'ltio- 
daced  aa  to  the  value  of  the  patented  bvalve-sbot.'  as  conipure<l  with 
otbera,  and  some  question  is  made  of  what  the  comparison  should  be. 
The  pluiuti&''s  connael  insist  that  uo  comparison  shall  be  made  with  any 
implement  that  had  not  been  in  nw  nr  I»een  invented — if  it  was  a  pat- 
ented implement — bel'oiv  the  patent  wucd  njHjn  was  issued.  1  am  not 
able  to  agree  I'nily  with  thai  jiosition.  The  acliun  bein^'  fur  diinniges, 
not  profits,  I  Dnpi>ose  the  defendant.s  aiv  liable,  if  they  are  liable  for 
Miiylhingf  for  the  value  ut'  the  invctitinn  at  the  time  they  apinopriated 
it.  A  iHitvnt  issnetl  on  a  particular  day  for  a  particular  contrivance 
might,  with  reterence  to  the  business  of  the  community  and  the  n.s('s 
to  which  it  4»)uld  be  )int,  be  worth  a  given  sum  on  that  day  and  at 
that  lime.  If  it  was  tRe  only  contrivance  that  corild  lie  use<I  to  ac- 
complish the  puiiiuse  tur  which  it  was  adapted,  it  wuutd  uf  course 
constitute  II  monopoly,  and  would  command  the  markcl  I'nr  »Ii;itever 
price  shmild  be  Used  uihiu  il.  it,  shortly  after  it  was  invented  and 
)iut  into  use,  some  new  contrivauee,  entiivly  different  and  not  infring- 
ing it  ill  any  resjiect,  bnl  us*'l\il  foraecomjilisiTig  the  same  purpose, 
sliouki  be  invi>nte4l  and  brought  into  use,  it  is  evident  that  competition 
would  arise,  and  the  first  patent,  instead  of  Ix'ing  then  the  sole  occii. 
pant  of  the  tieW,  would  have  to  meet  the  comiietilion  of  the  now,  and 
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might  not  be  worth  ao  much  as  when  it  waa  first  prodooed.  I  think 
tbf  jury  have  the  right — and  I  so  instruct  yon— to  look  to  the  fects  m 
they  existed  at  the  time  of  the  infriDgement.  If  the  patent  was  useToi 
when  inTented,  and  was  an  improvement  of  actual  value  over  what  then 
«liste4l,  the  fact  that  something  else  was  invented  afterward  tiiat  was 
better  than  it,  would  not  take  away  its  entii-e  value,  so  that  the  one  who 
should  prefer  to  use  it  or  maaufbctnre  it  coald  say,  "I  shall  pay  noth- 
ing for  tiiat,  because  I  might  hare  taken  something  better*  A  man 
who  has  a  patent  owns  it  as  propwty,  and  if  anybody  sees  fit  to  in- 
ftiuge  he  is  boand  to  pay  for  its  fair  value,  and  the  fact  that  there  may 
be  MimethiDg  else  .just  as  good  as  that,  or  better,  does  not  deittroy  its 
valn«,  but  it  may  affect  your  judgment  of  what  the  actual  valae  is. 
The  (act  that  this  company  chose  to  make  this  implement  with  the 
coiiibiued  i>arts — that  is,  if  you  find  those  combined  parts  are  ui  ia- 
ftiugenient  of  this  patent — is  conclasive  upon  the  company  tliat  tbey 
reganled  it  as  a  valuable  instrument  tbns  combined,  and  ita  aotnid 
valne  in  nse,  under  the  circumstances  existing  at  the  time,  the  value  of 
tiiat  combination  which  constitutes  the  patent  should  be  awarded  to 
the  plaiutifi  in  damages.  But  the  existence  of  these  other  implements, 
patented  or  unpatented,  is  a  matter  that  yon  have  a  right  to  consider 
in  arriving  at  what  your  .judgment  of  its  actoiU  value  sh^l  be.  Of 
course,  if  the  rival  implements  are  patented,  theexisteuceof  ttaemoonld 
faave  »»  efliBCt,  or  bat  little  effect,  upon  the  value  of  the  iuventloD  in 
suit,  except  as  they  furnished  competition  iu  the  market.  If  there  ex- 
isted some  contrivance  that  was  not  patented  at  all,  or  that  was  free  to 
everyb04ly,  which  subserved  sultstaotially  the  same  purpose,  that  might 
still  further  in  your  minds  depreciate  the  value  of  tbis ;  bnt  the  mere 
fact  tliat  such  a  thing  did  exist  would  not  destroy  entirely,  and  conid 
only  be  treated  as  modifying,  the  value  of  this  at  the  time.  In  this  oon- 
uection  I  will  refer  to  a  point  to  which  counsel  have  called  my  att«i- 
tiou.  It  is  claimed  by  plaintiS''a  counsel  that  the  burden  of  proof  is  on 
the  defendants  to  show  that  those  implements  which  were  brought  for- 
ward are  free,  if  they  want  to  claim  the  benefits  of  them  as  tree  imple- 
ments.  If  they  are  patented,  then  of  course  the  parties  resorting  to 
them  would  have  to  pny  royalty  for  their  use ;  and  if  tbey  chos»  to  go 
to  this  instead,  they  should  pay  royalty  on  this,  the  fair  royalty,  what- 
ever it  is.  But  counsel  for  defendants  have  askeil  me  to  say  to  yon 
that  if  during  the  examination  of  the  witnesses  it  was  conceded  by  tbe 
voinisel  for  the  plaiiitiS'  that  any  one  of  these  implements  was  not  pat- 
ented, yon  have  a  ri^ht  to  accept  that  concession  and  treat  it  a»  proof 
of  the  fact  that  that  particiilHr  one  was  not  patented ;  and  they  claim 
that  the  one  which  has  been  called  or  designated  as  the  "reverKible 
Bole"  was  admitted  by  conuMel  for  the  plaintifi*  not  to  be  covered  by  any 
l>atent — not  to  have  been  patented — and  therefore  you  are  entitled  to 
treat  that  as  ao  uupateuterl  im[)lenient.  and,  so  far  as  the  ezistenoe  of 
that  in  the  market  could  have  affected  tlie  fair  value  of  this,  yon  abouid 
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oonalder  it  a»  a  fre«  iDStnunent.  I  iostract  yoa  that  a  coDcessioii  made 
by  coonsel  may  be  treated  by  tbejnryasafaotagamstthe  party  whoae 
ooanael  made  the  conceasion. 

There  IB  oae  other  pointthat  I  will  instrnctyoaaboot.  In  his  open- 
ing atateinent  the  plaintJfTB  coanHel  claimed  ta  yon  that  if  he  made 
pnwfthat  these  defendants  constrncted  a  brake  which  was  a  violation  of 
bis  olient'a  patent,  and  showed  that  they  had  constracted  a  certain 
number  of  brakes  altogether,  the  bnrdeu  of  proof  wonid  then  fall  upon 
the  defendants  to  show  Jnst  how  many  were  constructed  after  the  form 
of  the  Bing  patent,  and  that  nuless  they  offered  that  proof  yon  aboald 
And  that  all  made  by  them  were  constructed  in  that  way  on  the  prin- 
ciple of  the  confusion  of  goods — that  is,  that  a  party  who  mixes  bis  goods 
with  anotbw  man's,  so  that  they  cannot  be  separated,  is  liable  to  lose 
his  own  goods  with  those  that  be  comuiugles  with  them.  That  rule 
does  not  apply  in  this  case,  for  the  manifest  reason  that  whenever  yoa 
go  and  \ook  at  a  oar  you  can  tell  what  brake  is  on  it.  If  there  is  any 
eiHifiuiion,  it  is  confnttion  in  the  l>ook-keeping,  and  not  of  the  goods. 
The  brakes  conld  not  be  mixed ;  one  brake  is  always  separable  from 
another,  and  the  burden  is  upon  the  plaintiff  to  show  how  many  arti. 
cles  were  made  iuinfHngement  of  its  patent,  and  the  plaintiff  is  entitled 
to  jecover  for  the  infringement  of  only  such  number  as  apoii  the 
evidence  yon  are  satisfied  were  made  by  the  defendants.  It  is  only  in 
a  case  of  this  kind— and  I  do  not  mean  to  intimate  tbiit  there  isauy 
cause  for  invoking  the  rule  here ;  I  leave  that  solely  to  you,  as  yon  are 
the  judges  of  questions  of  fact — if  a  party  showB  an  unwillingness  to 
let  the  truth  ont,  and  keeps  back  facts  and  the  means  of  getting  at  facts 
in  bis  power,  then  the  Jury  ib  warranted  in  drawing  the  strongest  |>oa- 
sible  iiifermces  which  may  be  drawn  from  the  evidence  actually  given 
in  fovor  of  the  other  party ;  bat  ttirther  than  tbiB  there  is  no  doctrine 
that  can  have  any  applicability  in  this  case,  and  I  do  say  that  this  doc- 
trine is  applicable.  I  do  not  say  to  you  that  the  det'eudauts  have  mani- 
fested any  disposition  to  keep  back  &ny  facta  in  tlieir  power.  If  when 
tliey  made  these  implements  they  actually  knew  tbcy  were  violating 
B<Huebody  else's  patent,  and  purposely  omitted  keeping  any  record  of 
how  many  violations  were  pre|)etrtttHj,  then  you  would  l>e  eotitletl  to 
drav  the  strongest  inferences  against  them,  if  there  were  any  evidonce 
of  that  fact.  But  if  they  have  brought  forward  their  Ixioks  and  fur- 
nished all  the  evidence  in  their  powr,  and  have  been  fairly  candid  iu 
the  matter,  as  much  so  as  men  uia,v  rciiiwnably  hv  expected  to  Itc  when 
their  interests  are  beaWly  at  utake,  you  would  not  be  justified  in  dmwing 
any  inferences  other  than  such  as  uiity  fairly  be  drawn  from  the  evi- 
dence adduced. 

In  reference  to  this  subject  of  knowledge  of  the  patent,  I  say  t<t  you 
that  every  one  is  bonnd  to  take  notice  of  the  existence  of  a  pat*'nt  and 
the  rights  of  parties  under  it,  and  is  held  res])onHil>le  to  pay  for  every 
iufriugeiiient  that  lie  actually  per|>etrate8  just  as  if  be  did  know  it.  It 
is  like  the  record  of  a  deed.    The  reconl  of  patents  at  Washington  is 


374         DECistosH  OF  D.  a   courts  in  patent  cases. 

Dotioe  to  every  tme,  just  as  j-our  title-deeds  on  the  reeords  of  the  proper 
county  are  notice  to  all  tlie  world  of  your  title.  But  while  a  man  ia 
heW  to  have  this  oouatruetive  kuowlt^lge,  he  may  be  in  acti:al  ignorance 
of  tbefact;  and  so  if  these  deft^udants  were  actually  ignorant  of  the 
exinteace  of  thin  patent  at  the  time  they  made  the  implements  which 
are  claimed  to  be  an  infringement,  they  should  not  l>e  deemed  subject 
to  criticiam  or  reproof  because  they  have  come  here  with  their  books  in 
such  shape  that  they  cannot  tell  from  their  l)ooks  what  infringements 
they  did  commit.  It  is  only  when  a  man  consciously  does  wrong,  and 
so  <Uies  it  as  to  conceal  the  facts,  that  he  is  subject  to  such  criticism  and 
to  this  harsh  rnle  of  evidence. 


[UoltrdriUtM  Circuit  Coarl— Diatrii'l  ol  MaHacliiuatto.  1 
OOLLIKB  COHPANT   f.  UOBS  BT   AL. 
Dnided  .Tula  m,  1*^4. 
38  O.  G.,  1010. 
The  ui)i>licatii>]i  to  a  ilovivK  a(  »  f«»turu  wbicli  bad  aliVAdy  b«eu  in  use  fnr  tlie  uuna 
pLiri'ose  ill  aiiotlirr  form  of  tool  lacks  the  iiivenljun  reqiiixite  to  support  •  pat- 
unl  within  the  tioviHioiiti  of  the  Supri'iiie  Court. 
Mr.  Tkos.  H.  Dodge,  of  Worcester,  Massachusetts,  counsel  for  the  de- 
fendants. 

Mr'.  W.  E.  Simondt,  of  Hartford,  Couuecticut,  couusol  for  the  com- 
plainant. 

fiSPOBE  ObAY  and  NBLiJON,  JUDGES. 
GBAY,  J.: 

This  is  a  bill  in  equity  for  the  infringement  of  the  first  claim  in  the 
epecill  cation  of  the  second  reissue  to  the  complainant,  dated  February  26, 
1873,  of  letters  patent  origiually  issued  to  Lucius  Jordau  and  Leauder  B. 
Smith,  on  October  lU,  1S65,  for  an  ituprovement  in  wrenohea. 

The  wrcncb,  as  described  both  in  the  original  patent  and  the  reiasoe, 
has  the  following  parts :  The  wrencli-bar  A,  the  upper  part  of  which  is 
of  the  usual  shape,  and  has  attached  to  it  the  movable  jaw  B,  and  the 
lower  pnrt  of  wliicli  m  of  convenient  form  to  receive  U]>on  it  the  wooden 
handle;  a  screw-iod,  C,  parallel  to  the  main  bar;  a  rosette,  D,  at  the 
iow<-rendoftbcscruw-ro<l,  by  means  of  which  the  movable  jaw  is  worked; 
a  ferrule  or  Ktep,  T'},  having  a  hole  thnmgh  it  for  the*  admission  of  the 
bar,  and  a  recess  in  its  npiier  fa(%  tis  a  bearing  for  thr  lower  end  of  the 
BcreW'n>d ;  a  nut,  F,  screwed  on  a  tlire.id  in  thi^  bar  unthT  the  step,  and 
having  a  recess  in  its  under  face  to  receive  the  top  of  the  wooden  handle 
G.  and  the  wooden  handle  secured  at  its  lowi  r  end  to  the  main  iHtr  by 
a  iini  in  the  usinil  way.  liotli  the  original  patent  and  the  reissue  state 
that  the  obje'it  of  the  in\'cntion  is  1o  make  the  strain  come  u|M}n  the  nut 
F,  instead  of  coming  upon  the  wwhIpii  tiundte.  The  original  patent 
states  tliitt  the  nut  F  is,  and  the  reissue  states  that  it  may  l>e,  w^rewed 
p  firmly  against  the  step  K,    The  reissue  ittlirnis  and  i-ei»eMt8  that  the 
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distingnisbing  cliai'iictenstiD  of  tlie  iiiventiou  ia  tbat  the  step  can  be 
readily  removed  and  i-eplaced  at  pleasure.  There  is  no  hint  of  aoch  a 
distiiictioD  in  tfae  original  patent. 

The  first  claim  iu  tht)  original  i>ateiit  ia  for— 

1.  The  step  E,  made  8 abstaii tidily  w  deHcrlbed,  ami  for  the  piirpoae  ME  forth. 

Tbe  coirespoudiug  claim  iu  the  reiesne  is  for — 

1.  The  atep,  combined  vith  the  nreDOh-b«r,  «Dd  aoppotUid  b;  th«  nnt  F,  or  iU 
mjaivaleul,  at  the  place  where  the  etep  ia  connected  with  the  bar,  ia  each  a  raaunrr 
that  the  step  can  be  rejuovcd  from  the  bar  without  catting  or  abraaioa  itt  put*. 

The  parallel  screv-rod,  with  a  rosette  thereon  to  work  the  movable 
jaw,  aud  restinjf  apon  a  fermle  or  st«p,  had  been  introdnoed  in  the  origi- 
nal Goes  wrench,  patented  in  1641 ;  and  long  before  the  issae  of  tbe  pat- 
ent to  Jordan  aud  Smith,  in  1865,  large  aambers  of  the  Hewitt  or  Dixie 
wreuch  bad  been  made  and  sold,  in  which  there  was  no  separate  screw- 
rod,  and  tbe  screw  that  worked  the  movable  jaw  revolved  on  the  main 
bar,  bnt  that  screw  rested  on  a  fbrmle  or  step,  which  was  secured  some- 
times by  driving  it  on  nnder  beavy  pressure  and  sometimes  by  ft  nut 
screwed  nnder  it  on  the  bar. 

The  application  to  tbe  bar  of  tiie  Coes  wrenuh,  for  tbe  parpose  of  xe- 
coriDg  and  supporting  the  step  and  resisting  the  strain,  of  a  nut  already 
in  Qse  for  tbe  same  purpose  on  the  Hewitt  or  Dixie  wrench,  lacks  the 
novelty  of  invention  requisite  to  support  a  patent  within  the  deoiaious 
of  tbe  Supreme  Court  at  the  last  term,  which  have  iu  effe<:t  overruled 
the  earlier  decision  of  this  court  in  the  suit  of  this  complainant  against 
Loriug  Goes  aud  others,  reported  in  6  Banning  &  Ardeu,  548.  Pemwyl- 
wxnia  Railroad  r.  XooMio(iiT0  S»gine  Safety  Truck  Co.,  110  D.  S.,  490; 
6HM«y  V.  Exfeltior  Manuf.  Co.,  110  tJ.  S.,  131 ;  Double-PoinUd  TtKk  Co.  v- 
Tico  Rieer»  Manuf.  Co.,  109  IT.  S.,  117;  Phillipa  v.  Detroit,  111  U.  9., 
604. 

The  complainant's  patent  l>eing  void  for  want  of  novelty,  it  becomes 
unnecessary  to  consider  the  other  defenses. 

Bill  dismissed,  with  costs. 


ilTaltnl  sut«  Cirunlt  Court-Konhmi  Dtetrictaf  Saw  Tork.] 

KvBKEST  r.  The  Bi;fpalo  Lubricating  Oil  Compaky  (Limited). 

DeeUfl  Jxly  itt,  lt«4. 

■m  o.  o.,  not. 

t.  Ill  onler  In  iiiviiUiliile  a  piitxiit  on  tht<  fcronnd  6f  prior  ii»e,  it  in  itctcswrv  U'  ad- 
duce (evidence  nf  tliol  hi):U  rhiiraciKr  which  cenvincm  thr>  court  lifyoiid  a  n-a- 
Nonalile  dniibt. 

J  Aderrco  lor  tlte  (innplaiiiant  na  <iiil,voiii- of  tbe  two  pnt«iilMdeclnnNl  ouxlioiild  Im 
wit  hunt  cuatx. 

X  i^tterti  Pnti-iit  No.  IJ-l.frftii,  |rrunt.-rt  MnnU  7,  IHTH,  to  H.  B.  Kv.-iv»t,  iin.tHtiie.1. 

Xr.  Qeorgt  B.  Selden  and  Mr.  T.  Outerbridge  for  the  coinplaiiiaiit; 
Mr.  Jamr»  A.  AUen  aud  Mesiirs.  Corlelt  d;  Batch  for  the  defendant. 


S76  DECISIONS  OF   C.   S.  COURTS  IN  PATENT  CASES. 

COXE,  J.  : 

The  complainftut  is  the  inveDtor  of  an  improveioeat  in  proceaaes  of 
determining  the  grade  of  labricatiDg-oils.  Lettt>r8  patent  were  issned 
to  bim  dated  March  7,  l&7d,  and  Dombered  171,506.  The  application 
was  filed  JaniiaiT  6, 1876. 

The  complainant  is  also  the  owner  of  a  patent  for  improvements  in 
the  distillation  of  oils,  bnt  the  coDsideiiation  of  this  patent  was  on  the 
argnment  withdrawn  &om  the  attention  of  the  conrt.  The  invention 
in  qnestiou  consists  la  applying  a  flre-test  to  samples  of  labricating  oil 
taken  from  ttao  still  daring  the  process  of  mauufacture  and  determin- 
ing the  grade  of  rednoed  oil  by  snch  test. 

The  claim  is  in  these  words : 

TheproeeMordeienniDingtliBgrMle  of  labric&tiD|[-oi1a,  which  conusta  in  Applying 
(be  fim-Uat  thereto  ilaring  their  maoDfacture,  sabataatikllj  u  wt  forth. 

The  defenses  interposed  are,  first,  want  of  tuveution ;  second,  prior 
use;  third,  description  in  prior  letters  patent ;  fonrth,  non-infringement. 

Althongh  the  specificatiou  is  awkwardly  drawn,  there  are,  it  is 
thoaght,  no  fatal  discrepancies  between  the  claim  and  the  other  state- 
ments regarding  the  invention. 

Construing  the  dum  to  refer  only  to  the  process  of  determining  the 
grade  of  Inbricating-oils  by  applying  the  flre-test  dnring  their  manafoct- 
are,  the  conclasion  is  reached — not,  however,  withoat  some  hesitation — 
that  the  patentee  has  made  an  advance  which  rises  to  the  dignity  of  in- 
vention; not  invention  of  a  high  grade,  certainly,  bat  still  safflcient  to 
sustain  the  patent. 

The  evidence  of  prior  ase  is  vagne  and  indeflnite.  It  is  not  of  that 
high  character  which  convinces  the  conrt  beyond  a  reasonable  denbt. 
Proof  which  does  tbis  is  always  necessary.  It  is  argned  that  the  pat- 
ented process  is  described  and  claimed  in  letters  patent  issned  to  Smith 
and  Joues,  No.  36,184,  dated  Hay  6, 18C2,  for  an  apparatns  for  testing 
coal-oils.  This  patent  cannot  be  regarded  as  an  anticipation.  It  is  for 
a  method,  and  an  apporatae  which  is  minntely  described  in  the  specifi- 
catiOD  and  drawings.  It  is  not  simply  a  process  patent.  Complainant 
does  not  attempt  to  secure  any  particular  mechanism.  He  expressly 
statee  that  a  chemist's  sand  bath  with  a  porcelain  cup  heated  by  a  Bnn- 
■en  bnrner,or  aplain  iron  dish  placed  over  a  charcoal  fire  in  a  tinker's 
pot,  may  be  used.  It  la  clear  that  he  wishes  to  disclaim  the  ofie  of  par- 
ticniar  apparatuses  and  to  include  them  all.  Althongh  Smith  and 
Jonee  ase  a  wick  and  tube,  it  is  not  disputed  that  their  invention  conld 
be  snccessfally  adopted  by  complainant.  Indeed,  if  the  view  here 
taken  is  correct,  he  might  have  added  the  Smith  and  Joues  spparatos 
to  the  others  described  by  him  in  the  specificatiou.  It  cannot  be  said 
that  the  Smith  and  Jones  patent,  or  any  of  the  State  statutes  referred 
to,  describes  the  process  of  firing  the  grade  of  labricating  petrolenm- 
oil  by  a  fire-test  while  in  the  process  of  manufsctore. 
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Infiringemeiit  by  the  defendant  is  snfflciently  proved.  There  eboald 
be  a  decree  for  the  compUin&nt,  bot  as  he  has  been  defeated  as  to  one 
of  the  patents  declared  on,  it  shoald  be  withoat  coBts. 


[Trailed 8Wte*rironltCiKirt—K<ntlieraDiiitrlutiifNew  Tark.] 

Thb  Yaruuh  Oil  Cohpajty  v.  The  Buffalo   Lubbioatino  Oil 

COMPAKT   (LlMlTBD). 

pteidti  JtUi  16, 18M. 

28  O.  0.,  101. 


Mr.  Oaarge  B.  Selden  and  Mr.  T.  OuteHtridge  for  the  complainant. 
Mr.  Janut  A.  AUtu  and  Me$$r».  Cortett  d  HatiA  for  the  defendant. 

OoxE,  J.: 

This  Ib  an  equity  action  fonnded  upon  Beiasae  Letters  Patent  So. 
7^1,  iaaaed  to  the  complainaut  as  assignee  on  the  26th  of  September, 
1876.  The  application  was  filed  Jannary  29, 1S76.  The  original  patent 
(^o.  58,020)  was  issned  to  M.  P.  Bwing,  September  11, 1866.  Of  the 
varions  defenses  interposed  but  one  will  be  examined,  viz,  that  the 
reiaaoe  is  void  for  the  reason  that  the  claim  is  improperly  expanded. 

The  claims  are  as  follows : 

Original.  Sefme. 

Aa  »  new  tDBQnfaotDre,  ao  oil  product,  An  iinburned,  r««iduAl,  ta««v;  bydro- 
«•  kboTo  dMcribed,  when  pn>da««d  from  Dsrbon  otl,  SDbirtMitiallf  m  deaonbed. 
flnid«  petrolHnm  by  tb«  erkporfttion  there* 
from  of  the  lighter  hydrooarbons  in  tiaeuo 
by  the  n»e  of  steam  or  iU  eqalvaleat  to 
prevent  baming,  aabetaDtially  »a  heieio 
Kt  fnrth. 

It  will  be  observed  that  in  the  reissue  the  prodnct  alone  is  claimed  f 
all  reference  to  the  manner  in  which  it  i»  produced  is  omitted.  The 
original  limited  the  invention  to  a  heavy  residual  oil  prodni.'ed  from 
crude  petroleam  by  the  evajyoratiou  therefrom  of  the  lighter  hydrocar- 
bons invaeuo  by  the  use  of  steam  or  its  equivalent.  The  attempt  in  the 
reissue  is  to  claim  the  oil  product,  no  matter  by  what  process  produced^ 
to  sweep  into  eoniplii  in  ant's  uet  every  new  method  of  producing  the 
desired  result  and  every  improvement  upon  tbe  old  method  which  has 
been  discovered  during  an  interval  of  nearly  leu  years,  or  which  may 
be  discovered  in  the  future.  It  iei  suggested  that  tbe  claim  should  be 
read  iu  connection  with  tha  description,  and  if  so  read  the  precise  man- 
ner of  manufacture  described  in  the  original  is  pointed  out  It  is  true 
that  it  shonid  be  so  read,  and  it  may  be  conceded  that  the  original  pro- 
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cess  is  refiBrre4  to.  Bnc  the  descriptiou  does  not  limit  the  ioventiou  to 
a  product  produced  by  a  vacuum  diatillatioa  with  the  aid  of  steam.  On 
the  contrary,  the  inteotion  to  pronde  for  all  contiDgencieB  is  boldly  an- 
uoanced  io  these  words : 

It  in  not  Intruded  to  limit  tlie  iiTcaent  clftim  of  iaveutlon  to  the  prodnct  of  pn- 
aiM)7  the  name  pruoeBH  bereinbefore  deieritied,  as  tnodifluatioa*  thereof  m^v  ba 
r«iMlilf  iDMle  einbodflng  tbe  Mme  principle  of  UlstilLatloii  U  Inn  temp«r>tiini,  t« 
whloli  the  obtaining  of  the  product  ia  questioa  is  due. 

Tbat  tbe  claito  of  tbe  reissue  has  been  nnlawfiilly  broadened  there 
can  belittledoubt,andtheloDglap8eof  time  after  the  date  of  tbe  orig- 
inal brings  tbe  caae  within  tite  recent  decisions  of  tbe  Supreme  Ooort. 

There  should  be  a  decree  for  the  defendant,  with  coats. 


lUnilad  Bute*  Circnit  CoDrl— SaathacB  DUMot  of  OUo-J 

FBTKBa  r.  Tkb  Active  HAnuFACTUBiifo  Coxpaiit. 

DtcUM  Augu*t  93,  1884. 
S8  O.  O.,  11(S. 

1.  Letters  Patent  Ko.  178,463,  to  George  M.  Peteta,  Jane  6,  1876,  oonatmed. 

2.  Clklnis  1  Mul  2,  relating  to  sfaeAth  for  aopportlDg  uioIdiDg*  while  being  fbreed  on 

v«hicl«-dubes,  luitidpsted  by  the  Noyea  sbekth  fur  sapporting  moldings  wbik 
being  forced  oute  eomtw. 

3.  In  considering  ftoticipstlon  size  is  not  of  the  esaeuce  of  the  Invention. 

4.  Any  skilled  mechanio  could  have  sdaptrd  the  comb.maehiue  to  Tnhiole-dwliea 

withoat  the  exercise  of  invention. 

5.  Thst  which  woald  infiioge  the  patent  if  later  anticipates  if  eaiiier. 
t.  The  third  and  fourth  claims  uoC  infringed 

Mr.  Wm.  Hubbell  Fitker  and  Mr.  J.  W.  Firettont  for  tbe  oomplainaDt. 
M«ur».  Stem  A  Peek  for  the  defendant 

Sage,  J. : 

This  is  a  suit  bronght  upon  Letters  Pateut  No.  178,463,  issned  to  coui- 
plaiuaiit  June  6,  1876,  for  au  improvement  in  tools  for  attaching  sheet- 
metal  moldings.  Tbe  specifications  xet  forth  the  invention  of  certain 
new  and  unefnl  improvements  in  sheaths  or  holders  for  applying  mold- 
ings to  tht;  topK  of  cHrriuge  dash-boards,  and  that  it  wniprlses  a  |»eval- 
inrly-rouHtnictfd  Hlieiitb  or  holder  wherewith  the  molding  may  be  «{»- 
plied  expeditiously  and  without  bending  or  buckling  or  injuring  or 
raurrintr  either  the  molding  or  daKb-board.  The  sheath  may  be  made 
of  one  or  more  pieces  of  metui,  or  it  may  be  miide  of  wood  lined  with  a 
nietflilicl>u»liing.  When  made  of  two  piece»  or  parts,  which  is  tbe  form 
preferred  by  the  patentee,  the  pieces  are  connected  by  bolts  and  wash- 
errt  and  grooved,  so  as  to  inclose  the  nioldiug,  a  key  or  other  suitable 
stop  being  fitted  within  tbe  sheath  to  prevent  the  molding  slipping 
through  the  groove.    The  sheath  Inis  undercnt  notcbes  to  rcoei%-e  the 
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key,  wbich  in  detnchable,  itnd  tierves  as  a  stop  or  nbiitment  for  tbe  rear 
«nd  of  the  moldiag  to  rest  a^inst.  Notches  may  be  cut  at  snch  dU- 
taoces  fivm  the  front  end  of  the  Bh«Btk^  maj'  be  reqaired  for  the  va- 
rious leii^hB  of  moldings  to  be  used,  or  tbe  notches  and  key  may  be  dia- 
peosed  with  and  a  screw-to]*,  deiwribed  in  the  Hpeciftcation,  sabstituted. 
The  molding  consists  of  a  sheet-metal  tube  having  a  longitudinal  slot 
or  parting,  and  its  forward  end  is  made  ttaring  or  tmmpet-moutbed,  so 
as  not  to  tear  tbe  leather  coveriogu  of  the  dash  while  the  molding  is 
being  applied.  The  daah  is  held  perfectly  rigid  in  clamps,  and  tbe 
sheath,  containing  the  molding,  and  flttingr  it  closely,  so  as  to  prevent 
bnckling,  is  drawn  by  means  of  a  cord  or  strap  attached  to  a  hook  or 
link  pivoted  to  its  front  end,  and  guttered,  to  avoid  contact  with  the 
edge  of  tbe  dash,  along  tbe  upper  edge  of  the  dash,  which  projects 
above  the  clamps.  As  Uie  sheath  advances  tbe  flaring  month  serves  to 
oondnct  the  leather  margin  of  the  dash  into  the  longitudinal  slot  of  the 
molding,  and  the  sheath,  fitting  the  molding  closely,  prevents  any  ih> 
dial  distention,  and  canses  it  to  be  fitted  uniformly  and  securely  to  the 
dash.  After  tbe  molding  bus  been  drawn  to  its  place  on  the  dash  the 
■heath  may  be  retracted  without  withdrawing  the  molding.  The  flar* 
ing  or  trumpet  end  of  the  molding  is  then  filed  off  or  disposed  of  in  any 
other  suitable  manner.  While  the  sheath  is  being  drawn  along  the  top 
of  the  daah  the  molding  is  impelled  forward  by  the  key  or  atop,  and 
consequently  no  strain  is  brnnght  to  bear  npon  the  fiariug  end  of  the 
molding.  "It  is  evident,"  says  the  patentee  in  the  last  sentence  of  the 
specification,  "that  this  form  of  sheath  may  be  advantageously  employed 
for  attaching  sheet-metal  moldings  or  tnliee  t«  various  articles,  and  1 
reaerve  the  right  to  use  it  for  any  and  every  purpose  that  it  is  capable 
of." 

Tbe  first  claim  is  a  sheath  for  applying  metallic  moldiugK,  said  sheath 
being  fiiruisbed  with  a  stop  for  adranciiig  Ihe  molding,  all  substantially 
for  tlie  |>nr|K»)e  s[>ecifie<l.  Tbe  second  cloini  it*  for  the  sheath  described 
in  the  specifications,  fnrnished  with  reccemea  and  a  key,  or  their  eqniva- 
l<>iit  Ktops.  as  and  for  the  purpoHc  expliiinetl.  The  third  claim  is  for  a 
sUeatli  comi>osed  of  two  groo^'ed  bars  held  to  their  places  by  bolts  or 
screwK  and  washings  or  fillings,  whereby  it  may  be  adjusted  to  moldings 
of  different  diametei-s.  Tbe  fonrtli  claim  is  for  tlie  combination  of  the 
prmived  bars  forming  tlie  xlirath  and  gnttfred  book  or  shackle  described 
in  the  Hpeciflciitiou!'  for  tbu  object  xtated. 

Tbe  third  mid  fourth  claims  iieeil  not  be  considered.  Kone  of  tbe 
9li«>Htba  used  by  respondents  isontained  washers  or  uuy  substitutes  or 
[Miuivaleiits  therefor  whereby  they  were  rendered  cHiinble  of  adjustment 
to  nioldiiigs  of  different  dinnieters,  and  it  was  admitted  on  the  hearlug 
that  there  was  no  inf^ngement  of  the  fonrth  claim.  The  respondent's 
evidence  establishes  that,  as  early  as  September,  1867.  Joseph  P.  Noyes, 
»  mannfacturer  of  comlM  at  Biughamtou,  "Sew  York,  used  a  machine 
Tor  putting  moldings  on  combs,  in  wbich  the  molding  was  held  in  a 
Aeatli  fitting  it  closely,  and  having  an  extension  enough  smaller  to  fit 
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the  comb.  Id  this  extension  there  was  a  sliding  follower  fitted  to  abut 
aghast  the  end  of  the  comb.  At  the  extreme  opposite  end  of  the  lainer 
part  of  tfae  sheath  there  was  a  slot  across  the  sheath  contaiuiofc  a  key 
or  atop  to  prevent  the  sliding  of  the  molding.  The  follower  was  a^ 
tacfaed  to  a  slide  and  lever,  so  that  when  a  molding  was  laid  in  the  larger 
part  of  the  sheath  and  the  comb  in  the  smaller  part,  the  comb,  being 
prevented  iVom  bending  by  the  walls  of  the  sheath,  conld  be  forced  into 
the  molding  by  the  action  of  the  slide  and  lerer  npon  the  follower,  the 
molding  being  prevented  from  bending  by  the  walls  of  the  part  of  the 
sheath  within  which  it  was  placed.  This  machine  was  in  ase  more  than 
three  years  before  the  date  of  the  complainant's  invention.  That  this 
was  a  comparatively  small  machine  and  used  only  for  applying  moldings 
to  oooifos  is  not  material.  Planing  Maekine  Compony  v.  Keith,  101  U. 
B.,  490,  l^or  is  it  material  that  the  groove  or  gotter  was  so  open  in 
orosB-seotion  that  the  molding  e  eoald  be  dropped  into  it.  Fig.  6  of  the 
drawings  accompanying  the  tetters  patent  issued  to  complainant  shows 
a  sheath  of  like  shape,  and  is  referred  to  in  the  specifications  as  a  modi- 
fled  form  of  the  sbeatb  patenteil,  and  the  claim  is  so  broad  as  to  cover 
any  sheath  of  any  material,  shape,  or  size  for  applying  moldings  to  ai^ 
article. 

There  is  nothing  more  in  the  sheath  patented  to  the  complainantthan 
an  adaptation  of  the  sheath  nsed  at  Binghamton  to  the  application  of 
moldings  to  carriage  dash-boards — an  adaptation  which  would  have 
occurred  to  a  skilled  mechanic  without  the  exercise  of  the  invMitive 
faculty.  Had  the  complainant's  invention  been  first  in  time  and  pat- 
ented, tbe  Binghamton  sheath  wonid  have  been  an  infringement,  and, 
conversely,  had  the  Binghamtun  sheath  been  patented  the  complainant's 
would  have  been  an  infringement.  That  which  infiiuges  if  later  would 
anticipate  if  earlier.  Day  v.  Bankers  and  Brokers'  Telegraph  Companf, 
9  Blatvhf.,  345;  Buzaseil  v.  Fifield,  7  Fed.  Rep.,  465. 

The  bill  is  dismissed  at  complainant's  costs. 


IDnHnl  SUrca  Cimait  Court— HorUnin  DlHiiut  of  I1IImI>.| 

The  Bkown  Manufactubinu  Company  v.  Dbbbe  &  Co. 

Decidrd  Avijam,  1BS4. 
28  O.  G.,  ll«J. 

1.  Tin:  tinil  claim  i>l  U'ltera  Patent  No.  l'J0,81(;.  gr&uteil  to  WillUm  P.  Brown,  Utf 
15,  lifil,  I'm  UI1  iniiiroveiiiMiir  iu  coni>liui;<a  for  ciillivstore,  oxuniiuetl,  nuiitBiiivd, 
hhiI  tbu  tlifcuilnnt  beld  tu  inrriiigx. 

t.  The  pkra)ti'  in  tlie  clBim  "agaiunl  or  nitli  tJiu  ncigbt  of  tlin  reiu-unltisNtoTsor 
]iIi>»'h"  hIioiiIiI  not  In:  rvud,  an  ikri'iiiiiiiit  idiitt'iKla,  "aKainit  unil  wifh  Ihe 
weight."  Ac.  Tbera  in  iio  iiiicertiiiuly  or  luiiliiKiiity  in  tliiti  claim.  The  d#im 
Id  cuni|iri-liMiBive  eiii>ii|jli  lo  cover  Imi  ii  the  urin  M  (liy  wblcta  a  Hpriujt-iioweT  ii 
upplieil)  mill  Ibo  unn  M'  {l.y  wliitli  tliu  ilrafl-iHiwrr  can  in:  Hppliotl)  f»r  tbt 
piirpoiieti  ro  wliitli  ilic  inventor  imiiHiiwl  [<i  a|ipl,v  itieio. 
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3.  71w  ob^Mtion  thkt  tbe  speoiftoation  deaoribna  and  the  olalm  ooTer*  >  naalcaa  fonn 

or  ooDSlmotioD,  aa  wsU  aa  a  naeful  one,  ii  of  do  avail  whern  the  ioniDfcnr  naea 
the  latter.  Tbe  well-knowD  maxim  applirs:  "  Dtilt  ptr  inutilt  *»»  viliatttT" — 
that  -which  ia  servlcvatile  is  not  tu  be  rendered  invalid  h;  that  which  t«  naeleea. 

4.  TrwtsfeninK  the  poiut  of  ajipljiug  the  lifting- force  of  a  «prin);  fhnu  a  point  behind 

the  forward  end  of  tba  beam  to  an  am  on  Ibe  oout>ling,  to  which  the  beam  ia 
pivoted,  keU  to  involvo  pateutable  inveDtion. 
'5.  The  fact  that  not  only  tbo  d<>feDdaute  in  tbuoaise,  but  other  large  maiinliMituTenof 
cnltivatort,  have  at  once  adopted  aobBtantially  tbe  same  aoziliary  lifting  de- 
vice«  abowii  ia  complainant's  patent  ia  evidrnce  of  the  popular  acceiitanoe  of 
tbis  aa  a  practical  eolntioD  of  man;  u[  tbe  difflcnltiea  trhich  had  been  enoonn- 
tered  in  ttic  attempt  to  nee  the  older  devtcea,  and  ieanob  achangeaDdimprpre- 
ment  aa  required  more  than  mere  mechanical  Bkill,and  brings  tbis  derioa  (airly 
within  the  domain  of  the  patent  lawa. 
6.  llie  fact  that  these  older  devices— Btovec  of  1^0  and  Brown  of  187-2— which  it  ia 
now  claimed  were  siiaceptible  of  bejug  modified  by  mere  meehanical  skill  iato 
a  maehltie  in  its  operation  and  effect  like  that  shown  by  tbe  complainanf  a 
patent,  reated  withont  RDy  aiioh  modification  until  tbe  pnoent  patent  was  pro. 
mnlgated,  held  to  be  qnite  oooclnaive  proof  that  it  raqnired  something  man 
than  mere  nieahanioal  skill  to  produce  what  ia  abowu  in  thia  patent. 

Mr.  A.  W.  Train  and  Mr.  George  E.  Chrigly  for  the  complainant. 
Meaart.  Weat  A  Bond  and  Meurs,  Oobum  <£  Thacher  for  the  defendant. 

Blodqbtt,  J.; 

Tbe  complainant  in  this  cane  seeks  an  jnjanctJon  and  accoantlDg 
against  the  defendant  for  the  alleged  infringeaieDt  of  tbe  first  claim  of 
Patent  No.  190,81«,  granted  to  William  P.  Brofm,  May  16, 1877,  for  an 
improrement  in  couplings  for  cnltivators. 

The  patentee  states : 

My  invention  relAtva  to  an  improveil  form  of  conpling  for  fastening  the  forwant 
ends  of  the  beatnaof  plows  or  gangs  to  tbe  Bile  of  a  wheeled  cultivator. 

Tbe  improvement  conaiita  in  the  partrieDlarconstmotion  and  arrangemMit  of  a  tube 
or  pipe  box  tOTuiug  loneely  u|m>u  tbu  horizontal  enda  of  the  crank-axle,  and  oonoeoted 
throagh  an  sdJuBlabie  atirrnp  or  sleeve  and  bracket  with  a  head  having  a  long  bear- 
ing at  right  angles  to  the  |iipe-box,to  which  brad  Ihe  forward  ends  of  tbe  plow-beama 
•re  lioited,  white  the  pipe-lK>x  ia  provided  with  means  for  turuiuK  it  agHiuat  the 
gravity  of  tbe  attached  cnltivatora  in  the  rear,  whereby  tbe  eaid  onltivBtom  are  ma- 
nipalatod  with  greater  itta,  as  hereinafter  more  fully  dtsorll'jd. 

The  distinctive  feature  of  this  device,  which  ia  now  brought  to  the  at- 
tention of  the  court  iu  tbis  case,  ia  tbe  auxiliary  power  applied  by  means 
of  the  pipe-box  and  an  anu  projecting  upward  therefrom  to  aid  iu  lift- 
ing and  manipnlatiiig  the  plows  by  means  of  a  spring  attached  to  the 
lever  or  arm,  so  as  to  atilize  the  force  of  tlie  spring.  It  is  obvious  from 
ail  inspection  of  tbe  device  as  exliibiteil  by  complitin nut's  model  that 
some  other  force  may  i>e  substituted  for  the  spring.  The  pMtentee  ang- 
gestH  that  this  may  Iw  done  by  weights,  or  by  utilizing  the  dmft  of  the 
t«am  for  tlie  desired  purpose.  By  means  of  the  [>i|>e-bux,  which  rotates 
looitely  upon  the  bonzoutal  iKtrtion  of  the  cntiik-axle,  and  Ihe  stirrup 
rigidly  attached  tliereto,  with  a  vertical  bolt  connecting  tht.-  end»  of  the 
plow-beams  to  this  stirrup,  and  thereby  conm-ucing  the  plow  to  the 
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axle,  A  vertical  motion  of  tfae  plow  is  secured,  while  br  meaas  of  the 
bolt  connecting  tbe  beams  to  the  etiimp  a  boriEODtal  motioD  is  gtveo. 
We  bave  tben  a  plow  carrying  one  or  more  caltivatora  attached  to  the 
axle  of  t  be  carriage  with  a  free  lateral  or  horizontal  and  vertical  motioo. 
The  plowct  thus  geared  to  the  axle  would  uatarally  drag  heavily  npon 
the  ground,  and  it  requires  tbe  exercise  of  considerable  strength  on  the 
part  of  the  operator  or  plowuian  to  handle  tbem,  either  to  throw  them 
oot  of  tbe  ground,  raise  tbein  up  when  you  wish  to  turn  a  comer,  or 
travel  from  iwint  to  point,  or  even  raise  them  slightly  for  tbe  purpose 
of  paasiog  over  an  obstruction. 

Tbe  device  in  tbiscaae  is  intended  to  facilitate  Cberaisingof  the  plow 
for  any  of  tbe  purposes  mentioned  or  desired,  and  to  acoomplish  this  re- 
sult tbe  arm  M  extends  upward  fhim  tbe  inner  end  of  the  pipe-box  to 
a  sufficient  height  to  form  a  lever  designed  to  rock  or  roll  the  pipe-box 
upon  the  axle,  and  tbe  plow,  being  rigidly  attached  vertically  to  tbe 
pipe-box  by  the  means  described,  is  either  wholly  or  partly  lifted  from  the 
ground,  thereby  relieving  the  plowman  of  a  material  part  of  bis  labor. 

The  defendant  is  charged  with  infringing  the  first  claim  of  the  pat- 
ent, which  is — 

1.  The  pipe-box  i>rovid«I  n'ith  a  projection  adapted  tv  i]o-o|>entte  witli  m  qiring, 
ir<><Ktit,  or  Uie  draft  lo  rock  tbe  aaitl  |>i|>e-box  ngaiiut  or  witli  the  wnif-ht  of  the  rear 
ealtivalotB  or  plon-,  Biibvtaiitially  ua  and  fur  pnrpone  d«acribod. 

In  bis  Hi>eciflcatious  the  patentee,  as  already  suggested,  intimates  that 
the  draft  of  tbe  team  may  be  utilized  to  either  lift  tbe  plows  in  the  Kame 
manner  as  they  are  lifted  or  partly  lifted  by  tbe  spring,  or  the  same 
force  may  be  applied  to  hold  the  plows  down  and  cause  them  to  run 
deeper  iuto  the  ground,  and  this  result  he  proposes  to  accomplish  by 
providing  another  projection  upon  the  pipe-box  near  the  hub  of  the 
wheel,  extending  both  above  and  below  the  center  of  tbe  axle,  which 
pngection  be  designates  as  M'.  This  projection  M'  is  so  arranged  a» 
to  allow  of  applying  some  part  of  the  draft-power  of  tbe  t«am  by  book- 
ing the  draft  rod  iuto  the  lower  projection  when  it  is  wished  to  hold  the 
plows  down,  aud  iuto  the  upi>er  part  of  the  arm  M'  when  it  is  desired 
to  have  the  power  ojierate  against  the  gravity  of  the  plow. 

Much  discussioti  whs  bad  upon  tbe  hearing  as  to  the  construction  to 
be  given  to  tbia  claim,  the  deffudant's  counsel  and  experts  couteudiug 
with  much  ingenuity  and  acumen  that  the  words  "  against  or  witli  the 
weight  of  the  rear  culuvaturs  or  plows"  should  be  read  "  against  and 
with  the  weight,"  &c.  To  my  mind  there  is  no  ambiguity  or  uncertaiuity 
in  thiH  claim.  This  inventor  thought  at  least  that  both  the  methods 
of  utilizing  tlie  devices  for  rocking  the  pipe-box  ujioii  the  axle  were  new, 
and  be  sought  in  this  claim  to  cover,  as  it  seems  to  me,  both  the  arm  M 
and  the  arm  M'  for  the  ]>nr[>ottes  to  which  he  intended  to  apply  tliem 
It  is  mauil'cst  to  my  mind  that  the  projection  adapted  to  co-operate 
with  u  npnng,  mentioned  in  the  first  inid  second  lines  of  the  claim,  in 
tbe  arm  M,  and  that  in  this  claim,  as  well  as  iu  the  s|>eciHcatiuns  gene- 
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rallj,  wlien  the  patentee  talks  of  a  projection  intended  to  co-oi)er»te 
vitb  a  spring  or  weight  be  tiaa  reference  to  the  arm  M,  which  he  spec- 
ially denignn  for  that  pnrpoBe.  He,  however,  wished  to  preserve  the 
benefit  of  the  projection  M'  if  it  ahotild  he  found  pnictieatly  naetul,  and 
hence  made  his  claim  comprehensive  enongh  to  coi'er  that  part  of  hi» 
invention. 

It  is  obvions  that  the  arm  M  and  spring  N.  as  shown  in  the  drawings 
and  model,  can  only  oi>erate  to  rock  the  pipe-box  against  the  wei^'jt  of 
the  plow,  or,  in  other  words,  to  help  lift  the  iilows  from  the  frronni).  It 
ia  eqnally  obvions  that  hy  reversing  the  spring  and  attaching  it  to  the 
rear  of  the  arm  M  it  would  operate  with  the  ^nivity  of  the  plowR  and 
aid  in  holding  the  rear  of  the  plows  upon  the  ground ;  but  the  only  sug- 
gestion made  in  the  specifications  of  a  mode  for  rocking  the  pi[»e  shaft 
backward,  ao  as  to  bold  tlie  jilows  nioi-e  firmly  upon  the  ground,  is  by 
means  of  the  arm  M',  and  there  is  nothing  in  the  pi'oof  tending  to  show 
that  this  special  device  has  l>een  fonnd  aseful  or  adopted  iu  practice. 
It  Keeins  to  me  that  whatever  allusion  there  may  be  in  this  first  claim 
to  this  aim  or  projection  M'  may  be  considered  as  coming  within  the 
weil-knuwn  maxim,  pleading  "  Utile  per  hiulile  iton  vitiatnr" — that 
which  is  serviceable  is  not  rendereil  invalid  by  that  which  is  useless. 

Whatever  part  of  this  claim  may  l>e  deemed  to  have  reference  to  the 
projection  M'  it  seems  to  me  is  of  no  moment  for  the  jinrpoaes  of  this 
case  at  least,  for  ft  is  not  claimed  that  defendantn  use  this  pait  of  this 
claim  or  anything  equivalent  to  it. 

The  prominent  feature  of  this  device  as  descrihed  in  this  claim  is  the 
pi|>e-box,  arm  M,  and  spring  to  aid  in  lifting  the  rear  of  the  plow,  and 
the  claim  seems  to  nie  to  sufficiently  cover  and  clearly  describe  this  poi- 
tion  of  the  device. 

The  defendant  fiirther  insists  that  this  Hrst  claim  is  voi<l  because  the 
matter  thereof  is  old  and  hud  been  anticipated  in  prior  devices  antl  pat- 
ents «|>on  the  same  subject.  Without  analyzing  the  characteristics  and 
letttiires  of  a  large  nnmlter  of  prior  patents  |mr  into  this  case,  sevenit 
of  which  show  some  elements  used  in  ttomplainant's  organization,  it  is 
sufficient  to  say  that  the  Uoonrod  cultivator  of  Det^cmlicr,  18(17,  and  thi- 
Stover  cnltivatoi- of  November,  1870,  both  show  pipe-hnYes  so  working 
on  an  axle  a«  a  meauK  by  which  a  plow-beam  is  attached  to  the  asle  of 
a  ciiltivaloi'-caiTiage  as  to  secure  vertical  amtion.  It  is  coiicHled  by 
the  complainant  that  Bmw  n  snlistaiitially  IiegMii  where  ritovcr  lett  <>W— 
that  in,  Stover  had  attached  (lie  end  of  his  plon  -beam  to  the  axle  through 
the  instnunentiility  of  a  pi|)e-lH)X,  which  i-ockcd  or  worked  npoii  tht-  axle, 
thei-eby  allowing  a  vertical  tilting  motion  to  tlie  |duw-beain;  but  I  do 
not  find  in  any  of  Ihc  numerous  pateids  citi'd  iiny  suggestion  of  the  pe- 
cnliar  auxiliary  means  of  aasistiince  for  raising  the  rear  of  the  plows 
out  of  the  ground  snch  iw  is  shown  iu  Hrown's  device  in  this  patent. 
It  is  also  tnie  that  the  IIaslu|i  patent  of  lS7:i  shows  a  pi]io-lH>.\  on  the 
axle,  with  au  arnr  or  lever,  O,  extending  npwanl  iVom  the  pijie-lwx,  bv 
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'Which  the  driver  conld  raise  the  plows  fWnn  the  groand ;  bat  that  wag 
a  riding-oaltirator,  aodtlie  functioa  of  the  lever  was  different  from  that 
of  Brown's  projection.  So,  also,  it  appears  from  the  proofs  that  prior 
to  the  patent  now  under  oonsideration  one  or  more  devices  had  been 
patented  or  put  in  public  nse  for  using  a  spring  ot  other  equivalent 
force  to  aid  in  raising  the  rear  of  the  plows  ont  of  the  groand ;  bat  the 
attachment  for  that  purjKise  was  made  npon  the  beam  or  handle  back 
of  the  joint  where  the  plow  was  connected  witli  the  axle,  and  was  pne- 
tically  of  but  little  nse,  because  as  the  plows  swayed  ont  of  tbe  line  <rf 
draft  in  either  direction  for  the  pntpose  of  following  a  crooked  row  of 
plants,  or  of  avoiding  plants  oat  of  the  line,  or  for  the  pui^wse  of  avoid- 
ing an  obstrnctioti,  the  spring  worked  against  the  strength  of  the  plow- 
man, and  he  was  obliged,  in  order  to  change  the  direction  of  his  plows, 
ftequeutly  to  overcome  the  force  of  the  spring,  which  became  a  seriooa 
objection  in  practical  tilling.  This  patentee,  however,  applied  the  lift; 
ing-lever  by  wh  oh  the  plows  were  raised  oat  of  the  groand  pmctically 
to  the  end  of  the  plow-beam,  because  the  projection  M  and  the  plow- 
beam  being  both  for  the  purpose  of  vertical  motion  rigidly  attached  to 
the  pipe-box,  the  rocking  of  the  pipe-box  by  the  pn^eotion  or  lever  H 
tilted  or  lifted  the  rear  of  the  plows  without  in  any  manner  interfering 
with  the  side  or  horizontal  action  of  the  plows. 

It  is  argued  that  the  attachment  of  the  lifting-force  to  the  end  of  Uie 
plow-beam  by  means  of  the  lever  M  has  in  it  nothing  new  or  patentable 
when  we  consider  that  the  liftiog-force  of  the  spring  or  weight  had  be- 
fbre  these  inventors'  present  patent  been  Applied  at  a  point  behind  the 
end  of  the  beam ;  but  this,  it  strikes  me,  is  one  of  the  cases  where  the 
«faange  in  the  location  of  the  lever  makes  this  device  a  success  where 
prior  eflbrts  in  the  same  direction  bad  been  failures.  The  faot  that  not 
only  the  defendant  in  this  case  but  other  large  roannfitcturers  of  culti- 
vators bare  at  once  adopted,  substantially,  the  same  auxiliar}*  lifting 
device  shown  in  the  oomplaiuant's  patent  is  evidence  of  the  popular  ac- 
ceptance of  this  as  the  practical  solation  of  mnny  of  the  difflcalties 
which  had  been  encoantered  in  the  attempt  to  use  the  older  devices,  and 
iasncha  change  and  improvement  as  required  more  than  mere  mechaofoal 
■kill  and  brings  this  device  fairly  within  the  domain  of  the  patent  law. 

I  do  not,  therefore,  find  in  the  older  devices  anything  which  seems  to 
me  to  have  anticipated  or  suggested  this  device.  The  Stover  devioe 
became  known  in  1870,  and  yet  for  nearly  seven  years  afterward  no 
such  step  was  made  as  is  tihowu  in  complainant's  patent.  So,  too, 
this  same  patentee.  Brown,  in  187^,  instructed  the  world  how  to  ap- 
ply the  lifting-force  of  a  spring  or  wMght  to  aid  in  raising  the  rear 
of  a  plow  by  means  of  an  attachment  upon  the  body  of  the  plow  be- 
hind the  coupling,  but  no  one  was  instrncted  by  either  Stover  or  the 
Brown  device  of  1872  to  »pply  the  lifting-force  at  the  end  of  the  plow 
by  means  of  a  lever  projectiug  upward  from  the  end  of  the  beam,  and 
the  fact  that  these  older  devices,  which  it  ia  now  claimeil  were  bus- 
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oeptible  of  being  modified  by  mere  mecbaaical  skill  into  a  maohioe  io 
its  operatioD  and  efFeot  like  that  Bhown  by  the  oomplaiuant's  patent, 
rested  without  any  auoh  inodificatioa  uatil  tbe  preeent  patent  was  pro* 
malgated  is  quite  (wuclusive  proof  to  me  tliat  it  required  something  man 
tbui  meio  mechanical  skill  to  prodaoe  what  is  shown  in  this  patent. 
By  tbe  patent  now  nnder  coDsideretioa  the  patentee  made  an  improve- 
ment  in  advance  of  what  he  had  done  by  his  patent  in  1872,  and  imtne* 
diately  npon  the  advantages  of  this  later  device  being  exhibited  to  tbe 
pablic  the  defendant  and  other  manufactarera  ha^'e  seized  npon  it  as 
meeting  a  f^lt  want  and  asenmecl  to  appropriate  it  to  tbeir  own  ose. 

The  defendant  farther  couteudd  that  it  does  not  infHnge  this  patent ; 
bnt  I  find  in  its  device,  first,  the  pipe-box  adjusted  to  rock  upon  tbe 
horizontal  portion  of  tbe  axle ;  second,  in  all  its  essential  elements  of 
fnnotioD  and  operation  the  stirmp  by  which  the  pipe  box  is  fixed  to  the 
end  of  the  plow-beam ;  and,  third,  the  arm  of  projection  M  extending 
upward  from  tbe  pipe- box,  so  as  to  form  a  lever  by  whiob  the  pipe-box 
may  be  rocked  upon  tbe  axle,  and  thereby  aid  in  lifting  the  rear  of  the 
plow  from  the  ground.  I  do  not  find  in  the  defendant's  struotnre  the 
anxiliary  or  incidental  projection  M',  deccrilKid  in  the  complainant's 
patent;  but  as  I  have  already  said,  I  do  not  think  thar  tbe  tisilnre  to 
use  this  portion  of  the  complainant's  device  authorizes  or  makes  it  al- 
lowable to  use  what  I  deem  the  essential  element  of  the  complainitnt's 
patent — tiie  pipe-box  mode  of  attaching  it  to  the  plow-beam  and  pro- 
jection H  or  its  equivalent. 

I  tbeiefoce  flad  that  the  defendants  iuftiuge  the  first  claim  of  the 
oomplaiitant's  patent,  and  that  the  complainant  is  entitled  to  damages 
and  aoeonnting  therefor. 


[United  SUtp*  ClroDit  Court- NDTthera  Dlittji-t  uf  Iilli»l(.| 

The  Brown  Manupaoturihq  Company  v.  B.  D.  Bufoed  jfc  Co. 

Dt^ed  Jngut  4,  lt«4. 
•28  O.  0.,  11S9. 

I.  lite  deolsioD  in  tbe  furegoiog  imm  ogAinat  De«r«  w,  Cu.  applied  iu  the  preaaiit  com 

in  BO  far  m  relatiMi  to  tho  lint  oluim,  aud  defoadaut  held  to  InfHnge  it  aod  jUao 

the  wKKiDd  claim. 
3.  D«CaDdu)t'«  braoket,  though  cast  npon,  and  aa  a  part  of  tbe  pipe-bos  or  oonu- 

llog,  huld  in  every  particular  to  take  the  [ilace  of  and  be  the  equivalent  i>f   be 

•tlrrnp  Q  iihowD  in  oomplainaut's  puteut. 
3.  So,  alio,  the  pn^eoting  arm  of  tbe  defuudant'ii  pipe-box,  thou|^b  nude  separataly 

Mid  then  rigidly  actacheil  ihereto,  iaiusll  eiMvutiuI  fuuutiODe  buCtheproJeotiuu 

M  of  the  complaiuant'a  patent. 

Mr.  A.  W.  Train  and  Mr.  Qeorgt  S.  Chrittg  tbi  the  coiaplaiuant. 
Meun,  Weht  di  Bond  and  Cobum  d  Thacher  for  the  defendant.  >  Ic 
9373  PAT 25 


386  DECISIONS  OF  U.   S.   COURTS   IN   PATENT  CASES. 

BLODGETT,  J. : 

lu  tliis  suit  the  deteudaiit  was  charg«<t  witb  the.  infringement  of  Let- 
tersPat«utNo.l90,8Lti,aat«Kl  May  L5, 1877,  issued  to  William  P.  BrowD, 
for  au  iuiprov'ement  in  coupliuge  tor  viiltivatora. 

1  have  already  discussed  ia  the  case  of  the  same  complainant  against 
Deere  &  Co.  all  the  questions  made  in  thi»  case  except  that  of  an  in- 
friiigenu-iit.  In  this  case  the  defeodaut  is  charged  with  HifriDgiDg  the 
flrist  and  svcoiid  claims  of  this  patent,  which  are  as  follows : 

1.  'I'b'  iiipe-lmx  proviilwl  with  s  projection  ailH|it«d  t«  co.opt-r»te  with  a  spring, 
wriKlit,  or  tLi:  ilrull,  to  roi'k  thv  Hsid  pi[ie-bux  ncaiust  or  nlih  the  weight  of  the  rev 
culIivaloiD  or  jilon-g,  siib^ttatilially  aa  uiiil  fur  tbf.  [iiiriioitc  di  scribed. 

3.  The  coiiiliinatlon,  witb  tliK  crank-nxli:  ami  ibt  gimgH  or  plova,  of  tho  pipe-twit 
iittviUK  nnii  M,  the  spring  N,  iittBcliutI  to  ibe  niaia  Iraitie,  the  head  I,  anil  the  etirrnp 
G,  or  its  equlvkleut.  having  liruekets  H  and  pivot-bolt  t,  nnd  fMteued  to  Ihp  pipe- 
box,  kiiliitsntiBlly  as  and  fur  the  pnrjKMie  ilwcribed, 

I  find  ill  the  defendant's  cultivator  a  pipe-twx  substantially  the  same 
in  its  function  and  operation  us  that  provided  in  complainant's  patent, 
to  ifhich  I  hIko  dnd  a  plow  attached  by  means  of  a  bracket  c:iKt  ni>on 
and  as  a  part  of  the  ]>ipc-box;  and  this  bracket  seems  to  me  in  every 
pai'ticiilai-  to  take  the  place  acd  be  the  equi^'alent  of  the  stirrup  O 
sbuwn  in  the  complainant's  jwtent.  It  jierforms  the  same  functiOD  in 
tbi-  iiiectianism,  and  does  in  every  particular  the  same  work  as  the  com- 
plainant's stirrnp.  The  plow  has,  by  means  of  the  pipe-lMx:  and  the 
bracket  or  stirrup  and  coupling  pin,  the  same  side  and  vertical  motiou 
which  arc  given  in  the  complainant's  patent,  and  which  are  the  purpose 
and  object  of  this  complainant's  device.  I  also  find  n  pnyection,  not 
cast  ui>on  and  made  an  integral  part  of  the  pipe-box,  as  is  complain- 
ant's projection  JI,  imt  a  vertical  projection  which  is  rigidly  attached 
to  the  end  of  the  pii>e-box,  and  iierforuis  the  same  function  and  o]>erates 
in  the  ttaiiie  inauner  and  for  the  same  purpose,  in  counection  with  a 
spring,  its  the  arm  or  projection  attache<l  to  the  complainant's  pii>e-box. 
The  mere  fact  tliat  tijis  projection  is  constructed  separately  from  the 
pipe-box  and  then  rigidly  attached  thereto  does  not,  it  seems  to  me,  in 
any  degree)  justify  the  defendant  in  the  u.se  of  this  device.  It  seems  to 
me  a  clear  and  palpable  infringement  of  that  portion  of  the  compl^un- 
ant'f  patent  which  provides  for  an  auxiliary  force  witb  wLicli  to  aid  in 
lifting  the  rear  of  tlie  i)low8  out  of  the  ground.  The  curved  lever  of 
the  defendant  in  in  all  its  essential  functions  but  the  projection  M  of 
the  complainant's  i»atcnt.  and  I  can -ot  see  that  it  [►erfonns  any  other 
or  different  funi-ti.)n  in  the  deteudant'.s  organization  from  what  would 
be  performed  by  the  complainant's  arm  M  in  the  same  organization. 

There  will,  tlierelure,  l>e  a  finding  that  the  defendants  iu&inge  the 
first  and  seraud  duinis  of  the  plaintill's  patent,  and  a  decree  for  an  ac- 
counting and  iujiinctiun. 


D,g,l,..cbyGOOglC 
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[roiled  StatHClrcnieCiniTt—aoDtbern  Dtilrict  of  Ke«  York.) 

BoLXBS  Elbctsio  Pboteotive  Company  v.  Mbtbopolitan  Bueo. 

LAB  ALABX  CoMFAHT. 

Deridfd  AHgutt  28,  1884. 

28  O.  O.,  11(». 

1.  Patent  No.  130,flT4,  ^^nted  to  Edwin  Holmei  And  Henrr  C.  Rooniti,  Novrmber  14, 
ISTI.  coiiBtrueil  to  be  for  nn  electrical  coTering  tittitiftthe  outside  ornafes,  •• 
(lititinKniHtieil  froni  an  electrical  protection  applied  to  houwa  and  otbnr  build. 
ingM  and  to  rooms.     The  patent  BuMaiued  and  a  preliminaTf  injunction  graoted. 

3.  The  provision  of  the  statnlea  Ibat  a  United  fitatea  patent  for  an  iuvrntion  previ. 
onnly  patented  abroad  iiball  lie  so  llmiti'd  aa  to  expire  at  ibe  mdia  time  with 
the  fiTeign  pnteni  iwvnle  to  mean  that  the  term  of  the  patent  here  xhall  be  aa 
long  an  the  Tfniainder  of  the  tenn  for  which  the  patrnt  wns  jj^ranled  there, 
without  reference  to  incidents  occnrriuK  aAet  the  grant.  It  refen  to  tiling  the 
term,  not  to  keepin){  the  foreitcn  patent  in  force. 

Mr.  Samuel  A.  Duncan  for  the  orntor. 
Mr.  Burton  K.  Harrison  for  the  defendant. 

WhGBLGE,  J.  : 

The  orator'a  patent,  No.  120,874,  for  an  improvement  in  electric  lin- 
JDgis  for  safes,  granted  to  'Edwin  HoInieH  and  Henry  G.  Roome,  Novem- 
ber 14,  18(1,  appears  to  be  for  an  electric  lining  to  an  outer  covering 
for  the  safe,  iusniated  from  the  nafe,  and  no  Arranged  that  an  attempt 
to  get  throngh  tUc  covering  nil!  affect  the  electrical  conditioDH,  and 
thercbv  give  an  alarm. 

The  iiivunliirs  could  not  have  a  valid  patent  for  protecting  ^afes  by 
electricity  any  more  than  Mnme  conld  for  aeiiding  tneMages  to  a  dia- 
tance  by  that  agency }  neitlier  could  they  for  every  form  of  device  for 
that  pnrpose,  for  various  aiiuli  devices  oxistfd  Ix-fore  their  invention. 
Tlieywere  entitled  to  prott'ction  oidy  for  their  siieciHo  iinprovemcntB 
ai«»n  what  existed  before.  Hiiihciii/  Co.  v.  Angles,  1)7  U.  8.,  554.  So  far 
a8  shown  there  wen^  no  such  insulated  coverings  fitting  the  outside  of 
safes  l>eforc.  There  was  such  prottxtion  fur  the  oatiKide  of  houses  and 
otht-r  buildings  and  rooms,  but  none  for  the  .*«ifes  tliemselvew.  The  ap- 
plication of  this  fi>rm  of  protection  to  tliw  Nafes  tlieniselves  in  different 
from  that  to  habitable  structures.  Tlie  patent  appears  now  to  be  valid 
for  thi.-*  specific  Improvement.  The  claims  are  for  a  safe  provided  with 
the  outer  coveiing  and  for  the  covering. 

It  is  also  urged  that  the  patent  has  expired,  because  the  hiveiition  is 
the  subject  of  a  prior  English  patent  which  has  been  .suffered  to  lapse 
for  non  payment  of  tax.  Tlie  statute  merely  refpiires  that  in  such  case 
the  patent  shall  be  so  limited  as  tf>  c.^tpire  at  the  same  time  with  the 
foreign  patent.  Hev.  8tat.,  sec.  18»J7.  This  seems  to  mean  that  the 
term  of  the  patent  here  shall  be  as  long  as  the  remainder  of  the  tenn 
which  the  patent  was  granted  there,-  without  refereuce  to  iucideiitsiQC- 
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earring  nfter  the  fp^ot  Hmry  v.  Providence  Tool  Co.,  3  Ban.  and  AnL, 
SOI ;  Rietner  v.  Sharp,  16  BUtohf,  383.  It  refers  to  txlng  the  term, 
not  to  keeping  the  foreign  patent  in  foroe. 

It  IB  urged  that  infringement  has  been  so  far  aoqnieMed  in  tlist  » 
preliminary  injuDotioQ  woald  uov  t>e  Ineqaltable ;  bat  this  claim  does 
not  Bp|>ear  to  bfl  borne  oot  by  the  proofk  The  fact  of  infringement 
is  not  In  reality  contested.  The  patent  has  been  so  far  aoqaiesoed  in 
respected,  and  npheld  that,  appearing  to  be  good  and  valid  as  to  this 
epecitlc  form  of  eleoirioal  protection,  it  affords  saffldent  gronnd  for  m 
preliminary  injunction  to  restrain  further  infringement  by  the  use  of 
this  form. 

Hoiiou  granted. 


lUmttw)  StatM  Ciranlt  Canrt-IToTUian  IHMriat  of  miMib] 
WSIB  V.  UOBDBN. 


89  0.  O.,  83. 
1.  Wbir— Railkoad-Froos. 

The  woond  ol»im  of  Reinue  Fftteat  No.  6,914  gnutod  H«y  M,  1879,  to  Fradiie 
C.  Weir,  for  m  impTOYenient  iu  nilroad-froga,  te<]Dtr«atbe  point  of  tba '■  ftof' 
to  b«  ooDBlxucted  aa  directed  Id  the  bod;  of  the  patent.  The  U-lron  a*  »  mode 
of  conoectiDg  the  point  and  Ytlng  rails,  waa  Id  pnblie  Dae  and  well  known  befeta 
the  oomplaiuant  clalnu  to  hitre  benn  the  liiTeator  thereof. 
S.  Datr  or  Application  in  Hbnkwid  CAeu. 

The  original  application  wai  flied  in  the  United  Stales  Patent  Ofllea  Oetobei 
17,  1817,  allowrd  December  21, 1(177,  forfeited  for  non-pajnieut  of  the  flnal  Cm^ 
and  renewed  Pehmary  4,  lb79.  Beld  that  the  application  made  by  the  p*teatae 
inFebmary,  IBTS,  must  be  cuuaidered  aa  hia  fint  applicatioo,  the  former  aipplie*- 
tioD  going  for  nanglit,  and  leaving  him  to  iitADd  Qpon  the  application  af  made 
Ht  the  time  he  renewed  it  upou  hl«  old  ■peclfloatlous  and  drawings. 

Meeart.  Wood  dt  Bagd  and  Mettra.  Banning  i6  BtrnKtiif  for  the  eom- 

plainant. 

Memra.  Offield  dk  Totele  and  Mr.  B.  Sarriaon  for  the  defendant. 

Blodgbtt,  J. : 

The  complainant  in  this  caac^  seeks  to  restrain  the  infringement  of 
Reissue  Patent  No.  8,914,  issued  to  complainant  September  30,  1879, 
for  an  improvement  in  railroad-frogs,  the  original  patent,  No.  2IS,M8, 
having  l>eeu  dated  M'ly  20, 1879.  In  his  specifications  complainant  de- 
scribes the  mode  of  constructing  bis  frog  as  consisting  in  a  pecoliar  mode 
of  combiuiug  the  rails  so  as  to  form  the  V-shaped  point  or  angle  of  the 
frog,  and  also  in  connecting  the  point  and  the  wing  rails  with  ohauud- 
irou  the  upturned  sides  of  which  are  bolted  to  the  wing-rails  uid  the 
point-r^ls. 
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The  defendant  is  charged  with  infringing  only  the  second  olaim  of 
the  pateot,  which  is  as  follows : 

i.  A  ttog  compoaed  BabatkDtiftll;  of  tbe  two  center  rails,  B  B',  Joined  to  farm  ths 
V-BliApe  point,  iiaitad  to  ontaide  diver^iig  or  wing  r^U  by  msMu  of  two  cbnnnel  oi 
U  iroDBDD,  one  wiog  of  which  obsDoel  or  U  Iron  iaah^Md  toSt  theweboftheabatting 
r*il«,  combined  to  fbnn  the  point  of  the  frog,  and  apon  the  other  itde  Btting  the  web 
-of  the  wlUK  or  diverging  r«il,  reepectirely,  mad  teoiired  by  butta  or  rivete  pMaing 
tbroBgh  the  webaof  the  raili)  nod  the  sidtaoftbe  ch>Qnel-lifirB,BubBtuitJiiilf  >eiibowu. 

The  history'  of  this  patent,  m,  gathered  from  the  recorda  in  this  oiise, 
seeiDB  to  be  this:  In  October,  1S77,  the  comiilainant  tiled  the  applica- 
tion for  his  patent,  and  on  December  23,  LS77,  the  patent  was  allowed 
with  certain  claims ;  but,  as  he  now  insists,  by  the  neglect  of  his  solic- 
itor, the  final  fee  to  the  Patent  Offitsu  was  not  paid,  and  tbe  proceedings 
to  obtain  the  patent  lapsed.  Sometiine  in  Febmary,  1879,  he  renewed 
bis  application,  and  asked  that  the  original  Hpecitlcatious  and  drawings 
might  be  considered  as  part  of  tbe  renewed  application,  und  the  original 
patent,  "So.  215,548,  was  issned  May  20, 1879.  On  Jnue  30,  IS79,  ap- 
plication was  made  for  a  reissne,  whicb  resalted  in  the  reissue,  "So, 
8,914.  now  before  the  conrt. 

Testimony  has  been  pat  into  tbe  record  by  the  oomplainaut,  as  a  wit- 
ness iu  bis  own  behalf,  tending  to  show  that  he  made  the  invention  in 
qoeation  previoas  to  June,  1876;  bat  lie  is  an  able  to  define  tlie  time 
with  any  degree  of  certainty,  except  that  on  Juno  10, 1876,  he  exhibited 
a  rough  sketch  or  diagram  of  his  proposed  device  to  Mr.  W.  H.  H.  Al- 
lison, who  ^xed  his  name  to  said  sketch  at  that  date,  and  who  has 
testified  to  doing  so,  and  the  sketch  is  produced  iu  evidence. 

The  defenses  interposed  are  (I)  that  tlie  defendant  does  not  infringe; 
(2)  that  tbe  seoond  claim  of  the  reissue  is  void  because  it  was  not  war- 
routed  by  the  original  specifications  uor  tiie  models ;  (3)  that  the  tlevice 
*  now  claimed  to  be  covered  by  tbe'second  claim  of  the  reissued  patent 
had  been  iu  public  use  more  ttian  two  years  before  the  complainant 
made  his  application  for  a  patent. 

The  question  of  fact  as  to  infringement  depends  upon  whether  tbe 
"two  center  rails,  B  B',  joined  togetlier  to  form  the  V-Bha|)ed  point," 
mentioned  in  the  second  claim,  nece»S!irily  mean  the  two  center  rails 
which  are  described  iu  tbe  specification,  or  does  it  mean  any  center  rails 
joine<l  together  iu  any  manner  to  form  n  V-shapi-d  pointf  The  answer 
to  this  qnestiou  seems  to  me  to  be  found  in  the  complainant's  own  spe- 
cificatiou.    He  says : 

M>  iiivootioD  oinniiita,  Untt,  In  biicIi  a  formation  *nA  oooneatiou  of  the  two  raila 
which  make  iip  the  angular  ]ioiiit  at  that  one  of  the  mila  oiteiida  unlirukun  and  an- 
«ut  directly  auruaH  the  path  of  the  other,  uiid  in  itw:ll'  niukeu  a  Holiil  elid  tu  tlie  point, 
with  a  full-width  llaugti,  which  is  overlaiiped  by  Ihi-  flau>;e  i>f  tbe  other  rail,  and 
tbiu  a  flange  of  double  tkickaeaa  in  afforded  at  a  point  where  alreogth  ia  particntortj 
needed,  aud  the  entting  away  of  the  flangea  (ae  ia  the  naiial  cuatuiu)  is  avoided  eu- 
tirdy. 
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Id  his  dewription  of  the  drawings  he  Boyn : 

A  A'  are  the  onter  or  ycing  trUb  of  tha  frog,  and  B  B'  are  tbe  tjro  raila  which  eom- 
poM  tbe  aonte  angle  or  point. 

And  in  hia  deacription  of  tbe  mode  of  coDHtrneting  bis  device  be 
says: 

In  place  tit  catting  ftway  both  tbe  tlaiiges  of  tbe  railti  B  B',  no  no  to  make  a  joint 
bftwivn  the  two  rallg  midway  IwtweCD  the  liuri  of  tbe  Hngle  of  thu  frog,  as  is  oom- 
mon  uuw,  and,  I  niBj  say  usually  )iTBCticed,  I  uoutiiiue tlie  dange  of  tlie  rail  Bof  foil 
width,  iutact,  clear  along  tLe  Juur.tion  of  tbe  two  rails  1o  tbe  point  where  it  strike* 
the  i]u]i);e  of  the  outer  rail,  aK  aliowii  iu  ¥ig.  'J,  which  is  aIaio«(  imioediatelj'  under 
tb«  [Hiiiit  X'  of  the  frog,  and  I  swai;e  up  th»  flange  b'  of  rail  U'  uu  one  side,  an  shown 
in  Fi|n.  &  and  3,  »o  that  it  lies  over  the  tiangti  of  rail  B.  tliis  Haiige  of  rail  B'  being 
out  away  angularly  on  the  ixlge  to  properly  uii^t  tbe  line  of  the  web  b'  of  the  rail  B. 

It  will  tlins  tte  seen  that  minute  directions  ure  given  an  to  the  con- 
Btrnction  of  tbe  two  tenter  rails,  It  aud  B',  to  form  a  Vshapcd  iwint, 
and  I  am  of  opiiiioo  that  tbe  two  center  ruiLs,  B  nud  B',  described  in 
tbe  eecoud  daiin,  ai-e  tbe  rails  constructed  aud  joined  accotiling  to  the 
description  given  in  the  patent.  The  language  of  tbe  claim  ic,  "tbe 
center  rails  •oined  to  form  a  V-shaped  point.  The  V-shai>ed  point  made 
two  centiT  rails,  B  B',  join  to  form  the  V-shajHid  point,"  not  any  two 
by  extending  one  rail  mibroken  and  uncut  directly  across  the  path  of 
tbe  other,  and  thereby  making  a  solid  end  to  the  iwint,  and  with  the 
flange  of  the  rail  B'  swaged  up  so  as  to  lie  ui>on  or  overhip  the  flange 
of  the.  rail  B,  seems  to  me  to  l>e  an  essential  element  of  what  complain- 
ant siipposetl  he  had  invented,  ati<l  therefore  the  two  center  rails.  It  B', 
mentioned  in  tlie  see^ind  claim,  refer  to  and  mean  the  two  center  rails 
wbiub  be  has  particnhirly  described  in  his  specillcations.  Tbe  proof 
in  tbe  case  wholly  fails  to  show  that  tbe  defendant  forms  tbe  V->«ba|»ed 
point  in  bis  I'rog  in  the  manner  that  coin]dainant  forms  bis  point.  Id- 
dee<l,  the  fact  oeems  to  l>e  admitted  that  defendant  does  not  form  bis 
points  in  the  same  manner  destiribed  by  complainant's  siK-ciflcntiuiis, 
and  I  underut^ind  the  learne<l  (»)iiiisi'.l  for  coiuplainnnt  to  concede  n[ioD 
the  hearing  that  unless  the  second  clatin  is  held  to  ineludc  any  V-sLui>ed 
poitit  joined  to  the  wing-rails  by  fj  ii'uns  there  is  no  infringement  umd- 
out  in  this  case.  But  if  I  am  wintig  in  iny  construction  of  this  claim, 
the  proof  is  ccnt-lusivc  that  as  early  as  Septenibev  13,  18i«,  railroad- 
frogs  in  which  the  point  and  wing  rails  were  connected  by  channel  irons 
or  plates  substantially  as  now  eotiKtincled  by  the  defendant  were  kept 
for  siile  and  sohl  aud  put  iii  public  useon  several  railn>aiU  in  thi.-*  Stjtte; 
and  tbe  court  will  piesume  tliat  in  the  due  course  of  business  it  took  at 
least  some  months  liefurc  that  time  to  devise  and  produce  these  Irogs. 
The  frogs  thus  stdd  wci-e  nianrifactui-i>:l  by  the  defendant,  as  he  chiimt^sl, 
under  Patent  No.  14.S,'JIU,  dated  Marcli  U,  IS74,  issued  to  George  Thomsis 
and  William  Miller,  of  which  be,  dcteudaiit,  was  owner,  and  under 
ratent  Xo.  173,804,  dated  Fcbrnary  'J2,  187(i,  issued  to  the  defendant 
himself  as  the  inventor.  Tbe  Thomas  aud  Miller  patent  shows  a  brace- 
plate  which  is  but  a  nanow  cbaunel-irou,  the  tarned-up  etlges  of  which 
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were  bolted  to  the  wing-rails,  so  aa  to  Btlflbn  tlie  rails  and  keep  tbem  at 
their  proper  distance  apart,  white  the  Mordeu  .patent  of  February  22, 
1876,  showed  the  wing-raits  or  fh>Ks  connected  by  a  U  iron,  or  "trough- 
plate,"  as  he  calls  it,  the  optarned  sides  of  which  "  are  made  to  eouform 
to  the  curve  of  the  side  rails,  as  well  as  to  the  form  of  the  neck  and  base 
of  the  rail,  and  are  Brmly  secured  to  the  neck  of  the  rail  by  bolts  or 
riTets."  6nt  instead  of  holding  the  V-shaped  poiot  in  place  by  the  use 
of  ohannel-iron  or  brace-platee,  he  provided  a  V-shaped  receso  iu  the 
chaDDel  or  trough-plate,  into  which  the  point  of  the  frog  was  inserted 
Mid  held;  bat  the  proof  shows,  in  applying  his  device  to  crossings  id- 
Btead  of  switches,  he  nsed  channel  or  V-shaped  irons  to  connect  the 
points  and  the  wing-rails,  and  the  connection  of  bis  peculiar  form  of 
V-shaped  point  with  the  wing-rails  by  means  of  the  (J-irons,  bolted  or 
riveted  to  the  web  of  the  point  and  wing  rails,  ia  an  element  of  com- 
plainant's device  now  in  controversy.  Bat  after  Thomas  and  Miller  had 
shown  the  use  of  their  bnice-plate,  which,  as  I  have  said,  is  but  a  short 
obaunel-iron,  and  after  Morden  had,  in  February,  1870,  showed  the  use 
of  the  V'Sh8])ed  plate  as  a  means  of  connecting  the  tn-o  outer  rails,  there 
woald  seem  to  be  little  room  for  inventiou,  and  it  was  oi>ly  a  mectianical 
application  of  the  same  device  to  apply  the  channel-iron  to  bold  ihe  V- 
point  in  its  proi>er  place,  instead  of  the  recess  which  Mordeu  adopted. 
In  other  words,  when  once  the  utility  of  the  channel  irou  us  a  means  for 
holding  the  wing-rails  iu  their  proper  relations  to  each  other  was  showu, 
there  was  no  more  invention  in  nsing  it  to  hold  the  point  in  place  and 
strengthen  the  web  of  the  i>oint-rail8  than  there  was  in  using  a  lx>lt  or 
rivet  to  fiiMten  these  channel-irons  to  the  rails,  bolts  and  riveta  being 
old.  Honlen  adopted  it  as  his  mode  of  connecting  the  point  and  wiug 
rails  when  the  auf^Ie  of  the  frog  or  crossing  was  so  great  as  to  make  the 
recess  in  his  trough-plate  inapplicable.  I  therefore  couelnde  that  the 
proper  construction  of  the  second  claim  requires  the  point  to  ))e  coii- 
atmeted  as  direetwl  in  the  body  of  the  patent,  and  also  that  the  U-irons 
as  a  mode  ot  connecting  the  iwtnt  and  wing-rails  was  in  pnblic  use  and 
well  known  before  complainant  claims  to  have  been  the  inventor  there- 
of. 

It  may  also,  I  think,  be  urged  with  much  force,  althongh  it  wiis  not 
pressed  in  the  argument,  that  the  ajtplicatiou  for  this  patent  must  be 
deemed  to  have  been  ttr^it  made  at  the  time,  and  not  Ix'Toru  the  time, 
when  the  renewed  application  was  made,  aft^r  the  patent  nllowisl  in 
1877  had  elupwil;  and  if  thJM  iHisitiou  is  sound  there  can  be  no  doubt 
that  Weii-'s  device  preciwly  as  he  had  constructed  and  used  it  had  been 
in  public  use  for  moni  than  two  years  prior  to  hia  application.  The  ap- 
plication made  by  Wyir  in  February,  IS7»,  must,  as  it  seunis  to  me,  be 
considered  as  liis  first  application,  the  fornici'  iipplication  going  for 
naught,  and  leaving  him  to  stand  upon  that  iipplioition  as  made  at  the 
time  he  renewed  it  upon  Lis  old  siiecitlcaiions  and  drawings.      t^lc 

The  bill  is  dismissed  for  want  of  equity. 


392        DEciaioire  OP  u.  s.  coubts  is  patent  cabes. 

lITDitwIStitMCIroBitCaDrt-Dktrictof  NewJ«n^-.] 

SCHBEIDER  V.   PODNTKET. 

DteldtdAiigiutaO,l88i. 

29  0.  0.,  B4. 

1.  Where  &  reisHiie  bad  been  beld  to  be  invalid  becanse  the  specification  did  uot  eon- 
taiu  the  fhll,  olf  ar,  and  esact  dfUKMiptioD  of  the  itivention  that  the  law  rcqniced; 
Btld,  that  in  th«  li^bt  throwo  upon  the  «nbject- matter  of  the  patent  by  the 
evidence  iiilrmlnced,  and  by  the  Toller  apeciflcatioD  of  the  last  reinne,  Uw  trve 
character  of  the  inventino  had  beeD  fairl;  broogbt  oat,  and  the  rriaaue  wa« 
Hoat'ained. 

S.  Where  one  party  maniifactnres  ooe  {lortioii  of  the  device  covered  by  a  coinbiuatimi 
claim,  and  nnnlber  piirtj'  maunradlnreH  the  other  part  of  the  combination,  and 
it  does  not  appear  that  the  ttto  parts  are  capable  of  separnte  nse :  BrU,  that 
the  partiea  are  Joint  iuAingera. 

3.  And  the  defendants  cannot  protect  themselves  uy  invokinK  the  well-settled  mle 

tbat  Trhere  a  patent  is  foi  a  combination  merely  it  is  not  infringed  t>j  one  who 
uses  one  or  more  of  the  pnrta,  bat  not  all,  to  pi-odnce  the  aame  result*,  either  by 
thcTiiselveH  or  by  the  aid  of  other  devices. 

4.  Even  if  there  in  iin  proof  thst  the  defendant  had  made  an  actunJ  prearraiigement 

vlth  any  parlicnlar  pvraon  to  anpply  the  other  portion  of  the  combination,  it 
wilt  be  inferred  from  the  circuuiatttuces  of  the  case  that  it  is  the  intent  of  the 
■leibtidauts  that  such  other  portion  shall  be  added  to  their  article  of  munufaot- 

Mr.  lAvingttoH  Oifford  and  Mr.  A.  Q.  Keathey  tor  the  oomplainant. 
Mnsrt.  Wetmore  tC  Jenner  for  tbe  defendant. 

Sixos,  J..* 

Od  the  3d  of  October,  1876,  tfae  United  States  Patent  Office  issued  to 
one  Carl  Votti.  of  Newark,  New  Jersey,  Letters  Patent  Mo.  182,973,  for 
jmprovenient«  iu  fthade -bolder  tor  lamps.  The  patentee  stated  in  his 
Bpecifi<;ation  that  his  invention  consisted  in  the  combination  of  a  shade- 
holder,  made  of  glast  or  other  transpareDt  material,  with  the  coue  of 
tbe  bnrner  of  a  l:imp,  tbe  two  t>eiag  so  constructed  as  to  provide  a  fkee 
aocesis  of  air  ontside  and  inside  the  cone,  iu  ordur  to  produce  a  brilliaot 
ligfit  without  the  nse  of  a  chimney. '  After  a  succinct  description  of  tbe 
drawings  he  states  his  claim  as  iollows: 

The  roiubmntiou  of  the  Hhiule  C,  ahade-hoMcr  B,  constmcted  of  trausparent  mate- 
rial, and  providi^d  vrirh  a  down wardly-estending  Micket,r,  aud  diah-shaped  flange,  tf, 
-with  the  coiip,  ft,  having  a  li4n((e,  A,  providu<l  with  tperturvarortho  adu)iH8iaD  of  air 
to  tbe  niitsiilu  und  ineido  of  the  i.-one,  tlio  whole  aiTaiiged  to  operate  without  a  chim- 
ney, BubHlaiKiully  lui  set  forth. 

The  attention  of  the  complainant,  who  had  been  engaged  iu  the  lamp 
and  [;las5)  bnstiiess  for  upward  of  thirty  years,  was  ealletl  to  tbe  inreu- 
tion  in  tlie  summer  or  autumn  of  187C.  Ue  states  that  one  of  his  cns- 
tomern  brought  the  illuminator,  shade,  and  burner  to  bis  notice,  and 
from  the  moment  he  saw  it  he  eonsidered  it  a  very  valuable  improve- 
ment a^nd  deltTQiineil  to  get  tlie  i)os8essii>ii  and  control  of  the  i>ateuL 
He  bad  an  interview  with  the  inventor,  purcbiiseil  tbe  sole  right  to  ase 
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tlie  inventiou,  anil  begnn  at  once  to  have  a  itntiiber  of  molds  made  for 
tbe  mannfactiire  of  glaBS-shade  holders  to  be  used  withont  a  chimney, 
iu  uoinbiuatioo  with  lamp  buniere  and  tihades.  The  success  of  the  sales 
of  the  new  i>nxlnct  was  remarkable.  From  October  9, 11J76,  to  January 
9,  1877,  the  complaioaut  sold  57,328.  During  the  first  jear,  1877,  the 
sales  reached  361,416,  and  there  was  a  grudtial  increase  from  year  to 
year  antil  IH82,  wlieii  the  .yearly  sales  had  riia  tip  to  (>02,556.  A  few 
months  ufter  the  ori^nnl  patent  was  granted  it  was  surrendered  and  a 
reiasae  obtained,  numbered  7,511  and  dated  February  13,  1877.  It 
stated  that  tbe  invention  nonsiated  in  a  transparent  shade  holder,  or 
holder  of  a  ni»teri:i1  Hllowiii^  the  piuisnge  of  li^lit,  and  shade  or  globe 
so  arranged  that  an  ordinary  burner  could  be  u>ied  without  a  chimney. 
The  tUTentor  then  made  three  specific  claiins,  as  follows: 

1.  Ill  a  lauip  having  a  bnrtu^r,  the  vDiuUiiialinD  of  «  Rhade-bulder  mtile  of  luAterial 
tbat  wilt  nrttiiituf  thepiwitaxenf  lij^lit.  aii'l  nHliude  ur  ttlolw  arrkiig«d  aud  cooitnioteil 
•ubitAntiallf  >BdeacTilH>d,  tvliBTeb;  tbeliuraiTpHtfoniia  tbereqninwl  fiiiictimis,  witli- 
ODt  the  UM)  of  &  cliininey,  ua  hoI  I'urtli. 

U.  TliB  ihulH-holdur  B,  toiwtnittttl  of  ntuleriul  that  will  admit  of  tliM  posmge  of 
light,  iind  ))rovi<Ii-(l  with  u  ddwuwnril'y-exIflDdiii);  socket,  «,  and  diah-Nhii|icd  duQge 
d,  nithriiue,  in  coiubiiialiiiii  withaglolieorsliaitu,  C,  aud  Imnmr  A,  iif  a  lam|),aHaiid 
foe  the  iiiirpuflua  hereiu  sot  forth. 

3.  Tlie  cuinbiuntiuii,  in  a  lamp,  <if  tlio  biiTiier  A,  Iinviiig  puvfoMti'd  Atmac  a,  and 
cone  h,  tbe  shmtp-ho.dtir  B,  with  iwntral  aucket,  o,  and  a  Hhlldl^  or  gl<il»>,  C,  HiiliDtaiiti- 
all]  U8  and  for  ilie  piirpusM  hcroiu  xut  forth. 

Tiie  question  of  the  %'atidity  of  this  reissue  was  flrst  before  Judge  Beu- 
edict  iu  the  case  of  Schiuider  v.  TkiH  (5  Bau.  &  Ard.,  5G.)),  aud  after- 
ward before  .ludge  Blutchfonl  in  Schturider  v.  Lovell  (\Q  Fed.  Bep.,  866). 
Both  of  those  learned  .judges  held  the  reissue  to  be  invalid,  and  for  sub- 
stantially the  same  reason — to  wit,  that  the  epecificatiou  did  not  contain 
the  full,  clear,  aud  exact  description  of  the  invention  that  the  law  re- 
quires. Atler  these  decisions  a  seti^rid  rei-s.sue  was  applied  for  and  se- 
cured April  II,  1882,  aud  numbered  10,087.  The  inventor  adds  to  the 
drawings  of  the  original  patent  ami  the  first  reissue  the  drawing  of  a 
model,  which  he  numbers  3,  and  which,  he  says,  corresponds  in  size,  as 
well  svi  in  form  and  proportions,  witli  the  motlel  that  was  Hied  with  his 
application  fur  his  ori^anal  letters  patent,  and  further  states  that  the 
form  aud  pmportioiis  of  said  shade-holder  are  well  adapted  for  use  in 
carrying  out  the  invention.     In  this  reissue  he  claims  as  new — 

1.  Iu  a  lutiipi  "«>  couiUi  nation  of  a  keruduiie-bunitr  with  a  traiiHinireiit  ahadi^-liulder 
•ad  a  Kh:idi>.  Ihu  sliade-holdur  beiof;  aila[ilu<l  ia  ru^t  it]iiiii  tliu  biirutir  iu  thu  plitve 
adapiwl  for  tbv  ordinary  chiuiiiRy,  thu  Hladtt  ruBtiog  on  said  tihadu-buldur,  aud  buing 
fuTiuiil  va  liH  to  coiivurgf  from  \t»  ham  toward  itH  top,  and  the  nhade  and  >1iiu)U'  holder 
logcthi/r  i-iiuHtitiiMiiK  Ihu  draft-iudiiuiug  duvice  for  the  bnrnitr,  Hubttlaiitinll.v  uh  set 
funh. 

2.  The  nhnde-holdur  It,  co ii struct wl  of  a  ni;iUiriul  that  will  udiultof  the  iiiL-wii-Hof 
light,  and  providnl  with  n  duwnwar<Uy-exteiiditigM>vkut,  o,  and  diali-Hhapud  Hanged, 
wilb  rim*,  iu  combination  with  uHh:idu,U,  uonverging  froiu  base  to  top,  anil  tl)e  ker- 
owue-biinisr  A  of  a  tain|i,  an  aud  for  the  pnrpo«e  set  foi  th. 

3.  Tbe  combinatioa,  in  u  lamp,  of  (he  burner  A,  haviu;;  pcrfoi-ated  d.tnge  a,  aud 
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cnue  b,  tbe  ah  ado -bol  tier  B,  and  Bocbet  e,  anil  a  sliftde  couver^ug  from  base  to  top, 
nil  but  an  ti  ally  na  anil  for  tbe  purpose  herein  net  fortb. 

4.  The  c (in ilii nation  of  the  shade  C,  abaile-hohler  R.  coDHtnicted  of  transparent  KM- 
Inrlal  iiiil  prnviiled  nith  a  donrniranlly  extend  in ;{  socket,  r,  and  dish-Bbaped  flftDg  4, 
with  the  cone  b,  bavinf;  a  flan ((e  a,pTovided  vitbapeTtnnt  for  tbe  adminion  of  air  to 
tlieoiitHide  and  inajdoof  thecuue,  the  whole  arranged  to  operate  without  k  obi mnej, 
KiibBtantinily  aa  specified, 

Eacb  of  tliese  claims  in  for  a  combinatiou  coQsiatiDg  of  various  ele- 
ments, all  of  ^hitili  are  old  eseept  the  form-  nnd  construction  of  tlie 
BhadH' holder,  wbicli  the  iureiitor  eluims  to  be  uew.  He  further  claims 
that  b,v  their  uonibiuatioii '  e  Liis  obttiint"  a  new  mode  of  operation,  or 
a  uew  and  um-fal  result — to  wit,  a  lAiiip  w itboat  a  chimnej',  with  a  suf- 
ficient draft  to  prodiiup  a  good  lights  The  preseut  suit  is  brought  od 
tliifi  reinxuc,  and  the  Arxt  qiicKtlon  ariaint;  is  whether  the  alleged  defects 
of  the  original  patent  and  tbe  first  reiasue  have  been  cared  in  the  sec- 
ond. The  eouiisel  fur  the  cutnptaiuaut  claim  that  they  have  been,  and 
busc  their  judgment  Diaiuly  u|>on  two  facts;  (1)  That  the  testitnouy  in 
this  Huit  clearly  reveals  tbe  snfflcicncy  of  the  apecification  of  the  |>ateut 
to  all  persona  skilled  iu  the  art,  and  (2)  that  the  last  reissue  baa  sup- 
plied the  defects  which  the  h-ained  Judges  Benedict  and  Blatebford 
found  in  tbe  first  reissue. 

The  evidence,  which  was  wanting  in  tbe  cases  before  these  judges, 
d<>»)guates  tlit-  shade  exhibite^l  in  the  drawing  as  a  atudent-lauip  shade 
or  its  e(|uivalfnt — a  shade  well  kiu)n'n  in  the  art  as  being  large  at  the 
bottom,  thereby  admitting  of  the  refieetion  of  the  light  downward  aud 
outwanl,  and  coiitraeted  at  the  top,  thereby  inducing  a  draft.  Tbe  form 
aud  pr«>[M>rti<in  of  such  a  shade  are  well  known,  and  its  characteristics 
are  thus  described  in  tbe  last  n-issne: 

It  nill  lie  •iliM-o-ed  that  the  nhnde  C,  wliii-h  in  tn  (it  on  the  shiidi- holder,  cnnverj^w 
froiri  IrH  liane  riivrardM  itn  top.  no  oh  to  l>e  }utgi>  at  the  base  and  conHiderably  oontntetcd 
Ht  thi^  top,  n:bereb;  tlie  apn-nnl  teiiditi);  niys  fnnn  the  fianie  mar  Im  mostly  luter- 
<'i'|>ti-d  l>,v  tiic  shade  ami  1m  tedectoil  ilownwani  and  oatwaril  iinmnd  tho  fonnt  of  th« 
';tiM[i,  wliih-  the  11)111  librinni  of  the  nbade  npon  the  sbmln- ho  liter  ix  Nidi  that  uo  neuM 
uriilTiirhnicnl,  other  lli:i)i  the  diingB  and  riui  of  the  uhHtle  bolder,  in  iieiilcii  to  pn-rent 
itH  fnllini!  nil"  ill  iinliiNirj  iiw. 

Ill  iinswiT  to  Judge  Bliitchfool's  criticisms  of  tbe  ftrat  reissue,  thftC 
the  ]ii-opi'r  proporlions  of  the  shade-boldor  weie  not  stated  (»r  showu  io 
the  dm  wings,  the  conipbiinnnt  caused  a  drawing  to  l»e  made  of  tbe  orig- 
inal iiioilel  on  Hie  in  the  Patent  Ofiive  since  tbe  firsl  patent  was  applied 
t'lir  and  annexed  a  copy  to  tbe  last  reissue,  and  then  states  that  the  pro- 
l>iirtii>ii.s  itud  form  tbei-e.-fhowinii-e  th**  best  for  suwcns f idly  carrjingout 
the  invention.  1  am  of  the  oiiiniiin  that  in  tbe  light  which  he  baa 
thrown  n|Hiii  ttie  saliiectiiiaitiToI'tlie  pateutby  tbeevideuee  introduced, 
and  ill  llierulle.i'S|K-cilic:itii>ii  of  the  laat  leisHiie,  be  baa  fairly  suceueiled 
in  bringing  out  tbe.  true  cbai-actcr  of  the  inveiitiun — to  wit,  a  useful  de- 
viiu-  by  wliich  the  shade  li»Id<tr  hi-couies  the  base  uf  the  chimney  and 
the  shiule  its  top,  retaining  nil  their  own  functions  hi  the  lamp,  nnd  dU- 
pcu.sing  with  a  separate  chimney. 

The.  renmining  qnestiuu  is  one  of  more  dilliciilty.     Does  tbe  testimony 
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Bhov  tfaat  the  defendant  has  iiifriuged  any  of  the  claima  of  tlie  reissuet 
It  iH  the  general  law  in  regard  to  oombiDation  cUiina  that  alt  the  ele- 
ments that  make  np  the  eoiiibinatiou  or  tbetr  equivalenta  maat  be  used 
to  coustitute  an  iufriugemeut. 

The  defendant  inn  gla^H- manufacturer,  and  the  charge  against  biin 
ia  that  he  ban  manufactured  aud  sold  the  transparent  glass-ehade  holder 
wbicb  is  one  of  tbe  coutititueutH  of  the  ooin|>btinant'D  combiiuition,  and 
tbe  onl;  one  that  ia  claimed  to  be  novel  aud  thiit  cbaravterizetl  Votti's 
ioveutinn.  As  there  i>t  nothing  in  tbe  reissue  wbicb  claima  thia  shade- 
holder  except  in  combinatioD  with  tbe  other  elementa,  it  is  clear  that 
tbe  making  and  selltug  of  it  standing  alone  ia  not  an  iofriDgement  of 
any  of  tbe  claims.  iSce  Saxe  v.  Hammond  (I  Ban.  &  Anl.,  G32).  But  tbe 
oomplainant  inaiats  that  where  tUere  are  aeveral  tort-tieazora,  each  con- 
toibuting  elements  wliicb  are  intended  to  be  Qsed  in  combination,  tbey 
are  all  lial>lo  as  infrin^era,  and  tbat  a  suit  may  be  maintained  against 
all  or  each  one  separately. 

Tbe  allegations  ot  the  bill  of  complaint  as  to  the  infiingement  of  tbe 
defendant  arc : 

(I.)  Thatuertaln  sLkde-hoItlura  made  aud  sold  b;  tlie  dcreiiilaitt  uniouly  iwcd  la 
Totti'a  comliiimtioii,  HUtl  mrv  not  H)iiilii:ulil«  to  uc  usefiil  fur  aii;  ottier  |iur[ii>M; ;  luid 

(2.)  Tbat  tUe  ilvfendHUt  knew  Ifaia  fact,  and  ninde and  Mild (AitUbailivhuldtin  with 
tbe  knowledge  that  tbe;  could  be  ntied  liy  the  imrcliUMr  thereof  in  eoiiatriictiii^f  nuid 
patented  cuuiliinaliou  in  liirriiigeiueut  of  said  pateut,  autltbiit  b«  made  uiid  wild  iLem 
foe  tbat  parpuae. 

In  regard  to  the  first  allegation,  the  complainant's  cxijert,  Brevoort, 
and  his  agent  in  patent  matters,  Hanford,  both  expticitl.v  state  that  tbey 
know  of  no  other  uses  to  wbicb  tbe  sbade-holder  mude  by  thu  dcfend- 
aut  aud  complained  of  by  thecomplainuiit  cun  be  applied,  except  in  com- 
biiiatiun  with  tbe  other  devices  of  the  Votti  patent,  aud  tbat  they  never 
heard  of  their  being  put  to  any  other  use.  TUia  testiiiiouy  stands  un- 
contradicted  except  l>y  the  suggesliou  of  defendant's  counsel  of  iwasible 
mea  to  which  such  abude-holdcrs  mij^ht  be  applied.  L  recollect  notU- 
ing  from  tbe  defendant  himttelf  or  from  any  of  his  witneSKea  which  shows, 
in  fact,  any  other  apLilicatioii.  As  to  tlic  second  allegation,  referring 
to  the  intcut  of  the  defendant  in  his  mauutacturc  of  tlie  sbadc-hohler, 
I  tliink  it  la  fairly  to  be  intern.>d  (1)  ^m  tlie  converautions  of  tbe  defend- ' 
aut  with  Hanfonl,  (2)  from  bis  attempts  to  gut  from  the  complainant  uu 
exclusive  right  to  manufacture  the  abade- holders,  (:i)  from  the  tenor  of 
the  cii-uulars  that  lie  prepared  and  sent  out,  and  (4)  from  his  nUsobite 
Bilencu  when  njion  tbe  witness  stiind  in  rcgunl  to  any  other  use  for  wbicb 
he  nianufactnriHl  tbem,  tliat  hin  intent  in  making  and  aelling  them  was 
to  have  them  nsed  in  combination  with  the  other  devices  of  the  com- 
plainant's patent.  The  law  in  fucli  cases  baa  been  qtiice  di-llutt<'Iy  set- 
tled. The  llrst  ease  to  which  I  would  allude  is  the  leading  one  of  Wal- 
Uue  V.  HotmcK  (5  i-'ish,  ^7).  Tlie  patent  there  was  also  tor  uu  impnivod 
lamp  consisting  of  the  combination  of  several  [larts.  Tbu  alleged  iu- 
fHngement  was  for  the  mauutiieturing  aud  selling  one  of  the  elements 
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of  the  cotnbinatioD — to  wit,  tb«  bonier.  It  was  used  in  combination 
•with  a  chimnej,  and  tlie  parchaaera  of  the  bamera  were  expected  to  go 
into  the  market  and  procare  the  chimneys  from  other  manafoctarera. 
Judge  WoodrnSF  held  that  the  defendaDta  could  not  protect  tbemaelves 
by  inroking  the  well  settled  rule  that  where  a  pateut  is  for  a  combina- 
tion merely  it ia  not  iufriogedby  one  whoasesone  or  more  of  the  parts, 
but  Dot  all,  to  produce  the  same  results,  either  by  themselves  or  by  the 
aid  of  other  derices;  but  that  if  one  party  consented  to  make  the 
burner  aud  another  party  the  chimney,  and  each  was  sold  to  be  ased 
with  the  other,  the  parties  mast  be  deemed  to  be  joiut  iufrintren  of  the 
patent,  and  that  each  was  liable  for  all  the  damages.  The  learu«d  jndge 
drew  the  ii)ferenc«  of  an  acCoal  concert  between  the  parties  from  the 
nature  of  the  case  and  the  distinct  efforts  of  the  defendants  to  bring 
the  burner  In  question  into  nse,  which  could  only  be  done  by  adding 
the  chimney.  He  admitted  that  he  found  no  proof  that  the  defendants 
hud  made  an  actual  prearratigement  with  any  particular  peraqp  to  sup- 
ply the  chimney  to  be  added  to  the  burner,  "but,"  suyshe,  "every  aale 
they  make  is  a  proposal  to  the  purchaser  to  do  this,  and  his  parchaso 
is  a  consent  with  the  defeiidaiita  that  he  will  do  it  or  oanse  it  to  be 
dene.  The  defendants  are  therefore  active  parties  to  the  whole  in- 
fringement, couseuring  and  acting  to  that  end,  manufacturing  and  sell- 
ing for  that  puriHise." 

The  priiiciplu  of  the  above  case,  after  cart'ful  consideratioD,  was  In- 
dorrtcd  by  this  court  in  Turrell  v.  Spaeth  (8  O.  O.,  9SG) ;  by  Judge  Shep- 
ley  in  Saxe  v.  Hammond  (1  Ban.  &  Ard.,  652} ;  by  Judge  Iiowell  in 
Boicker  v.  DoicH  (2  Ban.  &  Ard.,  old),  and  again  by  the  same  learned 
judge  in  Rickardnon  v.  A'oyes  (10  O,  G,,  507). 

Let  a  decree  be  entered  fur  tbe  eomplaiuaut,  with  costs. 


{UDir«d  StatM  Circuit  CDnrt— BontfaBni  DMriM  oT  Imra.) 

(JHEBBY  V.   HWAB  BT  AL. 

Decided  June  10,  1884. 

ta  O.  G.,  W5. 

CRHRRY—CAKB   for  TKAKSPORTATIIIX  OF  Chkam. 

L«:iPT8  Parent  Nu.  Oi'iM*.  Kiauted  tu  Jobii  G.  Chvnr  UeceraWr  2:1,  ld79,  n- 
iiwiied  Julf  VJ,  IHBl,  No,  9,mi,  for  improvoinent  iu  cans  Tor  the  traiisponatioD  of 
erf  mil.  bi'lil  to  hiiv«  bt^'ii  iiulioipstvit. 

[Tbiu  is  a  bill  in  equity  to  resirain  the  re«pondenta  from  the  infrioge- 
ment  of  the  complHinaut'ti  patent  for  an  improvement  in  caua  for  tbe 
transportation  of  cream  and  milk,  and  fur  an  account  of  profibn  and  dam- 
ages.] 

Meanra.  Mundaj/,  EeartK  (ft  Adcnck  and  Mmtrs.  Moneman,  Rieket  d-  Etui- 
man  for  the  complainant. 

MenvrK.  Goode,  Wiahat-t  A  I'liilUjix  for  the  resiwndents. 
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LoTE,  J. : 

It  ift  manifest  that  iu  the  transportation  of  cream  and  milk  ia  cans 
from  the  farm  to  tbe  factory  for  the  puri>ose  of  being  made  ruto  batter 
it  is  important  to  prevent  the  liquid  from  dashing  about  the  vesael  and 
becoming  more  or  less  churned  iu  the  course  of  transit.  Long  before 
the  complainant's  patent  various  contrivances  had  been  adopted  to  ao- 
complisb  t)iat  piiriiose.  Among  these  was  tbe  plain  float  fitting  Imsely 
inside  tbe  can  and  resting  on  the  surface  of  the  milk  or  cream.  Tbe 
pressare  of  the  float  prevented  to  a  certain  extent  tbe  agitation  of  the 
liqaid  below.  This  float  bad,  nsualiy,  a  central  ventilating  hole  or  tube> 
It  was  generally  in  use  prior  to  the  plaiutiflPs  invention,  and  it  is  tbe 
can  provided  with  this  float  upon  which  the  complainant's  can  is  claimed 
to  be  an  improvement.  Tlie  plain  float  was  qnite  effective  so  far  as  tbe 
preventing  of  the  churning  was  concerned,  bnt  it  was  inconvenieut  and 
objectionable  from  tbe  fact  that  it  bad  to  be  removed  from  the  can 
wbenever  any  quantity  of  cream,  however  small,  had  to  be  poured  into 
tbe  can.  This  not  only  causeil  delay,  bat  it  exposed  the  cream  to  con- 
t&miDatioo  from  dust,  dirt,  &c.  Besides,  in  verj'  cold  weather  It  is  ob- 
vious that  the  cream  adhering  to  tbe  sides  of  tbe  float  wonld  become 
frtKEen  so  as  to  prevent  tbe  float  ftom  i>erfonniug  its  office  within  tbe 
call. 

Tbe  plaintiff's  alleged  invention  consists  of  a  can  combined  with  a 
fannel-sbaped  float  resting  on  the  surface  of  tbe  liquid,  and  so  fltted  tt» 
tbe  can  as  to  rise  and  fall  in  the  vessel  with  the  liquid.  The  upper  sur- 
face of  the  float  is  concave,  resembling  closely  tbe  shape  of  an  ordinary 
tin  spittoon.  There  i^-  a  hole  in  the  ceuter  of  the  float  through  which 
the  cream  or  milk  is  poured  into  the  can.  Tbus  the  complainant  claims 
that  tbe  combination  unites  four  elements:  (1)  the  can-body ;  (2)  the 
float;  (3)  the  concave  top  or  funnel ;  (4)  the  opening  leading  from  the 
fannel  through  the  float.  The  complaiuaut  makes  no  claim  to  the  in- 
vention of  any  of  these  parts  or  elements:  Tbey  were  ali  known  prior  to 
tbe  plaiutifi's  alleged  inventiou.  But  the  complaiuaut  claims  that  he 
was  the  first  to  bring  them  into  combination  to  produce  the  result  at- 
taiDed.  The  complainant  insists  that  by  means  of  bis  combination.can 
tbe  gathering  and  transportation  of  milk  and  cream  can  be  accomplished 
with  greater  dispatch,  less  inconvenience,  and  better  results  than  by 
means  of  any  can  used  for  that  purpot^e  prior  to  his  invention.  But  the 
real  difficnlty  in  the  solution  of  this  coutrorersy  grows  out  of  the  ques- 
tion of  novelty.  The  resjHiodents  give  evidence  showing  that  many 
years  before  tbe  complainar.t's  iuvention  a  can  was  known  and  asetl  in 
tlie  State  of  New  York  substantially  the  same  in  its  elements  and  pur- 
poses as  the  complainant's  can.  It  appears  by  the  evidence  that  this 
New  York  can  was  in  extensive  use,  aud  that  it  combined  all  the  essen- 
tial parts  or  elements  of  tbe  uomplainaut's  alleged  invention.  The  mod- 
els exhibited,  together  with  the  evidence,  show  that  the  four  elements 
which  the  complainant's  able  and  learned  counsel  claim  as  essential  to 
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their  combination  are  all  foandin  the  prior  N^ev  York  can;  (1)  tlieoao- 
body;  (2)  the  float;  (3)  tbeeoDcave  toporfunnel;  (1)  the  opening  lead- 
ing tiom  the  funnel  through  the  float. 

Judging  by  a  cooipariaon  of  the  models  before  the  court  and  by  the 
«\'ideiice  adduced,  it  iadifBoult  to  find  anyeasential  diffei^BDce  between 
the  principle  of  the  Kew  York  can  and  of  the  complunant'a  inventJOD. 
The  immediate  purpose  of  both  was  to  prevent  the  agitation  and  ohnm- 
ing  of  the  liquid  as  far  as  possible,  and  to  iusure  its  return  to  the  can 
over  the  concave  surface  and  through  the  opening  in  the  center  whea 
the  milk  or  cream  happened  to  be  forced  by  the  jostling  of  the  can 
thrOQgh  the  opening  of  the  float.  This  was  accomplished  in  both  cans 
by  means  of  the  float,  the  concave  top,  and  the  opening  in  the  center 
through  which  the  liquid  could  be  poured  without  removing  the  float — 
alt  combined  with  the  ordinary  milk-can  in  use  in  the  gathering  and 
transporting  of  cream  and  milk.  If  the  combination  and  function  of  the 
two  cans  is  the  same,  it  is  not  material  Eo  the  argument,  as  oooosel  seem 
to  assume,  that  many  individuals  in  using  the  New  York  can  invariably 
remored  the  float  in  flUing  the  can.  Theqnestiou  is  not  how  it  waaact- 
oally  used,  bat  rather  how  it  was  capable  of  being  used.  Farmera,  in 
filling  a  can  for  transportation,  would  very  naturally  remove  the  float 
and  replace  it  when  the  can  was  filled.  This  would  be  more  convenient 
fi)r  them,  and  the  chief  function  of  the  float  being  to  prevent  splashing 
and  churning  in  the  transit  they  would  see  no  object  in  pouring  the  milk 
or  cream  through  the  opening  in  the  concave  float  before  delivering  it 
for  transportation  to  the  cream-gatherer.  But  the  cream-gatherer  him- 
self, in  going  from  house  to  house  collecting  the  cream  or  milk  in  small 
quantities,  would  find  it  highly  inconvenient  to  remove  the  float  and 
replace  it  wlietievor  he  shoold  receive  a  pint  orquart  of  the  liquid.  With 
him,  moreover,  the  necessity  of  using  the  float  would  commence  with 
the  gathering  of  the  cream  nnd  continue  to  the  end  of  the  transit  in  order 
to  prevent  its  agitation  and  churning. 

The  complainant's  counsel  contend  that  the  two  cans  were  not  iden- 
tical; that  the  float  is  an  essential  element  of  the  complainant's  oomln- 
nation,  and  that  there  was  no  float  in  the  New  York  can;  that  the  con- 
trivance in  the  New  York  can  was  not  a  float,  but  a  close-fitting  piaton 
cover  which  had  to  be  moved  np  and  down  within  the  can  by  the 
applicr.tiou  of  external  force.  I  do  not  understand  the  learned  ooanael 
to  contend  that  with  respect  to  all  of  the  other  elements  the  New  York 
can  wtis  essentially  diSerent  from  the  complainant's  combination. 

It  is  insisted  that  only  two  witnesses  called  by  the  defendants  testify 
to  the  existence  and  use  of  the  New  York  can,  and  that  these  witneases — 

Bj  deoign  or  accideut,  in  ([iviDg  tlulr  teatimony,  call  these  oovera  "  fioaU,"  ons  of 
tliem  Bsiiig  the  two  tenuB — 1.  «.,  "uovera"  and  "floata  "— itidiacrlininatoly ;  and  that 
tlHwe  ivitnt»a»eH  fail  to  state,  eltlier  by  deaign  or  aacideut, bow  the  oaua  actaally 
worked,  and  wbether  the  ooren  fit  tight  or  looM  in  the  cana. 

But  it  happens  that  not  only  the  defendant's  two  witnesses  bat  aev- 
'al  witnesses  called  by  the  complainant  testify  to  the  use  of  the  New 
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York  cans,  aud  they  re|>eatedly  call  these  coDtrirances  "floats."  Why 
did  tha  complainant's  witoessea  call  them  "  floats "  if  they  were  not 
"  floats"!  If  the  contrivance  was  a  piston  cover  fitted  tightly  to  the 
can,  why  did  the  complainant's  witnesses  repeatedly  misname  them 
"floats"}  Was  this  misIeadiDg  misnomer  the  resalt  of  "design"  ou 
their  part,  or,  if  it  was  merely  an  accidental  misuse  of  the  words,  why 
did  not  counsel  in  the  ezamiimtion  canse  ^hem  to  explain  their  meaning 
more  clearly!  Again,  it  is  said  that  the  New  Tork  cans  "all  had  tight- 
fitting  pistun-covers  and  not  floats,  whether  made  flat,  convex,  or  con- 
cave," aud  that  "  it  is  perfectly  clear  from  the  t«stimony,  and  beyond 
all  dispute,  that  these  New  York  cans  were  nothing  but  pistou-cover 
cans."  This  is  certainly  a  grave  misapprehension  of  the  testimony,  first, 
because  the  witnesses  for  both  plaintiff  and  defendant  repeatedly  call 
them  "  floats,"  and  we  must  assume  that  they  knew  the  meaning  of 
worda.  But  several  witnesses  are  more  explicit. 
Hawley  says,  speaking  of  the  New  York  cans : 

The  GADa  ne  iiaed  fur  trkunpiiitiug  milk  had  nliutire  callctl  "coven  tbat  floated 
on  the  tup  of  the  milk." 

The  same  witness,  called  in  rebutting  by  the  complainant,  says  in  his 
testiuiouy-in-chief: 

Tb<3  float  WMB  Hmaller  tlian  tbe  can,  and  wonlil  move  np  aud  down  in  the  iimiUe  ot 
the  tail. 

William  Tallmao,  calle<l  by  tbe  complainant,  says  in  chief: 

Tbe  float  lo  tli»  flrat  can  that  I  used  vm  made  to  that  the  float  wonld  leulil;  alip 
.  in  (be  can.     Tbe  float  hud  a  coDcave  lop  with  a  hole  in  tho  oeoter  and  a  Cobe  longer 
than  tbe  depth  of  tbe  float,  extending,  I  think,  an  inch  and  a  half  beloir  the  bottom 
of  tbe  flange. 

Again,  same  witness — 

One  of  the  floats  1  uaed  flt  tight  to  the  can  and  the  other  did  not.  The  one  I  sent 
to  Dee  MoineH  did  not,  and  wonld  Kettle  dovm  tu  tbe  milk.  I  aliio  hod  onolhex  can 
that  I  osed.  It  would  readily  drop  to  the  bottom  of  the  can  of  its  own  weight.  It 
wonid  not  remain  in  tbe  poBition  in  which  it  wa«  placfd. 

Asher  J.  Barrett,  complainant's  witness,  testifies  touching  floats  used 
io  New  York : 

Have  had  floata  that  flt  tight  and  have  tkad  them  that  wodI.<  not. 

John  E.  Lonrey,  complainant's  witness- 
Some  of  the  floats  flt  tight  enough  in  the  cans  to  stay  where  you  put  them. 

It  may  be  implied  that  there  were  other  floats  known  to  this  witness 
that  did  not  flt  tight  to  tbe  can  and  stay  where  they  were  pat. 

George  L.  Cane,  complainant's  witness,  says : 

Have  aied  floataonbanliDg-cang,  like  Model  No.  7,  aa  longas  twelve  or  flfteen  yearn 
ago.  Never  »aw  a  can  niied  with  an;  cover,  except  what  ;ou  call  a  "  float,"  except 
milk-can*  for  shipping  milk  to  the  citf,  and  don't  know  that  they  had  anylbing  but 
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Other  witnesses  eiamiued  by  tlie  coniplaioant  testify  to  baring  serai 
made  or  ased  cans  with  coverH  concave  on  the  top,  and  with  opeoiDg 
ID  the  center  closely  fitted  to  the  walls  of  the  caa.  These  covers  ooold 
be  moved  np  and  down  in  the  can.  and  would  atay  where  they  wwe 
placed. 

Now,  this  evidence,  taken  all  together  aud  fairly  considered,  clearly 
proves  that  cans  withcontrivanoes  of  both  kindti  were  need  in  I¥ev 
York — some  with  concave  floats  restingon  thesarfiioeof  tbeflnict,  others 
with  what  coaosel  call  "  pioton-covera,"  concave  at  the  top  and  clo«^ 
fitted  to  the  can.  The  latter  might  be  moved  op  and  down  with  the 
hand.  When  the  liqnid  was  poared  into  the  can,  the  cover  conld  be 
elevated  withont  being  removed  from  Uie  can.  When  this  wan  aouom- 
pli8)ie«l,  the  cover  could  be  poshed  down  to  the  sarfatm  of  the  fluid,  thns 
preventing  the  churning  of  the  milk  or  cream.  Some  purchasers  might 
prefer  one  contrivance  and  some  the  other,  and  so  both  woold  get  into 
nse,  as  they  did  according  to  the  testimony  of  some  of  the  witnesses. 
This  view  sufficiently  answers  the  argameut  of  counsel  that — 

Some  of  tliH  wltUBMea  stBte  they  hod  difBcully  in  getting  the  oovbtb  fa  sod  out, 
they  fit  no  tight,  sail  tbftt  the  haucllea  noald  frequently  pull  otL 

Counsel  woold  infer  from  this  foct  that  there  were  in  fiiot  no  floats, 
in  a  proper  sense  of  that  word,  but  only  "  tight- fitting  piston-covets.' 
This  argument  is  untenable  for  several  reasons:  First,  because  the 
diiSculty  esperienoed  by  thuse  witnesses  was  probably  witb  the  tight- 
flttiug  covers,  which,  as  we  have  seen,  were  in  use  aa  well  as  the  float 
ing  covers ;  second,  becaose  nothing  is  more  probable  than  that  the 
cans  frequently,  in  handling,  became  bmisetl  or  battered,  so  that  tt 
would  be  difficult  to  remove  the  float,  which  would  be  made  to  fit  tbe 
can  as  closely  as  possible  consistent  with  its  office  of  moving  iu  the  oa& 
on  the  surtkce  of  the  fluid  ;  third,  because  if  the  can  and  the  float  did 
not  exactly  correspond  in  form,  one  being,  perhaps,  perfectly  cirealar 
and  the  other  not — which  might  often  happen  fh>m  imperfect  workman- 
sbip — there  woald  be  difficulty  iu  getting  the  float  or  cover  in  aud  out 
of  the  can.  Counsel  iu  this  argument  particularly  advert,  as  quite  coa- 
clusive,  to  the  testimony  of  a  witness  for  defendants,  who,  as  quot«d  by 
the  counsel,  says  "  he  remembers  what  a  time  he  used  to  have  in  getting 
the  covers  out."  This  is  in  the  testimony  of  Tallman.  What  he  does 
say  is  as  follows : 

It  waa  M  part  i>f  my  work,  when  I  wuna  hoy,  to  wuli  thcee  Aaaia.  ItemeBibet  wlwt 
a  tim«  I  wonid  have  gutting  the  doatH  out  of  ih«  can  aud  getting  them  in  Bgain,  aa 
they  would  MniietimeH  get  buret  out  of  shape. 

The  omitted  words — "  they  would  sometimes  get  burst  out  of  sbap^ — 
change  the  entire  efiect  of  the  witness's  testimony. 

The  coinpluinant's  invention  bhving  been  anticipated,  his  pateut  ooa- 
iiot  be  sustained,  nnd  hia  bill  must  be  dismissed,  with  coats. 


Coo^^lc 
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IDnitcd  SIMM  Circuit  CoaTt-^athwa  lUtlrtct  of  Maw  Xaik.) 

Newbuby  et  al.  t.  Mossmann. 

Deadfd  Sepiembir  25,  1684. 

29  O.  O.,  S77. 

WLtHV  the  patent  coveTeil  •  time-lock  in  wbich  aorae  part  of  the  mecbanlsiu  between 
thti  piiwiT  mitl  tlu*  li'ilt  Ih  iiif  l"  ylHlilinj;  by  nmunit  oT  n  upriiig,  so  aa  lo  Idhto 
the  bi>U  ToHt  ill  tam  of  a  Hliiick  to  thtt  luck  IVum  th«  oiitslile,  a  prHliiiiinary  in- 
Jiiiii-tion  refuceil  wliero  tkt-  yielding  portion  iif  the  allrgod  infrint^itig  ilHvice 
cniiHiHiH  of  a  snn-ff,  ii^liich  is  to  Ixi  atrlppeil  of  iti  threaiU  by  the  Hhoclc,  aod 
tlicru  was  no  proof  tliat  the  iihock  irniilil  eo  opurate. 

Mr.  Samuel  A.  Duncan  for  tlie  orators. 
Edtcard  \V«tmore  for  tlia  dcfeiidaiit. 

Wheelek,  J. : 

The  dnck-worb  of  tinie-tocks  regulates  the  nioTemetita  of  mnchinery 
to  make  way  for  th«  lock-bolt  in  aulockine.  Ro  that  tray  will  be  niiwle  at 
the  proper  time  and  not  soouer.  If  tbe  delicate  or  otber  parta  uf  tbe 
time-movements  are  broken  or  displaced,  so  as  not  to  hold  the  niachinery, 
It  will  Tuti  dotru  at  onve  and  free  tbe  bolt.  The  orator's  patent,  So. 
26a,(>'Ji,  dated  Angast  1,  1532,  and  granted  to  Newburj',  is  for  an  im- 
provement in  Ruch  locks  by  whicb  some  p<irt  of  tbe  meohuDlsm  between 
the  power  and  tbe  bolt  shall  be  mtide  yieldiii(f  by  a  spring,  so  as  to 
disconnect  there  more  readily  than  tbe  time-movement  will  and  leave 
tbe  bolt  fast  in  case  of  a  shock  to  the  lock  from  tlie  outside.  There  are 
ttro  claims,  one  of  whicb  is  for  tbe  oombinatiou  of  the  connectiug 
mechanism,  ^'sorne  |>art  of  which  is  made  yielding  for  tbepnr[K>seof  iu- 
ternipting  the  operative  contiiinity  of  the  mechanism  under  tbe  forc« 
of  a  shock,"  with  other  parts  of  the  lock.  The  other  is  for  the  same 
combination,  with  the  addition  to  the  parts  of  a  device  for  holding  the 
parts  ont  of  en(;;igement  when  disconnected. 

The  alleged  inrringcment  consists  in  making  the  connection  between 
the  phttes  of  the  clock-work  more  tinn,  moving  the  yoke-lever  by  whicb 
pine  on  the  dials  make  way  for  tbe  Jock-lwlt  away  from  the  front  of  the 
dials  to  make  room  for  throwing  them  forward  out  of  place  and  discon- 
Dectlng  them,  and  weakening  the  screws  by  which  they  are  attached 
to  their  arlMtrs  to  make  them  more  easy  to  be  reinovctl  from  their  places 
by  a  shock  from  without  Strengthening  tbe  parts  a':out  the  clock-work 
might  make  the  other  line  of  uiecbaiiism  comparatively  more  likely  to 
yield  to  a  shock  by  making  this  line  less  so,  but  that  would  not  of  itself 
seem  to  be  an  infringement  of  the  patent,  which  is  for  making  one, of  a 
Bet  of  parts  yielding,  and  not  for  making  another  of  another  set  noyield- 
iog.  Kenioviug  the  yoke-lever  ont  of  the  way  of  a  forward  movement 
(^  the  diah)  doea  not  appear  to  be  new  with  the  defendant's  locks  made 
nnce  this  patent  Locks  were  made  with  the  yoke-lever  back  of  (he 
dials  long  before  the  patent  and  before  the  invention. 
a.t7.t  PAT 2fi 
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The  most  imiKirtaut  ((uestion  is  wbethvr  the  dials  are  n  \y.in  of  tbe 
niechaiiisin  iiiadu  yielding;  fur  tlic  ])iir|H>se  of  disoiiiiicctiii^  tinder  the 
tortm  uf  a  Hliiiek  witliiii  tlif  iiicariiiig  of  tbo  i»ntfiit.  Tlu'v  ave  iu  tlieir 
fornier  jjlaces  faxtuiivd  by  tbe  annivs  form  of  fustf  iiin;;:,  but  made  weaker 
and  pt-rl.iips  lunde  no  fur  tbe  piiiitosv  of  l>uiiiK  imtde  to  apiH'ar  li»l)le  to 
di8<!otiiiMtt  In  case  of  a  Kbot-k.  But  tbere  is  no  evidence  tbat  they  vill 
tw  yield.  'ri)ey  iife  fastened  by  h  Kcrew  a]>pai'C'i.tly  made  to  bold  anit 
wbiuli  cannot  yield  to  tlie  force  of  a  shock  nitboiit  licing  Ktrippvd  of  it» 
threads.  Tlie  tlii-uadrt  tiit>  hiumII,  bnt  tiie  dials  are  li^bt,  tmd  it  does  not 
mem  as  if  any  wbock  tliut  would  not  sbattor  the  wliole  Htnictiin^  of  ii)i> 
lock  wunld  give  the  dials  moinentiim  cuoiieb  to  »tri]>  tite  tteiows  out  uf 
tbeir  tbreads.  Witiiout  proof  tliat  n  sliock  would  so  4ipiTiue  tUere  ii 
not  sutUoient  )inH)f  to  narmnt  tinmtiut;  a  preliiuiuaiy  iiijiiiictioii. 

Tliu  motion  is  tlierefore  denieil. 


McLaughlin  r.  Pkoim.e's  Haii.way  Company. 

Jkcidfd  Scptembrr  IS,  1?*1. 

■jii  (>.  (i..  -rr. 

1.  fV'lten'  u  pntoiiti-u  linn  for  tliirtui'ii  .vcari  nciiiiicix^l  iu  infriiigcuiciit  of  liis  pntcnr. 
anil  ii)  liiii  bill  ^Imus  no  ■'m;ii>(.-  r«i-  IiIh  di-la.v,  iior  i);iuirnm'r  of  tlic  (.'UadiK-t  of 
thn  ileffiiiliiiit  imriiialiilily  uii  llio  i-oiiiiiliiiNaiilV  p;irl  tn  assort  hU  ri^htn.  *fM 
tlint  wliiiti'vpriifliim  !it '.iiw  lir  iii.iy  linvi-  riiri1uiim;;i-«  hhi»vii  Inelicit  pfcvi'ul 
a  court  urriiiiily  rniiii  fiili'riVTiii);  liy  iiiiniii'tioii. 

^,  TbcK*''"''"'  pHilc.ipli'H  uri-i[iiil.v  jiiviH|>rii(l('iii'<M-oiitm1  in  iwileut  ciuwh  0><'^-  t^tulx- 
hcna.  IS^''J.-tiiit41Ui),  and  tin-  itiir^lion  <if  lnv]ii'«c»u  In;  niiatil  by  ilciiinin'r.  aiiit 
m  II  K.K).l  .li'ft-iM'  l.>  11  liill  ill  .•.[iiil:..  '(Wiilkcr  on  I'm.-iita.  «:,..  :.liT.) 

BREWRR,  J.  : 

Tbc  bill  ebary;cs  timt  lelfcrs  patent  for  a  Htrtet-tar  yate  were  issued 
to  tbc  coniL>htiiiant  and  one  J.  F-  lUadison  on  An;fust  ■!,  ISCIt;  tliat 
neither  of  said  patenti'es  ever  liircnNoil  or  granted  to  tbe.  defvudaiit,  tlie 
the  Peoi>le's  liailwiiy  Company,  or  any  one  else  tbe  riybt  or  privilege 
to  make  or  use  said  fifrati',  and  that  said  defendant  raihvjy  company  is 
now,  »nd  has  bt>en  for  thirteen  years  last  past,  using  and  conslruutlng 
such  patented  street-cjir  gates  upon  its  stieet-cara.  Tbe  pmyer  is  for 
iiynnctioil  and  accounting. 

The  single  «|iiestion  which  I  deem  uecessiiry  to  considei-  is  whether 
thoro  lias  been  such  laches  on  tbe  part  of  complaiiiant  as  will  prevent 
ae^urt  of  oquityfmin  taking  cogniKanw)  of  this  suit.  The  bill  shows 
no  excuse  for  bis  delay,  neither  ignorance  of  tbe  conduct  of  thedefcud- 
ant.  nor  inability  ou  the  complainanl'sparttoassert  bis  rights.  Itislelt 
vpon  tbe  naked  assertiou  that  tiie  patent  existing  for  now  over  fifteen 
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yewa  the  defeodsnt  has  for  thirteen  years  beeo  iaftiugiug  thtuvon. 
UDder  these  circamatauees,  whatever  action  at  law  he  may  have  for 
damages,  I  think  his  own  laches  sach  aa  prereuta  a  court  of  equity  from 
int«feriDg  by  injunction.  That  the  general  principles  of  equity  joris- 
prndeuce  ooDtrol  in  pateotcase^  cannot  be  doubted.  Revised  Statutes, 
sectioQ  629,  paragraph  9,  also  section  4921,  which  last  section  contaiiu 
Uiese  words : 

Tbe  aBTsral  ooDiti  Tested  with  JariwlictioQ  of  caaM  arisiug  under  the  pktenl  l*wa 
•hall  baTB  power  to  gnni  inJunotioDi  ocoonlin);  to  Iho  coarM  and'  prinolple*  of 
eoDTlt  of  aqaity,  to  prevent  the  violation  of  unf  right  aecnred  by  a  patent,  opon  eaoh 
tecou  aa  the  oourt  aiitj  deeui  readuaable. 

Now,  generally  speaking,  the  laches  of  complaiuaut  Is  sufficient  ground 
for  non-iuterfereuce  ou  the  part  of  equity.  Nearly  all  the  lifetime  of 
(his  patent  the  complaiu;*ut  haarumnitiiid  ailent,  by  bis  silence  consent- 
ing, or  at  least  acqiiifBcing,  in  the  ants  of  the  defendant.  To  interfere 
now  by  injuDction  would  seem  mauif'estly  inequitable. 

That  this  qnestion  of  lacliescau  be  raiaedbydemurrer,  and  thatitisa 
good  defense  to  a  bill  in  equity,  in  abuudantly  snataiued  by  the  author- 
ities. 

In  Walker  on  Patents,  section  507,  it  is  said : 

The  defenae  of  laohea  can  be  made  in  a  dDiuurrcri  or  in  au  answer,  or  in  an  aign- 
ment  on  the  hearing  without  an^  pleading  to  iiipport  it.  Bnt  a  plea  ii  not  appropriat* 
in  each  a  defeoM,  becauie  If  the  bill  thow*  delay  and  U  allent  aboot  uxcnaei  there- 
for the  metbod  of  a  plea  wauM  be  to  itate  that  there  la  no  •noh  ezonae,  and  becaoae 
bf  (akioK  Iwne  on  each  a  plea  aud  franiiag  au  excoM  the  ooniplalnaot  oonld  cnt  off 
all  other  excneea  uud  win  the  oaae.  To  Knard  agaioat  a  demnrrer  baaed  on  laobea  In 
a  eaae  where  long  delay  Intervened  between  the  iufringeiQent  and  filing  of  the  bill, 
thebillonght  to  Btate  the  exiating  exeuMi  for  that  delay,  and  to  goard^ainataaoh 
defeBM  being  itortedou  the  heacing  the  evidenoe  ought  toahon  whatever  ezonaethe 
ooiaplaiuaut  citii  interpoae. 

See  also  tbe  following  authorities:  Majcicell  v.  Eeanedff  (8  Howard, 
222) ;  Lewis  v.  Chapmaa  (3  Beavaa,  133) ;  Saunderx  v,  Smitli  (3  Myline 
&  Cnug,  711) ;  Coltard  v.  AUuon  (4  Id.,  487) ;  Wgeth  v.  Stow  (1  Story, 
273) ;  Boot  r.  Itailwag  Company  (105  U.  8.,  215) ;  Curtis's  Law  of  Pat- 
ents, seoCion  440,  in  which  the  author  says : 

Where  a  patenteeaeeka  an  injunction  against  an  alleged  infringer,  and  theerideoM 
(how*  that  thia  infringer  or  oihen  have  been  In  the  habit  of  diaregardlng  the  exoln- 
•i*e  right  conferred  upon  the  patentee,  aud  thia  with  knoirledge  oither  aotnal  or  Im- 
plied on  the  part  of  the  patentee,  the  oonrt  will  diimiw  the  bill  on  the  gronnd  that 
the  complainant  haa  been  guilty  of  laehei,  or  that  there  ii  a  want  of  that  esoluaiv* 
poaaeaaion  whloh  Ilea  at  the  fonndatlon  of  every  claim  for  an  It^nnotlon, 

These  authorities,  enforcing  the  general  rule  of  pquity  jurisprudence, 
compel  the  snstaining  of  the  demurrer.  Tbe  i  order,  therefore,  will  be 
that  the  demnrrer  be  snataiued  and  tbe  bill  dismissed. 


D,g,l,..cbyGOOglC 
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[United  SIMM  dmilt "— r*    *— ^ —  Dlitrtet  of  fm^ftr^^ 
BOBTOOK   v.  GOODBIOH. 
DteUUA  JMne  S,  UW. 
)»  O.  O..  ffe. 
1.  iHrKOTxnMT  DPOK  FoRMXx  iHVXNTioir— ImuxoBimm.  i 

Letters  Pkteot  for  «a  Improvement  niBd*  to  *  patented  InventiOBbj  addition*! 
feature!  having  no  material  effect  upon  the  obamcter,  opprattoD,  or  reanit  jaa- 
dnoed  do  not  confer  upon  tbe  snbeeqnent  patentee  a  right  to  hm  the  (wiginal 
device. 
9;  Brumxa  up  and  HncTtPLTDto  Claim§. 

The  practice  of  aooeceMarilr  aplitting  np  and  maltiplrlDgoIainwdleapprond. 
S.  Etidknck—Imcomsistknt  Conduct  of  KBSFOMDitrr. 

Tbattbereepondentoffereda  large  earn  of  mouey  forapatei]t,andeab«BqDenUf 
took  ODt  patents  for  •Imilar  devices,  are  facte  to  be  oucaidered  aa  Iteiug  incos- 
•isteot  tiith  his  eabeeqneDt  contention  of  want  of  novelty  in  the  patent. 
4.  BosTOCK— Sevimq-Haghink    Tuck-Ckxabkhb— Lkthbb   PirTEur  Not,    64,4M, 
60,369,  61,160,  117,501. 

Letters  Patent  No.  G4,40<,  i«Ded  Hay  7, 1887,  and  Vo.  f>0,9iB,  Iwoad  Jaij  SB, 
1866,  to  Edward  Boatook,  for  improrementa  In  aewisg-maehlne  tnefc-cre*»ei ,  a» 
not  ahown  to  want  patentable  novelt;,  and  are  Inlringed  hj  the  devloe*  eon. 
stmcled  nuder  Lettera  Patent  Vo.  61,100,  iaaned  Angnst  16, 1068,  and  So.  117,601, 
Issned  Hay  16, 1876,  to  Henry  C.  Goodrich. 

Heuuhq  do  bill,  ausver,  aod  proofs. 

[Bill  to  restrain  an  alleged  inMngetnent  of  claims  yos.  2,  S,  6,  and  0 
of  Patent  TSo.  04.404,  Isaned  May  7, 1807,  to  Edward  Boatoofe,  and  claim 
No.  1  of  Patent  Ko.  80,209,  issued  July  28, 1868,  to  said  Bostook,  for  im- 
proTements  in  seviDg-machine  tnok-oteaaera,  assigned,  by  nemie  as- 
signments, to  Sarah  L.  Bostock.  Respondent  oonteodcd  that  there 
was  no  patentable  novelty  over  twenty -one  prior  patents,  and  alleged 
that  the  derioes  made  and  sold  by  the  respondent  under  Letters  Pat- 
ent No.  81,100,  issued  Angnst  18,  1868,  to  Henry  C.  Goodrich,  and  No. 
117,501,  issued  May  16,  ISTC,  to  said  Goodrich,  for  improvements  in 
tack-creasera  for  sewing-machines,  were  diBtingaitihable  ttora  tbe  Bos- 
tock invention  in  the  constnictiuu  and  mode  of  operation.] 

Mr.  H.  T.  Fenton  and  Mr.  W.  W.  Le4yard  for  the  complainant. 

Meatri.  We»t  di  Bond,  of  Chicago,  for  the  respondent. 

BUTLEE,  J. : 

The  patent,  No.  80,:J7<I,  of  July  28, 1868,  having  been  withdrawn  from 
the  case,  we  have  for  consideration  oidy  those  of  No.  64,4U4,  of  Mn;  7, 
1807,  and  No.  80,260,  of  July  28, 180«.  Uf  No.  64,401  the  defendant  is 
charged  with  infringing  claims  2,  i),  5,  and  6,  and  of  No.  80,269,  claim 
1.  The  defense  set  up  is  want  of  novelty  and  Donitifringement.  Hie 
patentee  has  pursued  the  usual  and  repreheoHible  practice  of  nnneces- 
sarily,  if  not  improperly,  splitting  np  aiid  multiplying  claims.  Its  ef- 
fect here  (which  may  be  nuimpartant)  we  are  not  called  upon  to  coo- 
aider.    The  Patent  No.  64,404  covers  a  right-angled  base-^te,  a  right- 
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angled  spring-arm,  and  a  gag«-pl»te,  with  downward  projection,  com- 
bined as  described  in  tbe  speoiAcations  and  stated  in  the  claims.  Ko. 
80,209  embmces  the  same  matters,  and  also  an  improvement  on  the 
original  derice,  which  consists  in  transferring  tlie  slot,  through  which 
aDD«zation  to  the  sewiug-machine  ix  made,  tiou  the  base-plate  to  tbe 
gage-plate. 

The  first  branch  of  tbe  defense  is  not,  we  think,  sustained  by  the 
proofe.  No  one  of  the  several  prior  inventions  exhibited  Keeins  to  cover 
the  combinHtiou  embnvced  in  the  phuntitf's  claims.  Considerable  em- 
barrassment was  enconntered  in  passing  n|>on  this  qae-stion,  from  the 
absence  of  proi>er  niok-ls  aiul  fi'oui  tbe  conflict  of  ext>ert  testimony. 
The  barden  of  proof  being  on  the  defendant,  any  disadvantafje  result- 
ing from  this  caase  ftills  u{)on  bim.  It  was  his  duty  to  show  the  alleged 
anticipation  distinctly  and  clearly.  He  has  not  done  so,  and  the  orig- 
inal presumption  in  favor  of  tbe  patent  must,  therefore,  be  allowed  to 
stand.  Tills  presumption  is  greatly  strengthened  here  by  his  offer  of  a 
large  sum  of  money  for  the  patents  in  1870.  This  oSer  to  purchase  is 
irreconcilable  with  his  jiresent  attitiule,  as  are  also  Ida  acts  in  taking 
oat  several  patents  for  similar  devices,  which,  according  to  the  defense 
«el  op,  are  anticipated  and  ohi.  Nor  do  we  think  the  second  branch  of 
defense  has  been  more  successfid.  Here,  again,  tbe  expert  testimony 
is  in  direct  conflict.  A  comparison  of  tbe  device  manufactured  by  the 
defendant,  however,  with  the  pluintifl''s  shows  them  to  be  esseutiitlly 
tbe  same — in  design  or  purjiose,  in  construction,  method  of  operation, 
and  effect  produced.  Exhibit  B  seems  to  possess  every  feature  of  tbe 
plaintiff's  invention.  Thesliglitstructural  difTerences  are  uuimportaat. 
Tbey  have  no  material  effect  upon  thevliaracteroropcmtionof  tbe  ma- 
cbiue  or  the  result  produced.  While  the  grooved  wheel  does  uot  re- 
volve, its  pressure  upon  the  knife  betow  forms  a  crease,  precisely  as 
woald  be  done  if  it  turnetl.  Whether  the  plidntiff's  revolves  deiwnda 
apon  tjie  ex'tent  of  pressure  ajiplied  and  friction  produced.  If  the  de- 
fendaut's device  may  be  regardml  as  an  improvement  on  the  plaintiff's 
because  of  additional  features,  this  will  not  justify  his  nse  of  the  plain- 
tiff's invention. 

A  decree  must  be  entered  accordingly. 


lUnitsd  SUlea  Circuit  C.uH— Soulhurn  DIslHcl  ofXrv  York.] 

Hicks  r.  Otto  bt  al. 

Dniiitd  .I/on*  Ir',  IJ^s-l. 
a)0.  i;.,  :«!.■). 
,  B«iMne<l  Letters  Pntuut  No.  lll.lrtti,  jirHur-'d  Aiisiist  •£),  l«-a,  K.  Jiiin.o  Jowph 
Hicks,  uMiipiFe  of  Lnigi  Pimmi,  for  »  iiianinrj-ing-ltuTiimuitiei-,  Hi"  iiriiiuiple 
of  whicb  ia  tlie  plitciu;.'ol'tlu<  iKin' of  tlit- tlK-riiKitiii^tcr  in  ivnr  nf  »r  lir.vuiid  k 
magnifyiog  curve  or  Hiirfnce  thiuiigli  irliicU  ttic  liur«  is  to  )it^  vicn-i-cl,  <Ii'«Iiired 
vnlld. 
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%  A  patent  reJMne  with  clktmB  more  ipMiBoallr  and  elearlf  dewtibtng  tbe  luTaa* 
tion  ia  valid,  althoagh  applied  for  more  thaa  two  jean  after  the  date  of  Ui6 
original  patent,  and  although  the  origioal  claitaa  in  conn«otioD  with  the  spee- 
ilication  were  rapslile  of  the  same  conBtrnctiou  aa  the  olaims  of  the  leuaoed 

3,  The  fact  that  i>  patented  article  immediatelf  on  It*  introdaetioii  waa  raeeeMfU  in 

the  traile  U  evidence  of  invention. 

4.  The  fact  that  au  alleged  anticipating  device  mode  no  inprsMlon  oo  tlie  tr*Se  and 

w»B  not  a  practical  aacoeu  imlioatea  au  abandoned  experiment. 

iteairt.  Frott  d;  Coe  for  tbe  complaiDant. 

Mr.  A.  von  Brieten  for  tiie  defeadaots. 
Wallace,  J.  .- 

Inniupeinciit  is  alleg:ei1  of  tbe  first  and  secoDd  claims  of  Eeisaaed 
Letters  rsteiit  No.  10,189,  granted  Augnst  29,  1882,  to  L.  Perooi,  as- 
signor of  Jaine8  Jortepli  Iliuks,  for  an  improvement  in  thermometers. 
The  invention  of  Peioui  wns  patented  in  England  Jannnry  24, 1878, 
and  tbe  original  patent  here  was  issued  December  9, 1879.  It  relates 
to  the  class  of  tbermometera  known  hh  "cbnical  thermometers,"  in  which 
it  is  desiraljle  tbat  tbe  bore  sbould  be  as  small  as  possible,  in  order  that 
the  cohinin  of  mercury  may  resiwnd  rapidly  to  changes  of  temperatare 
At  the  bulb.  The  employment  of  a  bore  almost  microscopic  in  its  call; 
ber  necessitates  the  use  of  a  magnifying  lens;  otherwise  it  is  very  difB- 
colt  to  detect  the  exact  point  in  tbe  bore  at  which  the  mercury  stands. 
Perooi's  improvement  is  directed  to  sad)  a  coustmction  of  tbe  glass 
tube  surrounding  the  bore  for  the  mercury  colamo  as  will  iocrease  tbe 
lens  power  of  the  tube. 

Tbe  defenses  principally  relied  npon,  besides  thatof  uon-iDMngement, 
are,  (1)  tbat  tbe  reissue  is  void,  being  for  that  which  was  abandoned  on 
the  apptic^alioii  for  tbe  originHl  piUent,  and  as  enlarging  the  claim  of 
the  ori;;iiiiil  J  (:^}  antici|iatini;  by  description  in  prior  foreign  publica- 
tions; (3)  jnior  publitMisti. 

The  Hpeci  Ilea  lion  of  tlio  on;;initl  patent  follows  verbatim  tbat*of  the 
Englisli  patent.  The  invention  is  unbBtiintiaily  described  a»  consisting 
in  localinti;  llie  boie  for  tbu  nici-cury  in  tbe  rIjiss  tube  l*youd  the  me- 
cliniiical  ceiitfr  or  jixis  of  the  niagiiifyiiiK-curves  of  tbe  tul»e.  This  in. 
Tolves.disciiriiJii};  \\iv  circular  f;Ia*s  tubes  commonly  used,  and  employ^ 
ing  tliOKC  in  wLicb  tlieic  id  >i  convex  surfiK-c  so  located  as  to  be  eccen- 
tric to  tlie  bori-,  iicveral  illustrations  are  given  to  show  how  the  bore 
is  located  when  tlio  nmgnil^'ing-surfaces  of  tbe  tubf  differ  in  their  form 
and  Imration,  and  all  of  which  <-xbibit  bow  tliescieutjflc  fact  is  utilized — 
that  tbe  appnreut  size  of  an  object  is  mugnitled  more  when  it  is  t>eyoud 
tbe  mccbanicat  center  of  tbe  convex  fauo  tUn)ugh  which  it  is  viewed 
than  when  it  is  located  at  the  confer  ofthe  arc  formed  by  the  convex  face. 

There  were  two  claims  in  tlie  original : 

1.  A  thLTnioitiuluT-tiibu  liaviuK  iIh  Lure  out  of  or  beyond  the  uiechauical  axis  or 
•antvr,  uh  uiid  foi-  tlio  piiriMM-H  diHtrilied. 

8.  A  tlieniiiiini^tur-tiibe  bnvjuK  iu  burn  out  of  and  beyond  the  center  therear,  «ad 
a  curved' poi  tion  or  portion*  for,  magnifying  aaid  bore,  aubstantiallj  aaaet  forth. 
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It  is  insisted  for  tlie  defendants  that  tliese  claims  are  intended  to 
emphasize  the  theory  that  the  invention  consisted  of  a  iabe  in  whicih 
the  bore  was  to  be  ontside  the  center  of  the  tcbe,  frnd  weie  intended  to 
limit  the  patent  to  such  an  invention,  and  that  this  iras  done  in  order 
to  obviate  the  danger  that  the  claims  would  othervise  be  anticipated  by 
the  Negretti  and  Zambra  English  patent  of  1852,  althoagh  the  Ian- 
gnageof  t^eclsimn,  read  wfthont  a  careful  analysis  of  the  speciHcation, 
woold  seem  to  limit  them  to  a  tabe  in  wbivh  the  boie  is  oot  of  or  be- 
yond the  center  nf  the  tnbe  itself.  The  first  claim  ia  certainly  capable 
of  a  Ronstmctinn  as  broad  a<i  the  invention  describerl  in  the  sppciflea- 
tion,  and  if  the  cfl«e  were  now  here  upon  thnt  claim-sach  would  be  the 
ooDstmction  which  it  ivonld  receive.  The  mechanical  axis  orcenterre> 
ferred  to  in  the  claim  wonld  be  construed  to  n>fer  to  the  mechanical 
axis  or  center  of  the  convex  or  curved  surface  of  the  tnbe.  There  was 
nothing  in  the  prior  stnto  of  the  art  to  require  a  more  limit«l  cnnstmc- 
tion  to  the  claim.  The  Negretti  aud  Zumbra  patent  merely  describes 
a  thermometer  nitli  a  flat  glaHs  tnl>e  inste»'1  of  a  ronnd  one.  It  no- 
-n-here  sngjiests  tlie  existence  of  any  magnifying  effect  by  reason  of  the 
cbaD|;e  in  the  form  of  the  tube  or  the  lucution  uf  the  Iwre.  So  tar  aa 
appears,  Peroni  whs  the  first  to  ttnggest  thiu. 

A  reference  to  Peroni's  English  patent  ahows  thartn  the  claim  he 
speciBcally  stated  thenatnreofhia  invention  to  consist  in  makiujftnbes 
in  which  the  bore  is  ont  of  or  twyond  the  mechanical  axis  or  center  of 
the  inagnifying-curve.  lu  the  specification  of  bis  original  patent  here 
he  describes  one  form  of  tabe  which  has  a  carved  top  and  perpendi- 
ealar  sides,  and  another  in  which  the  curves  are  located  between  the 
top  and  the  sides,  which,  he  states — 

B7  reaaoD  or  the  bore  being  beyond  the  mochanickl  center  or  bxIb  of  HDch  onrrco, 
act  M  maEntfying  cnrrCB  or  leoaes,  Aud  thne  inagoiry  the  lippeBranc?  of  the  bore 
mora  than  te  the  cue  nkere  the  bore  is  pUced  in  th«  meohanlcal  center  or  Bxie  of  the 
tabe  or  of  Che  curvn]  portionsaf  the  tube. 

A^in,  he  represents  a  different  section  of  tubing  with  his  iuveutJon 
applied  thereto,  and  states— 

In  thia  coao  thn  tnbe  Is  mni'nly  circalur  f  11  section,  und  tlie  boro  la  in  the  center  of 
(tae  mun  portion  thereof;  bnt  the  tnbe  is  formed  with  a  curved  portion  at^ndiug  np 
ftbore  the  mneral  aurfiioe  of  the  tnbe,  hvA  by  retMon  of  the  biire  of  the  tube  being 
beyond  the  luechanicul  oxia  or  center  of  such  raispd  portion  the  latter  acts  m  a  lent 
or  magnify  ins-curve  and  greatly  maKiilfies  tbe  appearance  of  the  bora. 

All  this  is  quite  inconsistent  with  a  construction  of  the  first  claim 
that  would  limit  the  iurention  to  one  in  which  the  bore  is  ont  of  or  be- 
yond the  muclianical  axis  or  center  of  the  tube  itself. 

In  the  reissue  the  specification  baa  been  amended  so  as  to  express 
clearly  what  was  plainly  suggested,  but  left  to  be  spelled  ont  by  infer- 
eoce  in  the  original.  This  has  been  done  by  a  statement  of  the  prind- 
pie  of  his  invention  and  a  more  specific  description  of  the  means  em- 
ployed to  carry  it  out. 
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Th«  flnt  daim  of  tfae  reiaaae  is — 

A.  tbenDonietaT  baviiiK  its  bore  fn  i«u  of  oi  beyond  the  meofauiiBkl  «na  or  OMiUr 
of  the  convex  aor&oe  through  which  it  ia  riewed.  aouid  fen-  ths  pnrpoae  daacribod. 

Tlie  Becond  is — 

A  thennotaeteT  hnvlog  k  oodvox  or  leua  liont  for  intgnifying  the  horo  filmed  of  > 
aBaller  carve  then  thftt  of  the  liodf  of  the  thermonieter,  anbatantially  aa  eet  forth. 

The  seooncl  claim,  as  also  the  third  (which  is  not  involved  io  tllia 
flQit},  covers  details  of  oonslTDCtioD  described  in  the  speciflcHtion ;  bat 
the  first  claim  is  broadly  for  the  principle  aod  means  of  producing  tbe 
mafniifyiti?  effect  as  described  in  the  sp«ciflcatii>D.  Wbile  any  nncer 
taiuty  which  existed  in  tbe  first  claim  of  the  original  patent  is  elimi- 
nated by  tbe  first  claim  of  the  reissae,  it  is  not  a  broader  or  a  different 
daim  np»n  a  fair  and  reasonable  constmction  of  that  claim  in  the  origi> 
naL  What  has  already  been  said  conoemiug  the  Hegretti  and  Zambra 
patent  disposes  of  any  defense  of  anticipation  resting  upon  that  patent. 
Belianoe  is  also  placed  on  a  printed  pablication,  which  was  a  catalogoe 
oircnlated  by  tbe  complainant  in  187(i,  in  wbiish  he  Hdvert;ised  tber 
mometers  for  sale.  One  of  these,  designated  as  No.  4oO,  is  described 
-as  one  "with  an  oval  back  and  front."  Auutber  (No.  451)  is  described 
as  one  "  with  fiat  back,  tbe  front  made  in  tbe  form  of  a  lens,  so  as  to 
magnify  the  mercnrial  column."  Neither  of  these  descriptions  suggest* 
a  tnbe  in  which  the  bore  is  so  located  as  to  bo  beyond  tlie  eeut«r  of  the 
lens  or  curved  snifaoe  throagfa  which  it  is  to  be  viewed. 

The  defense  of  prior  use  is  not  satisfactorily  established  by  tbe  evi- 
dence. So  far  as  it  rests  upon  tbe  thertuoiDeters  of  Hicks  sobl  iu  this 
eonntry,  those  of  tbe  class  described  as  No.  4.~>U  in  bis  catalogue,  and 
vhich  were  made  with  a  flat  back  and  frout^  so  that  they  could  not  roll 
off  a  table  when  in  nse,  if  they  magnified  the  column  at  all  it  was  in  a 
bardly  appreciable  degree,  and  were  of  oo  practical  ntility  in  that  be- 
kair.  The  class  described  as  No.  541  were  luuised  upon  by  tbe  Patent 
Ufflce  before  granting  the  reissue,  and  held  not  to  show  the  invention  of 
Peroni.  Althongh  they  bad  been  described  in  compluiuaot's  catalogna 
as  magnifying  tbe  mercurial  column,  the  proofs  show  tbe  bore  to  have 
been  located  between  tbe  lens  surface  ami  the  center  of  tbe  aic  of  the 
lens,  and  consequently  the  magnification  was  much  less  than  that  pro- 
duced by  Peroni,  and  did  not  involve  his  principle.  As  to  the  ther- 
mometers made  and  sold  by  Adol  pL  Bayer,  tbe  evidence  indicates  that, 
although  he  made  half  a  dozen  or  less  number  on  one  occa-tiun,  they 
were  made  ex)>eriu]eutal1y,  nud  the  result  was  not  sufllcieutly  eiicourag- 
iog  to  induce  bini  to  reiM>Ht  tbe  extteriment.  lie  waH  a  inaiinfucturer 
and  dealer  in  the  article.  Tbe  Penini  tliennoiuetor  was  »  auccesa  as 
aoon  as  it  was  introduced  to  the  trade,  while  Diiyei-'s  full  still-born  uyKta 
the  curreut.  Tbe  proof  is  not  satisfiictory  that  they  were  a  piwtical 
suecess,  but,  OH  tbe  contrar>',  indicates  that  they  belong  to  the  c«ta- 
logne  oi  abandoned  experiments.  The  speoiruvn  exhibited  was  made 
years  later  for  the  purpoau  of  meeting  a  motion  for  an  injunction  iu  a 
•Dit  brought  upon  tbecoraplaiuant's  patent.     Without  cousideriug  with 
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particolarity  the  otber  instauces  of  prior  use  relied  npoo,  it  saffloes  to 
8a;  tbat  the  defendaut'g  ease  fails  to  meet  and  overthrow  the  preaump. 
tioD  ariHiiig  from  the  grant  of  the  patent  by  such  cogent  and  satisfac- 
tory proof  as  the  rale  of  law  applicable  to  this  defease  requires. 

The  more  difficult  qaeatiou  in  the  caw  ia  as  to  infringement.  The 
defendant  Is  maniifkctartng  ostensibly  under  the  letters  patent  granted 
to  Henry  Weinhagen,  October  10, 1880,  and  reissued  January  16, 1863. 
The  (ilaim  of  the  original  was  for  a  thermometer-tube  having  a  flat  bore 
and  a  flat  back  and  sides  forming  acute  angles  with  said  back,  and  con- 
verging toward  and  Joining  each  other  at  an  acnte  angle  opi>osite  the 
flat  bore,  so  AS  to  form  a  prismatic  front.  The  theory  of  the  invention 
is  that  the  uiaguif^'iug  power  is  dne  to  the  refracting  action  of  the  pris- 
matic sides  in  combinalion  with  the  flattened  bore  in  a  plane  at  right 
angles  to  the  line  of  view.  Indeed,  it  is  insisted  by  experts  for  tlie  de- 
fendants that  the  substantial  and  practical  maguif^'ing  effect  found  in 
tlia  Peroni  thermometer  is  not  due  to  the  lens  action  of  the  cylindrical 
tube  whether  the  bore  of  the  tube  be  place<]  in  ita  axis  or  beyond  the 
axis  of  curvature  uf  any  part  of  the  tube,  but  is  dae  to  the  refracting 
actions  of  the  sides;  and  an  attack  is  made  apon  complainant's  patent 
as  containing  a  false  and  det^ptive  speeiHcation  in  this  i-egard. 

A  careful  cousideratiou  of  the  evidence  taken  in  connection  with  the 
experimental  tests  made  upon  the  hearing  has  led  to  the  cooclusion  tbat 
the  theory  of  the  defendants'  experts  is  not  correct.  In  his  originid 
specification  Weinhagen  states — 

That  bis  tuba  U  made  >■  Mhkrp  a*pi>aHib1e*titaJiiiiution  and  forms  »  pnauiatic  pol- 
tloD  or  froDt,  [uiil]  that  the  prismatic  lides  Joiu  eaob  other  at  so  acnte  angle  oppo- 
Mte  the  bore. 

If  the  defendant's  thermometer-tubes  were,  in  fact,  of  tliia  description, 
they  would  not  infringe  the  complainant's  patent.  The  magnifying- 
carve,  which  ia  the  convex  surface  of  Feroui,  would  be  absent,  and  the 
two  inventions  would  not  involve  the  same  iiriuciple ;  but  it  U  believed 
that  Weinhagen  found  it  necessary  to  adopt  the  principle  of  Pfroui's 
invention.  lu  his  reissue  the  feature  of  the  acute  angle  in  front  of  the 
bore,  formed  by  making  the  tube  as  sharp  as  possible  at  its  junction, 
is  modiited  by  u  description  of  the  mode  of  making  the  tube  wliich  results 
io  tlie  angles  remaining  "slightly  ruundud."  This  coutlguratiou  of  the 
angle  appears  quite  clearly  in  the  photographic  repre.<ieutations  of  a 
section  of  his  tubes.  These  present  a  "slightly  rounded"  angle  or  lens 
anrfaoe,  which  is  subst;mtially  the  same  as  is  shown  in  Fig.  2  of  the 
drawings  of  complainant's  patent  The  bore  is  located  beyond  the  cen- 
ter of  the  magnifying-curvc.  It  is  therefor©  held  that  the  delendants 
infringe. 

A  decree  is  ordered  for  the  compluinuiit. 

A  reargumeut  of  this  case  on  certain  i)oiiita  was  afterward  ordered 
by  Judge  Wallace  before  Mr.  Justice  Blatchford,  sitting  as  cirouit 
judge,  and  himself.  The  reargumeut  took  place  June  12, 1884,  and  the 
opiuiou  of  Judge  Wallace  as  givou  above  was  afllrmed  aud  sustaiued. 
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HHJJGAN  V.   LALANOB  &  ObOSJBAIT  HATTUPAOTimiNa  OOKFAlrT. 

DraU«J^iWMl99,  1884. 

fiO  O.  O.,  307. 

1.  Where  tite  ev[dence  r«itnd  alninnt  wholly  iu  parol,  and  there  n'M  enough  on  eitbir 
aide  to  well  nntraiit  a  lltiiliiig  that  way  if  there  bftd  been  none  on  the  other, 
ftnil  thfl  iletPmiinKtioh  of  the  (jnHiitian  ile(i«ii(tBd  npon  tha  eredilnlity  of  the 
iritneiwm:  Belil,  that  that  qneati'inwM  within  the  peoollarproviueeof  the  J1U7, 
tnil,  iinlegH  it  apixtBrs  that  thoy  did  not  oooHider  the  qoestinu  fairly  «ad  decide 
it  dccordioK  to  tbuir  best  Jadgmeut,  the  court  han  do  di*iii»Ltion  or  authority 
to  review  their  work. 

S.  Wbero  a  pntnnt  oiiTera  vniuKla  having  both  a  afaonlder  and  wire,  and  the  inrentor 
did  not  invent  the  nire,  the  act  of  the  eolicitor  Innerting  it  wonld  Mem  to  be 
no  authorized,  kud  the  patent,  aa  to  the  pnblio,  void. 

3.  The  real  question  noir  ia  whethuc  the  fact  of  the  invalidity  is  a  good  anawer  to 

this  action  npoo.  the  coiitrovt.  Tlje  dofendaut  has  had  and  enjoyed  what  was 
contracted  for,  and  it  is  no  iinxiver  to  auy  that  the  aanie  mi|;ht  have  bean  had 
without  the  oontraot.  The  defeudant  could  not  both  ntand  npon  the  patent 
and  repudiate  it,  nor  npon  the  plaintiff's  title  and  repudiate  that. 

4.  Letten  Patent  No.  189,i&0,  ynuted  April  3,  1877,  to  Henry  C.  Hilltgan  for  m  im- 

provemeot  in  aheet-metal  veaaeU  fur  calinary  pnrpoaea,  declared  Totd. 

Mr.  R.  Bobertson  for  tlie  plaintiff. 

Mr.  Abram  Wakenuin  for  the  defeodatit. 

Wheeleb,  J.  : 

The  plafntiff  was  In  the  employ  of  the  deAodaDt,  and  made  wtat 
they  sniit>oHed  to  be  an  invention  of  a  new  and  patentable  improvemeDt 
In  ebeet'iiietal  venDt-lH  for  culinary  porix*^")  consiHtiiig  of  a  shoulder 
aroniid  the  inside  of  the  upi^er  eUge  to  support  the  lid.  He  assigned 
it  to  the  deft^ndant  to  procure  a  patent  npon  it  aod  practice  it.  The 
defeiidniit  npitliett  for  a  patent ;  the  application  was  rejeotetl  for  vant 
of  novelty.  The  eolicitor  amended  it  tn  include  an  inclosed  wire  at  the 
extreme  eilgo,  and  the  patent,  Xo.  180,351*,  doited  April  3,  1S77,  was 
granted  for  mich  a  vessel,  having  such  shoulder  strengthened  at  the 
extreme  edge  by  such  a  wire.  Tiie  defendant  made  and  sold  large 
quantities  of  the  vessels,  at  a  considerable  profit,  whivh  had  tbe  shoul- 
der without  the  wlr«,  and  some  at  some  profit  having  the  shoulder  and 
wire,  and  marked  them  all  as  patented,  with  the  day  and  year  of  this 
patent,  and  claimed  to  be  operating  under  ft;  and  this  claim  was  re- 
spected. Upon  the  trial  the  plaiuttif  claimed  that  thoassignmont  was 
made  upon  an  agreement  by  the  defendant  to  pay  him  a  royalty  on  the 
goods  manufactured  and  sold  un<ler  the  patent,  to  bo  afterward  ascer- 
tained ;  and  the  defendant  claimed  that  it  was  assigned  portuant  to 
the  terms  of  bis  employtnent,  aud  was  not  to  be  paid  for  except  gratoi- 
tously;  that  the  patent  does  not  purport  to  cover  the  shoulder  without 
tbe  wire,  and  that  it  is  void  as  to  what  it  does  purport  to  cover  on  ao- 
eooDt  of  the  change  made  by  tbe  solicitor,  aiid  otlierwtse,  to  that  tlierft 
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was  DO  basis  for  a  royalty.  Tbe  jnry  found  for  the  plaintiff  oq  tliis 
iasae,  and  stated  the  proportion  of  proflta  to  which  tbey  fonnd  tbe 
pl^fitiff  eotitled  under  a  stipulation  of  the  parties.  The  defendant  now 
claima  that  the  verdict  should  be  set  aside  bocanse  not  warranted  by 
the  evidence,  and  because  with  the  tiiidinfr  in  hts  fovor  the  plaintiff  ia 
not  entitled  to  recover, 

Aa  to  the  ftndiufr  it  Beeinu  to  be  sufBcieat  now  to  siiy  that  the  evidence 
rested  almost  wholly  in  parol;  that  there  was  enough  on  either  »S\6  to 
well  warraut  a  hudiuK  that  way  it  there  had  been  none  on  the  other; 
that  the  determination  of  the  question  d<>pended  upon  the  credibility 
for  truthfulness  and  accuracy  ot  the  witnttHseK,  all  of  which  was  within 
the  peculiar  provinceof  the  jury,  who,  ao  far  aa  appears,  considered  the 
qaeittion  fairly,  and  deciiled  it  acconlinc  to  their  best  judgment.  This 
was  their  duty,  and,  when  so  performed,  tbe  court  has  no  disposition 
or  buthority  to  review  their  work.  The  other  is  the  more  important 
qnestiou.  If  the  shoulder  without  the  wire  were  new,  so  that  the  pat* 
ent  woald  cover  that  as  a  part  of  the  pt^tented  invention,  the  defendant 
might  lawfblly  ooutrol  the  monopoly  of  the  shoulder  only  (Sharp  v. 
Tifft,  18  Blatchf.,  133, 17  O.  O.,  1282) ;  but  when  the  claim  for  that  alone 
was  rejected  and  the  objection  acqniesood  in,  it  could  not  afterward  be 
saccessfnlly  claimed  that  the  patent  covered  that  alone. 

The  patent  issued  covered  vessels  having  both  the  shoulder  and  wire; 
bat  as  the  inventor  did  not  invent  the  wire,  the  act  of  the  solicitor  in- 
aerting  it  woald  seem  ttf  be  nnanthorized,  and  the  patent,  as  to  the  pab- 
lio,  void.  Eagleton  v.  Wett,  Bradley  i&  Carey,  111  U.  8.,  400,  17  O.  Q., 
1604.  Tbb  patent  was  invalid  apparently,  but  that  does  not  settle  the 
rights  of  these  parties  growing  out  (rf  their  contract ;  both  acted  in  respect 
to  itas  good.  The  real  qnestion  now  is  whether  the  fact  of  the  invalidity 
is  a  good  answer  to  this  action  npon  the  contract.  The  relatiou  of  the 
parties  in  respect  to  the  patent  became  similar  to  that  of  licensor  and 
licensee.  The  defendant  held  the  legal  title  to  tbe  patent,  but  held  it 
to  nse  and  pay  for  the  use.  The  price  was  not  oxprendly  agreed  npon, 
bat  the  law  will  imply  a  reasonal>le  price,  and  tlie  question  is  the  same 
as  if  there  had  been  an  agreed  price.  Had  the  plaintiff  retained  the 
title  to  the  patent,  and  the  defendant  (akeo  a  license  for  an  agreed  roy- 
alty, and  then  practiced  the  invention  exactly  as  has  been  done,  the 
fact  of  the  invalidity  of  the  patent  would  have  been  no  defense  to  a  suit 
for  the  royalty.  White  v.  Lee,  14  Fed.  Eep.,  789, 23  O.  G.,  1621 ;  McKay 
V.  Jaclinan,  17  Fed.  B«p.,  641,  20  O.  G.,  85.  The  defendant  has  had 
and  enjoyed  what  was  contracted  for,  and  it  is  no  answer  to  say  that 
the  same  might  have  been  had  without  the  contract  The  defendant 
coald  not  both  stand  npon  the  patent  and  repudiate  it,  nor  upon  tbe 
pl^utiff's  title  to  the  invention  and  repudiate  that. 

The  motJon  for  a  new  trial  is  overruled  and  the  stay  vacated. 


Coo^^lc 
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tDallad  BiMea  ClniDlt  OosTt-SmUicn  Dtatriet  of  B««  Tatk.) 

Hayes  v.  Bickelhouft. 

D«e(dtd  Augutt  25,  1984. 

S9  o.  0.,  3er. 

1.  A  loaTBi  oonMitinit  of  aUntlog  alats  and  a  Ntlonl&ted  «crMn,  both  being  old  m 
wtndoir-««Terings,  (here  trcHild  not  H|i|)efir  to  bn  mny  pattnitRlile  iurentiaii  to 
patting  thetwo  to  nieatngMlierfiir  wbiuli  enohn'BaWfan  irell  known  Krparktel;. 
Neitlier  opemtee  any  differently  or  aoconipllHbaa  any  reBiilt  In  eonneotinn  wllli 
the  other  dlffitreDt  trom  irbit  it  miiiltl  if  tlie  otfaDr  (rare  iiot  there.  They  ap- 
pear to  form  a  m^re  ajcgregation  and  nnt  a  patentable  conilitiintion. 

9.  The  addition  of  flanges  to  the  gnttete  for  iililfeniiig  tfaetn  were  merely  eiieh  addi- 
tion* Ai  woold  be  enpplied  by  good  worknntnnlilp  when  neetled.  Thry  weni 
not  new  for  that  pnrpoee,  and  the  um  of  the  flange  ahape  for  attacking  the 
retienlsted  oovsring  woolil  appear  to  be  vary  obTJous. 

JIfr.  J.  H.  yikiulegge  for  tbe  orator. 
Mr.  Arthur  v.  Brieaen  for  the  defendant. 

Whbbl&b,  J.: 

Thia  suit  is  brought  apon  Letters  Patent  No.  170,833,  dated  December 
7, 1875,  and  issued  to  the  orator  for  an  improremput  in  ventilating-loa- 
Ters.  There  are  five  claims,  tbe  firist  and  tlfth  of  which  are  alleged  to 
be  infringed.  A  louver  a|)pears  to  be  an  opeoiug  in  buildings  crossed 
bj  a  series  of  slanting  slats  to  exclude  miu  and  snow  and  admit  air. 
The  patent  describes  a  lonver  with  an  outer  reticolated  ooveriugaod 
curved  slats  called  "gutters"  within,  having  flanges  at  tbe  upper 
edges  extending  upward,  and  at  the  lower  edges  extending  downward, 
both  serving  to  stiffen  the  gutters  aud  tbe  lower  one  for  au  attachment 
An*  tbe  reticulated  covering.  Tbe  first  claim  in  for  tbe  combination  of 
the  covering  with  tbe  gutters,  aud  the  fifth  is  for  gutters  themselves. 
These  gutters  are  showu  as  slauting  aud  operating  to  shed  rain  or  snow 
in  tbe  same  manuer  as  the  slanting  slat«.  The  reticulated  covering 
operates  as  a  screen,  prcdsely  as  it  would  if  there  were  iro  alatt- 
Neither  operates  any  difiiireutly  or  nccomplixhes  any  result  in  connec- 
tion with  the  other  dilTerentft'oui  what  it  would  if  ibeolber  were  nut  there. 
They  appear  to  tbrm  a  mere  aggregation,  Hiid  uut  a  jiateiitable  combina- 
tion. i>k}cering  v.  McCuUovgh,  104  U.  S.,  JIU;  DoubU  Pointed  Tack  Co. 
V.  Two  Rieerg  Maau/actiiriitg  Co.,  109  U.S.,  117.  Further,  slanting  slats 
performing  the  same  office  as  these  wei'e  u  |)art  of  commou  kiiowlnlge. 
Tbuir  ezistGuce  is  ussiinit'd  in  tbu  jiiitent  as  a  known  part  of  a  lonver 
on  which  tbe  invention  was  set  up  us  an  improvement.  A  screen  like 
the  reticulated  covering  was  aUo  well  known.  There  would  nut  aptwar 
to  be  any  putentiiblu  invention  in  putting  the  two  to  uhch  together  for 
which  eacli  was  before  well  known  separutely.  The  fianges  to  Ihe  };ut- 
terri  furstmening  them  were  niei-ely  sndi  additions  as  would  bcsupiilied 
by  good  workmanship  when  uewled.   Tbey  were  not  new  for  l^at  par- 
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pose,  and  the  use  of  th«  fl»nge  ah»pe  for  attachias:  the  retioalat«d  coT«r- 
ing  wodM  appear  to  be  rery  obvioas.    These  claims  appear  to  be  with, 
oat  aafficieut  invention  to  apbold  them. 
Let  there  l>e  a  decree  diamiiMiug  the  bill  of  complaint,  with  coata. 


HATBB  «.  BlOKXLHOUPT. 

DteididJ^MfiS,  \mi. 
39  0.  O.,  36S. 

1.  BagM  V.  Stton  (13  Fed.  Brp.,  ISO)  and  Ha^  t.  Dantoa  (W  Fed.  Ben..  fi90)  fidlowed, 
unJ  the  eighth  claim  uf  BeisMM  No.  <d,(!74  and  the  Brat,  a»rand,  ud  seventh  oj 
No.  e,S7b,  nbiiih  nrrre  added  after  Ike  pateuts  bad  stuiid  fur  ueiirly  ulue  years 
irithont  ibetn,  hild  to  lie  void  foi  the  reaeoDa  givcD  io  tbene  futmer  cawe  aa  t» 
other  clniuw. 

S.  The  aeeoud  and  thinl  claiina  of  B«iaaae  Ko.  i,OSS  oooatrued,  HiuitaiBad,  and  lield  t» 
be  infringnl  by  defendant. 

3.  When  oeitUer  party  fnlly  ptevaib,  deoiee  will  lie  tvithoat  ooat*  to  either. 

if r.  J.  E.  Whitetegge  for  the  omtor. 
Mr.  Artkur  «.  Brietm  for  the  defeodaut 

Whxklbb,  J. : 

This  snit  is  broagbt  upon  Beissae  Pateots  TSos,  8,597,  8,674,  8,675, 
8,688,  and  8,680,  granted  to  the  orator  fur  improvemeuts  in  akylights 
and  ventUatora.  The;  have  been  before  the  circuit  court  for  the  east- 
em  district  of  New  York,  Jadge  Bened'ct,  and  some  of  them  before 
thia  coort,  Jndge  Goxe,  and  all  the  claims  alleged  here  to  be  infringed 
have  been  at^ndged  to  be  void,  except  the  eighth  of  No.  8,674,  the  first, 
■econd,  and  seventh  of  No.  8,676,  and  the  second  and  third  of  Ko.  8,689, 
Saye»  v.  Seton,  12  Fed.  Rep.,  120 ;  ffayea  v.  Datfton,  20  Fed.  Hep.,  69a 
or  tboM  the  eighth  of  Mo.  8,674  and  the  first,  second,  and  aerentb  of 
Ko.  8,675  are  not  to  be  found  in  the  origiunl  [lateiits,  but  were  added 
after  the  patents  had  stood  nearly  nine  years  without  them,  and  are 
TOidfor  thereaawua'^iven  in  tbeae  former  tiHsea  as  to  other  claims,  which 
are  coucarred  in  and  followed.  There  are  left  the  second  and  tbird 
claims  of  No.  8,689.  Tlietie  claims  in  tbe  reissne  ap)>ear  to  be  the  same 
aa  in  the  original.  Tliey  are  nut  shown  to  be  iintieipiited  by  any  prior 
patents  or  strnctures,  and  no  good  reason  is  np)>arent  for  adjudging 
them  to  be  invalid.  The  thinl  is  for  a  sash  swinging  oh  pivots  having 
exterior  and  overlapping  elustic  tlunges  on  the  sidea  and  bortom  of  tbe 
part  of  the  sash  swinging  outn'aiil,  furiiiing  an  outer  dashing  for  pro- 
tection against  atonus.  Tbe  itlleced  iufiingumeut  appears  to  hare  such 
a  flange  at  tbe  bottom.  In  Haset  v.  Hcto*  there  appeara  to  have  beeo 
no  sach  flange  on  an;  part  of  the  sash.  There  no  infringement  of  thia 
elaim  waa  found ;  bare  there  apiHUira  to  be  an  infringement  to  the  ex- 
tent of  the  use  of  this  flange  at  the  bottom  of  the  sash.    The  second 
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appewrs  to  be  infringed  by  the  lue  of  tbe  oombinatioit  of  Qangoi  cover 
ing-stripa  in  oombisatlon  vith  hollar  metallic  posts  for  supporting 
glasses,  as  described  in  that  olaim.  The  orator  appears  to  be  entitled 
to  a  decree  as  to  these  two  claims  of  this  patent,  and  the  defendant  as 
to  the  reeidne  of  the  olaims  in  controversy,  bat,  as  neither  prevails  fblly, 
withoat  costs  to  either. 

Let  there  be  a  decree  for  the  orator  for  an  it^nnotioa  and  aeooant  as 
to  second  and  third  olaim  of  Ko.  8,689  accordingly,  without  costs. 


lUmitU  SMm  Cinnit  Ooiut— SuUca  DMriet  of  Wtaeouln.] 

LA.WTHBB  V.  HAJIELTOH  BT  AL. 

DtOdtd  Jutu  S,  1884. 

39  O.  Q.,  449. 

L  It  1*  donbtfol  wbether  »  olaim  U  vklld  wbioh  ia  so  bRMd  h  to  iuelode  every  oMttiod 
kDown  of  efltoUng  k  putlcnlkr  reeult. 

S,  When  tbe  omahlnf  of  olea^nons  MedB  ooualitnted  one  atep  In  a  prooew,  and  that 
waa  efleotad  hy  two  metjiaaical  appUaneca,  and  It  «aa  found  that  diqtenaiiif 
with  one  oftheae  appliance*  was  attended  witltbeneBoialnMilt*,  flaUthattha 
diaWTerf  or  invention  waa  not  of  a  new  aeries  of  acta  or  steps  eo&atitattag  a 
piooeaa,  bat  only  of  oertatn  meobauieal  ahaugea  in  oairjing  into  eAet  tbe  well* 
known  old  steps  of  the  prooMa. 

Me»an.  Mundaj/,  Evarta  A  Adootik  for  the  complainant 
Mmari.  Davii,  Bie$s  A  Skepari  and  Mr.  Fred.  C.  WitMer  for  the  de- 
fendMits. 

Ptxb,  J. : 

This  snit  is  to  restrain  the  alleged  infringemeDt  by  tbe  defendadts  of 
a  patent  granted  to  complainant  September  28, 1876,  TSo.  168,164,  for  an 
improrement  in  processes  of  treating  oleaginous  seeds.  In  the  speoifl- 
oation  of  the  patent  the  patentee  states  that  the  object  of  his  inventicKi 
is — 

To  improve  the  proeeaa  of  working  flaiaeed,  linseed,  and  other  oil^aeda  la  anoh  a 
mannei  that  a  greater  Tield  of  oil  is  obtained  at  a  oonaiderabie  saving  of  time  and 
power  in  tbe  rnuning  of  the  crashing,  mixing,  and  pressing  maohinDs,  while  also  a 
eake  of  superior  teitore  is  prodaced. 

The  apeci&oatioa  proceeds  as  follows : 

Bitheito  It  ha*  been  the  praetiee  to  «nuh  the  ail-«eeds  between  revolving  rollen, 
and  completing  the  imperfect  cmshtiig  by  passing  them  nnder  heavy  stonea  known  as 
edgO'Tnnner*  or  mnllera,  nnder  addition  of  a  qaantity  of  water  the  cmahet^and  molat- 
ened  aeed  being  then  taken  from  the  mnUer-stones  and  stirred  in  a  heated  steam-Jaek- 
etad  reaecroir  preparatory  to  being  placed  into  the  preaaee  for  extraoting  the  oIL 

This  proeeaa  lia*  been  found  Imperfbot  in  regard  to  many  polnto,  bnt  mainly  on  ae- 
connt  of  the  overgrinding  of  portions  of  the  aeed  and  tbe  hoska  or  bran  wham  (he 
aeeds  were  exposed  for  too  tong  a  time  to  the  action  of  tbe  mnllecatonea,  so  aa  to  fom 
a  paaty  maaa,  and  pcodnoe  an  abaorption  of  oil  by  the  fine  partiale  of  bran,  while  on 
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the  otbar  hud  tbo  nnijer^ndtnf;,  bj  too  shoTt  an  action  of  the  Btones,  rendered  tbe 
pTCMM  luoapftble  of  extnotJDg  tbe  full  amoDnt  of  oil  from  the  seed. 

If  y  prooeM  is  Intended  to  temedy  the  defects  of  the  one  »l  prewnt  iu  uw ;  and  eon- 
■iatB  mainly  in  conveying  the  oil-Mede  throagh  a  vertical  lupply-tiibe  Emd  fbeding- 
n>ll«r  at  mcb  dei^iee  »f  preware  to  powerful  revulviug-rolleiii  tliat  euoli  «eed  it  indi- 
Tldnally  acted  apoa,  and  the  oil-cells  fully  crushed  alid  disintegrated.  Tbey  are  then 
pa— cd  directly,  wlthoat  tbe  Dse  of  ranller-Htones,  to  the  miiiug-machine,  to  be  stirred, 
tnoiatened,  and  heatrd  by  tbe  admission  of  suiall  Jets  of  water  or  steam  to  tbe  maBa> 
and  then  tranafetred  to  the  presses. 

The  oil-seeds  are  by  my  new  process  first  conveyed  to  a  hopper  and  fluted  feed-roller 
•t  the  top  of  an  upright  feed-tube  of  tbe  crush) iig-uiacbine,  by  which  the  sreds  are 
fcd,  under  saitable  pressure,  to  revolving  rollem  of  sufiluieut  poni:r,  ubiuh  iiiu  at  a 
avrface  speed  of  about  one  hnodnHl  wid  llfty  to  two  hundred  feet  per  miuute. 

The  preeanre  on  tbe  seeds  In  the  feed-tabe  is  uecesaury,  as  the  oil-bceda  would  other- 
wise not  feed  readily  into  rollers  revolving  nuder  great  pressnrt*.  Tlii'  oil-seeds  are 
thereby  compelled  to  pass  evenly  and  atesdily  tbroupb  the  rollorK,  which  have,  there- 
fore, a  chance  to  act  on  nil  of  theJU,  and  break  the  oil-cells  nniforuily  without  reilnc- 
ing  any  portion  to  a  pasty  condition.  Tbe  bran  is  also  left  comparatively  coaree,  so 
that  it  shows  tbe  untnre  of  the  seed  after  prcHsiijg. 

The  m oiler-stones,  and  their  over  or  under  grinding  of  any  portion  ot  \\iv  seeds,  are- 
entirety  done  away  with  by  this  mode,  which  uiakfs  not  ouly  the  nmchiuery  less  ex- 
pwt^ve,  bat  produces  also  a  saving  of  power  required  in  rnnuing  tbe  snme.  The 
crushed  seeds  are  next  placed  in  a  steaai-jncketed  rewrvoirof  the  mixing- machine, 
where  they  arc  stirred,  moistened,  and  heated  by  perforated  revolving  stirrer-'aTme, 
which  throw  Jets  of  wat«r  or  steam  into  the  mass,  so  as  to  thoroughly  pf rmeato  and 
mix  the  same.  The  omahed  and  moistened  moss  is  then  transforred  to  tbe  pieases  for 
tbe  eitrsotion  of  the  oil,  which  operation  requires  less  power,  on  account  of  the  nni- 
fbitnitj  of  tbe  maaa,  produces  a  greater  yield  of  oil,  and  fnrniabca  nn  improved  qnelity 
of  oU-cake  or  leaidne,  of  open-grained  flaky  nature,  capable  of  l«ing  split  in  regular 
piecea,  at  right  anglea  to  the  direction  of  pressore. 

Baving  thoB  described  liis  indention,  tbe  jmteiitee  states  Lis  claim  to 
be— 

The  process  of  crushing  oleaginoua  seeds  and  extracting  the  oil  therefrom,  consist- 
ing of  the  fallowing  snccessive  steps,  viz :  tbe  crushing  of  tbo  seeds  iiiidtT  pressure, 
tbe  moistening  of  the  seeds  by  direct  subjection  to  steam,  and  Hiially,  the  expression 
of  the  oil  fVom  the  reed  by  suitable  pressure,  as  and  for  the  puriiosc  set  forth. 

Varioaa  groanda  of  defease  to  the  bill  are  interposed,  only  one  of 
which  it  seems  necessary  to  cousider,  namely,  that  whiuh  ilisputes  the 
validity  of  the  patent  as  a  ]iateiit  for  a  process.  The  proofs  show, 
and  in  fact  it  is  undisputed,  that  formerly  in  tbe  process  of  extracting 
oil  firom  flaxseed  the  seed  n-as  subjected  to  tl>e  cnisliing  and  disiuto- 
giating  action  of  tbe  muller-stoncs,  wbicb  consisted  of  two  large  and  very 
heavy  stone  wheels  muanted  on  a  sliort  borizuntal  axis  and  iiltacbed  to 
a  vertical  shaft  By  the  rotation  of  tbis  shaft  the  stones  were  caused 
to  move  ou  their  edges  shortly  around  in  a  circubir  path  upon  a  stone 
bed-plate  with  a  pecalifu*  rolling  and  griuding  action  upon  a  layer  of 
flaxseed  placed  ou  the  bed-plate.  This  was  tbe  usual  inecLauical  appli- 
ance in  connection  with  tbe  operating  movement  of  the  muller  stones. 
By  this  means  such  portions  of  the  seed  as  came  iu  contnct  with  the 
muller-stoues  were  reduced  to  a  complete  state  of  pulverization.    To 
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facilitate  the  tlimntefrrating  (tction  of  the  mnller-nroTirs,  the  »eefl  was 
generallj'  flrst  more  or  less  crualied  by  [Misxinf;;  it  through  one  or  more 
pairs  of  rollfm,  tbUH  better  prepariiif;  it  for  the  mbbing  ami  griwl- 
iog  action  of  the  inuller-Btoiieu.  The  further  trextineiit  of  the  8««^  re- 
qaired  the  application  of  beat  and  nioititure,  and  rhia  was  acGom|iliithed 
In  various  ways.  Sometimes  the  heat  and  moistnre  were  applieit  by  a 
steaming  device  before  the  seed  was  entshed  by  the  mnller-stonea. 
Sometimes  tht^  eued  wait  moiateneil  when  it  was  under  the  iiction  of  the 
maller-atoues  by  uprinkliiiK  water  uiwii  the  layer  of  seed  l)eu«;ath  tlra 
stonea,  the  heat  being  atiplieil  afterwanl  by  a  aeparate  operation.  At 
other  times,  both  heat  and  moisture  were  iipplietl  after  the  seeil  had 
been  run  thruugli  the  inullers  and  was  in  the  I'oru)  of  meal  in  the  beattT. 
As  the  last  step  in  the  proufsa  the  seuil  thus  croslted  and  diKintegrated, 
and  in  moist  and  warm  condiEioD  v/aa  uKnally  plaoe^l  in  bair-olotii  mate 
or  bagH  and  suhjectcd  to  hydraulic  pressure,  by  wbieh  means  the  oil 
was  extracted.  Tliis  was  the  slate  of  the  art  and  this  the  nsual  i>roceas 
when  the  complainant  obtained  his  patent. 

Stating  his  iiupruvemeiit  iu  tlie  mixleof  treating  the  seed  mostiiivor- 
ably  for  the  claim  he  makes  nnder  his  patent,  it  conaists  in  fimt  cmsh- 
ing  the  seeds  by  the  pres^nre  of  revolving  rollers,  bat  withoat  the  grind- 
ing or  triturating  action  of  the  muller stone:!,  so  that,  as  it  is  claimed, 
each  seed  and  each  oil  cell  is  crushed  without  pulverization  audwilhoat 
destruction  of  the  hulls  beyond  the  bursting  and  Uatteaiog  uf  the  saiue. 
Then  the  seed  thuscmshed  is  subjected  to  heat  and  moistnre,  and  moist 
are  being  applied  in  the  form  of  flnely-separated  jets  of  water  or  steam. 
And  as  a  last  step,  the  material  thus  preiwred  is  placed  in  perrioas  mats 
or  molds  and  subjected  to  pressure  in  a  suitable  hydraulic  press.  By 
this  process  it  is  claimed  that  greater  certainty  is  atCaiueil  id  aaitably 
crushing  the  entire  mass  of  seed,  and  also  that  fh>m  a  given  quantity 
of  seed  a  larger  flow  of  oil  is  produced  than  {torn  an  equal  quantity 
subjected  to  the  action  of  muller-stouea ;  and  it  must  be  admitted  that 
the  proofs  tend  to  sustain  this  claim. 

The  main  impi'ovement  alleged  is  that  the  inveation  dispenses  witl> 
the  use  of  mnller-stoDes.  While  this  is  claimed  as  a  process,  there  is 
no  description  given  iu  the  s|)euifluatiou  of  the  vertical  supply-cube,  the 
feeding-roller,  tlie  revolving  rollers,  the  mixing-machine,  the  steam- 
jacketed  reservoir,  or  the  muller  stones;  and  we  thiuk  there  may  be  a 
qnestioii  whether  there  is  a  suHlcient  description  of  the  means  used  to 
effect  the  process  which  i.s  claimed  as  the  coniplaiuant's  invention.  Then 
the  claim  is  the  process  of  crushing  oleaginous  seeds  and  extracting  the 
oil  therefrom  by  three  ste[>s  successively — the  crushing  of  the  seeds 
under  pressure,  the  moistening  of  the  seeds  by  direct  subjection  to  steam, 
and,  finally,  expressing  the  oil  from  the  seeds  by  suitable  pressure,  as 
and  for  the  purjwse  set  forth.  This  woiihl  seem  broad  eooagii  to  em- 
brace every  method  of  extracting  oil  from  flaxseed  kuown  in  the  prior 
state  of  the  art,  and  it  is  perhaps  doubtful  whether  a  olaim  so  general 
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aud  indefinite  is  valid.  But  without  deciding  tUese  pointa,  having  seen 
what  was  the  state  of  the  art  before  the  complainant  obtained  bis  pat- 
ent, and  conceding  everything  contained  in  the  patent  ib*elf,  what  new 
patentable  process  can  it  be  said  the  patentee  discovered  or  invented  T 
Tbe  alleged  invention  seems  to  as  only  to  consist  iu  the  omission  of  the 
mnlter  stones  as  one  of  the  means  <^  applying  tbe  ueceAsary  pressure 
or  orushiugfbrce  to  the  seeds,  and  the  ose  of  the  mailers  was  previously 
but  part  of  one  of  tbe  steps  that  alwiQ's'  had  to  be  taken  iu  preparing 
the  seed  tor  the  extraction  of  oil  therefrom.  It  may  be  trae  that  by 
the  omission  of  tbe  muller-stones  certain  injurious  effectti  upon  the  seed 
produced  by  tbe  alleged  grinding  or  tearing  action  of  the  stones  are 
avoided.  But  this  would  seem  to  be  due  ratbertoa  change  in  mechan- 
ical appliances  than  to  tbe  discovery  of  a  new  and  original  process  in 
the  sense  in  which  that  term  mast  be  here  considered  and  understood. 
The  crashing  of  oleaginous  seed  so  that  ultimately  it  may  be  in  condi- 
tion for  tbe  application  of  hydraalic  pressure  was  always  a  step,  and 
necessarily  the  first  step,  iu  the  process  of  extracting  the  oil  therefrom. 
As  we  have  seen,  that  step  was  formerly  accomplished  by  means  of 
rollers  and  mailer  stones.  Tbe  complainant  ascertained  by  practice  that 
in  cmsbing  the  seed  the  t«ariug,  pulverizing  action  of  the  mnller-stones 
was  itOarions,  and  so  he  dispensed  with  that  mecUauicul  operation  in 
tlie  crushing  step  of  the  process  and  employed  the  rollers  alone.  He 
thereby  simply  omitted  one  of  the  instrumentalities  ]>reviouEl,v  used  in 
the  first  stage  of  treatment  of  the  seed.  This  was  uudoabtedly  a  use- 
fill  improvement,  bat  it  was  not  the  invention  or  discovery  of  a  new 
process.  Each  step  in  tbe  process  existed  and  was  known  before — 
namely,  cmsiiiug  the  seed,  beating  and  moistening  it,  and,  finally,  the 
application  of  hydraulic  pressure.  What  the  complainant  accomplished 
was  a  change  in  mechanical  appliances  and  operation  by  'Wbich  an  ex- 
isting process  aud  each  step  thereof  w.m  made  more  effective  iu  its  re- 
sults.   For  this  he  may  have  been  entitled  to  a  mechanical  patent. 

It  is  claimed  that  the  new  thing  discovered  by  Lawther  was  that  tbe 
halls  or  shells  of  tbe  flaxseed  could  be  utilized  to  form  channels  by 
which  to  convey  the  oil  out  from  the  mass  of  prepared  seed,  which  re- 
snltf  it  is  said,  was  obtained  by  omitting  the  muller  stones  and  osiog 
the  rollers  in  tbe  flrststep  of  crushing  the  seed.  But  if  such  a  result 
was  produced  by  dispensing  with  the  muller-stones,  it  does  not  follow, 
we  think,  that  this  was  the  invention  of  a  new  process.  The  oil  finally 
extracted  from  the  seed  was  the  product  of  an  old  process,  the  better 
results  Iwing  attributable  to  a  change  iu  the  mechanical  appliances  em- 
ployed iu  the  first  step  of  tbe  process,  namely,  the  crnshiugof  the  seed. 
Mo  new  step  was  discovei'cd  by  the  piitentce.  According  to  tbe  speci- 
fication in  liis  patent,  first  revolving  rollers  were  employed,  then  mul- 
ler-stones, in  tbe  first  essential  step  of  crushing  tbe  seed.  He  discov- 
ered that  more  advantageous  results  were  attainable  by  dispensing  with 
the  ase  o(  muller-stones,  and  that  these  results  were  also  promoted  by 
»373  PAT ^27 
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ttie  Improved  ooostniction  of  the  rollen  and  other  mecbuiioal  appH- 
Miees  for  faeadng  and  moiBtenioK  the  seed  is  quite  apparent.  The  dis- 
eoTeiy  or  ioTention  was  not  of  a  new  seriea  of  acta  or  steps  oonstitntin^ 
a  prooeaa,  bnt  only  of  certain  mechanical  changes  in  carryiDg  into  efiiect 
the  well  known  old  steps  of  the  process. 

Tor  these  reasons  we  are  of  the  opinion,  notwithstanding  the  veiy 
able  briefh  submitted  by  connnel  for  the  complainaDt,  that  tbe  patent 
in  question  cannot  be  snst^ned  as  a  patent  for  a  process. 

BiU  dismissed. 

Dmmmond,  dnmit  Jodge,  ooDcorred. 


OWriotaflTawTgik.) 
SCHIBlfieB  XT  AL. 


99  O.  0..  460. 

fr*""™  iXD  BCTTS— SUSntKDIK-GRlW. 

Tha  raapcndw-coidi  nade  oonfoimablj  to  tbe  Patent  TUv.  1T9,3C6,  crMit«4  JvM 
V,  1876,  to  8.  Sohinuar  and  Jaeob  Betta,  do  not  InMnxa  tfaa  patent  of  SbMiOeM. 

Mr.  F.  0.  Sted  tor  Uie  oomplainant. 

Meun.  Wetwion  ifi  Jenner  for  the  d(\fendant8. 
W1IJ.A0K,  J.; 

The  mqtender-e&ds  made  by  the  defendants  cooformably  to  thdr 
patent  of  Jane  37, 1876,  are  not  an  inJHngement  of  the  complainant's 


ISie  mapender-ends  of  the  oomplainant^s  patmt  are  deaoribed  ■■  made 
«t  a  doable  flattened  cord  or  strip  bent  azonnd  into  a  loop  or  nnited 
together,  leaving  saffident  of  tbe  loop  opentofbrmthebattoa-bol«,aad 
nnited  to  a  backle  or  olasp  by  the  attaching-pieoes  d.  !nie  oord  or  strip 
Is  oonpoaed  of  woven,  braided,  knitted,  or  oroobeted  tiireads  of  mitable 
Bbroos  material,  laid  np  into  the  form  of  a  oom[dete  flat  card  or  strip, 
•■d  when  tbe  oord  or  strip  is  folded  to  fbrm  the  bntton-fatrte  loop  the 
•earn  above  tbe  loop  may  be  made  by  sewing,  knitting,  erodteting,  m 
oUterwise;  or  tiie  knitting  or  crocheting  iaoommenoed  at  t^e  line  when 
tbe  stilps  meet  and  extended  at  both  aides  thereof  and  around  Vh»  bat- 
ton-hole  by  the  snooeMive  ranges  of  interlocked  loops. 

Tbedalnils — 

Tbe  wupcmder-ead,  made  at  a  flat  eotd  or  atrfp  of  Bbraiu  material,  beat  iBtoaloop 
Ud  flatwlae,  nnited  at  tbe  Iniier  edgaa,  and  eonneotad  to  tbe  attaehing-ptaeea^  aa  (at 
Ibrtb. 

Tbe  latter  part  of  the  description  relates  to  tbe  manner  of  Moariag 
tbe  edges  of  the  bbric  by  re-enfii>rcing  or  oovering  tbem  aroond  the 
bntton-hole  by  crocheting  or  knitting,  and  is  of  no  materiality  for  pres- 
ent purposes.  There  was  no  novelty  in  the  attaohing-pieoes.  Bnttoa- 
strata  for  snapendera  made  of  woven  material  were  tUd;  i 
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ends  of  varioaa  materials  vith  a  button-bole  cat  in  them  vere  old,  and 
snspendeiNends  made  of  a  ronad  cord  witU  the  ends  tamed  back  and 
bstened  to  form  a  loop  were  old.  The  complainant^e  inventioD  was 
app«ently  snggeflted  by  the  latter  descriptioD  of  snspender-eDds,  and 
was  deeigned  to  remedy  the  objection  a^inat  the  round  cord,  which  is 
stated  in  the  description  to  be  "  that  it  does  not  lie  flat  against  the  per- 
son or  beneath  the  batton."  What  he  did  was  to  eabstitate  a  flatcord 
or  strip  for  the  roond  oords  previonaly  nsed,  which  may  have  been  an 
invention,  bnt  was  an  invention  ot  a  very  narrow  kind. 

In  view  of  the  prior  state  of  the  art  and  the  lan^niage  of  the  descrip- 
tion and  claim  of  the  patent  t^e  complainant's  patent  is  to  be  conatroed 
•8  one  for  a  snspender-end  made  of  a  flat  cord  or  strip,  bent  to  form  a 
bntton-hole,  and  the  ends  tamed  back  and  anited  at  their  inner  edges 
and  connected  to  attaching- pieces.  The  defendants' anapender-ends  are 
made  of  flat  braid,  with  a  button-hole  formed  in  them  in  the  procesa  of 
plaiting  the  braid.  The  Patent  OfBce  regarded  them  as  a  different  tn- 
TCDtioQ  from  the  oomplalnant/s,  and  iasaed  a  patent  to  the  deftndants 
opon  that  theory. 

1  do  not  think  there  was  any  patentable  novelty  in  leaving  a  hole  in 
the  strap  or  braid  iu  the  prooess  of  weaving,  plaiting,  or  crocheting  the 
material  (the  crocheted  towel-loop  desciibed  in  Harper's  Baaar  ahow» 
this),  bnt  I  agree  with  Mr.  Brevoort,  the  defendants'  expert,  that  a  sas- 
pender-end  made  in  this  way  is  not  the  sospender-end  ttf  tiie  complain- 
mnV*  patent  The  oomplainant's  article  may  be  made  by  the  ose  of 
machine-made  Iwald  or  oord,  while  the  defendants?  most  be  made  by 
hand.  The  oompliunMit^s  article  can  therefore  be  made  more  oonven- 
lendy  uaA  at  less  cost;  and  this,  as  the  complainant  states  in  his  affi- 
davit in  the  interforence  proceeding.  Is  the  reason  why  he  adopted  the 
mode  cf  making  bis  end  which  he  described  in  hia  patent.  It  would 
Mem  tiiat  tbia  advantage  is  really  the  chief  merit  of  the  Invention,  as 
flat  snsiiender-ends  were  old.  The  defendants'  braid  is  not  anit«d  at 
its  inner  edges,  and  is  not  a  doable  oord  or  braid  like  thecomplainant^a. 

Hie  bill  is  dismissed. 

inaUad  OMm  Obult  Oowi-niMrlal  af  Vew  Jaoy.] 

Wkluno  kt  ai.  «.  Obans  bt  al. 

DMfaM  Stptamttr  S3,  ISM. 
S9  O.  G.,  461. 
1.  A  elmlm  for  the  dm  of  •  putlooUr  Inert  material  in  ■  oompoiltloii  of  nutter  k«M 
to  be  raid  In  rtew  of  tbo  lue  befon  the  data  of  tbe  InTantlon  of  other  inert 
■Mteriala  of  the  nme  ohkraeter  and  the  exUtaoee  of  knowledfe  of  the  natm* 
(rfthe  paitimilar  material  olalmed. 
iL  It  aj^earing  that  the  nae  of  the  proportiona  natiied  In  Qie  patent  did  not  prodnoa 
a  new  and  OMfnI  remit,  and  that  the  defimdante  had  not  employeA  the  exact 
'propartioiia  speeifled,  the  bill  phonid  be  dlamieaed. 
Mntrt.  BttUy  Atterbury  tfc  -Brttt  for  the  complainant*.    Coo^jlc 
Mr.  Rowland  Cox  for  the  defendants. 
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Nixon,  J.  .- 

Tbia  snit  is  broaght  to  recover  profits  and  damages  for  tbe  isftinge- 
ment  of  Letters  Patent  No.  89,631,  dated  April  27, 18C9,  and  gruited 
to  William  M.  Welling  for  ao  improved  composition  for  artiflcial  ivory. 
The  defendants  contend  tbat  the  patent  is  void  (1)  becansa  it  ia  want- 
iDg  in  novelty,  (2)  becaose  the  specification  is  fatall;  defective,  and  (3) 
becaase  tbe  patent  does  not  disclose  an  advance  in  the  art. 

The  patent  ia  for  a  composition.  The  patentee  claims  tbat  he  haa 
invented  and  made  a  new  and  nsefnl  compoand  resembling  ivory.  In 
the  epeciflcation  be  states  that  he  aseii  of  kaolin  in  fine  powder  about 
ten  parts,  by  weight,  to  one  part,  by  weight,  of  ebellac,  also  finely 
ground.  After  intimately  tnizing  these  powders  together  by  sifting  or 
otherwise,  and  adding,  if  desired,  a  small  portion  of  gnm-campbor,  he 
passes  tbe  product  throngh  heated  rollers,  that  melt  the  shellac  and 
prodncfl  a  plastic  mass,  which  renders  the  nnion  of  the  shellac  and 
kaolin  so  intimate  that  the  mass  is  homogeneoas,  and  when  pressed  into 
molds  while  still  warm  has  the  appearance  of  ivory.  Different  colors 
of  the  article  may  be  secured  by  adding  any  desired  coloring-matter 
with  the  kaolin  and  abellac. 

The  new  composition  for  which  tbe  patent  was  granted  consists  of  a 
mechanical  mixture  of  kaolin  and  shellac  in  certain  definite  propor- 
tions— the  kaolin  to  give  it  body  and  tbe  shellac  to  effect  an  adhesion 
of  the  parts.  The  testimony  shows  tbat  the  use  of  these  ingredients  in 
combination  was  not  new.  A  nnml>er  of  patents  were  exhibited  to  prove 
this.  In  some  of  them  kaolin  is  specifically  mentioned  as  a  desirable 
body-giving  agent,  in  connection  with  shellac,  to  impart  adhesiveness. 
In  others, "  all  earths,  dried  and  powdered,"  "  finely-powdered  porcelain 
or  other  baked  earths,"  "  argillaceous  earths,"  and  like  descriptions  of 
inert  materials  are  designated ;  and  it  will  hardly  be  dispated  that  aU 
of  these  substances  are  equivalents  of  kaolin.  It  was  no  more  inven- 
tion to  substitute  kaolin  for  auy  of  these  than  to  make  door-knobs  of 
clay  or  porcelain  instead  of  iron,  brass,  wood,  or  glass,  which  had  been 
previously  used.  See  Eotchkias  v.  Qreenwood  (11  How.,  218};  A»ttt  v. 
Qootiyear  Company  (3  Otto,  484). 

The  only  questions  left  in  the,  case  are  whether  this  combination  in 
the  proportions  stated  in  the  pateut  produced  any  new  and  useful  re- 
sult ;  and,  if  so,  whether  the  defendants  have  infringed  by  using  it  in 
these  proportions  f  I  think  that  both  of  these  questions  must  be  an- 
swered in  the  negative  and  against  tbe  complainants.  The  weight  of 
the  evidence  does  not  give  support  to  the  alleged  value  of  the  patented 
oomposition,  except  for  poker-cbecks  and  martingale-rings.  It  is  not 
strong  enough  to  be  useful  in  the  manufacture  of  billiard-balls,  piano- 
keys,  knife  handles,  or  any  nrtides  which  are  liable  to  be  cracked  or 
broken  by  coming  in  contact  with  other  substances.  It  is  also  quite 
dear  that  the  proportions  mentioned  in'tho  patent  do  not  yield  the  best 
results,  and  that  tbe  patentee  himself  early  abandoned  their  use.    He 
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says  he  doen  not  remember  when  he  quit  osiog  two  parts  of  kaolin  to 
(Hie  of  afaellac,  bnt  that  be  ascertained  some  years  ago  that  iD  onler  to 
•ecnre  »  more  ivorr-like  appearance  to  the  mannfaotnred  articles  In 
making  up  the  composition  he  was  obliged  to  redace  the  quantity  of 
kaolin  and  to  snbatitnte  therefor  "a  lead,"  and  that  he  varied  the  pro- 
portions  so  much  that  in  some  cases  be  used  eqaal  parts  of  kaolin  and 
shellac  and  in  others  one  part  of  shellac  and  from  one  and  a  quarter  to 
one  and  three-qnarterB  of  kaolin,  arid  one  part  of  "  a  lend." 

It  does  not  appear  that  the  defendants  hare  adhered  any  more  closely 
to  the  proportions  of  the  patent  than  the  patentee  himsel£  After  fnll 
oooBideration  I  am  not  able  to  give  any  constmetion  to  the  claim  of  the 
patent  which  will  constitnte  them  inftingera,  and  the  bill  of  complaint 
mQst  be  dismissed,  with  costs. 


[United  states  Clnsalt  CaoM-SMlerB  DtitriM  ot  UlchUu.; 

New  Pboobss  Febmbntatiok  Cohfahy  v.  Eooh. 

Daadtd  Jfay  &,  1884. 
89  0.  O.,  635. 

1.  Where  a  patent  clAarly  shoirs  and  describee  a  machine  whoM  qm  aeoewarilj'  In- 
T«lvea  the  prodaetioii  of  a  oertafu  proceaa,  ao  other  person  oaa  afterward  pat- 
ent that  prooen.  The  flrat  pat«nte«  le  entitled  to  hie  meohaniim  for  erety  iim 
of  which  It  iioapabla,  eveu  thoDg|i  he  did  not  foresee  all  of  tbem. 

9.  An  imperfect  description,  coupled  with  an  Inoomplete  drawlug,  U  tnaafBolaut  to 
inTalidate  a^tent. 

3.  Bnaineas  drenlars  whioh  are  sent  only  to  persons  engaged,  or  aapposed  to  be  en- 
gaged,  in  the  trade  are  not  such  pnblieationBasiieation  4886  of  the  lawooDtem- 
platea,  and  in  a  oonteat  of  priurity  will  not  afford  a  basis  for  a  olidm  of  prior 
inrention  ai  agaiost  a  patentee. 

8TATEMSHT   OF  THIC   CA8B. 

This  was  a  bill  in  eqolty  for  an  infringement  of  Letters  Patent  No. 
215,679,  issaed  May  20, 1879,  to  George  Bartholomae  as  assignee  of 
Leonard  Meller,  of  Ladwigshafen-on-the-Bhine,  and  Edmund  Hofmann, 
of  Hannheim,  Germany,  for  an  improvement  in  processes  for  making 
beer.  This  improvement  was  first  i)atented  in  France  to  Leo  Meller  & 
Co.,  November  30, 1870,  and  on  February  28,  1877,  a  Belgium  patent 
was  issued  to  the  same  parties.  These  two  were  mechanical  and  not 
process  patents.  In  1877  GeorgeBftrtholomae,pre8identof  the  plaintiff 
corporation,  went  to  Europe,  saw  the  invention,  both  the  apparatus  and 
process,  in  Hofmann's  brewery  »t  Mduuheim.  Uetnrning  in  July  of 
that  year,  he  liad  a  similar  ajiparatus  pat  up  iu  bis  brewery  at  Oliicago 
early  in  August.  He  then,  by  agreement  with  Meller  and  Hofmann, 
applied  for  and  obtained  a  patent  in  his  own  name,  April  2,  1878,  No, 
201,982.    Learning  that  this  patent  was  invalid,  be  applied  for  and 
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obtained  a  new  ooe  in  the  name  of  Heller  and  Hoftnann,  Hi^  90, 1879, 
which  vaa  aseigned  to  himself,  and  in  the  basigof  this  snit.  The  plaintiff 
derives  its  title  by  assignment  from  Bartholomae,  its  president.  The 
patent  applies  to  the  last  stages  in  the  mannfactnre  of  beer,  and  oovecs: 
1.  A  new  prooess  or  art  JDteuded  to  hasten  the  clarifloation  of  the  bev- 
erage and  its  readiness  for  the  market.  (ClaimsltoS.)  2.  A  new  pio- 
cess  tending  to  eqnalixe  the  fermentation  in  a  aeries  of  casks,  giving 
thereby  more  uniform  cliaracter  and  elferresoenoe  to  the  prodvot. 
(Claims  6  and  7.)  3.  Certain  mechanical  meanssaid  to  be  best  ad^ted 
in  practicing  the  new  art  of  treatment.    (Claim  8.) 

The  speoiilcationa  begin  with  a  short  stat«mentoftbe  prooess  of  brew- 
ing, and  detail  the  disadvantages  which  the  invention  is  designed  to 
obviate.  It  then  states  that  the  invention  consists  in  treating  Uie  beer 
at  any  stage  of  its  muinfitctare  by  holding  it  "  in  one  or  more  dloaed 
casks  nnder  satomatipally-controllable  carbonio-acid-gas  pressure,  gen- 
erated either  from  the  mild  fermentation  of  the  beer  or  aitiflciaUy." 

The  first,  second,  third,  sixth,  and  seventh  claims  only  are  inv^dved 
in  this  suit. 

The  defenses  to  the  first,  second,  and  third  claims,  which  are,  broadly, 
fbr  tbe  prooess  of  preparing  beerfor  the  market  by  holding  it  nnder  the 
controllable  pressnre  of  carbonic-acid  gas  when  in  the  Kraensen  stage, 
is  want'  of  novelty,  and  the  sixth  and  seventh  daima,  which  differ  from 
the  others  in  applying  this  process  to  a  series  of  closed  connected  ves- 
sels nnder  antomatically-controlled  pressnre  of  cafbonic  acidgas,  as  be- 
fore de8cribed,is  tbe  anticipatory  devieeof  what  is  known  as  the  "  P&od- 
ler  inventaon,"  shown  and  described  in  tbe  patent  to  John  H.  P&ndler, 
issued  Jnly  2,  1878.  This  patent  is  now  owned  by  the  P&ndler  Prooess 
Fermentation  Company,  of  Rochester,  Kew  York,  wUeh  has  assomed 
the  conduct  and  oontrol  of  this  defense.  8o  that  the  controversy,  al- 
though in  form  a  mere  infringement  suit  againt  the  defendant,  is  really 
a  contest  between  the  plaintiff  and  the  Pfiindler  Company, 

Mr.  P.  0.  Dyrenforth,  Mr.  F.  W.  Cotzkaitsen,  and  Meatn.  Bantm^  & 
Banning  for  the  plaintiff. 

Mr.  W.  W.  Leggett  and  Mr.  George  H.  Lothrop  for  the  defendant. 

Bbovn,  J.; 

In  the  view  we  have  taken  of  this  case  it  will  not  be  neoessaiy  to 
pass  upon  the  intriDsic  validity  of  the  plaintiff's  patent  as  a  process 
patent,  or  to  determine  whether  the  Orst  three  of  Meller  anid  Hoftaiann's 
claims  are  anticipated  by  the  nnmeroos  English  and  Amerioan  patents 
which  have  been  pot  in  evidence.  These  questious  have  been  argued 
before  the  learned  circuit  judge  for  the  seventh  circuit,  and  are  now 
pending  before  him  for  decision  upon  a  case  arising  in  the  distriot  of 
Indiana.  This  case  has  been  argued  as  if  it  were  solely  a  controversy 
between  the  Meller  and  Hofmann  and  the  Pfaudler  patents,  uid  in  this 
conncotioa  we  propose  to  consider  it 
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GoDcedinfirto  the  flillest  extent  the  doctrine  laid  down  for  the  guid- 
ance of  the  profession  in  Coming  Tt^Burdeit  (16  How.,  267),  Voehran  t. 
I>etiur  {9i  U.  B.,  787),  and  l^JUman  v.  Froetor  (103  U.  S.,  722),  that  a 
prooess  ma  J  be  patented  as  a  "  osefnl  art,"  and  that  aootbei  ma;  invent 
and  patent  a  machine  by  which  this  prooess  may  be  perTeoted,  and  that 
each  may  be  entitled  to  fats'  patent,  and  that  neither  can  ose  the  pro- 
cess or  maohine  of  the  other  without  a  license  from  him,  it  oaanot  tie 
poBHible  that  one  may  not  ioTent  a  maohine  designed  and  eflTective  to 
cany  ont  a  certiuD  process  and  yet  be  treated  as  iD&ioging  a  subse- 
quent process  patent.  In  other  words,  if  A  has  invented  a  machine  for 
carrying  oat  a  certain  process,  and  has  taken  oat  a  mechauic&l  patent* 
he  cannot  be  deprived  of  the  ose  of  socfa  machine  by  B,  who  has  sabse- 
qaently  taken  ont  a  process  patent  for  the  mannfoctnred  article.  The 
rights  of  parties  cannot  be  determined  by  the  form  in  which  they  have 
chosen  to  take  ont  thdr  patents.  Indeed,  we  ooderstand  the  law  to 
be  that  where  a  patent  clearly  shows  and  desoriiws  a  machine  whose 
Dse  necessarily  involves  the  prodnotion  of  a  certain  process  no  other 
person  can  afterward  patent  that  process.  The  first  patentee  is  enti- 
tled to  his  mechanism  for  every  nse  of  which  it  is  capable.  As  said  by 
the  Snpreme  Goort  in  SoberU  v.  ^ur  (91  U.  8.,  150-107): 

It  ia  DO  new  iarentiaii  to  oae  An  old  ntMbiiw  for  m  hmt  poipow.  Tha  Inventor  of 
k  mkoblne  U  enlitlMl  to  th«  Iwneflt  of  M  the  umb  to  whlah  it  can  be  pat,  no  niKttar 
wh«ther  be  had  ooDeeiTod  the  ide*  of  the  oae  or  not. 

See  also  Stoue  v.  Ttu  City  o/  Chicago  (21  0.  Q.,  790). 

The  sixth  and  seventh  claims  of  the  MelJer  and  Hofmann  patent  cover 
the  process  of  holding  beer  in  a  series  of  closely-connected  vessels  nn- 
der  antomatically-oontroUable  pressure  of  carbonic-acid  gas.  The  only 
new  result  secured  by  these  claims  over  that  described  in  the  first  three 
claims  is  that  by  connecting  a  nnmber  of  casks,  in  each  of  which  the 
beer  is  fermenting,  by  a  tnbe,  the  fermentation  is  equalized  and  the 
beer  in  all  the  casks  comes  out  alike,  withont  depending  on  the  judg- 
ment of  the  brewer,  as  is  the  case  when  the  casks  are  bunged  separately. 
No  objections  are  taken  to  the  validity  of  these  two  claims,  unless  they 
are  anticipated  by  the  invention  of  Pfandler,  as  above  stated.  We  are 
thns  brought  to  the  consideration  of  the  Pfandler  patent.  This  is  an 
American  patent,  and  describes  an  apparatus  for  registering  pressure  in 
fermenting-vessels  very  similar  to  the  mechanism  employed  by  the  plaint- 
iff and  apparently  effecting  the  same  or  nearly  the  same  result. 

In  1S72  John  M.  Pfaudler,  of  Bochester,  ^.  Y.,  a  young  and  not  a 
particularly  intelligent  German,  inexperienced  in  the  art  of  brewing, 
and  a  box-maker  and  carpenter  by  trade,  conceived  the  idea  of  regulat- 
ing the  pressure  in  a  vessel  containing  wine.    To  nati  his  own  words: 

I  gtonad  np  the  gntpee,  pnt  ft  Into  opeo  barrelH  and  waited  anlll  tbe  fennentstiun 
•tarted  into  It;  this  ii  tbe flnDfetmeDtatioQ;  »Dd  theasfter  that  Ipresaed  thegrapea, 
ran  offtbejniee,  and  afcer  that  I  put  itintoair-tighc  barrels,  to  regnlale  tbUgaa  tiut 
laoaoMdbrthiaMemidfenDenlatioti,aiidMttledtbe.veail;  andthon  I  went  to  work 


424        DECISIONS  OF  n.  s.  codkts  m  patent  cases. 

and  pot  ftn  apparktns  on  there — Kime  kind  of  m  apparatna — of  »  water  eolwna  and 
pfpe  to  nttle  theyeatt,  to  ke(<pthe  barrelafroni  bnntiDgand  keeptbem  air-tight  and 
to  atop  thia  overflow  of  the  wioo  or  anytliiDg, 

This  WM  done  in  hja  father's  cellar  in  Itoohestor.  Tbe  osaka  were  not 
eoDoectcd  and  tbe  apparatiu  cooaisted  of  a  pipe  rising  ftom  tbe  bong, 
and  thM  another  rnnning  down  into  a  Teseel  containing  -water. 

Ton  coald  make  that  pipe  or  oolnmD  ae  high  ma  yon  wanted  it,  and  tbe  pipe  aa  lone 
aa  yon  wanted  It ;  the  higher  yon  made  the  colanin  and  the  longer  the  pipe  tbe  moie 
prcHure  yon  coald  keep  back  onto  the  wino  or  liquor.  The  more  water  yon  pnt  in 
that  column  the  more  prewnre  yon  conld  keep  back. 

He  need  two  on  wine-casks  and  one  on  a  cider-cask  in  1872.  This 
•pparatnB  beased  from  1872  to  1874  witbont  change;  bnt  he  saja  he 
contemplated  a  change  by  ''  connecting  the  casks  together  and  potting 
ap  alarge  water-colamn5  or  6  feet  high,  so  as  to  keep  back  more  presB" 
Bure,  80  as  to  refine  it  still  gaicker  and  Itetter,"  and  to  avoid  tbe  expense 
of  patting  op  a  gage  on  eveiy  barrel,  for  by  connectiDg  them  together* 
if  one  of  tbem  wtMild  ferment  faster  than  tbe  other,  it  would  eqnalize  on 
all  the  barrels  tbroughoat  In  tbe  fall  of  1874  he  says  that  be  explained 
to  one  Mitchell  what  he  was  going  to  do,  and  that  he  "  wanted  to  con- 
nect the  casks  all  together  and  use  only  one  water-column";  that  be 
told  him  he  was  going  to  work  at  it  at  once  and  he  oonid  see  it  in  a  few 
months,  and  thot  he  showed  it  to  bim  tbe  next  spring.  In  thia  he  is 
corroborated  by  Mitchell,  who  says  tbatbe  saw  Ffttadler's  apparatus  oo 
a  single  cask  in  1872  and  1873 ;  that  in  1874  P&adler  explained  to  bim 
his  connecting  apparatus  and  said  it  wonld  be  the  ■*  boss"  thing  for 
breweries;  andin  the  spring  of  1875  be  began  to  improve  his  apparatns, 
showed  witness  the  varfoas  psrts  as  he  completed  them,  and  finally 
showed  him  the  completed  apparatus  in  operation.  He  prodaoed  tbe 
wigini^  device  in  evidence,  described  it,  and  made  it  an  exhibit  in  the 
eanse.  Early  in  1876  Pfondler's  father  died,  and  Pfandler  was  nnable  to 
get  money  to  construct  a  model  and  apply  for  apalent,  except  as  be  conld 
save  np  a  little  at  a  time.  Tbe  date  of  his  death  is  fixed  at  about  Peb- 
mary  6, 1876,  by  the  production  of  the  receipt  of  tbe  aadertaker  and  of 
tbe  mason  who  supplied  the  headstone  placed  at  his  grave.  Mr.  Mitch- 
ell says,  in  this  connection,  that  he  knows  that  this  apparatas  was  used 
upon  connected  casks  before  Pfaodler's  &ther  died,  which  wonld  place  it 
In  the  antnmn  of  1875  or  early  in  the  following  winter.  Pfaodler's  tes- 
timony is  alRo  corroborated  by  that  of  bis  brother  Caspar,  who  states 
that  before  his  fiitlier'8  death  he  knew  that  John  was  nsing  bis  appara- 
toe  in  the  cellar,  and  that  it  was  then  attached  to  four  barrels,  and  that 
he  then  heard  John  explain  the  appnratus  to  his  father.  This  was 
nearly  two  years  before  the  Meller  and  Ilofmann  apparatas  was  pot  op  in 
the  Bartliolomae  brewery.  In  March,  1878,  Pfandler  began  to  bny  ma- 
terials  as  fast  as  he  could  spare  tbe  money  for  a  model  for  tbe  Patent 
Office.  In  May,  1878,  he  paid  Miinu  &  Oo.  sixty-Ove  dollars  to  apply 
for  a  patent  This  is  proven  by  tlieir  receipt.  In  his  testimony  he  relates 
how  tbe  Pfandler  fiimily  saved  the  money  to  construct  tbe  model  and 
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apply  fbr  tbe  patent  He  and  his  brother  Charles  supported  the  family, 
and  bis  brother  Caspar's  earniugs  were  drawn  on  as  lightly  as  possible 
to  accnmnlate  a  AiDd.  Bat  they  were  obliged  to  ase  a  part  of  tbe  money, 
and  it  took  aboat  two  yean  to  save  enough  to  take  ont  the  patent.  He 
explained  the  matter  to  Moon  &  Co.,  signed  the  application,  and  sup- 
posed eTerytbing  was  right.  He  swears  that  he  never  heard  of  the  use 
of  an  apparatus  by  which  the  casks  were  connected  as  by  his  own  untQ 
tbe  autumn  of  1877,  when  he  was  told  by  bis  brotber  Caspar  that  he 
(Caspar)  was  helping  to  pat  up  some  piping  in  the  Bartholomae  brewery; 
that  the  beer-casks  were  connected  the  same  as  he  had  connected  them 
in  the  celUr,  "  but  aa  to  tbe  other  parts  where  tlie  pipes  led  to,  be  did 
not  know  how  that  worked."  It  was  boxed  np,  but  at  tbe  same  time 
he  thought  it  was  for  the  same  purpose  that  he  intended  to  use  bis  fbr 
as  near  as  he  oodld  jadge.  When  told,  be  stated  he  did  not  care  what 
they  hod  done;  tJiat  he  was  going  to  get  his  patented  as  qniok  as  be 
could  move  himself  about  money  mattfeia  ;  that  after  his  own  patent 
had  been  granted  he  beard  ftom  Caspar  that  the  water-column  and  gauge 
were  about  the  same  as  his  own.  After  the  patent  was  obtained  bis 
mother  mortgaged  the  boose  for  fire  hundred  dollars  to  f^imish  money 
to  work  with.  He  claims  to  have  nsed  the  water-eolomn  to  work  with 
in  187S,  and  from  the  Bnbsequeat  fall  and  up  to  and  including  18S1- 
Hia  testimony  is  also  corroborated  by  that  of  one  Colman,  a  mannfaet- 
nrer  of  brass  goods,  who  testifies  that  Pfkodler  came  to  him  in  tbe 
spring  of  1878  to  have  some  work  done.  At  first  he  wanted  two  safety 
valves  made,and  shortly  after  brought  in  adrawEng  of  a  model  be  wanted 
to  have  made.  The  gaages  were  made  aboat  March  1, 1878,  and  tbe 
drawing  was  delivered  about  the  same  time.  An  entry  on  his  books 
shows  a  charge  in  connection  with  this  work  on  March  Id.  The  draw- 
ing and  model  made  tcom  it  arc  Just  like  the  drawing  in  tbe  Pfoudier 
patent.  The  model  was  comi>Ieted  May  23, 1878.  In  June  he  made 
applifsation  for  his  patent  npon  this  model,  and  on  July  2,  1878,  the 
patent  was  issaed. 

It  is  nudenlable  that  this  story  is  open  to  grave  suspicion.  The  sin. 
gle  coincidence  of  Pfaudler's  invention  with  the  introduction  of  the 
Meller  and  Hofmann  apparatus  in  Bartholoniae's  brewery  in  Rochest  er 
the  fftct  that  his  brother  Caspar  had  been  employed  in.asBi8fing  to  put 
this  apparatus  in  the  brewery ;  that  his  mother  was  engaged  in  clean- 
ing up  the  office  and  keeping  the  beds  in  order  for  the  men  at  the  same 
brewery,  and  the  farther  fact,  stated  by  Dr.  Fringe,  one  of  the  experts, 
that  only  a  man  thoroaghly  conversant  with  the  art  of  brewing,  practi- 
cally as  well  as  scientifically,  conid  make  and  apply  the  Meller  and 
HoAnann  process,  seems  to  render  it  very  improbable  that  an  ignorant 
yonng  man,  not  even  a  brewer  by  trade,  and  apparently  destitate  of 
scientific  knowledge,  conld  have  conceived  and  carried  ont  a  plan  which 
bad  escaped  the  attention  or  bafHed  the  ingenuity  of  the  most  experi- 
eneed  brewers  for  centuries.    At  the  same  time  there  is  no  attack  npon 


426  DECI8I0H8  OF  U.   8.  CODBTB  Iff  PATSIT  OiSBS. 

Us  oredibilit?  or  npott  bis  ohanteter  or  apon  that  of  hia  &mily  and  his 
witneasea.  It  ia  trae  his  brother  Oaapar  was  employed  in  patttng  ap 
tiie  piping  in  the  Bartlioloiiuw  brewery  in  Boohester ;  bot  Uils  was  two 
years  after  he  claims  to  have  perfected  his  own  iiiTention ;  aod  Caspar 
«laims  that  these  pipes  ran  into  a  box  that  waa  kept  locked,  so  that  he 
«onld  not  see  what  waa  in  it,  and  he  never  did  see  what  was  in  the  box. 
Indeed,  none  of  the  men  in  the  brewery  knew  wliat  waa  in  tdtte  box  to 
which  the  Meller  and  Hofinaun  apparatos  waa  oonneoted.  Some  tfaoa^ht 
there  was  an  air-pomp  and  others  thonght  it  was  a  gas-machine.  The 
fiict  that  Ffaodler's  mother  was  employed  as  a  chore- woman  in  the  same 
brewery  seems  to  me  of  little  importance,  as  she  had  no  opportunity  to 
examine  the  apparatos,  ia  evidently  childish,  and  was  not  sworn  in  the 
case.  If  these  witnesses  are  to  be  believed,  it  ia  highly  improbable,  if 
not  imposaible,  that  Pfaodler  coold  have  obtained  a  knowledge  of  the 
Meller  and  Hofinann  process  ftom  this  brewery,  and  if  frand  had  been  in 
contemplation  by  Pf^ndlei's  Mends  it  seema  to  me  they  wonld  have 
chosen  a  very  difEerent  person  to  carry  it  throagh  for  them.  Under  all 
these  clrcnmatanoea,  and  in  view  of  the  corroboration  of  some  of  the 
incidental  portions  of  bis  testimony,  I  do  not  fbd  at  liberty  to  cast  it 
aside  and  to  aay  that  it  ia  so  improbable  that  it  ia  unworthy  of  belieC. 
It  is  tme  that  Pfbttdler  aeems  to  have  need  hia  apparatus  aolely  fbr  the 
fermentation  and  clarification  of  wines  and  cider,  or  to  prevent  the  bortt- 
ing  of  the  liarrela,  aod  to  have  bad  a  very  faint  idea  of  the  import«it 
port  it  was  destined  to  play  in  the  mannfiiotare  of  fiermented  Uqimhs; 
but  aa  it  aeema  to  be  eqnally  applicable  to  the  mannfactare  of  beer,  and 
is  claimed  in  the  patent  to  be  adapted  to  that  pnrpoae,  I  aee  no  valid 
reason  why  it  does  not  anticipate  the  patent  of  Bartholomae,  which  was 
issued  April  2,  1878,  inasmuch  as  it  seems  to  accomplish  lAe  same  re- 
sult. That  Pfitudler,  when  he  perfected  bis  apparatus,  did  not  foresee 
all  its  results  (and  herein  I  coincide  with  the  view  taken  by  the  plain- 
tiff] will  not  invalidate  the  patent,  since  he  is  entitled  to  use  it  for  every 
purpose  to  whicb  it  is  adapted.  Walker  ou  Patents,  sec.  38 }  fx  parte 
HickB,  16  O.  O-.,  5^.  The  same  observations  will  apply  to  the  cUdm 
now  made  by  plaintiffa,  that  Meller  and  Hofmann  made  a  new  invention 
in  limiting  the  use  of  their  apparatus  or  process  to  the  Kraensen  stage 
of  tbe  mauufkcture.  If  this  or  nuy  similar  apparatus  had  been  in  nse 
at  any  stage  in  tbe  process  of  beer-making,  it  is  certainly  no  invention 
to  apply  it  at  any  prior  or  subsequent  period  in  the  process  of  mann- 
factare. But,  by  way  of  reply  to  the  defense  of  prior  invention  by 
Pfitudler,  it  is  tbe  plaiiitlETs  claim  that  it  was  not  autil  long  after  Meller 
aud  Ilofmaun  bod  sent  their  printed  circulars  into  this  country,  and 
thus  published  tlieir  invention,  that  Ffandler  ever  perfected  hia  device 
by  applying  it  to  couuected  casks.  The  poaitiou  of  tbe  plaintiff  in  this 
connection  ia  that  the  sending  of  tbe  circulars  into  this  country  for  the 
purpose  of  introducing  the  inventiou  entitles  Meller  and  Hofmann  to 
protection  back  to  the  date  of  their  arrival,  wliicfa.  it  appears,  waa  some 
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time  prior  to  Beptomber  9, 1874.  To  destn^  tbe  Tolidity  of  thia  patent 
it  most  be  sliowii  that  the  inTeotion  was  not  patented  or  described  in 
any  printed  publication  in  tlus  or  any  foreign  country  before  the  pat- 
entee's invention  or  discovery  thereof.    (Bev.  Stats.,  see.  4886.) 

Tbe  Meller  and  Hofmann  device  was  patented  in  France  on  J^ovember 
SO,  1878;  bat  defendant  claims  to  have  perfected  his  device  in  1875^ 
and  to  have  proceeded  with  dae  dillgenoe,  oonsidering  his  poverty 
and  i^orance,  to  the  obtaining  of  a  patent  in  1878,  Plaintiff;  however, 
says  that  its  invention  was  first  made  in  Germany  in  1872,  and  in  Sep- 
tember, 1874,  cixonlars'were  sent  to  this  country  to  persons  engaged  in 
the  brewing  trade,  and  with  the  view  of  introducing  the  Meller  and 
Hofinann  process  into  nee  here.  It  is  attempted  tooarry  the  date  of  tbe 
plAintifl's  invention  back  to  the  time  when  these  oironlan  were  received, 
which  was  undoubtedly  anterior  to  the  time  when  F&adler  had  perliwted 
his  mechanism.  But  it  seems  to  me  there  are  two  ottJeotioDS  to  these 
dronlan.  First,  they  do  not  describe  t^  If eller  and  Hofmann  device 
with  that  olesmess  and  certainty  which  the  law  requires  tm  an  antici- 
patiou.    Thos  in  Segmour  v.  Oiborne  (11  WalL,  616, 505)  It  is  said  that^ 

Fateatad  inrMitloiM  emanot  b«  Hqpeneded  hj  the  mere  introdnotion  of  ■  foMign 
pablicatiooof  thaklnd,  though  of  prior  d*l«,iuileM  the  de«ariptioufti)ddi«wlDg«  con- 
tain ftnd  exhibit  ■  anbal»nti»l  reprefeiitatloii  of  tbe  psteoted  Improvemeat  In  (oob 
ftill,  olear,  uid  exaot  terms  u  to  eB»ble  twy  penoo  skilled  Id  the  art  or  Klesoe  to 
which  it  »pp«rt^ns  to  m>ke,  eonatmet,  and  prkctlee  the  Inrentlon  to  the  Hune  prao* 
tio«l  extent  m  the^  wonM  be  eakbled  to  do  If  Ike  inAnuktlon  wm  derived  ftom  a 
prior  pfttent  kfare  Taciw  and  general  repreeratatlMU  will  not  mpport  mob  a  de- 
ftnae,  as  theknowIedgceiippoMdtabedMlTedfroin  tbepnblioaUo&mnstbasaffloleBt 
to  anable  thoM  skilled  lo  the  art  or  aolenca  to  andentaod  the  nature  and  operation 
of  the  Invention  and  to  eanj  It  into  praotloal  nae.  Whatever  may  be  the  partionlar 
«>ireninatanefla  nnder  whioh  the  publication  takea  place,  the  account  published,  to  be 
of  KUj  elliMt  to  support  snch  a  defease,  mnst  lie  u  aooonnt  of  a  complete  and  opera- 
tiva  inTontion  capable  ot  being  pnt  into  praotieal  operation. 

So  in  the  case  of  Sill  v.  Et>an$  (6  Law  Times,  ^.  S.,  90),  Lord  West- 
bury  observes : 

Tliere  ia  not,  I  think,  any  other  genetal  answer  that  can  be  given  to  the  qneation 
than  this,  that  the  infomiatlon  aa  to  an  alleged  Invention  given  by  the  prior  pnblloa- 
tion  nnst  for  the  parpose  of  praotloal  ctUitj  be  eqnal  to  that  glvsa  by  the  enbaeqaent 
patent.  The  invention  moat  be  shown  to  have  been  before  made  knojm.  Wbat- 
aver,  therefore,  la  essential  to  the  Invention  mnst  be  read  ont  of  the  prior  pnhlloa- 
Uon.  If  speeiAa  details  are  neoeBaary  for  the  practical  working  and  real  ntlllty  of 
tba  alleged  Invention,  they  most  be  foand  auhstantlally  In  the  prior  publication. 
*  *  *  Upon  priudple  therefbre,  I  conolode  that  the  prior  knowledge  of  an  in- 
vention, to  avoid  a  patent,  mast  ha  knowledge  erjiial  to  that  required  to  be  given  by 
m  patent — vis,  snch  knowledge  as  will  enahle  tbe  public  to  perceive  the  vei;  dls- 
oovery  and  M  carry  tbe  invention  into  praotloal  nse. 

Now,  referring  to  the  second  circular,  which  is  much  the  fliUer  of  the 
two,  Meller  says  that — 

By  thia  device  the  beer  Is  transfened  immediately  tiam  the  feimenting-tauk  Into 
the  casks,  and  there  placed  nnder  presaarp  of  oarbonlc  acid.  Heretofore  iu  all  brew- 
eriea  where  beer  has  been  bnng»d  at  all  each  cask  was  separately  hnnged,  and  to 
provent  the  bunting  of  the  cask  the  nooMat  the  beer  became  ripe  it  had  to  be 
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wktahed  wvtj  0I0MI7.  Now,  by  my  proosM  m  ntIm  of  oaAt  m  8Tea  all  omtitB  ia  otM 
mUh  ua  conneoted  among  thamaelTM  aod  irlth  »  oarbonlo-scid  genantor.  Hiiu  a 
■uppljr  of  oubooio  acid  !•  Introdnoad  Into  the  beer  iromedUtelj  afUt  tha  oaaka  ua 
baogwl,  while  afterward  in;  lorpln*  of  aald  aoid  generated  Into  the  oiaka  ia  let  off 
Into  the  ftee  air.  The  brewer  U  thai  enabled  to  regnlate  tbe  pieaanre  equally  in  all 
BMka  oonneoted  with  tbe  afpuatna  to  any  dedred  degree. 

This  I0  all  there  ts  in  the  drenlar  by  way  of  spedfloatton.  It  ia  trae 
that  annexed  to  It  there  u  an  incomplete  drawing  which  might  possiUy 
to  a  skilled  workman  give  an  idea  as  to  tbe  real  oonstraotion  of  the  de- 
vice, bnt  tested  by  the  definition  found  in  t^e  t^wo  cases  above  cited  it 
seems  to  me  to  fall  considerably  short  of  the  particnlarity  required  in 
a  patent  or  in  a  pablloation  claimed  to  anticipate  a  patent  It  is  stated 
by  Dr.  Fringe,  the  expert,  as  a  reason  for  omitting  to  desoribe  tiiem 
ftally,  that  Meller  was  aft«id  that  somebody  might  steal  his  invention. 
It  has  been  ftvqaently  held  that  drawinga  alone,  anaceompanied  by  let- 
terpress  description,  will  never  Invalidate  a  patent.  In  re  At^rbnnf, 
9  O.  G.,  640;  Jiulaon  v.  Copo,  1  Fisher,  615;  Beevet  v.  Eejfttxme  Bridf 
Co.,  6  Fisher,  156. 

Second.  It  has  been  held  generally,  and  perhaps  nniversally,  that 
basiness  oironlarB  which  are  sent  only  to- persons  engaged  or  sopposed 
to  be  engaged  in  tbe  trade  are  not  snch  pablfcations  as  the  law  coo- 
templates  in  section  4886.  Partont  T.  Colgate,  21  O.  O.,  203 ;  ia  re  At- 
terburjfy  9  O.  Q.,  640 ;  Judgon  v.  Cope,  X  Fisher,  615 ;  Sanet  v.  Kefttom 
JBridge  Co.,  5  Fiaher,  456 ;  Seymour  v.  (Mome,  11  Wall.,  566. 

Upon  the  whole  I  have  come  to  the  conolnsion,  1  oonf^  with  a  good 
deal  of  hesitation,  that  P&adler  is  the  prior  patentee,  and  that  plain- 
tiffe  bill  mnst  be  dismissed. 


[CDlted  BMUi  OlreDit  Conrt-Sogtbarn  DkMet  of  Hew  Sork.J 
ABROLD  V.   PHBLPfl  ET  AL. 
Dtoldtd  Mag  W,  ISSt. 
29  0.  a.,  638. 
A  elaim  to  tbe  prooeae  of  maturing  and  browning  oofEee  by  nit^ectlng  It  in  ita  nn- 
cnred  condition  to  the  dlreot  aotton  of  iteam  la  not  infringed  by  the  appliea- 
tlon  of  heat  only  to  tbe  coffee  In  that  oondltion,  even  thoDgb  die  he«t  generatae 
iteam  from  the  moietnre  to  the  coffee,     rhe  ateam  cannot  be  omitted  and  the 
prooeM  be  the  aame. 

Mr.  Edmund  Wetmore  for  the  orator. 

Jiff.  Edward  y.  Dickerion  for  the  defendants. 
Whebleb,  J. : 

This  suit  rests  on  Beissne  Patent  ISo.  4,479,  dated  Jaly  25,  1871, 
granted  to  John  Asfacroft,  for  an  improvement  in  proeeasea  for  treating 
coffee,  Division  A.  The  process  consists,  essentially,  in  sabjeoting  nn- 
ripe  or  damaged  coffee  to  the  direct  action  of  steam  In  a  close  oompart- 
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meot  to  heat  and  Bweat  it,  and  then  to  dry  heat  to  complete  Uie  oaring 
of  it. 

There  are  fonr  elaims.  The  first  claim,  in  substance,  the  process  of 
nmtoring  and  browning  coffee  by  sabjecting  it  to  the  direct  action  of 
8t«ain ;  the  second,  the  process  of  matnjiag  and  browning  coffee  by 
snbjectiug  it  to  the  sweating  and  expanding  action  of  steam  wid  the 
drying  action  of  heat ;  the  third,  snbjectinf;  it  both  to  the  action  of  steam 
and  heat  while  in  sacks ;  and  the  fnarth,  subjecting  a  series  of  sacks 
to  the  action  of  sweating-steaui  and  drying-heat 

The  defendants  sabject  the  coffee  to  the  action  of  heat  in  a  close 
compartment.  The  heat  raises  steam  from  the  moisture  of  the  coffee 
and  produces  a  result  similar  to  that  of  the  process  of  the  patent.  The 
orator's  evidence  tends  to  show  that  this  process,  taken  by  itself,  is  the 
same  as  that  of  the  second  claim,  and,  in  connection  with  the  Tesolt, 
the  same  as  that  of  the  third  claim  of  the  patent  The  witness  giving 
tilts  testimony  is  understood,  however,  to  refer  to  these  claims  as  meas- 
ured by  their  own  terms,  which  do  not  refer  to  the  source  of  the  steam. 
Hia  meaning  apparently  is  that  the  steam  generated  from  the  moisture 
of  the  coffee  performs  the  office  of  steam  applied  from  without;  but 
this  does  not  alter  the  patented  process.  The  claims  are  made  upon 
the  invention  described  in  the  specification,  and  are  to  be  construeil 
with  reference  to  that  The  process  there  described  begins  with  the 
application  of  steam  fW>m  without  to  the  coffee.  These  claims,  therefore, 
must  refer  to  steam  so  applied.  The  patented  process  Is  the  applica- 
tion of  steam  and  heat  to  the  coffee  in  its  uncured  condition.  The  de- 
fendants* process  is  the  application  of  heat  only  to  the  coffee  in  that 
condition.  The  steam  cannot  be  omitted  and  the  process  be  the  same. 
Rustett  V.  Dodge,  93  U.  8.,  460.  Upon  this  construction  the  patent 
may  be  sustained,  but  the  defendants  are  not  shown  to  infringe.  If 
the  patent  should  be  coustmod  to  cover  the  application  of  heat  only 
to  coffee  in  a  close  compartment,  it  might  be  void  for  want  of  novelty 

Let  there  be  a  decree  dismissing  the  bill,  with  costs. 


[Bfr«—  Coart  of  tba  DalMd  "-fi  ] 
BUTTEBWOBTH,  COUKISSIONEB  OF  PATENTS,  V.  The  TTNrrED  STATEB 

EX  EEL.  Hob  bt  al, 
*  Decided  Mnember  3,  U84. 

39  O.  O.,  615. 

].  MwHUmaf  will  not  lie  to  oompel  a  pnblio  olBoer  to  do  >  puticulu  tbinn  which  bU 
■nperior  in  kathoritj  bas  lawfully  ordered  bin  nut  to  do. 

S.  In  ^  BUttan  Id  wblob  the  aotion  uf  the  ComniiMioner  la  JadJcial  or  qntul  Jodioial 
Ibe  fftet  that  no  appeal  ii  ezpreMly  givui  to  the  Seoretaiy  ia  noaclusive  that 
BMW  ia  to  be  implied,  and  tbia  ia  eqiially  tme  whether  or  not  ait  appeal  ia  al- 
lowed to  tba  oonrU. 
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3.  ^■■■pcrTWoBooiifcrwd^poiithaDMwtMTbjtlwrtitBtodoKaotaMthori— M» 
to  •Qtwtltate  Ui  diaeretloii  uidjiidgmeat  finrthataf  UwConiinlMfcioar  wh^  by 
Ikw  dM  Utter  i«  requited  to  exeraiw  hit  own,  mnd  when  tbat  JndcMMit,  ■■ki« 
leTmed  In  th«  apeoUl  mode  pointed  ont  by  jndlelal  ptoeeH,  ia  bj-  l>w  the  ee^ 
dIUoa  on  wUeh  the  right  of  the  oUInent  !•  deoland  to  depend. 

t.  When  the  Cwnnlerionet  of  Peteote  derided  thnt  the  feletonw 

peteot,  he  bftd  taUj  ezenked  Ue  JndfBent  end  dieeietion,  and  tlie  ■ 
da^  tlMtt  leMtlned  eonld  net  be  avoided  meralr  oat  of  defarenee  to  the  dais 
of  the  Beoretary  to  reraree  and  Mt  aeide  the  deeialon ;  tbeicfbre  a  mandaaaa 
wae  properly  directed  to  the  CommiaaloiMr  to  eotnpel  him  to  pflrfbiia  hie  Anty, 
to  wit,  to  prepare  the  patent,  to  1»7  It  befiin  the  Seeretarj  fiir  Ua  ilpiatwr. 
and  to  hlmeelf  oonntwiign  It. 

6.  In  each  a  caw  (he  remedy  by  lilll  in  eqnlty  under  eeetlon  MIK  la  not  ^fepriale, 
beeante  it  appllee  only  whem  the  ConmlMlMier  deoidea  to  t^aot  aa  a|ip1tealii» 
tor  a  patent  on  the  gronnd  that  the  appllouit  la  not  on  the  moita  entitled  to  it. 

IH  Ebbob  to  the  sapreme  oomt  of  the  District  of  Oolumbik. 

aolieitorGenmU  PhOUp*  and  Mr.  A.  C.  BraMtj/  tar  the  plaintiff  im 
enor. 
H<m.  A.  J.  WUkurd  for  the  defendaDt  in  error. 

Mr.  jQBtioe  M atthbws  delivered  the  opiafon  of  the  ooort : 

This  ia  a  writ  of  error  proMooted  for  the  purpose  of  reriewinc  and 
reversing  the  Judgment  of  the  Bupreme  conrt  of  the  District  of  0(dnm)Ma, 
awarding  a  peremptory  mandamnt  oonunfuiding  the  plaiatiiF  in  ernv, 
the  ComBiiBBioner  of  Patents,  to  receive  the  final  fse  of  twenty  doUan 
tendered  bf  the  relators,  and  oaoae  letters  patent  of  the  United  States 
to  B.  Hoe  &  Co.,  as  assignees  of  Gill,  to  be  prepared  and  sealed,  aeoord- 
ing  to  law,  for  a  certain  invention  therdn  partioalariy  desorlbed,  and 
to  be  presented  to  the  Secretary  of  the  Interior  for  his  dgtiatare. 

The  &cta  upon  which  the  controversy  arises  an  shown  by  tha  reeoid 
to  be  as  follows:  On  March  12, 1881,  OiU,  one  of  the  relaton,  made  up- 
plication  in  due  form  to  the  (Jommissloiier  of  Patents  tx  ietten  patent 
tax  certain  new  and  osefnl  improvements  in  lulnting-machlnes,  of  whieh 
he  claimed  to  be  the  original  and  first  inventor.  An  interforenoe  was 
declared  with  an  unexpired  patent,  lSt>.  238,720,  granted  to  Walter  Soott, 
March8,1881.  A  hearing  was  had  before  ttieBxamiaer  of  InterfaraBces^ 
who  decided  in  fltvor  of  Scott,  and,  on  appeal  to  the  Bxamloers-in-OhiefT 
that  decision  was  affirmed.  An  appeal  ttom  that  decision  waa  taken 
by  OiU  to  the  Commissioner  of  Patents,  who  decided  that  Oill  was  the 
original  and  first  inventor  of  the  improvements  claimed,  and  was  entitled 
to  a  patent  therefor;  and  on  Jnne  1, 1883,  acyndged  tJiat'satdi  patent 
shoDld  issne  to  the  relators  composing  the  partnership  of  B.  Hoe  &  Ga, 
as  assignees  <rf  Gill,  the  inventor. 

On  Jane  14, 1883,  an  appeal  was  taken  by  Scott  from  that  deciaimi  of 
the  OommiSBioner  of  Patents  to  the  Secretary  of  the  Interior,  noder 
rules  prescribed  by  that  olBcer,  dated  May  17, 1883,  who,  on  March  I, 
1884,  reversed  the  dedsloD  of  Uie  Oommissioner  of  Patents  fn  fkvor  i£ 
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Oill,  adjadged  Soott  to  be  the  original  and  first  inventor  of  the  improTO- 
ments  cdoinied,  and  that  Oill  vas  not  entitled  to  a  patent  therefor. 

In  his  retom  to  Che  alternative  writ  the  OommiBBioner  of  Patents,  ad- 
mitting that  be  had  reflised,  incompliance  with  the  demand  of  the  re- 
lators, to  accept  their  tender  of  the  final  fee,  and  to  prepare  the  patent 
for  aignatore,  tuid  to  take  any  ftirther  steps  therein,  deolarea — 

tb»t  be  lo  refiued,  not  tMCftoM  ha  deatred  to  make  fbrtfaer  Inqnlry,  or  to  1)e  fartber 
ftdviMcl  in  thkt  bebklf,  no  motion  or  other  pnioeedlng  for  rflhearlng  or  nvlew  had 
baaa  taken  or  wae  peading  b«A>n  him  In  that  behalf,  bat  that  he  bawd  bis  reftual, 
and  does  to  etHI,  »cie\j  upon  the  gnnmi  tliat  the  hauorable  the  Seeietary  of  the 
Inteiioc  bad  entertained  the  appeal  taken  to  klm  from  taid  deoiaion  onder  the  role* 
afbieaaid,  and  had,  tn  pnnnanoe,  of  eaid  appeal,  entered  a  deoition  re*erali)g  that 
•f  the  Commiaiionet  of  Fatenta,  and  awarded  priority  of  invention  to  Walter  Scott. 

The  retom  proceeds  aa  follows : 

Toni  reapondent  thrther  aajv  that  for  many  jean,  and  nntll  1881,  it  waa  held  i» 
pnrenance  of  deoletoni  and  oplnioni  of  the  honorable  Attomey-(]eneral  made  in  thai 
behalf,  that  the  honorable  the  Secretary  of  the  Interior  had,  and  thei'efore  baa,  d» 
legal  authority  to  reTiew  on  appeal  a  deoiaion  of  the  Commfnioner  of  Patents,  where- 
in tbe  CoBuniMioner  hat  finally  adjndged  ao  applioant  to  be  entitled  to  a  patent  aa 
pc^ed  fer  In  hta  appboatlon ;  is  other  worda,  that  thejodgmeutol  tbeCunmiaaloner 
of  Patent*  upon  the  right  of  an  iqiplieaot  to  hare  and  reoeive  a  patent  li  flnal  and 
eoDeloaiva,  mbjeot  only  to  review  by  tlie  Kipr«me  ooort  of  the  Diatriot  of  Colombia, 
and  laefa  other  canrte  aa  h>Ta  JnrlidieHon  in  that  behalf,  and  by  tbe  Commisaioner; 
■ad  tbe  piaetlee  of  the  Patent  OtBoe  and  the  honorable  tlie  Seeratarj  of  the  Interior 
emftraied  titereto.  Thla  question,  howoTer,  waa  again  raised  in  the  eases  of  SkMtM 
V.  Whin  and  Xs  8»g  v.  ApUst,  and  the  henomble  tbs  Attonicj-OaneMl  of  the 
TTnUad  States,  to  whom  tbe  question  waa  again  reftored,  lu  an  i^lnion  stgned  on  tba 
Wth  day  of  Angnat,  1681,  held  that  ibe  honorable  tbe  Seoietary  of  the  Interior  had 
and  eonid,  on  appeal  to  him,  exerolse  the  Jurisdiction  to  review  the  Conunlarioner  of 
Patents,  and  eontrol  his  action  in  that  behalf;  and  later  on,  to  wit,  tbe  SOth  day  of 
Fehnary,  IflU,  the  hononble  Seeretary,  in  an  ofllBlal  letter  (a  eopy  of  whieh  is  hei«- 
te  attaebed,  marittd  "  E  "),  advised  yonr  lespondent  that  be,  tbe  honorable  Secmtsiy, 
bad,  t«  pwanaaee  of  tbe  opinion  of  the  bonoiable  Attomey-OBnenJ,  exenlsad  Jula- 
dMion  SB  appeal  fkon  the  Judicial  action  of  the  Commissioner  In  detennlning  qtM«> 
tloDs  devolved  i^on  Um  l>y  tlw  itatnte. 

In  defmnes  to  that  opinion  and  the  action  of  tbe  honorable  tbe  Beorrtary  of  the 
latarlcc  In  tbe  eass  nnder  oonridentton  yonr  reapondent  refttsed,  and  does  ref^ise,  to 
aiiiinili  l«  tbe  denaad  of  tbe  relator.  That  in  view  of  tlw  deeistMiB  and  tbe  nnUbtm 
pnMtiea  of  tbe  ConmiaslotMra  of  Patents  and  tbe  beads  of  the  Dapartmaat  of  tbe  In- 
t«lor  prior  to  1881,  donl>t  and  nnoertainty  have  arisen  tonehlng  tiift  legal  obligations 
doTolving  npon  yonr  reapondent  in  the  ease  ander  consideration,  and  those  of  Ilka 
ebaracter. 

Tear  leipondent  further  says  that  If  the  Judgment  of  the  Conmiadanv  of  Patents, 
which  Is,  that  tlw  lelalor  is  entitled  to  reeelTO  bis  patent  aa  ptnyed  fbr,  is  final,  and 
if  npon  aneb  Judgnant  it  Is  the  lawful  doty  of  tbe  respondent  to  accept  said  flnal  Ac 
and  take  tbe  neeeasary  and  proper  atepa  to  prepare  said  patent  for  Issne,  as  prayed, 
then  yonr  respondent  bai  improperly  refused,  and  does  improperly  letbee,  to  prepare 
•aid  patent  for  jMne;  but  If  bis  declston  is  anl^ect  to  review  and  rBTeraal  on  appeal 
to  tbe  bonorable  the  Beeretaty  of  tbe  Inturior,  then  such  refbsal  on  the  part  of  yonr 
I— pendant  to  accept  a^d  Am  and  prepare  said  patent  fbr  lane  is  right  and  proper. 

The  retom  of  the  Oommissioner  also  sets  ont  as  exhibits  the  decision 
at  hia  predeceaaor  in  o0ce  awarding  priority  of  invention  to  Oill  and 
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acUodgJDg  him  to  be  eotitted  to  a  patent ;  the  appeal  <^  Soott  to  the 
Secretary  of  the  Interior ;  the  rules  govemlDfC  saoh  appeaU  aa  adopted 
and  promulgated  by  that  officer ;  the  decUiou  ou  that  appeal  by  the 
Secretary  oommuoicated  by  letter  to  the  Oomnuasiooer,  rererHioK  the 
decision  of  the  Commiasioner  and  awarding  priority  of  invention  to  Scott, 
and  a  subbeqaeot  letter  of  the  Secretary*  to  tho  Commiraiooer,  dated 
February  26,  1884,  iu  which  he  states  that  at  the  request  of  his  prede- 
cessor, Mr.  Eirkwood,  in  connection  with  the  case  of  Ifiekolmm  v.  Editor 
and  Le  Boy  v.  Sopkina,  the  Attorney-General  considered  the  qaeetion 
M  to  the  extent  of  the  sapervisory  authority  of  the  Secretary  over  the 
acts  of  the  Gomaiissioner,  and,  ta  an  opinion  dated  Angast  20,  1881, 
reached  the  conclusion  that  the  flnal  discretion  in  all  matters  relating 
to  the  granting  of  patents  is  lodged  in  the  Secretary  of  the  Interior; 
that  Secretary  Kirkwood  concurred  in  that  opiuioo,  and  from  that  time 
to  the  present,  appeals  teom  the  judicial  action  of  the  Commissioner  of 
Patents  have  been  considered  by  the  Secretary  of  the  Interior ;  that  the 
attention  of  Congress  was  particularly  directed  to  this  new  practioe  in 
the  annual  reiwrt  of  Secretary  of  the  Interior  for  1981,  and  that  there 
hu  not  since  been  any  legislative  expression  of  dissent  from  the  inter- 
pretation the  existing  law  had  received ;  and  that  he  does  not  feel  jnsti- 
fled  in  discoutiouing  a  practice  which  he  finds  thus  established. 

It  is  clear  enough  that  if  the  action  of  the  Commissioner  of  Patents, 
in  the  matter  of  controversy,  is  subject  to  the  order  of  the  Secretary  of 
the  Interior,thejadgmentof  the  Supreme  Conrt  of  the  District  of  Co- 
lombia must  be  reversed,  for  mandamiu  evidently  will  not  lie  to  oompel 
a  public  officer  to  do  a  particular  thing  which  his  superior  in  authority 
has  lawfully  orderetl  hitn  not  to  do. 

The  direct  and  immediate  question,  therefore,  for  onr  determinatitHi, 
is,  whether  the  Secretury  of  the  Interior  had  power  by  law  to  revise 
and  reverse  the  action  of  the  Commissioner  of  Pateuia  in  awarding  to 
Oill  priority  of  invention  and  adjudging  him  entitled  to  a  patent. 

The  authority  and  power  claimed  for  theSecretsryof  thelnteiiorue 
asserted  and  maintained  npon  these  general  grounds :  that  he  is  the 
head  of  the  Department  of  which  the  Patent  Office  is  a  bureau ;  that 
the  Secretary  is  charged  by  section  441  Bevised  Statutes  with-  the  an- 
pervision  of  public  btisiness  relating  to  patents  for  inventions,  in  the 
same  terms  and  in  the  same  sense  as  in  the  cases  of  the  various  other 
subjects  which  in  that  section  are  classed  together — to  wit,  the  ceoans, 
the  public  lauds,  the  ludiaus,  pensions  and  bounty  lands,  the  custody 
and  distribution  of  publications,  &c. ;  that  by  section  4883  it  is  required 
that  all  patents  shall  be  signed'  by  the  Secretary,  as  the  responsible  rep- 
resentative of  the  Government,  in  whose  name  the  grant  is  made,  and 
countersigned  by  the  Commissioner  of  Patents,  only  to  attest  the  act 
of  bissui>erior;  that  bysectioulSJ,  while  the  Commissioner  is  required 
to  superintend  or  perform  all  dntiea  respecting  the  granting  and  issa- 
ing  uf  patents  directed  by  law,  it  is  thweby  also  provided  that  it  moat 
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b«  QDd«r  the  direotloD  of  the  Becretnry  of  the  Interior— a  olnuBS  to  be 
read,  it  is  argued,  ae  if  it  were  expressly  iuserted  as  a  quallfloatioD  of 
every  statntory  daty  imposed  qpon  the  GoiQniisBioi>er ;  that  by  section 
483  the  regnlatfoDB  which,  trom  time  to  time,  the  Oommissiouer  may  es- 
tablish for  the  oondoot  of  proceediogs  id  the  Patent  Ofllue,  are  sabject 
to  the  approval  of  the  Secretary ;  that  by  seotioQ  487  the  reasons  for 
tiie  refusal  of  the  ComDiissiooer  to  reoognise  Hoy  person  as  a  patent 
agent,  either  generally  or  in  any  particular  case,  are  subject  to  the  ap- 
proval of  the  Secretary;  that  this  general  relation  of  offloial  subordi- 
nation, with  the  aocompaoyiog  powers  of  sapervisiou  and  direotiou, 
extends  to  all  the  offloial  acts  of  the  Oommissioner,  without  regard  to 
any  distiootion  between  those  which  are  merely  ministerial  and  those 
which  are  judicial  in  their  nature ;  and  that  such  snpei'vision  and  di- 
rection m^y  be  exerted  at  any  stage  of  a  proceeding,  in  the  discretion 
of  the  Secretary,  whether  in  advance,  or  during  its  progress,  or  after 
Its  termination,  and  embraces,  therefore,  the  mode  of  appeal,  thoagh 
no  appeal,  in  exprtes  terms,  is  actually  giveu. 

And  it  is  claimed  ttiat  this  ODuolasiou  is  strengthened  by  the  analogy 
of  the  other  bnreans,  forming  parts  of  the  various  executive  departments 
of  the'Government,  like  that,  for  example,  of  the  (General  Land  Offlce> 
the  Oommissioner  of  which  is  by  law  subject  to  the  supervision  ot  the 
Secretary  of  the  Interior,  in  respect  to  which  it  was  decided,  in  Mag- 
wire  V.  Tifler  (1  Black,  105),  approved  and  affirmed  iu  SHyder  v,  8i«kle» 
(98  U.  S.,  203),  that  the  imwer  of  supervision  and  appeal  vested  in  the 
Secretary  extends  to  all  matters  relating  to  the  Genera!  Land  Office, 
and  is  co-extensive  with  the  authority  ofthe  Oommissioner  to  adjudge. 

In  reference  to  this  argument  fh^m  the  analogy  of  the  general  rela- 
tion of  tiie  heads  of  Executive  Departments  to  their  bureau  officers.  It 
may  as  well  be  observed,  in  this  connection,  that  although  not  without 
force,  it  will  be  very  apt  to  mislead,  unless  particular  regard  is  bad  to 
the  nature  of  the  duties  intrusted  to  the  several  bureaus,  and  critical 
attention  is  given  to  the  language  of  the  statutes  defining  the  jnrisdio- 
tion  of  the  ohief  of  his  subordinates,  and  the  special  relation  of  subordi- 
nation between  them  respectively ;  fbr  it  will  be  found,  on  a  careful  ex- 
amination, too  extensive  and  minute  to  be  entered  upon  here,  that  the 
general  relation  between  them,  of  superior  and  inferior,  is  varied  by  the 
moat  diverse  provisions,  so  that  in  respect  to  some  bureaus  the  couneo- 
tion  with  the  X>epartment  seems  almost  clerical,  and  one  of  mere  obedi- 
ence to  direction,  while  in  that  of  others  the  action  of  the  officer,  although 
a  sabordiuate,  is  entirely  independent,  and,  so  far  as  Kxecntive  control 
ia  concerned,  conolnsive  and  irreversible.  And  iu  respect  to  the  par- 
ticular illustration  drawn  from  the  relation  of  the  Oeneral  Land  CMDce 
to  the  Department  of  the  Interior,  the  language  of  the  section  of  the 
Bevised  Statutes  (section  453)  describes  the  d  nties  of  the  Commissioner 
to  be  performed  under  the  direction  of  the  Secretary,  as  Bxecntive  duties, 
while  those  which  relate  to  the  decision  of  questiouB  of  private  right 
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Dnder  the  pre^mptdoD  laws,  being  qaMi-Jodioial,  are  made  by  s 
2273  expr«BBly  aalijeot  to  an  appeal,  firat  ftom  tbe  register  and  reoeiver 
to  the  Oommiseioner,  and  ttom  bim  to  the  Seoretai?.  Lfttie  v.  Arhm- 
tat,  9  How.,  314 ;  Barnar^t  Htin  v.  AtU^t  ffeirt,  18  How.,  13.  Each 
ease  must  be  governed  by  its  own  text,  npon  a  faU  view  of  all  the  stat- 
Qtory  proTisions  intended  to  express  tbe  meaning  of  tbe  legislatore. 

To  determine  that  intendon  of  the  legialatnre  In  referenoe  to  tbe  prin- 
cipal question  in  tbe  present  cbm  it  becomes  important,  in  tbe  first 
place,  to  obtain  a  clear  idea  of  the  nature  and  extent  of  tbe  jarisdioticB 
inrolTed  in  tbe  claim,  that  all  tbe  official  acts  of  the  0<unmi«sioiier  ot 
Patents  are  subject  to  tbe  direction  and  saperintendenoe  ot  ttie  Seere- 
taiy  of  tbe  Interim. 

If  tbe  Secretary  is  charged  by  law  with  the  pertbrmanoe  of  anoh  a 
duty,  be  is  bound  to  ftaifill  it.  It  is  imperative,  not  distnetfonaiy.  He 
oannot  discharge  it,  according  to  the  intention  of  tbe  statote,  in  a  man- 
ner either  arbitrary  or  perftinotory.  While  it  may  be  admitted  that, 
■o  far  as  the  pablic  alone  have  an  interest  in  tbe  proper  performance 
by  the  Commission  of  bis  duties  in  the  administratioD  of  his  biucaii, 
tlie  Secretary  might  satisfy  his  daty  of  direction  and  snpeiintendeDce 
by  prescribing  general  rules  of  cocdncting  tbe  public  business  and  se- 
onribg,  by  general  orenigbt,  confonnlty  to  them ;  yet,  on  tbe  other 
hand,  it  must  also  be  admitted,  that  whenever  a  private  person  acquires 
by  law  a  personal  interest  in  tbe  performance  by  the  OommiasioDer  <tf 
■oy  act,  he  thereby  also  acquires  an  individual  interest  in  the  direction 
and  supervision  of  the  Secretary,  to  correct  any  error,  or  sopiriy  any 
omission  or  defect  in  ite  performance,  tending  to  bis  injury.  It  is  a 
maxim  of  the  law,  admitting  few,  if  any,  exceptions,  that  every  duty 
hiid  upon  a  public  olBcer,  for  the  benefit  of  a  private  person,  is  enforce- 
able by  judicial  process.  So  that  the  Secretary  woald  be  bound,  npon 
proper  applioatiou,  in  every  snob  instance,  to  inquire  into,  imd,  if  nec- 
essary, redress,  the  alleged  grievance.  And  hence  the  offldal  dnty  of 
direction  and  supervision  on  the  port  of  the  Secretary  implies  a  correla- 
tive right  of  appeal  from  the  Oommlssioner,  in  every  case  of  complaint, 
although  no  such  appeal  is  expresslj'  given.  Snoh,  indeed,  is  thei»«o- 
tical  construction  put  by  the  Secretary  himself  npon  his  own  powere 
and  duties ;  for  the  rules  governing  appeals  to  the  Secretary  of  the  In- 
terior in  patent  cases,  made  part  of  the  retorn  here,  assame  the  equal 
right  of  all  parties  to  the  proceeding,  whether  ex  parte  or  otherwise,  to 
obtain  his  review  of  the  action  of  the  Oommissioner,  not  only  in  tbe  flnsl 
judgment,  but  upon  all  interlocutory  questions  material  to  the  matttf, 
to  the  decision  of  which  exceptions  have  been  duly  taken  during  the 
progress  of  the  inquiry. 

It  is  flirther  to  be  observed,  in  the  same  connection,  that  if  the  power 
and  duty  of  the  Secretary,  in  directing  and  superintending  the  perfonn- 
anoe  by  tbe  Commlaeioner  of  bis  duties,  and  those  of  all  other  anbcadi- 
natea  in  the  Bureau,  may  be  exercised  In  the  form  of  appeal,  it  may  also 
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be  ezerciaed  in  any  other  mode,  in  the  diaoretjon  of  the  Secretary,  snit- 
able  to  the  end  in  view;  for  if  directing  and  Hupenntending  ioolnde 
review  by  appeal  after  a  decision,  they  may  as  well  embrace  dictating, 
either  in  advance  of  action  or  from  time  to  time  dnring  its  coarse  and 
progress.  So  that  it  follows,  in  every  case  of  an  application  for  a  pat- 
ent, or  fw  a  reissue,  or  for  an  extension,  or  in  oases  of  an  ioteiference, 
tbe  Secretary  may  direct  the  matter  to  be  beard  before  himself^  and 
thereopon  ftirther  direct  what  decision  shall  be  rendered  in  each  mat- 
ter by  the  Commissioner  so  as  to  meet  his  approval.  This  right  of 
interposition  at  any  stage  of  the  proceeding  is  explicitly  maintained  in 
the  opinion  of  A.ttomey-Qeneral  of  Angnst  20,  1881,  which  was  made 
the  basis  for  the  reversal  of  the  previous  practice  of  the  Department  in 
this  partioolar,  as  will  appear  by  the  following  extract: 

From  the  right  and  power  of  Qie  Seoretwr  to  withhold  hU  ■ignatam  ft«m  tfc«paU 
•Dt,  nnlen  he  ie  aatleHed  of  the  elHinmiil'a  title  thereto,  plsinlj  fbllowt  an  eqiul 
rijtht  to  dlreot  the  CommiMloner,  while  tbe  prooeedluga  are  pending,  to  i«oeire  a& 
amendment  which  will  open  np  a  line  of  evidence  that  may  throw  light  on  that  title. 

We  ate  led,  therefore,  immediately  to  inquire  whether  saoh  a  eon> 
stmction  of  phrases,  employed  in  establishing  tbe  origination  of  the  Pat- 
ent  OfBoe  as  a  bnreaa  in  the  Department  of  the  Interior,  is  jnsti&ed  by 
a  view  of  the  whole  legislation  in  part  materia,  and  oonsistent  with  the 
integrity  of  the  system  of  the  statutes  in  relation  to  letters  patent  for 
new  and  osefol  inventions. 

The  general  object  of  that  system  is  to  execute  the  intention  of  that 
clause  of  the  Constitution,  Article  I,  section  YIII,  which  confers  npoo 
Congress  the  power — 

to  piaiDOte  tbe  progrew  of  eoienoe  and  OMfal  arte  bj  eeonring  ft>r  limited  timea  to 
aathon  and  inventon  the  excloaive  right  to  their  respective  writiugi   and  dlaoov- 

Tbe  legislation  based  on  this  provision  regards  the  right  of  property 
in  tbe  iuventor  as  the  medium  of  the  public  advantage  derived  from  bis 
invention ;  so  that  in  e^ery  grant  of  the  Iimit«d  monopoly  two  interests 
are  involved — that  of  the  public,  who  are  the  grantors,  and  that  of  tbe 
patentee.  There  ave  tlins  two  parties  to  every  application  for  a  patent, 
and  more  when,  as  in  case  of  iuterfering  claims  or  patents,  other  pri- 
vate interests  compete  for  preference.  The  questions  of  fact  arising  in 
this  field  find  their  answers  in  e^eiy  department  of  physical  science,  in 
every  branch  of  meclianical  art ;  the  questions  of  law,  necessary  to  be 
applied  iu  tbe  settlement  of  this  clitssof  public  and  private  rights,  have 
founded  a  special  branch  of  tecbuical  jurisprudence.  The  investigation 
of  every  claim  prescuted  involves  the  adjudication  of  disputed  qnestiona 
of  fact  upon  scientific  or  legal  pviuciples,  and  is  therefore  essentially 
judicial  in  its  character,  aud  requires  tlie  intelligent  judgment  of  a 
trained  body  of  skilled  officials,  expert  in  the  various  branches  of 
science  and  art,  learned  in  the  history  of  invention,  and  proceeding  by 
fixed  rules  to  systematic  conclusions.  '  *~ 
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Acoordlnglr,  it  is  provided  in  the  itatntes  (B.  8.,  mo.  4803)  that  on 
the  fllingof  any  applloAtion  fbr  a  patent  tiie  OommieaioDW  shall caoee 
au  examinatioii  to  be  mtule  of  the  alleged  new  InTeotion  or  discovery, 
nnd  If  on  examinatioii  it  shall  appear  thattheolaimukt  is  Jnstly  entitled 
to  a  pateut  noder  the  law,  and  that  the  same  is  sofflciently  aseftal  and 
important,  the  Commissioner,  not  the  Secretary,  shall  issoe  a  patent 
therefor,  olthoogh  it  most  be  signed  by  the  Seoretary.  The  claim  is 
examined  In  the  first  Instanoe  by  a  primary  examiner  assigned  to  the 
class  to  which  it  belongs ;  if  twice  rejected  by  him,  the  applicant  is  en- 
titled (B.  S.,  see.  4909)  to  appeal  from  bis  decision  to  that  of  the  Board 
of  Examiners-in-Ohief,  oonstttnted  a  tribunal  for  that  pnrpose ;  and 
ftom  their  decision,  if  adverse,  he  may  appeal  to  the  CommlsBioDcr  in 
person.  (B.  8.,  sec.  4910.)  If  dissatisfied  with  his  decisicMi,  the  party, 
except  Id  oases  of  interference,  in  respect  to  which  another  provision  is 
made,  hereafter  to  be  considered,  may  appeal  to  the  sapreme  ooart  of 
the  District  of  Oolambia.  (K.  8.,  sec.  4911.)  To  tiiat  appeal  the  Com- 
missioner is  a  formal  party,  the  ooart  acting  ouly  on  the  evidence  ad- 
dnced  befbre  him,  and  oonAning  its  revision  to  the  points  set  forth  in 
the  reasons  of  appeal.  A.  certificate  of  its  proceedings  and  decision  is 
to  be  retamed  to  the  Commissioner  and  entered  of  record  in  the  Patent 
Office,  and  shall  govern — so  the  statute  says — the  fluther  proceedings 
iu  the  case,  bat  witboat  preolading,  it  continues,  any  person  iotareated 
fh)m  tbe  right  to  contest  the  validity  of  snch  patent  in  any  court  whereiD 
the  same  may  be  called  in  question. 

It  is  evident  that  the  appeal  thns  given  to  the  supreme  ooart  of  tbe 
District  of  Colnmtua  fh)m  tbe  decision  of  tbe  Commfsai<Hier  is  not  tiw 
exercise  of  ordinary  Jurisdiction  at  law  or  in  equity  on  the  part  ot  tbat 
court,  but  is  one  step  in  the  statotory  proceeding  nuder  th.e  patent  laws 
whereby  that  tribunal  is  Interposed  in  aid  of  the  Patent  Offloe,  thoagb 
not  subject  to  it.  Its  a^jndication,  ^ough  not  binding  upon  uiy  who 
eboose  by  litigation  in  courts  of  general  jarisdictioB  to  qaeeti<Hi  tbe 
validity  of  any  patent  thns  awarded,  is,  nevertheless,  oonolasive  npon 
tbe  Patent  Office  itself,  for,  as  the  statute  declares  (B.  8.,  see.  4814),  it 
"shall  govern  tbe  fiirther  proceedings  in  the  case.'  Hie  Oommiasioiier 
oannot  qaeetion  it.  He  is  bound  to  record  and  obey  it.  Hia  fUlara 
or  reftual  to  execute  it  by  appropriate  action  woald  andonbtedly  be 
oorreoted  and  supplied  by  suitable  Judicial  process.  Hie  decree  ot 
the  court  is  the  final  adlndioation  upon  the  question  (tf  ri|^t ;  ewy- 
tiiiug  after  that  dependent  npoD  it  is  merely  in  execution  of  it;  it  it 
no  longer  matter  of  discretion,  but  has  become  imperative  and  eafinee- 
able.  It  binds  the  whole  Department,  the  Seoretary  as  well  as  the 
Oommissianer,  fbr  it  has  settled  the  qnestiou  of  title,  so  that  a  demand 
for  tbe  signatares  necessary  to  authentioate  the  formal  instroment  and 
evidenoe  of  grant  may  be  enforced.  It  binds  the  Secretary  by  aotdng 
directly  upon  the  Commissioner,  for  it  makes  the  actdon  of  the  latter 
final  t^  teqniriug  it  to  conform  to  the  decree. 
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OonffTMB  has  thus  provided  foar  triboaalB  for  hearing  appllcatiou 
tor  pateute,  with  three  soeoeBBiTe  appeiUs,  in  whioh  the  Secretaty  of 
the  Interior  is  not  inoladed,  giving  jaiiBdiotion,  in  appeals  ftom  tb« 
Commiaaioner,  to  a  jadioial  body  independent  of  the  Department,  as 
thongh  he  were  the  higfaeet  authority  on  the  aolyect  vitiiin  it.  And  to 
say  that,  nnder  the  name  of  direction  and  saperintendenoe,  the  Secre* 
tarymayannnltbe  decision  of  thesnpreme  ooartof  the Diafarict, sitting 
OD  appeal  from  tb»  CommisBioner,  by  directing  the  latter  to  disregard 
it,  is  to  eonstme  a  statute  so  as  to  make  one  part  repeal  another,  wbeti 
it  is  evident  both  were  intended  to  oo-exist  without  conflict. 

Tbe  iofereace  is  that  an  appeal  is  allowed  from  the  deoision  of  thf 
Commiesioaer  refusing  a  patent,  not  for  the  porpose  of  withdrawing 
that  decision  ih>m  the  review  of  the  Secretary,  nnder  his  power  to  direct 
and  superintend,  but  because,  without  that-appeal,  it  was  intended  that 
the  decision  of  the  Commissioner  nhonld  stand  as  the  Jinal  jndgment 
of  the  Patent  OfiKce,  and  of  the  Executive  Ueputoicnt  of  which  it  is  a 
part. 

As  already  stated,  the  case  of  interforenoes  is  expressly  excepted  by 
lection  4911  from  the  appeals  allowed  to  the  supreme  court  of  the 
District.  Fnnher  provision,  covering  snch  and  also  nil  other  oases  in 
which  an  application  for  a  patent  has  been  refused,  either  by  tbe  Com- 
missioner of  Patents  or  by  tbe  supreme  coort  of  the  Dititriot,  is  fbund 
iu  Beviaed  Statutes,  section  491S.  It  is  thereby  provided  that  tbe 
applicant  may  have  remedy  by  bill  in  equity.  This  means  a  prooeeding 
in  a  oonrt  of  the  United  States  having  original  equity  jurisdiction  niider 
the  patent  laws,  according  to  the  ordinary  conrse  of  equity  pmctloe  and 
procedure.  It  is  not  a  teohoioal  appeal  from  the  Patent  OlBoe,  like 
that  aathwized  in  section  4911,  confined  to  the  case  as  made  iu  the 
reecad  of  that  office,  bat  is  prepared  and  heard  npoD  all  competent 
evidenee  adduced  and  upon  the  whole  merits.  Snch  has  been  the 
nniftarm  and  correcti  practice  in  the  oircnlt  oonrta.  Whipple  v.  Xfs«r, 
IS  Fed.  Sep.,  117  ;  Urn  parte  Squire,  3  Ban.  and  A.,  183 ;  Butier  v.  Shawj 
91  Fed.  Bep.,  321.  It  is  provided  that  the  oourt,  having  eogniaance 
thereirf,  on  notice  to  advene  parties  and  other  due  proceedings  had, 
mf^  a^ndge  that  such  applicant  is  entitled,  according  to  law,  to  re- 
edve  a  patent  fbr  his  invention,  as  speeifled  in  his  daim,  or  ft>r  any 
part  thereof;  as  the  facts  in  the  case  may  appear.  And  such  ailjndica- 
tion,  if  it  be  in  favor  of  the  right  of  the  applicant,  shall  anthonEO  the 
Commissioner  to  isstie  snch  patent  on  the  applicant  filing,  in  the  Patent 
Office,  a  copy  of  such  ai^udication,  and  otherwise  complying  with  the 
reqniresMnta  of  law.  And  in  all  cases  where  there  is  uo  opposing  party 
a  copy  of  tbe  bill  shall  be  served  on  the  Commissioner,  and  all  the 
expenses  of  the  proceeding  shall  be  paid  by  the  applicant,  whether  the 
final  decision  is  in  his  fbvor  or  not 

It  thus  9ipptta»  that  a«.  In  cases  of  other  applications  for  a  jMitent  re- 
flised  1^  the  Omnmlssioner,  the  judgment,  <u  a  direct  appeal,  of  the  so- 
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preme  court  of  the  District  ia  sobatitated  for  and  beoomes  the  deeidon 
of  the  Patent  Office,  so  here,  in  cases  of  interference,  where  the  Com- 
mlHioner  has  rejected  an  application  for  a  patent,  the  decree  of  ^e  di- 
cait  court  of  the  United  Statea  governs  the  action  of  the  Oommiasioner, 
and  requires  him,  in  case  the  adjadication  is  in  fovor  of  the  complain- 
ant, to  issue  the  patent  as  decreed  to  him.  It  certainly  cannot  be  soc- 
cessfnlly  claimed  that,  to  a  writ  of  mandamna  isaaed  ont  of  a  ooart  of 
competent  jurisdictioii,  commanding  the  Oommissioner  of  Patents  to  re- 
cord and  exeonte  the  judgment  of  the  supreme  oonrt  of  the  Diatriot,  re- 
versing,  on  an  appeal,  his  decision  refhaing  a  patent  in  any  case  other 
than  an  interference,  or  the  decree  of  a  circuit  court  of  the  United 
Statea  in  any  case  under  section  1915,  Revised  Statutes,  requiring  a  pat- 
ent to  be  isaned  to  ttie  claimiuit,  it  would  be  a  sufficient  answer  that  be 
had  been  directed  by  the  Secretary  of  the  Interior  not  to  do  so.  If  not, 
It  must  be,  and  is,  because  the  decision  of  the  Commissioner,  as  origi- 
nally rendered,  or  that  correction  of  it  required  by  the  judicial  proceed- 
ings specified  in  the  two  sections  of  the  statutes  referred  to,  is  final  and 
conclnaiTe  upon  the  Department 

This  conclusion  ia  atrengthened  by  the  provisions  of  section  4918,  Be- 
Tised  Statutes.  It  is  there  enacted  that,  in  case  a  patent  is  actually, 
tboagh  erroneously,  issued,  interfering  with  another,  any  person  inter- 
ested in  any  one  of  them,  or  in  the  working  of  the  invention  claimed 
under  either  of  them,  may  have  relief  against  the  interfering  patentee, 
uid  all  parties  interested  under  him,  by  suit  in  equity  against  the  ownws 
of  the  interfering  patent;  and  the  court,  on  notice  to  adverse  parties 
and  other  due  proceedings  bad  accsording  to  the  ooune  of  equity,  may 
adjudge  and  declare  either  of  the  patents  void  in  whole  or  in  part,  or  in- 
operative or  invalid,  in  any  particular  part  of  the  United  States,  accord- 
ing to  the  interest  of  the  parties  in  the  patent  or  the  invention  patented ; 
of  course,  without  prejudice  to  the  rights  of  any  person,  except  the  par- 
ties to  the  suit,  and  those  deriving  title  under  them,  subsequent  to  the 
renditioD  of  the  judgment. 

Thus,  every  case  is  ftally  provided  for,  both  when  the  Oommissioner 
wroDgftilly  refhses  to  issue  a  patent,  and  when,  in  cases  of  interference, 
he  erroneously  iasues  one ;  and  that  by  meaus  of  judicial  proceedings, 
through  tribunals  distinct  from  and  independent  of  the  Patent  Office, 
the  integrity  and  force  of  whose  judgments  would  be  annulled  if  not 
regarded  as  conclusive  upon  the  Commissioner,  notwithstanding  any 
power  of  direction  and  superintendence  on  the  part  of  the  Secretary, 
which  is  therefore  necessarily  excluded. 

The  law  gives  express  appeals  from  the  deciaion  of  the  Oommioaiouer, 
or,  in  caaes  where  technical  appeals  are  not  giveu,  otlier  modes  of  review 
by  judicial  process.  It  gives  no  such  appeal  from  him  to  the  Secre- 
tary. If  it  exist*,  it  is  admitted  it  is  ouly  by  an  implication,  which 
discovers  an  ain)eal  in  the  power  of  direction  and  superintendenop. 
That  power  do*  not  necessarily,  ex  vi  termmiy  inclnde  «  technical  ap- 
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peal;  and  ibe  prindple  applies  that  where  a  apeotal  prooeedlng  is  ex- 
pressly ordained  tor  a  particalar  pnrpose  it  is  prewunablr  exoloairA. 
It  is  dear  that  vhen  the  appeal  is  expressly  aathorized  from  the  Uom- 
missioner  to  the  ooart,  «ther  directly  or  by  means  of  »a  ori^al  snit  in 
eqaity,  another  appeal  to  the  Seoretary  on  the  same  matter  is  ezoladed ; 
and  no  reason  oan  be  asstffned  fbr  allowing  an  appeal  from  the  Oom- 
missioner  to  the  Seoretary  in  oases  in  which  he  in  by  law  required  to 
exercise  his  Judgment  on  dispnted  qaestlons  of  law  and  feot,  and  in 
which  no  appeal  ia  allowed  to  the  ooorts,  that  wonld  noteqaally  extend 
it  to  those  in  which  such  appeals  are  provided,  for  all  are  equally  em- 
braced in  the  general  anthority  of  direction  and  snperintendenoe.  That 
inclndes  all  or  does  not  extend  to  any.  The  trae  oonclosion,  therefore, 
in,  that  in  matters  of  this  description,  in  which  the  action  of  the  Com- 
mitinoner  is  qoaai-jadioia),  the  foct  that  no  appeal  is  expressly  given  to 
the  Secretary  is  eonolasive  that  none  is  to  be  implied. 

The  oonclasion  is  conflrmed  by  a  review  of  the  history  of  legislatiMi 
on  the  point. 

The  first  Htatnte  on  the  subject  of  patents,  act  of  1790,  chapter  7  (1 
Stat.,  100),  anthorized  their  issue  by  the  Secretary  of  State,  the  Secre- 
tary for  the  Department  of  War,  and  the  Attomey-Oeneral,  or  any  two 
of  them,  "  if  they  shall  deem  the  invention  or  discovery  sufflciently  use- 
ful and  important.*' 

The  act  of  1703,  chnpter  11,  which  next  followed  (1  BtBt,31S),  author 
ized  them  to  be  issued  by  the  Secretary  of  State,  upon  the  uerti&cata  of 
the  Attoruey-General  that  they  are  conformable  to  the  act.  The  uinth 
aeotion  of  the  statute  provided  for  the  case  of  interferiug  applications, 
whleh  were  to  be  submitted  to  the  decision  of  arbitrators,  chosen  one 
by  each  of  the  parties  and  the  third  appointed  by  the  Secretary  of  State, 
the  decision  or  award  of  two  of  whom  should  be  final  as  respects  the 
granting  of  the  patent. 

This  continued  to  be  the  law  nutil  the  passage  of  ^e  act  of  1836, 
chapter  3S7(B  Stat.,  117),  creating,  in  the  Department  of  State,  the 
Patent  OflBoe,  <'  the  chief  officer  of  which  shall  be  called,"  it  says,  "  the 
Commissioner  of  Patents,"  and  *'  whose  duty  it  shall  be,  under  the  direo- 
tJon  of  the  Secretary  of  State,  to  aaperintend,  execute,  and  perform  all 
such  acts  and  things  touching  and  respecting  the  granting  and  issuing 
of  patents  for  new  and  nsefal  discoveries,  invec  tions,  and  improvements 
as  are  herein  provided  for  or  shall  hereafter  be  by  law  directed  to  b« 
done  and  performed,"  &c.  By  that  act  it  was  declared  to  be  the  dnty 
of  the  OommiBsioner  to  issue  a  patent  if  he  "shall  deem  it  to  be  snffl- 
cieiitly  useful  and  imiwrtant,"  the  very  discretion  previously  vested  in 
the  three  heads  of  Deitartiiientd  by  the  act  of  1790 ;  nnd  iu  case  of  hia 
refusal  the  applicant  van  (seotiou  T)  secnretl  an  appeal  from  hio  decision 
to  a  board  of  examiners,  to  be  oomtKMe<l  of  three  disinterested  persons, 
apiKtiutetl  for  that  purpose  by  tbe  Secretary-  of  State,  ouo  of  whom,  at 
least,  to  be  selected,  if  practicable  and  coureuieut,  for  bis  knowledge 
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And  ikiU  in  the  partioalar  ut,  manoAiotare,  or  braoob  of  adeoee  to 
whi(d>  the  alleged  iavention  appertained.  The  decision  of  thia  board 
being  oeiti&ed  to  the  Commissioner,  it  was  declared  that  *^he  shall  be 
governed  thereby  in  the  farther  proceedings  to  be  had  ou  snch  applioa- 
tion."  A  like  proceeding,  b;  way  of  appeal,  was  provided  in  caees  of 
interfbruioeB.  By  the  sixteenth  section  of  the  aet  a  remedy  by  bill  in 
eqnity,  as  now  given  in  seotionB  4815  and  1918,  Bevised  Statutes,  was 
given  as  between  interfering  patents  <»  whenever  au  application  shall 
have  been  refiised  on  an  adverse  decision  of  a  board  of  examiners.  By 
the  eleventh  section  of  the  act  of  1839,  chapter  88  (fi  Stat.,  364),  as  mod- 
ified by  the  aot  of  1862,  chapter  107  (10  Stat.,  76),  it  was  provided  that 
in  all  oases  where  an  appeal  was  thus  allowed  by  law  firom  the  decision 
of  the  Oommiasioner  of  Patents  to  a  board  of  examiners,  the  party,  in- 
stead thereof,  should  have  a  right  to  appeal  to  the  chief  justice  or  to 
either  of  the  assistant  jndgee  of  the  circoit  oonrt' of  the  United  States 
tor  the  District  of  Oolnmbia ;  and  by  section  10  the  provisions  of  the  six- 
teenth section  of  the  aot  of  1836  were  extended  to  all  caees  where  patents 
are  refused  for  any  reason  whatever,  either  by  the  Omnmissioner  or  by 
Uie  chief  Jostioe  of  tlie  District  of  Oolnmbia,  open  appeals  Irom  the 
decision  of  the  Oommiasioner,  as  well  as  where  the  same  shall  have  been 
reftised  on  acooont  of  or  by  reason  of  Interference  with  a  previoosly 
existing  patent. 

In  this  state  of  legislation  the  Patent  Office,  by  the  act  of  1849, 
flhapter  106  (9  Stat,  396),  was  transferred  to  the  Department  oi  the 
Literior,  the  Secretaiy  of  which,  it  was  enacted,  "  shall  exercise  and 
perform  all  the  acts  of  supervision  and  appeal,  in  regard  to  the  offlee 
of  Oommiasioner  of  Patents,  now  exercised  by  the  Secretary  of  State;* 
which  language,  so  far  at  least  as  appeals,  strictly  so  called,  are  ocmi- 
oemed,  was  without  force,  as  no  appeals  liad  ever  been  given  from  any 
decision  of  the  CommlBsioner  to  the  Secretary  of  State,  unless  that  can 
be  called  so  which,  by  leotjon  7  of  the  act  of  1836  (6  Stat,  120),  was  to 
be  determined  by  a  board  of  examiners,  appointed,  pro  re  note,  by  the 
Seeretary  of  State,  and  for  which,  as  we  have  seen,  an  appeal  to  the 
chief  justice  of  the  cironit  court  of  tiie  District  of  Columbia  had  been 
gnbstitated  by  the  aet  of  1839.    (6  Stat,  364.) 

The  act  of  1861,  chapter  88  (12  Stat.,  246),  created  the  office  of  ex- 
aminers-in-chlef— 

for  the  purp«M  of  ■ecniingiinkteraDlfaiiiiity  of  ictioii  In  tlMgruit  kAd  nfDHdvf 
Mten  patent,  •  •  •  t*  be  eompoeed  of  penont  of  eompetentkitKl  knowledge  aad 
Mdedtifle  abllit;,  whoee  dnt;r  it  ibkll  be,  on  the  written  petition  of  tbe  applicant  fer 
that  purpoee  being  filed,  to  revise  and  dettumine  apon  tbPTalidity  of  dccijionsmade 
by  esauiineTB  when  adTerae  to  the  (jrant  of  letters  patent ;  aod  alao  to  TeYiae  and  de- 
termine, ill  like  matiner,  upon  the  validity  of  ths  declsioui  of  exaniuen  in  lnt«ifi»- 
enoe  eaaes,  and,  when  reqnired  by  the  Commitaioner,  In  applieatlona  ftr  tbe  extaoakn 
of  patenli,  and  to  perfonn  luch  other  dotiea  aa  may  be  aaaigned  to  tben  by  tbe  Coh- 
missioDer;  that  from  their  decisioDS  appeals  may  be  taken  to  til*  Commiasiooer  of 
Pateot*  ill  person,  upoa  paymunt  of  the  fee  bereinan«r  preaoribed ;  that  tbe  said  ex- 
am ioera-in -chief  shall  be  sovemed  io  their  action  hj  the  lale*  ta  be  pMMribed  by  ttie 
Commisaioner  of  I'ateuts. 


DSOIBIOMB  OF  U.  6.  CO0ET8  IN  PATENT  CASKS.  44 1 

The  act  of  Joly  8,  1870  (lA  Stat,  198),  revised,  conBoIIdated,  and 
amended  the  statutes  then  In  force  on  the  sotrject,  aud  the  substance  of 
its  provisions,  material  to  the  present  inqniry,  have  been  carried  into 
the  existing  rarision. 

It  wilt  be  observed  that  the  jadgment  and  discretion,  vested,  by  the 
orlgfinal  patent  law  of  1790,  in  a  minority  of  the  three  ezeoative  officers^ 
the  Beoretary  of  State,  the  Secretary  for  the  Department  of  War,  and 
the  Attorney-General,  who  were  authorized  to  cause  letters  patent  to 
iasne,  "  if  they  shall  deem  the  invention  or  discovery  snfflciently  oseful 
and  important,"  was  transferred  by  the  act  of  1836,  section  7,  to  the 
Oommisstoner  of  Fateota,  it  being  made  his  duty  to  issue  a  patent  for 
the  invention,  "if  be  shall  deem  it  sofflcteotly  asefal  and  important"; 
and  is  oontiuaed  in  him  by  section  4893,  Bevieed  Statutes,  the  langna^ 
being  that  he  shfUl  cause  an  examination  to  be  made  of  the  alleged  new 
invention — 

Mid  If  on  Rnob  ezamfnatlan  it  tliall  appesr  that  the  oJoiniaut  iijnuljr  eolltled  to  a 
pfttont  Dndcr  the  law,  mod  tb*t  the  Mme  is  anfflciBiitlji  naefal  Mid  important,  tha 
CtunmiaaioDer  ahall  iMue  a  pataot  tlienfbt. 

It  thus  appears,  not  only  that  the  discretion  and  judgment  of  the 
Gommisaioner,  as  tlie  head  of  the  Patent  Office,  is  substituted  for  that 
of  the  bead  of  the  Department,  but,  also,  that  that  discretion  nml  judg> 
ment  are  not  arbitrary,  but  are  governed  by  fixed  ruleH  of  light,  uccoi'd- 
ing  to  which  the  title  of  the  claimant  appears  from  au  investigation,  for 
the  oouduct  of  which  ample  and  elaborate  provision  is  made ;  aud  tbat 
bis  discretion  aud  judgment,  exercised  upou  the  ntaterial  thus  provided, 
are  subject  to  a  review  by  judicial  tribunals  irbose  jurisdiction  is  defined 
by  the  same  statnte.  lu  no  event  could  the  directiou  of  the  Secretary 
of  the  Interior  extend  beyond  the  terms  in  which  it  is  vested — that  is, 
to  the  duties  to  be  performed  under  the  law  by  the  Commissioner.  The 
snperrisiou  of  the  Secretary  cannot  change  those  duties  nor  reqairo 
them  to  be  performed  by  another,  nor  does  it  authorize  liim  to  substi- 
tnte  his  diseretiou  and  Judgment  for  that  of  the  Commissioner,  when,  by 
law,  the  GomniissiCHier  is  required  to  exercise  his  own,  and  when  that 
judgment,  unlesa  reversed  in  the  special  mode  pointed  out,  by  judicial 
process,  is  by  law  the  condition  on  which  the  right  of  the  claitiinnt  is 
declared  to  depend.  The  conclusion  cannot  be  resisted  that,  to  wbnt- 
ever  else  supervision  aud  direction  on  the  part  of  the  head  of  the  De* 
partment  may  extendf  in  res])ect  to  mgitters  purely  aduiinistnitive  and 
executive,  they  do  not  extend  to  a  review  of  the  action  of  the  Gomuiis- 
sioner  of  Fatenta  in  those  cases  in  which,  by  liiw,  he  is  api>oiiited  to 
exervise  his  discretion  judicially.  It  is  not  consistent  with  the  idea  of 
judicial  action  that  it  should  be  subject  to  the  direction  of  a  sniierior, 
in  the  sense  in  which  that  authority  is  conferred  npon  the  bead  of  itn 
Executive  Department  in  reference  to  hid  subordinates.  Such  a  subjec- 
tiOQ  t«kes  from  it  the  quality  of  a  judicial  act.  That  it  was  iuleiiiled 
tbat  the  Commissioner  of  Patents,  in  issuingor  withholding  imteuta,  in 
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reissues,  interfereDoes,  aod  extensioiw,  shonld  ezenuse  qaan-jQdicial 
fnnotioDS  is  appareut  from  the  nature  of  the  ezaDiioatioiiB  and  deciitioiis 
he  is  required  to  make  aod  the  modes  provided  by  law,  aooonlinff  to 
which,  exolusiTely,  they  may  be  reviewed. 

Bach  has  beeu  the  aniibnn  oonstruotioD  placed  b;  the  DepartmeDt 
itself  upon  the  laws  deflniag  the  relation  of  its  ezecoUve  bead  to  tlie 
Oommissioner  of  Patents.  ISo  inatanoe  has  been  dted  in  which  the 
right  of  the  SwKtaxy  to  revene  such  action  of  the  Comminioner 
in  grantiiig  or  withboldiug  a  patent  has  been  claimed  or  exeiciaed  priw 
to  that  based  upon  the  opinion  of  Attorney-General  McVea^  in  188L 
The  jniisdiotion  had  been  previonaly  expressly  disclaimed,  in  1876,  by 
Secretary  Chandler  (9  O.  6.,  403),  taiA  by  bis  immediate  suooeaaor,  Ur. 
£churz,  in  1877, 1878,  uid  1879  {12  O.  Q^  475;  13  O.  U.,  771;  16  0. 
<i.,  220). 

Some  questioQ  is  made  as  to  the  remedy.  We  think,  howevo-,  that 
mandamui  will  lie,  and  that  it  was  properly  directed  to  the  Commis- 
siouer  of  Pateots.  He  had  fiitly  ezwoised  his  Judgment  and  diaoreCioii 
when  he  decided  that  the  relators  were  entitled  to  a  patent.  The  dnty 
to  prepare  it,  to  lay  it  before  the  Secretary  for  his  signature,  and  tc 
eoantersign  it,  were  all  that  remained,  and  they  were  all  purely  minis- 
terial. These  duties  he  had  Mled  and  reftased  to  perfbrm  mecely  oat 
of  deference  to  the  claim  of  the  Secretary  to  leverse  and  set  aside  the 
decision  on  the  merits  in  &vor  of  the  relators.  This  we  have  held  not 
to  be  a  valid  ezcose.  The  case  falls  clearly  within  the  prinoiplea  acted 
npon  in  Conmiuiontr  o/Patatti  v.  WkitO^  (4  Wall,  522). 

The  remedy  by  bill  in  equity  under  sectiOD  4915  is  not  approprista, 
because  it  applies  only  when  the  Oommissioner  decides  to  nyeot  an  ap- 
plication for  a  patent,  on  the  gronDd  that  the  applioaot  is  not,  on  the 
merit?,  entitled  to  it.  Bo  that,  if^  in  snob  a  case,  a  decree  for  a  patent 
could  be  considered,  exproprio  vigon,  as  eqaivalent  to  a  patent,  or  coold 
be  enforced  by  direct  process  in  ezecniion  of  it,  nevertheless,  the  prae- 
ent  is  not  a  case  where  such  a  bill  would  lie. 

It  is  Buggosted  that  the  writ  was  erroneoosly  awarded  by  the  ooort 
betowi  on  the  ground  that  the  decision  of  the  Oommissioner  of  Patents, 
in  fovor  of  issning  the  patent  to  the  relators,  was  erroneoas  in  law 
niton  its  foce.  But  that  qnestion  does  not  arise  npon  this  record.  We  < 
have  adjudged  that  it  belongs  exclusively  to  the  Oommiwioner  to  decide  | 
the  qnestion  for  himself,  whetbe*  a  patent  oaght  to  issue.  The  statotc 
lioiuts  out  the  remedy  i'or  a  party  aggrieved  by  his  error,  if  be  has  de- 
•cided  erroneonsly.  It  is  not  by  an  appeal  to  the  Secretary;  nor  can  the 
qnestion  be  presented  in  such  a  proceeding  as  the  preseut. 

The  judgment  of  the  supreme  conrt  of  the  District  of  Oolnmbia  is 
eousequently  affirmed.  | 


D,g,l,..cbyGOOglC 
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[OalUdSlMMClnDitCaiirt— SoatlwraDUtrlotafHsw  Yftrk.) 

Matthews  rt  al.  v.  The  Ieoh-Clad  Mamxjpactdeinq  Company. 

IheHedJiigiufSl,  1884. 
SB  CO.,  693. 

1.  TheflntthTMoUiDuorReiMneNa.  8,831  coDstraedandheld  to  be  broader  tbftn  the 
origiiMl  olftinu,  ftud  the  reiHae  not  hBrlcg  been  Hpplied  for  nntil  Mveu  yeua 
»Aer  the  original  patent  itm  grkuted,  is  oontrolled  bj  Ihe  ralinga  iu  MUltr  v. 
Bridff^ori  Bran  Co.  (SI  O.  G.,  201),  Jamn  t.  CanpbeU  ild.,  337),  &,e.,  and  ad- 
Jodged  to  be  invalid. 

8.  CUim  1  of  Beismie  No.  8,837  conatned  and  tbe  oombloaUon  covered  thereb;  bali] 
to  have  been  on  tale  iu  the  United  State*  for  more  than  two  yean  before  the 
Bllng  of  the  application  for  the  origlual  patent. 

3,  The  firat  fbnr  olalma  of  Patent  No.  159,433  held  not  to  be  infringed  by  defendant'* 

devioe;  ^laoSeUt  that  If  olaimbianot  to  beconftoed  to  re-enforciagvaaheia 
applied  to  the  end  of  mioh  a  lamellar  veoeel  at  the  Bpeolflcation  deaeribea,  tbe 
■tate  of  the  art  lethoiru  tobeauoh  that  there  waanotnventioDinapptjringare- 
enforctng  waaher  to  an  aperture  aach  u  the  defendant's  at  the  time  Matthews 
made  his  invention.  Aside  (torn  this,  tlie  extenaive  n«e  which  liatthewa  made 
of  hi*  invention  more  than  two  years  before  he  Aled  hia  application  in  hia  regn- 
lu  baaiiWM  of  mannfnetnring  fonntains  with  the  apertnre-head  re-enforced 
bj  waaher*  cannot  be  regarded  an  an  experimental  nae. 

4.  The  claims  of  Patent  No.  1T9,&83  examined,  and  olalm  1  held  not  to  be  infringed, 

and  claim  3  hrld  to  I>b  invalid  In  view  of  the  stat^  of  the  art. 

Mr.  A.  V,  Sriexen  and  Mr,  S.  L.  Bvnutt  for  the  plaiutifEa. 
Mr.  F.  S.  BetU  and  Mr.  E.  C.  WOb  for  the  deCendaot. 

Blatchfokd,  J. : 

TbiB  BQit  is  brooght  on  four  patents:  Beitsne  No.  8,834,  gmited  to 
John  HatthewB,  Aagiut  6,  1879,  for  an  improvement  in  noda-watet 
fonntafne,  on  an  application  fur  raisaae  filed  Jane  26, 1870,  the  original 
patent,  No.  128,411,  haviiig  been  granted  to  said  UattbewB  Jane  25, 
1872,  for  Berenteen  years  iYom  Jnne  13, 1872 ;  Beissoe  No.  8,837  granted 
to  John  Hatthewa,  Aogoat  5, 1879,  for  an  improvement  in  soda-water 
apparatns,  on  an  application  for  reissne  filed  Jane  28, 1879,  the  origi- 
nal patent,  No.  137,702,  having  been  granted  to  said  Matthews  April 
8. 1873  i  Letters  Patent  No.  169,433,  granted  to  John  Matthews,  Febru- 
ary 3, 1876,  for  an  improvement  in  vessela  containing  gases  and  liqaids 
noder  pressure;  and  Letters  Pat«nt  No.  179,583,  granted  to  John  Mat- 
thews, July  4, 1876,  for  an  improvement  in  fonntains  for  containing 
aerated  beverages. 

The  specification  of  Reissae  No.  8,834,  referring  to  the  drawings  which 
accompany  it,  Bays  ; 

Fignie  1  la  an  exterior  longitudinal  riew,  and  i^g.  S  ■  central  longitudinal  aectlon, 
"fa  fonntain  coustmoted  in  aooordance  with  iny  improvement. 

My  Invention  eunalsta  in  a  novel  oonstruotion  of  a  tin-lined  steel  fonutaln  for  aoda- 
wiiter  and  other  aerated  or  gaaeoos  llqnida,  such  fountain  combining  lightneas  with 
■tiength,  and  being  of  cyllodrieal  form  and  uniform  diinensiona,  or  thereaboat, 
ilinrnghont  ita  laagth,  thereby  adding  to  the  oanventenoe  of  packing  and  handling ; 
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•In,  b«iDg  exempt  from  expkDiion  or  ixmuuient  lateral  diitenilon  by  the  interiar 
preMiire  to  whiob  it  !•  aaltjected,  thai  preaervlog  iU  form  and  oontribntinit  to  its  dn- 
rablllty.  Fountaini  for  the  like  parpoae,  as  preTioual;  mode,  hare  been  iMgel;  «i- 
panaive  and  retaiaed  tha  aet  given  to  them  bj  exteneion,  and  being  otherwlae  ob- 
jectionable. 

In  the  accompanying  drawing!,  A  repreeenta  a  blook-tin  interior  boil;  of  cylindrical 
form,  with  hemiipheiioal  or  rednoed  enda,  tbe  aome  oonatituting  the  tin  iiiiiiij-  ut  Ute 
fbontaln,  and  being  provided  at  one  of  Ita  endi  wtth  a  neok,  h,  for  iutrodaoHon  of  iho 
Dsnal  or  anx  mitable  oonnecttoui  by  irhtoh  tbe  fonntatii  U  charged  and  Ita  eonteou 
dntwDoff,  Mid  Deck  reoelvingor  having  aorewed  Into  it  aaorew-conpling,  e,  aeonredby 
a  nnt  and  waaber,  d  c,  on  the  exterior  of  an  outer  end  cap,  B,  for  making  the  connec- 
tion. 

C  le  the  exterior  shell  or  body  proper,  made  of  galraulted  aheet-ateel,  aa  m*)'  abo 
be  tbe  end  caps,  B  B',  vhich  are  aoldered  to  or  over  the  cztTemitlea  of  the  aame, 
and  conatltnte,  aa  it  were,  parts  of  wld  body  C,  that  aorronnda  or  flta  otot  tbe  tin 
lining  A.  The  end  cape,  B  B',  are  nnlted  to  the  body  C,  withoat  flanges  or  projec- 
tion!, by  tin  Jointa,  aa  at  //,  mode  by  soldering  with  pare  tin,  which,  being  a  ting- 
ing metal,  nultea  cloeeiy  with  the  eteel  exterior  to  make  a  firm  and  durable  joint,  a* 
Other  solder!  having  lead  in  them  will  not  do. 

Band!  s  g  ot  brown  paper  or  other  u  on -coo  ducting  material  are  introdncod  between 
the  tin  lining  A  and  eteel  body  C,  at  the  end!  of  the  latter,  to  prevent  the  tin  of  the 
lining  fhim  being  melted  by  the  beat  used  In  making  the  pure-tin  Jointa  //.  The 
ibnntain  is  also  fl lied  with  water  for  the  same  piirpone  prior  to  making  eaid  Joinla. 

The  non-at retching  character  of  the  body  C,  by  reason  of  the  aame  bung  of  steel, 
insnres  the  fountain  prGserving  its  shape,  and  the  absence  of  end  flangea  pnirideafor 
the  close  packing  of  a  seriea  of  euch  formations  when  transportiug  or  storing  them. 

The  clAima  of  No.  8,834,  foar  in  number,  are  as  follows : 

1.  The  combination  of  the  Inner  continuous  tin  fountain.  A,  having  nock  I,  with 

the  rigid  incloaing-eboll,  made  in  teotloas,  suhetantlally  as  herein  shown  and  de- 

Mribed. 
9.  The  tin  veieel  A,  incased  by  a  cylinder,  C,  and  ends  B  B',  in  the  manner  anbstaa- 

tially  aa  described,  as  a  new  and  improved  article  of  mannfaotnre  for  the  pnrpoae 

apecifled. 

3.  The  eomlilnatlon  of  the  inner  vessel,  A,  with  the  exterior  covering,  made  in  rec' 
tlons,  which  are  united  aft«r  being  placed  around  the  vessel  A,  substantially  aa  qwci- 
Ited,  the  inner  vesael  being  entirely  continuous  witbin  the  covering. 

4.  The  combination  of  the  inner  roBsei,  A,  with  tbe  eitrronnding  oovering  or  rikell, 
and  vith  Intermediate  bauds,  g  g,  of  paper  or  non-conducting  material,  snhetantially 
•a  spool  fled. 

Claims  1,  2,  aud  3  are  alleged  to  have  been  inftioged. 

The  text  of  the  speoifioation  of  So.  128,411  is  ulentioal  with  that  of 
TSo.  8,834,  as  above  qaoted,  except  that  in  No.  128,411  tbe  word  "closely'' 
is  iaserted  between  tbe  words  "body  C,  that"  and  the  words  "  snnonnds 
or  fiti«."    No.  123,411  hod  only  one  clnim,  as  follows : 

The  tin  veiHcl  A,  incased  by  a  eteel  cylinder,  C,  and  ends  B  B*,  soldered  to  tbe  lat- 
ter, in  the  oiaiincr  subetnntially  an  dcucrlb*''!,  as  a  new  and  Improved  article  of  man- 
nfactnre,  for  the  purpose  specified. 

It  is  contended  for  the  defendant  that  No.  8,834  is  void  as  to  the  first 
three  c1aim.s,  because  it  was  applied  for  an»l  sauted,  with  cxpajideil 
and  generalized  claims,  after  a  delay  of  seven  yean  in  applying  fm-  a 
reissue.    Tbe  descriptive  part  of  the  two  8i>eciftoations  are  identical. 
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ezoept  as  to  the  word  "olosely."  The  omiMion  of  that  word  is  not  a 
mtrictioii. 

The  novel  couatraction  of  tbe  tin-lined  steel  fountain,  in  wlitcli  tbe 
inveotiou  is  stated  by  the  original  Bpeciftcation  to  consist,  is  shown  by 
the  claim  of  the  original  to  be  a  strnoture  having  these  featnres :  (1)  a 
tin  vessel  or  lining,  A ;  (2)  incased  by  a  eteel  body  or  cylinder,  C ;  (3) 
the  enter  end  caps  or  ends,  B  B',  soldered  to  the  steel  body  or  cylinder 
C,  without  flanges  or  projections,  by  tin  joints  made  by  solderiug  with 
pure  tin,  instead  of  by  a  solder  having  lead  in  it.  The  text  of  the  otig' 
iual  specifleation,  in  its  descriptiTe  part-,  shows  that  this  was  the  inven- 
tion. The  claim  was  adequate  to  secure  that  invention.  There  was 
nothing  ambignons  or  obscure  or  deficient  in  the  claim  to  secnre  that 
invention.  There  was  no  inadvertence,  accident,  or  mistake,  and  there 
is  no  attempt,  by  proof,  to  show  that  there  was.  The  fact  that  the  de- 
scriptive parts  of  the  two  speeifloations  are  alike  shows  that  the  sole 
object  was  to  change  the  claim,  and  m  the  new  claims  are  not  restrictive 
they  are  for  a  different  and  enlarged  invention,  in  so  fhr  as  they  are 
different  claims.  The  first  three  claims  omit  all  limitation  to  the  method 
of  soldering  the  end  caps  to  the  cylinder  or  body  by  tin  Joints,  which  is 
an  indispensable  element  of  the  invention  set  forth  as  the  invention  in 
tbe  original  specification,  and  such  omission  enlarged  the  invention  and 
enlarges  the  scope  of  tbeclaims.  The  new  claims  are  soaght  to  be  nsed 
to  cover  stmctures  which  came  into  existence  after  the  original  patent 
was  Ki^nted,  but  before  application  was  made  for  the  reissue,  and  that 
application  was  not  made  until  seven  years  after  the  original  patent 
was  granted.  During  that  interv^  the  defendant  engaged  in  making 
the  ■tTDotores  alleged  to  infringe.  It  is  apparentthat  the  plaintiff  knew 
this  and  took  his  reissue  in  order  to  be  sure  and  have  claims  which 
would  cover  tbe  defendant's  strnctures.  They  did  not  infringe  the  claim 
of  the  original  patent  The  sections  of  their  outer  shell  were  not  and 
are  not  united  by  tin  solder,  nor  were  or  ore  the  structures  without 
flanges  or  projections.  Tbe  case  must  be  controlled  by  the  ruUngs  in 
MiOsr  V.  Sraat  Company  (104  U.  S.,  300),  Jamei  v.  CampbM  (Id.,  3M), 
Mattkem  v.  Machine  Vompanf  (106  Id.,  M),  BanU  v.  Frantx  (Id.,  ItiO), 
Jeknton  v.  Bailroad  Company  (Id.,  539),  Qage  v.  Herring  (107  Id., 
640),  Clemtntt  v.  Odorlsn  Bwenvating  Apparattu  Company  (100  Id., 
641),  MeMmrray  v.  MaUory  [111  Id.,  97),  Tnrner  A  Seymow  Mannfact- 
wrimg  CompOMy  v.  Donor  Manvfmetnring  Company  (Id.,  319). 

The  first  three  claims  of  No.  8,831  are  adjudged  to  be  invalid. 

Tbe  Bpeci&Qation.of  Beissne  No.  8,837,  referring  to  the  drawing  which 
aooompauies  it,  saya : 

The  drawing  KprvwDta  s  Tertliwl  centm  aPCtion  of  my  improved  M>da.ir»tor«pp»- 

TbU  Inrentlon  mUte*,  flnt,  to  a  new  ouuinec  of  iiinuing  a  tight  Jotot  between  tlie 
body  anil  tbe  coolc  of  a  nada-water  fbniit«iu.     •     '     • 

The  liiTention  ouuuBta,  Snt,  in  fbruiiog  a  raceM  in  tbe  Unuge  of  tbe  cock,  oppoelte 
the  pr^Jeotion  of  ttte  bong,  for  tbe  reception  of  a  soft  metal  lie  or  other  packing. 


446  DECISIONS  OF  U.  S.   COURTS   IN  PATENT  CASES. 

I  liST«,  pTBTiouB  to  this  iQvsiitloii,  oBOd  ui  aunulkr  packing  inii  nweaain  tbe  funnt' 
ftiu-tOp;.bat  Ib&t  ooaattucliou  roodsra  it  difficult  to  iaaertkDd  repUoe  the  pack  inf. 
It  la  mncb  easier  to  replace  it  on  the  flange  of  tbe  oock.  I  alao  And  that  thin  im.- 
provement  effeota  a  great  aaTlng  of  gM,  which  ia  iTaat«d  if  the  Joint  ia  imperfect. 

In  tbe  aooompauylng  draviog,  tbe  letter  A  repreaenta  a  stop-oock  bavinx  a  flange, 
a,  aud  a  downvardlj-pn^ectiag  eztauaiou  or  tower  part  below  aald  flange.     ■     •    ■ 

C  ia  the  bung,  which  project*  from  tbe  fountala-bodj  throngh  an  apertnre  in  tbe 
•hell  or  body  D  of  the  foantaiii.  Tbe  flange  a  of  the  cock  is  directly  above  aald  bang, 
and  ia  rcctfaaed  at  Its  no^er  aide  to  receive  a  soft-metal  or  other  packing,  x.  The  pro. 
jectioD  (  of  the  bnng  of  tbe  fonntain  Bti  np  ioto  this  reoeoa  and  iinpiugee  on  tbe 
paekiDg  whlob  ia  oontiUned  in  the  reoeat  of  the  flange  a.  The  paakiag  «  ia  pn- 
▼ented  tram  apreadlng  bf  the  aldea  of  tbe  reecaa,  and  thus  make*  perfect  Joiot. 

There  are  five  olsimg  in  No.  8,837.  Claini  1,  the  ODly  olafiu  alleged  to 
hare  been  iafldnged,  ia  aa  foUows : 

1.  The  oombination  of  the  eook  A,  having  receaaed  flange  a  and  paokfn^  »  in  tba 
Moeaa,  with  the  bnog  C  and  ahell  or  body  D  of  tlie  fDontain,  anbataDtially  aa  hMaia 
ahows  and  deacrlhed. 

The  speoifloation  of  the  oriffioal  pateot  s^d : 

A  A  is  a  atop-oock  with  a  prq)aotioD  of  pore  tin  into  the  fooDtain.  a  a  ia  the  flange 
of  the  eook.  x  x  is  a  paakjng  of  soft  metal  or  other  aabatanoe.  •  a  ia  the  lip  of  the 
hung-fonntain.    •    •    • 

The  improvement  relatea,  first,  to  a  new  method  of  eloaing  the  Joint  between  tbe 
fbnntain  and  the  atop.«ook.    •    •    ■ 

TlM  flrat  improvement  ia  tliia :  Tlie  flange  a  a  of  tbe  eoek,  which  iMda  down  oa  the 
bung  aannoanting  the  fountain,  is  receaeed  ao  aa  to  fbrm  a  matrix  to  reoeive  a  soft 
metallio  or  other  packing,  ■  x.  The  Up  »  «  of  the  bang  of  the  fbaiitain  fits  np  into 
this  receas  and  Impingea  on  the  packing,  which  Is  prevented  from  apreading  by  the 
aldea  of  the  receas,  and  thns  makea  a  perfect  Joint 

I  have  fi>T  some  years  need  an  annular  paeking  fn  a  reoeaa  In  the  fonntaln-top,  bat 
that  oonHtmction  necessitates  the  rentoval  of  the  fountain  when  tbe  paeking  faaa  to  lie 
replaced.  It  ia  mnch  more  convenient  to  have  tbe  packing  in  the  flange  of  the  stop- 
cock, u  it  ia  more  portable  thtw  the  fountain,  and,  if  alloys  are  need,  it  ia  more  cou- 
Tenlent  to  send  the  etop-oock  to  have  them  replaced  than  the  large  fonnbun.  I  find 
this  improvoment  effects  a  great  saving  in  the  gas  nsnally  wasted  if  the  Joint  la  net 
veiy  petfbot. 

The  clfttm  of  the  ori^nal  patent  on  the  above  description  was  tiiia : 

1.  The  combination  of  a  soft  metaitio  or  othw  paeking  zx,  in  a  reoeaa  in  the  flange 
of  the  stop-cock,  working  aftalnat  tbe  lipaaonUiebangof  a  aoda- water  foantaiu,  aa 
Iterein  specified,  so  as  to  form  a  perfect  Joint  between  the  oook  and  Uie  fiMiatain. 

The  description  in  the  original  patent  is  folly  carried  ont  in  claim  1 
of  that  patent  The  paeking  in  the  reoesa  in  the  flange  vaikad  against 
the  lip  z  of  the  bang,  which  lip  flta  np  in  tbe  reoeaa  ao  aa  to  impinge  on 
the  packing,  the  aides  of  the  reoess  preventing  the  packing  flxMn  spread- 
ing. That  is  the  description  in  the  origihal.  The  deacriptioa  in  the  re- 
issne  ia  to  tbe  same  efltoL  The  projection  2  of  the  bang  flta  np  into 
the  recess  and  impinges  on  the  packing,  the  sides  of  the  receas  prevent- 
ing the  packing  from  apreading.  The  cock,  tbe  flange,  the  recess,  the 
packing,  the  bnng,  and  the  body  of  the  fountain  are  elements  alike  in 
the  two  claims }  bat  the  Up  z  on  the  bong,  which  is  named  io  olaim  1 
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of  tb«  original,  is  not  uamed  in  claim  1  of  the  reifwae.  It  woald  seem 
to  have  beeo  designed  to  miike  claim  1  of  the  reisaue  cover  a  strnctnre 
in  which  the  lip  z  does  not  fit  up  into  the  reoeas ;  bat  it  would  also  seem 
thRt  the  cotDbination  cannot  be,  in  the  language  of  claim  1  of  the  reisane, 
a  combination  of  tbe  recess  and  its  packing  with  the  bung  "substan* 
tiall;  as  herein  shown  and  described"  anlesa  the  bung  lias  a  lip  fitting 
into  the  recess,  and  in  snch  way  as  to  allow  the  sides  of  the  recess  to 
prevent  the  packing  from  spreading  as  the  Hp  impinges  on  the  packiog. 
But  the  defense  is  set  ap  that  what  la  covered  by  claim  1  of  the  reissue 
was  in  public  use  and  on  sale  in  the  United  States  for  more  than  two 
yeaiB  before  the  patentee's  application  for  hie  original  patent  The 
date  of  that  application  was  March  21,  1873.  This  defense  is  estab- 
lished in  regard  to  the  sale  of  two  tbuntains,  each  containing  a  cock 
embracing  the  arrangement  covered  by  claim  1,  by  William  Oee,  in  the 
year  1870,  to  one  Joalin,  and  in  regard  to  the  sale  of  two  others,  each 
containing  a  cock  with  the  like  arrangemeat,  by  Gee,  in  the  year  1868,, 
to  one  Butler.  The  answer  sets  up  this  defbnae  with  all  tlie  partivolar- 
i^  neoeesary.  It  is  not  necessary  to  examine  any  of  the  other  antiei- 
pationa  alleged. 

The  speciflcatioD  of  No.  159,433,  referring  to  the  drawings  accompany- 
ing it,  says : 

Figure*  I  and  3  mn  loagHnHlnal  MOtioni,  ftnd  Flgi.  3  ftad  4  orosa-Metions,  throngh 
liiiM  X I  aaH  jr  V  of  Flga.  1  and  3,  raapectiTely. 

Th«  object  of  thisinTCDtionii  toiDBke  BtrongTMMlafbroontkiDitigllqnefied  giaea, 
hiclilj-«(wden«ed  or  diMolvod  gaaea,  which  exert  great  preosiire  on  the  TMael.  finch 
TcawU,  >■  hai«tof<iM«  oooatmcMd,  are  made  of  a  Bingle  wall  or  abell,  or  of  one  or  more 
■ingle  valla  placed  one  within  the  other.  In  my  InTcntion  I  make  tlM  walla  of  the 
Tcaaela  lamellar,  or  of  mnlUple  ahell*  anit«d,  ao  that  each  m-enforcea  the  other.  In 
the  arta  it  is  important  to  bare  very  atroDg  veeaela,  at  the  bnratlug  of  them  oecasiona 
very  aorioiiB  cooMqoeiices — aometlmea  the  loaa  of  life.  Id  my  invention  the  mnltiple 
walla,  which  are  made  of  tongh  metal,  acch  as  ateel,  are  united  together  by  tin  or 
other  Bolder!  Dg- metal,  ao  that  any  imperfection  a  In  one  plate  are  com  eted  ]i;  the  other 
plate  or  plates. 

In  the  drawing  I  have  ahown  diO'erent  modes  of  accompliahing  thia  oliject.  Thua, 
in  Figs.  3  and  4  the  bod;  of  the  vessel  te  mode  )iy  taking  a  plate  of  steel,  eoatiug  it 
with  tin,  and  then  colling  it  in  a  volute,  and,  after  that,  sweating  t«getheT  the  aer- 
eral  pliea.  The  caps  or  enda  are  made  by  placing  several  caps  one  within  the  other, 
and  aweating  them  together. 

I  nnite  the  caps  and  the  body  sa  in  my  patent  of  June  13,  1S72,  No.  138,411,  or  aa 
described  in  another  application  Sled  of  even  dat«  with  thia ;  or,  instead  of  coitiug 
the  tiodyt  it  may  be  made  by  placing  one  ahell  whbin  another  and  aweating  them 
together,  and  then  pntting  oo  the  oapa  aa  above.  This  form  is  ahown  in  Figs.  1  and 
S.  Aronnil  the  hang  I  pluce  a  number  of  washers,  as  ahown  iu  Figs.  1  and  3,  so  oa  l» 
roenforcc  that  part.     •     ■     • 

By  giving  the  wiilla  a  lamellar  form  a  greater  average  strength  is  obtained  for  a 
given  weight  of  metal,  bjucc  the  ttrain  ie  equally  diBtrlbut«d,  so  that  the  principle  la 
applicable  to  vessels  requiring  hghtness  as  well  as  strength. 

The  foUuwiu^  Uesaription  will  enable  tboae  akilled  in  the  art  to  make  and  nae  my 
iuvantion  : 

In  the  drawin]{,  A  la  the  body  of  the  veatel,  which  ia  oompoeed  of  two,  tbi«e,  or 
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■ore  pile*,  h  ■hswii  at  a  «  «,  »Bd  U  nwAa  by  inaertliif  ona  oloMlr^ttiDg  tmmI  into 
Miotbw ,  u  altown  in  Figa;  1  M)d  X,  or  hj  oeUlog  to  tarn  ft  rolate,  u  ihoini  in  Fig*.  3 
ami  4.  TIm  eapa  B  B  m«  mads  of  deop  oapa,  two,  three  or  iii<k«  in  noinber,  h  abovB 
Mitt.  C  U  tbe  bnag-pieoB,  iritb  a  broad  flaoge  oo  tbe  inaide.  B«tweon  tbe  ctf 
and  this  Bange  are  iDt^rpoMd  a  nnmbei  of  iraaben,did,  toaa  lo  re-eDforoetbe  wall 
when  tt  ia  weakened  by  openings.  *  *  *  If  openinp  are  leqnind  io  tbe  nde  or 
otber  part  of  tbe  reowl,  ihej  sbonld  be  streogtbeiwil  by  waabera,  Mieb  ao  ahown  tt 
id  i.  Inatead  of  a  alnfcla  eotlad  plata,  tbe  body  mar  be  nade  of  aareral  platM 
apirally  cottad,  to  that  one  bnaks  Joint  wiM  tbe  otber. 

The  pUtea  are  ftrtt  tinned,  and  then  pot  bother,  and  afterward  aweated  tag*thar. 
and  alio  the  aeama  and  apaoea  between  the  platea,  ao  aa  to  noiM  all  in  on*  acdid  pieee. 
The  reaaels  fonned  <n  tbia  manoflr  are  not  onlj  very  stroag,  bnt  reaiit  tbe  p«8Mg«  of 
gaaea  mneh  better  than  tboaa  made  lu  tbe  ordinary  way. 

Tbe  netbod  of  forming  the  eop-abaped  eapa,  tbe  kinds  of  metal  to  be  aaed  fbr  tba 
plates,  and  tbe  pnommn  of  prepaiing  tbeni  fur  nae,  being  already  known,  and  ftna- 
ing  no  part  of  thla  invention,  need  not  be  deacrlbed. 

The  fbUowtng  fa  tbe  nethod  of  joining  tbe  aeama  wbioh  I  nae,  and  wbioh  la  ^pll- 
oable  to  all  kladi  of  veaaela  of  Iron  and  ateel ;  I  firat  galranlie  or  eoat  vlth  sine  iba 
wbola  of  the  aheet-ateel  Intended  An  tbe  Jaoket  orabell  or  sheUa,  Mtd  tben,  1^  waana 
of  a  blow-pipe,  melt  tin  npon  tbeanrfbee  tntettdadtafonathajolata.  lUatinall^a 
Itaelf  wltb  tbe  tine,  fbrmlng  a  very  fbalble  alloy,  whleh  ia  oarafBUy  wiped  off  otean. 
Tbe  pTOC«iH  is  tkrn  repeated  nntil  little  or  no  sine  U  lAft  apon  tboae  portiona  intended 
to  form  the  Jolula.  Tbeae  parte  are  afterward  sotted  by  meana  of  tin  solder,  aad  a 
Tsry  Arm  joint  la  farmed.    This  prooeas  oonatitntea  B  part  of  my  InTention. 

There  are  five  cUlms,  as  follows ; 

1.  The  method  barelu  deacribad  for  fbrralng  atMHig  vaatala  to  oontain  gMea  awl 
llqatda  under  high  preasnre,  eaoalatlng  in  eoatlt^g  a  abeet  of  atoel  or  othar  toa|^ 
metal  wltb  tin  or  other  soldering-metal,  ooiliog  into  a  Tolate  or  qtiral,  and  tbea 
Bv^eatin;;  the  parts  together,  anbstantlally  as  set  Ibttti. 

t.  Tbe  method  of  forming  o^m  or  eoda  for  strong  Teaseb  eeaalsting  in  sweating  t»- 
guthei  a  namber  of  stssl  or  Other  tongh-metal  oaps  ooatsd  wilb  a  soldering^Betal,  an 
set  forth. 

3.  A  lunellar  Tsssel  tot  eontsinii^  liqnida  and  gasea  under  great  prasMre,  kaving 
the  ierersl  piles  nnited  by  tin  or  soldering-metal,  as  deaorlbed. 

*.  A  lamellar  cap  or  end  fbr  strong  Teaaela,  oompoaed  of  a  nnmbw  at  a»gt  uited 
by  aolderlog-metal,  aa  aet  fbrtb. 

5.  The  oombinatlon  of  tbe  re-enforoiag  wsahersd  wiUi  tbeandor  body  of  the  vta- 
sel,  BO  as  to  re-enforoe  tbe  parts  weakened  by  apartnres,  as  set  fteth. 

It  is  veiy  plain  that  the  defendant's  stmoture  does  not  infringe  any 
one  of  the  first  fbor  claims  of  this  patent.  It  ia  not  a  lamellar  vessel, 
nor  has  it  a  lamellar  cap  or  end  in  the  tense  of  this  patent  Its  ol^t  or 
end  is  not  made  by  sweating  togetlier  a  number  al  cape  coated  with  a 
acrideriag-metal.  It  has  re-enforcing  washers  at  the  end  where  ttiere  ii 
an  aperture,  bat  if  claim  5  of  the  patent  is  not  to  be  confined  to  re-en- 
forcing waHhera  applied  to  the  end  of  each  a  lamellar  vessel  aa  Uie  spe- 
cification describes,  the  state  of  the  art  is  shown  to  have  been  saeh  that 
there  was  no  invention  in  applying  a  re-enforcing  washer  to  an  apertore 
in  a  stmvtDre  snch  as  the  defendant's  at  the  time  Matthews  made  his 
invention.  Bnch  a  washer  as  the  defendant  nses  existed  substantially 
before  Matthew's  invention  in  the  Gee  stmctaie  of  1870,  and  in  «oal- 
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ogODs  metal  atractar«8,*nioh  u  gnneratora  for  liolding  liquid*  DDdflr 
prauore.  Anide  from  this  the  patent  was  not  applied  fw  till  Angut 
7, 1874,  and  the  extensive  nae  which  Matthews  made  &om  Feliraaiy, 
1871,  to  FebrDU7, 1872,  in  his  legnlar  hosineM  of  fonatalns  with  the 
aperture  head  re-eaforoed  by  washers,  the  washers  being  nnmbeied  by 
thonaaada,  cannot  be  legarded  as  a  nse  for  experiment-.  The  experi- 
ment might  as  well  have  oontioaed  till  now  to  see  if  some  one  washer 
woald  not  give  way. 

The  ipeoifioation  of  Bo.  170,583,  referring  to  the  drawing  aooompaoy- 
log  it,  says: 

Flgnra  1  lb  »f  •  a  loagHBdlakl  aMtkn  of  toy  InvantloB, 

Tha  improTenMnt  MuUti  in  fbrmlng  tha  Iinng  tar  Out  oock  or  ping  of  the  fi>ntitefa 
Im  wgh  »  jnuata  that  ■  weaai  ibr  thaioft-matol  or  otharw—harU  obtoinad.  UbIm 
•onalaU  in  pratootliig  tha  lunar  hoa  of  the  metal  bong. 

In  Um  dmwlag,  «  u  the  nMtalllo  bung ;  F,  the  fonntaln,  oaae,  or  ahell ;  b,  DOt  to 
hold  the  bung  In  poaitloa;  o,  reeeae  fcr  waaher;  e,  botty  of  fhnoet;  d,  Mrew-thiead 
rtamof  &Doat;  aodf,  tha  lining  of  tha  ftenntaln. 

Beeeewe  in  the  top  of  tha  ftmntain-aaae  hara  beou  long  nMd,  hat  may  ha  mote  eadlj 
eovatnieted  by  plaolug  then  Id  the  bnog,  at  ahoirn,  the  bong  being  made  of  a  aapa> 
lata  pleoa  of  metal.  Tha  waabera  may  alao  ha  mora  roMlitj  turned  or  tmed.  Tha 
flrat  part  of  tha  invention,  therefore,  oonaiati  in  forming  a  reeeae,  t,  In  the  top  of  tha 
bang,  an  aa  to  hold  a  -waaher  betwaon  tha  bnng  aud  tha  Mrew-fanoet  atom. 

The  aooond  part  of  tha  invention  oonaiata  In  earryicg  the  lining  of  tha  fountain  OTor 
tlM  flange  of  tha  bang,  w  aa  to  protaet  tha  ihnar  end  of  tha  bung.  It  li  nanal  to 
oan;  the  lining  between  the  bong  and  tha  foont^-osM.  ThU  leavea  the  bnng, 
which  la  nanallj  of  bnua,  oxpoaad  to  the  notion  of  the  beroiage,  whioh  tbenby  bo- 
eomea  oontamlnated.  By  oarrying  tha  lining  §  over  the  interna)  face  of  the  bong, 
aad  aoldarlng  It  tharaon,  tha  hong  to  pioteoted  againat  all  aetioo  from  the  aerated 
water  at  other  barerago,  and  theae  are  not  llabla  to  baooma  oontani  noted. 

Ilito  InvaatJon  to  ap^oabla  to  all  kinda  of  fimntaina  or  rtoervoin  In  which  a  mo. 
tallie  tning  to  Inaertod  with  a  draft-faooet. 

There  are  two  clidms,  aa  follows: 

1.  A  metallio  bnng,  provldod  with  a  reeeai,  o,  in  oombinatlon  with  fttaeet «  4,  aab- 
otaatially  aa  doaoribed. 

S.  In  a  fountain,  a  Uoing  eairted  over  the  iouer  faoe  of  a  metallic  bnng,  and  aol- 
devod  thereto,  enbataatiallf  aa  ehown,  ao  aa  to  protoet  the  bnog  againat  oorroalon,  aa 
aet  forth. 

Two  experts  for  the  defbndant  testify  that  the  defendant's  atmotora, 
E,  has  Qo  washer  in  the  bung-cnsting,  nor  any  recess  that  woald  receive 
and  sappmt  sncb  a  washer,  and  does  not  contain  the  combination  cov- 
ered by  olaim  I,  even  when  the  cock  or  faaoet  is  screwed  into  the  bnng 
of  E>.  TSoT  does  any  expert  for  the  plaintiflb  testify  that  the  defendant 
has  EUiy  such  waaher  in  a  recess  or  any  saoh  recess  for  a  washer.  More- 
over, a  washer  so  confined  in  a  recess  iu  a  cock  that  it  operated,  when 
sqaeeaed,  to  pack  a  joint,  existed  before,  and  it  hardly  amonnted  to  a 
poteBtable  invention  to  change  the  position  of  the  recess  from  the  cook 
to  thit  bnng,  there  being  no  other  reanlt  than  convenience, 

Aa  to  claim  3  of  No.  179,583,  the  apecitloation  is  for  "  improvementa 
te  ftribtains  for  oontiaBing  aerated  beverages,"  au^  states  that  the  in- 
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TBOtion  eoTered  by  the  two  clums  is  "i^tpHoable  to  all  kinds  of  fiiaiit- 
•fitfl  or  reserroirs  In  which  a  metalllo  bosg  is  inserted  with  a  draft-fiw- 
«6t"  Giaim  2  is  for  a  lining  carried  over  the  inner  fooe  of  a  metalBe 
bong,  and  soldered  to  it,  Instead  of  being  carried  oatside  of  the  bnog, 
Mas  to  protect  such  inner  face  against  corrosion.  This  claim  is,  broadlj, 
ft»r  protecting  a  metallic  bang  b;  a  lining  of  any  material  soldered  to 
the  inner  bee  of  such  bnng,  so  a«  to  prevent  access  of  the  oontenta  of 
the  vessel  to  snoh  innrr  f&ce.  In  view  of  the  state  of  the  art  as  proved, 
tiiera  was  nothing  new  or  patentable  in  saoh  a  claim.  The  amugement 
Tas  an  old  one  in  generators,  to  protect  the  bung  by  carrying  the  lead 
lining  over  the  inner  foce  of  the  bnng  to  keep  the  acid  of  the  liquid  from 
tte  brass  of  the  bung.  Whether  the  lining  was  soldered  to  the  bnng 
or  not,  there  was  no  invention  in  making  it  permanent  by  solderiDg  ot 
by  any  other  effective  mode  of  attachment,  in  view  of  the  state  of  the 
art' of  soldering. 

It  results  from  these  vonsiderations  that,  as  to  all  the  patents,  the 
bill  nast  be  dismissed,  with  costs. 


[UalMd  eu>U«  Clrcnll  Canrt-Soatbmt  Olttriet  of  New  Torfc.) 

TUTTLE  V.  ClAPLIH  BT  AL. 

Decided  Marek  10, 1BS4. 

UB  O.  O.,  696. 

OoasT  AKD  KsLLooo — Machines  kor  Friluks  and  Rufpuxg. 

Letten  Patent  No.  37,03:1,  graatod  December  2, 1462,  to  C.  0.  Cro«b;f  and  Henr; 
Kellogg,  for  an  improTemeDt  in  machinen  for  IMDlDg  and  nilHin|t,  constmed,  and 
the  Moood  and  fonith  clairoB  held  to  be  infringed  by  defendant'!  macbinea. 

Wallace,  J. : 

The  complainant's  patent  (No.  37,033,  Crosby  and  Eellogg  patentees, 
granted  December  2, 1862}  for  an  improvement  in  frilling  and  crimping 
Buuthines  describes  and  claims  devices  which  constitute  distinct  inven- 
tions residing  in  the  same  machine.  The  devices  for  forming  and  spao- 
ing  the  &iU  or  crimp  and  those  for  securing  them  in  place  after  it 
is  formed  accomplish  distinct  results,  both  of  which  aro  asefiil  and 
either  of  which  would  support  a  patent.  The  devicee  also  co-operate  to 
make  the  stitched  plait.  The  sewing  mechanism  is  essential  only  for 
naking  the  complete  or  stitched  plait. 

The  claims  of  the  patent  cover  all  the  devices  in  combination,  and  «i"fl 
the  snbcombinations  which  are  operative  only  in  f(»rming  and  spadng 
tb%  frills  01  plaits. 

The  first  cXaim  covers  the  crimping  devices  with  and  without  the 
ititchingmeobaolsD).    It  is  limited,  however,  by  its  terms  to  a  conblBa- 
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ttonin  vhieh  the  blade  or  orimperaote  to  apace  the  crimps  as  well  asto 
fbnntliein.    The  defeadanfB  crimper  does  not  act  to  space  Hie  crimps, 
and  Oiey  do  not  therefore  iofiinge  this  claim. 
The  second  claim  Is  as  follows; 

In  oombiotitloii,  •  erimper  And  a  amootlMr  •nbatentially  mch  •«  dewribed,  aod  not- 
ing adlMtuitUlly  a«  apMified,  to  fold  the  crimps  to  «i  edge. 

The  crimper  described  in  the  speoifloatioa  is  a  blade  aotoated  by  a 
cam  aod  spriog,  and  its  mode  of  operation  is  to  engage  the  cloth,  ad. 
Tance  and  make  a  crimp  of  the  clotb  lying  between  it  and  the  holder, 
and  shove  the  cloth  along  under  the  holder;  it  then  retreats  for  another 
advance.  While  it  moves  forward  to  crimp  H  acts  as  a  crimper.  After 
tlte  crimp  is  formed  it  acts  as  a  spacer  to  space  the  crimps  apart,  and  as 
a  pusher  to  force  the  goods  throngh  the  machine.  The  space  between 
tiie  cvimpe  depends  upon  the  length  of  advance  of  the  crimper  after  the 
orimp  is  formed,  whiob  is  determined  and  made  adjustable  by  other 
meohaDism,  The  crimper  which  is  included  in  this  claim  is  one  which 
is  to  operate  in  combination  with  the  other  necessary  co-operative  parts, 
■abstantially  in  the  manner  juat  pointed  out.  It  may  operate  effectively 
to  fold  the  crimps  to  an  edge  without  spacing  tbem  regnlarly,  and  in 
this  regard  may  be  an  improvement  upon  the  single  or  Arnold  or  Mag^o 
Baffle  Contrivance.  lu  describing  tlieir  invention  the  patentees  utate 
tliattheinventiou"  consists,  essentially,  of  two  parts,  the  one  for  form- 
ing the  crimps  and  the  other  for  securing  them  in  place  after  they  are 
formed,"  and  they  then  proceed  to  say  that  "  the  mechanism  for  forming 
the  crimps  consists)  of  a  crimper  which  botli  forms  and  spaces  them.'' 
Tbe  specification  plainly  describes  how  the  parts  can  oi>erate  to  fold 
the  crimps  to  an  edge  without  spacing  tbeni.  The  language  of  the 
glaim  is  apt  and  precise  to  covi>r  snch  a  combination,  and  clearly  dis* 
tingaisbes  the  functions  of  the  o]>erative  parts  l^om  those  assigned  to  the 
parts  in  the  first  claim. 

While  the  defendants'  machines  do  not  employ  a  crimper  which  op. 
erates  independently  to  apace  the  crimps,  their  crimper  and  smoother 
effect  the  operation  of  folding  the  crimt^s  to  an  edge,  and  tfaeir  devices 
in  this  liehalf  are  the  substantial  equivalents  of  those  in  tbe  oombiua- 
tioD  described  in  the  second  claim.  In  their  machines  the  spacing  Is 
done  by  revolving  rolls  or  a  holder,  which  after  each  crimp  is  formed  ad- 
vances the  cloth  while  the  blade  is  retreating  throngh  a  distance  equal 
to  the  space  between  the  successive  crimps. 

The  second  claim  and  the  fourth  claim  of  the  patent  are  infringed. 
The  fifth  claim  is  not  infringed,  as  the  defendants  have  no  anziliary 
smoother  snob  as  is  described  in  the  patent. 

The  decree  is  ordered  for  the  complainant,  adjudging  infringement  of 
tlie  Moottd  and  fourth  claims  of  the  patent 
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[Umltoi  SMm  OlMatt  C««t-Baatt«a  SMrM  of  Haw  T«k.] 

Bpill  ff.  The  OsixvLom  UAVnFAcruKnia  Coxfany. 

DtMt4  yoMmbm-  7,  1884. 

»  O.  G.,  m. 

A  petitioD  to  Ble  ■  «appl«nwiital  bill  introdnclug  iww  tridmioe  In  m  mum,  mtlu  k  d*- 
«UIoD  (b«»ln, dUnlaMd,  beoaiuB  It  fUled  to  aliow  tfa*t  tha petdUonar  eouUnet 
with  rauonabto  dUlgraoe  lutTs  obtaliMd  prisr  to  the  fiHtinw  hvAring  the  tMti- 
moD  J  which  he  leeke  to  kddnoe,  and  aleo  beoMiMetub  new  nuittn  U  t"""tttTHi>t 

JVf-,  S.  M.  Rmglet  and  JIfr.  E.  M.  Felt  for  the  plaintiC 
JIfr.  F.  H.  Bern  and  Mr.  E.  L.  Samilbm  for  the  defendftst. 

Blatohpobs,  J.; 

Since  the  annonQoement  of  th«  deoiBlon  of  the  oooit  in  thia  oiiae  aa 
the  2ist  of  Angnat,  1884  (21  Fed.  Rep.,  631),  dlamiasfng  the  bill  of  oob- 
plaint,  and  before  the  entering  of  any  formid  deoree  to  that  efleot,  the 
the  plaintiff  has  made  a  motion  for  leave  to  file  a  gopplemental  bill  of 
oomplaint  in  the  oatore  of  a  bill  of  reTiew,  The  motion  is  founded 
OD  a  petition  which  purports  to  be  the  petition  of  the  plaintiff  by  his 
st^idtor,  and  is  not  nif^ed  or  sworn  to  by  tlie  plaintiff  or  any  agent 
<N*  attorney  in  fact  of  his,  bat  is  crigned  and  sworn  to  by  the  solioitor, 
and  is  napplemented  by  an  affidavit  made  by  the  solicitor,  stating  that 
the  reason  why  the  petition  was  not  signed  and  verified  by  the  plaintiff 
was  becBose  the  plaiutiff  is  in  Eorope,  and  has  been  for  several  years 
last  past,  and  for  the  fbrther  reason  that  the  foots  and  statementa  set 
fcnrth  in  the  petition  are  wiUiin  the  knowledge  of  the  eolioitor. 

The  iwtitioa  sets  forth  that  siuoe  the  decisiiHi  of  Augnst  21, 1884,  the 
petitioner  has  discovered  new  matter  of  oouseqnenoe  in  the  oaaae,  par- 
ticularly that  John  W.  Hyatt,  Jr.,  and  David  Blake  obtained  Letha* 
Patent  of  the  Uuited  States  Ko.  88,583,  on  the  1th  of  Uay,  1809,  a  printed 
copy  of  the  specification  of  which  is  annexed  to  the  petition ;  that  the 
defendant  as  assignee  of  I.  Smith  Hyatt  and  John  W.  Hyatt  (wbo  is 
the  same  person  wbo  is  called  Jobu  W.  Hyatt,  jr.,  in  No.  80,S83),  ob- 
tained Lettera  Patent  of  the  United  States  No.  100,^^  on  tlie  27th  of 
October,  1874,  a  printed  copy  of  tbe  specification  of  which  is  annexed 
to  the  petition ;  that  it  apiteare  by  No.  81>,582  that  iu  making  compounds 
oontRiiiing  solnblv  cmi-cottuu  the  gun-cotton  ia  dimolved  "Inanitx- 
turv  ot  e()nul  parts  of  alcohol  and  etiier,"  thereby  ahowiitg  that  alcohol 
atone  is  not  a  solvent  of  soluble  gnn-ootton ;  that  it  npiwured  by  No, 
106,363  that  the  object  of  tbe  alleged  iiiveutiuii  "  is  to  ovei-uouie  certain 
objections  which  aro  involved  iu  the  use  of  li<)a)d  ttulvents  as  ordinarily 
employed  iu  the  utuunfacturo  of  solidified  collodiou"  or  ueUnloid;  that 
the  speciflcatiou  says : 

HeietofuN  liquid  eolveDta  liuvo  bi;ua  iiveil  in  diaealviufc  pyrosfUue  by  tint  pn- 
pwinK  tliu  Mtvont — fur  Jimtuiicu,  i^tber  aud  alouhol,  nitro-btiuioue,  &o. — and  than 
eaturaliu|{  tho  pyiwSf  liuo  irith  Via  i(vlv«ute. 
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Th»t  it  rIso  mys : 

Oar  pnaeot  improrement  oonaista  In  tnuufotiof  DgpTToxylliie  into  aoUdlfted  M^odlon 
or  "MUnloid"  (n*  Tnde-Uuk  No.  1,109,  nglatered  jMnury  U,  1873),  bj  ntlnc  ft  llqaid 
1n>te*d  of  ft  Mdid  Mlmit,  whiob  liquid  KtlTent,  like  the  wild,  U  Utent  ftt  onlinfti; 
l«np«ntaiM,  but  beoMDM  ftetiT«  ftiid  diMolTM  the  pfroxylliM  npon  the  ftppllution 
oTbeftt. 

nw  fellowtefc  U  ft  dwoription  of  onr  improvBd  proceM ;  We  bmIm  a  weak  Mlntloa 
af  Qftapbor  in  ftletAolittiepTapartioiM  being,  b7weigIit,0Depftrt  ofoftmplior  to  eight 
pacta  oTftlMlKiL  nil  anliitioD  «f  oanpliar  ia  not  m  Mlvent  of  p.TToxyline  xt  ordlnuT 
tanperfttom^  and  watharBfiwa  (ann  ita  IftMat  liqnidaoiTont,  bnt  it  beoomea  ma  aetire 
aelveat  at  an  aterated  temperfttaie.  There  being  dlfferaocM,  however,  in  the  aol< 
nbilltj  of  different  gradea  of  pyroxylins,*  ooiresponding  change  lu  the  BtreDgth  of 
the  Bolntioa  of  oanphw  beoomea  neoeaaary,  whloh  raay  readily  be  determined  by  «x- 
pariMt. 

That  the  ol^mB  of  No.  156,352  are : 

1.  The  praeeai  hereia  deaoribed  of  loannfaetatiDg  aolldiBed  ooltodlon  by  mtxing 
PTroxyliiM-  with  a  latent  Itqnid  solvent,  which  beoomea  aotive  only  apon  the  appliaa- 
tloB  at  haa*.  aa  ftnd  fbr  the  parpoaaa  aet  fbrth. 

%  la  ttie  mannfoetara  of  aadidilled  ooUodioti,  tbe  pmoeaa  of  making  a  homogeneoaa 
auMa  by  nisiiig  pyroxyline  with  ose  (1)  part  of  camphor  and  eight  (8)  porta  of  aleo- 
hol,  whioh  fbnna  a  aolTont  that  will  lemain  latent  at  ordinary  temperatarea,  and  be- 
oomea active  upon  the  ^pliofttlon  of  heat,  aubetantially  aa  deacribed. 

That  the  plaintiff  UDderatandiDg  from  the  opinion  of  the  coart  filed 
in  Hay,  1880  (18  Blatohf.  C.  0.  B.,  100),  that  it  bad  been  aatisfactorily 
established  by  the  evidence  in  tiie  canae,  that  in  the  art  to  which  the 
inveotiou  of  the  plaintiff,  aa  set  for  thiu  his  Patent  Vo.  07,464,  relates, 
atoohol  is  not  a  solvent  of  pyroxyline,  and  was  not  an  ordinary  volatile 
■olvent  of  solnbte  gan-ootton,  and  that  the  evidence  had  been  carefully 
oonsidered,  and  the  prior  patents  adduced  and  examinod  were  the  pat- 
ent to  Catting,  No.  11,366  of  1854— 

In  which  the  gnn'ootton  i«s»id  to  be  washed  in  atrong  alcohol  before  it  iadti«alved 
In  ft  mixture  of  ten  partaof  etbeiand  b)x  parts  of  alcohol,  aud  also  all  the  patent*  of 
Parkea,  did  not  anppoae  that  it  waa  ueceasary  he  elionld  make  ftirther  aearoh  for  evf- 
daoM  to  eatftbllah  tba  fhst  that  aloobol  alone  and  camphor  alone  are  not  aolrenti  at 
•■diBftij  temiWTfttnraa  of  tba  aolnble  pyroxyline,  which  la  snltftble  Ibr  lua  in  eon- 
ponuda  containing  xjloidlne;  that,  tbetefore,  he  did  not  pnrane  tbe  aeaich  InUie 
Patent  Offloe  and  elaewhera  for  evidence  npon  that  point ;  but  since  the  hearing  in 
Jaly,  18B4,  of  the  defendant'i  motion,  which  reaulted  in  the  deciaton  of  Angoat  81( 
iaB4,  he  baa  oanaeil  an  examination  of  patenta  to  be  made,  and  haa  fhand  the  befne- 
■amad  patent*  containing  atatementa  aa  to  aolventa  of  pyioxyUiie  made  by  partiea 
eoaneetad  with  the  defendant ;  tiiat,  taken  in  oonnection  with  tbe  pioafk  in  tbe  canaa 
aa  tb^  atood  at  tlie  flnftl  hearing,  thia  evidence  eatabliabea  the  (hot  that  alcohol  waa 
noiftt  Uie  date  of  either  of  Farketi'ii  pstonte  a  nolveiit  of  the  pTToxyline  naeful  in  th« 
srta,  waa  not  one  of  the  "ordinary  volatile  aolventa"  apoken  of  by  Parkea,  and  woald 
not  diwolve  pyroxyline ;  that  the  materiality  of  snob  evidenc«  oonsiata  In  ahowing  that 
aloohol  and  ether  are  neither  alone  aalvenlaiand  thataleohol,  even  when  mixed  with 
one  eighth  of  ita  weight  of  camphor,  doea  not  becnme  a  aolvent  \  that  the  eame  word 
"ftleobol"  ia  employed  In  all  theae  patautii  to  deaignate  the  aame  anbatwioe,  namely, 
that  anbatanoe  derived  from  grain  and  ftuita  by  distillation,  and  which  ia  not  known 
to  chemiata  or  any  peraona  aaaaolrentof  any  itnefnl  form  of  pyroxyline;  that,  if  that 
wet*  trne,  when  the  ilefendftot  aaid  in  1074  thnt  a  weak  aolntlon  of  oamphM',  of  one 
part)  by  weight,  of  cawiphor  and  eight  parte,  by  weight,  of  alcoltd,  la  not  a  aolTaot 
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aftlupjrazrUiwiiNdliiBkUDgMUdooUodlmi,  ltwH«qiMllT  tnu  in  186&uid  pilar 
to  th«t  dftte,  when  the  art  «*■  la  It*  inftnoy;  that  •ncli  ftctement  of  tmct  i*  ui  ad- 
mladoD  of  reoord  bj  thedeftndwat  of  a  material  faet  in  the  oanae,  a&d  that  the  plain- 
tiff shonld  have  the  benefit  of  the  aame  and  of  the  other  patent  reEeirad  to  sa  «t1- 
dense  In  hie  twhalf.  The  prayer  of  the  petltiou  ii  for  Isbtb  to  file  a  unppleniantKl  bill 
In  the  nature  of  a  bill  of  revlBw. 

To  tbls  petition  tbe  defendant  interposed  a  demairer,  assigning  f« 
oaose  {1)  that  it  does  not  appear  by  the  petition  that  tbe  petitioner 
ooald  not,  with  reasonable  diligence,  have  discovered  the  alleged  new 
matters  set  forth  therein  prior  to  the  hearing  and  decision  of  this  case, 
and  conld  not  have  dniy  presented  the  same  to  the  attention  of  the 
oonrt  at  a  prior  stage  of  the  ciise ;  (2)  that  it  does  not  appear  bj  inspeo- 
tion  of  the  i>etition  and  of  the  copies  of  tbe  specifications  thereto  an- 
nexed that  die  alleged  new  matter  ie  in  any  way  material  or  oontrolling 
upon  the  merits  of  this  case ;  (3)  that  tbe  petition  is  not  verified  by 
the  phtiatiff  or  by  any  one  authorized  to  act  for  him  in  that  behalf,  but 
by  a  solicitor  only ;  [i)  that  the  petition  does  nut  disclose  any  matter 
ot  eqaity  whereon  or  Thereby  the  prayer  of  the  petition  should  be 
granted. 

( 1.)  The  first  cause  of  demnrrer  is  well  assigned.  The  cases  of  Smith  v. 
BoAcodb  (3  Sumner,  583),  Baker  v.  Whiting  (I  Stoty,  218),  Wat€le»  v. 
BodJ^  (11  Peters,  156),  India  Rubber  Coni  Compang  v.  Ph^pa  (8 
Blatchf.  C.  C.  B.,  85),  Ritchcoek  v.  Trmaine  (9  Id.,  650),  Pretxut  v. 
Gratz  (Peters*  G.  C.  B.,  364),  Litingtton  r.  HvMtt  (3d  Johns.  Oh.  B,,  124), 
Muggtei  v.  Edig  (II  Blatchf.  C.  O.  B.,  564),  Wtbtter  Loom  Cmi^ang  t> 
Bigffim  (13  Id.,  349),  De  Florez  t.  Bofnolda  (17  Blatchf  C.  0.  B.,  436), 
and  Paga  v.  Solmea  Burglar  Alarm  Telegraph  Oompau]/  (18  Blatch£  0* 
O.  B.  (118),  are  aathoritiea  holding  that  in  a  petition  like  the  present 
<me  it  most  be  shown  tiiat  the  petitioner  ooald  not  with  reasonable 
diligence  have  obtained  prior  to  the  former  hearing  the  testimony  which 
be  now  seeks  to  adduce.  All  that  the  present  petition  avers  in  that 
OonnectioD  is  that  the  new  matter  has  been  discovered  since  the  last 
decision,  and  that  the  plaintiff  anderatood  it  to  have  been  satisfactorily 
established,  from  the  opinion  of  the  conrt  on  the  first  decision  (whloh 
was  one  sustaining  the  plaintiff's  patent,  while  the  last  decision  dis- 
missed the  bill  on  the  merits),  that  "  aloohol  is  not  a  solvent  of  pyrozy- 
line,  and  was  not  an  ordinary  volatile  solvent  of  soluble  gun-cotton," 
and  did  not  suppose  it  was  necessary  he  should  make  farther  aeareh  to 
establish  the  fact  "  that  alcohol  alone  and  camphor  alone  sre  not  mA- 
vents  at  ordioary  temperatures  of  the  soluble  pyroxylins  which  ie  suit- 
able for  use  in  compounds  containing  zyloidine,"  and  that,  therefore,  he 
did  not  "pursue  the  search  for  evidence  npon  that  point  in  the  Patent 
Offloe  and  elsewhere,"  but  hod  done  so  since  the  last  bearing,  and  had 
found  the  two  patents  referred  to.  This  is  an  insufficient  showing  un- 
der the  oases  above  dted. 

(2.)  Tbe  new  matter  is  not  materiaL  In  the  first  decMon  it  waa  said 
M  to  eanphsr  and  alflolMd  that "  neither  alone  is  a  solveot  of  xyMdlB*.'' 
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TUB  ia  not  a  statement  made  ia  the  spedfloataoQ  of  the  plaintiff's  pat- 
Hit.  The  claim  of  that  patent  coven  eight  diSlBrent  solrenta  of  xy loi- 
dioe,  of  which  the  aae  of  camphor  and  alcohol  coi\jolntly  is  one.  Aa  to 
all  of  the  wlrenta  claimed  the  specification  says  that  the — 

InTflotion  reUtM  to  the  pT«par»ttan  uid  nw  of  oertain  aolTenU  uf  xjloidhia,  and 
wUeb  diffsrCratntbeordiaftry  or  known  •olvanta  of  xylofdlne,  iDthatthewmuiatnift 
whieh  u*  einplojed  btb  not  DBoemuilj  in  themoelvea  aolveata  of  zyloidino,  bat  b»> 
come  M  by  tb«  addition  of  (be  bodiea,  oompouode,  or  Mbstanoea  herein  referred  to. 

This  statement,  as  applied  to  alcohol,  is  a  statement  that  alcohol  may 
be  or  may  not  be  in  itself  a  solvent  of  xyloidine,  bnt  that  it  is  ODimpor> 
tant  whether  it  is  or  is  not,  the  invention  being  the  compound,  or  mizt- 
nie,  or  joint  action  of  camphor  and  alcohol.  Therefore  it  was  said  in 
the  last  decision  that  **  whether  either  alone  is  or  is  not  a  solvent  of 
xyloidine  is  of  no  importance."  The  patent  covers  a  combination  of 
camphor  and  alcohol.  The  infringement  in  question  is  a  ase  of  that 
combinstioD.  The  anticipating  description  to  be  looked  for  is  a  descrip- 
tion of  the  use  of  that  combination. 

Parkes,  in  No.  2,369,  said  that  be  dissolved  gan-cotton  in  alcohoL  It 
ia  safBoient  that  he  said  he  did,  whether  he  did  or  not.  In  "So.  2,675  he 
said  that  be  distilled  alcohol  over  chloride  of  calcium,  and  ased  it  as 
a  solvent  of  gan-cotton.  It  is  anfBcient  that  he  said  he  did,  whether  lie 
did  or  not.  In  "So.  1^13  he  says  be  takes  the  solvent  of  No.  2,675  and 
moistens  pyroxyline  with  it  and  then  adds  camphor.  Alcohol  distilled 
over  chloride  of  oaloium  is  dearly  mentioned  in  No.  1^13  as  an  *'onU- 
nary  solvent,"  and  is  "  one  of  the  ordinary  volatile  solvents  "  embraced 
in  this  statement  In  'So.  1^13. 

I  kIm,  Meordlng  to  mj  ioTention,  leDdBi  the  ordinary  volatile  MlTente  more  enlt- 
aUa  ibr  naa  b J  tlia  addition  of  eamphor. 

Whether  alcohol  so  distilled  was  or  is  an  ordinary  scdvent,  or  a  solv- 
ent at  all  by  itself,  or  pyroxyline,  is  of  no  importance,  provided  the 
deeoription  is  tbat  alcohol  so  distilled  and  camphor  are  conjointly  used 
as  a  solvent  of  pyroxyline.  Such  is  the  description  in  No.  1,313,  Km 
ground  is  M  ftilly  gmie  over  in  the  opinion  on  the  last  dedsion  that  it 
is  not  necessary  to  repeat  here  the  views  there  announced.  Moreover, 
the  new  evidence  sought  to  be  introduced  is  irrelevant  to  prove  the  point 
to  which  it  is  intended  to  be  directed,  namely,  that  ^cohol  alone  or 
camphor  alone  was  not,  at  the  date  of  the  plaintiffs  patent,  understood 
to  be  a  scdvent  of  pyroxyline,  because  No.  89,582,  though  of  a  date  earllw 
tlian  the  plaintiff's  patent,  shows  nothing  except  tbat  the  patentee  in  it 
dissolves  gan-cotton  in  a  mixture  of  alcohol  and  ether,  and  No.  156,36!) 
ia  of  a  data  nearly  five  years  later  than  the  pUintUTs  patent,  and  says 
BO  more  tiiaa  that  ether  and  alcohol  ue  a  liquid  solvent  ordinarily  un- 
ited in  1871  in  dissolving  pyroxylioe,  and  that  a  weak  solution  of  cam* 
pbor  in  aleoh(d  will  not  be  an  active  solvent  at  ordinary  temperatures. 

Without  passing  on  any  other  points  raised  by  the  demorrer,  it  I« 
tartained  and  the  patitiiHi  is  dismissed,  with  eoats 
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IlTHltod  Btata  OInaH  Oowt-Vattkan  DMkM  arOU*.] 

FoKiroBooK  V.  Boot. 

»  O.  O.,  774. 

1.  FomOBOOK— HomT-FiUMCS. 

L«tt«n  Fktent  No.  943,074,  gnatti  Jnne  98,  1S81,  to  Jmum  Foracrook  fi>r  ■■ 
imprareBieait  In  aeetioBil  boney-ftaiiiM,  ooMtmad  uid  dseland  Invklid,  the  d»> 
<riae  eorend  by  the  cl^m  having  b«eti  on  m1«  fbr  more  than  two  rsara  bafor*  the 
patentM  flted  hie  applioMkm ;  *le»  utMlp*t«d  bf  I^Hon  PUent  No.  157,473. 

S,  Wbtn  the  claim  was  f«r  a  blank  from  which  an  old  article  had  bean  made,  aad 
the  only  impcoTement  enggeated  iraa  a  mora  conTenieot  form  of  handling  and 
packing  tat  tran  Bportatlon,  the  pntchaeer  to  form  the  articla  ttom  the  blank  in 
the  old  wa;,  HtU  that  thia  conld  not  be  regarded  by  the  atatnte  aa  ao  imiwvTV. 
mont  in  an  art  or  mannbotnre. 

Mr.  Wm.  P.  WaU,  of  Detroit,  for  the  oomplaiAaDt. 

Mr.  J.  A.  Otbome,  of  Cleveland,  Ohio,  for  the  defendant. 

OpioioQ  of  Mr.  jD8ti<3e  Matthbwi  : 

This  is  a  bill  In  eqaity  to  restrain  the  alleged  infHni^ment  of  Letters 
Patent  "So.  243,674,  granted  June  28,  ISSl,  to  the  complaiuant,  Jamea 
Fomcrooh,  of  Wat«rtown,  Wisconsin,  for  a  new  and  osefol  impicTemeDt 
In  sectional  honey-ftames,  and  for  an  noooant,  &c 

The  dftim  of  the  patent  is  aa  follows: 

Aaa  nair  artlole  of  manafaetnn,  a  blank  fiiTha&e7-fram<af«nnedof  aunglepiaM 
of  wood  having  traneveiM  angular  grooTM  o,  longitadlnal  groove  A,  and  woceaea  t* 
an  arranged  in  the  manner  cliowu  and  deaoribed. 

As  set  out  in  the  specifications — 

TbI*  invention  reUteg  to  an  improvemant  in  aeetkMuri  honey-fraHwa,  the  ofaifeet  b*- 
tng  to  BO  eonatmot  them  that  they  ehaU  be  atrongec  and  in  a  more  portable  finim  than 
the  t^mca  now  naed  forKachpurpoeee;  and  the  invention  ooaiiBtn,  ewentially,  in  finm- 
big  the  frame  from  aelngle  liluiik  or  pleceof  material  having  all  the  necBwary  groovM 
and  rwceeeee  re(inlr«d  to  fonn  a  complete  frame  ont  in  it,  the  ende  of  the  blank  being 
notched  or  dentated  and  angular  groove*  ont  acroee  it  at  tlMMO  point*  which  are  tn 
lorai  the  comer*.  Theaa  blanke,  after  being  thna  prepared,  may  1>e  ptMked  aolidly  in 
hoxaa  or  otberwiae  fiir  traniportati<>u,  and  wlieii  required  ibr  o«e  are  bant  into  the 
•qoare  form  and  their  endi  united  at  ouo  of  the  comers  by  nieans  of  the  Interlocking 
notcbee  or  t«etli,  thni  forming  a  complete  frame,  ready  for  use. 

It  is  fiirtber  stated  that — 

The  blanka  for  these  ftamea  are  prefitrabiy  formed  ftora  aome  light,  taateloM,  and 
comparatively  toogh  wood,  which  will  bend  at  the  ournen  withont  ■t-eaining  «r  boil* 
ingi  anch  as  bane-wood  or  wliitewood,  the  material  being  prodnoed  by  cutting  it  fR>m 
the  log  in  the  form  of  a  tliick  veneer,  or  by  Rawing  iuto  tlilii  stiifl'  and  then  planing 
both  BurTacea.  Tiie  blnuks  A  are  then  em  from  tbiH  material,  of  the  proper  width 
ud  length,  the  enda  dentatod,  aa  ahown  at  a  a,  by  mean*  of  a  aariee  of  cironlar  aawa 
plaeed  idaae  tt^ether  npon  an  arbor  or  other  anitable  tool,  no  that  they  will  intoleck 
when  brought  togetlier.  Tbe  reoeaeea  i  b  are  then  formed  In  ita  edge*  at  such  point! 
in  ita  length  aa  will  bring  them  at  the  top  and  bottom  of  tlie  fk«iues  when  eet  np  in  tbe 
hive,    Theae  receanea  form  openiuKs,  which  allow  apaoe  for  the  paaaogenf  the  heea  ba> 
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twani  the  frftme*  and  for  the  T«nUtatloa  of  tbU  part  of  the  hive.  Three  trUogalar 
gnovM,  0  «  0,  are  then  oat  KoroM  the  blanlc  at  mob  polnti  In  Iti  length  M  will  divide 
It  into  fonr  nearly  eqaal  parte,  each  of  which  forma  one  aide  of  the  frame  after  the 
blank  la  bent  Into  a  qaadraDgnlsr  shape.  TheM  trlaognlar  groove*  are  cut  nearly 
tbrougb  the  blaoh,  eafflcteDt  wood  oalj  being  left  to  hold  the  parta  flmly  together. 

As  the  Bidea  of  the  gntoree  o  are  inclined  to  ward  each  other  at  a  right  angle  It  fol- 
lowa  that  whra  the  blank  ia  bent  into  form  of  the  fMame  theaa  groOToe  make  peilMtly- 
fltting  mlter-Jolnti  at  three  of  Ita  eomera,  the  (barth  comer  being  that  at  which  the 
•nda  of  the  blank  are  nalted  to  each  other  bj  meana  of  the  interlocking  teeth  foimed 

In  one  of  the  apaoea  between  two  of  the  grooTee  a,  and  preferabljr  that  which  will 
tarta  the  top  of  the  frame  when  placed  in  the  hive,  la  formed  a  tongltndioal  groove, 
4,  tor  the  gnlde-strlp,  whleh  makee  a  aeenre  point  of  attachment  for  the  ooub  whem 
the  beea  begin  to  build  In  the  frame*  aet  aide  by  ride  In  ihe  hive  with  the  parte  of  the 
lame  oontalning  the  noOMoa  b  b  at  top. 

The**  framea  [it  ii  added]  meet  a  want  long  felt  by  bee-keepers,  aa  thoee  in  oon- 
mon  oae  are  either  dovetailed  or  nailed  together  at  the  oorners,  and  if  aet  np  at  the 
manafaotory  form  a  large  hnik  for  tranaportation,  ami  are  very  liable  to  breakage  fn 
handling;  hot  if  aold  to  the  naer  in  pieoea  to  be  pnl  together  by  him  the  nnmeions 
Jirint*  to  be  madeoauee  loaaof  time  anilproilaoe  a  very  fragile  artiole  when  Aulahed, 
which  loee*  Ita  reotangnlar  shape  with  the  aligbteat  roogh  oaage,  aa  the  Jolot*  at  the 
eoniei*  laok  the  necessary  strength  and  rigidity  to  tiold  them  in  shape. 

My  tmna  [the  Hpecinoation  continiiue]  will  be  found  to  poweu  none  of  the  above- 
named  defects,  as  it  ie  intended  for  trausiiortutiuii  in  solid  paokagea  before  being  eet 
np,  and  when  set  up  poswscs  great  strength  and  rigidity,  preaervlng  It*  form  with- 
out diffienlty  daring  all  Ihe  rongh  handling  to  which  laeh  frvma*  am  fr«qaently  anb- 
.Jaoted. 

The  defendant  denies  infringement,  aod  alleges  iraDt  of  patentable 
novelty  in  the  alleged  iaveation.  It  iB  adfflltt«d  that  the  defendant 
maanfitotares  and  sells  blanks  for  honey-frames  like  those  of  the  com- 
plainant in  all  respects  bnt  one.  They  omit  the  longitudinal  groove 
for  the  gnide-strip  for  attaching  a  piece  of  comb  as  a  begianing-poiot 
for  tiie  work  of  tbe  bees.  It  is-  claimed  that  this  omission  is  saffloient 
to  distingaish  the  defendant's  mannfactnre  from  that  described  in  the 
patent,  as  it  iti  contended  that  the  patent  is  for  a  honey -section  oontaln- 
ing a  combination  of  all  tbe  elements  s|>eoifled  in  the  patent,  BO  that 
each  element,  by  force  of  the  patent,  has  been  made  material  to  the  al- 
leged invention  described  and  seonred  thereby.  It  is  insisted,  bovever, 
OD  the  other  hand,  that  this  is  a  misconception  of  the  Invention  patented, 
aud  that  the  latter,  to  nse  the  language  of  oonnsel,  Is  for  <tthe  constrao- 
tioii  of  a  blank  completely  adapted  to  form  a  honey-section  ready  tor 
immediate  nse  by  simply  bending  it  into  shape  aud  joining  its  ends" — 
that  is,  the  patent  is  not  for  a  honey-section  with  all  the  features 
enumerated  considered  as  a  combination,  bnt  for  the  blank  ndapted  fbr 
its  formation  by  simply  bending  aud  uniting  its  ends.  Oonceding  this 
to  be  the  true  meaning  of  the  claim,  it  is  necessary  to  support  the 
patent,  to  consider  it  as  embracing  the  honey-frame  as  thus  formed  and 
made  out  of  saoh  a  blank,  for  supposing  the  frame  or  section  not  to  be 
covered  by  the  patent  would  leave  aa  inclnded  in  and  covered  by  it 
merley  the  idea  of  leaving  the  blank  in  ita  condition  as  snch  for  the  pur- 
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poM  of  more  oonrenient  paokisfr  and  bmnsportatioii,  to  be  fonned  hj 
bendine  together  and  aniting  it«  ends  by  the  pnrohaser  fbr  ase  into  ft 
faoney-ftame.  The  embodiment  of  that  single  idea  can  hardly  be  sup- 
posed to  be  the  proper  subject  of  a  patent  It  is  merely  the  adoptipB 
of  a  form  of  handling  aDd  paokiog,  which  is  not  regarded  by  the  statat* 
aa  an  improvment  in  an  art  or  maunftotare. 

If  the  patentee  is  entitled  to  claim  the  blank  as  a  new  and  oaefol 
device,  it  ie  because  it  is  a  coostitneot  of  the  frame  or  section  into 
which  it  is  formed  by  bending — no  matter  who  bends  it,  whether  the 
maker  or  the  purchaser — for  use;  aud  if  the  state  of  the  art  at  the  date 
of  the  alleged  invention  was  such  that  the  patentee  cannot  claim  as  hit 
Invention  the  honey  frame  or  section  when  formed  by  bending  and  onit- 
ing  the  ends  of  such  a  frame,  then  he  cannot  for  the  same  reason  claim 
«s  his  invention  such  a  blank  for  the- purpose  of  forming  it  into  a  frame 
or  section.  The  qnestion,  therefore,  is  whether  upon  the  evidenoe  at 
the  date  of  tiie  alleged  invention,  the  manufacture  of  honey  frames  at 
•eotionB  by  bending  and  nniting  the  ends  of  a  blank  oonslstJng  of  »  sin- 
Sle  piece  substantially  as  described  in  this  patent  was  a  patentable 
novelty.  Upon  a  careful  comparison  and  consideration  of  all  the  evi- 
dence this  question  mnst  be  answered  in  the  negative. 

Alexander  Flddes  testifies  to  making  and  using  honey -sections  formed 
fix>m  a  single  piece,  grooved,  bent,  and  united  at  the  ends,  ai  early  at 
1872  and  1873,  some  of  which  he  sold  to  others  for  nse,  and  if  those  now 
made  by  the  complainant  under  his  patent  are  superior  in  any  reepeet 
to  ttaoee  first  specimens  of  the  uaanffiotnre,  it  is  merely  in  point  at 
finish  and  workmanship.  There  is  no  difEsrenoe  whatever  in  priDci|dc^ 
and  the  early  examples  were  complete  and  practical  fhuies,  aotnally 
osed  and  perfectly  mrriog  ttie  purpose,  so  that  they  cannot  be  consid- 
ered as  rude  and  imperfect  experiments  sabseqnently  developed  into  a 
snccessfol  manufacture.  This  couclnsiou,  indeed,  is  required  by  the  pn>- 
dnctioQ  in  evidenoe  of  the  patent,  granted  to  Hutohins,  of  December  8, 
1874,  No.  157,173,  which  is  for  a  machine  for  the  mannfiMtturtj  of  jost 
snch  blanks  from  the  original  log  of  wood,  to  be  bent  into  form,  and 
the  ends  anited  so  as  to  make  the  sides  of  a  box  for  any  purpose.  The 
Invention  of  snch  a  machine,  of  course,  supposes  previous  knowledge 
of  the  blanks  it  was  devised  to  mauuf^tore;  and  the  transfer  of  the 
use  of  a  box  made  from  such  a  blank  from  the  ordioar}-  parposes  to  the 
single  and  special  purpose  of  a  box  or  frame  fat  a  honey-section  is 
merely  a  new  use  of  an  old  and  well-known  MiJcle,  which  involves  no 
invention. 

It  results  fh)m  these  views  that  the  equity  of  the  case  is  irlth  the 
defendant,  and  that  the  complainant's  bill  most  be  dismissed,  wiUi 
eoet«,  and  it  is  so  ordered. 


D,g,l,..cbyGOOglC 
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[DaiMd  BtatM  CIrenIt  Oomrt— EMtwm  DMtM  of  FflDBvlraato.] 

Hatch  r.  Adaiis. 

Decided  Oclcbtr  SO,  1884. 

S9  O.  O.,  77V. 

Patsmt  Law.— Infbihgbmrmt  ok  thi  Tkkritorial  Riohts  or  a  GRAirm  or  ax 
ExcLUStvK  RioHT  TO  Hani'facttiiik  and  Beu.  IIkdbii  tbe  PATxirr  in  a  8n- 
CiriED  Part  of  thk  United  States. 

A  B4leirfp«t«Dt«dRrtiolefl)n  tbeordlnuyooarae  of  trade  ontaide  the  t«rrit«tlal 
limit*  to  which  tbe  right  of  wla  U  re«triet«d  by  th«  p*t«iitee'M  grant  ia  qhwat- 
nnlMl. 

Mr.  Frank  P.  Friehard  for  tbe  oomplaiDaut. 
Mr.  W.  6.  9rigttk  for  the  reapoiideut 

McKenkan,  8.J.: 

This  case  iDToIves  a  ainf^le  qaestioo,  to  wit:  Has  a  purchaBer  of 
patented  articlee  from  a  gruitee  of  an  ezoluslve  right  to  manofootara 
»Dd  mU  onder  the  pateut  in  a  epecifled  part  of  the  United  States  tM 
right  to  sell  the  articles,  in  the  course  of  trade,  ontside  the  deaignated 
limita  covered  by  the  ffranf  to  bis  venderl 

In  tbe  absence  of  aathority  to  the  contrary  we  would  feel  constrained 
to  answer  this  qaestion  in  tbe  negative.  While  the  patent  act  secnrea 
to  an  inventor  tbe  exclusive  right  to  manafaeture,  use,  and  sell  his  in- 
vention, it  aathorizes  him  to  divide  up  bis  monopoly  into  territ^al 
parcels,  and  so  to  grant  to  otfaers  an  ezclusiTe  right  under  patent  to  the 
whole  or  a  specifted  part  of  the  United  States.  Undoubtedly  the  grantee 
would  take  and  hoid  the  right  conveyed  snbject  to  the  limitations  of 
of  the  grant,  and  hence  he  could  not  lawfully  exercise  it  ontside  of  the 
territorial  limits  to  which  be  was  restricted.  It  wonld  be  illogical 
then  to  assame  that  he  eoald  confer  npon  a  vendee  a  privilege  with 
which  he  was  not  iuvested,  and  which  he  could  not  exercise  himself. 
It  has  been  held,  however,  that  an  unrestricted  sale  of  a  patented  arti- 
cle carries  with  it  the  right  to  its  unlimited  use ;  but  t^e  reason  upon 
wbioh  this  rale  rests  involves  a  plain  distinction  between  the  right  to 
nse  and  the  right  to  manuftetare  and  sell  an  invention,  and  is  inappli- 
cable to  their  definition. 

In  Adams  v.  Burke  fl7  Wall.,  loJ)  Mr.  Justice  Miller  thus  explains 
tiie  import  and  scope  of  the  decisions  on  the  subject ; 

Wb  hftve  repeatedly  held  tbat  where  a  peraoD  had  pnrchaaed  a  patented  oiaobiDe  of 
tke  patentee  or  hie  aaolgnee  this  parohese  cMTled  with  it  the  right  to  the  nee  of  tbat 
■BMhine  to  loog  a*  it  was  capable  of  nee,  aod  tbat  tbe  ezpiratioii  and  renewal  «f  th« 
patsDt,  wtMther  io  foTor  of  the  origiaal  pateotee  or  hia  aMignoe,  did  D«t  affeot  tlila 
right.  The  true  gronud  od  which  tUeae  declsiona  reet  ia  that  the  sale  bj  a  peraoit 
who  has  the  full  right  to  make,  bbII,  and  nse  auch  a  macbine  oarriea  with  it  the  right 
to  the  nae  of  that  machine  to  tbe  fall  extent  to  which  it  can  be  nied  in  point  of  time. 
no  right  to  manofactare,  the  right  to  sell,  and  the  right  to  use  are  each  aobataDtlT* 
rig^ta,  and  uaj  ba  granted  «r  eoafcit«d  Mparatelj  by  tbe  patentee.    Bat  In  tba  w- 
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■entUl  iMton  of  thing*,  whea  tli«  p*toiit««,  or  the  panon  hanng  hli  liglita,  mDi  * 
nuohltw  01  liutmm«nt  vhoM  lole  rklae  U  Id  !(•  lue,  h«  mosItm  tha  eonaidarktion 
tor  it*  u*e,  Mid  bs  part*  wltb  the  right  lo  r«*triet  that  oae.  The  artlele,  la  the  lan- 
gnagaof  the  ooart,  paaae*  withont  tha  limit  of  tha  moDOpotf — thU  1*  to  mj,  tba  pat- 
•Dt«e,  or  hi*  a**lgnee,  hATlng  Id  the  aot  of  lal*  raoeiTcd  all  the  royalty  or  oonMdeca- 
tlOD  vhloh  be  elalma  for  tba  we  of  bU  Invention  in  tbat  pwttenUr  maohln*  or  1D' 
•tnunent,  it  i*  open  to  the  u*  of  the  pnroluwer  without  farther  re*tHc  tton  on  aaeoiint 
of  the  nioaapol;  of  the  patentee. 

The  onl;  questioii  in  thia  caae,  aa  shown  by  tlie  pleadings,  Involved 
Qie  light  of  the  porohMer  of  ooffln-llds,  boaght  within  »  radios  of  tea 
miles  from  Boston,  the  right  to  make,  sell,  and  use  which  was  restrieted 
to  that  circle,  to  ose  them  outside  of  it.  The  court  snatalned  tiie  rij^t, 
saying— 

That  to  &t  M  tlie  D*a  of  it  waa  ooncemad,  tfaa  p»l«Dt*e  h«d  Moeired  Ml  eonaidaia- 
Uon,  and  it  waa  no  longer  within  the  moaopiily  of  the  patent.  It  wontd  be  to  en- 
graft a  limitation  npoa  the  right  of  nue  not  ooDt«mplated  by  tbe  statnte,  nor  within 
\he  reaaop  of  the  oontraot,  to  say  that  it  eoalA  only  be  naed  within  the  ten  mlloa  dr- 
ela.  Whatever,  therefore,  may  be  the  mte  where  patentee*  eubdividB  tbelr  patenta, 
H  die  esclndTO  right  to  make  or  mU,  within  a  limited  territory,  we  bold  thAt  In  th« 
eUM  of  miMhloe*  or  implemente  wfaioh  we  have  deecribed  when  they  are  onoe  law- 
fiilly  made  aDd  told,  there  !■  uo  reatrlotloD  apoD  their  nm  to  be  implied  for  tlu  b«nellt 
of  the  patentae  or  hi*  aaaigiiee*  or  lioenieea. 

Even  with  thia  carefnl  limitation  of  the  judgment  of  the  oonrt,  Jos* 
tioes  Bradley,  Swayne,  and  Strong  dissented,  insisting  that  the  locality 
of  Uie  use,  as  well  as  of  the  manufacture  and  sale,  of  the  patented  arti- 
cle, waa  restricted  by  the  grant,  and  that  it  ought  accordingly  to  be 
•nfbroed.  It  may  be  said  then  that  while  thia  case,  with  others  which 
pteeede  it,  detennine,  for  peouliar  reasons,  that  the  lawful  sale  of  a 
patented  article  earriw  with  it  the  right  to  the  nnrestrioted  use  of  such 
aitiole  as  to  time  or  locality,  it  is  the  Ciur  import  of  them  that  no  other 
"  substantive  right "  conferred  by  the  patent  ia  thereby  affected. 

Our  attention  has  been  called  to  two  cases  decided  by  the  circuit  oonrt 
which  demaud  a  brief  notice. 

The  first  of  these  was  Adamt  v.  Burke  (i  Fisher,  3d3).  It  was  decided 
by  Judge  ShepJey,  and  his  statement  of  the  law  is  certainly  broad  enoaj^ 
to  co>'er  the  right  to  sell,  as  well  as  the  right  to  use,  a  patented  uticle 
outside  of  a  restricted  locality ;  bat  only  the  latter  right  was  involved 
in  the  case.  What  was  said  then  by  the  learned  judge  touching  the 
right  to  sell  was  clearly  obiter,  and  when  the  caae  reached  the  Supreme 
Court  {Adams  v.  Burh^  17  Wall.,  lupra)  that  court  expressly  treated 
the  right  to  manufacture  and  sell  and  the  right  to  o&e  a  patented  article 
as  distinct  substantive  rights,  and  decided  the  law  only  as  it  related  to 
the  exercise  of  the  latter  right 

The  remaining  case  (McKag  v.  Wootter,  2  Sawyer,  373)  was  ruled 
upon  the  opinion  of  Judge  Shepley  in  Adama  v.  Burke,  evidently  upon 
the  hypothesis  that  an  extra  territorial  sale  of  a  patented  article  was 
a  necessary  subject  of  discussion. 

Bat  with  this  acrutiny  of  these  oases  we  are  uoembanaBsed  by  the 
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mie  of  eomity,  whieb  wonld  ]«ad  lu  to  oonform  oar  own  jndgmMit  to 
tiiat  pionoaiiced  by  tfae  oiroait  conrt  elsewhere,  for  the  sake  of  anl- 
fanaity  of  decisioii,  and  in  view  of  the  state  of  the  law  as  it  has  been  ex- 
pounded by  the  8aprem«  Coort  we  feel  anthorized  to  exprera  oar  own 
jndgmeot  that  a  sale  of  patented  lutieles  in  tfae  ordinary  ooDise  of  trade 
oatBide  the  territorial  limits  to  which  the  right  to  aell  is  restricted  by 
tlie  patentee's  grant  is  unwarranted.  There  most,  therefbre,  he  a  de- 
cree in  ftiTor  of  the  complainant,  with  costs. 


[Daltod  8IUM  Cltmlt  Cooit-Smthcn  DMrlMortttio.] 

Odbix  et  u..  v.  Stout  xt  il. 

DaMtd  Oetober,  1861. 


,  Tfae  gnating  of  a  TBiniie  isfriwa/ae^  evidence  of  iDBdTertwce,accidant,oi'iiil»- 
take,  M  the  gruitlng  of  origtDAl  letters  ta  prima  fadi*  evidence  of  iuTantlon. 
Tbia  evidenoe  ia  not  ctmclnalTe,  nor  la  the  aoUon  at  the  CommfaaitHier  of  Pat- 


%.  Rxnsuxtt — EKiiAKOiKa  Claims — Combikatiom— Pakts. 

The  iDtrodnetiaii  into  relBaued  lettera  patent  of  claima  for  the  patentable  parta 
of  the  oomMnatlon  olalmed  In  the  original  letteia  does  not  invalidate  the  lelaaoed 
letters,  If  the  patentee  vaa  tbe  fint  loTentor  of  the  patentable  parts  olalmed,  al< 
thoagh  tba  original  patent  wae  for  the  oonbltiatiiw  alone,  so  deacribed  and 
elainad  that  tba  parte  wen  not  to  be  naed  separate!;,  but  together  and  sininlta* 
nMNial7. 

3.  Kun— Lucn*  or  Sole. 

A  patentee  may,  noder  praperr  otrciuustanoefl,  b;  relaane,  enlarge  hie  claima  so 
aa  to  make  them  extend  to  the  limits  of  bla  Inveution,  bnt  he  Is  bound  by  Umm 
limits.    He  may  not  enlarge  the  inTention. 

4.  Bam— Whks  Ci.au>S  hat  bs  Enlabokd. 

Upon  tiie  anthority  of  •Taaui  t.  CowpMl  and  other  deeisloiia  of  (ha  Snpnna 

Coort  it  ts  clear  that  the  claim  of  a  patent  may  be  enlaced  by  a  relssoe  If  tbe 

patentee  move  promptly  and  no  righte  of  others  have  Inteirened,  and  the  delay 

in  tble  eaw  of  six  months  is  not  onreasonable. 

6.  Sa»— Wiisiif  WBAT  Tun  Atpucattok  to  bb  Hadb—Wkat  is  a  Bxasoit- 

ABLB  Tin. 

There  is  no  mle  filing  the  preeiee  tfkne  within  whleh  ap^iealion  for  a  ntsane 
vnat  bemade.    What  is  areasonable  time  la  aqocstion,  when  anianeisattaQked 
to  be  deolded  by  thB  coort  opoo  the  eaae  piwentod.    Tbe  rule  is  equitable,  and 
therefore  flexible,  and  lo  be  a^ied  aeeording  to  equity. 
A.  Samb— Datb  or  Ikvkmtiox— Dbawimob. 

The  mle  that  an  invention  ma;  tie  exhibit«d  either  in  a  drawing  or  model,  so 
as  to  lay  tbefonndatlonof  a  oUim  to  priority  (£«m>  Co.  t.  £<;;(>«),  Is  to  betaken 
with  the  qDalllleatlon  that  it  mast  be  followed  np  with  tesaonable  diliKeuoe. 
Merely  making  drawings  is  not  aneh  an  embodiment  of  inTention  as  will  deftala 


■aiiaeqaeni  patmt. 

Patento  granted  between  the  making  of  a  diftwlog  by  complainant  and  hia|ailDg 
■a  appUeation  a  year  afterward  an  not  anticipated  by  hia  Inrentloa.   ,s"- 


^ 


462        DBoinom  or  u.  it.  coubts  nr  patknt  gum. 

8.  &in— HatseuB— EnvOT  vroa  Othmb  Czjjtu  ow  UnrAUBirT  or  Mta;. 

Tlw  {DTalldl^  of  OM  of  Hm  oMnw  of  >  nlMaed  patmt  doM  aot  innUdato  O* 
•ntin  ndMiM,  prortded  Um  iOTAlid  cUrin  wm  nwd*  In  good  biUi.  Wbon  it^- 
pewa  that  oIaIdh  1b  •  ntMned  patant  wen  mftda  to  broodNi  Ok»  InTontloB,  sad 
thonbj  to  eoTor  tBtwoMdittte  IbtmiUmw  or  InipnvMBMit*,  the  fhkod  mmf  m  ▼!  - 
tlota  aU  the  oUiH  in  the  nlMnodpntnt  that  aUwUI  belMUtolM  Tidd;  bat 
one  eUlm  in  >  niNM  may  b«  vnid  wltbont  nooeMuUf  htTvUdaUnt  tha  athar 

t.  P*TXNT  Suits— iKFRinamiBMT— ABiUiDONiiKNT^ItrjiwcTioit. 

If  a  defendant  has,  before  anit  bronght,  abandoaed  the  mamifactDTa  and  aala 
t>t  an  Inft-inging  machine,  and  the  conit  it  oatitfied  that  the  abandonment  waa  in 
good  fltlth  and  final,  an  injanetioa  on)cht  not  to  be  granted.  Bot  If  tha  defend- 
ant, after  anah  abandonment,  haa  engaged  in  themannfiwtnreandMleof  anotbor 
machine  wbtoh  ia  also  an  Infiringing  machtne,  and  anit  la  brought  for  both  in- 
fringements, the  eonrt  will  retain  the  nhole  cause  nnder  its  oontrol,  and  make 
the  iitJunotion  and  order  to  soeonnt  to  apply  to  the  manntsctnre  and  aala  of 
botb. 

10,  ODKLL— BOLLBIt-MlLLS. 

The  first  elaim  of  Reissne  Letters  Patent  No.  10,130,  gtanted  to  ei«ipla(Baat 
Odell,  Jane  32,  1883,  for  an  ImproTement  in  roUei-mills  for  cmshiug  or  grindln| 
grain,  middlings,  and  other  material,  held  to  be  invalid ;  the  second  and  fbnrtk 
claims  siistaiDed.  Complainsuta  required  to  file  a  disclaimer  of  the  flnrt  (daim 
before  decree,  and  the  decree  for  an  injunction  and  acoount  to  be  without  eoata. 

Bbfobe  Mbsbbh.  Justices  Matthews  and  Saqb,  2>.  J. 

Hetsri.  Wood  dt  Boyd  for  the  complsinante. 

iteurt.  Stem  <£  Peck  aod  Mr.  L.  HiU  for  tfae  defendants. 

8AQE,  J. : 

Letters  Patent  Ko.  .250,934,  for  an  improrement  in  roller-mills  toe 
emahlag  or  grinding  grain,  middlings,  and  other  material,  were  isssed 
December  13,  1881,  and  reiasned  (No.  10,139)  Jaue  22, 1882,  to  the  com- 
plaiuant  Oilell,  who  (witli  Stillwell  &  Bierce  Mannfiictiiring  Company, 
his  licenacea)  sues  for  infHngoinent  The  object  of  the  iiiventioa  ia 
stated  in  the  specifloatioii  to  be  to  adjust  tlieontercmahing  or  grinding 
Tolla  to  or  fVom  the  inner  ones,  and  eiumltAueouetly  to  open  or  close  the 
spoutaor  channels  which  control  theOischargcof  grain  ftom  the  hopper 
to  the  feed-rolls. 

The  first  claim  in  the  reissued  letters  jiateut  is  as  follows  : 

1.  In  a  roller-mill,  the  combination  of  tlie  ]in])piT-gstt9  mcchnnism  on  both  aidea  of 
the  machine  with  a  thruDKfa  slinfl,  lover  mBchnniNui  connerling  the  parts  to  opMate 
the  gates  siuinltaneonsly,  ami  a  lingle  hanil-lever,  tin1>stautlall.T  as  and  for  tbe  pur- 
pose described. 

The  drawings  show  a  double  mill.  The  hopper  is  divided  by  a  par- 
tition. Under  each  side  of  the  hopper  ie  a  set  of  rolls,  to  which  the 
gniu.  is  delivered  by  means  of  a  feeil-spont.  Gates  or  slides  moTtng 
TerOoally  inside  the  hopper  open  &ad  close  the  apertnre  leading  to  the 
feed-spoate.  These  gates  are  connected  by  rods  witA  a  tlirongh-shaA, 
J,  looated  above  the  center  of  the  space  between  the  two  sets  of  toUi^ 
and  pandlel  with  them,  and  connected  also  with  a  single  luad-IeTtf, 
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K.    By  the  movemeot  of  this  lever  to  or  ftom  the  ofientor  tbe  gate* 
era  closed  «id  opened. 
Claim  3  ia  as  ft»Uows: 

S.  In  K  rallar-mill,  tbe  aambtnfttlon,  with  tbe  adjnatable  rolla  aadjoanialliof  trsn*- 
Teraa  ahkH  k,  throagli-diAft  J,  link  awch^Um  eoDiMetlDg  skid  alufta,  uid  «  afngl* 
head-lBTir,  K,  eooiiMted  with  the  thfimf b«hkft,  t&t  tf mnltUMOiulj  mi^vMng  boA 
Mti  of  mU*  bj  *  dngls  leter  mOTenenl^  inbrtaaHaJly  ^  dMoribad. 

The  outer  grinding:- rolls  we  joaniiUed  in  vibrating  arms  so  oonneeted 
(m  each  side  of  the  mill  by  transverse  horizontal  shafts  with  Hm  taaod- 
lever  K  t^t  by  the  movement  of  that  lever  the  rolls  aro  thromi  apart 
(or  spread)  or  Iwoaght  into  oontaet  (or  set)  simnltaueonsly  with  the 
opening  or  closing  of  the  hopper-gates.  The  tnmsverse  shafts  are  pro- 
vided with  coiled  springs,  which  form  a  yielding  bearing  for  the  oater 
ToUs,  BO  that  they  may  give  firom  their  grinding  position  and  permit 
the  passage  of  any  hard  foreign  sabstanoe,  which  would  otherwise  in- 
jure the  rolls.    Claim  3  is  not  involved. 

Claim  4  is  as  follows : 

4.  In  a  roller-mtU,  tbe  combination,  witb  tbe  Bdjnatable  craRhlnf;-ro1)«  nnd  the 
gateaoTBlidee  wbich  controHbepaMAgeorgniDfrom  tbebopper,  of  aainKlethrongh- 
ihkft,  J,  a  UDgle  banil-lever,  K,  aihI  meohnnliuii  conneotine  the  cmsbiiig-rolli  and 
tbe  gata*  or  slides  wltb  the  thioagb-Bbaft  and  band-lever,  snbataotUlly  m  described, 
whErebf  a  single  movcmeut  of  the  lever  siaiultnneoiuily  adjusts  the  rolls  and  the 
gates  or  slidPH,  us  set  forth. 

The  filth  and  sixth  claims  do  not  di&ier  from  the  foarth,  ezceptiug  ia 
form  of  statement. 

The  defenses  relied  upon  will  be  considered  in  the  order  uonvenient 
for  the  purposes  of  this  decision.  It  in  ar^icd  that  tbe  reissued  letters 
are  invalid  for  the  reauon  tltat  tbe  original  letters  were  neither  invalid 
nor  inoperative,  nor  is  the  Ri>ecification  of  tbe  original  letters  defective. 
It  is  adniitt43d  tbitt  the  8|>ecifieatiou  of  the  rciasue  does  not  difTor  sab- 
staolially  from  that  of  tlie  original,  nor  do  the  claims,  exoe|>tiug  that 
the  first  and  second  claims  of  tlie  reissne  do  not  appear  in  tbe  original, 
and  they  ^re  introduced  in  tlic  reissue,  as  defendants  contend,  for  no 
other  pnri>otie  than  to  enlarge  the  patent.  The  invention,  it  is  eaid, 
was  set  fortli  in  tUe  original  patent — 

As  bfllDgfar  the  combination,  siilmtantinlly,  uf  twosetsof  inuohanisui — enefnroon- 
tTolliDg  the  gAtes  ami  thn  other  for  controllitig  (liu  rolls — both  sets  to  be  operated  si- 
multaneonsly. 

From  the  language  of  the  original  patent  relating  to  this  part  of  the 
medianism,  counsel  for  defendants  quote: 

My  invention  relates  to  means  for  RiTnultaneoasly  Myiistlng  one  aetof  theonubing 
or  grinding  rolla  to  or  front  the  other,  and  by  the  same  movement  to  open  or  oioee  the 
^ontacff  channels  which  admit  the  grain  from  the  hopper  to  the  feed-rolls.  This  Cm* 
tme  of  my  invention  conaiate  la  tbe  oorabination  of  a  throagh-Bbatt,  pivoted  oraoka, 
lioki,  racks,  and  pinions,  all  of  which  will  be  more  folly  explained  in  the  deeoriptiOD 
of  the  acoMnpanylng  drawings.  • 
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Hare,  tbe?  tmj — 

b  ft  ol«u'  •tatoment  that  the  inTention  oonaUU,  not  of  gate  oonteolUBg  naekaa- 
tan  klone,  nor  of  roll-caatrolllng  mMhaoiiai  alose,  but  of  ■  thuw^  rtift  awwcted 
irith  the  late-ooabolling  mechanlam  knd  Uu  rall-ooDtnlliog  nwehkBian,  ao  «•  taop> 
«rftta  ImUi  almultsneoDil;  by  tli«  Mune  moreiueDt. 

It  is  urged,  therefore,  that  tbM«  ooald  tuve  been  no  uuklverteofle, 
aooident,  or  mistake  in  wttiug  forth  this  featare  <tf  tlie  iDTentioa  in  the 
original  patent,  and  that  the  original  claim  covers  fiilly  what  is  eet  IocOl 
The  grantiog  of  a  reiBsaeispriMa/aoweTidenoeof  inadvertwoe,  aeei- 
dent,  or  mistake,  ae  the  granting  of  original  letter  is  prima  faeie  eyideoM 
ofinrentiou.  ThisevidencemaybeoTereome.  ItisnotoonoloaiTc.  Iltft 
actionoftfaeOommlsaionerofPatentsisnottYva^rMdJoata.  Oookv.Snttt, 
S  O.  G.,  80.  He  is  not  au  officer  in  whom,  ander  the  Oonstitiitioaf  jndieiil 
power  can  be  vested.  6rtuUv.Bi^imo»d,0Ptit.f24S.  If  faewere,Uiepn>- 
«eedingB  tor  prooaring  original  letters  and  reissues  are  «r  jMrto,  and 
would  not  estop  defendants,  charged  as  infriagers,  apon  questioBS  af- 
fecting the  validitf  of  the  patent;  bat  the  statntes  prescribing  his  powers 
and  datiea  rest  in  the  Commiwiouer  of  Patents  a  discretion  whitdi  in 
•ome  matters  is  final  and  in  others  sabjeot  to  review.  The  aathorities 
aie  net  onifonu ;  bnt  the  later  eases  and  some  of  not  so  reoent  date 
are  in  harmony  with  the  mling  made  by  Chief  Jnstioe  Harshall  in  Grmmt 
T.  Saymond,  that  the  oorreot  performance  of  all  those  prelimlaaries  on 
which  the  validity  of  an  original  patent  or  <^  a  reissned  patent  depends 
!■  always  examinable  in  the  court  in  which  a  snjt  for  its  vi<4ati(Ht  is 
bionght  Burr  v.  Durj/ee,  1  Wall.,  671 ;  BtMar  Co.  v.  Qoodftmr,  t 
WaU.,  796;  MiUtr  v.  Bratt  Co.,  lOi  TJ.  S.,  300;  .^oaiw  v.  OamfbM,  Id., 
371 ;  ClemenU  v.  OdorUu  Excav.  App.  Co.,  109  U.  9.,  649 ;  a.  a  3  8(^ 
OC.  Bep.,  626 ;  Tunur  <£  iSsystow  Mannftuturing  Co.  v.  Dover  Stampmg 
Co.,  Ill  U.  S.,  326 ;  S.  0.  4  Sap.  OtL  Bep.,  401. 

The  oomplaioaut  Odell  testifies  that  when  he  first  saw  the  original 
daims  in  the  Patent  Office  Qasette,  and  before  he  received  the  patent, 
he  was  dissatisfied  with  them,  and  took  immediate  steps  to  proi»re  a 
reissue.  There  is  no  other  testimony  on  that  sabject.  Hie  language 
of  the  original  patent  does  notezclnde  the  possibility  of  inadvertenter 
aoddental  omission  of  claims.  It  is  trne  that  the  olaima  in  the  original 
patent  cover  folly  the  oonstmotton  described  in  the  speeafleation ;  bat 
it  does  not  follow  that  Odeltmightnot,  if  he  was  the  inventor,hava  claimed 
separately  each  of  tfae  patentable  parts  entering  into  the  combination. 
Sappoee  he  had  first  invented  and  patented  the  hopper-gate  meohanisBi, 
and  snbseqnently  the  roll-controlling  mechanism,  ooald  he  not  tJhea 
have  patented  that  and  also  taken  oat  a  patent  for  the  oomlHnaticn  of 
tlie  two,  althoagh  so  oounected  to  the  through  shaft  that  they  mnat  nee- 
essarily  be  operated  simaltaneoasly  1  In  the  oombfnati<Hi  cowed  by 
the  claims  in  the  origin^  patent  there  are,  as  was  oonoeded  on  the  bear- 
iDg^  two  seta  of  mechanism,  the  one  oontrolling  the  gates,  the  other  the 
tolls.    Either  can  be  diseonneoted  flrou  the  throogh-abaft  and  the  other 
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operatod  siDgly.  The  patentee,  It  1b  said,  does  not  vtoli  to  so  operate 
them,  and  cannot  so  operate  them  as4hey  are  oombined  in  the  patented 
improvement.  Tme,  but  It  fVeqoently  oocors  that  an  inventor  Mis  to 
perceive  all  or  even  the1>est  a«e«  to  vhich  bis  Invention  may  be  applied. 
Nevertheleee,  he  is  entitled  to  ttie  benefit  of  all  the  nsea  to  which  It  can 
be  applied,  no  matter  whether  he  or  another  oonoeived  them.  Bobertt 
V.  Rger,  9L  U.  S.,  167.  In  this  case  the  defendants Introdooed  evidence 
tending  to  prove  that  it  is  an  advanta^  at  times  to  control  the  rolls 
and  the  hopper  gate  separately.  That  is  a  mere  matter  of  opinion  which 
does  not  afKiCt  oomplalnanfs  rights.  The  inventor  is  entitled  also  to  a 
patent  for  bis  entire  invention.  He  cannot,  as  Hr.  Jnstice  Bradley  says 
in  Jamei  v.  Campbell  (101  tj.  S.,  37S),  "uke  a  reissoe  for  anything  hot 
the  same  invention  described  and  claimed  in  the  original  patent"  It  is 
to  be  kept  in  mind,  however,  that  enlarging  the  claim  may  be  au  entirely 
different  thing  from  broadening  the  invention.  He  may,  under  proper 
larcnmstances,  so  enlarge  Ills  claim  as  to  make  it  extend  to  the  limits  of 
his  invention,  bat  he  is  bound  by  those  limits.  He  may  not  enlarge  the 
i  nventioD. 

Upon  the  aathortty  of  these  oases  it  is  dear  that  the  claim  of  a  patent 
may  be  enlarged  by  a  reissoe  if  the  patentee  move  promptly  and  no 
rights  of  others  have  intervened,  and  we  are  of  opinion  that  in  this  case 
the  delay  was  not  unreasonable.    See  Dreyfoot  v.  Weite,  26  O.  G.,  640. 

We  eome  now  to  the  defense  of  want  of  novelty ;  and,  first,  it  is  neoes. 
aary  to  fix  the  date  of  OdelPs  invention.  The  application  for  his  origi* 
nal  patent  was  filed  Jaly  7,  1881;  bnt  he  has  introduced  in  evidence 
drawings  made  by  him  in  a  memorandnm-book,  which,  he  claims,  estab- 
lish that  his  invention  was  of  earlier  date.  The  first  of  these  drawings 
was  made  September  17, 1878,  and  shows  the  roll-oontrolllng  mechan. 
ism  sabatantially  as  in  his  patent ;  the  seoond,  made  Hay  14, 1879,  shows 
«  transverse  shaft  (operated  by  a  hand-wheel)  with  mechanism  for  con- 
trolling tiie  gates  or  slides  within  the  hopper;  the  third  drawing,  made 
in  Jane,  1879,  shows  a  sectional  view  of  the  roll-controlling  mechanism, 
Indicating  clearly  the  thTongb-ahafT<,  the  transverse  shaft  with  ooiled 
spring,  the  hand-lever,  and  the  connecting  parta ;  the  (bnrth  drawing, 
^ted  Jaly,  1880,  shows  a  throngh-sfaaft  witii  the  gate  or  slide-contrtdl- 
in^  mechanism  snbatantiatly  as  In  the  patent.  It  is  settied  that  "  an 
inwnthm  relating  to  machinery  may  be  exhibited  tither  in  a  drawing  or 
in  a  modd,  so  as  to  lay  the  foundation  of  a  claim  to  priori^,  if  it  be  sof- 
floiently  plirin  to  enable  those  skilled  in  the  art  to  understand  it" 
Zoom  Co.  V.  Sigfitu,  106  U.  8.,  604.  Bnt  this  mie  is  to  be  taken  with 
proper  qnallflcations.  Drawings  may  carry  date  of  invention  back  if 
leaaonable  diligence  is  shown.  £M«0laMd  v.  Bkerif,  18  O.  G^.,  242. 
Making  drawings  of  an  idea  la  not  invention,  and  is  of  no  eflTect  unless 
followed  np.  I>raper  v.  Potewuka  MilU^  13  O.  6.,  276.  Merely  ia»k- 
ing  drawings  is  not  such  an  embodiment  of  invention  as  will  defeat  a 
•abaeqnent  patent  SJUOtorp  v.  JIoftertHm,  4  Blatoh£,  367.  The  lea- 
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flonfl  for  this  qnalifloatiOD  of  the  rale  are  well  stated  in  eeotioa  61,  Walker 
OD  Patents. 

BetweeQ  the  date  of  the  laat  drawing  made  by  Odell  and  hie  applioa- 
tioD  for  a  patent  there  Was  an  interval  of  a  year.  In  the  mean  time 
flie  Darerio  American  patent,  the  Poole,  the  Poole  &  Miller,  uid  the 
Gray  patentn  were  issued.  All  these  are  In  evidenoe  for  the  defendants. 
The  drawings  made  by  Odell  cannot  be  reoognixed  as  giving  priority  t» 
his  invention  as  against  those  patents,  whatever  might  be  their  effaet 
upon  the  decision  of  the  qnestion  of  want  of  novelty  if  those  patents 
ioA  not  been  istiaed.  So  far  as  the  complainants  are  concerned  the  de- 
fsndantA  are  not  pieoliided  by  Odell's  drawings  fh)m  osing  any  mechan- 
ism covered  by  any  of  the  patuite  issned  between  the  dates  of  the  draw- 
ings and  the  date  of  Odell's  application  for  his  original  pMeot.  We 
have  uotiiing  to  do  in  this  cause  with  the  qnestion  whether  they  infHnge 
the  rights  of  other  patentees.  Detroit  Ltdtrvsator  Mami^'g  Co.  v.  Be»dt- 
ord,  9  Fed.  Kep.,  is  in  point.  We  qnote  from  the  opinion  of  Hr.  Jos- 
taoe  Matthews  on  page  207: 

The  dofeiulkiita  exhibit  >  drawing  made  bj  J.  V.  Reuataard,  which  bears  date  An- 
goat  10, 1876,  and  which,  it  U  testified  b7  hiiu,  waa  made  on  that  day,  and  by  otben 
that  he  (howed  it  to  them  about  that  time.  Tbia  antedates  Paniball'B  up  plication, 
1>nt  It  faiU  to  stipenede  hia  patent,  for  the  reaMn  thut  it  seems  well  established  in 
•vidence  that  Renchard  did  not  at  that  time  prosecute  the  matter  beyond  the  nwc« 
diaving-  The  drawing  seems  to  ezhil)it  a  prrfeut  maehiae  in  alt  its  parts,  and  saffl- 
slMitly  to  ihow  the  combination  forming  the  snbjeot  of  the  present  oontroTsnj,  par- 
tionlarly  the.metallia  oil-cnp,  the  siphon -tnbe  darrylug  the  oondeueed  watar  into  the 
glaai  ludicatOT,  and  the  two  chaiulwr*,  condensing  and  oil,  and  direct);  Qoited. 
Nevertheless  ft  is  clearly  proven  tliat  Ibe  dofenilaut  did  not,  in  fact,  construct  an  in- 
dicator in  tills  form  and  reduce  it  to  actual  use  until  after  it  had  bren  aneeoanftillj  ae- 
oompllabed  by  Parshall,  nor  onlll  after  the  dale  of  his  patent.  This  mere  drawing 
saauot,  therefore,  be  alloned  to  bare  the  etEsel  of  deprlvinf  Panball  of  hla  title  of 
being  the  first  and  original  inventor. 

The  Daverio  patent,  isaaed  in  England  I>ecember23,1870(toSioMHiB> 
and  in  this  country  December  14,  1880,  and  the  Oray  patents,  dated 
December  21, 1880,  application  filed  Febntar;  10, 18»0,  are  offered  to 
autioipate  the  first  claim  in  complainant's  patent.  In  the  Daverio  pat- 
ent a  through-shaft;  is  shown  with  mecdiauiam  for  oi>erating  the  two 
hopper  gates  or  slides  simultaneously  fnim  either  side  of  the  machine. 
la  the  Gray  patent  is  shown  a  through-shaft  with  a  levei  or  handle  at 
each  end,  and  mechauiaui  for  simoltaueously  closing  or  oi>eniug  both 
gates  or  slides.  In  each  of  those  patents  the  shaft  is  a  transverse  shaft-; 
bat  the  direction  of  tJie  shaft  ia  of  no  oouseqiieiice  in  considering  the 
first  claim  of  complainant's  reissued  patent,  which  is : 

The  couibiuatiwii  of  thu  liopper-gate  meobaiiieiii  on  Iwth  sides  of  the  luarliinc  with 
ft  through-shaft,  luvi^r  muuhauisiu  cunuuctiui;  the  parts  to  iiiMirnte  the  ^ales  luninltfl- 
neaiisly,  and  a,  siiiglu  hiuid-Iuvcr,  subutanl  ially  ils  and  fur  I  lit'  iiurjHvic  iIcKcriUid. 

The  position  of  the  shaft  parallel  with  ttie  rolls  is  i(i)|>ortant  only 
when,  by  combiitatiou,  the  gate  or  slide  uontroliing  moohaiiism  and  the 
foU-controUiog  uiechaiiisia  are  to  bo  opuiatetl  simultauuously  by  the 


DECISIONS  OF  V.   8.  COURTS  IN  PATENT  CABE8.  467 

movement  of  tbe  band-lever.  BatOdel!  chosetomAbea  separate  claim 
for  the  mechanism  oootrolling  the  Rates,  and  as  a  separate  claim  it  ninst 
be  constraed  independently  of  tbe  claims  for  the  combination  of  the 
gate-cootrolliog  and  of  the  roll-controlling  mechanism.  Our  ooncla- 
sion  ia  that  the  first  claim  of  the  reisane  is  invalid  for  want  of  norelty. 

Id  anticipation  of  tbe  second  claim  the  defendants  set  op  the  Poole 
patent,  No.  238,000,  dated  Febmary  33, 1881;  the  Poole  &  Miller  pat- 
ent, Ko.  238,001,  dated  Pehmai?  22, 1881,  and  the  Gray  patents,  No. 
235,761,  dated  Dec-ember  21, 1880,  and  No.  238,677,  dated  March  8, 
1881. 

The  Mechwart  patent,  dated  December  20,  1881,  application  died 
April  22,  1880,  more  than  a  year  prior  to  Odell'B  original  patent,  haa 
the  outer  rolls  jonrnaled  npon  movable  arms,  or  "levers,"  as  they  are 
termed  in  the  apeciflcatiou,  connected  to  weights,  which  by  gravity 
keep  the  rolls  together.  These  weights  are  raised  and  the  outer  rolls 
released  from  contact  with  the  inner  by  a  hand-lever  operating  open 
them  by  means  of  a  through- shaft,  and  cranks,  and  chains  at  each  side 
of  the  machine.  The  mill  is  provided  with  a  separate  device  for  sbntting 
off  tbe  supply  of  grain  from  the  hopper.  Whether  the  mechauiam  in  this 
mill  for  controlling  the  rolls  anticipates  Udell's  second  claim  io  his  re- 
issned  letters  depends  apoii  whether  the  weights  and  connecting  parts 
are  the  equivalent  of  the  transverse  shafts  and  the  coiled  springa  of  the 
Odell  mill.  It  is  in  testimony,  and  such  we  find  to  be  the  fact,  that  tbe 
coiled  springs  form  a  yielding  bearing  fbr  the  outer  rolls,  permitting 
them  to  give  and  allow  the  parage  of  obstructions  caught  between  the 
rolls.  This  is  a  great  advantage,  and  one  of  the  most  valuable  features 
of  tbe  rollcontrollingmechanismof  the  Odell  mill.  Tbetihaft  is  so  con- 
Btracted  that  the  spring  is  not  acted  upon  when  the  shaft,  and  by  it  and 
its  connections  tbe  outer  rolls,  are  moved  by  tbe  band-lever.  When 
the  rolls  are  set,  the  shaft  holds  them  rigidly  in  position  against  ever^* 
thing  but  a  hard  foreign  subsTiince  passing  between  them.  Then,  and 
then  only,  the  coiled  spring  is  brought  into  play,  and  the  outer  roll  re- 
cedes against  tbe  coustantly-increasing  pressure  of  the  Hpring  and  suf- 
fers the  obstruction  to  pass.  Tlie  spring  then  instantly  forces  the  outer 
roll  back  into  grinding  position.  The  weights  and  connected  mechanism 
of  the  Mechwarl  mill  do  not  form  a  yielding  bearing.  In  the  speciflca- 
tiou  of  thellechwart  patent  it  is  stated  that — 

In  cnae  of  nny  oliAtniclion  getting  iuto  tijp  mill  tbe  proMiire  ta  tlirou'ii  off  inalftiit); 
l)_v  tnmiiig  tlifl  Iiatirtle  m  [  rorrosiionilin(t  to  tlie  hand-lover  in  its  Odell  mill]  and  re- 
volving flliart  o  [n  til  roil  t;h-Bban  parallel  with  lh«  rollii]  and  its  cranks  at  each  8id« 
of  tbe  uiucbine  to  raiM  th«  n'ei|;hts  k  by  tbe  cbaiuB  ',  that  conuect  tbe  weights  and 

The  inventor — and  we  must  presume  that  he  k  new  his  on-n  mill — did 
not  onderatand  that  the  weights  formed  a  yielding  bearing  acting  auto- 
mntically,  as  do  the  coiletl  springs,  but  did  nuderstaud  that  the  weights 
uinst  be  raised  by  the  operator.    Even  if  the  weights  and  connected 
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meobanism  form  a  rieldiog  bearing,  their  action  moat  be  slogguh  and 
nnoertain  compared  with  that  of  the  coiled  apriogB.  The  differenoe  is 
that  between  a  dead  weight  and  an  elastic  force  in  a  place  whero  the 
elastic  force  is  essential.  The  Hechwart  mill,  therefore,  does  sot  an- 
ticipate the  second  claim  of  the  complainant's  reissoed  patent. 

ITeither  the  Poole  nor  the  Poole  &  Miller  patent  has  the  yielding 
bearing.  In  the  Poole  patent,  when  the  rolls  are  set  they  are  so  flimly 
held  in  position  that  something  mast  break  before  an  nnyielding  foreign 
substance  can  pass  between  the  rolls.  In  the  Poole  &  Miller  patent 
a  togglejoint  is  need.  The  inner  rolls  are  movable,  being  joornaled  in 
boxes  which  slide  backward  and  forward  in  ftemes  to  which  they  are 
lilted.  When  the  toggle  is  straightened  (or  extended)  these  rolls  are 
forced  into  grinding  position,  and  there  inflexibly  held  nntil,  by  move- 
ment of  a  hand-lever,  the  toggle  is  thrown  into  a  zigsag  position,  and 
then  the  rolls  are  forced  apart  by  coiled  springs,  which  have  no  other 
office.  The  Gray  patent  TSo.  235,761  relates  exdosively  to  meohanism 
for  controlling  the  hopper  gates  or  slides.  These  patents  do  not  antici- 
pate claim  2  of  oomplainaots'  reissue.  In  the  Gray  patent  TSo.  238,677 
there  are  two  through-shafts,  each  panJIel  with  the  set  of  rolls  over 
which  it  is  placed,  and  connected,  by  eooentrio  and  transverse  shafts, 
to  movable  arms,  in  the  upper  ends  of  which  the  outer  rolls  are  mooated. 
The  transverse  shafts  are  provided  with  coiled  springs,  forming  yielding 
bearings,  substantially  as  in  complainants'  patent.  The  ends  of  the 
tbrongh-shafts  are  provided  with  crank-arms  pivoted  to  a  ooonecting 
horizontiU  rod,  serving  as  a  haod-lever,  by  moving  which  fh>m  either 
side  of  the  machine  all  the  eccentrics  are  moved  simoltaneoosly,  mnd  the 
outer  rolls  thrown  instantly  into  or  ont  of  operative  portion.  All  Ois 
parts  of  this  combination  are  old.  The  claim  is  limited  to  the  combin*- 
tioD  of  the  movable  arms,  the  transverse  shafts,  the  eooentrica,  and  the 
horicontal  rod,  by  moving  which  Uie  rolls  are  thrown  apart  or  together, 
and,  in  our  opinion,  does  not  interfere  with  claim  2  of  complainaiits^  re- 
issue, which  is  limited  to  a  single  throogh-shafl;  and  a  hand-lever  rotatiBg 
it  to  operate  the  foor  transverse  shafts  simnltaneonsly,  and,  by  moving 
the  pivoted  jonmal-arms,  carrying  the  movable  rolls  to  spread  or  set  the 
rolls.  It  follows  that  the  second  claim  of  complainants'  reissoed  pat«it 
Is  sustained. 

It  was  nrged  upon  the  hearing  that  the  entire  leissned  patent  most 
be  held  to  be  invalid  if  claims  1  or  2,  or  both,  were  found  to  be  invalid. 
That  does  not  follow.  We  are  satisfied  tcom  the  testim(my  that  claim 
It  which  we  bold  to  be  invalid,  was  made  in  good  &ith  in  the  htHieet 
belief  that  Odell  was  the  original  inventor  of  the  ooobinatitm  covered 
by  that  claim..  Where  it  appears  that  claims  in  a  reissned  patent  were 
made  to  broaden  the  invention,  and  thereby  to  oovw  intermediate  fn- 
ventionB  or  improvemwtB,  the  fraud  may  so  vitiate  aU  the  'Aiann  in  the 
teissaed  patent  that  all  wiU  be  held  to  be  void.  But  one  ol^m  io  a  re- 
'sne  may  be  vtAA  withovt  neoessariiy  invalidating  the  other  olalBS. 
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Packing  Company  Catei,  105  U.  S.,  566j  Oage  v.  Herring,  107  U.  S.,  646; 
S.  C,  2  Sap.  Ct  Rep.,  819.  The  invalidity  of  a  claim  in  a  reissued 
patent  does  not  impair  the  validity  of  a  claim  reproduced  from  the 
original  patent  in  the  reissued  patent.  Schiliinger  v.  OreenKag  Brewing 
Company,  20  O.  G.,  495;  Fetter  v.  Kewkall,  25  O.  G.,  502. 

The  fourth,  fifth,  and  sixth  claims  of  complaiimuts'  reissned  patent 
are  snbstantially  reprodnctions  of  claims  in  the  original  patent.  The 
fifth  and  sixth  claims  difTer  only  in  form  from  the  fonrtb,  and  we  there> 
fore,  and  in  accordance  with  a  stipnlation  filed  hy  counsel,  coDKider  only 
the  fonrth.  The  defendants  rely  upon  the  Wegman  patent,'  April  7, 
1883,  application  filed  February  10,  1883,  patented  in  England  in  1879, 
to  anticipate  the  fourth  claim.  We  are  of  opiniau  that  the  English 
patent  does  not  show  in  the  drawings  nor  describe  in  the  specification 
simnltaneons  operation  of  the  roll-controlling  and  of  the  feed  coutrolling 
mechanism.  Tbe  American  patent,  of  date  later  than  complainants' 
patent,  cannot  be  brought  in  to  supply  the  deflcieucies  of  tbe  English 
patent.  We  therefore  hold  that  the  Wegman  patent  does  not  anticipate 
the  fourth  claim  of  complainants'  reissued  patent,  which  is  sustained. 
There  is  no  evidence  that  prior  to  Odell's  invention  the  combination  of 
mechanism  for  simultaneously  coutrolling  the  gates  aud  the  rolls  was 
known  or  used,  and  there  is  no  doubt  in  our  minds  that  it  is  n  valuable 
and  patentable  improvement.    Loom  Company  v,  Siggins,  105  U.  S.,  591. 

If  the  inventor  could  not  claim  singly  the  parts  of  a  combination 
capable  of  separate  nse  because  he  uses  them  in  combination,  or,  to 
state  the  proposition  as  counsel  for  defendants  put  it,  because  he  does 
not  desire  the  operation  of  any  apart  from  the  others,  the  renult  would 
be  that  each  constituent  of  the  combination  would  be  free  to  the  public. 
Tbe  mechanism  for  controlling  the  gates  might  be  of  great  value  oper- 
ated separately,  and  the  same  might  be  tme  of  the  mechanism  for  con- 
trolling the  rolls;  but  if  the  inventor  is  limited  to  a  claim  for  tbe  com- 
bination simply  because,  in  his  opinion,  it  adds  to  the  value  of  each  and 
is  an  improvement  to  operate  tbem  simultaneously,  it  follows  that  he  is 
(impelled  to  abandon  to  the  public  a  large  part  of  tbe  value  of  bis  in- 
vention. Snch  a  construction  is  too  narrow.  We  prefer  the  doctrine 
stated  by  Judge  Blatchlord  in  Wheeler  v.  Reaper  Company  (10  Blatchf., 
181)  that  he  knew  no  rule— 

which  forbids  lh«  inrrntDr  ivbo  Iibb  omitted  to  clain)  wpttrato  neir  davicea,  or 
•evcrAbtc  and  distinct  FombiimtiouH,  in  the  originnl  imti'nt,  mnking  a  aurrander  nnd 
taking  rei»Hii<>R  for  the  dintini't  coiiibiii&tinn  or  sopnrate  devlcM.  If  tbo  devices 
covered  bj?  tlie  TriMiueB  veTe  lu  fact  new  and  useful,  and  if  they  are  rIiotcd  in  the 
origiDBl  aped  flea  I  inn,  drairinfpi,  or  model,  theu  tlie  patentee  ia  ealilled  to  secure  the 
excliiBive  use  of  each  sepai-ately  by  a  rcisMie  emUrsciiig  each. 

miler  V.  Brass  Company  {104  V.  9.,  350)  and  James  v.  Campbell  {Id,, 
370)  do  not  sustain  tbe  proposition  made  on  behalf  of  tbe  defendants 
Uiat  a  reissned  patent  is  void  if  the  claims  of  tbe  original  patent  are  ex- 
panded.    These  caties,  and  others  of  later  date,  distinctly  recognize 
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tiiat  the  claims  of  an  origiual  iiatent  may  be  enlarged  b;  reissued  let- 
ters to  ioclude  the  entire  iiiventioii,  or,  iu  separate  cUims,  the  distioct 
pateutable  features  of  the  iavention ;  providet),  tlrst,  that  there  be  do 
uu  reasonable  dela.v  ia  applyinj;  for  the  reissue,  aud,  second,  that  be- 
tween the  date  of  the  origiDal  patent  and  the  date  of  the  application  for 
the  reissue  rights  which  would  l>e  recogiiized  iu  equity  in  favor  of  others 
Bhall  not  have  intervened.  The  Snpreine  Coart  calls  attention  to  the 
rule — 

That  the  claim  for  a  aiiecillc  duvice  or  combination,  and  kn  oi 
dpvlcrs  nr  combiiialjous  apparent  on  tlic  face  oftfae  patent,  ar 
tbe  public  of  tliat  wbich  ii  not  claiuied. 

The  court  says  that  this  legal  efi'ect  of  the  patent  cannot  be  revoked 
except  by  surrender  and  reissue  on  proof  of  inadvertence,  accident,  or 
mistake  in  framing  the  original  specification  or  claim,  without  franda- 
lent  or  deceptive  intention  on  the  part  of  the  patentee,  and  without 
laches  or  unnecexsury  delay.  There  is  a  suggestion  in  Miller  v.  Braa 
Vampanp  of  two  years  as  the  limit  to  the  delay  permissible,  with  a  refer- 
ence, by  way  of  annlogy,  to  the  evidence  of  abandonment  afforded  by 
the  inventor's  couseut  to  the  public  use  of  his  invention  for  that  length 
of  time  before  hie  application  for  a  patent;  but  there  is  no  rnle  fixing  a 
precise  limit  of  time.  The  mle  relating  to  abandonment  is  statutory, 
and  therefore  rigid,  and  to  be  applied  according  to  its  letter.  The  rule 
relating  to  reissues  is  equitable,  and  therefore  flexible,  and  to  be  applied 
according  to  equity.  What  is  a  reasonable  time  is  a  question,  when  a 
reissue  is  attacked,  to  bo  decided  by  the  court  upon  the  case  presented; 
and,  as  we  underetand  it,  the  Supreme  Court  has  purposely  avoided 
prescribing  any  rule  which  would  interfere  with  the  decision  of  eatdi 
case  npon  the  equities  arising  upon  the  facts  of  that  case. 

We  do  not  think  that  it  is  apparent  in  this  case,  as  it  was  in  Milier 
v.  Brasg  Company  and  in  James  v,  Campbell,  that  there  was  no  inadver 
tence,  accident,  or  mistake  in  the  framing  of  the  si>eciflcation  and  claims 
of  the  origiual  patent.  On  the  contrary,  precisely  such  an  inadvertent 
omission  ns  is  claimed  by  the  conit)iainants  was  supplied  by  the  intro' 
dnctiou  of  the  first  and  second  claims  of  the  reissue  might  be  made  by 
an  inventor  in  whose  mind  the  combination  was  the  thing  of  greatest 
value.  Moreover,  in  this  case  the  delay  was  bat  a  little  more  than  four 
months,  and  there  is  no  averment  in  the  answer,  nor  is  there  any  evi- 
dence, that  Itetween  the  date  of  the  original  and  that  of  the  reiasneaoy 
rights  of  others  interveneil.  In  the  Inte  case  of  Wooiter  v.  Bandy  (21 
Fe«l.  Itep.,  51),  decided  by  Mr.  Justice  Blatchford,  July  22,  18S4,  he 
says ; 

TLe  nil«  iaiil  ilnwn  liy  f  be  Suptvme  Court  id  that  where  it  is  souglit  merely  to  tn- 
Iftrge  a.  tlnim  iIiitb  miiHt  Im  a  clear  mistake  and  inailTcrtenco,  and  a  aiieeily  applies- 
tfun  for  tlie  correct imi,  kIiIi  iiii  iinri-OHnualile  dulnj ;  Ibat  in  such  a  caM  a  palenlM 
I'lmniit  wait  until  otluTiiivcntiirahavH  prndiiceil  nuw  forms  of  ini  pro  vein  cut  uud  tlicD 
;>pply  forimch  an  oiilar^Hnientofiiis  claim  onto  make  it  •■mbrace  thiiae  ik-w  foriiiH.  and 
I  hat  u'hinit  iani»purviitfromacoiii[HiriKonortbetw«iMleiitat]iattlier^i»uci8iiiada 
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to  •ulargA  the  Mope  of  ttaa  pstMkt,  th«  ooort  may  deoida  whether  the  delay  was  un. 
teMOD»ble,  and  the  reiune  tberefore  void.  ThU  view  baa  been  repeatedly  aMerted 
«iid  applied  hy  the  Supreme  Court  in  numerous  oaeea  decided  siuoe  thoee  io  104  U.  S. 

The  remaiaiag  queatioo  is  whether  the  defendanta  are  infHngers  of 
the  second  and  fourth  claims  of  the  complaioante'  reissue  patent.  The 
defeodftDts'  mill — that  which  they  were  maDDfactaring  when  this  suit 
was  brought — is  bo  cofiatmcted  that,  b;  meaos  of  a  sleeve  on  tlie  throagh- 
shaft  aod  an  arm  oooneoted  to  the  ootside  lever,  jourualed  on  this  shaft, 
the  gates  or  ftlides  controlling  the  feed-discharge  may  be  moved  without 
moving  the  rolls,  and  by  moving  the  inside  lever  which  is  attached  to  the 
throngh'Shaft  the  roll-controlling  mechanism  is  operated.  Both  levers 
may  be  grasped  at  the  same  time  and  moved  together,  and  thus  simal- 
taneonsly  adjust  the  rolls  and  the  gates  or  slides.  This  mechanism  is 
eubstanUally,  almost  identically,  that  of  the  complainants'  mill,  includ- 
ing the  transverse  shafts  with  the  coiled  springs,  forming  yielding  bear- 
ings. 

Prior  to  the  bringing  of  this  suit,  and  np  to  March,  1883,  defendants 
manufactured  another  mill  shown  in  the  Livingston  patent,  Ko.  284,135, 
in  which  a  single  lever  served  to  operate  the  throagh-shaft  and  simnlta- 
oeoasly  move  both  sets  of  mechanism.  An  interference  between  Liv- 
ingston, defendant!^  assignor,  and  Odell  was  decided  in  favor  of  Odell 
March  31, 18S3,  and  since  that  date  the  defendants  have  not  manofoo' 
tared  nor  sold  that  mill.  The  bill  in  this  oanse  was  filed  June  6, 1863. 
If  the  complaint  were  only  onaooonnt  of  the  manafoctore  and  sale  of  that 
mill,  the  case  wonld  not  be  one  for  injunction.  The  remedy  at  law  would 
be  complete.  It  is  true,  as  urged  hy  oonusel  for  complainants,  that  it 
has  been  heldth  at  stopping  infriugemeot  will  not  previint  an  injuoo- 
tion  ;  but  the  cases  have  been  where  the  maunfiuitnre  was  stopped  at 
or  after  the  bringing  of  the  suit  or  the  indications  were  that  the  defend- 
ants, having  once  been  wrongdoers,  were  likely  to  be  so  again  as  soon 
as  released  from  court  If  a  defendant  has,'  before  salt  bronght,  aban- 
doned the  manufacture  and  sale  of  the  infringing  machine,  and  the 
Courtis  satisfied  that  theabaudonmeuf.  wasin  good  faith  and  final,  the 
tnjunetiou  ought  to  be  refused  upon  the  principles  of  equity  applicable 
to  iiynnction.  However,  >as  we  find  that  the  defendants  in  this  case 
are  infringers,  we  think  it  well  to  retain  the  whole  case  nnder  our  con- 
trol, and  the  iiuanotion  and  order  for  au  account  may  be  made  to  apply 
to  the  maiinfactnre  and  sale  of  both  mills;  but  the  complainants  must 
first  file  a  disclaimer  of  the  first  claim  of  their  reissued  patent,  and  this 
decree  must  be  without  costs.  See  sections  4917,  4922  Bev.  Stat  U.  S., 
and  Oage  v.  Serring  (107  U.  S.,  046;  S.  O.  2  Snp.  Ct  Rep.,  819). 

Mr.  Justice  Matthews  stated  that  he  concurred  iu  the  concludon 
and  in  the  reasoning  of  Judge  Saqb's  opinion. 


■  Google 
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[SaprenisCinrtortlw  CnlUd  SUtca.] 

MOEBIS  ET  AL.  V.   McMlLLIM  ST   AL. 

Dteidti  X<^mhtr  17,  1884. 

29  O.  G.,  951. 

1.  Letters  Pat«Dt  No,  63,917,  granted  April  16,  1667,  to  Jolin  8.  McHillin,  for  an  im- 

proTemeDt  in  sppljing  steuni-power  to  tlin  capstaui  nf  steaiuboat*  sod  other 
craft,  declared  void  for  irant  of  patentable  inveotioDT 

2.  The  oDly  field  of  [uvention  left  for  the  pateut  to  cover  wm  the  appUcHtioo  by  tb»   i 

old  nod  familiarkmngementsof  BbafUaudcog-wbeelB  of  the  poirerof  aniDi- 
iliary  eagioe  to  a  capatan  initteail  of  a  windlaas.  It  ia  plain  tbat  no  aucb  iDi;c- 
uaity  as  merited  the  iasue  of  a  patent  ^as  required  for  tbis  improveuMuI,  but 
only  the  ordinnr;  judgment  and  skill  of  a  trained  mechanic. 

Appeal  from  the  circuit  court  of  tlie  Uuited  States  for  the  western 
district  of  Pennsvlvaiiia, 

For  tbe  opiniou  of  tlie  court  below  see  McMiUin  v.  Barclaif  [5  Fieh., 
189)  and  Mcmilan  v.  Kees  (17  O.  G.,  1222). 
Mr.  Rowland  Cox  for  the  appellants.  I 

Mr.  W.  Baievell  aiid  Mr.  George  N.  CkrUty  for  the  appelleea. 
Mr.  Justice  Woods  delivered  the  opiniou  of  tbe  court :  I 

The  bill  was  filed  against  tbe  appellants  to  restrain  the  iufVingenient 
of  Letters  Pateut  No.  e-t,!)!?,  granted  to  John  S.  McMillin,  oue  of  the 
appellees,  dated  April  16,  18fi7,  for  a  uew  and  useful  improvement  in 
applyiug  steam-power  to  the  capstaus  of  steamboats  and  other  crafts. 
Tbe  iDvention  as  described  generally  in  the  specification  consisted — 

Id    connect  in  e  the  capstan 
■'^'-  with  tbe  fWigbt-hoisting  en- 

gine or  other  engine  of  8t«>m- 
boats  by  meMs  of  afaaftc  and 
cogwheels,  so  as  to  operate  the 
capstan  b;  Hteam-power  in- 
stead of  baud-power,  as  ba« 
been    generally    used  hereto- 

The  specification  then 
proceeded : 

The  fullnwin;;  in  tbe  deecrp- 
tive  part  «f  the  npecificatino. 
which  will  be  n-aililr  undrr- 
stooilby  refereucet  theaccHB' 
panying  drawini^,  in  which 
the  saiiio  ktten  refer  tolik« 
piirts  in  each. 

A  is  tbe  deck  ;  A',  tbe  boil- 
er-deck ;    B.  tbe   onpataD:  C.   ! 
tbe    hoisting-euKine ;   K.    Il>'   I 
wooden  frame-  work  of  the  en- 
pine;  D,  the  etigine-abatt :  E 
E,   the     hoist  ilig-n>11«n    con- 
nected with  the  engine-shaft  by  the  cdg-nliPtln  a  and  ft.     G  I"  a  vt-rtital  shaTteitrnd 
Ing  fmiu  tbe  hold  of  tbe  b<iBt  to  the  caryo  wheel-Hhuft  j;  with  the  latter  it  is  con- 
nected bj  the  bevel-wheeU  c  d.     H  is  a  horiioDtal  shaft  in  tbe  hold  of  tbe  boat  at  the 
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middle  bulkhead, extending  from  tile  vertical  shaft  O  to  tbe  capstAD  B.  Witfath* 
former  it  isconuecteU  by  tlie  bev«]-wbeula  •/,  and  with  ttie  latter  by  tbe  bevol-wheela 
g  k.  Tbe  capstan  is  periiiBtieatly  fastened  to  its  abatt  J.  Tbe  vertical  abaft  0  ia  ar- 
ranged so  tbat  it  can  be  lifted  or  lovrered  by  meaoa  of  the  set-acrew  I,  whereby  the 
b«ve1-wheelaedand«/eaiibe  set  onl  or  ingenrat  leisore,  InterruptiDg  or  establish  tog 
the  conn eetion  with  the  en({iiia.  K  K  are  tbe  bearings  of  tbe  shaft  il  are  books, 
which  can  be  laken  off  and  the  cargo  wheel-shaft  shifted  aalde,  so  that  au;  of  the 
hoihiing' rolls K  may  be  diueugafted. 

The  operation  is  as  fiiUowH,  viz :  When  tbe  engine  is  set  in  motion  theaame  ia  com- 
mnuicate<l  by  the  dfscribed  shafts  and  wheels  to  the  capstan.  The  line  is  thrown 
over  tbe  capstan  as  nsnnl,  and  one  man  to  pay  off  the  line  and  aaother  to  attend  to 
the  engino  are  all  the  hamla  necessary  in  tbe  opi^ration. 

The  claim  vas  as  follows : 

RotatiD|;a  eap^tan- laced  on  deck  of  a  l>oat  by  means  of  an  aiixtliary  eagiae,  and 
eapstan  and  engine  are  placed  forward  of  tbe  steam  boilers  of  aaid  boat,  substantially 
as  hereinbefore  described,  and  fur  the  par[H)ses  set  forth. 

The  first  application  for  tbe  pateot  sued  on  waa  filed  Jaly  23, 1855. 
Its  claim  was  for —  j,^    , 

The  applicatiou  of  the  steam- 
power  of  a  buisting  or  other  en- 
gine of  steamboats,  or  other 
crafts,  to  tbe  capstan,  by  coni- 
mnnicHting  tbe  power  of  Ihe  en- 
gine to  the  capstan  by  means  of 
the  shafts  Q  and  H,  and  the 
bevel-wheels  e  d  e/  g  k,  ot  by 
any  other  means. 

This  application  was  re- 
jected. 

On  February  7, 1856,  the 
applicatiou  was  ameuded 
by  striking  out  the  claim 
originally  made  and  sub- 
etitnting  tbe  followiug: 

I  do  not  claim  the  application 
of  steani-power  to  the  capstan 
a«  a  principle ;  but  what  I  do 
claim  is— 

Tbe  siranKvment  and  combi- 
nation of  waebinery  employed 
to  conimanicate  roiary  motion 
tn  tbe  ca|>Btan  from  the  hoisting 
or  other  engine  of  steamboata 
and  othfir  orafts,  namely,  the 
shafts  G  and  H,  and  the  bevel- 
wheels  e,  d,  t,  /,  p,  and  h,  Ae. 

This  amended  applica- 
tion was  also  rejected,  and 

DO    change     tbereiu    was  j—  , „„| , 

made    until    Febraary   4,  D,g,i,..cb>v^OOglL 

1867,  when  it  was  atrickea 
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meDt.  Dariog  all  this  time  the  drawiogs  aod  spedfloatioDB  of  &a  first 
Application  remained  anchaiiged,  and  are  embodied  in  tbe  letters  patent. 

Une  of  the  defenses  relied  on  by  the  appellaDts  to  defeat  the  patADt 
was  that  it  vm  invalid  for  want  of  novelty  and  pateutabiiity.  Upon 
final  hearing  the  circuit  court  rendered  »  decree  for  tbe  complaiDuita. 
and  the  defendants  appealed. 

We  are  of  opinion  that  the  patent  ie  open  to  the  fatal  objection  that 
the  device  covered  thereby  did  not,  in  view  of  the  state  of  the  art,  in- 
volve the  exercise  of  invention,  and  was,  therefore,  not  patentable. 
The  simply  working  of  a  capstan  by  means  of  steam  is  not  claimed,  bat 
in  the  amended  specification,  filed  February  7, 1856,  is  expressly  dis- 
claimed. Tbe  capstan  and  the  anxiliary  engine  are  both  old,  the  device 
coBsieting  lu  au  arrangement  of  Hhafta  and  cog-wheels  by  which  the 
power  of  tbe  engine  is  applied  to  tbe  capstan  was,  as  averred  in  the 
answer,  in  common  public  use  iu  flonr  and  grist  millo  and  cotton  and 
woolen  factories  long  prior  to  the  alleged  invention  of  HcMiUin.  Tbe 
testimony  shows  that  both  capstans  and  auxiliary  engines  have  been 
commonly  placed  forward  of  tbe  boilers  of  the  boat,  and  that  as  eariy 
«s  ibe  year  1847  an  auxiliary  eni^ne  had  been  nsed  for  rotating  a  wind- 
lass, both  tbe  engine  and  the  windlass  being  forward  of  the  boilers. 

Id  view  of  these  facts,  which  are  either  matters  of  oommon  knowledge 
or  well  established  by  the  evidence,  the  only  field  of  inveutlon  left  tw 
tbe  patent  to  cover  was  tbe  application  by  tbe  old  and  familiar  arrange- 
ment of  shafts  and  cog-wheels  of  the  power  of  an  auxiliary  engine  to  a 
capstan  instead  of  a  windlass.  A  capstan  differs  from  a  windlass  in  this 
respect  only,  that  its  barrel  or  shaft  is  vertical,  while  that  of  the  wind- 
lass is  usually  horizontal.  It  is  plain,  therefore,  that  no  such  ingenuity 
as  merited  the  issue  of  a  patent  was  reqnired  for  this  improvement,  but 
only  the  ordinary  Judgment  and  skill  of  a  trained  mechanic.  The  fol- 
lowing cases  illustrate  the  gronuds  opon  which  we  base  this  ooncla- 
aion. 

It  was  said  by  Mr.  Jostice  Bradley,  in  delivering  Uie  judgment  of  this 
Court  in  Atlantic  World  v.  Brady  (107  D.  S.,  192): 

Tbe  process  of  development  in  mBuafBotorea  omatea  a  coDstfuit  dBin»nd  for  new  ap- 
plianoeH,  which  the  skill  of  onlinary  head-workmen  and  en|[ii)eera  is  generkllf  ade- 
qaale  to  devise,  aad  which,  iadsed,  ore  thu  natnral  andpropeioatgrowth  of  such  de- 
Telopment.  Each  step  foTivard  prepares  the  way  for  the  next,  and  each  is  usoailr 
taken  bj  apoutaueons  trials  and  attempts  in  a  haudred  different  direotiona.  To  grant 
to  a  single  part;  a  monopoly  of  ever;  slight  advance  made,  except  where  tb«  axet- 
otae  of  invention  somewhat  above  ordinary  mochaiiioal  or  eDjrineering  akiUia  dis- 
tinctly staowD,  IB  nnjnnt  in  principle  and  injnrioiia  in  its  consaqDeuoeK. 

In  the  case  of  Pennsylvania  Railroad  v.  Lommotitie  Truck  Workt  (lU 
V.  S.,  49U)  Mr.  Justice  Gray,  epeaking  for  the  court,  declared  it  to  be 
the  result  of  the  decisions  of  tbe  court  that — 

The  application  of  an  old  procew  or  machine  to  a  similar  or  analagona  mhject,  wilt 
no  change  in  the  manner  of  a)i|ilieBtiou  and  no  result  snbstanli ally  tlisUnct  in  its  na- 
ture, will  not  Bustuin  a  patent,  even  if  tbe  new  form  of  rusult  baanot  beeubafureoM- 
teuiplated. 
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Iq  Hailef  v.  Van  Womer  (20  Wall.,  353),  where  the  patentee  had 
taken  a  fire-pot  bum  one  stove,  a  fine  (h>in  auother,  and  a  coal- reaer voir 
from  the  third,  and  had  pot  them  into  a  new  stove,  where  each  fulfilled 
the  offioe  it  had  falfllled  io  its  old  situation,  and  nothing  more,  the  pat- 
ent was  held  void  for  waut  of  inveDtioa. 

Id  the  case  of  Phillipi  v.  Detroit  (111  U.  S.,  601)  the  patent  saed  on 
Via  for  an  improvement  in  street  and  other  highway  pavements.  The 
Improvenaent  consisted  in  nsiog  ronud  blocks  of  wood  formed  of  the  seo- 
tioDS  of  small  trees  set  vertically  npou  a  fonndation  of  sand  or  gtavtl, 
and  filling  the  spaces  betveen  the  blocks  with  sand  or  graveL  The 
oonrt  said  that  the  nse  of  blocks  snch  as  were  described  set  vertioally 
vas  old,  that  the  fonndation  was  old,  and  the  use  of  filling  between  the 
blocks  was  old,  and  that  the  only  thing  left;  for  the  patent  to  cover  was 
the  bringing  together  in  the  oonBtmction  of  a  pavement  of  these  three 
old  and  well  known  elements,  and  held  that  this  did  not  reqnire  inven- 
tion and  that  the  patent  was  void.  See  also  Hotchkitt  v.  Greenwood  (11 
How.,  248);  PkiUips  v.  Page  (2L  Id.,  101);  Smith  v.  yiohoU  (21  WalL, 
112) ;  Dunbar  v.  Myers  (94  U.  S.,  1S7) ;  Maatd  v.  Bice  (104  U.  S.,  737, 754- 
7S6). 

Upon  the  gronnd  stated,  we  think  the  letters  patent  npon  which  this 
soit  is  baaed  are  void.  The  decree  of  the  circuit  conrt  by  which  the 
patent  was  aastained  most  thwefore  be  reversed  and  the  cause  remanded 
with  directioDS  to  dismiss  the  bill,  and  it  is  so  ordered. 


ITTnited  StatH  Clnnlt  CaaTt-Aaathcni  DMrlM  of  Ktw  Tork.] 

AkkbioU)  Bell  Telephohe  CoHPAifT  v.  The  Pbople>b  Tele- 
phone OOUFINT  ST  AL. 

S9  O.  G.,  1099. 

1.  The  prMQmption  of  Uw  ia  tbftt  a  pAlentoe  ia  the  Inveotor  of  thftt  for  which  1«tton 
pAteat  &te  granted  to  bim.  Whoever  allegen  the  coutrarf  ninst  aaaniue  the 
bordHn  of  proof.  EvidsDMof  doubtful  probative  force  will  Dot  overthrow  thla 
l*g*1  prcaamptiotL 

A.  A  pAtetit  may  be  invaltdated  by  proof  of  the  esutence  of  pntatiool  iDBtmnwnta 
foUf  capable  of  nae  priorto  tbeorigiual.ion  of  the  iuventloo  by  the  patentee. 

3.  Where  a  vf  toeaa  f«laifiea  a  material  fact  in  rcHpect  to  which  he  cannot  be  presamed 
to  be  liable  to  mistake,  conrta  are  bounil  upon  principlee  of  l»w,  morality,  and 
Jnetloe  t»  apply  the  maiim/abM  h  vnefaUui  in  omnibit*. 

A.  Id  caaM  when  a  chaoe  of  oral  t«stiinony  exiits  it  ie  iiinally  foonil  tbat  the  jaAg- 
nent  ia  oonviiiaed  by  »  fbw  leading  facta  and  tadMe  oatlined  ao  clearly  that 
they  oADDot  beotieonred  by  prevaricatiooor  theabemtloiwof  roeoMwy.  SeU, 
tbat  faoti  and  taAoto  h  cogent  and  peranaatve  are  fonnd  in  thla  eaae  that  tba 
testimony  of  a  myriad  ofwltDeaeei  cannot  prevail  agaioM  them. 

Hon,  Soteoe  OonkUng,  Mr.  Okannoey  Smith,  Mr.  B.  S.  Diekcrtim,  Mr. 
J,  J.  borrow,  and  Mr.  Oharlea  Sowton  for  the  complainants. 

Son.  George  F.  Edmunda,  Mr.  L.  Hill,  Mr.  M.  W.  Jaeobe,  md  J 
Chnr^  &  Chureh  for  the  dfrfendants. 
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Wallace,  J..' 

This  salt  is  broaght  to  enjoin  the  defendants  {toil,  using  tuid  faroiah- 
ing  to  others  for  use  the  several  iDTentions  described  in  two  patents 
granted  to  Alexander  Oraham  Bell,  of  Salem,  Massachasetts,  being  ^o. 
174,165,  bearing  date  March  7, 1876,  for  improvements  is  telegraphy, 
and  No.  186,787,  bearing  date  Jannary  30, 1877,  for  improvements  in 
electric  telephony.  The  issues  made  by  the  plcadinfra  are  practically 
resolved  into  the  sincle  question,  to  which  the  proofs  aod  arguments  of 
counsel  are  mainly  addressed,  whether  the  patentee  Bell,  or  Daniel 
I>rawbangh,  of  MillCown,  in  Cumberland  County,  Pennsylvania,  was 
the  first  inventor  of  the  electric  speaking-telephone. 

CoDcededly,  Bell  was  an  original  inventor  of  the  telephone,  the  prin- 
ciple of  which,  with  the  essential  means  for  its  applioiitlon,  are  dettcribed 
in  hia  first  jtatent,  and  of  the  improved  apparatus  described  in  bis  serond 
patent    The  fifth  claim  of  the  first  patent  is  for — 

&.  The  method  of.  Mid  ftpparatua  for,  tranitmitttiig  vocal  or  otlier  BonncU  t«let;r«pb- 
icftlly,  as  herein  deacribed,  b;  cau»ing  electrical  uadalMionB,  Biinilar  in  fonn  to  the 
TJliratloiia  of  the  air  aecompanylug  the  said  vocal  or  other  HooDds,  •abatantially  aa 
•et  forth. 

This  patent  baa  been  jndidally  couatmed  in  two  caaes  in  the  Uassa- 
cbnsetta  circoit,  and  in  both  oases  it  was  substantially  held  that  Bell 
was  the  diaooverer  of  the  new  art  of  transmitting  speech  by  electricity, 
and  that  the  claim  should  reoeive  tbe'  broadest  iiiterpretatiou  to  secure 
to  tbe  inveutor,  not  the  abstract  right  of  sending  sounds  by  telegrai>b 
without  regard  to  means,  bat  all  means  and  processes  describeil  which 
are  essential  to  the  application  of  the  principle.  American  BeU  Tele- 
phone Co.  V,  Spencer,  8  Fed.  Rep.,  609;  Same  v.  DoWear,  5  Fed.  Bep. 
448. 

In  view  of  the  conclusion  reached  upon  the  merits  of  tbe  issue,  it  is 
not  materiiil  whether  Bell's  inceptive  invention  did  or  did  not  antedate 
the  time  of  filing  his  application  for  the  first  patent.  That  application 
was  filed  February  14,  1376.  It  describes  apparatus  which  was  an 
articulating  telephone,  whether  Bell  knew  it  or  noL  Mr.  Cross,  an 
ezi>ert,  caused  apparatus  to  be  made  in  conformity  to  the  description 
and  to  drawings  as  shown  in  figure  7  of  the  patent,  which  proved  itself 
to  be  an  operative,  practical  telephone.  Probably  the  date  of  his  in- 
ceptive invention  might  be  carried  back  to  July,  1875,  but,  irreaiwctive 
of  the  time  of  the  invention,  the  justice  of  hia  claim  to  be  un  original 
inventor  of  the  telephone  must  remiun  unchallenged.  It  was  thi-ough 
bim  also  tliat  the  telephone  was  mmle  known  to  the  sciontiflo  public, 
and  thence  introduced  into  commercial  use. 

Thedefendantscontend  that  long  before  BeU  hail  perfected  his  inven- 
tion, and  long  before  its  mental  conception  by  him,  Drawbuu{rh  had  not 
only  made  the  same  invention,  but  had  perfected  improveoienta  io 
organization  and  detail  which  Bell  never  reached,  and  which  were  only 
renche<l  years  afterward  by  the  work  of  many  other  inventors  in  the 
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same  field  of  improTemeDt.  Their  theory  of  the  facta  is  stated  with 
substantial  accuracy  Id  the  answer  to  the  bill  of  complaint.  The  answer, 
amoDg  other  things,  avers  that  Drawbaugh — 

Wmauiditthe  original  and  tint  inveDtoranddlscoTererof  tfapart«f  cofflmanicating 
articulate  speech  lietwecu  distant  placM  hj  Toltaio  and  magneto  electricity,  and  of 
tbe  conatmction  and  operation  of  machines  and  instruments  for  carrjiug  auch  art  into 
practice ;  *  *  *  that  the  luud  electric  speaking-telpphoiies,  bo  constructed  and 
sncceufblly  and  practicallj  need  b;  him,  contained  all  the  material  and  Bubalantial 
parts  and  inventions  patented  Lin  the  two  patents  granted  to  Bell,  and  also  cantained 
other  important  and  valoable  inveDtions  in  electric  and  magneto  telegraph]- ;]  that 
some  of  the  (•riginal  maehineii  and  instmmenta  inveuteil,  made,  used,  and  exhibited 
to  ttiany  others  long  prior  to  tbe  alleged  inventions  of  Bell  are  still  in  existence  and 
capable  of  Bnccessfut  practical  operation  and  nse,  and  are  identiBed  by  a  large  nnm- 
ber  of  persons  who  personally  teat«d  and  nsed  and  know  of  their  practical  operation 
and  Dse  in  the  y«an  1B70,  1871,  1872,  1873,  IST4,  and  both  snbaeqnently  and  prior 
thereto ;  *  *  '  that  said  Drawbangh  for  more  than  ten  yeara  prior  to  1S80  waa 
miaerably  poor,  in  debt,  with  a  large  and  helpleu  family  dependent  upon  hia  daily 
labor  forsnpport,  and  waafroin inch causealone utterly  nnabletopateat  hissaidinyen- 
tion  or  careat  it,  or  manufuctore  and  introduce  it  upon  the  market;  and  that  aald 
Drawbangh  never  abandoned  or  acicnowledged  the  claims  of  any  other  person  thereto, 
bnt  always  per^sted  in  hia  claim  to  it,  and  intended  to  patent  it  as  soon  as  lie  oonld 
obtain  the  nettsaary  pecuniary  means  therefor. 

Drawbaugb,  in  his  testimony,  adopts  the  statements  of  the  aoswer 
as  tme.  He  alao  testifles  that  be  commenced  his  experiments  with  the 
electric  telephone  aa  early  as  1866 ;  that  prior  to  or  as  early  as  in  1867 
be  had  made  apparatns  (in  which  he  employed  a  tea-cap  as  the  trans- 
mitter) through  whioh  speech  conld  be  transmitted  feebly  and  incoher 
ently ;  and  that  as  early  as  the  time  of  tbe  birth  of  his  son  Charles  he 
had  so  progressed  that  his  wife,  who  was  then  confined  to  her  bed,  conld, 
by  listening  with  one  of  his  inatmments,  hear  the  words  spoken  byhim 
in  the  other  instrument  in  a  distant  part  of  the  bouse.  His  son  Cbarles 
was  bom  in  1870,  and,  if  Drawbangh's  narrative  is  tme,  he  had  suc- 
ceeded at  that  time  in  transmitting  speech  distinctly  through  tbe  instm- 
ments,  alUiough  wbisi>ered  words  would  not  be  accurately  heard.  He 
describes  instraments  which,  he  says,  were  made  by  him  from  time  to 
time,  as  experiments  Mhich  led  him  from  one  movement  to  another.  He 
testifies  that  he  thinks  he  made  his  first  telephone  apparatus  prior  to 
November,  1866,  and  is  positive  he  bad  it  before  he  moved  his  shop  to 
the  "  Olover  Mill,"  in  1867. 

As  he  describes  it,  the  body  of  tbe  transmitter  was  a  porcelain  tea- 
cup, the  difq>hragm  was  of  membrane,  the  electrodes  interposed  in  the 
oircait  were  two  copper  disks,  the  upper  one  of  which  was  connected  to 
the  diaphragm  by  a  wire,  so  as  to  vary  its  pressure  upon  a  low  conductor 
of  fine  earth  or  pttlverized  charcoal  interposed  between  tbe  disks  through 
tbe  action  of  the  sound  waves  apou  the  diaphragm,  and  the  receiver 
was  a  tin  can  without  a  top  or  bottom,  having  a  membrane  diaphragm 
stretched  over  one  end,  connected  by  a  tense  cord  to  an  armature  snp- 
ported  on  a  spring,  and  arranged  close  to  the  poles  of  an  electro-magnet 
in  the  electrie  circuit    He  testifies  that  subsequently  he  construoted 
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apparatas  apon  tbe  same  genend  priociple,  with  some  change  of  detail, 
•od  bo  prodaoes  Bzhibits  F  and  B — the  former  a  traasinitter  and  the 
latter  a  receiver-^as  the  remnanta  of  tbe  original  iDstruments.  Exhibit 
F  is  a  gtase  tambler,  and  he  states  that  at  first  lie  nsed  a  membrane 
diaphragm  over  it,  and  then  one  of  thin  metal,  and  that  for  the  oonduc- 
tor  he  used  polTerized  carbon  or  carbon  mixed  with  bronze-powder,  and 
used  varions  tops  or  mouthpieces  to  speak  into  it  The  Exhibit  B,  he 
says,  was  the  receiver,  and  in  this  he  had  discarded  the  string  and  the 
spring  of  his  earlier  receiver.  He  says  that  experiment  led  him  to  im- 
prove the  transmitter  F  by  sobstitoting  a  metal  diaphragm  in  place  of 
membrane,  and  he  produces  a  sketch.  A  reprodactioa  of  this  instra- 
ment  has  been  made  by  him  for  nse  in  the  proofs,  which  is  designated 
as  "  Exhibit  F  tieproduced."  In  this  the  monthpiece  is  modified  in 
size  and  in  diatanoe  from  the  diaphragm. 

He  made,  according  to  his  testimony,  a  new  receiver  of  more  perfect 
oonstractioD,  and  produces  the  remnant  of  the  original,  which  ia  desig- 
nated as  Exhibit  0.  As  he  describes  the  iustrument,  it  was  a  decided 
advance  upon  the  former  receiver.  In  using  this,  he  says  be  tested  it 
alao  as  a  transmitter  with  some  socoess,  and  then  improved  it  by  placing 
a  permanent  magnet  against  the  heel  of  the  electro-magnet,  and  thus 
made  a  magneto-telephone.  A  reproduction  of  such  au  instrument  as  he 
describes  is  made  and  referred  to  in  the  proofs  as  "  Exhibit  Beprodaced 
C."  After  Exhibit  C,  he  produces  Exhibits  I,  A,  E,  and  D,  as  likewise 
original  instruments,  made,  respectively,  in  the  chronological  order  ot 
their  prodoclion  as  exhibits.  He  states  that  I  wan  used  by  him  as  a 
companion  instrument  to  C  Exhibit  A  discloses  a  modification  of  form 
and  a  higher  degree  of  mechanical  adaptation.  The  last  two,  D  and  E, 
are  concededly  perfect,  practical  instmments ;  and,  aooording  to  the 
testimony  of  Hr.  BecijamiD,  an  expert  witnessfortbedefendanta,  would 
compete  snocessfully  for  public  patronage  with  any  magneto-telephone 
which  had  been  introduced  into  use  in  1882.  It  is  asserted  of  these  in- 
stnunents  by  counsel  that  no  higher  development  of  the  magneto-tele- 
phone has  been  reached  at  the  present  time  than  is  indicated  by  Exhibits 
E  and  D.  Drawbaagh  does  not  attempt  to  fix  the  time  at  which  he 
made  any  of  these  iustruments,  or  even  the  year.  He  testifies,  however, 
that  he  made  all  of  Ifaein  prior  to  the  time  the  "Axle  Company"  com- 
menced bnsiuess,  which  was  in  Det^mber,  1874,  exoept  E  and  D,  which 
were  made  about  that  time. 

The  theory  of  the  defendants  is,  that  Exhibits  F  and  B  were  used  by 
Drawbaugh  in  1867,  ISGS,  and  1869,  Exhibit  C  inl869aud  1870,  Exhibit 
I  in  1870  and  1871,  Exhibit  A  in  1873  and  1874,and  that  ExbiliitsEaod 
D  were  made  iu  January  or  Febrnary,  187S,  although  cruder  instru- 
ments, essentially  similar,  were  made  somewhat  earlier.  It  is  in  proof 
that  thirty-three  patents  were  granted  for  imjirovements  in  telephones 
in  1878,  sixty-four  in  1879,  more  than  one  hundred  in  1880,  and  ninety- 
four  in  the  first  six  mouths  of  1881.    Acoording  to  the  theory  of  tbe 
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defendaots,  tiierefore,  as  early  aa  February,  1875,  Drawbaugh  had  not 
only  dietaooed  Bell  in  the  raceof  inventioB,  but  alBO  Oray  and  Edi- 
son,  and  had  accomplished  practically  all  that  has  aiuce  been  done  by  a 
boBt  of  other  inventors.  The  case  for  the  defendants  mast  stand  or  fall 
by  this  theory.  The  proofs  leave  no  room  for  fair  donbt  that  defendants' 
contention  is  substantially  trne,  or  that  the  defense  has  no  foundatioD 
in  fact.  It  is  either  true  that  Drawbanph  had  long  been  treading  his 
solitary  path  of  investigation  and  experiment  in  poverty  and  obscurity, 
but  had  perfected  his  work  when  the  inventions  of  other  explorers  were 
in  embryo,  or  his  story  is  an  ingenious  fabrication ;  and,  aa  will  here- 
after appear,  if  the  det^use  is  a,  fobrication,  many  disinterested  wit- 
nesses have  contribnted  innocently  to  give  it  color  and  strength,  bat 
Drawbangh  has  deliberately  falsiScd  the  facts. 

The  oomplainaut  starts  with  the  benefit  of  the  presumption  of  law 
that  Bell,  the  patentee,  was  the  inventor  of  that  for  which  the  Letters 
Patent  were  granted  him.  Whoever  alleges  the  contrary  must  assume 
the  burden  of  proof.  Evidence  of  doubtful  probative  force  will  not  over- 
throw the  presDmptLOQ  of  novelty  and  originality  arising  from  the  grant 
of  letters  patent  for  an  invention.  It  has  been  frequently  held  that  the 
defense  of  want  of  novelty  ororigtuallty  must  be  made  out  by  proofs  so 
clear  and  satisfactory  as  to  remove  all  reasonable  doubt.  Washburn  v, 
6o«M.  3  Story,  227;  Smith  r.  Fay, 6  Fifth., ii6;  Hairesv.Antisel,2B.& 
A.,  10;  Potterron  V.  Bvjfy,  20Fed.Rep.,641;  Wood  v.  Cleveland  Rolling 
Mill  Co.,  i  Fish.,  560;  Parham  v.  American  Button  Hole  Co.,  do.,  482. 

In  {Tutted  Stateg  Stamping  Co.  v.  Jarrett  (ISBlatch.,  469),  Blat«hford, 
J.,  said  the  defendant  had  not  fulfilled  "the  necessary  obligation  of 
showing  beyond  any  reasonable  donbt"  that  Weber  (the  alleged  prior 
inventor)  was  prior  to  Heath  (the  patentee). 

In  Coffin  V,  Ogden  (18  Wall.,  129),  Mr.  Justice  Swayue,  delivering  the 
opinion  of  the  court,  stated  the  rule  applicable  to  the  defendant  as  fol- 
lows :  "  The  burden  of  proof  rests  upon  him,  and  every  reasonable  doubt 
ahoald  be  resolved  against  him."  To  overthrow  this  presumption  and 
disprove  that  Bell  whs  the  first  inventor,  the  defendants  introduce  the 
testimony  of  nearly  two  hundred  witnesses  tending  to  prove  the  pri- 
ority of  invention  by  Drawbangh.  As  the  complainant  concedes  that 
Exhibits  E-aud  D  are  highly  organized,  practical  telephone-instruments, 
and  fiilly  capable  of  perfect  articulation,  the  patents  are  invalidated  if 
these  instruments  were  in  existence  at  the  date  of  Bell's  invention ;  and, 
as  will  hereafter  appear,  either  they  were  in  existence  as  early  as  in 
1875,  OP  it  is  incredible  that  they  existed  at  all  until  long  after  Bell's 
first  patent  had  beeu  granted  and  his  invention  had  attracted  general 
pnblic  attention  at  the  Centennial  Exposition  and  elsewhere. 

In  the  argument  for  the  defendants  great  stress  is  placed  upon  the 
evidence  of  a  gradual  and  natural  development  of  Drawbaiigli's  inven- 
tion shown  by  the  original  instmments  produced,  beginning  with  Ex- 
hibit B  and  ending  with  the  perfect  magnetos  E  and  D,    It  ia  stren- 
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QOQBty  aiged  that  these  ezhlbita  fortify  his  testimooy  deaoribing  the 
iustniRients  no  longer  extant,  and  mark  the  origin  and  cnlminatioD,  be- 
ginning with  the  cap-machine  and  Exhibit  F  of  two  separate  lines  of 
inreution,  one  leading  to  the  battery  telephone,  in  whicb  the  andiila- 
tory  ribrationa  are  oootrolled  by  variations  in  the  reaiataDoe  of  the 
circuit,  and  the  other  to  the  magneto-telephone,  in  which  the  ribratiOQa 
are  created  in  the  act  of  producing  the  ourreat  itself. 

The  general  theory  of  the  defense  is  substantiated  by  three  classes 
of  witnesses:  those  who  heard  of  the  existence  of  Drawbangh's  "talk- 
ing-machine" at  varions  times;  those  who  talked  through  the  machines 
on  various  occasions  or  heard  others  talk  through  them,  and  those 
who  attempt  to  identify  one  or  more  of  the  exhibits  as  the  instmments 
they  saw  used.    Only  an  outline  of  their  testimouy  will  be  given. 

Uore  Chan  fifty  witnesses  testify  to  having  heard  of  the  talkiug-ma- 
chine  prior  to  Febmary  14, 1879.  Of  these  wituesss,  three  think  tbey 
beard  of  tiiem  in  1869,  three  in  1870,  two  in  1871,  five  in  1872,  three  in 
1873,  three  prior  to  1873,  eight  in  1874,  two  in  1875;  from  1866  to  1876, 
one ;  from  1868  to  1871,  one ;  from  1868  to  1873,  one ;  tima  1869  to  1870. 
one;  firom  1869  to  1876,  one;  &om  1671  to  1872,  two;  fh)in  1872  to 
1873,  one ;  from  1873  to  1874,  one ;  from  1873  to  1875,  tbree ;  f^NU  1874 
to  1875,  one ;  from  1874  to  1876,  one ;  from  1872  to  1876,  one ;  prior  to 
1869,  one;  prior  to  1872,  two;  prior  to  1875,  one. 

Sixty  witnesses  do  not  attempt  to  identify  any  particular  instrument, 
but  testify  that  they  saw  a  talkiug-macbiue,  or  talked  through  it,  or 
heard  it  talked  through  at  Drawbangh's  shop  on  oooasions  snbseqaent 
to  1867,  and  most  of  them  fix  the  oooadon  as  prior  to  1876.  Tb»  sab- 
stance  of  the  testimoDy  of  stHoe  of  them  will  be  given. 

Wilson  G.  Fox  testified  that  he  saw  the  talking-machine  at  Hr.  Draw- 
bangh's shop  about  the  year  1867  or  1868,  wbeo  the  old  Fanoet  Com- 
pany was  in  operation  there.  Prior  to  March,  1871,  the  witness  was 
employed  in  the  carding-room  of  the  Harrisbnrg  Cotton-Mill,  and 
Drawbangh  came  there  to  get  material  to  wrap  his  wire  to  ase  for  the 
talking-machine.  Henry  Bonholtzer  testified  that  he  was  at  Draw- 
bangh's shop  in  1869,  and  saw  talking  machines  there.  Margaret  Bren- 
nemaa  testified  that  she  saw  the  talking-machines  at  Drawbangh's  sb<9 
in  1869.  Abraham  May  testified  that  he  did  work  on  Daniel  Haifa 
house  at  Milltown  in  August  and  September,  1870,  of  whicb  he  prodaoH 
his  account-books ;  that  he  never  did  any  wofk  for  Daniel  Hart  after 
thKt;  that  while  doing  that  work  he  was  at  Drawbangh's  shop  to  gets 
boring-machine  mended,  which  he  was  using  in  the  ffork,and  Drawbaugfa 
showed  him  his  talking-machines,  and  talked  through  them  fr<om  one 
floorof  theshop  to  another.  The  witness  understood  and  heard  through 
the  machine  the  words  that  Mr.  Drawbangh  spoke  into  It.  His  tead- 
mony  is  corroborated  by  Jacob  H.Kilmore,  William  H.  Martin,  and  John 
A.  Smith.  Cyrus  Orris  testified  that  he  saw  Drawbangh's  talking-na- 
Aines  at  different  times,  from  about  the  Ist  of  April,  1871,  down  to  1880, 
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ftnd  took  his  Bon-in-lsw,  Jacob  G.  Smith,  to  Drawbaagb's  shop  to  see  tlie 
maobines  about  April  1, 1871.  Beqjamjii  K.  Goodyear  testified  that  In 
1871,  be  seized  the  personal  property  of  Qeorge  W.  Kissinger,  of  Mill- 
towD,  npon  an  exeootioa  issaed  N'ovember  13, 1871 ;  that  on  December 
4, 1871,  the  attached  property  was  appraised,  and  on  that  day  witness 
went  to  the  workshop  of  Daniel  Drawtuogh  to  find  J.  B.  Drawbangh, 
to  snmmoQ  him  as  an  appraiser,  and  had  to  wait  for  him  there  a  short 
time ;  that  while  waiting  there  Daniel  Drawbaagb  showed  him  his  talk- 
iog-machiDea,  and  talked  throQfih  them  to  him,  and  witness  heard  him 
■peak  and  ondergtood  distinctly  the  words  that  he  spoke  through  the 
iDBtrameDt,  and  ^at  he  was  never  in  Drawbangh's  shop  afterward,  so 
Ear  M  be  can  recollect.  George  Kateher  teatiflea  that  he  lived  at  Mill- 
town  in  1871-'T2,  and  never  has  been  in  the  town  since  Aagnst  9, 1872 ; 
that  whileliring  there  he  was  at  Drawbangh's  shop,  and  sawand  talked 
ibronghthe  talking-maubineson  different  floors,  and  listened  at  the  same 
machine  and  anderstood  what  was  said  throngh  it.  Mrs.  B.  B.  Spangler, 
a  sister  of  George  Natcher,  testifies  that  she  mored  away  ttom  Milltowo 
in  1872,andneverha8beenthereBince;  thatshetalkedintoDrawbaugh's 
talkiog-machibes  while  abe  lived  there,  and  that  she  was  so  small  that 
Harman  Drawbaagb  had  to  lift  her  up  to  enable  her  to  talk  into  the  ma- 
chine. Mrs.  Mary  Free  testifies  that  she  was  with  faer  sister,  Mrs.  Lydia 
Drawbaagb,  at  Drawbangh's  shop  in  September,  1872,  when  he  talked 
throngh  the  machines  to  them,  and  she  remembers  bearing  through  the 
machines,  "  Good  afternoon,  ladies  P  Drawbaagb  told  tbem  that  the 
machines  operated  by  electricity.  Mrs.  Lydia  Drawbangh  testifies  that 
she  saw  the  talkiug-macbinea  in  September,  1872,  her  sister,  Mrs,  George 
Free,  beingpreseat  David  M.  DitJow  testifies  that  he  saw  Drawbaugh^B 
talking-machine  about  18T2,  when  Drawbangh  talked  throngh  it,  and 
witness  heard  and  understood  through  the  machine  what  be  said.  David 
K.  Ernest  teatifles  that  be  was  at  Drawbangb'a  shop  with  John  B.  Bloser 
about  the  middle  of  June,  1872,  and  talked  with  Drawbaagb  about  the 
talking- machines,  and  thinks  he  saw  them  at  that  time.  This  teutimony 
is  corroborated,  by  John  Bloser.  N".  W.  Kahney  testifies  that  he  saw 
the  talking-machines  about  1S72.  William  H.  Martin  testified  that  be  was 
at  HiUtown  with  John  Keefauver,  to  get  George  Hosier  to  make  him  a 
pair  of  boota.  Bosler  lived  at  Milltowu  only  from  March,  1872,  to  March, 
1873.  At  that  time  witness  and  Mr.  Keefauver  went  down  to  Draw- 
Imagh's  shop  and  talked  through  the  talking-machine,  from  the  base- 
ment to  the  attic,  and  beard  and  anderstood  what  was  said  through  the 
machine.  They  talked  and  listened  at  the  same  instrumeat.  John  F. 
Keefauver  corroborates  Mr.  Martin,  and  also  states  that  he  talked 
tbrongh  Drawbaugh's  talking-machine  with  Jacob  M.  Sadler  in  April, 
1873,  prior  to  tVe  death  of  George  B.  Hick,  and  that  about  two  or  three 
years  before  be  saw  the  talking-machines  he  had  heard  a  good  deal 
aboat  tbem^  and  first  heard  of  tbem  at  a  place  7  miles  west  of  Carlisle. 
William  W.Snyder  testifies  that  he  was  at  Drawbaugh's  shop  on  Wed- 
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nesday,  February  S,  1873,  and  sav  the  t^kiDg-machiaes.  He  verifies 
the  dftte  by  an  entry  in  hia  diary.  Jacob  Barber  testifles  that  he  was 
a  candidate  for  the  office  of  county  commissioner  of  Oantbertand  County 
in  the  summer  of  1873,  and,  in  connection  with  hia  canvass  vent  to 
Drawbaugh's  sbortly  after  the  death  of  George  B.  Hick.  While  at 
Drawbaugh's  shop  he  saw  the  tatking-machiue,  and  was  never  in  the 
shop  after  July  or  August,  1873.  Ezekiel  Worley  testifies  that  about 
the  year  1873  he  saw  the  tAlking-muchines  at  Drawbaugh's  shop.  His 
statement  is  corroborated  by  John  K.  Taylor.  Abraham  Ditlow  testi- 
fies that  he  knew  of  Drawbaugh's  talking-mBchiue  in  1871,  and  saw  it 
and  talked  through  it  at  that  time.  He  had  forgotien  the  fact,  but  was 
reminded  of  it  by  Mr.  Alexander  Mtlner,  of  Porter  County,  Indiana,  whom 
witness  told  about  it  in  May  or  June,  1876,  in  ludiaua.  William  Eppley 
testifies  that  he  visited  Drawbaugh's  shop  for  the  last  time  in  May  or 
Jane,  1876;  that  be  was  there  several  times  during  the  two  years  pre- 
ceding that  period,  and  had  seen  talking-machines.  Jonathan  Fry  tes- 
tifies that  he  was  at  Drawbaugh's  shop  with  Mr.  Hamme  and  Mi. 
Frederick  in  the  winter  of  1875-'7I1,  and  saw  the  talking  machines  there. 
Jacob  Evans  testifies  that  he  was  at  Drawbaugh's  shop  with  hia  wife,  his 
brother  Andrew,  and  his  sisters  Margaret  and  Sarah  abont  December 
1, 1875,  and  saw  and  talked  through  the  talking-machines.  Henry  L. 
Hamme  testifies  that  he  was  at  Drawbaugh's  shop  either  in  the  last  of 
January  or  the  beginning  of  Febrnary,  1876,  in  company  with  George 
Frederick  and  Jonathan  Fry,  and  saw  and  talked  through  the  talking- 
machine  at  the  Umej  that  he  heard  and  nuderatood  very  plainly  what 
was  said  through  the  machines,  even  when  Mr.  Drawbangh  talked  in  f^ 
whisper.  George  Frederick  testiQes  that  he  was  at  Drawbaugh's  shop 
with  Mr.  Hamme  and  Mr.  Fry  in  January  or  February,  1876,  and  saw 
the  talking-machine.  3.  S.  Bupp  testifies  that  he  was  at  Drawbaugh's 
shop  with  Mr.  Hammacber  and  his  scholars  on  February  1,  1876,  and 
recollects  that  Mr.  Drawbaugh  at  that  time  spoke  about  a  machine  that 
he  had  which  he  called  a  "talking-machine,"  but  the  witness  was  in- 
terested in  other  things  and  did  not  pay  much  attention  to  it.  George 
H.  Bowman  testifies  that  he  saw  talking- machines  in  Drawbaugh's  shop 
in  Febrnary,  1876,  at  which  time  somebody  was  talking  to  Mr.  Draw- 
bangh through  them.  Charles  L.  Drawbaugh  testifies  that  he  saw  and 
talked  through  the  talking-machines  at  Drawbaugh's  shop  a  year  or 
more  prior  to  May  1, 1876,  and  heard  and  understood  what  was  said. 

The  third  class  of  witnesses  are  those  who  identify  more  or  less  posi- 
tively one  or  more  of  the  several  exhibits  as  the  iustrnment  used  by 
them,  or  which  they  saw  used  by  others,  prior  to  Marob  7,  1876.  Ex- 
hibits F  and  B  are  identified  by  the  following  witnesses :  Brooks  saw 
them  in  1874 ;  Smyser,  in  1872 ;  Eberly,  before  December,  1870 ;  Wag- 
ner, in  the  tail  of  1874;  Freeae,  iu  1869  or  1870;  Tetter,  about  Christ- 
mas, 1876;  Pry,  spring  of  1875;  Carl,  in  1870;  Scherick,  in  1869 ;  Bala- 
ley,  between  1870  and  1874 ;  Good,  before  1872 ;  Kahney,  in  1871  or 
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1872 ;  acbettel,  about  1872;  Nichols,  in  1875 ;  BeDaeher,  in  May,  1876; 
Weber,  late  in  1874;  Stephen,  before  1875;  Sbireiaan,  aboat  1872) 
Hawn,  about  1872  j  H,  B.  Eberly,  iu  May,  1373 ;  J.  0.  Smith,  between 
April,  1872,  and  April,  1873  j  Stemberger,  iu  October,  1871 ;  Fettrow, 
in  April,  187G}  Halsioger,  prior  to  1870 ;  Sboop,  io  1869;  II.  F.  Draw- 
baagh,  ID  1872;  Ziunueran,  in  1871;  Bates,  in  1874;  Guiatweit,  iu 
July,  1870 ;  Hale,  in  fall  of  1873 ;  Stoue,  in  June,  1871 ;  Free,  in  June, 
1872;  J.  A. Oyster,  in  June,  1875;  Harmon  K.  Drawbangk,  in  January, 
1871:  J.  B.  Drawbaugb,  in  1809;  O.  W.  Dravbaugh,  iu  1870;  Lense- 
man,  in  July,  1871 ;  Fisher,  in  1868  or  1869 ;  Hubler,  in  fnll  of  1873 ; 
TTpdegralf,  in  1874  ;  W.  H.  Decker,  in  1873,  and  a  number  of  other  wit- 
ueases  saw  one  of  these  two  exhibits. 

The  identification  of  Exhibits  C,  I,  and  A  is  made  by  a  smaller  num- 
ber of  witnesses.  Some  of  tliem  think  they  saw  C  in  1870,  and  others 
at  various  dates  atler  that,  and  as  late  as  March,  1876.  One  of  the  wit- 
nesses thinks  he  saw  I  in  1871.  The  others  locate  the  occasions  in  1873, 
1874,  and  1875.  Some  of  the  witnesses  think  they  saw  A  as  early  as 
1872,  one  of  them  in  1870 ;  but  most  of  them  saw  it,  they  think,  Id 
1875. 

Exhibits  E  aud  D  resemble  each  other  very  closely  in  appearance, 
and  most  of  the  witnesses  produced  to  identify  them  saw  both  at  the 
same  time.  They  locate  the  time  as  follows :  Fry,  laborer,  in  Muy  or 
Jnne,  1875;  Fry,  fanner,  in  April,  1875;  Bayler,iu  June,  1873  (Exhibit 
D) ;  Springer,  after  April,  1876 ;  Sfaettel,  about  1875 ;  Shoop,  after  Feb- 
roary,  1877 ;  Musser,  in  Jane,  1876  (Exhibit  D) ;  Millard,  in  1875 ;  Hot- 
singer,  iu  summer  of  1875 ;  Shoop,  in  1874  or  1876 ;  Bates,  between 
1874  and  1877;  Dellenger,  io  March,  1876  (Exhibit  E) ;  Guistweit,  be- 
tween 1870  and  1876 :  Bowen,  in  September,  1878 ;  Hale,  in  fall  of  1876 
(Exhibit  D);  Michael  Dillinger,  in  November,  1877  (Exibit  D);  Har- 
mon K.  Drawbangh,  in  January,  1875,  and  helped  put  up  wire  for 
them;  J.  B.  Drawbangh,  prior  to  January  26,  1875.  G«orge  W.  Draw- 
bangh identifies  all  the  exhibits  as  seen  by  htm  sometime  between 
1871  and  1878 ;  Updegraff  and  Musser,  in  1876 ;  Smith,  in  1872  or  1876 
(Exhibit  B);  May,  in  1876  (Exhibit  D);  J.  H.  Smich,  in  May,  1876 
(Exhibit  D);  Decker,  in  1874  (Exhibit  D);  Vannasdale,  in  February 
;a?5;  Evans,  in  fall  of  1875;  Mrs.  Erb,  in  fall  of  1875;  S.  E.  Evans, 
in  (all  of  1375  (Exhibit  D) ;  M.  E.  Evans,  in  f»II  of  1875  (Exhibit  D). 

Same  of  the  wiU:eAse8  who  identify  exhibits  indeutify  the  whole  series. 
Other  vitDesscH  besides  those  named  identify  one  or  more  of  the  exhib- 
its as  seen  br  them  at  times  subsequent  to  the  date  of  Bell's  applicatioD 
for  his  patent  Some  of  the  witnesses  who  identify  one  or  more  of  the 
instruments  exhibited  to  them  by  Drawbangh,  as  the  Exhibits  F,  B,  or 
C,  saw  or  used  them  in  1875  or  1876.  Among  these  are  the  following, 
to  whose  testimony  a  reference  will  be  made: 

Mr.  Springer  tmtifies  that  he  repeatedly  talked  and  listened  with  Draw. 
baugh  through  the  instruments  after  the  Ist  of  April,  1876,  using  Bz- 
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biblts  F  and  B  aa  the  instrnmeDts.  Mr.  Muster  teatJfiee  that  he  talked 
through  7  and  B  in  June,  1871 ;  bat  the  proofs  Bhuw  that  this  oocasiOD 
was  aa  late  as  in  the  sutDiner  of  1876.  Mr.  Mooie,  irho  is  prodnoed  to 
ahow  that  Drawbaugh  applied  to  him  to  acqaire  an  interest  to  the  in- 
Tentiou,  testifies  that  the  talking- machine  which  Drawbangh  produced 
was  Exhibit  B.  This  was  in  Hay,  1875.  Mr.  Bayler  testifies  that  he 
talked  through  F  and  6  in  1873 ;  bat  the  proofs  show  that  the  occasion 
was  between  1875  and  1877.  Mr.  Nichols  locates  the  middle  of  Janu- 
ary, 1676,  as  the  time  wheu  he  saw  Exhibit  B  in  use. 

That  the  talking  machines  referred  to  by  the  witnesses  were  electric 
instruments  Is  clearly  established.  Drawbaugh  testifies  explicitly  that 
they  were  always  used  with  a  closed  circuit,  and  without  breaking  the 
current,  some  of  tbem  being  battery-telepbODcs,  aud  some  magneto-tele- 
phones.  He  always  represented  them  as  actuated  by  electricity  to  those 
to  whom  he  explained  or  described  tliem,  and  claimed  bis  inventioo 
would  supersede  the  telegraph.  His  assertions  show  them  to  have  been 
'electrical  instruments.  He  stated  to  the  witness  Shank  "it  was  the 
greatest  invention  ever  known.  If  he  had  the  ineaus  to  go  on  with  it, 
Uie;  could  talk,  or  rather  be  a  time  to  come  as  to  talk  to  the  old  country, 
-same  as  we  can  talk  here."  To  Zacbarias,  that  "he  could  ran  it  oat  fbr 
miles,  aud  parties  conld  talk  in  at  one  end  and  be  heard  at  the  other 
end,  the  same  as  persons  in  a  room  together."  To  Smith,  that  "parties 
between  Hnrriabnrg  and  Philadelphia  could  communicate  as  if  they 
were  speiikiug  together ;  there  would  hardly  be  any  limits";  it  was  an 
'"iostrnroeut  to  convey  the  voice  to  supply  the  place  of  the  telegraph*^ 
to  Smyser,  that  it  wonld  work  "  iVom  here  to  California  ";  to  Pry,  that 
one  "  can  talk  as  far  aa  the  wire  goes";  to  Carl,  that  "  he  conld  hear  i 
roan  talk  from  that  place  to  yewOnmberlandor  Harritiburgand  nnder- 
staud  diatinctly  what  he  said  ";  to  Sherwick,  that  it  was  "  better  and 
handier  tliau  the  telegraph ;  that  you  oould  just  talk  through  it  in  place 
of  writing";  to  Balsley,  that  "by  uttachiug  two  wire.'*  yon  can  hear  it 
away  off;  the  telegraph  is  nowhere  with  it";  to  Kahney,  that  "  he  conld 
talk  the  same  for  miles  as  he  could  for  a  short  diatnuce  ";  to  Staettri, 
that,  '-if  he  had  a  wire  from  tlie  shop  in  connection  with  the  telegraph- 
wires  at  White  Hill,  be  could  talk  to  Mechanicsburg  by  having  a  ma- 
chine there  or  an  instrument  in  the  office;  that  it  would  bo  better  than 
telegraphing,  and  that  it  wonld  be  worth  a  great  deal  of  money";  to 
Beneker,  that  "  he  thought  he  could  make  it  that  faecould  talk  throng 
to  Harrisburg';  he  thought  they  would  tftke  the  place  of  telegraphing^l 
to  Weber,  that "  it  beats  all  the  others  of  my  inventions ;  be  could  carry 
sound,  or  rather  talk,  as  far  as  Shiremanstown ";  to  Hawn,  that  "be 
wonld  be  able  to  operate  that  a  man  preaching  iu  New  York  that  a  con. 
grcgation  iu  Philadelphia  would  bear  the  same  sermon  ";  to  Kabney, 
that  "  be  could  just  as  easy  speak  ten  miles  as  one,  or  any  distance  he 
would  choose  to '';  to  Bupp,  who  was  there  with  Hamacher,  that  **  it  was 
worked  by  electricity,  would  take  the  place  of  the  telegraph,  aud  that 
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be  coahl  mHke  it  so  that  he  could  talk  to  Hau  Fraocisoo  ";  to  Musser, 
that  "liewaagoiug  to  make  a  machine  to  talk  from  IJarriiiburg  to  Phjla- 
ilelphia,  aiid  i:  voold  be  cheaper  and  quicker  way  than  telegruphiug  "; 
to  Smith,  that  '*  he  believed  the;  voatd  talk  for  a  huudrod  milea  ";  to 
Pettrow,  that  "I  Muld  speak  ten,  fifteeu,  or  twenty  mi'ea,  or  eveu  to 
California,  if  there  was  a  wire  extended  ";  to  Wieler,  that  '*  he  could  at- 
tach a  wire  to  it  and  talk  for  t«a  miles,  aa  far  as  he  coald  have  a  circuit 
aroand";  to  H.  F.  DrawbaugU,  that  "he  ooald  talk  across  the  oontl- 
DCDt**;  to  Free,  that  "the  talkiDg-machine  could  be  used  to  talk  at  a 
loDg  distance — from  Philadelphia  to  California";  to  Landiti,  "that  it 
could  be  used  a  thousand  miles;  it  would  take  the  place  of  the  tele- 
graph ";  to  Lenig,  shat  "  he  could  talk  hundreds  of  miles  through  that"; 
to  Updefrraff,  that,  "  instead  of  using  the  old  mode  of  telegraphing,  he 
could  talk  directly  through  the  wire;  he  tbonght  he  eoald  talk  as  ^ 
as  yoo  could  aae  the  ordinary  telegraph-wire";  to  'Draper,  that  "  he 
thought  it  was  or  would  be  oue  of  the  greatest  inventions  of  the  age, 
and  would  take  the  place  of  telegraphing ";  to  A.  Evans,  that  "  he 
coald  take  this  machine  and  talk  clear  on*-  to  Europe,  cross  the  ocean"; 
to  Eicbotts,  that  "  if  he  could  only  get  some  one  to  help  him  once,  he 
would  mil  it  to  Harrisborg  an<l  convince  them,  and  then  he  would  run 
it  from  Barrisburgto  Philadelphia." 

He  stated  to  the  witness  Shank  that  '*  it  works  by  electricity ";  to 
Smith,  "it  was  by  electricity";  to  Nichols,  that  "the  sound  was  ooa- 
dacted  by  electricity";  to  C.  Eberly,  that  the  instmments  were  "  to  con- 
vey soaud  )>y  electricity  ";  to  Goudry,  that "  they  were  operated  by  elec- 
tricity"; to  Shoep,  that  "  it  operated  by  a  battery  ";  to  Shireman,  that 
"  tbey  operated  by  magnetism";  to  Hnwn,  that  *' they  would  be  operated 
on  by  a  battery  ";  to  S.  W.  Kahney,  that  "  the  machine  wm  operated  by 
electri(»ty,  by  a  battery";  tommmerman,  that  "it  was  electricity  that 
would  psissit  over  the  wires ;  that  it  would  carry  the  sound  right  along"; 
to  Hale,  that  "it  was  driven  by  a  magnet";  to  U.  K.  DrawbaugL,  that 
"  the  soond  conid  be  carried  to  a  distance  ou  a  wire  by  the  use  of  elec- 
tricity"; to  Lenig,  that  "electricity  was  used  in  connection  with  it"; 
to  Professor  Heiges,  that  "in  counection  with  a  talking-machine  both 
magnetism  audelectricity  wereapplie«l";  to  Goodyear,  that  "his  talkiug- 
mauhiiie  was  also  done  by  electricity  over  wires" ;  to  Woods,  that  "  it 
was  to  be  an  electric  machine  used  in  place  of  telegmpbing  " ;  to  Yonng, 
Uiat  "  it  was  an  electric  talking-machine  which  he  had  invented." 

Tbaa  Drawbaugh  ia  corroborated  by  a  cloud  of  witnesses  whose  tes- 
timony tends  to  substantiate  his  narrative.  Without  stopping  at  this 
point  to  consider  the  credibility  and  probative  force  of  their  testimony, 
it  suffices  to  state  that,  attlioagh  some  of  the  witnesses  seem  to  have 
been  reckless  and  unscrupulous  in  their  statements,  the  great  body  of 
them  are  undonbte^lly  honest  witnesses.  It  is  impossible,  however,  to 
believe  that  Drawbaugh  can  be  mistaken  iu  the  substance  of  his  testi- 
mony, and  the  oondusion  cannot  be  ignored  that  either  his  testioioDy  is 
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trap  ID  its  essential  parts,  or  his  narrative  has  been  maniifactored  to  fit 
the  exi^encieB  of  the  case.  In  order  to  aacertain  what  effect  is  to  be 
given  to  the  corroborative  proofs,  it  is  important  to  determine  wliether 
Drawbaugh  is  an  honest  witness,  or  whether  he  has  intentionally  falsi- 
fied collaturiil  facts,  and  is  therefore  to  be  deemed  discredited.  If  the 
defense  is  to  be  believed,  he  had  been  experimenting  with  his  talking- 
machine  from  ISGti,  and  had  succeKHfuUy  transmitted  speech  as  enrly  as 
1870,  if  not  before  that  time.  He  testifies  that  be  had  used  Exhibits  B 
and  F  in  transmitting  Bi>eech  for  two  or  three  years  l>efore  he  made 
Exhibit  C.  According  to  the  theory  of  the  defendants,  Exhibit  C  was 
made  in  1869  or  1870.  At  that  time  he  had  readied  a  secondary  stage 
in  the  develo])ment  of  his  invention,  and  certtiiuly  ^^  early  as  iu  1872, 
when  Exhibit  0  had  received  its  latest  mwliflcations,  the  invention  had 
jMissed ODtoftbe  period  of  nidimentalfoimsembodyiug  principle  merely, 
into  a  form  embodying  nice  details  of  constrnction,  and  had  reached  a 
perfection  not  reached  by  Bell  in  his  earlier  patent.  Drawbaugh  was 
well  aware  of  the  merit  and  ot  the  great  pecuniary  valne  of  tbe  inven  ■ 
tion ;  he  had  obtained  patents  for  several  inventions  of  miuor  value, 
yet  from  1870  until  July,  1880,  be  did  not  apply  for  a  patent  for  the 
telephone. 

It  was  of  the  first  importance  to  exphiiu  the  reason  of  his  inaction, 
becnuse  it  seems  incredible  that  the  inventor  of  the  telephone  should 
not  only  omit  to  patent  it  as  soon  as  he  could,  bat  sboald  also  remain 
silent  for  years  after  others  were  winning  the  fame  and  profits  of  the 
inveDtioii.  Only  one  explanation  was  iK>8Bibte,  and  that  has  l>eeo  nt- 
temi>ted.  As  stated  in  the  answer,  and  in  his  testimony,  it  i8  ihat  be 
was  unable  to  do  so  by  reason  of  his  poverty.  The  answer  alleges  "  that 
for  more  than  ten  years  jirior  to  188t)  he  was  miserably  i>oor  aud  utterly 
unable  to  patent  bis  inveutiou  or  caveat  it."  He  was  asked  the  qnes- 
tion: 

Do  joii  inpiiii  lo  buve  it  HiniBrstiwrt  from  yonr  lust  nuswcr  that  thoro  wnB  niiy  otbrt 
reaaon  Tor  sihiih  i)i«riiMl  prior  (o  1870,  oxcfliit  your  |iovPrty,  wUnthft  greater  or  lean. 
which  pmvimliHl  yon  from  pitlu>itiuf{  your  iovention  iir  fiUug  a  uavent  for  it  t 

Hiis  answer  was: 

If  I  iinilurHtood  that  rif^ht,  thero  wua  no  other  reason  that  I  cau  tliink  of  now. 

lie  pi-ocet;d»  to  stivte  that  Bshibits  F  and  B  exhibite4  tbe  principle 
perfectly  enough  to  patent, 

In  the  elaborate  efforts  of  the  defeuflantn  to  substantiate  the  theory 
of  Drawbnugb's  Inability  from  poverty  to  jtatent  his  invention  mach 
testimony  bns  been  produced  toidiow,  and  which  does  nbow,  that  he  was 
always  more  or  leds  in  debt,  of  ten  a  borrower  of  small  anms  of  money, 
was  dilatory  in  paying  bis  debts,  and  nswl  to  plead  his  inability  when 
dunned,  and  was  often  sued  and  judgments  aud  executions  were  ob- 
tained against  him  ;  but  it  is  clear  from  a  few  plain  facts  that  the  the- 
ory of  extreme  poverty  is  unfounded,  aud  that  Drawbaugh  is  dishonest 
in  putting  it  forward.    In  1867  aud  1869,  besides  what  he  received  for 
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hk  wages,  be  received  $5,000  iTom  the  Pomp  Gonipanj'  for  hia  faucet 
invention,  besidea  $1,000  in  the  stock  of  the  coucern.  On  the  Ist  day 
of  &pril,  1809,  he  received  tl,000  from  one  Gardner  for  the  aale  of  a 
half-interest  lu  a  faucet  invention.  He  invested  C:3,noo  of  the  $5,000  in 
real  estate,  loHt  $400  of  it  in  an  apple  speculation,  aod  used  the  $1,000 
received  from  Gardner  to  bny  a  house  and  lot  for  hia  father.  Between 
1867  and  1S73  he  paid  $1,200  to  the  Dmwbaugh  ManufacturiuK  Com- 
pany for  asftesstmeDts  on  bis  stock,  besides  $870  in  labor,  and  in  July, 
1S73,  received  from  that  company  $425  cash  in  settlement  of  its  affairs. 
From  1867  to  April,  1872,  he  was  the  owner  of  real  estate  for  which  be 
bad  paid  $2,300  in  the  fall  of  1867,  and  upon  which  he  expended  in 
improvements  in  the  spring  of  1868  from  $300  to  $400,  and  which  was 
encambered  only  by  a  prior  lien  for  $300.  In  the  spring  of  1872  he  en* 
cambered  it  for  $1,000,  not  as  a  principal,  bnt  as  a  snrety.  He  was  in 
receipt  of  $110  anually  as  rent  for  a  part  of  this  property,  occupying 
the  rest  himself,  until  he  sold  it  in  1H76  and  bought  another  house  in 
the  town  of  Mechanicsville.  He  was  always  in  receipt  of  fair  wages 
for  his  labor.  From  April  1,  1875,  to  April  1, 1876.  he  received  nearly 
$450  for  wages  Arom  the  Axle  Company,  irresi>ective  of  his  earnings 
ftvm  other  sources,  and  declined  steady  work  at  times  because  hn  conld 
make  more  by  job-work.  Thus  it  appears,  that  although  at  times  it 
was  not  convenient  for  him  to  pay  his  debts,  or  he  was  careless  or  in- 
different, he  hatl  not  only  tbe  means  of  raising  money  during  all  this 
period,  but  that  on  many  occasions  he  had  means  for  investment  and 
for  speculation.  The  pretence  that  he  could  not  raise  the  fees  to  caveat 
or  patent  his  invention  is  transparently  absard.  fie  was  accustomed 
topreparespeeificationsof  patents,  and  was  a  maker  of  models,  aud  ad- 
vertised himself  as  an  inventor,  designer,  and  solicitor  of  patents.  Dar- 
ing tbe  time  he  was  experimenting  on  his  talking-machine,  and  before 
be.applied  for  a  patent,  he  found  time  and  materials  for  experimenting 
with  and  making  the  Gifl'ard  injector  for  steam-engines,  the  autograph- 
telegraph,  the  magneto-dial  telein'agh,  the  magneto  key,  the  antomatic 
firo-alarm,  and  the  electric  clock.  During  this  period  he  was  a  friend 
of  Hr.  Weaver,  a  patent  solicitor,  who  frequently  gave  him  advice  and 
professional  assistance  in  return  for  mechanical  services  rendered  by 
Drawbaugh,  aud  whodretr  speciflcatiohs  for  him  for  ameasaring-fancet 
and  for  the  magnetic  clock.  If  be  was  not  competent  himself  to  make 
an  apjilication  for  the  patent,  it  cannot  be  doubted  that  with  the  assist- 
ance of  Weaver  he  could  have  made  a  proper  application  at  a  trilling 
ODtlay,  if  any,  beyond  the  fees  of  the  Office. 

Drawbaugh  devoted  a  good  deal  of  time  between  1867  and  1878  to 
the  invention  aud  construction  of  his  electric  clock,  and  the  time  and 
money  exjiended  by  him  in  experimenting  aud  constructiug  thiK  clock 
in  its  varions  forms,  especially  those  made  in  1877-1S78,  was  uiiich  more 
than  would  have  enabled  faim  to  patent  his  talking-machine.  These 
clocks  were  built  by  him  with  his  own  tools  and  oat  of  faie  own  money, 
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and  to  baild  tbem  econoraiually  he  made  a  gearcnttiDg  macbine,  wbich 
muat  have  coat  liim  more  tbao  it  woald  to  patent  his  telephone.  Id 
April  1878,  he  received  $500  from  the  Electrie  Clock  Gompaay  for  the 
privilefi;e  of  nsio^  his  clock  inveotion. 

In  order  to  fortifj-  the  theory  of  Drawbaagb's  inability  trom  poverty 
to  patent  bis  iuveution,  the  defendant  have  attempted,  by  teetimoDy 
from  him  and  from  others,  to  sbov  that  be  waa  oztremely  solioitooB  to 
patent  it,  and  tried  to  indnoe  others  to  fnrnisb  the  means.  Mr.  Springer 
teotifiea  that  "his  (Dravbaogb's)  whole  mind  appeared  to  be  on  his 
talking- machine.  He  told  me  that  many  a  night  be  didn't  sleep,  jost 
stadyiug  how  to  improve  it."  After  Hay,  1872,  according  to  the  testi- 
mony of  Jacob  Hawn,  the  talkiog-machiue  snperseded  the  dock  in 
Drawbaugh's  interest.  According  to  Mr.  Hoisinger,  from  1873  to  1876 
■•be  appeared  to  be  crazy  on  it  I  often  tried  to  get  information  from 
him  on  other  SQbjects,  and  aboot  half  a  minnte's  talk  would  torn  tim 
right  OB  the  talking-machine." 

Henry  F.  Druwbangb,  bis  brother,  testifies : 

Ever;  t(tD«  I  wa«  down  there,  from  the  •nuvmer  of  1872  to  1879  or  1880,  he  Wfts 
working  •)  it,  and  talking,  and  want*d  ma  to  ko  in  with  him  and  rnraiah  mrane 

Mr.  Bates  says  he  was  in  Drawbaagh's  shop  eight  or  ten  times  be. 
tween  the  summer  of  1874  and  the  fall  of  1S77,  and  "  his  general  con- 
versation was  abont  the  talking- machine ;  said  he  wonid  like  to  get  it 
patented,  bat  had  not  the  means,  and  coald  make  a  fortnne  out  of  it." 

Brawbaugb  testifies  as  follows  : 

Question.  A.  gowl  tnauy  ivitiieisea  Iieve  lastifled  that  jou  were  &t  Tariaue  tiatee  talk- 
ing of  patenting  yniir electric  speakin;^- telephone  <tireutiiiu.  What  in  yonr  rvoollee- 
tlun  aimut  tbatf  Did  you  intend  to  patent  it  or  notT — AnaiTBr.  Yes,  sir,  [  inteaded 
to  patent  It.  1  bail  spoken  to  a  number  of  persons  to  assist  me.  1  would  a(at«  to 
them  that  I  would  give  them  an  iuterant  in  the  invention  fur  them  to  furuiah  the 
money  to  liavc  it  piiteuted. 

Q.  Why  ilidyou  not  patent  it  with  your  own  money  T^A.  I  didn't  have  any  mane;, 

Q,  At  how  early  A  lime  did  yon  have  the  !at«ntioaof  patenting  it  t — A.  I  conld 
hardly  say  ho«r  early.  I  spoke  to  peraonn  even  at  au  earl;  time.  I  spoke  to  Christiail 
Ebarl.v.  It  may  have  b«en  prior  to  ItfTO  I  spoke  to  Frank  Lee.  1  spoke  to  them  aboni 
taking  an  iut^raiit.  They  were  aiuuug  tlie  earlieat.  1  can't  rBmaiuber  all  the  penoui, 
as  1  bad  spoken  to  a  great  many.     I/o»  is  not  a  witneBii,  having  died  in  ISJ'i. 

Christian  Eberly  locates  the  time  as  between  18C7  and  1870.  He  had 
been  a  partner  with  Drawbaugh  in  a  immber  of  invenUous,  and  was  a 
capitalist.    He  was  asked — 

When  Hr.  Drawliangh  abowed  yoa  hie  taJking-maohiue,  state  whether  he  proposed 
to  yon  to  go  into  partnership  with  bioi  and  furuiah  the  money  for  that  also,  aa  job 
had  Imrora  that  time  on  the  other  inventious. 

He  answered : 

Not  altogether.  He  Intimated  that  be  woald  take  loe  in.  I  don't  recotleot  aalsajd 
anything,  or  what  I  said. 

The  witness  was  often  in  Drawbaugh's  shop  snbseqaeutly — in  1871, 
1872,  and  1873 — but  nentiooa  do  other  proposition.    The  only  otfaer  per- 
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SODS  Drawbaufrh  specifies  as  having  been  applied  to  by  him  are  Uaptain 
Moore,  Hpory  Bayler,  and  SimoD  Oyster.  Oyster  was  not  called  as  a 
witness.  Captain  Moore  was  examined  as  a  witness  for  the  defendants, 
and  his  testimony  is  significant.  He  was  the  principal  of  the  Soldier's 
Orphan  School,  an  institution  in  the  vicinity  of  Eberly'B  Hills,  and  was 
the  secretary  and  treasurer  of  the  Axle  Company,  a  concern  that  io 
part  occupied  Drawbaugh's  shop  in  1876  and  1876.  He  testifies  that 
about  May,  1875,  Drawbangh  showed  him  a  talking-machine ;  said  he 
was  unable  to  patent  it  himself,  and  desired  witness  to  "go in  with  hint 
and  get  a  patent."  He  states  that  be  told  Drawbangh  he  didnt  want 
to  go  into  any  new  invenlioos,  but  that  It  would  beatbrtnnetoany  per- 
soB  bringing  it  out  if  it  could  be  put  to  practical  use.  Be  ideutifles 
Bzbibit  B  as  the  only  machine  ahown  him  at  that  time  by  Drawbangh. 
Although  be  and  Drawbaugh  maintained  intimate  bosinens  relations 
for  a  year  after  that  time,  the  subject  seems  never  to  have  been  referred 
to  again.  Mr.  Moore  was  an  intelligent  tutpitalist.  It  is  strange  that 
Drawbangh  should  have  shown  him  Exhibit  B,  oue-batf  of  the  crude  in- 
tmment  of  1867-1869,  if  the  perfect  instruments  Uand  D  were  in  exist- 
ence ;  and  more  strange  that  the  subject  was  never  mentioned  again 
between  them,  or  that  no  attempt  was  made  to  speak  through  any  ma- 
cbiae  if  they  bad  any  faith  in  the  value  of  the  invention. 

Mr.  Bayler,  the  other  witness,  carried  ou  lumbering  and  a  saw-mil] 
from  1873^(0 1877,  in  the  vicinity  of  Milltown,  and  employed  Drawbangh 
frequently  to  repair  machinery.  He  testifies  that  in  Juu6,  1873,  Draw- 
baugh showed  him  the  talking- machine,  and  he  said  to  Drawbangh, 
"  Why,  Dan,  that  is  virtually  a  talking -telegraph,"  and  advised  him  to 
take  out  a  patent  for  it,  to  which  Drawbangh  replied,  "  If  I  had  the 
means  I  wonld.  If  you'll  advance  me  the  means  to  procure  a  patent, 
I'll  give  you  a  half-interest."  The  witness  continues:  '■  Generally  on 
him  meeting  me  he  would  urge  it,  urge  me  to  take  an  interest  by  fur- 
nishing him  the  means  to  take  out  a  patent."  He  also  identifies  Exhib- 
its F  and  B  as  the  inatrnmeiits  sbowu  bim  by  Drawbaugh;  but  his 
books  show  that  duriug  all  the  time  from  April,  1873,  to  May,  1876,  be 
owed  Drawbangh  more  than  the  fees  necessary  for  ])rocuring  a  patent. 

The  defendants  produce  other  witnesaea  to  prove  that  from  1870  to 
1879  Drawbaugh  was  showing  his  telephone,  adverting  to  bis  jtoverty, 
and  trying  to  induce  somebody  to  assist  him.  Mr.  Herr  may  be  cited 
as  an  illustration.  He  testified  that  in  1870  or  1871  Drawl,augh  wanted 
mouey  to  get  a  caveat  to  secure  his  invention,  and  told  Che  wituess  if 
he  would  helphimorprocnreany  person  to assisthim  he  would  give  him 
a  half-iuterest.  Witbontadvertingfurtherto  the  testimony  on  this  sub- 
ject, it  is  sni&cient  to  say,  in  view  of  the  fact  that  there  never  was  a 
rime  from  1867  to  1S30  when  Drawbaugh  did  not  have  the  money  to 
caveat  and  patent  his  inveution  or  the  means  of  borrowing  it,  that  the 
ouly  legitimate  effect  of  snch  testimony  is  to  discredit  the  whole  defense 
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by  exciting  the  suspicioQ  that  it  is  bolstered  up  b;  exaggerated  and  nn- 
TeliabletestiRioDy. 

It  will  hereaiter  be  shown  that  among  the  men  vith  whom  Draw. 
bangh  maintained  bnsiness  and  friendly  relations  daring  this  period, 
there  were  many  of  intelligence  and  means.  Some  of  them  may  hare 
distrusted  bis  judgment  and  regarded  him  as  a  visionary.  Some  of 
them  may  have  been  indifferent  oi  timid.  Bat  it  is  incredible  that  when 
only  a  trilling  snm  was  reqaired  for  a  half-interest  in  the  invention, 
none  of  tlieiu  could  be  sufficiently  impressed  with  its  m^t  or  flaancial 
value  to  Investigate  it  seriously  as  a  apecnlatiou  or  an  investmeat.  He 
induced  persons  to  invest  in  faucet  inventions  and  in  his  magnetic  clock; 
and  it  cannot  l>e  true  that  he  could  find  uo  one  to  entertain  the  talking- 
machine,  which,  according  to  the  common  ramorof  the  neighborhood, 
was  to  supersede  the  telegraph,  and,  iu  the  words  of  one  of  the  witueasesi 
"make  Drawbaugh  the  richest  man  in  the  Cumberland  Valley.**  It 
was  very  natural  that  a  hard-headed  old  fanner  like  William  Darr,  on 
being  told  by  Drawbaugh  that  he  bad  a  machine  by  which  he  ooold 
talk  across  the  Atlantic  Ucean,  should  advise  him  to  '*  try  it  first  in 
talking  across  the  Yellow  Breeches  Creek,"  but  it  is  beyond  comprehen- 
sion or  belief  that  none  of  the  capitalists  or  speculators  about  him  ooold 
be  induced  to  seriously  consider  it  if  it  was  an  operative  device. 

Where  a  witness  falsifies  a  fact  in  respect  to  which  he  cannot  be  pre- 
sumed liable  to  mistake,  courts  are  bound  "  upon  principles  of  law, 
morality,  and  justice  to  apply  the  maxim/atm«  in  vno/'iltiti  m  omni- 
bvB."  The  Trinidad,  7  Wheat.,  283.  Drawbaugh  could  not  be  mis- 
taken in  assertiug  that  it  was  his  poverty  which  prevented  bim  firom 
caveating  or  patenting  his  invention.  He  was  not  led  to  the  assertion 
inadvertently.  Those  with  whom  ho  is  associated  iu  the  defense  under- 
stood fully,  and  so  did  he,  that  the  fact  that  a  professional  inventor  and 
patentee  did  not  go  to  the  Patent  Office  to  secnre  an  inveution  like  the 
telephone  for  ten  years  after  it  had  been  completed  aud  demoustrated 
was  almost  conclusive  against  the  theory  that  he  had  made  the  inven- 
tion, aud  that  unless  this  presumption  could  be  parried,  no  court  would 
credit  his  story.  The  theory  of  coustrainiug  poverty  was  therefore 
formulated  in  the  answer,  elaborately  fortified  by  witnesses,  and  testi- 
fied to  by  Drawbaugh.  It  is  overthrown  by  a  few  plain,  indispatable 
facts,  and  Drawbaugh's  veracity  falls  with  it.  The  defense  mnst  rest 
upon  the  testimony  of  the  witnesses  who  corroborate  Drawbaugh.  The 
case  made  by  these  witnesses  is  sufQciently  formidablA  to  overcome  the 
legal  presumption  of  the  validity  of  the  complainant's  patents.  It  is 
met  by  the  complainant  with  rebutting  evidence  direct  aud  circum- 
stantial, showing  the  intrinsic  iio  probability  of  the  theory  that  Draw- 
bangh  was  the  inventor  of  the  telephone,  aud  showing  his  conduct  w 
declarations  inconsistent  with  any  hypothesis  that  he  was  mote  than  an 
unsuccessful  experimenter  with  the  invention.  Many  witnessee  have 
also  been  produced  by  the  complainant  to  attack  the  credibility  and  re- 
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liability  of  the  tostimoDy  of  the  defendaats'  witueases.  Of  necessity  the 
teatimoay  of  most  of  the  de&Ddants'  witnesses  oao  ooly  be  attacked  by 
showing  that  the  witnesses  are  mistaken  as  to  the  time  when  they  saw 
Drawbaagh's  talking- machine,  or  as  to  what  they  really  saw  on  the  oc- 
casions they  refer  to. 

The  way  in  which  the  testimony  of  Uriah  P.  iKichoIs  is  met  will  illas- 
trate  the  geoeral  tenor  of  siicb  testimony.  Mr.  Nichols  was  one  of  the 
most  intelligent  and  trastwortby  of  the  defendants'  witnesses,  a  farmer 
and  machinist,  who  testified  that  on  the  ISth  day  of  Jannary,  1876,  he 
risltetl  Drawbaagh's  shop  on  business,  saw  two  instruments,  which  he 
identified  as  Exhibits  B  and  A,  and  he  described  tbeir  mode  of  opera- 
tion as  stated  to  him  by  Drawbangh  at  tbe  time.  He  says  he  listened 
at  one  instmment  while  a  boy  spoke  into  another  two  hundred  feet 
away,  connected  by  wires,  and  heard  the  boy  say  -.  '*  Is  it  yon,  father, 
Bpeakingt"  The  complainant  produces  nine  witnesses  to  show  that 
the  occasion  could  not  have  been  prior  to  Febrnary,  1878.  The  witness 
fixes  the  date  by  a  purchase  of  lime  made  by  him  on  the  visit,  and 
states  that  be  went  to  Drawbaugh'tt  to  see  an  electric  clock  of  which  he 
had  recently  read  a  det>cription  in  a  newspaper,  and  soon  after  the  visit 
told  Mr.  Maish  and  others  about  the  telephone  he  bad  seen  at  Draw- 
bangh^s.  The  complainant  proves  that  the  newspaper  ar'icle  was  not 
published  until  February,  1878;  that  when  the  witness  told  Mr.  Ma<sh 
of  the  telephone  at  Drawbaugb's,  the  latter,  who  was  then  a  member  of 
Congress,  remembered  the  occasion,  knew  all  about  Bell's  telephone  at 
the  time,  and  had  used  it  in  Washington.  Mr.  Maish  states  that,  as 
Drawbaugb  was  one  of  his  constituents,  he  would  have  been  deeply  im- 
pressed by  the  converHation  if  lie  had  anderstood  Drawbaugb  claimed 
to  be  the  inventor.  Without  attempting  to  particularize  the  rest  of  the 
testimony  for  the  complainant  upon  this  issue,  it  sutQces  to  say  that 
several  other  witnesses  were  introduced  to  show  that  the  lime  was  not 
purchased  by  Nichols  before  187G.  Much  testimony  is  given  by  com- 
plainant upon  collateral  issnes  of  a  similar  character.  One  of  these 
issnes  relates  to  the  time  when  Thomas  Draper  ordered  a  hydraulic  ram 
of  Drawbaugb.  Mr.  Draper  was  an  important  witness  for  the  defend- 
ants. He  testified  that  he  went  with  Mr.  Kissinger,  a  tenant  of  bis,  to 
Drawlwugh's  shop  in  Mayor  the  early  summer  of  187-i,  fur  the  purpose 
of  ordering  of  Drawbaugb  a  hydraulic  ram  to  be  used  upon  the  farm 
KJKsinger  had  leased  of  him  in  April,  and  that  he  w»s  never  at  Draw- 
baugh's  on  any  otlier  oceaMion.  He  identities  Exhibit  C  positively,  and 
Exhibit  I  Iiiss  positively,  as  the  iiistruuientR  used  and  through  whit^h  be 
listened  while  Drawbaugb  talked.  Tbo  comi>]ainant  proved  that  the 
hydraulic  ram  was  not  put  to  use  until  the  fall  of  I87.S,  and  undertook 
to  locate  tiio  date  of  Draper's  visit  approximately  by  that  fact.  8ev- 
enty-flve  witnesses  were  introduce!!  by  the  resi>eotive  parties  upon  this 
collateral  issue.  These  illustrations  show  bow  hopeless  a  task  it  would 
be  to  review  the  testimony  satisfiictorily  or  analyse  it  minutely.    Five 
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bnndred  witneMea  have  been  ezsmtDcd  by  the  partiee  upon  the  main 
qoestion  ftnd  the  ooUfttera)  JBsaea,  and  their  testimony  is  in  a  printed 
reoord  of  over  six  thoasand  pages.  If  it  were  practicable  to  do  so,  it 
would  not  be  profitable,  becnase  a  microscopic  view  of  the  ooutroveray 
vould  be  ioftdeqaate  and  misleading. 

la  cases  where  such  a  chaos  of  oral  testimony  exists  it  is  osaally 
found  that  the  judgment  is  courinoed  by  a  few  leading  facts  and  indicia, 
ontltned  so  clearly  that  they  cannot  be  obscured  by  pievaricatioo  or 
the  aberrations  of  memory.  Such  facts  and  indieia  are  fouud  here^ 
and  they  are  so  persuasive  and  cogent  that  the  testimony  of  a  myriad 
irf  witnesses  cannot  prevail  against  them.  The  tint  group  of  foets  of 
this  natnre  are  those  which  bear  upon  the  capacity  and  efaaraeter  of 
Drawbaogh  as  an  inventor,  and  tend  to  show  that  it  is  not  only  highly 
improbable  bnt  almost  impossible  that  he  could  have  been  the  author 
of  the  telephone.  In  the  summer  of  1S78  he  oompoeed  a  biognnihy  of 
himself  for  publication  in  the  history  of  Cumberland  (Jonnty,  which  pre- 
sents agmphicptctureof  the  inventor  and  of  the  man.  He  oommencas 
by  describing  himself  as  "bom  in  the  quiet,  secluded  village  of  Mill- 
town,  three  miles  from  Harrisburg,"  and  as — 

One  of  the  gnsteBt  inveDtive  geoiuiu  of  thta  age,  who  faM  speot  the  gnaXai  part  of 
■n  active  life  oonoeivinK  aod  prodotinK.  as  thereaullof  thecouMptionaof  an  annva- 
ally  fertile  bntis,  a  icore  of  Qsefnl  ingeaions  maohiDca  and  devioes.  It  appears  [he 
•ays]  by  nzADiining  a  list  of  bii  inveutloDB  Ihat  the  manufWituriDg  intereateortbe 
place  in  his  boyhood  days  gare  direction  to  his  thonghts  and  incentire  to  his  ac- 

He  proceeds  to  enumerate  a  list  of  his  inventions  as  follows : 

His  flrat  invention  was  an  antomatic  Hawing-machine ;  then  a  QQiiiber  of  macbinea 
used  in  wagon-mailing;  then  a  machine  for  txirlng  apoke-tenets;  then  a  machine  for 
sawing  teueta;  a  barrel -a  tnvejo  in  ting  maohlae,  patented  In  1851.  Thia  machina 
waa  pretty  generally  intToduced,  ami  its  merits  appreciated.  An  antomalio  grioding- 
machipe  waa  next  invented  to  meet  a  deniaml  created  by  the  introducl  lud  of  the  Join- 
ter. Then  followed  several  machineu  for  making  slave- headings  aod  8hing1e«,  all  of 
whicli  were  patented  iu  lK>r<,  after  which  machinee  for  ronnding,  beading,  crating, 
dreasinf!,  and  finishing  oiit«<de  of  barrels  were  inTent«d.  Tbese  wer«  again  fellowad 
by  device  for  mnning  millBtonea,  one  for  dressing  millatonee,  a  device  for  elevating 
grain  in  mills.  He  then  invented  and  liad  iiatented  fonr  improvemeDla  iu  uail'piate 
feeding,  next  a  tack- mac  bine,  and  a  new  design  in  taclia.  Photography  next  en- 
gaged his  atteiiiioD.  He  fitted  him!>elf  fur  action  in  this  field  by  man nfiu-tii ring  his 
own  camera,  ground  and  fitted  acromatir.  lenses  for  caraers,  prepared  the  necetisary 
chemicteH,  and  improved  the  process  for  enlarging  piotnrea.  Next  electricity  and 
electrical  machinery  attracted  his  attention,  and  an  electric  maohine  waa  prodneed 
throwing  ont  of  consideration  the  galvanic  battery  and  electric  pile ;  then  a  niaebiiM 
for  alphalietical  telegraphing;  then  the  justly -celebrated  electric  clock,  and  the  nia- 
cbinery  necessary  for  its  conutrnctlon ;  and  several  Icinda  of  telephones,  one  of  which 
ia  operated  by  battery  and  another  by  induction. 

He  concludes  as  follows : 

It  will  be  seen  f»oio  the  foregoing  that  Mr.  Drawbangh  baa  penetrated  vast  fields 
in  search  of  infunnation,  and  with  what  success  we  leave  it  to  the  read.-tv  to  deler- 
nilno.  We  are  prond  toown  Mr.  D.  as  a  oitiien  of  onr  township,  and  deetn  him  worthy 
f  a  position  at  the  head  of  the  liat  of  oar  proMioent  men,  and  nn  hai>DT  to  aoo«d 
ilm  that  poaitioii. 


ir  prominent  men,  and  nn  happj  ti 
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This  portrait,  drawn  by  himself,  depicts  withont  the  aid  of  extrin- 
sic evideoce  the  ignomnce  and  vanity  of  the  man  and  incongriiniis  and 
fantastic  assortment  of  bis  inventive  projects.  It  suggests,  also,  the 
characterof  a  charlatan.  That  he  wau  a  skillful  and  iugeiiions  mechanic 
is  Qiidoubtedly  tme.  Invention  was  bis  bobby  and  his  vocation,  but 
that  he  was  an  inventor  in  the  large  sense  is  disproved  by  the  nature 
and  results  of  his  work.  Every  patent  that  be  obtained  was  for  some 
improvement  on  existing de\ice3,  which  involved  mectianical  skill  rather 
than  any  high  degree  of  inventive  faculty.  This  is  shown  to  some  ex- 
tent on  the  face  of  his  patents,  the  list  of  which  is  us  follows :  Novem- 
ber 11,  1851,  for  improvement  in  stave-jointing  machines;  Hay  32, 
1855,  for  stave  machines;  April  23, 1864,  for  improvement  in  millstones; 
May  12, 1863,  for  improved  machine  for  leveling  the  faces  of  millstones; 
December  12,  1865,  for  improvement  in  nail-plate  feeders;  November 
20, 1866,  for  improvement  in  faucets;  November  19,  1867,  for  improve- 
ment in  nail-feeding  device.  His  own  testimony  given  in  an  interfer- 
ence proceeding  in  the  Patent  Office  in  1879  allows  that  none  of  his  in- 
ventions were  sufficiently  meritorious  to  prosper  vigorously.  That 
proceeding  involved  a  question  of  priority  of  invention  between  biuiself 
aod  one  Hanck  respecting  an  improvement  in  a  faucet.  He  ha<I  filed 
his  application  for  a  patent  in  January,  1879,  and  nndertook  to  cany 
back  the  ditte  of  bis  invention  to  1869.  The  scope  and  range  of  his  in- 
ventive faculty  became  a  subject  of  inquiry.  He  there  testified  that  he 
had  made  "he  might  say  fifty  inventions,  and  had  patented  over  a 
dozen."  He  was  cross-examined  respecting  certain  inventions  to  show 
that  they  did  not  work  satisfactorily.    He  was  then  asked : 

Since  1866  what  iDHChioeH  have  jnu  cniiceived  nn<I  perfected  that  have  worked 
utisfactorily  f 
He  annwered: 

To  tlie  best  of  in;  kiiunlcitge  I  think  the;  alt  hate.  The  nail-ma<:htDe  gave  satii- 
faction.  1  had  it  running  in  the  works,  liiit  tlie  Uuilers  drove  it  out.  The  tram  uid 
red-itnfF  was  a  good  machine,  and  adopted  by  a  ni>ml>eT  of  itiillera.  The  nagnetifl 
dock  I  conHider  a  good  thing,  but  I  am  not  through  with  experiments  on  it  jet.  I 
believe  this  last  faucet  to  he  a  good  thing. 

If  his  nail-machine  had  induced  the  workmen  to  drive  it  oat  of  the 
shop,  it  oagbtto  have  commended  itselftothecapitalist.  His  magnetic 
clock  bad  not  been  patented  at  this  time,  though  it  had  been  tor  a  time 
the  wonder  and  admiration  of  the  community  in  which  he  lived;  bat 
when  it  was  patented,  in  1879,  it  was  as  a  "new  article  of  manufacture,'* 
consisting  of  a  galvanic  battery  for  electrical  clocks,  which  bad  two  old 
elements  anited  instead  of  being  discounected,  as  iu  former  devices. 
The  history  of  this  clock  shows  clearly  that  it  was  of  no  jiractical  merit, 
aod  the  clock  had  been  substantially  described  in  Tomlinson's  Encyclo- 
pedia, and  be  had  the  l>ook  before  be  made  his  alleged  invention.  His 
other  electrical  devices  he  never  patentwl,  and  in  his  testimony  in  the 
interference  proceedings  he  did  not  refer  to  them  as  among  his  perfected 
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and  successful  iuventions.  One  of  tbeae  was  his  magneto-electric  ma- 
chine for  shorMine  telegraphing  and  tire-alarms,  sometimes  mentioned  as 
his  "  magneto-key."  It  was  uot  a  new  device,  and  the  proofs  abow  that 
it  was  a  failure.  When  the  speaking-telephoue  was  first  introduced  to 
the  attention  of  the  ecieutiflc  public,  it  was  pronounced  by  one  of  the 
moat  emineut  electricians  of  the  day  "  a  resnit  of  transcendent  scientific 
interest,"  and  "  the  greatest  by  for  of  all  the  marrels  of  the  electric  tele- 
graph." The  inventiuD»  attrihoted  to  Drawbangh  include  not  only  the 
conceptioD  of  the  principle  of  the  unbroken  andulatory  electric  carieot, 
and  of  the  delicate  and  comples  instrumentalities  essential  to  its  effi- 
cient application  in  tninsmitting  and  reproducing  articulate  speech,  bot 
also  of  many  other  devices  involving  n  nice  adjustment  of  forces,  and 
requiring  sensitive  mechanism.  These  were  inventions  of  a  pecnliarly 
scientific  order,  which  would  seem  to  demand  a  special  ooDTersance 
with  the  principles  of  acoustics  and  electricity.  Besides  making  the 
cardinal  discovery  of  the  theory  of  the  unbroken  nndulatory  cnrreat, 
Drawbaugh  is  assumed  to  have  perfected  a  brilliant  aud  extfaordinary 
series  of  original  discoveries,  for  which,  to  nse  the  words  of  Mr.  Benja- 
min, "there  is  no  parallt-l  instance  in  tlie  whole  history  of  invendoo." 
Mr.  Benjamin,  referring  to  the  microphone,  which  was  introduced  to 
the  public  in  1878  by  Ur.  Blake,  but  which  is  one  of  the  instmmeutB 
asserted  to  have  been  invented  by  Drawbangh  at  an  earlier  date,  says: 
**it  was  looked  upon  as  a  great  and  original  discovery." 

It  was  siiid  by  Chief  Justice  Taney  ((fReiUj/  v.  Morte,  15  How.,  Ill), 
speaking  of  the  inveutiou  of  the  telegraph : 

No  laventioucui  poaaiblybe  made  coniiatlngofk  combination  of  diffei«titelemenU 
of  power  withoat  a  thorough  kaowledf^  of  the  propertj  of  eacb  aud  tlie  mode  in  which 
tbef  operale  ou  eai;h  other.  For  hoidhii  ever  made  gnch  an  inveutiou  withoat  haring 
flret  obtained  this  information,  Qnlesa  it  itbh  discovered  by  some  fortunate  aecident- 

None  of  Drawbangh's  aUeged  diseoreries  were  made  by  aocident. 
His  statement  is  that,  starting  with  the  belief  that  speech  could  be 
transmitted  by  eliictricity,  he  made  first  one  contrivance  and  then 
another,  gradually  obviating  difflcaltles  and  making  advances  experi- 
mentally, until  he  finally  prefected  the  several  invendons. 

In  view  of  Belt's  special  eqaipment  for  investigation  and  experiment 
iu  electrical  and  acoustic  science,  it  would  not  seem  strange  that  his 
persistent  eiforts  to  effect  the  electrical  transmission  of  speech  were 
eveutually  snccessfnl,  were  it  not  that  others  as  intelligent,  as  well 
eqnipped,  as  ingenioaa,  and  as  persevering  as  he,  had  devoted  years  to 
the  same  object  in  vain.  He  had  the  assistance  of  Mr.  Watson,  an  ex- 
pert in  electricity  and  a  skilled  workman  in  electrical  meebanism,  in 
constructing  the  apparatus  employe*!  in  his  experiments,  and  who  also 
aided  him  iu  his  experiments.  He  had  demonstrated  his  inventiTe  pro- 
ficiency by  inventions  iu  telegraphy,  for  which  patents  were  granted  to 
him.  And  yet,  had  it  not  been  for  an  ncoidental  discovery  made  by 
him  in  Jane,  1875,  and  which  woold  probably  have  esoi^md  one  whose 
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trained  faculties  were  uot  (tent^red  on  a  careful  study  of  the  phenomeua, 
lie  migbt  bave  failed.  Drawbangb,  on  the  otber  hand,  was  uot  only 
uDtutored,  bat  be  was  isolated  by  liis  aHSoeiations  aud  occnpations  from 
contact  with  men  of  advanced  soinnce;  he  had  narrow  opportunities 
for  instruction,  aud  few  incentives  for  jtrofound  research.  Ainoiig  the 
multituile  of  his  inventive  conceptions  was  one  that  a  talking  machine 
was  a  possibility.  Accordiog  to  the  testimony  of  Lory,  a  witness  for 
defendants,  before  Drawbaugh  began  bis  practical  experiments  he  ex- 
hibited n  sketch  of  a  machine  that  he  was  about  to  make  that  would 
talk  a  distance  of  twenty  miles,  and  work  something  like  a  telegraph. 
If  this  is  true,  he  commenced  on  his  telephone  as  the  arcliitect  plans  a 
bnildiug,  or  the  engineer  makes  a  draft  of  bis  structui'e.  Uis  own  testi- 
mony shows  that  he  did  not  attempt  to  qualify  himself  for  electrical  in- 
ventions by  ai)y  systematic  study  after  he  began  oxperinientiug  with 
hia  talking-machine.  Although  he  bad  undoubtedly  acquired  consider- 
able desultory  information  about  electricity,  and  especially  about  tbo 
mode  of  operation  and  detail  of  construction  of  electrical  mechanism,  it 
is  obvions  that  when  he  commenced  with  his  talking-machine  he  was  a 
tyro  in  electrical  science,  essaying  the  must  difficult  work  of  the  elec- 
trician. It  is  almost  incredible  that  the  subtle  intellectual  discoveries, 
wbich  were  a  closed  book  to  the  ablest  electrician,  could  have  been  reached 
by  a  smatterer  in  science,  or  by  any  series  of  empirical  experiments.  As 
has  been  remarked,  be  seems  to  have  discovered  nothing  accidentally, 
yet  from  the  beginning  to  the  end  of  his  narrative  there  is  nothing  to 
indicate  the  conceptive  origin  or  the  mental  growth  of  the  alleged  In- 
vention.  He  presents  a  number  of  devices  in  the  chronological  order  of 
their  production,  and  testifies  that  he  made  one  aud  then  another  and 
another,  aa  experiments  led  bim  to  modifications  aud  improvements. 
He  cannot  describe  what  receiver  or  other  apparatus  he  used  with  his 
first  transmitter,  and  testifies ; 

I  had  B  Dumber  of  crade  ftpparftttum,  bat  a&n't  remember  ez&etly  the  shape  of  tof 
of  them.  I  had  membraneaptretchedoTerhoopa — overahoop — I  remember  that ;  and 
I  had  «l«otro-matn>ets,  aud  the  orrangeuent  wm  varied ;  I  don't  remember  «xaotlf 
the  aiTkogement. 

He  testifies  that  when  he  used  the  cup-macbine  be  used  it  in  a  con 
tinaoos  electric  circuit,  and  thinks  he  used  it  as  a  receiver  with  Exhibit 
"B''a8a  transmitter.  He  states  that  he  succeeded  in  transmitting 
speech  with  these  two  instruments,  and,  of  course,  he  conld  only  bave 
done  this  by  employing  the  unbroken  undulatory  current  of  electricity. 
He  cannot  state  how  he  conceived  the  iuiiiiil  idea  of  the  uudulatory 
current  and  the  continuous  circuit,  or  subsequently  the  theory  of  any 
of  the  remarkable  devices  which  he  produces.  His  answers  to  questions 
intended  to  elicit  such  information  may  be  illustratetl  by  giving  one  of 
them: 

I  don't  remember  how  I  oame  to  it ;  I  had  beeo  expt-riraenllaK  in  that  direction ;  I 
don't  remember  of  getting  at  it  bj  accident  either;  I  don't  remember  of  any  one  tell- 
iai  me  of  It ;  I  don't  n^KMe  au  j  one  told  me. 
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He  prodnoeB  sketchee,  or  models,  or  originslB  of  ioatrncaeDte,  which 
he  says  he  made  from  time  to  time.  He  stated  that  they  were  ased  to 
talk  tbroDgb  on  variosB  oocasions,  and  frotn  these  ontlines  of  accom- 
plished facts  leaves  the  history  of  his  inveDtions  to  be  filled  oot  by  io- 
ferenoe  and  conjectnre.  An  iurentot  can  bardly  forget  the  process  of 
thoQfcht  by  which  a  great  intellectaal  conception  germinates  and  ma- 
tares  into  tbe  consammate  achievement ;  but  Drawbangb's  memory  is 
a  blank.  If  the  nntntored  mechanic  edncated  himself  into  ao  accom- 
plished electrician  by  his  own  experiments  and  observations,  the  inci- 
dents and  phenomena  which  revealed  new  discoveries  and  illnmined 
the  way  for  new  advances  wonld  be  indelibly  impressed  upon  his  mind. 
It  seems  a  little  short  of  tbe  miracnlons  that  a  mau  of  his  capacity  and 
equipment  shonld  have  produced  these  inventions  at  all,  more  niarvel- 
ons  still  that  be  shonld  have  produced  them  without  any  intellectaal 
peroeption  of  his  discoveries. 

Another  group  of  important  tacts,  which  are  satisfactorily  shown  by 
the  proofs,  are  those  which  indicate  Drawbaugb's  own  knowledge  that 
he  was  not  an  original  inventor  of  the  telephone.  Ueference  has  been 
made  to  some  of  tbe  evidence  bearing  npon  bis  neglect  to  patent  or 
caveat  his  invention,  in  discussing  the  question  of  bis  credibility  as  a 
witness.  If  no  honest  and  reasonable  explanation  can  be  given  for  his 
oondnct,  tbe  inference  is  very  strong  that  he  knew  be  did  not  have  a 
practical  telephone  to  patent.  He  may  have  bad  a  talking-machine, 
which  was  well  calculatett  to  excite  the  onriosity  of  the  oommanity  in 
which  be  lived ;  he  may  have  indulged  in  expectations  that  ia  time  he 
could  succeed  in  making  a  practical  speaking-telephone  and  reap  fiune 
and  profit  ttom  it;  but  hia  condnot  is  almost  decisive  against  t^e  sup- 
position that  lie  had  oven  deluded  himself  with  the  belief  that  be  had 
produced  anything  sufficiently  practical  and  valuable  to  patent.  He 
never  attempted  to  exhibit  it  outside  of  bis  own  shop  to  prove  that  it 
would  trauamit  speech  at  a  distance  of  even  a  quarter  of  a  mile. 

The  proofs  show  that  during  all  the  years  from  1807  to  1S78  he  did 
Dot  attempt  to  avail  himself  of  o])porCnnities  for  demAnstrating  his  in- 
vention and  bringing  it  to  the  notice  of  friends  who  were  pecnliarly 
qualified  to  aQpreclate  and  were  favorably  circumstanced  to  assist  him. 
One  of  these  persons  was  Mr.  Kiefer,  who  resided  at  Harrisbnrg  from 
1863  to  1881,  and  during  that  i>enod  had  charge  of  the  telegraphs  of  the 
Pennsylvania  Railroad  Compauy,  and  wua  a  member  of  a  firm  whose 
business  was  the  manufacturing  of  flue  electrical  machinery.  In  1S73 
he  put  up  a  flre-alarni  system  for  that  city.  Drawbaugh  made  bis  ac- 
quaintance in  18T4  or  1875,  aud  brought  bis  magnetic  flre-alarm  to  Ur. 
Kiefer  for  examination.  At  another  time  hu  brought  the  works  of  his 
electric  clock.  He  visited  Mr.  Kiefer  on  various  occasions,  obtained 
small  supplies  from  him,  and  habitually  conversed  with  him  npon  Uie 
subject  of  bis  electrical  coutrivaiices.  The  period  of  these  visits  begins 
jnst  about  the  time  when,  according  to  the  theory  oS  the  deftodaota, 
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Dnwbsngh  had  oonfltraoted  Ezbibits  B  and  D,  and  the  iuveDtioa  was 
eomplete.  He  nerer  mentioned  to  Hr.  Kiefer  the  fact  that  he  had  ex- 
perimented with  a  telephone.  Mr.  Wilaoo  waa  saperintendrat  of  tele- 
snpbs  for  the  Northern  Oeatral  Bailway  Oompany  at  Harrisborg  from 
1864  to  1875.  He  was  also  mayor  of  HarrisborK.  The  company  had 
•a  eleotrical  workshop  and  snpply  establishment  there  for  Mr.  Wilson's 
department  between  1871  and  1875.  Dortng  this  time  I>rawbaagh 
often  oame  to  the  snpply-shop  and  talked  with  Mr.  Wilson  abont  elec- 
trical experiments,  and  obtained  parts  of  batteries,  coils,  magnets  and 
other  electrical  material  which  the  company  had  oast  aside.  He  brought 
Mr.  Wilson  his  eleotrio  dock  and  his  magneto-electric  key,  and  tried 
his  machine  for  short-line  telegraphing  at  Mr.  Wilson's  office.  He 
talked  with  him  fteqaently  abont  his  inventions,  bnt  he  never  meo- 
tioned  tlie  telephone.  His  relations  with  David  A.  Hoaok  were  aaoh 
that  the  latter  procured  him  an  opportunity  to  test  his  magneto-key 
at  the  telegraph-ofitce  of  the  railroad  company  at  Mechaniosborg. 
Mr.  Stees  was  the  snperi&teadent  of  a  oar  oompany  at  Harrisbarg 
having  shops  in  different  parts  of  the  city  connected  by  telegraph 
lines.  He  was  the  first  person  to  employ  Bell's  telephone  on  these 
lines  when  they  were  introduced  into  Harrisbarg  late  in  1H77  or  early 
in  1878.  He  whs  a  friend  of  Drawbaogh,  and  Drawbangh  wonld  nator- 
ally  have  applied  to  him  if  he  wanted  to  test  his  telephone  publicly  (wd 
practically.  Isaac  Lloyd  was  a  school-teaoher  and  an  alderman  at  Hai^ 
risborg;  had  known  Drawbangh  long ;  was  accustomed  to  visit  his  ehop 
flrom  time  to  time;  saw  many  of  Drawbangh's  inventions;  was  present 
on  one  occasion  when  Drawbangh  experimented  with  his  magneto  de- 
vice for  telegraphing  at  Mr.  Wilson's  telegraph-offlce.  Drawbaagh 
visited  him  fiteqoently,  and  they  were  aconstomed  to  converse  about 
Drawbongfa's  inventions.  Drawbaugh  showed  him  his  dial-telegraph, 
his  electric  fire-alarm  apparatus,  and  numerous  other  inventions.  Wit- 
ness assisted  bim  abont  the  electric  clock.  He  was  an  owner  of  patents, 
and  a  friend  to  whom  Drawbangh  applied  for  loans,  and  was  interested 
in  mechanical  sabjects  generally.  The  only  mention  ever  made  to  him 
by  Drawbaugh  abont  a  telephone  was  in  1878,  when  Drawbangh  told 
bim  he  was  experimenting  with  a  telephone.  From  1867  to  July,  1673, 
Drawbaagh  was  intimately  connected  with  the  persons  composing  the 
Drawbangh  Manufacturing  Company,  which  was  engaged  in  mannfttct- 
oring  devices  under  Drawbangh's  patents.  He  was  a  stockholder  and 
the  master  mechanic  of  this  company.  Among  the  ofBcers  and  stock- 
holders were  many  men  of  capital  and  enterprise.  There  came  a  time 
when  the  managers  of  the  company  wanted  Drawbaugh  to  suggest  new 
devices  for  the  company  to  maunfacture.  He  never  suggested  the  tel- 
ephone nor  attempted  to  induce  the  managers  of  that  company  to  in- 
vestigate or  exhibit  his  tatking-machine.  A  number  of  the  managers 
and  MDpIoyte  of  this  concern  testify  that  they  never  heard  of  the  exist 
CBoe  of  the  talking-machine  daring  the  life  of  the  oompai^r-  Without 
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attempting  to  refer  to  other  testimony  to  the  same  general  effect,  vb*t 
has  already  been  referred  to  shows  that  if  DrawtMrnjcb  had  seriously 
desired  to  bring  hia  talking-maohine  into  pnblio  notice  and  secare  the 
flraits  of  his  iDvention,  he  had  ample  opportanity  to  do  so.  Who  can 
doubt  that  if  he  had  a  practical  telephone  to  exhibit  he  would  hare 
selected  J  ostsucb  men  as  Kiefer,  Wilson,  and  the  others  to  demoDsCrate 
tt  to  them,  and  enlist  tham  to  demonstrate  it«  utility  and  vslae  to  the 
pabliol  Such  an  invention  was  of  a  kind  well  calculated  to  excite  pnb- 
lio interest  and  to  impress  practical  men  with  a  quick  appreuation  of 
its  commercial  importance  and  its  pecaniary  value.  It  was  so  sofflcienUy 
perfected,  according  to  the  theory  of  the  defense,  that  a  patent  could 
have  been  obtained  prior  to  1870  to  secure  the  application  of  the  princi- 
ple and  to  compel  every  sabseqnent  inventor  to  pay  tribute  to  the  dia- 
ooverer  of  a  new  art  For  years  it  was  mechanically  perfect,  and  its 
efficiency  and  importance  as  a  great  fbotor  in  human  inteicoume  conld 
have  been  demonstrated  to  the  public  witiiout  appreciable  inconvenience 
or  expense.  Drawbaogh  fhlly  appreciated  its  importance  and  valae. 
He  had  the  means  to  patent  it  himself  and  friends  to  assist  bim  in  intro- 
daoing  it  into  pnblio  use.  He  had  the  talent  to  induce  others  to  invest 
in  bis  inventions.  "So  explanation  is  possible  why  under  snch  cinrnm- 
Itances  his  efforts  should  have  left  no  mark  upon  Uie  annals  of  inventive 
progress,  and  given  no  evidence  of  life  beyond  the  idle  cnriosi^  his 
talking-machine  excited  in  the  circle  of  his  admirers  during  all  these 
years.  His  condnct  is  more  persoasive  to  sbow  that  he  did  not  have  a 
practical  operative  telephone  than  the  testimony  of  a  multitude  of  wit- 
nesses who  may  have  seen  and  beard  talkiug-maubines  at  his  shop 
during  this  period.  But  the  complainant  has  given  evidence  of  his 
deelarations  made  by  him  before  he  had  any  interest  to  pervert  the 
truth,  which  afford  a  reasonable  explanation  of  his  oondaot,  and  go  far 
to  explain  how  the  testimony  of  the  corroborative  witnesses  may  be 
reconciled  with  the  truth. 

In  ISTi-TS  Drawbau^h  issued  a  business  card  advertising  himself  as 
**  inventor,  designer,  and  solicitor  of  patents."  On  the  back  of  this 
oard  is  printed  a  list  of  bis  inventions,  as  follows; 

Btare heading  nndahitigte cotter;  barrel maehinerjr;  dtaTfr-jointiDg Diaehine ;  ma 
and  red  ataff  fur  leveling  face  of  milUtoDea ;  rine  aod  driver  Tor  mnQing  millatoiie: 
■ftil-miHibiDerf  for  feediug  anil  plates;  pain  pa,  rotary  and  otbers;  bydr*alia  nun; 
the  Drairbaogb  rotary  ineMnring  fanoet;  oupet  rag  looper;  electric  clock  and  mag- 
netO'electric  macbine  for  ahort-lioe  telpgrapbiog  and  ftie-alarm,  and  propelling  elea- 
ttio  clocka. 

He  take»  paius  to  say  of  this  magDcto-machine  on  his  card  thai  it 
"can  be  applied  to  any  form  of  electric  movement,  and  dispenses  with 
a  galvanic  battery."  He  had  obtained  patents  for  some  of  these  inven- 
tions, but  had  not  for  others.  He  vriis  then  experimenting  with  his  elec- 
tric clock  and  with  bis  magneto-macbiuo  for  short-line  telegraphing. 
Are-alarms,  &c.,  and  included  them  in  the  list  of  his  inventions.  The 
omission  to  mention  the  most  important  one  of  all  his  iuveotioos— ooe 
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ntpeotiBg  which,  according  to  his  pnunt  tentimony,  there  had  not  beeo 
>  week  from  the  time  he  mode  hli  first  cap-machine  that  he  had  not 
been  engaged  with  it,  one  which  was  complete  before  hla  electric  dock 
was  complete — is  a  signi&cant  statement  by  implication  that  he  had  do 
sacb  iDvention  to  advertise.  It  is  to  be  remembered  that  when  he 
obionioled  bis  achievements  in  the  antobiographical  sltetoh  of  1878  the 
Bell  telephone  had  been  Introdaced  into  commercial  use  at  Harrisbarg, 
three  miles  from  Drawbaagb's  shop,  and  the  local  newspapers  bad  been 
fhll  of  the  snl^feot.  The  oarsorj'  allngion  iu  tbat  aotoliiography  to  "  wv- 
era)  kinds  of  telephones"  is  in  striking  contrast  with  the  elalrarate  de> 
scriptioD  of  the  electric  clock,  and  wholly  inconsistent  with  the  theory 
that  he  deemed  himself  to  be  the  originator  of  the  telephone,  which  at 
tbat  particular  time  was  a  topic  of  aniversal  interest. 

lo  Ills  testimony  given  in  1879  in  the  interference  proceeding  with 
Hoack,  although  lie  did  not  inolnde  the  talking -machine  in  the  category 
of  his  snoceesfnl  inventions,  iu  the  coarse  of  his  testimony  he  produced 
a  sketch  of  his  fancet  and  stated  that  he  made  it  "  about  1874  to  1870, 
when  I  was  ezperimentiug  on  telephones  or  iibonagrapbs,"  He  repre- 
sented himself  not  as  an  inventor  of  that  which  be  ia  now  claimed  to 
have  perfected,  bat  as  an  experimenter  with  a  "telephone  or  pfaono- 
giaph."  It  ia  instructive  to  read  this  statement  in  Juxtaposition  with 
a  statement  made  by  him  to  Mr.  Mattbews  in  the  preceding  year.  Ur. 
Matthews  was  the  managing  editor  of  the  Baltimore  American,  and  in 
April,  1878,  made  a  visit  to  Drawtmngfa  at  his  shop  to  see  Drawbaagb's 
magnetic  clock  in  oonseqaenoe  of  information  received  from  a  corre- 
•poDdent.  He  was  a  caiefnl  observer,  who  went  there  obvioasly  for  the 
pnrpoae  of  writing  an  article  for  bis  paper.  That  his  memory  is  uot 
nsiully  retentive  and  aocarate,  and  that  he  is  a  careful  and  consctentiont 
man,  Is  apparent  from  a  letter  written  by  him  in  December,  1SS3,  after 
the  proofs  in  the  case  had  been  closed,  and  in  which  he  mauifeats  a  de- 
sire to  correct  certain  errors  of  detail  in  his  deposition.  Upon  that  visit 
his  attention  was  chiefly  directed  to  the  clock,  bnt  be  examined  Draw- 
baugh'aother  inventions  and  conversed  with  him  about  thorn,  and,  among 
other  things,  converged  about  the  telephone.  DrawbaugU'a  statement 
to  him  on  that  occasion  was  that  be  had  invented  appitratus  to  send 
messages  by  means  of  an  alphabet  fonndtKl  u[)on  difference  of  sounds. 
He  did  not  profess  to  be  the  inventor  of  the  8t>eaklug-telepbone,  or  an. 
sert  that  he  had  ever  transmitted  Bi>cecb  snccessfully  with  bis  apparatus. 
He  said  that  the  idea  of  transmitting  sounds  iu  this  manner  was  not 
new,  and  tbat  he  bad  read  of  it  some  years  liefore  iu  a  publication  trans- 
lated fironi  the  French,  and  he  denied  Belt's  right  to  claim  the  iuventloa 
of  the  telephone  beciuiiM  of  that  publication.  Iu  tlie  article  foamled  oa 
that  Inten'iew,  which  Mr.  Mntthews  snbsequontly  wrote  forpnblicatioa 
in  the  Baltipiore  American,  he  adverts  to  the  several  useful  a^ricultaral 
and  mechanical  devices  patented  by  Drawbangh,  and  nddii:  ,\,-, 

It  iii»7  ba  nieutioiiod  tUat  Hr.  DrAvrbMigl)  coDstnidod  n  rude  telephone  loug  bafor* 
Mr.  Bifiaoa  looniMl  np  na  the  "  Imih"  iiivt^iitiir.     lie  nsver  expectotl  to  tad  artio- 


500  DBCI8ION8  OP  V.  S.  COUBTS   TK  FATEST  CASES. 

late  •ooiids  OTCT  m  magnetlMd  win ;  bat  he  bellersd  tbat  an  alphabet  eonld  ba  *r- 
nmged  after  the  manner  of  the  mudcal  Male,  and  that  niMUgee  ooaldbe  trsnnnitted 
and  understood  b;  the  variations  of  tone  and  piteh.  This  nnlettered  nteohaaie  came 
ver;  near  anticipating  Edison  and  Bell  In  the  invention  of  the  telephone,  and  aorh- 
iag  bat  hie  poverty  prevented  him  from  oondncting  his  experimenta  to  a  anooewiflil 
issne. 

His  advertising-oard,  his  testitnony  before  the  Patent  OfSce,  his  auto- 
biography, and  hia  stAtement  to  Matthews,  aathenticated  in  writing, 
irere  all  made  when  he  had  no  pecuniary  interest  to  color  the  facts,  and 
npoa  occasions  when  he  was  anxious  to  preseat  iiimself  in  the  most 
favorable  ligbt  aa  an  inventor,  and  they  were  all  made  after  his  talli- 
ing-machine,  according  to  the  theory  of  the  defendants,  was  a  perfect 
invention  and  known  to  be  sncb  by  many  of  his  friends  and  ueigbbora. 

These  are  declarations  evidenced  in  writing,  and  one  of  them  made 
under  oath,  which  point  in  but  one  direction.  They  are  oousistent  with 
his  conduct.  They  show  that  he  nnderstood  himself  to  be  an  experi- 
menter with  telephones  or  pboDograpbs,  bat  not  the  inventor  of  the 
speaking-telephone. 

The  complainant  has  supplemented  this  evidence  by  the  testimony  of 
other  substantial  witnesses  who  bad  favorable  opportunities  to  know 
what  Urawbaugh  had  invented,  and  who  deftcribe  what  they  saw  aud 
did  not  see  at  his  shop,  and  narrate  what  be  said  about  his  talkin(r-ma- 
ehineson  varions  f>ccasions.  The  testimony  indicatea  that  at  as  late 
a  period  as  in  1878-'70  Drawbaugh  was  an  experimenter,  bat  not  the 
author  of  the  parent  invention,  nor  one  who  had  perfected  any  valoable 
improvement  upon  it,  and  is  in  anbatantial  accord  with  his  statement 
to  Mr.  Matthews  an'l  his  testimony  in  the  interference  prooeedingB. 
^yhat  gives  point  and  force  to  this  testimony  and  parries  the  ordinary- 
objections  to  the  reliability  of  verb^il  declarations  is  that  these  witnesscK 
are  persons  who  would  have  been  forcibly  impressed,  because  of  their 
interest  in  the  particular  subject,  by  any  assertion  by  Drawbaugh  that 
he  was  nn  inventor  of  the  telephone.  During  the  time  in  question 
Drawbaugh  had  friendly  relations  with  the  aewspai^rs  of  the  vioinjty, 
his  friends  were  frequently  communicating  laudatory  notices  of  his  me- 
chanical and  inventive  efforts  to  tlie  press,  and  he  himself  visited  one 
of  the  newspaper  offices  in  the  sjtriug  of  187S  to  show  a  telephone  he 
had  made.  These  newspapers  hud  published  articles  about  the  Bell 
telephone;  but  up  to  the  spring  of  187S,  while  m»ny  notices  had  been 
published  in  tbcin  about  his  electric  clock  and  other  inventions,  describ- 
ing him  as  a  man  of  extriiordiaary  genius,  there  had  beeu  no  lueation  of 
the  telephone,  and  when,  in  the  spring  of  1878,  the  subject  was  meotitHied, 
he  was  referred  to  as  one  who  was  "  inventing  a  telephone  on  a  differ- 
ent p^n  from  that  now  occupying  the  attention  of  the  scientists,"  and 
as  about  completing  "  the  new  telephone  he  is  now  constructing."  In 
this  connection  it  is  to  be  noted  that  soon  after  telephones  were  intro- 
daoed  in  Harrisburg,  late  in  1877  or  early  in  1878,  Drawbaugh  visited  the, 
>Uoes  where  the^  were  used,  examined  the  inside  of  the  inatroment, 
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Mid  borrowed  one  to  take  taome,  which  he  kept  for  several  days,  and 
the  instranieiit  which  he  borrowed  bean  a  close  resemblaace  in  appear 
uoe  to  Exhibit  A,  which  it  in  asserted  he  had  made  in  1873  or  1874. 

No  extended  reference  will  be  made  to  the  testimony  of  other  wit- 
nesBes,  mdt  as  Mr.  Weaver  and  Mr.  Grissin^r,  showing  declarations 
of  Drawbanf^h  made  afl«r  the  Bell  telepboue  was  in  commercial  nse  to 
the  effect  tbat,  althongb  he  had  exiterimcnted  on  the  telephone  yearfi 
before  Bell,  he  bad  obtained  no  satisfactory  results. 

It  remains  to  consider  what  effect  is  to  be  giveu  to  the  testimony 
of  the  mnltitade  of  witnesses  who  have  been  pmdnceil  to  substantiate 
the  defense.  Disregardtng  the  testimony  wbicb  is  merely  heni-say,  and 
therefore  incompetent  as  evidence  of  the  main  fact,  the  testimony  of 
mauyotber  witneasesisoverthrowiiby  tbepnlpableimprobabilityof  their 
statements,  or  by  the  contradictions  between  theirstatementA  and  those 
of  other  witnesses  for  the  defendants  apon  sabstantiative  jtoint^*,  or  by 
BocceHsfUl  attaclcB  apon  tbeir  accuracy  in  the  rebutting  testimony  of  the 
complainant.  There  still  remains  a  formidable  number  of  witnesses  who 
testify  to  seeing  or  using  Dmwbaugh's  talking-machine,  and  some  of 
whom  identify  particnlar  exhibits  as  the  instruments  which  they  saw 
or  tried.  'So  doubt  is  entertained  that  Drawbaugh  was  expert tuenting 
at  an  early  period  with  telephones  or  phouogmphs.  He  knew  about 
the  phonograph  or  phonautogreph  of  Scott  as  early  as  in  1S((3.  Tbu 
meutbrane  diaphragm  excited  by  sonorous  waves,  and  the  mechanism 
of  the  phonograph  were  not  novelties,  and  among  the  diversity  of  in- 
veutiTe  poMibilities  had  probably  attracted  his  interest.  Prior  to  the 
isaoe  of  Bell's  patent.  Dr.  Van  De  Weyde  bad  made  public  experiments 
with  the  Keis  telephone  at  the  city  of  New  York,  and  others  had  mnde 
like  experiments  elsewhere.  In  Uay,  1809,  a  full  description  of  the  iu- 
stroment  and  of  the  experiments  was  published  in  the  newspaper  The 
Maoafoctarer  and  Builder,  treating  it  as  a  highly  interesting  curiosity, 
which  contained  the  germ  of  great  practical  pur|>oses.  Whether  other 
newspapers  noticed  the  experiments  or  not  is  not  shown,  uur  is  it  shuwa 
that  Drswbangb  saw  the  article  in  The  Maunfactur<>r  and  Builder.  It 
would  be  difficult  to  prove  the  circumstances  if  be  did  sue  it.  Some  socU 
publication  probably  stimnlated  him  to  exi>eriment.  If  be  made  asketch 
of  the  mechanism  at  the  start,  the  material  for  it  was  at  hand.  As  is 
stated  by  Mr.  Benjamin,  it  has  been  asserted  of  the  tteis  instrument 
that  certain  sounds  of  the  human  voice  can  be  transmitted  by  it,  but  in 
truth  these  are  merely  iVagmeniary  reproductions  of  vocal  sounds,  and 
the  transmission  of  articulate  speech  could  not  be  effected  because  it  was 
constnicted  cm  the  make-and-break  principle,  instead  of  on  that  of  the 
undolatory  nnbrokeu  cnrreot.  It  is  not  strange  to  any  reatler  of  the 
autobiography  that  Drnwbaugh  sliould  hnve  taken  up  the  telephone. 
That  he  and  those  about  him  should  have  treitteditasatiilking-maL-hine 
is  entirely  natural.  That  bis  talklng-machiiie  as  late  as  in  1S7G  bore  a 
striking  resemblance  to  the  Beis'  telephone  is  shown  by  Mr.  Shapley's 
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testiiDODy,  a  witness  wbo  noticed  tbe  resemblance  and  loaned  DrawbwiKl 
a  copy  of  the  Sci^utiflo  American  describing  it.  There  is  eooagh  her 
to  explain  Drawbangh'a  declaratioDS  to  his  neighbors  aboat  tbe  talking 
machine  he  was  inventing,  and  to  excite  the  ooriosttf  of  tiie  oominnnity 
A  carefal  reading  of  the  proofs  renders  it  easy  of  beli^  that  tbe  wit 
nesses  who  testify  about  casoal  visits  to  his  shop,  which  ooeurred  man; 
years  before  their  testimony  was  delivered,  and  to  cnrsory  testa  of  hu 
instrnments  on  those  occasions,  have  confused  the  fragmentary  and  in 
(coherent  articulation  of  snch  an  apparatas  with  the  heturing  of  distjod 
words  andaentences.  When  witnesses  andertske  (as  many  of  them  do 
to  give  the  exact  words  or  sentence  heard  in  the  iDstranient  five  or  tez 
years  before,  when  their  attention  was  not  called  to  the  snbjeot  after 
ward,  no  hesitation  is  felt  in  rt^ecting  saoh  statements  as  utterly  incred 
ible.  It  may  be  charitably  inferred  that  snch  a  witness  has  oonfkued  bit 
recollection  with  more  recent  impressions.  As  will  hereafter  be  ithown, 
the  proofs  demonstrate  that  most  of  the  witnesses  who  teeti^'  to  liaTing 
heard  distinctly  and  ooheiently  through  the  talking-machine,  all  tbost 
who  indicate  the  Exhibits  B,  F,  and  C  as  the  instrnments,  are  miatakon 
if  they  are  trntbful.  If  Dravbaugh  was  a  charlatan  he  may  have  as- 
sisted in  deluding  them,  and  the  proofs  show  that  between  1872  and  1874a 
Rtring-telephone  wasin  bis  brother's  shop  in  the  village.  The  bet  that  he 
never  attempted  to  exhibit  his  machine  outside  of  his  shop  where  it 
ooald  be  used  between  points  some  considerable  distance  i^tart  and, 
where  its  real  capacity  could  be  readily  observed,  is  significant  in  this 
coonectioQ.  The  more  importMt  testimony  is  thatby  whichitisaoaght 
Co  identify  the  several  exhibits,  and  show  their  existence  at  times  con- 
sistent with  the  theory  of  the  natnral  evolution  of  the  inventioo.  Tbe 
identifloation  of  particular  exhibits  as  seen  by  the  witnesses  among  the 
variona  objects  of  curiosity  at  Drawbaugb's  shop  several  years  befwe 
they  testify  is  necessanly  unreliable  when  it  is  attempted  by  obaerven 
who  had  no  knowledge  of  the  mode  of  operation  or  of  the  intomal  or- 
Kanlzation  of  the  instramonts.  Snch  witueesu  could  not  ^[Mreeiate 
what  tliey  saw  even  if  they  examined  the  instruments.  Host  of  the 
witnesseti  belong  to  this  class.  Indeed,  the  greater  proportion  of  them 
do  not  profess  to  identify  the  exhibits  ixwitively.  Some  are  more  eer- 
toiu  than  otfacrs  that  partioatar  exhibits  are  the  instniments  they  saw. 
Exhibits  F,  B,  and  0  are  fhigmentary  remains  of  iustraments,  and  their 
riilue  depends  ii|>ou  Drawbaugb's  descrlptioooftheoperative  parts  that: 
no  longer  exist.  Scores  of  witnesses  testify  to  seeing  the  tumbler  de- , 
rice  resembling  Exhibit  F  and  tbe  tin-can  de\ioe resembling  ExhiMtB, 
hut  the  irleiiti  Aciitinn  of  the  otiier  exhibits  prior  to  the  date  of  BelPs  pat^ 
erit  is  companttively  feeble. 

The  apitearance  of  Exhibits  F,  B,  and  G,  is  snfBoiently  peculiar  and 
distinctive  to  impress  the  meuiorj'  of  those  who  saw  them.  On  the 
other  hand,  tlie  other  exliibitn  are  not  of  this  character,  and  all  that  or- , 
tlinarily  the  wihiPHset.  can  safely  say  of  tliem  is  that  five  years  or  Bion  I 
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e  teati^ng  they  think  tbey  wtv  or  ased  a  smatl  mlnat  bot  ex- 
ternally lesanbling  I,  or  A,  or  B,  or  D.  It  mfty  be  Bud  geneit^y  of 
an  Ihe  teatimmiy  of  the  witnesMB  who  attempt  to  identify  exhibits  that 
it  ia  mini;  ralaable  when  it  pnweedB  from  those  who  nsed  the  Instnt- 
■tents  which  they  think  they  remember  and  obtained  results. '  They 
mnat  remember  the  resolts  obtained  maoh  better  than  tbemtaior  diflfar- 
«iioes  crfappearaaee  preeeoted  by  the  instniments.  Orantins  tiiat  Bx- 
Ubits  F,  B,  and  0,  wooU  be  likely  to  be  remembered,  what  shall  be 
Hrid  of  the  raloe  of  the  testimray  of  soores  of  witnesses  who  stete 
that  th^  tested  these  instniments,  or  saw  others  test  them,  and  thcf 
artienlated  perfeetly,  when  it  appears  by  the  most  mtheatic  teu  that 
tbeae  iostmrneiita  were  iaeapaUe  at  sach  articalation. 

InXaKh,  1882,  after  most  of  the  proob  to  the  ease  had  beentakw, 
» test  was  made  of  the  eapadty  of  the  exhibits  to  transmit  speech  in  the 
preeenoe  of  the  oonnsel  and  the  experts  fbr  the  respective  parties.  It 
is  not  aeeniate  to  say  a  test  was  made  of  the  exhilHts ;  bat  reprodiw- 
tion  of  F,  B,  and  G,  were  made  by  Drawbaagb,  and  as  reliabilitated  by 
liiBi  were  wed  fn-  the  test  Whether  these  were  honest  reprodoetions 
BO  one  can  tell,  bat  snoh  as  they  were  they  were  experimented  with  by 
Drawbaagfa  before  they  were  snttjected  to  the  test.  Whatever  else  that 
rest  demonstrated,  it  proved  that  artionlftta  speech  oonld  not  have  bees 
iwaetieallyoomnanicated  tbrongh  Exhibits  P,B,andOatDrawbaagh*s 
shop  under  similar  oonditions,  and  that  only  fVagmentarj-  or  incoherent 
■peeeh  oonld  be  occasi<mally  and  exceptionally  rendered  by  the  repro- 
dnoed  instmments  which  bad  been  experimented  with  imvately  b^re 
the  pnUio  test  The  proob  show  tiiat  aU  along  to  1878,  Drawbaa^ 
«xhiUted  his  eadier  iDstrnments,  F  and  B,  to  spectators  and  osed  thess 
an  his  talUng-machine,  sometimes  showing  or  nsing  both  together,  and 
■ometimesoneoftbem.  .The  testimony  of  the  defendant's  witneMea — 
Springer,  Hoore,  Mosser)  and  Baylei^^  pertinent  apon  this  point,  and 
kaa  beenrefemd  to.  Howisittobeexplainedttaatheosed  thesecrade 
instniments  in  1879  and  1876  as  his  talklng-maohine  if  he  bad  the  bet- . 
ter  iDstnuDcnts,  especially  sach  instniments  as  B  and  D  T  Bat  in  view 
of  the  foot  now  diown  tiiat  theseeariier  exhibits  are  inoapable  of  satjs&o- 
toiy  articalatioD,  what  oonfldenoe  can  be  placed  in  the  rest  of  the  tes- 
timony prodaoed  to  identify  exhibits  1  If  the  witnesses  are  mistaken 
lu  identifying  these  very  cbaractoistic  iostraments,snd  in  recalling  the 
reanlts  obtained  throagfa  them,  little  reliance  can  be  placed  upon  the 
HlMitifleation  of  the  other  instruments,  or  npou  the  statement  of  the  re- 
salts  which  the  witnesses  think  were  obtained  throagh  them.  If  these 
witueeses  are  mistaken  in  the  dates  which  they  fix  for  the  occasions 
they  speak  of,  their  testimony  can  be  reconciled  with  all  the  probabil- 
ities of  the  case.  And  the  reasonable  explanation  of  their  testimony 
».  that  those  witnesses  who  really  saw  or  ased  the  latter  exhibits  did 
so  in  1876,  1877,  1878,  and  later,  iuMoad  of  on  earlier  occasions. 

Ue  prooft  on  botii  sides  lead  tothp  general  concloBiou  that  Drawbangh 
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mw  Dot  SO  mlginal  ioventor  of  the  speakiog-telepbone,  bat  had  been 
an  experimenter  withoat  obtaining  practical  resolta  nnti)  the  intiodnc- 
tion  of  the-iDStniiDents  into  Harriabarg.  It  is  veiy  probable  that  after 
reading  in  the  Scientific  AntericaD  loaned  to  him  by  Mr.  Shapley,  io 
October,  1876,  the  article  pnrportiDg  to  deaciibe  BelPe  telephooe,  bat 
'  which  really  dcBoribee  better  the  Ueis  apparatus,  be  undertook  to  im  - 
prove  his  old  deviceB.  At  that  time,  or  after  he  had  examined  the  tele- 
phone instnuuente  at  Hanisbarg,  aodcarriedoneof  themhome  to  stady, 
he  may  have  altered  the  organization  of  hia  iustnunent,  and  made  the 
intermediate  exhibits  between  F  and  D.  If  he  exhibited  them  at  bia 
shop,  and  was  able  to  transmit  speech  tbrongh  them,  this  fiict  will  ac- 
oooot  for  the  testimony  of  the  witnesses  who  identify  theoe  exhibits, 
and  may  be  mistaken  as  to  the  time  thef  aaw  them.  The  real  history 
oChis  talking-machine  is  known  only  to  himself,  and  it  will  not  be  prof- 
itable to  conjeotare  when  be  made  the  advanced  instniments  which  he 
daims  to  have  made  in  Febmary,  1875,  and  the  later  instrnments-  It 
may  be  that  in  discrediting  his  narrative  and  rejecting  the  theory  of 
the  f^ts  which  rest  ppon  it  the  valoe  of  the  oorroborative  testimony 
has  been  onderestimated.  However,  this  may  be,  no  donbt  ia  epter- 
tained  as  to  the  conctnaion  which  ehonld  be  reached  apon  the  proofii. 

Saccioctly  stated  meet  favorably  for  the  defendants,  the  case  is  this: 
One  hnndred  witnesses,  more  or  less,  testify  that  on  one  or  more  occa- 
sioDS,  which  took  place  from  five  to  ten  years  befbre,  they  think  they 
saw  this  or  that  device  nsed  as  a  talking-machine.  They  are  ignonuit 
of  the  principle  and  of  the  mechuiical  cooatrnotion  of  the  iiistmmeots, 
bat  they  heard  speech  throagh  them  perfectly  well,  and  throogh  one 
■et  of  instmmentfl  as  well  as  the  other.  This  oaae  fa  met  on  the  imrt  cf 
the  complainants  by  proof  that  the  instruments  which  most  of  the  wit 
nesses  think  they  sa^  and  heard  through  were  incapable  of  bwng  heard 
throagh  in  the  manner  described  by  them,  and,  farther,  that  the  man 
who  knew  all  abont  the  capacity  of  his  instniments  never  attempted 
to  use  them  in  a  manner  which  would  demooatrate  their  efficieuey  and 
commercial  ralne,  bat,  on  the  contrary,  for  ten  years  after  he  conid  have 
patented  them,  and  for  five  years  after  they  were  mechanioally  perfect 
knowing  all  the  time  that  a  fortune  awaited  the  patentee,  and  with  no 
obstacles  in  his  way,  did  not  move,  but  calmly  saw  another  obtain 
a  patent  and  reap  the  fame  and  proUt  of  the  iDventioo. 

Witboat  regard  to  other  features  of  the  ease,  ft  Is  saflBoieat  to  aaj 
that  the  defense  is  not  established  so  as  to  remove  a  fbir  doubt  of  its 
tenth,  and  soch  doubt  is  fatal.  The  observation  of  an  eminent  oom- 
mcDtotor  may  be  quoted  as  apposite  to  the  case : 

No  form  of  jndlclAl  evidence  is  iafalllble,  however  itrong  In  itulf.  The  d(i|[t«a  of 
.■nuMcerMaltiDgfrom  it  anionnttODly  to  an  indefinitely  high  degree  irfpnbabililj. 
Hidperbapaaaiii*nrerTODM)tiBjudgmentshsTebikeiipl»c«onfitlaeorntuUkeDdir«rt 
testimony  aa  on  presumptive  proof.     (Bosfa  Ev.,  uto.  464.)  | 

A  decree  ia  ordered  for  complainant. 
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I  tlmtad  BUtw  Clnnlt  Coort-ITorUwn  IMHilM  of  nUna 

OiLBBBT  V.   WeIB  PLOW  CoSCPANY 

ZtwtdMl  JVMWMftfr  !H,  ISM. 

99  O.  G.,  1139. 

1.  TtMAntoUimiti  th«pat«iit  toRobiDsnn,  No.  i^.tlJ,  forati  ImprovMnentln  wbNl, 
gmog,  and  beaah  plowa,  is  ufulloiTH;  "Th«  comblnatton  of  the  uignlmr  lerei 
A,  Tfttehet  C,  Bprlug  B,  with  the  pitmaa  D,  »nd  ilidiug  ftxle-arm  E,  In  the  dmh- 
nerdeuribed,  and  for  the  pnrpose  aet  forth."  "The  manner  described"  is  the 
niMinerar  raising  and  lowering  the  sliding  axle-arm,  and  "  the  purpose  mC  fuHh" 
is  to  regaUt«  the  depth  of  the  fniTDir  in  plowiag.  Seli  that  sneh  elaim  is  In- 
Talid  in  rlew  of  the  state  of  the  art 

9.  E*rli«r  patents,  all  showing  sliding  axle-tree  arms  and  varioos  devieea  for  taising 
them— as  aserew,  a  toothed  segment-leTer  and  a  raak,  a  lever  and  an  eeoeDtiie, 
a  bent  lerer  and  a  obain'-and  one  of  them  having  a  ratchet,  the  segment-lever 
and  rack  nqniring  no  pitman,  and  the  sorew  reqniring  no  nitohet,  the  bent 
lever  and  ohain  being  the  equivalent  of  an  angntor  lever  and  pitman,  and  the 
ipriDg  being  an  obvlona  meohanlcal  neceesity.  It  fbllows  that  these  variona 
patenU,  takeif  together,  have  all  the  elements  of  Boblnaon's  ooroblnatlon,  and 
even  If  themlnoretementsof  Bobioson'sulsim — as  the  spring  and  the  pitman— 
ar«  not  fbnnd  In  any  of  theaeeariler  patents,  if  the  le vera  shown  In  snoh  patents 
supply  snah  parts  b;  their  peonllar  strnctnre,  and  make  the  spring  and  pitman 
irf  Robinson's  claim  nnneeeasory,  or  If  the  devices  shown  in  the  earlier  patenta 
an  interchangeable  with  the  eomblnation  of  Robinson's,  JTsIdthat  tfaera  wonld 
be  no  novelty  or  anything  which  rises  to  the  merit  of  Invention  In  Robinson's 
said  eomblnation. 

3.  AHhongh  the  earlier  patents  of  Towles  were  for  wheel-onltivatora,  and  the  nse  of 

tbe  axle-raising  devices  tn  them  was  to  raiee  the  enltlvator-teetb  ont  of  the 
gronnd,  and  even  if  the  Towles  machines  wen  not  practical  machines,  .vet,  as 
tbey  show  axle  raising  devices,  Bil4  that  these  Towles  patents  are  admiMittle 
fbr  the  pnipoee  of  detemining  tbe  novelt;  of  Robinson's  patent  and  of  limit- 
ing his  claim. 

4.  "Hw  deCsndant's  sniky-phiw,  nring  a  link  instead  of  a  pitman,  and  holding  tlw 

leveron  the  ratchet  by  a  trigger-spring  Instead  of  a  flat  spring,  the  sliding  asle- 
arm  and  the  laver  being  fannd  In  earlier  patents,  HbU  thatanoh  anlky^plowa 
did  not  Infringe  Robinson's  first  claim. 

Mr.  Qeorgt  W.  Dj/er  for  the  complainant. 
Jf««n.  Wmt  A  Bond  for  tbe  defendaot 

Blodobtt,  J. ! 

This  tB  a  salt  to  reatrain  the  iDfirlngement  of  Patent  No.  88,413,  lasned 
as  of  March  33, 1860,  to  John  O.  Robinson  for  an  Improvement  in  gang 
and  trench  plows,  and  for  an  accounting  for  profits  and  damages.  This 
patent  covers  Beveral  devices,  bnt  the  only  one  in  controversy  in  this 
rait  is  what  Uie  patentee  describes  as  a  device  for  adjusting  the  depths 
of  the  ftirtows.  It  consists  of  a  movable  arm  or  wheel  jonmal  for  the 
rigbt-hand  or  furrow  wheel,  with  an  angular  lever  so  connected  with 
this  movable  arm  that  this  wheel-arm  can  be  r^sed  above  or  lowered 
below  the  center  of  the  wheel.  Tho  wheel-arm  or  Journal  is  fostened 
horiiontally  to  a  grooved  vertical  plate,  which  is  arranged  to  move  oa 
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a  plate  fixed  vertioally  to  the  eiid<tf  the  axle,  and  an  angnlar  lever  fol- 
«ninied  on  the  axle  is  oouDected  by  a  pitman  irith  the  groored  plate 
which  oarrlea  the  wheel,  so  that  the  axle  may  be  raised  or  lowered  by 
tike  moTement  of  thia  lever  and  h^d  in  position  by  engaging  the  lever 
in  the  notches  of  a  ratcheted  bar,  with  whioh  it  is  held  in  engagement 
by  a  spring.  This  featnre  of  the  patent  is  covered  by  the  fint  claim, 
whioh  ta— 

1.  Tb«  eombiiMtian  of  the  kagoUr  l«Ter  A,  mtehet  C,  and  aprlBg  B,  with  the  pii- 
BUi  D,  Mid  ilfdliifi  kxle-tree  km  E,  In  the  idaiiiiw  dMorlbed,  md  fat  the  pnrpeae  set 
forth. 

The  defenses  are:  1.  That  the  defendant  doefi  not  infirlnge.  3.  That 
the  patent  is  void  for  want  of  novelty. 

The  proof  in  this  caw  shows  that  the  wheel-armB,  which  ooald  be 
moved  npon  the  end  of  the  axle  of  a  wheeled  oaltivBtor  or  plow  ao  as 
to  bring  the  axle  or  one  end  of  it  above  or  below  the  center  of  the  wheel, 
aie  old  and  well  known  long  prior  to  the  issue  of  this  patent  In  fkot, 
it  is  only  the  axle  inside  of  the  hob  of  the  wbeel  which  moves  up  or 
down  in  the  complainant's  device,  or  any  of  the  devices  shown  in  tlie 
proof,  as  the  wheel  always  rests  npon  the  gronnd  and  the  axle  is  the 
port  of  the  device  whioh  changes  its  poeltiou. 

We  find  in  the  patent  of  Joseph  Yowlesfor  a  unltivator,  issued  in 
Febraary,  1860,  a  wheel-spindle  vertically  movable  on  the  end  of  the 
axle,  the  slides  or  plates  to  whioh  the  spindle  or  wheel-arms  wwe  fixed 
having  a  rack  and  levers,  being  arranged  with  teeth  t«  engage  with 
the  teeth  or  cogs  of  the  raok,  ao  as  to  more  the  wheel-arm  up  or  down 
with  these  levers, 

Bobinson,  the  patentee  of  the  complainant's  device,  aleo  ubtained,  in 
December,  1860,  a  patent  for  an  improvement  In  plows,  wherein  be 
showed  a  wheel-arm  arranged  to  be  moved  np  or  down,  so  as  to  raise 
or  lower  the  plows ;  bat  he  showed  no  levers  tot  this  operatim,  the 
movable  plate  carrying  the  wheel-arm  being  held  in  place  by  pins  wbieh 
were  taken  out  to  make  the  adjastment  and  then  replaced  in  other 
holes,  as  provided. 

In  May,  1861,  another  patent  was  issued  to  Vowles  for  an  improve- 
ment in  onltJvators,  showing  the  same  device  for  a  movable  wheel-am 
that  was  shown  H  his  patent  of  Febraary,  1860, 

In  the  patent  of  Edwin  J.  Fraser,  issued  April  33, 1861,  fi>r  an  im- 
provement in  plows,  a  movable  wheel-am  is  shown,  by  which  the  axle 
is  raised  and  lowered  ao  as  to  adjoet  the  axle  horizontally  when  one 
wheel  is  running  in  the  furrow.  This  adjastment  is  made  by  means  ot 
a  lever  with  an  eccentric  or  sector  ftilommed  on  the  top  of  the  vertieal 
guide  or  socket  in  which  the  wheel-arm  was  moved. 

In  the  patent  grunted  to  J.  L.  and  W.  L.  Black,  Deoember  IS^  IMS, 
a  movable  wheel-arm  is  shown  nctaated— that  is,  moved  op  or  dowa— 
by  means  of  a  chain  fixed  to  the  slide  which  earned  the  movabk  wheal- 
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Ann,  wbieli  ie  worked  by  ft  bent  or  angnlar  lever  connected  witb  the 
chain. 

So,  too,  the  patent  issaed  to  A.  Hammond,  iaaaed  March  27, 1866, 
shows  a  wheel-arm  movable  up  and  down  by  means  of  a  screw  engag- 
ing in  ft  toothed  rack  on  the  plate  to  which  the  movable  arm  Is  ftzed. 

It,  therefore,  clearly  appears  that  devices  for  acljasting  the  height  of 
one  or  both  ends  of  the  axle  in  relation  to  the  center  of  tJie  wheel  when 
applied  to  onltivators  and  plows  were  old  before  the  patent  now  before 
the  oonrt  was  granted,  and  that  in  all  the  prior  patents  substantialty 
the  same  mode  of  secariiig  the  movabllity  of  the  axle  was  adopted— that 
is,  the  wfaeelftrnt  was  made  fast  to  a  vertical  plate  which  is  either 
grooved  so  as  to  slide  on  a  vertical  plate  fixed  to  the  end  of  the  axle, 
or  the  plate  fixed  to  the  end  of  the  axle  is  grooved  and  the  plate  fixed 
to  the  end  of  the  arms  slides  in  anoh  grooves. 

We  also  find  that  In  the  Yowles  iiatents  of  1860  and  1891,  the  wheel- 
arm  ia  aotaat«d  by  means  of  a  lever  having  a  toothed  segment  at  tbt 
end,  whioh  engages  with  the  teeth  or  cogs  of  a  rock  attaohed  to  the 
plate  which  carries  the  wheel-arm,  this  segmental  lever  being  ftilonimed 
on  a  pin  so  as  to  move  the  plate  np  or  down  without  the  aid  of  a  oon> 
neoting  look  or  pitman.  In  the  Fraser  patent  of  1861  a  sector  or  eooen- 
trio  is  applied  to  raise  or  lower  this  movable  wheel-arm.  In  the  patent 
of  Black,  December,  1866,  a  bent  or  angular  lever  is  shown  attaohed  to 
a  ohaio  oonneoted  with  the  sliding  plat«  fixed  to  the  wheel-arm,  and  it 
also  shows  an  arched  or  segment-shaped  notched  bar  so  arranged  as  to 
engage  witb  or  hold  the  lever  in  any  place  within  its  range — in  other 
words,  a  rotchet-bar. 

Here  we  have  in  theae  older  devices,  as  it  seems  to  me,  all  the  ele- 
ments of  the  first  claim  of  this  Bobinson  patent.  Vowles's  two  patents 
show  levers  with  segments  or  eccentrics,  and  the  teeth  or  cogs  on  this 
segment  engage  with  teeth  opon  the  plate  which  carries  the  movable 
wheel-arm,  so  as  to  raise  or  lower  the  wheel-arm.  This  segmental  lever 
is  tlie  eqnivftlent  of  a  bent  or  sngnlar  lever,  the  ronnded  or  segmental 
surface  with  its  teeth  or  ooga  making  it  anneoessary  to  use  a  pitmsn 
or  link  in  order  to  obtain  the  necessary  vertical  movement  of  the  plate 
carrying  the  wheel-arm..  In  the  Fi-user  patent  the  lever  and  sector  or 
eooentrio  performs  the  same  office  as  the  angnlar  lever,  and  is  the  me- 
chanical snbstitateor  eqnivaleutof  the  angalar  lever.  In  the  Black 
patent  of  186S  an  angnlar  or  bent  lever  is  shown  operating  with  a 
rotdiet  exactly  in  the  same  manner  and  for  the  same  purpose  as  the 
lever  A  and  ratchet  0  in  tiie  first  claim  of  this  Bobinson  patent,  while 
tihe  chain  performs  the  same  fnuction  aa  the  pitman  in  Bobinson's  oom- 
binotion.  It  is  tme  there  is  no  spring  shown  or  described  like  the 
spring  B  in  Bobinson's  patent,  bnt  it  is  so  palpable  that  a  lever,  in  or- 
der  to  operate  with  a  ratohe^  mast  have  some  device  to  hold  it  in  en- 
gagement with  the  ratchet  that  I  think  any  mechanic  wonid  asanme 
ftmn  Ml  examinfttion  of  the  drawings  of  the  BInck  patent  that  it  wu 
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intended  that  the  lever  shonld  have  saffloient  spriug  or  elsHticity  in  » 
flat  or  sldewise  directloa  to  make  a  separate  Bpring  anoeoeesiuy  as  a 
locking  device.  The  Hammond  device,  working  by  means  of  aorews, 
did  not  reqoire,  so  the  patentee  says,  any  device  for  locking  the  wbenl- 
arm  in  place,  as  the  screw  wonld  remain  as  it  shonld  be  Mt. 

The  problem  which  Yowlea  in  both  his  patents  and  Fraser  and  Bkusk 
were  attempting  to  solve  was  to  raise  or  lower  this  movable  whecl-ara 
by  means  of  a  lever  to  be  actuated  ttom  the  didver'a  seat  or  standing 
place.  They  all  nsed  sabstantially  the  same  device  for  making  the 
axle-arm  movable.  They  all  used  levers  which  were  either  angular 
levers  or  the  nsnal  and  well-known  mechanical  snbetitntes  for  the 
angalar  lever.  The  toothed  segment  of  Yowles  and  the  Fraser  lever 
with  the  sector  or  eccentric  at  the  end  are  all  nothing  bnt  angalar  or 
bent  levers,  while  Black  nsed  an  angular  lever  with  a  notched  ratchet 
to  hold  it  in  place,  the  chain  acting  as  a  pitman  having  side  elasticity 
enough  to  keep  it  in  the  notches  where  it  might  he  set  by  the  operator; 
bat  even  if  it  shonld  be  thonght  that  all  the  minor  elements  of  this 
claim  are  not  found  combined  in  either  of  those  older  devices,  it  is 
enough  to  say  that  the  levera  shown  supply  by  their  own  peculiar 
stxactnre  the  parts,  suoh  as  the  pitman  and  spring,  and  make  the  pit- 
man and  BiHing  of  Bobinson's  patent  nnnecessary.  Suppose,  for  iltna- 
tration,  that  Robinson  had  been  the  first  to  make  a  movable  wheel-arm 
on  the  end  of  an  axle,  so  as  to  give  to  a  plow  or  cultivator  the  means 
fi>r  adjusting  the  height  of  the  axle  above  or  below  the  plane  of  the 
center  of  the  wheel,  and  had  adopt«d  the  Yowlea  device  of  a  lever  with 
a  toothed  segment  and  cogged  or  toothed  vertical  plate,  would  not  any 
one  who  should  afterward  adopta  bent  lever  and  pitman  to  aooomplish 
the  same  result  be  held  to  be  a  moet  palpable  infdngert 

It  seems  to  me  these  old  devices  of  Yowles,  Fraser,  and  Black  are 
interchangeable  with  the  combination  shown  in  this  patent.  They 
were  all  old  and  well-known  devices  for  containing  the  desired  result, 
which  was  to  move  this  wheel-arm  up  or  down  by  means  of  a  lever,  or, 
in  other  words,  to  obtain  from  the  lever  the  desired  line  of  motum,  as 
dl  know  that  the  movement  of  the  end  of  a  lever  is  in  the  arc  of 
the  circle,  and  if  a  right  line  of  motion  either  vertical  or  horixontal 
is  required  It  is  obtained  either  by  c<^  or  a  link  about  an  angolv 
line,  and  these  inventors  prior  to  Bobinsou  .having  shown  by  their 
devices  how  this  conld  be  done,  thwe  is  no  novelty  nor  anything  that 
rises  to  the  merit  of  invention  in  the  combination  shown  in  tide  patent. 
This  Bobiiison  patent  shows  the  device  tor  raising  or  lowering  the 
wheel-rnn  as  applicable  to  the  forrow-wheel,  and  he  says  it  is  his  devioe 
for  regnlstiug  the  depth  of  the  fhrrows,  while  defendant's  plows  show 
the  adjusting  device  uiion  the  land-wheel,  and  defendant's  claim  is  that 
thlK  adjusting  device  has  nothing  whatever  to  do  in  their  orgaoixatioo 
with  regohUiug  the  depth  of  the  farrow,  but  says  It  la  solely  for  the 
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purpose  of  leveliug  tbe  axle  so  m  to  make  the  plows  ran  flat  or  level 
when  one  wheel  is  in  the  farrow  or  the  plow  is  ninaingr  on  a  side  hill. 

The  complainant's  experts  have,  at  oossiderable  length,  expoanded 
tbe  dynamios  of  plowing,  and  attempted  to  prove  that  the  depth  of  the 
farrow,  eren  with  a  plow  monnted  npon  wheels,  is  wholly  determtoed 
by  the  draft  from  the  clevis  at  the  end  of  tbe  plow-beam,  and  insist  that 
Robinson's  idea  of  regnlating  the  depth  of  the  plowing  by  the  height  of 
the  axle  is  all  a  fallacy.  It  will  be  noticed,  however,  thatinBoblason's 
ori^nization  hid  plow-beams  are  pluced  on  top  of  his  axle-tree,  and  I 
oaooot  noderstaod  how  the  depth  of  the  farrow  is  not  to  some  extent 
rontrolled  by  the  height  of  the  axle.  If  by  the  operation  of  the  drafl 
aiton  the  clevis  ther  plows  iiave  to  mn  more  shallow  than  the  limit  of 
the  height  of  the  beums  npon  the  axleadmits,  then  the  beaoimastcarry 
cleHr  of  the  gronud  the  wheels  aud  the  entire  stroctnre  of  the  whed- 
earriage,  while  it  is  plain  that  the  plow  can  under  no  circamatances,  no 
matter  wliat  may  be  the  relation  of  the  draft  fh)m  tbe  clevis,  mn  deeper 
than  is  allowable  by  the  axle  under  it — ^ia  other  words,  the  plow  most 
ran  level.  It  is  pivoted  on  the  axle;  if  it  is  to  go  deeper  than  the  level 
determined  by  the  height  of  the  axle,  It  moat  drop  its  rear  end  dowOf 
and  the  moment  this  is  down  it  l>egins  to  mn  oat  of  the  ground,  while, 
if  the  forward  end  drops  down  nuder  tbe  action  of  the  draft  from  the 
team  ou  the  clevis,  tbe  heel  or  rear  of  the  plow  rises,  and  it  mns  on  its 
**  point,^  HH  tbe  plowmen  say.  It  most  be  aduiitted  that,  even  if  Bobin- 
ROii  believed  that  at  the  time  he  made  his  invention  its  chief  merit  or 
otility  was  to  regnhite  the  depth  of  the  farrow,  and  it  has  turned  out  in 
praetice  that  be  was  mistaken  in  tliul  regard,  be  is  still  entitled  to  what- 
ever merit  there  is  iu  his  <levice,  even  if  it  does  not  operate  aa  he  ex- 
pected, and  therefore,  if  the  chief  feature  of  utility  in  hia  device  was 
that  of  leveling  tbe  axle,  so  as  to  malce  the  plow  run  level  or  flat,  he  is 
entitletl  to  that  merit,  if  it  was  his  invention;  but  we  find  that  Fraser,iB 
18(tl,  designed  and  nrrauged  bis  movable  wheel-arm  expressly  for  the 
purpose  of  tevelitig  his  plows,  while  Hurfe,  ia  18C3,  Black,  in  18C5,  and 
Hauioioud,  iu  1860,  changed  the  height  of  the  axle  for  the  purimse  of 
leveling  the  plow.  Vowles'»  machiues  of  LS(H>  and  18(il  were  both  cul- 
tivators, and  his  device  for  i-aisiug  aud  lowei-iug  the  nxle  was  to  lilt  the 
plitWH  or  cultivator- teetli  out  of  the  ground  for  tlie  purpose  of  turuiiig  at 
tUc  ends  of  tlie  rows  or  transporting  tlie  machine  from  field  to  field. 
The  i>oint  i»  made  by  complaiuaiit's  experts,  and  was  also  insisted  upon 
in  argnuient,  that  Vowles's  cultivators  were  not  practical  niachiues  by 
reason  of  their  size  and  complication  of  parts ;  but  I  apprehend  this 
does  not  atl'ect  the  question  for  which  they  were  cited.  Here  he  cer- 
tainly shows  in  his  specifications  aud  drawings  a  device  for  movable 
wheel-arm,  and  levers  for  actuatiug  them,  by  which  the  axle  can  be 
raised  or  lowered,  which  is  aa  equally  applicable  to  a  plow  as  to  a  cul- 
tivator. Indeed,  a  cultivator  is  but  one  form  of  a  plow,  and  I  think, 
therefore,  for  the  purpose  of  determining  the  qaeatton  of  the  novelQr  of 
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BobiBSOD'B  itatent  or  liniKng  its  elunu,  these  ealtivatiK'  patsati  «f 
Yovles  are  entirely  admiasible. 

Upon  the  qaeation  of  infriasfement,  I  do  uot  think  th«  devieeBaedby 
deboduit  for  raiRicf  or  loweriDg  the  wheel-arm  of  tiie  land-wheel  in 
their  plow  aliowa  the  same  eombinattoa  datraed  in  the  Bohnaaa  fmbtat 
for  raising  and  townrnf  hia  fbrrow-wbe^  became  the  defcadaak  dsea  not 
■M  what  can  be  teehnieally  called  a  "pitman,"  but  nsea  a  bait  lever 
eonneeted  with  the  sliding  plate  by  a  link ;  and  defendant  holda  the 
lerer  in  place  on  the  ratchet  by  a  trigger  and  spring,  whicA  ia  diflteent 
in  its  actiOB  and  eonstractian  from  eomplmnwit's  flat  ^rwg  B,  wftdleit 
eleatiy  appears  from  the  preof  that  the  ueaaa  tot  fixing  the  MSnUe 
arm  to  the  end  of  the  axle  and  the  lerers  by  which  the  am  ia  Bored 
'  for  the  parpose  of  a^jtuting  the  height  of  the  axle  are  all  shown  in  the 
older  art  to  snob  an  extent  as  to  hare  fhlly  anticipated  all  that  is  shown 
in  the  complainant's  patent.  The  older  art  certainly  sltown  in  the  pa- 
tents I  have  cited  the  sliding  wheel-arm  £  and  angular  and  ■iginisiCl 
leTeis  and  aectora  by  which  this  wheel-arm  is  moTed  np  and  down,  so  aa 
to  change  tte  plane  (rf  the  end  of  the  axle,  and,  as  I  hiire  ■Ireadyaid, 
It  seems  to  ae,  by  entirdy  eqaivaleat  meaua  to  these  ahowa  in  the 
dalms  of  the  complainant's  patent  Indeed,  the  defendaoAplow  auuA 
to  me  more  nearly  a  mere  mechanical  modifleadon  (tf  Ftaser^aad  Blaok^ 
devices  than  an  imitation  either  in  form  or  prinoqile  of  the  Botainson 
device. 
Tb»  bill  is,  therefore,  dismissed  fiw  wwit  of  eqalty. 


[UatUd  StMw  Qnalt  C«iH-XHt«iB  OtMetttWlmmt^l 

LucDBXTH  ft  Sons  «.  LiintasTH.  ' 

■DeddidOiit<AiTin,lH6t. 
99  0.  G.,  1131. 

1.  While  a  pwMD  hu  the  Tight  to  nae  bU  owd  dmiiw  u  »  Ubnl  on  soodi,  be  will  m( 
be  permitted  to  nia  It  in  aiuh  «  lorm  or  in  laoh  an  KiTMigeBeBt  wltk  othM 
worda  u  to  lead  the  publio  to  wppoM  that  the  goeda  aie  thoM  of  wMtha  r«- 
•oD  who  has  the  Mine  nune  and  has  pnTlooaly  emplojed  It  in  the  aaiBewart* 
Identify  hi*  good*. 

S.  If  the  de  Andant  haa  the  right  to  nae  the  same  word*  «•  thoee  wkl^  ei 
eomplainanta'  label,  he  onght  to  accompany  them  with  a 
flonice  of  the  gooda. 

Mr.  George  Harding  and  Mr.  FraneU  T.  CMambert  for  the  eonptain- 
aats. 

Meairt.  Jf<uA  ifi  JTiuh  fbr  the  defendant. 

This  Is  a  snit  to  restrain  the  defendant  ftx>m  naing  a  eertain  label 
wUOi  tha  oompUnants  claim  as  thdr  trade-mark,  and  whiiA  is  plsril 
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OD  bags  of  seed  known  aa  "  Laudretbs'  Bxtra  Early  Peas."  At  tba 
present  stage  of  the  case  I  do  not  deem  it  necessary  to  do  more  tfaan  to 
■ODOonoe  briefly  and  qoite  iDformally  my  coiiclusioiiB  upon  certain 
polntu  conceminft  which  my  miod  is  free  fh>m  doubt.  There  are  some 
qoestionB  in  the  case  upon  which  more  light  may  be  thrown  by  further 
and  more  elaborate  argament,  aud  the  disposition  of  which,  I  think, 
shoold  be  postponed  antil  the  hearing  on  the  merits.  At  present  I  can 
hardly  think  the  defendant  has  not  the  right  to  raise  and  sell  the  seed 
known  as  "  Landreths'  Extra  Early  Peas  ";  nor  am  I  now  of  the  opinion 
that  he  ehonld  be  restrained  from  putting  the  peas  on  the  market  in 
bags  of  Tsrious  sizes  fastened  in  the  manner  shown  and  identified  by 
such  a  metalliO'Soal  as  it  appears  he  uow  uses.  Further,  it  is  not  clear 
that  the  defendant  has  not  the  right  to  advertise  his  peas  as  '*  Land- 
reths* Extra  Early  Peas,"  provided  he  does  so  in  such  manner  as  to 
clearly  inform  the  pnblio  that  the  peas  are  of  his  own  growth  and  pro- 
dnelion.  It  seems  to  me  this  case  is  not,  accurately  speaking,  one  of 
trade-mark  or  trade-name.  It  is  rather  a  case  in  which  the  qnestion  ap- 
peals to  be  whether  thederfesdaDt,  by  the  ase  of  certain  labels  or  iusctip  - 
tions  on  the  tnge  in  which  his  peas  are  pn  t  u^ion  the  market,  is  not  sell. 
ing  his  own  goods  as  the  goods  of  Landretb  &  Sons,  of  Philadelphia. 
The  complainants  in  1878  placed  upon  tlieir  bags  and  adopted  this  io- 
seription,  printed  in  blue  ink,  and  in  the  following  form : 

Ooknuiteed  to  ContaJn 

LaiidrethB' 

Extra  Esrjf  Peu 

ProTidcd  the  Seal  is  Unbrokeu. 

Below  which  is  printed  the  quantity  of  i>eaa  contained  in  the  bag,  as 
for  instance,  "  1-4  Bns."  and  the  year.  It  is  very  satisfactorily  shown 
that  by  this  form  and  character  of  label  the  complainants'  bags  have 
become  known  and  recognized  by  dealers  and  by  the  public  as  contain- 
ing peas  prodnced  and  sold  by  the  complainants,  and  it  would  appear 
that  the  form  of  desiguation  of  their  goods  has  become  by  use  and  pub- 
lio  recognition  ralnable  to  them.  It  is,  so  to  speak,  the  recognized  flag 
onder  which  they  sail  iu  the  trade. 

The  defendant,  in  1883,  having  commenced  the  business  of  producing 
uid  selling  a  variety  of  peas  which  be  advertises  as  "•  Landreths'  Extra 
Early  Peas,"  at  Manitowoc,  in  this  State,  placed  upon  the  bags  iu  which 
hia  peas  were  sold  the  following  inscription,  printed  in  blue  ink  : 

This  Bag  Coutaina 

Laodntfaa' 

Earl;  Extra  Peat 

Provided 

The  Seal  ia  Unbroken,  DgmrncbyGoOQlc 

Bdov  this  li^Ml  is  printed  the  quantity  of  peas  oootained  in  the  bag. 


512  DECI8ION8  OF  V.  B.  COUffTS   IN  PATEITT  CA8E8. 

aft  for  example,  "  1-4  Bas."  tnd  the  year.  That  this  was  a  sabstanti*! 
adoption  of  the  complainanta'  label  in  its  collocation  of  worda  and  gen- 
eral appearance  cannot  be  doabted.  The  deviation  is  so  slight  aa  not 
to  be  observable,  except  as  the  two  labels  are  placed  side  by  side.  It 
is  equally  clear  that  an  ordinary  purchaser  accastomed  to  r^y  <»i  the 
inscription  npon  the  complainants*  b^s  aa  designating  die  peas  grown 
and  Kold  by  them  wonld  be  readily  led  to  snppose,  upon  ordinary  ob- 
eerration  of  the  defendants'  label,  that  the  peas  pat  np  in  hia  bags  and 
sold  by  him  were  the  goods  of  the  complainants.  In  short,  the  defend- 
ant's label  is  a  very  plHin  imitation  of  that  prerionsly  adopted  by  the 
complainants.  There  is  nothing  in  the  defendant's  label  to  fairly  dis- 
tinguish hia  [irodnction  of  "  Liindreths'  Bxtra  Barly  Peas"  ttam  that 
of  the  Philadelphia  prodncers.  GrenadmittiuR  that  the  defendant  has 
the  right  to  use  the  siino  words  as  those  which  constitute  the  complain- 
antu'  lal)el,  be  has  no  right  to  use  them  in  such  form,  such  style  of  ar- 
rangement, as  to  lead  the  public  to  snpiwse  that  the  peas  contained  is 
hie  bags  are  peas  grown  and  sold  )>y  the  complainants.  This  is  so  witfa- 
ont  regard  to  any  qnestion  of  technical  trade-maik  or  trade-name.  The 
authorities  in  abnndaiice  declare  this  to  be  a  law. 
lu  McLean  v.  Fleming  (96  U.  S.,  25i)  the  Supreme  Oonrt  say : 

I4ur  is  it  iie«!tiiarj  in  onler  to  give  «  right  to  an  ii^jiiiiction  tbat  ft  tpeoiSe  trsde- 
Diarh  atioiilil  t>e  infriiij^,  but  it  la  eiifflvient  tbnt  th^  ooiirt  i»  MitUBsd  th&t  thero  vm 
t,a  inUmt  on  Ibe  part  of  tho  Tcaponileiit  to  puliu  ofT  hin  goods  bb  the  goods  of  tbo 
cotiiptaiinantH  and  lliat  he  pereiitt*  in  m  doing  after  bein;;  roqueiited  b>  dwiat. 

Of  coarse,  a  party  cannot  be  debarred  from  the  right  to  honestly  ose 
his  own  nume  in  advertising  bia  goods  and  putting  them  on  the  market; 
but  where  other  persons,  bearing  the  same  surname,  have  previously 
used  the  name  in  connection  with  their  goods  in  such  manner  and  for 
such  length  of  time  aa  to  make  it  a  guarantee  that  the  goods  bearing 
the  name  emanate  from  them,  they  will  be  protected  against  the  use  of 
that  imiiie,  even  by  a  person  bearing  tlie  same  name,  in  suoh  form  as 
to  constitute  a  false  ntpreseiitatiou  of  the  origin  of  the  goods.  To  illus- 
tmtc:  t)ie  complainants  and  the  defendant  have  the  same  saniame; 
eacli  in  a  dealer  in  "  Laiidretlis'  Extra  Early  Peas."  While  the  defend- 
ant has  the  right  to  nso  his  own  nani<!  in  atlvcrtising  his  i>ea8  and  put- 
ting tlieni  on  the  market,  he  has  not  the  right  to  use  it  in  such  manner 
as  to  li-iid  di^alers  and  purcha-st^rs  tosupiMise  that  when  in  fact  purchas- 
ing his  pens  they  are  pnrciiaKing  the  peaa  go>wu  and  soUl  by  the  com- 
plHiiiaiits.  Adjudged  cases  thus  enunciate  tlie  law.  As  is  stated  in 
one  of  them — 

No  iiiuu  hHHtlieri;rhtto()rcntthimiie1f  in  cnlim,  or  adopt  and  boarsymboM,  to  which 
he  biiH  no  poviiliar  or  cxuhiHive  ri^lit,  aiiit  tlierub.v  [wraonate  knother  person,  for  the 
pur[K>Hc  uf  itidiKint;  tiie  |iiil>1io  to  nuppove  either  that  he  1b  that  otber  penon  or  that 
ho  iH  ocniuucted  with  nnd  nulling  tho  Diaunfacture  of  anoh  other  penon,  while  he  ■• 
really  (u-llinj{  bin  own. 

See  also  HoUoway  v.  HolUmay  (13  Beav,,  200).    Many  other  cases  of 
r  and  uniform  purport  might  be  cited. 


DECISIONS  OF  V.   S.  COUBTS   IN   PATENT  CASES.  513 

Kow,  as  I  have  aaid,  the  defeudant'a  label  is,  aa  it  seema  to  me,  a  pal- 
pable imitation  of  the  compUinaots'.  In  tlie  color  of  ink  used,  in  the 
arrHtigenieut  of  the  words,  aitd  ia  the  geoeral  style  of  the  label  he  has, 
so  to  speak,  dressed  bis  goods  iu  the  garb  previously  adopted  by  the 
oomplaioaiits.  Whether  intended  or  Dot,  this  necessarily  operates  as 
a  fhrad  npon  them  and  upon  the  public  If  the  defead&nt  has  the  right 
to  nse  the  same  words  as  those  which  constitute  the  complainants' label 
he  ought  to  accompany  them  with  some  clear  indicia  of  the  source  of 
the  gootls.  He  seems  to  have  done  so  in  his  late  issne  of  circntars  and 
advertising-cards.  In  the  absence  of  anything  in  the  inscription  he 
places  on  his  bags  distinctly  denoting  that  he  is  the  prodncer  and  seller 
of  the  peas  in  which  be  deals,  called  "  Laodreths'  Extra  Early  Peas,"- 
he  evidently  leads  or  may  lead  pnrchaaera  to  believe  that  in  parchasiiig 
his  peaa  they  are  purchasing  the  peas  grown  and  sold  by  the  complain- 
ants. This  appears  from  afSdavits  preseuted  on  this  motion.  Such 
abandonment  of  tlieir  label  by  the  complainants  as  deprives  them  of 
the  right  to  be  protected  in  the  use  of  the  same  is,  I  tliiuk,  not  shown. 

The  case  seema  to  be  a  clear  one  for  a  preliminary  iujnuctiou  to  the 
extent  indicated,  and  npon  the  execution  by  the  complainants  of  a  bond 
in  the  usual  form  in  the  sum  of  t2,000,  with  surety,  to  be  approved  by 
the  clerk,  an  injunction  j>en^«»t«  lite  will  issue  restraining  the  defend- 
ant ftvm  placing  ou  the  bags  used  by  hiin  iu  patting  his  peas  on  the 
mu'ket  a  label  or  inscription  resembling  in  design,  form,  and  arrange- 
ment or  collocation  of  identical  words  the  label  or  inscription  of  the 
complainants,  as  does  the  label  now  used  by  the  defendant. 

The  printing  of  the  letter  "A"  over  the  word  "  Landretha'"  by  the 
defenduit  ou  the  bags  of  peas  more  recently  sent  out  by  him  does  not, 
in  the  form  and  style  in  which  it  is  printed,  relieve  his  label  of  its  tend- 
ency to  mislead. 
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DteiMManA  X,  IBH3. 

XT  o.  o.,  vam. 

1.  A  tTsAo-mark  !•  ••ipi  or  RTiiibol  primarily  eoDfloed,  «xaliuiT«lf ,  to  til*  indliwtion 
of  the  origin  or  ownenhip  of  the  gooda  to  which  it  is  kU«ah«d,  *nd  it  VUtj  be 
eompoMd  of  any  nkme,  dovieo,  line,  flgore,  mark,  word,  letter,  namMal,  or  oont* 
Uiuttlon  at  aitangflment  of  any  or  all  of  theae,  which  will  serve  the  aoie  pnr- 
poM  of  •  trade-iDBTk,  and  wtiich  no  other  peraon  can  adopt  or  nae  with  equal 
troth. 

S.  Terma  which  deidgoale  merely  the  oame,  quality,  kind,  alKn,  number,  or  elements 
of  an  article,  or  havu  biiuonio  ita  proi>er  appellation,  or  that  merely  describe  It 
or  direct  the  (node  of  ite  a«e,  or  purely  Keneric  or  geographical  terms,  and  the 
neeemry  and  common  ohm  in  which  the  Engliiih  language  and  Arabia  onmerale 
are  employed  by  the  people  to  exprem  the  irnth,  their  iilesa  anil  feelings,  are 
common  property  which  all  may  nee,  bat  which  nooe  can  appropriate  excln- 
•ivety  to  himaelf  a*  a  trade-mark. 

a.  A  trade-mark  becomee  the  excliinlve  iiropiirty  of  one  ouly  when  he  haa,  prior  to 
any  one  else,  appropriRtul  and  need  it  to  indicate  tUo  orgiii,  owuenhip,  and 
qnality  of  an  article  to  whicli  it  is  attached.  Its  value  reets  on  reputation  and 
on  Ita  Implied  gaantntee  that  the  article  is  of  a  certain  qnality.  Itsobjnjt  is  to 
prevent  one  penon  from  selling  bis  goods  as  those  uf  unotber  of  sstabllahed 
reputation  to  the  injury  of  that  other. 

4.  When  plaintiff  shows  that  he  baa  adopted  a  legal  trade-mark,  that  it  baa  been  in- 
(Hngod,  and  that  actual,  probable,  or  poaail>le  damages  have  or  may  rMolt  from 
its  infringement,  be  is  rntitled  to  relief  nsaally  in  the  form  of  an  liijuuctton 
and  an  aecoant  of  profits.' 

fi.  Where  no  patent  iabeld  by  theowner  of  plows,  any  one  may  make  plows  in  exa«t 
simllitade,  may  brand  the  name  of  the  manufacturer  and  the  place  of  the  maDu- 
factnre  on  saeb  part  of  the  plow  a*  he  pleaaes,  taking  cure  ao  to  use  the  brand 
IS  not  to  deceive  the  pnbllo  into  the  belk'f  that  the  plow  is  the  mannfactnn  of 
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tf.  Althanfcb  certniu  tetten  anil  nuinenla  may  Iiare  eoiiin  [□  icdicato  to  the  public 
tb«  «ri){l»  or  ownerahI|>  of  nppellnDt's  [ilowi,  a*  thuy  did  oot  appropriate  them 
by  adnptiou,  iiio,  orclnlin  a*  n  purl  iirtlielrtrftde-iuark,  tbo^r  cannot  he  tiwat«cl 
aaa  part  of  it  liniiil;  bacanse  they  appear  capable  of  Mrvini;  tfae»amepnrpo«». 

7.  Coarta  of  equity  afford  n  raiuudy  ugainit  tbe  liifriup:cDinLit  of  a  tnde-mark  or  of 

the  trade  repiilntinn  of  Itfl  owiiow,  on  the  princlplo  of  prutecting  property,  of 
proniotiog  fair  ilailing,  and  of  iimtoctlnf;  th<>  ptibllc.  Where  a  tmde-mnrk  it- 
self has  bo«n  inft'ln^pd.  neither  fVaud  iior  tbe  iuferiar  qiiallt.v  of  defendant's 
anicle  need  Iw  proveil.  liiit  wben^  a  propnrty  riKbt,  not  ainomitinc  to  a  trade- 
inurk,  bH*  l>een  iiifi'iiiK>"l,  it  in  PKsciilial  tOHliow  fraudulent  intent.  Bnt  conrts 
of  law  reqniro  proof  of  <leceil,  fhtndnlent  intent,  or  special  damafce  (nnleax 
dunia({e  is  presQaieil)  in  both  cas«a. 

8,  Where  Ibe  actiun  is  brought  to  reelrain  tbe  ftaiidulent  asnrpatioii  of  plaiutift''B 

tradu  repnlatioD,  plaintiff  iietul  not.  make  out  a  legal  title  to  an  exclusive  ttkile- 
luark,  by  the  iisarpationof  vhltli  dpfrndaiit  has  done  tbe  nrong.  It  ia  eoongb 
that  defend  tnt  sr  Us  hinfiooiliiiHi  tboHC  of  plaintiff,  either  by  the  nan  of  plaintiff^ 
tmile-mnrk  oi  any  other  mcauB,  that  such  fraudulent  saleHroNnlt  or  are  likely  to 
resnlt  in  liania^e  to  plaintifl'.  It  is  the  pnrpose  or  design  of  the  act  that  eon- 
stitnlrs  the  wrong,  and  tbnngb  a  man  may  use  any  li'tters  and  figom  (which 
are  eomiiinu  property)  to  indicate  thesiie,  qnality,  aii(Ldeiicri)itionof  hiagooda, 
yet  be  cnnnot  ilo  this  in  sncb  way  ae  to  mielcad  others  into  the  belief  that  goods 
inadt  liy  himself  were  made  byaiiotbcr. 
P.  If  one,  with  a  bad  motive,  »xurciii>.'S  tiis  rights  in  a  lawfnl  and  proper  way,  and 
injury  resnltii,  there  ia  damage  ivithont  l^al  injury*;  bnt  if  with  a  bad  motive 
be  exerriM's  his  rights  in  an  uulawfnl  miumur,  there  m  both  dnmagfi  and  b^I 
injury. 

10.  As  to  what  factt  (.'onst.itiite  infHniicuient  of  ■  trade-mark  iir  trade  rejiiitation,  no 

mle  can  be  formulateil  that  will  cmlirace  every  act.  of  iiifringement,  and  the 
orif^inal  and  alleged  iniilatinn  ai-c  iif  primarj'  importance.  Tlie  resemblance* 
need  not  be  sncli  as  would  ojialead  an  expert  or  cuiiM  not  be  easily  dotecteit,  if 
each  caae  must  depend  niftiuly  on  itself.  But  rew-uiblaneesand  diffeTcnecs  be- 
tween the  original  aud  tbe  spurimu  were  seen  tof^thcr.  It  is  eiioni;!!  if  anch 
reseinblances  exist  as  would  lead  an  ordinary  purchaser  to  suppose  he  was  buying 
the  grnuine  article,  and  not  an  iniitatiim.  If  the  difTerencee  are  only  colorable 
and  IliorHlsno  reawiu  fur  the  roiiemlitanrjw,  except  tb^imriwHioof  deuelvinfi  the 
puivbaset-  of  one  uilicli'  iuto  the  belief  «f  ila  bein);  the  luannfaclnre  of  another 
the  court  will  pn'siimi'  a  fraud  wna  ii)teude<l. 

11.  Thonitb  the  parti cu I nmonibi nations  of  letters  and  figures  used  by  appelleca  were 

not  entitled  to  protection  an  port  of  appellants'  trade-murk,  yet  it  appearing 
thot  appellees  copied  tboaoeonibinations,  not  fbr  the  purpose  of  indicatioK  the 
size  and  ijuality  of  tlioir  plown,  bnt  for  the  pnrpoae  of  misleading  the  pnblic 
Into  the  belief  tbiit  appellees'  plows  were  of  a  kind  made  by  apiiellants,  having 
an  establlsliMl  reputation  and  lar^e  luilo.  Held,  appcllnts  are  liable  to  appel- 
lants for  damages  reanltiiig  fivin  loss  of  trade  in  eniiseiiiiQuce  of  anch  copying 
;iTiil  to  uii  injunction  restraining  the  furtUiT  aale  of  hucIi  plows. 

Appeal  from  LoiiiHrille  cIiHiicerj  conrt. 

Mensrg.  W.  0.  .0  J.  L.  Dodd,  Mr.  John  Mason  Hroicn,  Mr.  P.  B.  .Vuir, 
and  Mr.  John  Marshall  tor  tliu  appellants. 

Mr.  W.  Lindgng,  Mr.  Geo.  M.  JMvie,  and  Mr.  Jama  8.  PUMe  for  the 
appellees. 

OpinitHi  of  the  court  by  Chief  .Tiistiiw  Hargis: 

The  appellants  brought  this  ii«tion  to  restrain  the  iuMn^^meut  of 
hdr  trademark  and  to  preveut  the  frandoleut  u8uri>ation  of  their  trade 
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reputation  by  the  appellees,  and  to  coiD|>el  tliem  to  acconiit  for  resulting 
profits.  The  appullauts  ai-e  inauutacturertg  of  plows  iu  the  uity  of  Loats- 
ville.  Tbey  brarnl  on  the  right  side  of  tbe  beam  their  tnide-mavk,  which 
isooinptMeil  of  a  Maltese  or08s,  with  the  letters  *'A  V  K  It  Y"  distrib- 
uted iu  its  center  Hnd  urtuH.  1  iiimeiliately  above  the  cross  are  the  wonls 
"Trade  Mark,"  aud  below  it  is  the  werd  "  Cupyrighted."  To  the  left  of  it 
are  the  words  "  B.  F.  Avery's,  I'ateuted,"  and  to  its  tight  "  Louisville 
Steel,  July  11|  1871."  Tbe  steel  serit-H  of  their  plows  are  bninded  ou  the 
top  and  near  the  reur  of  the  beam  "l'ouy,''"AO""llO,''a(id  "GO,"  aud 
their  cast  series  at  the  same  iwiiit  with  "i,"  "1,"  "2,"  "3,"  and  "8." 
Ul>on  the  top  of  the  fore  part  of  the  beam  of  each  seiies  are  stenciled 
the  cautionary  words  "  Keep  all  tjvps  serewetl  up."  The  apiiellaiits' 
trade-Diark,  which  they  printeil  and  refeiTed  to  iu  their  catalogues  and 
deBcril>ediu  their  advertiseineiits,  is  ooniiwMcd  of  the  Maltese  cross,  with 
the  name  "  A  V  E  K  Y  '*  distributed  in  its  arms  and  center,  surrounded 
by  the  words  "  Ti-ado  Mark  "  above  and  •'  (Copyrighted  **  below  it. 

The  appellees,  who  are  aluo  engaged  iu  the  maiinfueture  of  plows  id 
the  eity  of  Louisville,  dismantled  plows  of  appellants'  steel  and  cast  »»• 
ries,  aud  with  gretit  accuracy  copied  every  imiwrtaiit  and  oi-dinarily  no- 
ticeable part  of  them.  They  then  Iwgan  the  struuture  of  two  series  of 
plows,  one  steel  aud  tbe  other  cast,  so  uiuch  like  np]iellants'  that  an  or- 
diuiuy  |)erson  could  not  tetl  the  one  from  the  other.  They  also  itui- 
tate^l,  almost  to  [ferfectioii,  the  intcrchauguHble  nietiU  points  of  ap)>el- 
latits'  plows.  They  Imiuded  the  stc-jl  series  <•  I'O,"  "  AO,"  "  BO,"  "  UO." 
The  "I'O"  was  followt-d  by  the  woi-d  "steel,*'  aud  "Louisville"  was 
plaised  on  top  of  tite  beitiii.  Their  cHSt  series  was  branded  "  j,"  "  1," 
"  2,"  "  3,"  "  8."  Upon  the  Lu[i  of  the  front  part  of  the  beam  of  euuli  se- 
ries were  steuciled  tlic  cautionary  words  "  ivevp  all  tups  screwed  up." 
These  letters,  numerals,  snd  the  words  of  caution  were  of  the  same  size 
auti  character  of  type,  and  placed  in  precisely  the  same  tKwition  on  their 
plows  as  on  those  of  apiwllants.  The  plows  wei'e  vaniishcd  as  upiiel- 
laiita'  were  varnished.  The  re.se lublu nee  of  apjwilces'  plows  to  those  of 
ap|Mdlants  was  complete,  the  only  substantial  ditl'ertMtce  being  tliat 
tbe  appellees  ptiuied  on  both  .side-s  of  the  beam  their  tradc-nmrk,  which 
consists  of  au  oblong  ttgnre  and  diamond  wliose  angles  project  over  the 
lines  of  the  obloug,  with  the  letter  "  M  "  iu  the  ceutei'  of  both,  aud  eu- 
coiii]iassed  by  the  name,  "  TIioh.  Mcikle  &  Co."  above,  and  "  liouisville, 
Ky.,"  I>h1ow.  The  apjivllees  held  a  consultation  befon«  they  attempted 
the  iniibUion  above  dcscribctl,  and  alter  due  dt'liberution  and  (juivting 
Mr.  Meikle's  couscieuee,  in  the  ixingh  but  signiticant  hinguageof  oiie 
Hiumlier  of  the  firm,  who  seems  to  be  its  guiding  spirit,  they  detei'- 
mined,  "come  what  may,  to  take  the  bull  by  the  horns."  Then  the 
work  of  dismantling  uud  imitation  began.  iSoun  their  newly  dressed 
autI  I'ormcd  series  of  cast  and  steel  plows  were  thrown  upou  the  mar- 
ket, and  u  business  of  thirty  plows  gwr  day  sprang  up  to  nearly  one 
liundred  {tec  <iay.    'I'licse  increased  sales  were  uiade  to  a  uonsiderable 
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extent  to  jobber*,  whose  iiBines  were  aubHtitnteti  for  Alienees'  tnde- 
mark  and  ibi  Harrouudingii,  and  stenciled  on  the  beams  where tbeir  trade- 
nark  and  name  had  stood.  These  jobbers  did  not  pretend  to  be  tbe 
orisnn&toi*  or  mauafaotnrera  of  the  plows,  and  it  appears  that  many 
persons  have  been  deceived,  and  unable  to  diatingauh  the  imitation 
from  appellants'  plows. 

In  order  to  make  the  imitatioD  series  the  appellees  abandoned  their 
brands,  "A,"  "  B,'  "O,"  "  D,"  and  *•  P,"  on  their  cast,  and  the  namerals 
"0,"  "1,"  ''2,"  "3,"  "4,"  '*6,"  and  "6"  on  their  steel  plows,  which  ttiey 
had  been  using,  and  snbetitnted  appdiante*  brands  in  tbeir  stead,  plac- 
ing the  letters  on  the  steel  and  the  nnmerals  on  the  east  series,  so  as  to 
oorrespond  precise];  with  appellants'  mode  of  using  them. 

Whether  the  oondnct  of  the  appellees  amounts  to  an  inftingunent  <rf' 
appellants'  trade-mark,  or  an  injury  to  their  l^ral  or  equitable  rights, 
is  the  question  to  be  considered.  The  object  of  trade-mark  law  is  to 
prevent  one  person  fiom  selling  hie  goods  as  those  of  another,  to  tlie 
iqjnry  of  the  latter  and  of  the  public.  It  grew  ont  of  the  philoet^hy  of 
the  general  rule  that  every  man  sfaonld  so  use  his  own  property  and 
rights  as  not  to  injore  the  property  or  rights  trf'  another,  nnlees  some 
priority  of  right  or  emergency  exists  to  justify  a  necessarily  dilbrent 
manner  of  use.  The  intermediate  instrument  of  prevention,  whitdi  tlie 
law  prcteots  in  its  offloe,  is  called  a  **  trade-mark,"  which  an  owner  of 
goods  may  adopt  and  use  to  iudioate  their  origin  or  ownership,  and  to 
distingnish  them  troto  goods  of  a  similar  nature  belonging  to  somebody 
else.  This  right  of  adoption  and  use  is  subject  to  variooe  limitations 
and  quali&oations.  A  trade-mark  is  a  sign  or  symbol  primarily  eoofloed 
exdnsively  to  the  indication  of  the  origin  or  ownership  of  the  goods  to 
which  it  may  be  attaobed,  and  it  may  l>e  composed  of  any  name,  device, 
line,  figure,  mark,  word,  letter,  numeral,  or  combination  or  arrange- 
ment of  any  or  or  all  of  these,  which  will  serve  the  sole  purpose  of  a 
trade-mark,  and  which  no  other  iwrson  can  adopt  or  nse  with  equal 
truth.  Fancy  names,  whether  invented  or  arbitoary,  the  names  of 
places,  words,  where  applied  to  a  new  process  by  the  inventor ;  the 
name  of  an  article,  which  alone  designates  its  origin  or  ownership  j  let- 
ters and  numerals  combined  in  UDUsual  and  peculiar  forms,  <»■  with 
other  parts  composing  trade-marks,  have  been  held,  under  the  particu- 
lar circumstances  of  the  various  cases  where  their  exclosive  appropria- 
tion and  use  were  in  question,  to  be  trade-marks  or  component  elements 
thereof.  See  Co^re»it  Spring  Co.,  v.  High  Bode  Spring  Co.  (45  TS.  T., 
290);  Burnett  V.  Phabyn  [3  Keys,  694);  March  v.  BilUnfft  (7  Cashing, 
322);  WoodJMfrf  v.  Laanr  (21  California,  444);  Ford  v.  Fotter  (L,  B.,  7 
Ch.,  fill) ;  Taylnr  v.  Carpenter  (3  Story,  458) ;  J)avi»  v.  KendaU  (2  R.  L, 
566),  in  which  the  wonI»  "  Eureka  Shirt,"  "  Persian  Thread,"  TegHable 
Pftinkiller,"  "Congress  Spring,"  "Cocoaine,"  "New  Bra,"  "Kevoe 
House,"  "  Wliat  Cheer  Hoiihc,"  were  held  subject  to  exclusive  appro- 
inlation  as  trade-marhs. 
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In  tibe  CHM  of  Wotkenpoon  t.  Cwrie  (6  H.  L.,  606),  MeAnirmi  v.  Bm- 
kU  {10  Jur^  N.  S.,  550),  Sekn  v.  Pnvezmde  (L.  R.,  I  Ch.  Ap.,  192), 
Nevman  v.  Ahm-d  (49  Barb.,  588),  the  words  "G^lenfleld  Stwrob,"  Ana- 
tolia liqnonee,"  "Baso  Wine,"  "Akron  Oemtent,"  were  pioteeted  as 
tokde-mute.  For  the  word  "ori^Dal"  a«  a  trade-mark,  see  Coda  v. 
CkmtuUer  (Ij.  R.,  11  Eq.,  446).  NnmeralH  in  the  CMea  of  Boardwum  v.  The 
MeriOm  Bribmmia  C:  (35  Gona.,  403),  GiXMt  r.  Etierhrook  (47  Barb.^ 
455),  wen  held  to  be,  ia  eoaneetiOB  with  the  mmabetiirei'fi  name,  a 
lawfial  trade-nark. 

Browne  on  Trade-Marks,  mction  87,  says : 

Tbn  m*rk  uiaj  eoasiat  in  the  nam^  oTttie  uwiuilikctarar  iit  tliR  imToIiiiiit  (proviilntl 
ft  be  wrHtrni,  prhrtod,  braadi^,  or  atmaiprA  in  b  dumIc  pncnlUr  to  itnetO.  ">  »  ■">>.  • 
bCtar, »  Bipker,  *  — BgMM,  •*  amy  athar  itgm  or  qmbol  th**  wn  lerTe  to  rtUllngnlsh 
the  pnditeta  of  ono  wan  ftom  tboae  of  Mwtber.  It  may  Im  any  ayinbol  or  emblem, 
howenr  anaMadlns  in  Itaalf. 

Tenos  which  designate  merely  the  name,  qnality,  kind,  size,  anmberT 
or  deasmta  of  an  ntlele,  or  have  beoome  its  proper  ^iftellatioa,  or  that 
ntoelr  deatadbe  it,  or  direct  the  mode  of  its  use,  pnrely  generic  and 
geographical  terms,  and  the  neoeesary  and  common  nses  in  which  the 
BBgKjh  hmgnage  and  Arable  aamerals  are  employed  by  tiie  people  to 
ezprem  their  ideas  and  feelings  and  to  tell  the  troth,  ue  common  prop- 
er^ whiA  tU  m^  use,  bat  which  none  may  ezelosiTely  appropriate  as 
a  trade-mwk  at  aoqnire  as  abeolnte  indiTidool  pn^Noty.  Many  anthor- 
itke  have  been  examined,  and  might  be  here  cited,  to  establish  each 
elaoe  of  this  general  statement  of  the  law,  bat  it  is  not  necessary  to 
do  eo.  It  most  not  be  overlooked,  however,  in  these  ezolosions,  that  a 
trade-mark  is  indirectly  the  gaarmty  of  die  qoality  of  an  article  to 
whieh  it  is  attached,  as  well  as  of  Its  wigin  and  ownership,  for  iu  all 
nines  the  ttade-mark,  in  indicating  the  origin,  by  necessary  implication 
repteaenta  the  qnali^  of  the  article,  which  is  the  tme  sonrce  of  its  repu- 
tation im  the  nurket.  There  is  no  abetract  right  in  a  trade-mark.  It 
is  proper^  only  when  apiwopriated  and  need  to  indicate  the  origin  or 
ownetflihip  at  an  krtiole  at  goods.  And  its  real  valoe  oonsists  in  the 
eonftdenee  and  patronage  of  the  public,  secured  through  its  instnimen- 
tali^  in  acquainting  them  with  the  origin  and  ownership  of  an  article 
whid  thai  gains  reputation  fbr  its  superior  qualities.  Of  this  repnta- 
tioD  Ha  owner  cannot  be  deprived  without  his  conseot,  either  by  the  asie 
of  forbidden  means  or  the  illegal  employment  of  things  otherwise  law- 
toL  When  a  workman  or  mann&ctarer  has,  by  skill,  care,  and  fidelity, 
mannfiactBred  a  good  article,  it  becomes  of  the  utmost  imiiortanve  tu 
him  that  its  origin  and  ownership  should  be  known,  and  the  law  points 
oat  to  him  the  means  and  how  he  may  appropriate  them  to  indicate  this 
important  fact,  and  when  he  adepts  and  uses  them,  and  hts  reputation 
is  therein  bnilt  up,  it  is  to  him  the  most  valaable  of  property  rightS; 
Boand  poli<^,  which  dictates  the  proteotioa  of  the  pablic  from  imposi- 
tioOf  the  seonrity  of  the  fruits  ci  labor  to  the  laborer,  the  encooragement 
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of  Hkillflil  iodntitry,  and,  above  eveiytliiDg,  the  iaonlcatioD  of  tmthaDd 
boDor  iu  tlie  conduct  of  trade  aud  commerce,  and  tbe  requirement  tbat 
all  tbe  coutriuitaai  relatious  of  life^oatural,  abstract,  and  relative — 
aball  be  honestly  observed,  demands  tbat  sncb  a  reputation,  so  gained, 
Bball  lH>  tVee  from  tbe  grasp  of  piriicy  and  its  iDfringement  accorded  tbe 
safest  und  bt^at  remudy  for  redresK  known  to  the  conrts  of  eqaity.  And 
tbis  i«  tbe  law  of  Iwtb  priuci)}lc  and  autbority.  Therefore  the  lawful 
adoption  mid  use  of  atra<le-»iark  is  the  invocation  of  the  law  applicable 
to  it  by  tbe  originator  or  owner  of  an  aitiule  for  the  protection  of  liis 
repntutiou  as  sncb.  When  this  essential  state  of  foots  is  shovn  by  a 
oomitlainant,  and  that  bis  trademark  has  been  infringed,  and  actual, 
probable,  or  possible  iiijuriona  consequences  are  or  may  be  Che  result  of 
the  iuftiugemeut,  he  is  entitled  to  relief^  which  is  oanally  gtaated  by 
iujnnetion  and  an  acconnt  of  pioflts. 

Having  premised  these  general  roles  of  the  law  of  trade-mark,  the 
field  of  iuveHtigation  we  shall  first  explore  is,  whether  the  appellants' 
trade-uiurk  embraces  either  the  word  "  Pony,"  the  letters  "  AO,"  "  BO," 
"  CO,"  or  the  immerala  "  i,"  "  1,"  "  3,"  "  3,"  '♦  8,"  or  the  shape  aud  con- 
«tmctiuu  of  their  plows.  We  will  dispose  of  the  last  point  first.  The 
jibape  and  construction  of  the  plows  do  not  form  any  part  of  the  trade- 
mark of  tbe  ap)>ellaut8  further  than  their  sabjectiou  to  the  use  of  the 
mark  to  indicate  their  origin  and  make  it  neoessary  to  render  the  trade- 
mark projwrty,  for,  ns  held  in  Oandee,  Smmn  &  Co.  x.  Deere  A  Co.,  (54 
111.,  p.  4fil,)*  where  uo  patent  is  held  by  the  owner  of  plows,  "  any  one, 
therefore,  has  a  jwrfect  right  to  make  plows  in  their  exact  similitude, 
even  to  'tbe  curve  of  the  mold-board'  and  'the  tip  of  thehniidles'— in 
the  minutest  as  well  as  iu  the  most  important  itoints — all  have  a  right 
to  mantitucture  them,  no  matter  where  the  maker  may  reside,  aud  has 
tbe  right  to  put  tbe  name  of  tbe  place  where  manutkctoied,  as  well  as 
bis  own  name,  on  such  part  of  tbe  plows  as  be  pleases,  taking  care, 
however,  so  to  use  tho  brand  as  not  to  deceive  the  pablic,  so  as  not  to 
vi'e)it£  n  belief  that  the  plow  is  the  mauuJacture  of  another."  Other 
Ciisi's,  which  uxpress  il.  tlifferently,  are  to  the  same  effect.  Fairbanla 
V,  Jacobm,  14  lUutchford,  ;i30.  The  evidence  shows  that  as  early  as  tlie 
year  18(iS  the  word  "  Pouy  "  was  adopted  aud  ased  by  Kelley,  of  Texas, 
on  u  small  oue-borse  plow,  which  he  was  then  engaged  in  the  manu- 
facture of,  aud  that  the  aiiiielluuts  did  not  adopt  or  nse  it  prior  to  1871. 
Ucuue  they  have  not  the  uierit  of  first  uppi-opriation,  which  is  ueoessary 
to  the  cxulnsive  right  to  the  word  "Pouy,"  even  as  a  trade-mark.  Bat 
where  the  evidence,  as  iu  this  ease,  establishes  that  the  word  "  Pony" 
is  used  to  indicate  quality  aud  si»e — to  wit,  a  small  steel  plow — ^it  can- 
not for  Bucli  use  become  n  trade-mark.  Aud  it  does  not  matter  tbat 
"  Pouy"  is  not  iu  itself  the  sign  of  the  idea  of  size  or  quality,  for  if  it 
was  substituted  fur  the  \yords  which  would  convey  such  meaning,  aud 
used  by  api>ellauts  for  that  purpose,  they  could  not  have  aeqnircd,  even 
by  prior  adoption,  lui  exclusive  right  to  the  use  of  tlie  vonl  **  Fooy." 
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Amoi^teag  Xanufaeturing  Co,  v.  8pear^  Oox  T.  M.  C,  102.  Mnny  years 
before  the  appellants  adopted  "AO,"  "  BO,"  "  GO,"  it  was  ciistomnry 
to  nse  letters  and  eombinations  of  letters  to  indicate  qaality,  size,  and 
serine  of  plows.  "GO"  was  iii  ase  before  appellants  uaed  it,  but  wliether 
they  nned  the  combination  of  these  lettera  first  or  not  the  evidenoe 
shows  that  they  nse<)  it  to  indicute  the  size  and  quality  of  the  steel 
series.  As  to  thennmemls  "i,"  "1,"  "2,"  "3,"  "8,"  they  were  used  by 
appellants  to  denote  the  eize  and  quality  of  their  oast  aeries.  This  is 
the  evidenee,  and  althoaffb  the  letters  and  numerals  on  both  series  may 
have  come  to  indicate  to  tlie  public  the  origio  or  ovnerahip  of  appel- 
lants'plows,  as  tliuydid  not  appropriate  them  by  adoption,  use,  or  claim 
as  a  part  of  their  trade-mark,  they  cannot  1>e  treated  as  a  part  of  it 
simply  because  they  ap]>ear  capable  of  serving  the  saute  purt^ose. 

The  printed  catalogues  and  advertisemeiitu  of  the  appellants  do  not 
claim  tbat  tlieite  letters  or  nnnierals  form  any  part  of  their  trade -mark, 
yet  all  throngb  them  attention  is  called  to  the  Maltese  cross,  and  the 
wonis  in  and  immediately  around  it  as  their  trade-mark.  Htul  "AO," 
"BO,"  "GO,"  and  "J,"  "I,"  "a,"  "3,"  and  "8,"  or  any  of  them,  formed 
a  part  of  appellants'  tnule-mark,  it  ia  unreasonable  and  contrary  to  ha- 
man  exiwrieuce  to  suppose  tbat  the  fact  would  hiive  been  iynored  for 
years  and  excluded  from  tlieir  carefully  prepared  and  printed  annual 
cataloffuPH  and  udvortisement«.  The  cautionary  words  "Keep  all  taps 
screwed  np"are  not  the  subject  of  a  claim  to  exelooive  u»i%  aa  has  been 
held  and  well  settled  in  the  ceases  of  Falkinburg  v.  Lucy  (Gox,  T .  M.  i)., 
4(i5-6),  G'Mott  V.  Esterbrooh  {Id.,  350),  Oilman,  (to.,  v.  UuimmceU,  dx., 
{l)iii  Mans.,  140),  and  because  they  are  wonls  of  cantiou  which  tbo  ap- 
pellees may  nse  with  equal  truth,  sincerity,  and  from  a  necessity  com- 
mon to  the  use  and  handlicig  of  plows.  Tlie  alphabet,  I'JnglisU  vuciibu- 
lary,  and  Arabic  numoralH  are  to  man,  in  couveyin^T  Iiih  thoughts, 
feclingH,  and  the  truth,  what  air,  light,  and  water  are  to  him  iu  the 
enjoynientof  his  physical  being.  Neither  can  be  taken  from  him.  They 
are  the  common  pri>i>erty  of  mankind,  in  which  all  have  an  equal  ehare 
atid  character  of  interest.  From  these  fountains  whosoever  will  may 
drink,  but  an  exclusive  right  todo so  cannot  be  uctguired  by  any.  And 
the  api>eUants  having  drawn  from  the  common  fountain  the  letters  and 
unmuials  named,  cannot  claim  an  exclusive  riglit  to  them  or  their  nse. 

Having  disponed  of  the  iip[iel)ant's  alleged  title  to  the  exclusive  use 
of  the  letters  "'AO,"  "BO,"  "CO,"  the  wunl  "I'ony"  and  the  numerals 
*'i,"  "1,"  "2,"  "3,"  "8,"  we  arc  brought  lace  to  face  with  an  exctsed- 
iugly  im[x>rtaiit  qnestiou,  whose  solution  will  settle  the  merits  of  this 
ctnitroversy.  It  is  wbeilier  courts  of  equity  will  afford  a  remetly  against 
the  invasion  of  an  injury  to  a  tnulcinaik  or  the  trnde  reputation  of  its 
owner,  whiuh  he  has  ac<ptii-ed  Through  the  trade-mark  itself,  or  ita  ac- 
companying ituiicia,  which  represents  only  the  quality,  size,  churacter, 
description,  or  cautiou  in  the  use  of  tlie  article  to  which  the  trade-mark 
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ia  Bttaulied.  Tlie  ffi-oand  of  jnrii«lio(Jon  it*  ono  thiiif;,  and  tlie  evidence 
or  fact  of  iiifHngement  in  miother.  Ooiirta  of  equity  prooeed  *'  od  the 
principle  of  protecting  property  aloiio"  aad  the  promotion  of  honesty 
and  f»ir  dciiling.  Tlie  protection  of  tbc  public  oloae  is  not  snffloieiit 
groand  for  tlie  jitrisdlctjoii.  However,  it  ia  aii  element  which  enters, 
and  onght  to  enter,  into  every  cafte.  The  property  really  consists  in  tlie 
^clnsive  ri|;ht  of  a  niauDfnctnrer  or  owner  to  sell  his  prodncts  or  gouds 
as  bis  own,  and  in  being  protected  in  the  ezeraiae  of  that  light  by  the 
exclusion  of  all  others  fi-om  its  enjoyment,  either  by  selling  theirs  for 
hU,  or  CHUuing  others  to  do  so.  It  is  not  neueesary  to  a  reoor^r  in 
eqnity  where  the  trade-mark  itself,  iu  whole  or  part,  has  been  appro- 
priated, to  prove  frand  or  an  inferiority  of  quality  of  the  article  of  the 
defendant.  Thiu  principle  ia  based  on  the  gcoaud  that  a  totde-mai^ 
when  in  use  Ih  property  itself.  KdgUUm  v.  EdeUbm^  1  DeO.  J.  &  S., 
185.  But  when  the  tufringemeut  of  t)ie  proper^  right  has  been  com- 
mitted by  other  means  than  the  appropriation  of  the  trade-nark  itaelf, 
it  is  essential,  even  in  equity,  to  show  a  fraadnlent  intent,  otherwise 
there  could  be  no  safety  in  the  use  of  those  thinga  which  are  cxiinnion 
to  all,  and  which  cannot  be  exclnaively  appropriated,  as  to  them  no  le- 
gal injnry  can  How  from  their  innocent,  ordinary,  or  proper  use.  At 
law  special  damage,  unless  damage  is  preeamed,  deceit,  or  ttendolent 
h]t«nt  must  be  proved  in  all  cases  to  wiurant  a  recovery.  ^Hiis  is  not, 
as  we  have  stated,  universally  so  in  equity,  bnt  it  ia  common  both  in 
law  and  equity  where  the  InfHogement  is  perpetrated  by  other  modw 
and  means  than  the  use  of  any  part  of  a  trade-mark  itself.  The  remedy 
at  law  is  not  adequate  in  all  cases  to  the  protection  of  this  species  of 
property  commonly  known  as  "trade  Tcpotation,"  because  do  iqjane- 
tion  can  be  had  against  a  continuation  ot  the  ipjnry,  and  nothing  bnt 
nominal  recover'  antess  special  damages  are  shown. .  BhJMd  v.  Pajfrna^ 
4  B.  &  Ad.,  410.  The  deficiency  of  the  remedy  at  law  has  oansed  the 
courts  of  equity  to  takeJuriadiotJon  of  this  oiaaa  of  cases  and  extend 
protection  to  this  great  right  of  property  iu  whose  exercise  the  public 
are  deeply  Interested,  and  in  whose  maintenance  the  commercial  honor 
and  trade  integrity  of  our  fair  State  are  profoundly  concerned.  Tlie 
ascertainment  and  explanation  of  that  jorisdiction  will  be  followed  by 
the  discusBion  of  the  law  of  infringement  and  the  analysis  and  appli- 
cation thereto  of  the  facta  of  this  record. 

In  the  rather  noted  case  of  the  Leather  Chth  Co.  v.  AtiMrMoii  Leather 
Cloth  Co.  (Honae  of  Ix)rda,  reported  in  Gox,  T.  H.  0.,  688),  on  which  the 
appellees  rely  for  the  remarkable  doctrine  that  no  protection  can  he 
given  unlesa  the  appellants  show  they  have  a  t«chni(tal  trade-mark,  all 
or  some  part  of  which  baa  been  appropriated  and  used  by  the  Appellets 
to  their  injury,  the  liOnl  Obanoellor  reveraed  the  Vice  Cbaiioellor  be- 
oauae  the  plaintiff's  alleged  trade-mark  was  not  a  trade-mark,  and  it 
contained  misrepresentations  amonntiug  to  a  fhind  npon  the  pablie. 
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In  critloitrini;  the  viewa  of  the  lower  court,  the  Lord  Ohaiioellor  titat«(l 
the  (IfMitriiie  to  bo — 

Ftnt.  TbK  KiiodB  of  unis  di«,v  Im  huM  m  tlu-  kwhU  of  •iinllm'  ivitb»nt  glvinK  tu  ttial 
vthur  pdTHOn  n  right  to  coni]tliin,  iinU-wt  lin  hiihisIub,  or  is  likely  to  HOHtuiu,  fmiii  tbo 
wrinijirnl  nci  Miiie  pevnut*ry  lonn  ur  il«iiiit|[<^  •  •  •  ga^ind.  It  in  nut.  )«<|uUit«  tot 
Ihnexrrciir  of  thnJnrJHiliotiiiii  tlicruHboiihl  lie  rr»iid  or  ImiMnitma  jinctirrd  lijr  tbi- 
(iBrendMit  at  kII. 

The  ItMt  i>FOi>ositiou  nrmi  laid  down  with  tviferenc-e  to  n  trade-mark 
proiiet,  aut)  iit  undoubtedly  the  liiw.  The  first  pro|Kwitioii  is  cqoally 
soQud,  Hud  is  applicublG,  whether  there  in  a  trade-miirk  shonu  to  have 
been  disineinboral  or  not,  if  the  gootln  of  oiie  have  been  iiiteutioually 
and  franduloiitly  sold  as  the  itoods  of  auotber,  aud  he  ban  sustained 
damaKBi  or  the  former  threntons  to  contioae  bis  acts,  whiuh  the  court 
is  boand  to  conclnde  will  result  in  damuKe.  This  extension  of  the  Lord 
Chanuellor's  uuneeesaarily  reiitriuted  riewa  is  jasdfled  by  what  wan  muA 
in  the  Uoone  of  Lords,  on  appeiil  in  the  same  caae,  by  Lords  Cranwortli, 
KiDf^wlown,  and  the  Lord  Cbaucellor  himself. 

Lord  Kiagsdowu  declared  it  to  liethe  law,  and  no  cme  disputed  it,  that 
the  defendants — 

Had  no  riBbt.  dlreetl;  or  iudirootl,?,  to  nipreaeot  tb»t  the  arttulu  wfalcli  they  m>I4 
waa  Dui>inflMtiire«l  by  Croekatta,  or  by  any  iieraon  to  whom  Cnicketta  bad  oMigned 
tbeir  bari»«M  or  their  ilglita.  Tbay  bad  no  right  to  do  thiit  either  by  poaittvu  atAte- 
moDt  ur  by  adopting  the  trade-mark,  *  *  *  or  by  uaiug  a  trada-iuurk  ae  nearly 
roaamUlIng  that  of  plalotlSit  aa  to  be  oalcalated  to  miaload  liioantioiiK  pnrcbaaera. 

He  makes  a  mnniftet  distinction  between  making  a  positive  statement 
imd  usurping  a  trade  mark  as  a  means  of  infhngement. 

Lord  Orauwortb  said  that  "  the  Lord  Ohaocellor  obserres  that  the 
ground  on  which  courts  of  iaw  aud  courts  of  equity  hare  interfered  Id 
the  case  <rf  trade-marka  has  not  been  well  defined,  and  has  not  been 
made  to  rest  on  any  satisfactory  principle";  that  he  did  not  tbink  it 
necessary  to  go  into  the  question  wliethw-  the  trade-mark,  if  it  ooold 
be  cue,  of  ai>pellants,  as  used  by  them,  was  entitled  to  prucection,  as  it 
was  »  question  of  some  ni(«ty,  for  he  thouKht  "  it  clear  that  there  was 
in  tbis  case  no  inftiiigement."  The  Lord  Chancellor  eoneluded  by  say- 
ing he  was  Hatisfled  "  that  I  assigned  for  my  decision  in  the  oonrt  b«. 
low  a  ground  narrower  than  I  might  bave  taken  as  the  basis  of  that 
jodgmeut,"  and  nduiitted  that  ho  did  not  "  enter  into  tbe  consideration 
of  tbe  wider  view  of  tbe  subject,  which  haa  been  so  forcibly  urged  by 
my  noble  and  learned  friends,"  and  conclnded  that  the  apitellant  bad 
no  tnule-mark  at  all ;  that  it  was  nothing  more  than  an  adTertiaement, 
which  liud  not  been  substantially  imitateil  by  the  apitelleea. 

It  reanlts  from  these  obsurvattons  that  the  grounds  of  jnrisdiotion  were 
htid  down  toi>  uurrowb'  by  the  I»rd  Chancellor,  aud  in  a  niaunt-r  not 
necessary  to  tlie  decision  of  tbe  case,  and  that  so  tHv  fivm  that  cose  con- 
tracting the  jariadiction  of  the  courts  of  equity  to  the  narrow  limits  of 
an  action  at  law,  or  within  the  bounds  prescribed  by  the  instruments 
with  wbtcli  tbe  wrong  may  be  done,  it  virtually  concedes  the  jurisdictioa 
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to  protect  tbe  coinplaiuaiits,  hiul  tfaey  come  with  cleaa  hands,  and 
slmwii  Hint  the  defeudAnts,  either  directly  or  iadirectly,  hy  positive 
Hbtteiiient  or  ftdoption  of  a  kaowa  or  rightfully  ixissessed  aud  uited 
trade-umrk,  represented  the  article  they  aold  aa  niiinufactiired  by  the 
coiuplaiuantK,  iiiid  that  they  had  sustained  or  were  likely  to  sastaiQ 
damage  hy  reason  of  tlitt  wrongful  act. 

After  repeating  the  principle  that  uo  man  baa  a  right  to  »ell  his  own 
goods  as  the  gooJs  of  another,  uur  to  dresa  himself  in  colors  nod  sym- 
bols to  which  he  has  do  exclusive  right,  and  thereby  jwniODat*!' another, 
or  represent  that  he  is  selling  the  inannfacture  of  sauh  other,  while  in 
reality  he  in  selliug  his  own,  the  master  of  the  rolls,  in  Vrajl  v.  Day 
{Oox  T.  M.  Ous.,  057),  said: 

TLe  ricbt)*  vliich  any  penoii  may  Usve  to  tbo  protvotion  of  tliiii  ooart  Hoei  not  de- 
pend upun  uny  oxcluiivu  tight  which  he  may  be  HnpiKned  to  have  to  »  particniar 
name  or  to  n  particular  funii  of  irordii.  His  riglit  U  to  be  iirol«oted  agalnat  tHmd, 
ADtl  fmiid  may  bo  praoticoil  agninat  hiui  by  itieaiw  of  «  DAine,  thoiiKh  tbo  p«rMO 
procti'.'iug  it  lUAy  liuve  n  perfect  right  to  use  that  name,  proTided  hs  iloee  not  aooom- 
paiiy  thd  awi  of  it  trltk  snifb  ntbur  ciroiimstanoes  aa  to  efloot  a  fiaitil  npan  othera. 

ThiA  doctiino  was  quoted  and  approved  in  thecaseof  j^tonsr.  CarUu^ 
(U  L.-U.,3riO;  Cox  T.  M.  Cas.,  116),  where  the  false  pretenses  of  the  de- 
fendant ore  m»de  the  basis  of  the  ri'lief,  aiul  the  badges,  symbols,  uod 
.  similar  carriages,  all  of  which  might  have  been  properly  used,  as  they 
vere  not  exclusively  the  property  of  the  complainant,  were  held  to  have 
been  so  used,  under  the  circumstances  of  that  case,  as  to  amount  to 
fraud,  iilthongh  it  is  clear  that  the  name  of  the  hotel,  "  Irving  Bote! " 
or  "  Irving  House,"  was  the  only  thing  among  the  complainant's  signs 
and  symbols  that  could  Xta  treated  as  exclusively  appropriated  by  him 
as  a  trnde-mark  within  the  meaning;  of  the  law. 

So,  in  the  case  of  Knott  v.  Moygau  (2  Keen,  313),  the  words  "Oon- 
Teyanco  Uouipany "  and  "  Loudon  Conveyance  Cotiipany,"  and  other 
wordfl  used  by  complaiuants,  were  held  to  be  common  proi>erty,  aud 
therefore  not  the  subject  of  exclusive  right;  yet  the  court  said: 

Thpy  bavo  arljfht  to  rail  upon  thin  court  to  Tcatraiii  tbciiufeudaiit  fromfrandnioatly 
nuinft  pruclnely  the  aaiiie  TrnrdB  and  devioea  vbiub  tli^y  have  tnkeu  for  the  pnr]Ki«« 
of  i1iHtiuKnishin)(  tlielr  property,  anil  thsruby  ilepTiviiig  tlieni  nf  tb»  fair  prallta  of 
tbuir  baNluiMH  liy  attruoiliig  custom  on  the  falM  ittpreaentation  that  aarriagca  nallf 
the  dd'uiiiliint'H  livloug  to  iiud  are  uiiUur  the  uiauaj^iueut  of  pUintiS. 

What  were  those  wo.ds  and  devices  T  They  were  not  trade-marks, 
juBt  a8"A0,''  "BO,"  "00,"  "Pony,"  and  "  i,"  "  1,"  "2,"  "3,"  aud  "8» 
are  uut  tnule  marks,  yet  their  comhinafiou  aud  na«,  not  to  designate 
the  defeuduitts'  omnibuses  aud  huaiuess,  but  to  imitate  the  platutiff^ 
aud  thereby  attriH;t  his  custom  and  Utko  his  proUts,  were  held  tu  be  il- 
legal. 

The  case  of  Lemoine  v.  Oanton  (2  E.  U.  8miUi,  313)  was  wheru  the 
complainant  had  abaiKloued  one  trademark  uud  adopted  another,  and 
a  venltct  for  uomiual  damages  was  sustained  iu  his  iavor  against  the 
defendaut,  who  had  assumed  the  discarded  trade-uiark,  and  tbeieby 
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aold  his  calf-skinB  as  the  inannfaotnre  of  the  oomplainaut,  tbe  coort 
8»jiDg: 

It  niakw  no  illOi^iice  wlieMivr  thnt  nliject  ■ftan  MSected  by  conuterfoitinf;  thn  trade- 
mark which  be  nsea  at  preaeut  or  one  that  he  fonnerly  vneA. 

In  that  case,  certainly,  title  to  the  trade-mark  by  which  the  frand  was 
committed  was  not  sbnwu,  and  it  n-as  not  necesaary  to  show  it. 

Tlie  Supreme  Court  of  the  United  States  nsnd  this  langnaf^e  in  MeLean 
V.  FlemiHff  (96  U.  8.,  254) : 

Nor  is  it  nocessary,  in  order  In  f;ive  a  rif(ht  to  an  InJniiRtlon,  that  n  npRciflc  trnilo- 
itiark  dhould  )>o  infrioged;  bnt  it  in  anffloient  that  lite  Conrt  in  satisHml  tlint  tb«M 
waa  an  intent  on  the  part  <ii  the  reapoudeut  to  palm  oft'  hia  kikmIh  ua  the  fcuodH  of  the 
complaiDaut,  and  that  he  pcrtiiBts  in  ko  duiui;  aftur  being  ruqiiustud  to  duiiitt. 

The  Court,  with  approval,  cites  the  case  of  Woolamv.  Ratcliff{i  Qeu* 
&-M.,  259)  iu  support  of  tbcir  opinion. 

Such  is  the  roIiuR  of  the  supi-eme  judicial  court  of  Massachusetttt  in 
tbecaee  of  TAompntn  v.  Winchester  (It)  Pick.,  214).  Tbonipsou  iuveiitcd 
certain  medicine,  which  he  destf^itated  "Thompsoniaii  Medicines,"  und 
the  evidence  oflcred  by  him  to  make  out  his  citae  was  to  the  effect  that 
the  defendnut  had  prepared  medicines  of  an  iuferioi-  quality,  and  hud 
sold  the  same  as  pure  Thompsouiau  medicines,  and  as  an<l  for  medicines 
prepared  by  ])laiutifi'  himself.  The  court  rejected  this  evidence,  aud 
the  jury,  under  in-striictions,  in  accord  with  that  ruling,  found  for  de- 
fendant ;  but  the  Supreme  Court  reversed  thy  case,  and  said  "  that  if 
the  defendant  made  and  sold  medicines,  calling  them  'ThompNoniau 
Medicines,'  aud  sold  them,  or  placed  them  in  the  hands  nf  others  to 
sell,  as  and  for  medicines  made  und  prepared  by  the  ])laiittiff,  so  that 
persons  purchasing  the  same  sui>po»ed  and  believed  that  they  were  pur- 
chasing tbe  medicines  made  and  pre|iared  by  the  plitintifftit  was  a  fraud 
upon  the  phiiutiff  and  an  injury  to  his  rights,  from  which  the  law  will 
presame  some  damage,"  cithig  Sykes  v.  Sytes  (3  B.  &  C.,541),  whicli  is 
to  the  same  effect.  The  words  "  Thompsoniau  Medicine  "  had  l>e(X)me 
their  proper  apiwllation,  and  therefore  not  subject  to  exclusive  appro- 
priation, and  the  defendnut  had  the  right  to  prepare  meilicines  of  an  in- 
ferior quality  and  call  them  by  that  name,  yet  he  waa  held  responsible 
for  selling  his  medicines  as  those  of  the  plaintiff.  This  case  illustrates 
therulesuggested  in  the  beginning  of  this  opinion — that  at  law  the  plain- 
tiff, who  has  an  exclusive  right  to  a  trade-mark,  lias  no  right  to  recover 
vbere  the  trude-uiark  itloue  has  been  taken,  utdess  siiecial  damages  bc 
showu — and  that,  whether  he  has  a  tmde  mark  proper  or  not,  if,  by 
fraudulent  means  and  with  fniudulent  intent,  thv  defendant  sells  his 
gooils  as  aud  for  those  of  the  plaintiff,  tlie  law  will  presume  some  diiin- 
ages,  and  he  '*  will  be  entitled  to  recover  nominal  damages  at  least,  and 
something  more,  if  he  can  make  it  api>ear  that  he  bus  sustained  more 
tlian  nominal  damages."  It  is  plain,  from  these  authorities,  that  the 
damage  at  law  does  not  grow  out  of  tbe  mere  aduptiou  of  a  trade-mark, 
bat  it  arises  from  the  fact  that  sales  havu  been  made  by  defendant  of 
his  goods  as  aud  for  the  plaintiff's  goods.    This  i-esults  iu  dauiage«, 
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cHker  by  oartaiUng  tbe  anioant  of  pbuotill's  aalee  or  BabstitatiiDs  in- 
ferior goods  for  big,  which  iiijar«8  his  repotatioii.  For  tiiiB  damage  he 
has  bis  remedy,  becaose  it  grows  out  of  a  legal  iojory. 

Id  8i»9leum  v.  BoUom  (3  Doii|[.,2B3)  Lord  Haarteld  mid '' that  if  the 
defeodant  had  sold  a  medieiDe  of  his  own  andw  the  {damtilTB  name  ot 
mark,  that  woald  be  a  firaod  tbr  which  an  metioa  would  lie*^  bat  he  non- 
nited  the  plaintiff  because  he  Htd  defendant  nsed  the  name  of  tbe 
original  inventor,  which  bad  become  evidently  the  proper  spprilatioQ 
of  the  (HQtOMOt,  and  because  "  no  evidenoe  was  given  of  the  defoidaot 
having  sold  it  as  if  prepared  by  tbe  plaintiff." 

The  case  of  Morgm,  8ont  <£  Co.  v.  TroxeU  (Cox  T.  H.  0«8^414)  la  im- 
pratant  becaose  no  trade-mark  was  there  disoiembered  and  the  parts 
appropriated  for  the  aecomplisfamcnt  of  the  fkiaad,  yet  the  ooort  granted 
leUef,  saying: 

We  deem  it,  then,  to  be  well  •ettled  tbat,  tojnatify  the  interfereon  br  injmictiaa 
of  Aoonrt  of  equity,  it  ii  ■oBoient  that  there  Is  ■  ftsndnle&t  iBtenUoa  of  p«I«iii|t  eC 
tbe  defendMt'*  good*  M  tbow  of  the  ^ain  tub,  and  that  Meh  Intootfan  U  being  eM^ 
Tied  into  exBeatioii. 

Id  Ferrf  v.  TrueJUt  (6  Beavan,  66)  Lord  Laogdale  sud : 

I  tiilnk  tlist  the  prineiple  on  which  both  the  eovrti  of  law  and  eijiiltj  pioeeed  la 
granting  relief  aod  protaotlon  in  oaeee  of  tbla  aort  ia  Tory  wall  ondentood.  A  nan  ia 
BOt  to  aell  hie  own  gooda  under  tbe  preteaae  that  they  an  the  gooda  of  Mndtbnr  dmb- 
Re  cannot  be  permitted  to  pnotioe  eneh  a  deoeptiim  nor  to  uaetbe  moani  wbieh  oob- 
tribnte  to  that  end. 

In  Singer  ManufaettiTing  Co.  v.  Brill  (snperior  ooort,  Cindnnati,  Gox 
T.  H.Oas.,  409)  the  Judge  delivering  the  opinion  said: 

It  U  ooinpetent  fbr  one  engaged  in  biulueM  to  proteot  that  boaineM  aud  the  ropa- 
tation  hp  ma;  aoqnlre  by  more  ways  than  one,  and  the  law  will  not  allow  a  man, 
when  called  to  aoooant  for  an  InMngeraent  of  an  adopted  meane  of  ptwteetloB,  tode- 
.  Gmd  by  anewering  that  tbe  oompl^nant  haa  «tlU  othor  mub  or  Boana  whereby  ta 
protect  himeelf  that  be  taaa  not  interfered  with.  And  aecordingly  it  haa  baaa  haU 
that  "  It  will  make  no  difference  that  the  plaintiff  baa  alao  a  tradn  mark  whieb  haa 
not  beeu  taken  by  the  defendant."     firoAaa  t.  Bnifard,  1  Hen.  ft  IL,  447. 

The  supreme  coari;  of  New  York,  1872,  in  Coot  v.  BtarfcweatJter  (Cox 
T.  M.  Cas.,  p.  221),  held— 

That  whutlier  the  plaintilfii  were  or  were  not  entitled  to  the  exclnaive  nae  of  tka 
wordn  "  Vulley  Whisky  "  or  "  Old  Vnlluy  Wlilsky,"  which  wai  not  cloarlr  eotabliiludi 
tbe  conno  of  conduct  atloiited  by  the  dtift>ndi>tit«  waa  intnmled  and  oaknlated  to  de- 
oeive,  and  the  plaintlfft  were  therefore  entitled  to  an  injnnotion. 

Kenneg  v.  Bateh  is  analyzed  by  Cox  T.  H.  Can.,  page  304,  where  it  is 
said: 

The  plaintiff  Wi II K  u  iimiinfactnrcr  of  cimretli.ii,  an  which  he  need  a  laliel  oBBt«iniii£ 
a  device  of  ann'i  rnys.  the  worili  "  St.  Jauiea,"  and  symbol  "i,"  the  defeadanto  eold 
other  ci((arettrs  with  a  label  containin);  tlie  worda  "  St.  Janm  Pariah  Periqae  Cig- 
arettea"  (of  which  the  wanlH  "St.'Janiee"  were  much  more  oonqiicnoua),  and  the  aya- 
bol  "  i,"  iu  tbe  (auiB  Htylu  as  thu  pliiiutilTs,  but  the  lubeU  were  in  othni  reaiiccta  dif- 
fcn-til.  ItijDiiction  grautcd  to  rpstraiu  the  derendaiita  fhim  nsing  the  devicp  of  tbe 
ann'a  rays  niid  also  the  ■ynibol  "  i  "  and  word*  "  St.  Jameii,"  alleged  to  Iw  the  plalnV 
HTb  trade-mark^  on  the  (rronnd  that,  whether  the  plaintiff  had  or  IimI  not  an  azcla- 
^ve  right  in  tbe  mark^  tbe  defendant  had  eo  acted  to  dm^oive. 


DBCIUOHB  OF  STATE  C0UBT8   IS   PATENT  CASES.  6S7 

Jndge  Van  Bmnt  places  the  jariBdiotion  on  the  gronnd  of  fraad  upon 
the  pabljo,  even  at  a  sait  of  the  plaintitT  who  has  not  the  ezclasiTe  right 
to  the  use  of  the  words,  nnmeraU,  or  sjrmbols.  While  we  think  fraad 
apon  tlie  pnblio  may  enter  into  the  irroand  of  jnrisdiction,  it,  of  itself, 
in  oar  jadgment,  is  not  soffldent,  anless  some  probable  or  possible 
injnr;  to  tiie  plaintifT  is  showo.  If  the  pMnHfT  cannot  show  that  bis 
rights  or  iaterests  are  injared  or  taken  from  him,  he  can  have  no  stand- 
inf;  in  court,  for  strictlf  he  r^>reaent8  the  pnblic  no  more  than  any  one 
else.  The  oonftaeion  which,  prevails  in  the  armament  ^fainat  the  juris- 
dictaon  iu  this  case  resnlts  from  assuming  that  in  all  oases  the  complain* 
aot  mnst  make  oat  a  legal  title  to  au  exdneive  trade-mark  by  meaoa  of 
which  or  some  part  of  which  the  defendant  has  done  the  wrong  and  in- 
jury to  his  rights.  The  antborities  do  not  snstain  this  assampdon,  bat, 
on  the  oontmry,  are  nnmerons  and  strong  that  the  wrong  ouosists  in 
one  person  ftwidnlently  selling  his  goods  as  and  ftor  tJiose  of  aootlier, 
cother  by  the  nse  of  the  other's  tzade-Batk  or  mdMa  or  by  any  means 
whatever,  if  snch  frandnlent  practioes  resolt  or  are  likely  to  resalt  in 
dunage  to  the  oomplainant.  In  fact,  none  of  the  cases  at  law  which  we 
have  examined  reqoire  the  plaintiff  to  prove  the  existence  of  a  trade- 
mark strictly  and  his  title  thereto  lo  ordeor  to  recover  for  the  frandnlent 
sale  by  another  of  his  goods  as  those  of  the  plaintiff.  There  is  good 
reason  in  support  of  this  principle.  Suppose  A  has  earned  a  great  rep- 
ntation  tor  making  aad  selling  plows,  which  he  does  not  mark  at  all, 
bat  which  are  known  in  the  market  by  their  perfection  in  shape  and  fin- 
ish, and  B  makes  a  plow  precisely  like  it  in  appearance,  bat  not  one- 
fbnrth  so  valuable  intrinsically,  ooold  B  go  abont,  with  impanity,  for 
his  own  gain,  to  injure  A  and  deceive  the  public,  selling  his  plows  as 
and  fur  those  of  A  by  orally  misrepresenting  them  as  A's  plows  1  We 
are  inclined  to  the  view  that  A  would  have  his  action  for  this  deceit  and 
ftand,  which  wonld,  if  not  checked,  finally  break  down  his  reputation 
for  making  a  good  article.  This  view  is  not,  however,  in  its  full  breadth, 
necessary  to  the  decision  of  this  case,  but  it  illustrates  the  reason  which 
onderlies  the  well-nnderstood  jarisdiotion  of  conrts  of  equity,  whioh  they 
now  exercise  in  prev«iting  the  unjust  work  of  deceit,  misrepresenta- 
tion, and  fraud  by  intercepting  their  gains  and  restraining  tbe  use  of 
their  chosen  weapons.  As  the  object  of  the  courts  of  eqnity  is  to  pre- 
vent one  man  injuring  another's  rights  by  selling  his  goods  as  those  of 
the  other,  why  not  prevent  all  fraudulent  misrepresentation,  whether 
oral,  by  signs,  symbols,  trade-marks,  labels,  words,  or  lignres,  by  which 
that  wrong  is  accomplished  I  The  injury  is  the  same,  no  matter  how 
nor  by  what  means  it  may  be  done,  and  the  responsibility  shonld  attach 
when  tliat  iiyury  is  deliberately  and  fraudulently  committed.  This  lim- 
itation most  be  observed,  that  if  the  means  used  ore  snch  as  are  com- 
mon to  all  or  not  exclnsively  appropriated  by  another,  and  injnry  fol- 
lows which  is  not  the' result  of  design  and  improper  use  of  those  means, 
no  remedy  exists.    There  may  Iw  a  design  In  adopting  lawfhl  menus  to 
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absorb  another'a  trade  repatotion,  yet  if  those  meiMiR  are  the  commoD 
property  of  all  and  am  used  iu  »  Iftwfnl  nmtiner,  and  damages  easne,  it 
wonld  be  damnum  ttbtque injuria.  But  where  aach  meana  are  perverted 
aod  BO  combined  and  nsed  aa  torepreoeut  tUegoodsof  one  as  the  mauu- 
bcture  of  another,  and  for  the  puri>ose  of  sellinf^  them  as  aaeb,  there  is 
BO  room  to  doubt  the  power  of  a  coart  of  equity  to  gntnt  relief.  Care 
•hould  l>e  taken  not  to  interfere  with  the  freedom  of  trade  or  to  foster 
monopolies  on  the  one  hand,  nor  to  refnse  relief  in  a  proper  case  where 
the  cry  of  monopoly  and  interforenoe  with  trade  is  deceptive  on  the 
other.  The  fraud  is  most  frequently  accomplished  by  the  illegal  use  of 
names,. forms,  words,  and  numerals  which  ordinHrily  belong  to  ttie  com- 
mou  stocLc  and  are  not  the  subject  of  exvln»ive  appropnatiou.  Instesid  of 
employing  them  in  their  proper  sphere  to  designate  number,  size,  ele- 
ments, qnality,  description,  or  give  directious  or  caution,  they  are  se- 
lected because  of  the  known  innouent  purposes  they  generally  sen'e, 
and  combined  so  as  not  to  represent  quality  or  other  particles  within 
the  8coi>e  of  their  law  fully- prescribed  functions,  bat  to  cause  the  goods 
or  articles  to  which  they  are  attached  to  be  purchased  by  the  public  as 
the  make  or  manufacture  of  another,  thus  violating  that  great  j^neric 
rule,  which  lies  at  the  foundation  of  all  law,  that  a  man  mtu^t  so  use  his 
own  proi)erty  as  nut  to  injure  the  property  of  auother.  The  logic  of 
this  position  would  be  conclusive  even  were  it  without  the  fiapjtort  of 
UQtliority. 

Mr.  Justice  (}my;  in  Oilman  v.  Hunnewell  (122  Mass.,  150),  and  the 
master  of  the  rolls,  in  6ro/t  v.  Day  (7  Bevan,  84],  said  that  each  case 
of  trod e-iu ark,  and  what  is  proper  to  be  done  in  each,  depends  ui>on  its 
own  circumstances.  These  observations  of  those  learned  judges  belixig 
to  the  necessity  of  such  cases,  for  were  the  rules  of  law  applicable  to 
trade-marks  so  fixed  and  invariable  ns  to  try  all  future  cases  by  the  past 
alone,  the  wnry  and  cunning  would  by  evasion  soon  abrogate  their  effi- 
ciency. This  suggestion  is  aptly  sustained  hy  the  present  case,  where 
each  particle  simulated  is  the  common  fund  of  all  for  tho  attainment  of 
the  ends  they  commonly  subserve. 

The  law  says  yon  may  use  anything  which  is  the  common  property 
of  all,  or  tbut  cannot  be  exclusively  appropriated,  but  you  must  a^e  it 
to  convey  the  ideas  which  it  commonly  expreeses  and  of  which  it  is  the 
accepted  sign.  Yon  must  use  it  to  tell  the  truth,  the  whole  truth,  and 
notliing  but  the  truth.  You  cannot,  under  pretense  of  exercising  a  com- 
mon right  of  use,  and  by  reason  of  the  fact  that  the  means  used  represent 
the  quality  and  size  of  your  goods,  so  use  thtmi  that  while  they  iierform 
this  simple  and  innocent  purpose  apparently  of  representing  qnality 
and  size,  caution  and  description,  yon  cause  them  to  do  more,  to  rep- 
resent your  goods  as  those  of  another,  and,  by  the  seeming  fiiiniess 
which  loliowa  Uit^  Helectiun  of  a  legal  or  iunoceiit  instrument  of  means, 
escape  tho  conse(|Ucuccs  of  an  illegal  use  thereof.  This  wuuUl  be  steal- 
ing the  livery  of  heaven  to  serve  the  devil  iu.    This  wonld  be  per\-eit- 
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ing  tlie  prlrileffes  and  osee  of  oar  langnage  ander  the  pretenm  of  de- 
icribing  one's  own  to  take  aBotber's  from  him.  Oao  soch  illegal  nse  be 
made  of  written  or  oral  language  becaase  it  la  no  harm  to  nae  that  Ian- 
gnage  about  matters  not  foreign  to  its  objectet  Quality,  size,  descrip- 
tion, oantioa,  elements,  &c.,  may  be  indicated  or  named  by  tbe  use  of 
the  words,  letters,  and  nomerals  described  above.  *  This  is  the  appellee's 
right,  bat  it  is  not  becaose  the  words,  letters,  and  figures  do  that  that 
be  ie  complained  of,  for  he  has  the  right  to  use  them  for  those  pnrpoees. 
Bat  the  complaint  U  that  these  letters  and  flgaiee  have  been  used  not 
to  do  this  alone,  which  was  rightful,  but  they  have  been  used  for  an 
ulterior  purpose.  The  appellees  selected  the  same  letters,  the  same 
words,  the  same  numerals,  and  pat  them  in  the  same  colors  and  opon 
the  same  places  on  their  plows  as  were  used  by  appellants  on  their 
plows.  For  what  t  To  represent  quality  and  size  alonel  Who  could 
bdieve  iti  Why  not  take  tj'pe  from  a  different  fbott  Why  uot  take 
other  namerals  that  would  serve  the  same  purpose  better!  Why 
adopt  as  a  number  "i,"  "1,"  "2,"  "V  *'8r  Why  "AO,"  "BO," 
"CO,"  '*POt"  'So  fuiswer  ciut  be  given  except  that  a  man  intends 
the  oatnral  consequences  of  his  own  act,  and  the  consequences  of 
this  aet  are  to  take  appellant's  trade,  ballt  up  on  his  reputation  and 
transfer  it  to  appellees  by  nsing  that  reputation  to  sell  appellees' 
plows.  This  departure  from  the  easy  and  common  way  of  using  those 
letters  and  figures  and  the  adoption  of  a  troublesome,  costly,  and  pain* 
fully  prepared  Imitation,  both  of  plows  and  letters,  is  attempted  to  be 
excused  on  the  alleged  ground  that  appellees  were  making  bett«r  plows 
than  appellants.  This  excuse  is  so  transparent  a  subterftige  to  escape 
the  efSeots  of  their  conduct  that  it  deserves  to  be  mentioned  because  of 
ita  iwldness  only,  and  as  an  illustration  of  the  intent  of  appellees. 
Would  they  take  to  pieces  one  of  appellants'  plows,  then  make  theirs 
like  it,  brand  them  at  the  same  point  and  in  the  sune  way,  paint  them 
alike,  make  the  same  interchangeable  metal  points,  abandon  their  old 
letters  and  adopt  the  letters  Euid  numerals  of  defendants,  if  they  were 
making  a  better  plow,  and  thoe  run  the  risk  of  oonftision  with  infierior 
plowst  Who  would  thns  dig  a  ditch  to  fall  into  himself  T  The  eyes  of 
capital,  trade,  and  oommerce  are  too  keen  not  to  see  and  avoid  such 
folly.  No  man  in  bis  senses  would  commit  it,  aod  we  cannot  believe 
the  appellees  did  so.  If  they  did  not,  then  the  reason  assigned  by  them 
for  this  elaborate  imitation  is  false,  and  we  must  look  for  another  and 
traereason,  which  may  be  easily  fonnd,  for  it  lie8.upon  the  surface;  it  is 
pointed  out  by  the  experience  of  the  race.  Those  letters  and  figures 
on  the  skillfhl  imitationn,  unless  we  deny  the  evidence  of  our  senses, 
the  plows  having  l>een  exhibited  to  as,  were  used  to  enable  appellees 
to  sell  their  plows  as  and  for  those  of  the  appellants,  and  thereby  it^nre 
their  trade  repntation,  lessen  their  salen,  and  shore  their  profits  and 
customers.  The  question  must  not  be  confined  to  what  the  appellees 
use,  but  how  and  for  what  purpose  they  used  the  indieia  copied  flrom 
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appellADtB*  plowa.  If  so  r«stricted,  tfae  oaw  is  plain,  for  what  they  naed 
tbey  had  the'ngbt  to  nae,  bat  the  manner  ia  which  they  used  these  let- 
ters and  flares  oonatitates  the  wrong.  They  have  used  lawfal  things 
in  an  illegal  way.  Instead  of  using  them  to  designate  qnality  and  8u« 
merely,  which  is  allowable,  they  did  not  content  themselves,  bat  ooder 
tt9  pretense  of  designating  qnali^  and  size,  which  the  letters  and  fig- 
ures really  do,  they  "  pressed  them  into  another  serTioe"  by  placing 
them  at  points  and  in  positions  on  their  plows  that  corresponded  with 
the  manner  of  thdr  uae  by  appellants.  For  this  reason  the  appellanti' 
trade-mark  could  not  perform  its  legitimate  ftaootions ;  its  power  of  de- 
signating their  make  of  plows  was  lessened,  and  to  that  extent  thrir 
trade,  coming  to  them  from  their  repatation,  as  evidenced  by  their 
trade-mark,  was  destroyed,  and  the  way  opened  for  appellees  to  tHaim 
that  loss  as  thdr  gain,  tbas  usurping  the  trade  reputation  of  ^ipellanta 
by  the  artfiil  manner  of  using  and  oombining  artificial  signs  oomnton 
to  all  assiguifytng  quality  and  nomber  generally. 

Appellees'  counsel  cite  the  following  text  in  support  of  their  view: 
"  If  through  the  lawftal  and  proper  ezeroise  by  one  man  of  his  own  ri^ta 
a  damage  resolts  to  another,  even  though  be  might  have  antloipsted 
the  result  and  avoided  it,"  it  is  damnian  abtqmt  imjwria.  (Oooley  oa 
Torts,  31.)  This  Is  sound  law;  but  If  he  uses  his  lawftal  rights  and 
property  in  an  nnlawful  or  improper  manner,  then,  if  damage  follow,  it 
to  damage  with  injury  where  he  so  uses  his  own  as  intentionally  to  In* 
Jure  uiother.  This  no  man  has  a  right  to  do,  and  tiiis  is  the  distinotloB 
whiob  appellees'  coonsel  Gail  to  leoogniie.  It  is  also  s^d  that  a  had 
motive  may  render  a  bad  act  worse,  but  it  i»oniA  render  a  lawftil  aet 
anlawfhl.  This  is  also  tme;  for  if  a  man  with  a  bad  motive  exeraises 
his  rights  in  a  lawfal  and  proper  way,  and  iqjury  ensues,  it  is  damage 
without  legal  iqjury;  but  if  he,  with  a  bad  motive,  ezerdsea  his  rights 
la  an  nnlawftil  manner,  and  injury  is  thereby  done  to  another,  there  to 
damage  and  a  legal  injarj'.  For,  instead  of  exercising  his  rights  in 
order  to  their  legitimate  and  fnll  enjoyment,  which  he  mi^  do  althon^ 
it  injures  another,  if  he  soexerdses  his  rights  as  not  only  to  eqjoytheoi 
himself,  but  to  do  more,  to  go  l>eyond  and  use  them  in  snoh  a  manner 
as  to  Intentionally  and  ftandulently  ii^ura  another  man's  right,  it  to 
wrong  in  principle,  condemned  by  authority,  and  unsupported  by  a  dn- 
gle  analogr,  fairly  and  logically  applied.  The  whole  argnmeot  of  ap- 
pellees' oonnsel  is  based  upon  the  folse  assamption  that  a  l^al  ii^aiy 
cannot  be  done  by  the  improper  use  of  lawfal  means,  and  that  the  Vftry 
act  in  question  is  legal.  There  is  a  difference  between  lawfal  means  and 
the  unlawtU  nse  of  those  means.  -  A  bad  intent,  it  is  indubitably  true, 
cannot  render  a  legal  act  worse,  but  this  rote  must  not  be  mistqtplied. 
A  bad  iutent  vannot  render  legal  means  or  things  illegal,  nor  oan  it  ren- 
der a  legal  act  worse,  but  a  bod  intent  does  make  au  illegal  aet  done  by 
the  use  of  leeal  things  a  good  deal  worse.  This  position  of  the  appellees 
loatrates  the  difflenlty  which  courts  of  equity  meet  in  the  e 
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of  jQstioe  Id  oases  of  this  character.  While  the  limitation  to  the  exclasire 
use  of  the  laogaa^  eonfloes  the  selfish  muaopolist  to  those  words,  let- 
ters, numerals,  and  symbols  which  iodicate  the  origiuand  owuerslnp  of 
his  goods,  and  which  no  orher  persou  can  nse  with  like  truth,  there  is  a 
qnalification  to  the  manner  in  which  the  residue  or  common  stookmaj 
be  naed.  So  part  of  it  can  be  diverted  from  its  ordinary  fauctions  and 
perverted  to  the  work  of  piracy.  Thoagh  innocent  in  itself  to  coiamuoi- 
cata  ideas  and  represent  the  prodaot  of  all  labor,  its  quality,  kind,  Mid 
most  miaote  and  general  description,  thoj  are  the  most  dangerons  means 
with  which  to  misrepresent  the  goods  of  one  as  and  for  those  <tf  another 
for  it  is  hard  to  see  the  difference  at  first  blash  between  the  lawful  tatd 
nnlawfal  ose  of  that  common  stock  which  it  is  conceded  belongs  equally 
to  mankind. 

Confonnding  the  legality  of  the  means  nsed  with  the  charge  alleged 
in  tiie  bill,  we  are  met  with  the  skillful  excaae  that  a  bad  motive  never 
renders  a  legal  act  worse,  and  particles  which,  when  properly  osed  for 
lawfiil  porpoaes  would  be  harmless,  are  piled  up  one  after  another  in 
sooh  a  disoonneoted  way  an  obscarea  the  effect  of  their  combined  power 
until  the  innocent  instruments,  having  done  the  work  of  invading  ap- 
peQuita'  trade  repatation,  are  made  the  defense  to  their  own  misnse. 
Bnt  whether  arising  fhim  the  common  stock  or  that  which  is  exclu* 
aively  appropriated,  the  nse  mast  not  be  ft»ndoleutly  abased  and  the 
Tights  of  others  wrongftdly  taken  ftom  them ;  hence  we  say  that  conrts 
of  equity  have  jurisdiction,  no  matter  what  the  means  may  be,  if  per- 
verted from  their  tnie  objects,  by  which  one  mannCacturer  represents 
and  sells  his  goods  as  and  for  those  of  another. 

The  general  mle  as  to  what  constitutes  infHngement  is  attempted  to 
be  laid  down  in  rariuus  cases ;  but  it  will  be  found  that  no  rule  onu  b« 
formulated  that  will  anticipate  and  embrace  every  act  of  iuf^ngemeut. 
So  each  case  must  depend  mainly  upon  itself  for  the  rule  and  proof  of 
this  essential  prerequisite  to  recovery.  It  is  not  necessary  that  the  re- 
semblance produced  should  be  sncb  as  would  mislead  an  expert  or  such 
as  wonld  not  be  easily  detected  if  the  original  and  the  spurious  were 
seen  together.  It  iri'Cnough  that  soch  similitude  exists  as  would  lead 
an  ordinary  purchaser  to  suppose  that  be  was  baying  the  genuine  Artl> 
de,  and  not  an  imitation.    8.  0.,  120  Mass.,  323. 

Althoa^ii  the  mark  might  Dotdecelire  If  placed  Ride  by  lide  with  the  plkintitT's  luerk. 
It  vaa  calcnlftt«d  to  obtain  Tor  the  defendant*'  Koodg  the  Mtue  name  a«  thet  by  wliiota 
the  plaiatlffa'  were  known  nnd  to  deceive  An  ordlnnrj  pnrobaser  who  had  not  au  op- 
portnnitf  of  comparlag  the  mark*.  .Vore*  r.  8v§ood,  Evtn  ^  Co.,  Cox,  T.  JI.  Cae., 
636. 

**  It  is  a  mistake  to  suppose  that  the  resemblance  must  be  such  as 
would  deceive  persons  seeing  the  two  trade-marks  placed  side  by  side,'* 
as  was  said  by  Judge  Clifford.  Manit/acturing  Co.  v.  Trainer,  101  V, 
S.,64.  1^, 

In  the  ease  of  UcAHdrmei.v.  Bauett  mnch  importance  was  attached 
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to  Uie  fbot  that  the  defendant  had  laid  aside  the  mark  he  had  prevkHuilj 
nwd  uid  took  op  that  of  the  oomplainant.    The  Lord  Ghanoellor  said: 

Tbe  bot  of  Its  adoption  hj  Uia  defeodknU  U  itaolf  pngnftot  wttb  proof  tbat  ttwy 
nguded  It  m  ft  tUng  dMl»bl«  to  be  done.  Thej  thenaafarth  ua  It  In  pFBfcmiea  to 
wli»t  tbej'  pieTlontlf  nwd,  and  tlie  nMon  !■  claftrlf  to  b«  oollMted  ftom  tbe  lattoc 
which  wu  the  oeoaalon  of  the  Ant  Introdnotton  to  them  of  the  mftrk  and  the  ooe— to« 
of  their  Bdoptlug  It.    10  Jar.,  TS.  S.,  S60  ;  Cox's  T.  H.  Caeee,  073. 

In  eTery  omb  [uya  Vloe-ChknoelloT  Wood  in  the  l^Itr  Ptntau  Tkrvml  0*w]  tb« 
eoart  vnat  Moertain  whether  the  dlflbrenoe*  »t«  ftotMjMa,  In  order  to  dtatinprtrii  the 
OD«  MTtiole  ftmn  tiie  other ;  irlwth«T  (be  reeemblnnoea  and  the  difliienaea  are  sneh  aa 
nMnnllj  ariia  from  tiw  nacHdUaa  at  the  oaae,  or  whether,  on  ihe  atbar  h«nd,  1^ 
dlSBTWoea  ate  rimplj  vHooMn,  and  the  raMmblanoea  are  anoh  aa  u*  Abvloiidr  In- 
tended to  deoalre  the  pnnihtaer  of  the  one  mrticla  Into  the  bdlaf  of  It*  being  tbamaa- 
aAwtme  of  another  peraon.  BaaemManoe  la  a  aironnatanae  wMeh  t*  at  primuy  lm> 
portanoe  for  the  oonrt  to  eoiwldar,  heeanta  if  the  eoart  flnda,  aa  H  doaa  almoat  tavs- 
llablf  tnd  in  tnoh  oMea  aa  tUt,  that  than  ia  no  raMoo  fcc  tba  raaBmhlinaa,  •xaaft 
for  tha  pntpoae  of  mlaleadlnf.  It  will  Infbr  that  the  reaemblanoe  waa  adi^tod  fbr  Ite 
pnrpoae  of  mitleadtng.    Ihylor  t,  Ihjrior,  £  Eq.  Sep.,  S90 ;  Coz>a  T.  If.  Caaea,  70. 

In  Beixo  v.  ProvizetuU  it  was  said : 

If  a  porahaaar,  looking  at  the  artlole  oflbred  to  him,  wonU  nntaially  be  led,  htm 
the  mark  tmpraaa«d  on  it,  tosappoMittobetheprodootionof  tharlvalnftnoflbetofer, 
and  wonld  pnrahaae  In  that  belief,  the  oonrt  conaldera  the  nae  of  aoeh  a  mark  to  be 
ftandilant.  Bnl  I  go  farther.  I  do  not  oonalder  the  aetonl  phyaleal  reaembtwaoe  of 
the  two  marka  to  be  the  aola  qneatlon  fbr  oonaidmtiOD.  If  the  gooda  of  a  mannfcet- 
mar  have,  ftoa  a  mark  or  devloe  be  haa  oaed,  beeomo  known  tn  the  market  I7  a  pai>- 
UooIm  oame,  I  think  the  adoption  bj  a  riral  tender  of  anj  mark  wUeh  will  eaaae 
the  gooda  to  bear  the  aame  name  In  the  market  may  bo  M  unoh  a  vlolatiott  of  the 
right  of  that  riral  aa  the  aotnal  copy  of  hU  device.  L.  B.,  1  Chy.,  109;  Cox'a  T.  U. 
One*,  146. 

yioe-Chancellor  Malins  said : 

The  mle  of  the  ooart  U,  that  a  man  who  haa  adopted  «  dMingniaUng  mark  haa  a 
rf^t  to  be  proteoted  agalnat  any  other  peraon  adopting  one  anfflalantl;  like  It  to  mia- 
lead  aa  nawary  pablie. 

In  the  same  case,  npon  appeal,  the  Lord  Obancellor,  in  1873,  aatd: 

Tbonghno  onepartfonlar  mark  lisxaotly  Imitated,  tbeoonblnatlonisTeryeimllar, 
and  likely  U  deceive.  It  la  tme  that  there  la  no  proof  that  any  one  baa  boon  deoelTad, 
«r  that  the  plalaliSi  have  Incarted  any  loea ;  but  where  the  similarity  la  obvlona,  tint 
ta  not  of  Imponano*.  AtioU  t.  Bakm^  and  Co^telUntre  Tbm  AmiMaUtn,  Cox.  T.  M. 
Cm.,  813. 

In  the  Jnatly-oelebratcd  opinion  of  Jndge  Dner,  hi  tiw  .d 
(To.  T.  ^ear,  be  said : 

In  an  ImltatloD  of  the  original  mark  upon  an  artlole  or  good 
tlon,  the  name  of  the  proprietor  mfty  be  omitted,  another  name,  that  of  the  h 
UmaeU^  may  be  labatltnted )  bnt  It  the  peonlUr  davloe  la  eepied,  and  ■•  oopiad  aato 
manifeat  a  doal^  of  misleading  the  pnblio,  the  omission  or  variation  oaght  to  be 
wholly  disregarded.  Itsabject,  wemay  beoartalD,  was  not  to  eumsinoicate  the  tralh, 
bnt  to  eaoape  the  penalty  of  falsehoud.  A  fraud  ia  Intended,  an  nnlawfU  gain  ia 
BM«nt  to  be  reallied ;  bnt  it  Is  believed  or  hoped  that  an  Injnootloo  may  be  avoided 
.  and  rialm  fbr  pioflte  or  dammge*  be  repelled.  ThefhKid,howaver,  If  aoonrtofaqnlty 
la  tme  to  Its  prtnolplea,  will  be  inpptessed  and  Its  fruits  be  Intercepted  or  reatorad. 
Uy  eonoloalonson  this  branch  of  Ihe  satjeot  are  that  an  l^Jmiction  oaght  to  be  granted 
wbanever  the  dsatgn  of  a  penon  who  Imitate*  a  trade-mark,  be  hia  design  afpannt 
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•r  piovwl,  U  to  impOM  bU  own  good*  upon  the  pnblio  m  thoaa  of  tb*  ownor  Ot  tiM 
maA,  and  the  ImluUan  U  enelL  thftt  the  laeoeM  of  the  deelgn  le  e  pfolMUe  or  OTiB 
poirible  eoniegBenoe.  Ama§ltmf  Miutfactiiriitf  Co.  t.  ^M"*!  ^  BMid.,  B.  C,  UO ;  Cox 
T.  U.  Caaee,  B6. 

**  EveD  if  the  wholesale  Itajer  is  not  misled,  but  the  small  retailer  or 
the  ooDsamer  is,  tlie  right  of  aotiOB  exists,"  was  the  laufftuige  ased  la 
IHm»  Cntcibl9  Co,  y.  GttsteHkgim  (2  Brewster,  Peon.,  330).  See  also 
ClMTk  V.  Clark  (25  Barb.,  76),  aod  Bnokl^  White  Uttd  Co.  y.  Maaurf 
(Ibid^  416). 

Id  the  case  of  Coati  v.  Hotbrooi,  Vioe-Chanoelloi  Sanford  said : 

A  nan  ia  not  to  tell  the  good*  oi  nMnofiwtnEe  of  B  nodn  the  show  of  pntauee  that 
tliej  are  the  goodt  or  maDu^Mtoree  of  A,  who,  hj  luperior  akll)  or  ludoatry,  bae  m- 
tabliahed  the  repntatloo  of  bU  ertlola  In  the  market  Tbe  law  will  penutt  no  pftraon 
Id  praetiee  a  deception  of  that  kind,  or  to  nae  the  mean*  which  oontribnte  t«  «ffMt 
tk  Ha  haa  bo  right  and  ha  will  not  ha  allowed  to  hm  the  namea,  lettan,  marha,  and 
<Aber  ^r>nhoU  bf  wblob  bs  maj  palm  off  opon  bnyen  aa  tbe  maaafketnia  of  anetbw 
tbe  artiele  he  la  •tiling,  and  thercb;  attract  to  himeelf  tbe  patronage  that,  wtihonl 
mch  deceptlre  nie  of  each  namea,  Ac,  wonld  hare  innted  to  the  benefit  of  that  other 
perton  who  flrat  got  np  or  waa  alone  aoonatomed  to  nee  inch  namea,  mark*,  Ictten, 
«r  eymbola.    Om1«  t.  Hotbrooi,  S  Band.  Chy.  B.,  604;  Cos'i  T.  M.  Cuea,  sei. 

The  court  said  in  GiUott  v.  Stterbrook,  ntpra: 

Hie  deidgn  to  defhtnd  by  ounn&etnrlng  end  packing  pens  in  all  reipecte  atnllai 
to  the  plaintiff's,  excepting  only  in  the  nee  of  tbe  namea,  appeare  rery  plainly.  I 
oannot  maaon  m>  artiflelall;  ■■  to  ditgniee  thla  oonalnalon  ftom  m jaelf. 

The  language  of  Lott,  Senator,  In  Taylor  t.  Carpenter,  shall  dose  onr 
quotations  on  the  ±anner  infHngements  have  been  made  and  tbe  ueans 
and  a<rts  which  hare  been  declared  to  be  InflriDgementa.    He  said : 

Honeat  eoinpetitloa  rellea  only  on  Hit  Intrinalo  merita  of  tbe  article  Inonght  into 
naikat,  and  daaa  not  nqnlre  a  reaort  to  a  folae  or  fhradniait  deriee  or  toknn.  That 
etctainly  cannot  doMrve  the  appellation  which  elndionaly  glvea  to  the  prodnct  of 
Iteteodod  tnperior  akill  tbe  name  and  eiact  reeemblaooe  and  Imitation  of  the  artlele 
with  wblob  It  profceaei  to  compete.  A  dlagnite  ia  not  nanally  awnmed  for  an  honeat 
ottfeet.  It  la  a  mark  more  oharaoteriatlc  of  deception  and  fraod.  It  defbata  the  tbij 
nd  and  ol^eet  oontamplated  by  legitimate  competition,  tbe  ahtdoe  to  tbe  pnbUc  to 
aeleet  between  tbe  artiolw  aold,  and  opentee  aa  a  deception  and  inpodtlon  on  the 
dealer.    S  Sand.  Chy.  Sep.,  B13;  S.  C.  Cox  T.  U.  Caaea,  4Gl 

What  la  lacking  in  aathority  to  reach  every  case  of  infringement  may 
be  easily  supplied  fron  the  iwTer-fkiling  foantain  of  Justice,  where 
prinoiple  finds  nniversa)  applicatioD.  What  are  the  facts  of  this  easef 
The  appellees  have  not  naed  a  single  letter,  flgnre,  or  word  that  belongs 
to  appellants'  trade-mark  proper,  yet  by  the  exact  similation  of  the  plow 
tn  every  perceivable  point  ezpMed  to  an  ordinary  observer  and  par- 
ehaser,  and  the  ase  of  tbe  saate  coloring  and  staining,  the  same  relative 
podtion  of  tbe  letters  and  flgnres  as  employed  and  osed  by  the  appel- 
taut*,  avoiding  tbe  literal  ^propriadOD  of  any  part  of  their  trade-mark, 
the  appellees  have  obeooretl  tiieir  own  and  appellants'  trade  mark,  bnt 
at  the  aame  time  soagfat  to  avoid  detection  and  responsibility  in  doing 
so,  and  to  canse  their  plows  to  be  taken  for  and  porchased  as  those  vf 
^pellaDti.    Tboa  by  akillfnl  combination  of  legal  particles,  taken  one 
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at  B  time  and  id  the  aggref^ate,  leaving  the  mere  tiade-mark  antoaidted, 
tiiey  bare  so  oonfased  its  foroe  antl  effect  s»  to  destroy  its  office  and 
real  efflcienoy  to  dutingaiah  the  appelUDts'  plows  ttom  all  others. 

1.  The  appellees  laid  aaide  their  own  letters  and  nnmerals,  which 
they  commonly  used  to  iodionte  the  size,  series,  and  qnality  of  their 
plows,  and  literally  took  ap  those  of  the  appellants. 

2.  They  qalt  lettering  oast  and  flgnring  steel  plows,  and  reversed  that 
order  and  adopted  the  order  of  use  by  appellants. 

3.  They  consulted  aud  deliberated  before  adopting  the  letters  and 
numerals  or  imitating  the  oonstmctlon  of  appellants'  plows. 

1.  After  the  deliberation  they  so  imitated  the  ponstraotiou,  nnmerals, 
and  lettering  of  appellants'  plows  that  nothing  bnt  the  reading  of  their 
trade-mark  and  uloae  inspection  oonld  distinguish  the  differeooe. 

6.  They  made  large  quantities  of  plows,  leaving  off  Uteir  own  trndS' 
mark  and  name,  aud  aubstitnted  therefor  the  names  of  Jobbers,  who 
were  well  known  in  the  market  to  be  venders  and  not  makers  of  plows, 
making  It  in  their  taandn  therefore  impossible,  without  the  aid  of  expert 
knowledge,  to  tell  the  difference  between  a  Meiklo  and  Avery  plow,  as 
they  both  had  the  same  itidieia  and  were  constructed  alike,  the  makei's 
name  being  altogether  suppressed. 

6.  They  have  employed  small  salesmen  to  sell  their  plows,  who  place 
them  on  the  market  one-half  dollar  cheaper  than  the  Avery  plow,  and 
to  advMtise  them  as  to  be  taken  for  those  of  the  appellants. 

The  combined  foroe  of  this  evidence  is  irresistible.  It  shows  ao  inten- 
tional infringement,  and  not  only  possible  injury,  bat  such  Cuts  trota 
which  the  law  presumes  some  injury  at  least  to  be  the  neoessaty  conse- 
quence. If  such  infriuRement  as  this  be  not  eqjoined  and  the  profits 
resniting  ttom  it  returned,  then  trade-mark  law  will  never  accomplish 
Its  prime  object,  named  fu  the  flmt  sentence  of  this  opiuion  on  that 
branch  of  the  subject  we  liave  discussed.  The  trade-mark  and  trade- 
repntation  pirate  atwaysundertakesthedifQcnlttaskof  sailing  between 
the  Oharybdis  and  So.vlla  of  the  law,  but  he  should  never  be  allowed 
a  successful  voyage.  If,  on  the  one  hand,  he  escapes  the  rook  by  not 
infHngiug  through  the  instnimeutality  of  the  traile-mark  itself,  he  will 
not,  on  tke  other,  if  conrts  of  equity  are  true  to  the  principles  of  tbeir 
own  existence,  be  allowed  a  sate  passage  by  the  use  of  any  means  of 
deceit  or  false  representations  known  to  the  inventive  brain  of  man. 
Courts  of  law  and  equity  have  finally  become  possessed  of  joriadiotion, 
through  the  unfolding  process  of  adjudication,  ample  to  protect  a  trade- 
mark, which  may  be  used  by  all  to  dletingnish  their  goods  from  others; 
to  prevent  the  sales  of  tbe  goods  of  one  as  being  those  of  another  by 
means  of  fhuid  and  misrepresentation  in  the  nse  of  marks,  signs,  words, 
numerals,  or  symbols;  to  afford  redress  for  such  sales  of  goods  which 
are  a  misleading  imitation  of  those  of  another,  for  whose  manafitotare 
tbey  may  be  sold,  where  intentional  false  representations  or  fraud,  from 
which  damage  the  sales  are  made  by  the  ose  of  a  trade-mark,  or  diiect 
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or  indirect,  is  preanmed  and  its  extent  may  be  proven.  In  all  cases, 
however,  tbe  coaduot  or  adopted  meuu  of  the  imitator  must  be  sooh 
as  doee  or  woald  probably  deceive  the  ordinary  mass  of  purohosers. 

In  oonolosion,  we  repeat  tthat  this  law  grows  oat  of  the  common  prin- 
dple  of  jostioe  that  the  rights  of  each  ehoald  be  so  used  as  not  nnnec- 
essarily  to  iqjnre  those  of  others  whose  sUU  has  made  their  goods  vat- 
nable  in  their  repatation  that  finally  compensates  them  for  their  eater- 
prise,  indnstry,  and  fldellly.  We  are  therefore  of  the  opinion  that  tbe 
relief  prayed  for  shonld  have  been  granted. 

The  thanks  of  the  ooort  are  tendered  to  the  able  oonnsel  on  both  side* 
of  this  case  for  the  great  assistanoe  they  have  rendered  vb  in  oar  eflbrti 
to  arrive  at  a  oooclaaioa  in  stsriot  obedience  to  anthority  and  principle. 

Wherefore  the  judgment  is  reversed  and  oanse  remanded  fbr  ftirthw 
prooeedioga  oonsistent  with  this  opinion. 


D,g,l,..cbyGOOglC 
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DECISIONS 

OF  TUB 

CANADIAN  COMMISSIOKEB  OF  PATENTS. 


Baktsr  V,  Smith. 

DteU^i  rOraart  IS,  1877. 
9B  o.  0.,  m. 

1.  UuntAOiuia  axd  CoMaTBUonox  wiTBni  Two  Ybaxi. 

Tho  C»iUKlijm  pktMit  Ikw  raqalrlog  "eonatnetlon  or  BiaiivAMtnn  of  tlw  In- 
Tentlon  at  dUcwrary  pateoted  irlihln  two  yean  of  the  date  of  the  pateot"  d«wa 
not  oontempUle  forolog,  oo  puisltf  of  ferfbitara,  the  pstootee  to  aotnally  fabri- 
eate  hU  iDTeDtlm  with  hU  own  eapttal  within  epeolflc  eatabllahmeDta,  with  hia 
own  toola,  and  to  keep  itoek  for  ererf  moment  of  the  exltt«noe  of  hU  prirUego 
thninghont  the  Domlntou. 

The  real  meaning  ef  the  law  U  that  the  patentee  mnat  be  leady  either  to  far- 
nleh  the  aiiiole  hlmeelf  wr  to  give  Uobiwb  of  lulog  on  reMonable  term*  to  any 
pannn  dedrlng  to  nM  It.  The  worda  "  oarey  on  In  Canada  the  oonatraotion  or 
uannflwtnre,"  with  thelt  oootext,  mean  that  any  oltiien  of  the  Domialou  has  a 
right  to  exaet  ttom  the  patentee  a  lloeoee  for  nilog  the  invention  patented,  or 
obtain  the  artlnle  patented  for  It*  nee  tX  the  expiration  of  the  twa  years'  delay, 
on  condition  of  applying  to  the  owner  for  It  and  on  payment  of  a  fltir  royalty. 

3.  iHPOKTATIOir. 

The  worda  "  Importa  or  oanae*  to  be  Imported  Into  Canada,''  wotion  S6  of  the 
patent  act  of  1872,  mean  the  Importation  of  patented  Inventiona  to  the  Injury  of 
home  labor,  and  do  uoCoover  ihe  actual  Importation  of  a  few  maohlnee  ai  modela 
or  for  the  pnrpoae  of  bringing  theoaefnlneeaof  tbeinrention  before  the  Canadian 
public. 

Meuri.  Edgar,  Fmton  «£  Bik^ie,  of  ToroDto,  ooaiuel  for  tbe  dis- 
pntaot. 

Jfflwrt.  Orahamt,  Hnmlami  d  J^trtoH,  of  Toronto,  oouoael  for  the 
nspcHident. 

Bbfosk  the  Deputy  of  tiw  Minister  of  Agrksnltore. 

This  cane  is  one  in  which  a  dispute  is  raised  against  the  existenoeio^ 
three  patents  granted  to  the  respondent  in  1873,  for  alleged  forfeiture 
on  the  ground  of  non-maoa&wtnriiig,  within  two  years  of  the  dat«  of 
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each  patent-,  and  on  the  {froand  of  importing  after  twelve  moutlis,  in 
the  terma  of  section  28  of  the  |iatent  act  of  1872.* 

The  yetitioti  atldregsed  to  the  honorable  the  Minister  of  Agricoltare 
(bearing  date  October  10,  187C)  by  the  dispntant  represented  that  Pat- 
enta  No.  2,400,  for  a  prooens  of  milling ;  No.  2,257,  for  a  flonr-diesaing 
machine,  and  No.  2,358,  also  for  a  flour-dressing  machine,  granted  to 
George  Thomas  Smith  in  1873,  are  nail  and  void,  and  should  be  so 
declared  for  non-oomplianoe  with  the  provisions  of  the  twenty  eighth 
section  of  the  patent  act  of  1872,  reqnirinK  mannfaotoring  two  years 
and  forbidding  importation  after  twelve  months. 

The  petition  asked  that  the  patentee  shoold  be  required,  in  caae  be 
should  state  that  hie  iuveutions  have  been  mauafuotared,  to  ttamish  the 
partioalars.  The  iwtitiou,  fnrthermore,  alleged  that  importatioDS  of 
the  said  inventions  had  taken  place  on  the  25th  day  and  on  the  29Ui 
day  of  April,  1876. 

The  following  is  a  list  and  an  analysis  of  the  proof  addooed : 

DOruVENTl.BT  XTIDENOE. 

1.  The  exempliflcatioD  of  Patent  No.  2,257,  granted  to  respondent, 
George  Thomas  Smith,  tat  a  floar-dressing  mai^ine,  nader  date  of  April 
18,  1873, 

2.  The  exemplification  of  Patent  No.  2,268,  granted  to  respondent, 
tar  a  flour -dressing  machine,  aader  date  of  April  18, 18T3. 

3.  The  ezemplifloation  of  Patent  No.  2,409,  granted  to  respondent, 
for  a  process  of  milling,  ander  date  of  June  4, 1873. 

These  three  patents  have  on  their  fitoe  the  conditions  of  forfeitore 
prescribed  by  the  twenty-eighth  section  of  the  patent  act,  hereinbefore 
quoted. 

*  Section  88.  Every  iwteni  gnaUA  noder  ttii*  tMt  ■Iwll  be  ■i)bj«et  »Qd  expicand 
to  be  nabjuct  to  the  conilitioD  tbkt  aaah  patent  and  all  the  righta  and  prtTile|[ea 
tfaerebf  granted  sball  cbam  and  deterraiue  and  the  patent  ahall  be  null  and  void  at 
the  end  of  two  yean  from  thr  date  thereof,  nnlew  the  patentee,  or  hia  aaelgnee  or  m- 
■iftoeee,  ahall  within  that  period  have  coinmenoed,  and  eball  after  sueh  oomnenoe- 
meot  contlonoutily  carry  on  in  Canada  the  oonstnietion  or  manaOaotare  of  the  ioT«B- 
tlon  or  diaoovery  patented,  In  gnch  maimer  that  any  peiaon  daairing  to  naa  It  nay  ob- 
talD  it,  or  cause  it  to  be  mode  for  him  at  a  reaaonable  price,  at  loue  matitiflaotory  or 
MtabliHhment  for  malting  or  const rnutiug  It  in  Canada;  and  that  aooh  patont  eball  be 
Toiil  if,  after  the  expiration  of  twelve  months  from  the  {pmnting  thereof,  the  patentee, 
or  hie  aaeignee  or  aiwigneee,  for  the  whole  or  part  of  hie  interest  In  the  patent,  imports  I 
or  caaaee  to  be  imported  into  Canada  the  invention  for  which  the  patent  Is  granted;  I 
and  provided,  always,  that  in  case  dispntes  shonld  arieo  as  to  whether*  patent  baaot 
baa  not  become  nnll  atid  void  under  the  provfalons  of  thia  aeetion,  aneb  dispatea  diall 
be  eettled  by  the  HiniHter  of  Agriculture  or  his  dopnty,  whose  deoiaioa  sh»Il  be  flnal. 

S.  Wkeneverapaientee  has  been  unaljle  to  carry  on  the  oonatmotion  or  mMmbclaie 
of  his  invrntion  within  the  two  years  hereinbefbra  mentioned,  the  Commisdooer  nay, 
at  any  time  not  more  than  thrue  months  before  tho  pzplTatlon  of  that  period,  giant 
to  the  patentee  a  further  delay,  on  bis  adducing  proof  to  the  satiifbotion  of  the  Co«- 
miHioner  that  he  waa,  for  naaotia  beyond  bla  control,  prevented  ttota  oompljing  with 
the  above-mentlooed  condition.     (Patent  aet  of  107i^  a*  aaonded  In  183S.} 
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4,  5,  6.  Three  petitions,  addressed  to  the  Oommissioner  of  Patents 
in  the  month  of  Angnst,  1876,  in  relation  to  the  three  above-named  pat- 
ents, by  the  patentee,  George  Thomaa  Smith,  representing,  generally, 
that  he  haa  beea  unable  to  dispose  of  his  inventions  for  wantof  demand 
or  aooeptanoe  on  the  part  of  the  public;  that  be  believes  be  haa  ftilfllled 
the  spirit  of  the  law,  but  as  doabtA  and  disputes  bare  arisen,  be  prays 
for  a  fiirther  extension  of  delay,  and  for  a  deolaration  that  the  offering 
of  bis  inventions  for  public  ase  upon  payment  of  a  reasonable  royalty, 
is  anffloient  oompliauoe  with  the  statute- 

(The  offloe  answer  to  the  petition  was  that  from,  the  allegations  of  tite 
patentee  it  did  not  appear  that  the  said  patents  bad  been  voided.) 

7.  A  letter  of  Uessrs.  Grahame,  Howland  &  Byersoo,  of  Toronto, 
attonieys-at-law  of  the  patentee,  Smith,  inqniring  about  the  mode  of 
obtaioiDg  a  conclusive  decision  in  the  matter  of  the  said  disputes,  and 
saggesting  that  parties  questioning  the  existence  of  their  client's  patents 
shonld  be  cited  to  appear  aud  prove  their  ease,  and  in  default  that  the 
decisioii  be  given  on  the  showing  of  the  patentee. 

(The  ofDcial  answer  was  to  the  effect  that  the  Patent  Office  could  not 
andertake  to  initiate  a  case  of  dispote.) 

8.  A  letter  of  Messrs.  Edgar,  Fenton  &  Bitohle,  of  Toronto,  attomeys- 
at-Iaw  of  the  dispntant,  Benjamio  Barter,  raising  the  present  dispute 
against  tlie  three  hereinabove-mentioned  patents  of  the  respondent. 

9.  A  oertifled  oopy  of  an  invoice,  dated  April  21,  1876,  from  Oharles 
Bakea,  of  Lookport,  in  the  United  States,  to  Messrs.  Howland  &  Spink, 
of  Tborold,  in  the  Province  of  Ontario,  as  attested  by  William  Leggett, 
oolleotor  of  CQStoms. 

10.  A  printed  circular,  addressed  to  millers,  by  Benjamin  Barter,  the 
disputant,  not  dated,  but  posterior  to  July  2S,  1876,  offering  tor  sale  the 
original  middlings-purifier.  This  circalar  contains  certificates  of  millers 
having  made  use  of  Mr.  Barter's  machines.  Of  these  certificates  tea 
indicate  that  they  ore  from  the  Province  of  Ontario,  the  oldest  of  which 
is  dated  December  1, 1875,  and  foar  are  dated  July,  1876.  The  othert 
ore  from  the  United  States,  the  oldest  being  dated  December  2,  1872. 

11.  An  aatfaentioated  oopy  of  a  bill  of  oomplfuut  filed  in  obaneery,  in 
Toronto,  on  BeiM»mber  9, 187^,  on  behalf  of  George  Thomas  Smith  (the 
reepoodent  in  this  case),  against  James  Lawsoo  (a  witness  in  this  case), 
ooaoeiniog  an  alleged  infringement  of  hie  [Smith's)  patent  for  a  process 
of  mitllug. 

DBOLABATOBT  ETIDENOB. 

I.  A  statatory  declaration  made  by  the  disputant,  Beqjamin  Barter, 
of  the  olty  of  Toronto,  miller,  dated  October  30, 1876,  stating  that  he 
(Barter)  daring  the  summer  of  the  year  1876  visited  the  mill  of  Messrs. 
Howland  &  Bplnk,  at  Thorold,  aud  saw  mAohtaes  branded  G.  T.  Smith, 
patentee,  and  Bakes,  of  Lookport,  manufacturer ;  that  the  said  maohiuea 
were  lniport«d  maobineM,  and  covered  the  material  portloiu  of  the  In* 
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TSDtioiu  claimed  by  Pateots  Ko.  2^1  and  No.  2,308 ;  that  thew  mft- 
ebioea  were  aMertaiaed  to  hare  been  made  in  the  State  of  yew  York, 
by  Bakes,  for  the  patentee,  Smith,  who  oaoeed  the  said  mat^ioea  to  be 
iiiiport«d  dariDR  the  month  of  April,  1876 ;  that  these  machines  were 
imported,  two  on  April  25,  afbresaid,  as  Smith's  parifletmaehiDeB,  on 
which  llOd  daties  were  paid,  and  two  on  the  29th,  on  which  same 
amount  of  daties  was  also  paid;  that  these  machines  are  otrastnicted 
and  adapted  for  the  perfomanoe  of  material  and  anbetantial  portions 
of  the  process  patented  by  Patent  No.  2,4d9;  thatdiligentinqairiesliave 
led  him  (Barter)  to  beiieve  ttiat  Smith's  inrentioos  were  not  manafact- 
nred  in  Canada  nntll  aboat  Aagnst,  1816,  wiUi  the  exception  of  one 
machine,  mannfactared  daring  the  winter  months  of  the  year  1870. 

II.  The  Btatntory  declaration  of  Thomas  Lanrie,  of  the  dty  of  Kam- 
Utoo,  mill-wright,  dated  November  22, 1876,  aooompanied  with  two  ex- 
liibits,  marked  "a"  and  '*&,"  the  first  twing  copy  of  BpedOoationB  of 
Smith's  patents,  and  the  other  a  printed  cirealar  from  Thomas  Pringle, 
of  Montreal,  dated  March  21, 1873,  advertising  middlings-parifiers,  stat- 
ing that  on  November  6, 1876,  he  called,  in  company  with  disputant, 
on  OharJes  Bakes,  at  Lockport,  State  of  New  York,  for  the  pnrpoee  of 
making  Inqniries ;  that  the  said  Bakes  informed  them  that  he  bad  man- 
a&ctnred  for  the  patentee,  Smith,  the  machines  erected  in  Messrs.  How- 
land  &  Spink's  mill,  at  Thordd;  thathe{Bakes)hBdnothlngtodo  with 
Belling  these  machines  to  Howtood  &  Spink;  that  the  said  Bakes  (old 
flirther  that  Smith  was  charging  tot  his  machines  considerably  ra(»« 
than  the  cost  of  maonfoetnring ;  that  being  asked  to  make  an  affidavit 
of  these  &cts.  Bakes  refhaed  to  do  so ;  that  he  (Lanrie)  had  visited  dar- 
ing the  then  carrest  month  of  November.  1876,  the  mill  c£  Howland  ft 
Spink  at  Thorold,  and  as  a  practical  miU-wright  of  fbrty  yean^  stsuid- 
ing  says  that  these  nwchines  are  the  machines  and  the  pqttiBft  into 
operation  of  the  prooess  described  in  Smith's  speoiaoation;  tlint  Smith's 
machines  do  not  require  a  large  expenditare,  bat  oonld  be  readily  man- 
ofaotured  at  any  mill  with  ordinary  tools ;  that  for  at  least  three  years 
past  there  has  been  a  great  demand  among  millers  in  Ontario  fbr  mid- 
dlings-purifiers of  thn  description  patented  by  Smith ;  that  he  is  aware 
tliat  many  machines  as  advertised  io  the  annexed  clroolar  were  aald  in 
Ontario  during  the  years  1873, 1874,  and  1875;  that  he  Is  not  aware  of 
any  of  Smith's  machines  having  been  mann^tured,  sold,  or  offtoeil  fbr 
•ale  in  Canada  fur  more  than  two  years  after  the  date  of  Smith's  patsnta, 
and  that  if  any  active  effort  had  lieen  madetointnxlooetliembeflAarie) 
should  have  become  aware  of  it. 

III.  The  statutory  dei-laration  of  James  La wson,  of  the  town  of  Tbor- 
old,  miller,  dated  November  14, 1876,  stating  that  be  knows  the  respoD> 
dent,  Smith,  who,  in  company  with  one  Charles  Bakes,  of  LookpcHt, 
New  York,  visited  him  at  his  (Lawson's)  mil]  in  May,  1876,  to  ask  him 
(Lawson)  to  purchase  the  same  machines  as  he  (Smith)  was  putting  up 
In  Messrs.  Howland  &  Spink's  rail) ;  Smith  Informed  Lawson  tbatBakes 
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wM  nukinff  these  niMhlDes  for  him  (Smith)  at  the  price  of  (350,  to 
which  price  Smith  wu  addlog  $200  additional;  that  be  (Lawsoa)  asked 
to  be  fbmlshed  with  the  said  machines  at  a  lower  price,  to  which  pro- 
poml  Smitti'a  answer  was  that  this  was  bis  lowest  price;  that  before 
that  interview  Bakes  had  told  about  Bmith  coming  to  Tfaorold,  and  ex- 
prosscd  his  hopes  that  Lawson  might  pnrcbase  the  machine  from  Smith 
to  give  Bakes  the  job  of  bnilding  them ;  that  he  (Lawson)  is  acqnaiuted 
with  Sodth's  machines  and  knows  they  ore  not  of  expensive  monubct- 
ttre,  but  oonid  be  built  with  ordinary  tools  and  materials  at  any  milL 
Be  (IjawBon)  having  been  a  miller  for  about  twelve  years  on  his  own  ao- 
floont,  is  aware  that  for  at  least  foor  years  past  Uiere  has  been  an  active 
demand  among  millers  in  Ontario  for  these  middlings-pnrifiers.  Mr. 
Spink  bad  told  falm  (Lawson]  that  be  bad  been  negotiating  with  Smith 
for  tbe  pnrcbase  of  bis  maohlnes,  and  afterword  that  he  hod  porohased 
them  from  Bmith  ;  that  in  the  early  part  of  lost  tnmmer  be  (Lawson) 
■aw  Smith,  who  was  regulating  the  purifiers  at  Spink's  mill,  anil,  on 
having  remarked  aboot  tbe  workmanship,  Smith  told  that  he  waH  not 
to  have  any  more  oonstmoted  by  Bakes ;  that  Mr.  Spink  told  that  be  had 
■  written  contract  with  Smith  for  the  purillers,  but  being  asked  by  Bar- 
ter on  November  14, 1876,  In  bis  (Lawson's)  presence  to  give  affidavit 
on  the  snbject  Spink  declined  to  do  so. 

IT.  A  Beo(»id  statutory  declaration  of  Benjamin  Barter,  dated  ^ovem- 
ber  16, 1ST6,  accompanied  with  an  exhibit  marked  '■  a,"  being  letters 
exchanged  between  the  said  Barter  and  tbe  firm  of  Uowland  &  Spink, 
stating  that  he,  in  company  with  Thomas  Lanrie,  visited  Charles  Bakes 
at  his  place  of  bnainesa,  at  Lockport,  where  they  were  informed  by  said 
Bakes  that  be  (Bakes)  bod  manufaotored  the  machines  at  Messrs.  How- 
land  &  Spink's  mill  for,  G.  T.  Smith,  who  made  the  bargain  for  them ; 
that  the  said  Bakes  informed  them  tiiat  he  (Bakes)  '*  never  saw  the  said 
Messrs.  Howland  &  Spink,  or  any  cme  on  their  behalf,  nntU  be  went  to 
fHiorold,  at  tbe  request  of  and  for  tbe  said  Smith,  to  make  arrangements 
•boat  putting  the  said  machines  into  the  said  mill";  that  Bakes  told 
Lanrie  in  Barter's  presence  that  Smith  charged  considerably  more  than 
the  cost  of  manafkctnring ;  tiiat  Bakes  refosed  to  make  affidavit  of  his 
■■id  statements ;  that  Smith  admitted  to  him  (Barter)  that  the  uachines 
pat  in  Howland  &  Spink's  mill  are  his  (Smith's)  purifiers ;  that  Smith's 
machines  do  not  require  much  expenditure,  but  can  be  built  with  ordi- 
nary tools  and  moobiowy  at  any  mill ;  that  for  sevwal  years  past  there 
has  been  an  active  demand  among  millers  in  Ontario  for  machines  of 
tbat  desniption ;  that  the  letter  anuexed  is  in  the  bandwritiug  of  Mr. 
^ink,  of  the  firm  of  Howland  &  Spink,  and  was  received  by  him  (Bar- 
ter) ;  that  he  (Barter)  was  informed  by  Mr.  Spink,  on  Februnr>-  26, 1876, 
that  Smith  had  been  telegraphed  to  come  over  to  close  the  bargain  for 
the  pordiaae  <d  the  said  maoliinea ;  that  later  Mr.  Howland  told  him 
(Barter)  tbat  be  was  too  late,  their  firm  having  bought  from  Smith,  who 
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ted  coDie  to  Toronto  to  sell  his  macbtaes ;  that  Messrs.  Howlaod  A 
Bpink  Lave  declined  to  give  evidence  in  the  oaae. 

The  letter  of  the  firm  of  Howland  &  Bpink,  dated  Febmary  9, 1876, 
annexed  to  the  above  declaration  and  referred  to,  is  to  the  eCfiBot  that  tit. 
Spink  has  Jaat  retarned  from  the  United  States;  that  he  has  found 
Smith's  process  of  milling  the  best  he  baa  ever  yet  seen;  that  Smiths 
pariflers  are  sold  for  len  money  than  Barter's  maohines;  tJiat  BmltVa 
machines  have  saoh  a  repatatf<m  that  American  millers  will  have  no 
other  {  tliat  they  expect  Smith  to  oome  soon,  and  in  the  meantime  siKHild 
like  to  see  Barter,  as  their  machines  will  have  to  be  ordered  ftam  some 
manD&otnrer  in  a  few  days,  and  tliat  be  (Barter)  had  better  call  on  tbem 
at  once. 

The  answer  of  Mr.  Barter  to  this  letter  is  dated  Febmary  12, 1876, 
and  is  to  the  effect  that  he  parposes  soon  going  to  Thorold ;  that  the 
(so  called  in  the  States)  Smith's  plan  of  milling  is  good,  meaning  tiie 
mode  of  milling  at  present  adopted  there ;  bnt  that  "  as  the  means  by 
which  it  is  effected  belong  to  myself  (Barter),  the  mode  of  milling  fbr 
which  the  means  were  invented  mast  also  of  necessity  belong  to  me" 
(Barter) ;  that  he  is  auxions  for  the  patronage  of  the  Arm  uid  shoold 
be  moat  sorry  If  they  do  not  come  to  terms. 

v.  A  third  statatory  declaration  of  Ben.tamin  Barter,  dated  IToTember 
20,  1876,  stating  that  he  (Barter)  bad  beem  informed,  in  Februaiy,  1876, 
by  Mr.  Bpink,  that  Q.  T,  Bmith  had  had  one  of  his  maobines  mana&ct- 
ared  at  Dexter,  in  the  ooonty  of  Elgin ;  tiiat  be  (Barter)  went  in  ibe 
month  of  Hay,  1876,  at  Dexter  and  Bt.  Thomas,  to  inquire  about  the 
fact ;  tJiat  he,  having  inquired  from  millers  around,  he  "  ooold  not  find 
any  one  who  knew  of  any  such  machine  aa  a  middlings  purifier  having 
been  made  or  offered  for  sale  in  that  neighborhood^;  that  he  verily  be- 
lieves that  no  such  machine  as  patented  under  No.  2,2S7  was  ever  coo- 
stmoted  there  previous  to  May,  1876. 

VI.  An  affidavit  (in  the  form  and  manner  iu  practice  in  tiie  TToited 
States)  from  the  respondent,  George  Thomas  Bmith,  made  and  signed 
in  Jackson  Gonnty,  State  of  Michigan,  and  dated  yovember  23, 1876, 
stating :  That  be  (Smith)  has  never  imported  into  Canada  any  of  the 
machines  manufactured  nnder  his  Oanadfan  patMts;  that  he  has  offered 
to  millers  in  Canada,  personally  and  through  agents,  to  sell  the  right  to 
use  his  inventions  for  a  reasonable  compensation;  that  he  never  refiised 
to  furnish  his  manbines  manufactured  in  Canada;  that  be  did  not  pur 
chase  nor  import  the  machiues  placed  in  Messrs.  Howland  &  Spink^ 
mill  at  Thorold;  that  th^^  sale  of  said  machines  and  the  payment  thereof 
was  a  transaction  between  tfat^  uiillera  and  Rakes,  in  which  he  (Smith) 
had  no  interest;  tbat  he  (Smith)  Rold  to  Messrs.  Howland  &  Spink  the 
Tight  of  using  bis  process  nnder  Patent  No.  2,408,  and  superintended 
the  arrangementH  of  the  machinery  for  carrying  the  said  process ;  tbat 
bis  (Smith's)  royalty  for  the  use  of  his  process  and  machine  No.  2,207 
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was  the  ODiy  profit  and  emoIatDent  which  hereoeiTedla  oonnectioo  with 
the  said  HowlADd  &  Spink's  mill  at  Thorold. 

VII.  The  BtatDtory  declaration  made  in  ToroBto  on  XoTember  23, 
1S76,  by  Charlea  Kakea,  maohiniBt,  of  Lockport,  in  the  State  of  New 
Tork,  stating:  That  be  has  oonstrooted  at  Lockport  tiie  machines  pat 
ap  in  Ifeasrs.  Howland  ft  Spink's  mill  at  Thorold ;  that  snch  naaobiDes 
are  after  American  patents  of  which  G.  T.  Smith  ia  the  patentee,  and 
are  nearly  eqnivalent  to  the  Oanadlan  Patent  No.  3,207,  and  that  the 
distingnishing  feature  of  No.  2,258 — namely,  the  grading-reel — does  oofe 
appear  in  the  machines  set  at  Thorold ;  that  the  first  opening  ia  oon- 
neotion  with  this  transaction  was  the  meeting  of  Mr.  Spink,  in  Decem- 
ber, 1870,  at  the  North  Buffalo  Mills ;  that  the  aaid  Mr.  Spink  told  there 
to  him  (Bakes)  that  he  had  been  visiting  that  part  of  tbe  State  of  New 
Torh  to  ingnire  into  the  relative  merits  of  the.  Tarions  middliogs-parl- 
flers,  and  that  he  (Bakes)  had  been  recommended  to  him  (Spink)  by  M. 
A.  Cheater,  of  the  firm  of  Thornton  &  Chester,  millers,  of  BofTalo ;  that 
preTions  to  that  interview  with  Mr.  Spink  he  had  not  bad  any  oomma- 
nication  with  0-.  T.  Smith,  nor  with  any  person  on  his  behalf^  in  regard 
of  putting  pnriflera  in  the  said  mill  of  Ueaare.  Howland  &  Spink,  and 
that  he  (Babes)  never  said  that  he  had  had  saoh  previous  oommiuiioa- 
tton  with  O.  T,  Smith,  "  the  assertion  contained  in  Bei^amin  Barter's 
declaration  to  that  effect  ia  folse  " ;  that  on  tbe  occasion  of  the  said  first 
interview  Mr.  Spink  visited  Bahes's  &ctory  at  Lockport ;  that  he  (Bakes) 
visited  Thorold  on  or  aboat  Febmary  11, 1ST6,  and  met  there  George 
T.  Smith  and  Mr.  Spink,  arranging  for  the  aale  of  the  right  to  use  Smith's 
Inventions.  They  all  three  went  to  Toronto  to  meet  the  other  member 
of  tbe  firm,  and  it  was  when  returning  to  Thorold  that  be  ( Bakes)  finally  ' 
bargained  with  Mr.  Spink  to  boild  the  said  maohinea  for  him  at  the  price 
of  93S0  apiece,  free  on  board  at  Lockport ;  that  he  was  to  be  paid  by 
Measrs.  Howland  ft  Spink  ;  was  paid  11,100  by  them,  and  looks  to  them 
for  the  balance  Btlll  dae;  that  he  (Bakes)  has  had  for  abont  two  years  an 
agreement  with  Smith  toftirnish  mitlerewitb  Smith's  inventions  in  the 
United  States  at  stated  prioea,  but  notfornse  in  Canada;  that  at  the 
time  that  he  (Bakes)  was  potting  ap  the  machines  in  Messrs.  Howland  ft 
Spink'amill  at  Thorold  the  aaid  Smith  proposed  to  bim  (Rakes)  to  nuder- 
take  tbe  manufacture  in  Thorold  of  machines  to  be  used  in  mills  in 
Canada;  that  it  was  expressly  proposed  by  the  said  Smith  that  if  Mr. 
James  Lawson  shonld  pnrchase  the  right  of  using  bis  inventions,  that 
he  (Bakes)  should  manufactnre  the  necessary  machines  at  Thorold,  in 
Canada ;  ttiat  the  said  Lawson  did  not  purchase  the  said  right ;  that 
he  (Rakes)  docs  not  recollect  having  told  Barter,  in  the  terms  of  Bar- 
ter's declaration,  that  the  bargain  for  the  macliineB  had  been  made  by 
Smith.  If  anything  was  said  on  tbe  subject,  it  must  have  been  that 
Smith  bad  concluded  an  agreement  for  tlie  sale  of  the  right  to  use  his 
inventions ;  that  to  the  best  of  hiB  (Rakes)  knowledge  Smith  has  bad  no 
interest  or  commission  or  profit  on  the  sale  of  machines  manufactured 
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brbini(BakeB)'inMiyeue;  that  he  had  traveled  »  good  dMl  in  Oanadft 
dmiDgtlte  laat  four  or  five  yean  for  the  parpoae  of  wiling  mill  maohiiMrjf 
and  that  ootil  within  the  last  year  or  tvo  he  saw  very  little  use  of  and 
kcaid  of  very  little  demaod  fi>r  middllsga-porifierB ;  that  the  otmneat- 
log  naohinery  to  apply  Suith'a  prooeaa  at  Meain.  Howlutd  A  SpinVt 
mill  at  Tborold  vere  made  by  ttie  mitl-wiighta  at  the  said  mill  at  11u»- 
old,  yader  directioa  of  aaid  Smith ;  that  he  (Battes)  declined  to  give  an 
«apmi»  affidavit,  but  expressed  bis  wHlingness  to  Barter  to  appear  be- 
fore any  jndidal  aatbority  to  be  examined  on  oath ;  that  he  (Bakes)  baa 
made  the  present  deehuatlui  oa  aoooant  of  having  baea  iafbrssed  1^ 
Messrs.  Urahams,  Howlaad  St  Byerson  that  the  ooaveraatkn  he  (Bakes) 
had  with  Barter  was  to  be  made  use  of  to  inflaenestbe  doeirion  of  the 
OommiasioDer  of  Patenta,  uid  beoanse  the  statemeate  rqioKtsd  aa  eoa- 
talned  In  Bartur'B  deolafation  "  were  misrepresentatieBa  aad  tsadad  to 
give  a  false  Impieasioa  of  the  &ctB  of  this  case." 

F1.0TB  ADKITTXD  0&  ASGESTAUrKD. 

a.  The  dispatant  admits  that  nothing  is  proved  as  regards  the  allc^^ 
importation  of  the  inveDtioa  patented  under  yo.  2,258, 

b.  The  dispatant  admits  that  he  has  never  made  any  reqnest  to 
George  Thomas  Smith  for  the  nse  of  Smith's  patented  machines  and 
prooeas. 

0.  It  is  asoertained  by  the  records  of  the  Patent  Offloe  that  the  dis- 
putant, Benjamin  Barter,  has  obtained  a  i>atuit  fbr  a  "  floor-dreaaing 
machine"  on  January  20,  1874,  nnmbwed  3,014;  another  patent  fbr 
^'tbe  original  middlings  pntifler"  on  April  8,  1878,  nnmbered 0,942  and 
another  patent  tor  "  middliogs-pniifler"  on  Jnly  17,  1876,  nnmbered 
6,325.  These  three  patents  are  for  the  same  ottject  as  reapoodenth  In- 
ventions, and  therefore  competing  with  them, 

DBOIBIOH. 

Taohe,  Deputg  Minister  of  Agriouttun  : 

The  Importance  of  this  case,  serloos  in  itself,  is  enhanced  by  the  cir^ 
oamstauce  that  itis  the  first  of  its  kind  in  Canada,  and  that  the  legal  in- 
terpretation and  Ae  appreciation  of  facts  which  it  involves  ai^dy  to 
very  many  patents  granted,  and  eventually  to  all  patents  to  be  in  ftatnre 
granted.  For  tliese  reasons  ample  time  has  been  devoted  to  the  etndjr 
of  the  quetition,  and  it  has  been  thought  not  only  desirable,  bat  almost 
necessary,  to  enter  at  some  length  into  the  explanation  of  the  principteB 
and  construction  of  facts  upon  which  the  present  decision  is  based. 

It  seems  .proper  to  take  up  first  the  preliminary  points  raised  in  the 
case,  which  were  at  once  decided,  as  stated  in  the  report  of  the  proceed* 
'ngs  hereinbefore  given.     It  was  attked  that  it  be  ruled  that  the  omm 

•tb€mdi  lien  with  the  respondeut,  inasmnoh  as  this  tribanal,  being  aa 

Nptional  one,  not  restrained  by  any  form  of  proceedings  or  snlgected 
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ts  any  spedal  kind  of  evideoce,  aDd  having  no  power  to  oompel  wit- 
BowM  to  appear,  is  boand  to  exact  from  the  respondent  proof  that 
he  has  complied  with  the  reqntrements  of  the  law,  and,  ftirthermore, 
iiutsmaoh  as  to  m)e  otherwise  wonid  be  imposing  spon  tlie  dispntant 
tlie  dnty  of  prorlng  a  negative.  The  oonatitation  of  this  tribanal  is 
not  of  an  anknown  character.  Snohjnrisdiotion  is  given  to  the  admin- 
istratioB  in  many  coantries,  and  in  some,  in  the  Anstro-Hngarian  Em- 
igre, for  ioatanoe,  tliat  jorisdiction  extends  so  &r  as  to  rest  in  the  ex- 
•oative  officer  the  exolnsive  power  of  deciding  all  eases  concerning  in- 
validity or  lapsing  of  patents.  The  tribunal  is  not  devoid  of  all  means 
of  getting  at  the  truth,  the  Act  of  not  being  restrained  by  fixed  mlei 
•r  proeednre  and  stringent  modes  of  evideooe  being  a  oompensatioa  for 
the  want  of  power  to  compel  witsesses.  It  is -self-evident  that  it  wa« 
the  tntentioii  of  ttie  law-makers  to  exact  only  one  condition  in  the  Judge's 
mind  in  delivering  his  decisiffli — that  he  be  convinced  of  the  aabetanttal 
Jnstioe  of  sooh  decistou  ou  snfBcient  information,  no  tAatter  bow  obtained. 
Notwithstanding  that  this  tribanal  is  not  restricted  by  fixed  rales  of 
^actlea,  it  is  aevertheleee  boand  to  abide  bv  the  mles  ct  common  las- 
tioe,  by  the  dictation  of  common  reason,  and  to  be  enlightened  by  sndt 
deeUiODS  an  may  be  held  to  embody  the  common  consent  of  mankind. 
It  i*  apparent  that  this  ease,  being  one  In  which  the  diepotant  nrges 
tlie  forfeitore  of  aa  aeqnired  right,  whldi  the  respondent  Is  piesnmed 
■ot  to  have  lost  nor  alienated,  the  borden  of  proof  cannot  be  admitted 
tx>  lie  on  him  who  holds  a  pnblic  title,  which  mast  be  taken  as  good  so 
long  as  nothing  to  the  contrary  is  eetablished,  even  if  the  evidence  in* 
volved  the  proof  of  a  negative.  In  this  case  the  evidence  does  not  rest 
OB  estebliehing  a  negative,  bat  on  ascertaining  the  existenoe  of  positive 
finta.  It  would  not  be  right,  howcrer,  to  say,  and  this  onght  not  to  be 
taken  as  nMsnlng,  that  in  no  case  shonM  the  respondent  be  forced  to 
make  discovery.  There  might  be  cases  in  which,  from  the  position  of 
tke  parties  and  the  aspect  of  afl&ks,  this  tribunal  might  be  compelled 
to  make  use  of  all  the  latitude  left  to  it  by  the  statnte  In  order  to  attain 
tiie  ends  of  Jnstioe.  The  natnr^  ufthetwenty -eighth  section  of  the  pat- 
ent aet,  both  iu  provlQiug  against  certain  miscbieffl  with  certain  remedy 
and  is  eetablishiug  a  special  tribanal  to  mete  out  the  remedy,  iuvolves 
a  policy  which  goes,  on  public  groniids,  beyond  the  limits  of  UTiy  par- 
tieolar  cam  to  be  abjudicated  npon.  This  is  evidently  the  renaon  why 
the  legislature  has  selected  the  Minister  of  Agriciiltnre  to  constitute 
tiie  tribnnal  to  decide  sncb  qnestions  in  which  it  will  avail  of  the  prac- 
tical knowledge  of  and  acquaintances  with  the  nature  and  bearings  (tf 
inch  tnatters  floiin)re<l  in  the  daily  working  and  denlinga  of  the  Patent 
Office. 

It  baa  been  hinted  In  the  arguments  that  sltould  a  decision  Intervene 

declaring  a  patent  unll  and  void,  it  ought  to  si>eoify  that  the  patent 

mm  voided  at  the  date  of  the  expiration  of  the  delay  meutltmed  la  tlia 

law,  and  has  stood  null  since  to  all  intents  and  purixMes.    As  this  la< 
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eldeDtal  qnestioa  tonobes  rights  which  do  cot  come  within  thisjaris- 
diotion,  it  api>ear8  clear  that,  ia  duty  and  throagh  respect  for  the  higher 
ooorts,  this  tribunal  is  forbidden  fh)m  entering  sach  domain,  even  by 
expressing  an  opiDioo,  being  boand  to  restrict  ita  ioTeetigations  and 
deoiaions  within  the  narrowest  possible  limits.  The  law  orders  that  the 
Minister  of  Agrioalture  shoald  say  "  whetiier  a  patent  has  or  has  not 
become  null  aud^'oid^j  couseqaentl;  the  judgment  is  simply  to  decide 
it  has  or  it  has  not,  as  the  case  may  be.  All  the  consequences  that  may 
follow  are  to  be  a^jndicated  upon  by  the  ordinary  judges  of  snoh  dis- 
putes between  citizens. 

There  is  a  view  of  the  subject-matter  of  patents  for  ioTentiona  in- 
Tofced  in  this  case  which  it  ia  of  great  importance  to  examine  as  bear- 
ing in  a  marked  manner  on  the  interpretati<Hi  and  construction  to  pat 
upon  both  law  and  facts  conaeoted  with  the  working  of  patents.  The 
question  comes  to  whether  a  patent  should  be  held  as  an  embarrasaing 
privilege,  a  kind  of  ouerons  monopoly  which  constitutes  the  patentee 
M  a  sort  of  ailversary  to  the  libertiy  of  the  subject,  and  as  opposed  to  pub- 
lic interest,  by  the  very  fact  of  his  holding  a  position  which  then,  it  is 
argued,  should  be  jealously  watched,  and  which  ought  to  be  made  to 
terminate  at  the  first  opportunity.  It  is  universally  admitted  in  prac- 
tioB,  and  it  Is  certainly  undeniable  In  principle,  that  the  granting  {^let- 
ters patent  to  inventors  is  not  the  creation  of  an  nqjust  or  nndeairable 
monopoly  nor  the  concession  of  a  privilege  by  mere  gratuitous  &vor, 
bat  a  contract  between  the  State  and  the  discoverer.  In  England, 
where  letters  patent  for  inventions  are  still  in  a  way  treated  as  the 
granting  of  a  privilege,  more  in  worda,  however,  than  in  IWst,  th^,  tiom 
tiieir  beginning,  have  been  clearly  distingnished  firom  tiie  gratuitous 
oonoessioD  of  exclusive  favors,  and,  therefore,  were  specially  exempted 
fh>m  tbe  operation  of  the  statute  of  monopolies.  Invention  being  rec- 
ognized as  a  property,  and  a  contract  having  intervened  between  soci- 
ety and  tbe  proprietor  for  a  settlement  of  rights  between  them,  it  fol- 
lows that,  unless  very  serious  reasons,  deduced  trom  tbe  liberal  inter- 
pretation of  the  terms  of  the  contract,'  have  happened,  the  patentee^ 
rights  ought  to  be  held  as  things  which  are  not  to  be  trifled  with,  aa 
things  sacred,  in  fhot,  confided  lo  the  guardianship  and  to  the  honor  of 
the  State  and  of  the  courts.  As  it  is  t^e  duty  of  society  not  to  destroy 
on  insuffloient  grounds  a  contract  thos  entered  upon,  so  it  is'the  inter 
eat  of  the  public  to  encourage  and  protect  inventors  in  the  eqjoyment 
of  rights  legitimately  and  sometimes  paiufhlly  and  dearly  acquired. 
The  patentee  Is  not  to  be  looked  upon  as  having  interests  Iq  direct  op- 
positiou  to  the  public  interest — an  enemy  of  all,  tu  fact. 

*'  The  gain  made  by  the  inventor  when  his  Invention  is  known  will 
be,"  says  Agnew,  "proportionate  to  the  amount  of  beneflt  wbieh  tbe 
pabllo  derive  from  the  use  of  it."* 

*Agnaw.  1^  Lsw  «ad  Pnetloc  Salkllog  W  httlm  Fstut  fur  InvMtloaa  La^ 
tai,  lff4.    Fs|*4. 
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*'It  ie  almost  self-evideBt,"  says  an  ableAmerioananthor,  "or  at  any 
rate  readily  susceptible  of  proof,  tJiat  the  magui&oeol  material  pros- 
perity of  the  United  States  of  America  is  direutly  traceable  to  wise 
patent  laws  and  their  kiudly  coaBtmctioo  by  the  uourts."* 

"The  iDcreasiugdevelopuieut,"  says  Armengaux,  "which  inveutive 
geoiiu  audergoee  is  principally  doe  to  the  prot«ctiou,  very  intnifBdeut 
as  yet,  which  is  granted  by  most  goverumeuls  to  those  who  are  the  real 
promoters  of  arts  and  iudiiBtry,"t 

These  short  quotadone,  which  might  be  easily  multiplied  almost  ad 
iitfitnttuii,  are  to  show  what  view  is  taken  of  the  matter  by  writers  who 
have  devoted  a  great  deal  of  their  life  to  the  atady  and  praotioe  of  Uie 
laws  relating  to  the  very  important  subject  of  inventions  and  in  the  con- 
sideration of  the  iuflueuoe  on  public  prosperity  of  patents  granted  to 
inventors  as  the  price  paid  for  their  discoveries.  The  manner  In  which 
this  tribunal  should  construe  the  law  was  argued  in  the  sense  of  a  Btriut 
literal  interpretation  of  words,  and  quotations  were  made  in  support  of 
this  view,  The  soundness  of  the  doctrine  proponnded  in  those  qnota- 
tions  is  undeniable  and  uudeuied.  In  order  that  no  doubt  should  exist 
on  the  rules  of  interpretation  adopted  iu  the  present  decision,  it  is  well 
to  express  them  in  terms  of  its  own.  It  is  held  that  the  worda  of  the 
law  uonstitute  the  body  of  the  law  in  which  dwells  the  spirit  of  the  law, 
and  that  to  separate  one  ttom  tlie  other  would  be  the  death  of  the  law. 
The  legislature  cannot  adequately  provide  for  the  administration  of  the 
atatntes;  it  caunot  see  into  the  details  necessary  to  attain  the  object  in 
view ;  it  cannot  foresee  the  combination  of  cironmstances  apitertaining 
to  each  case ;  it  does  not  go  into  the  technioality  of  specillc  subjects, 
and  it  cannot  prophesy  what  uses  might  be  made  of  the  language  of  the 
law.  Hence  the  necessity  of  legislation  being  followed  step  by  step  by 
Jorisprudence.  The  very  words  which  may  be  invoked  in  a  certain  sense 
M  applicable  to  certain  points  in  one  case  might  serve  to  defeat  the  ob- 
ject of  the  legislature  in  another  case.  This  tribunal,  like  all  others, 
lias  to  make  sure  of  the  inteutiou  of  the  legisluture.  A  certain  public 
advwitage  is  nought  for  and  a  mischief  provided  against  by  the  patent 
Mt  as  applied  to  this  case.  The  duty  of  the  tribunal  is  therefore  to  see 
wheUier  the  advantage  baa  been  virtually  and  effectually  denied,  and 
whether  the  mischief  has  been  actually  committed,  and  to  apply  the 
remetly,  if  need  be,  to  attain  the  object  in  view,  without  undue  and  In- 
adequate detriment  to  aoqniied  and  vested  rights. 

The  dispositions  of  the  twenty-eighth  section  (hereinbefore  quoted  at 
length)  of  the  patent  act  of  1872  were  introduced  into  Oanadiau  legit. 
latlon  pari  pauu  with  the  extension  of  the  privilege  of  obtaining  patent! 
for  inventions,  first,  to  all  residents,  and,  second,  to  all  oomers.  Buoh 
provisions  as  to  manufacture  and  Importation  do  not  exist  in  the  patent 
laws  of  England  or  in  the  present  patent  laws  of  the  United  States,  but 
'  'TlmoDda.    Mtnaal  of  JPaMat  Lsw.    HarMbrd  ud  Ifaw  York,  1B74.    Fsge  10. 

OnldoUnnsldsl'IiiTMtMrstdaFsMosst.  Full,  1663.  (Pitftss,) 
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they  do  exiBt  in  the  patent  laws  of  other  nations.  The  patent  act  of 
1869,  removine  other  disabilities,  extended  the  right  of  obtaining  patrats 
to  every  resident  of  one  year  in  Oauada,  and  subjected  all  patented  in- 
Tentions  to  the  oouditioa  of  mannfoctnring  within  three  years  mod  of 
not  importing  after  eighteen  months.  The  decision  of  the  qneation  as 
to  whether  or  not  a  patent  had  lapsed  for  reason  of  non-oonpUanoe 
was  left  to  be  pleaded  and  to  the  ordinary  oonrta  to  a^jndioate.  The 
law  of  1872  extended  the  right  of  obtaining  patents  to  all  oomers,  and 
provided  a  special  tribunal  to  apply  the  laT  in  the  manner  mentioned 
ju  the  twenty  eighth  section,  hereinbefore  quoted.  So  &r  the  intentkni 
of  the  legiBlatnre,  as  shown  by  the  history  of  the  legislation,  is  evi- 
dently to  guard  against  the  danger  of  Ciinadian  patents  granted  tualienn 
being  madti  iustrumental  to  secnre  the  Canadiau  inai^iet  in  favor  of  for* 
•ign  patents  to  the  detriment  of  CaDsdian  Indastry,  ft>r,  in  the  meaaate 
that  the  right  of  taking  patents  was  extended,  the  remedy  against 
tiie  dreaded  danger  was  made  more  ample,  but  at  the  same  time  t^e  jn- 
risdivtion  orer  fiach  oases  of  disputes  as  might  arise  was  tnuisfbrred 
from  tbe  .judicial  tribunals  to  the  aduiinislratire  tribunals,  evidently  for 
the  pnrpose  of  avoiding  an  overstriot  application  of  the  provision  nude 
against  the  i>08sible  evil  of  a  patent  being  taken  for  the  sole  purpose  of 
depriving  Canada  from  tbe  use  of  a  useful  inventiou.  The  twenty-ei^th 
section  ie.  also  intended  as  a  sort  of  protective  policy  in  £avor  of  Cauft- 
dian  labor.  Tbe  legislature  has,  oertaioly  not  withoat  intentloi,  pro- 
vided fbr  a  kind  of  paternal  tribnual,  formed  by  the  Oommissionw  of 
Patents,  the  natural  protector  of  patentees,  which  Intention  can  be  no 
other  than  tliat  every  case  stionld  be  a^adicated  upon  in  aliberal  man- 
ner. The  duty  of  this  tribunal  is,  therefore,  on  one  hand,  afbfr  having 
satisfied  itself  of  the  facto,  to  apply  the  remedy  if  the  mischieft  pro- 
vided against  by  the  statute  have  been  really  committed  in  iotMit  or 
«flfect,  and,  on  the  other  hand,  to  gaaid  agaliutt  the  crael  ii^natloe  of 
intlicting  snoli  a  punishment  us  the  total  destruction  of  an  aoqniied 
and  vested  right  when  no  real  damage  was  either  intended  or  done. 
The  common  priudplu  of  justice  wliiuli  sHys  that  when  there  is  no  in- 
jury iuflictetl  no  damages  arc  to  l>e  gmiited,  and  that  when  no  offense 
has  been  committi^  uo  penalty  is  to  be  imi>osed,  must  govern  this  mat- 
ter us  well  as  the  principle  tiiat  no  ofleiider  shoaUl  be  sheltered  from  tin 
punishment  for  olfense  or  injury  {it'rpvtruttid  by  him. 

In  oidi-r  to  arrive  at  a  correct  iutor|>retutiou  of  the  wxvds  "  couatruc- 
tion  or  mauufaoture  of  tiie  invention,"  it  is  necessary  to  well  nnduatand 
and  cHi'efuily  c«)UBider  the  nature  of  the  obligation  tber^y  impoaeil. 
Am  to  puteuts,  it  applies  to  every  patent  gruut^id ;  as  to  sulfjecta,  it  ap- 
plies to  livery  conceivable  object  which  muy  be  invented  or  impruved; 
)w  to  |>ersouH  who  have  the  right  to  exnct  it,  it  applies  to  nil  inhabit- 
ants of  the  Coniullan  oonfedvi'acy ;  as  Co  extent  of  territory',  it  applies 
to  tlio  whcilR  Dominion  tri>m  ocean  to  ocetiii  and  to  rvery  province  and 
loca'.ify  therein ;  as  to  time,  it  applies*  to  thirteen  ont  of  fifteen  years  of 
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lh«  loogeat  patent  and  to  three  oat  of  five  yean  of  the  ehorteet  Tia* 
■aple  eannoiatioo  of  the  nature  of  tiiinga  to  whiidi  the  law  refert  la  raf - 
Ment  to  denonatnte  that  the  law-mafcen  ooold  not  have  had  in  oontem- 
l4ati(Hi  to  fcrae,  oa  peoaJty  of  ftirfeitiin,  the  patentee  to  aotoally  fbbri- 
«ate  hla  InvMition  with  his  own  capital,  wlthlii  tpeelflc  eatabUahmeut*, 
with  Ua  own  tooli,  and  to  teep  itoek  tor  every  moment  of  the  ezieteDee 
of  Ua  privilege ;  and  where  I  All  over  the  DomfntoD,  and  whetiier  ha  haa 
pnrehaaera  mnot.  The  patent  might  be  tor  a  prooeaa,  fbr  an  ol^feet  to  be 
ued  in  ooqjnnetlon  with  eomething  elae,  or  for  an  Improvement  on  ui- 
eUwr  patentatlll  In  exlatenoe;  It  mlglit  be  fbr  a  railway  bridge,  switch, 
erapilu;  ttnigbtbetoramail-bag;  and  iu  all  tbeaeoaaeB  it  does  lie  within 
the  power  at  others  than  the  patentee  to  say  iriiether  the  invention  shall 
oriballnot  be  need  at  a  given  tbne  or  at  any  time.  Thereftwe,  the  real 
■aairfng  of  the  law  is  that  the  patentee  most  be  ready  either  to  famish 
tte  airtlcle  himself  or  to  lloenae  the  right  of  using  on  reasonable  terms 
to  any  penon  deslrlag  to  oae  it  Bat,  again,  that  deelre  on  the  part  of 
BOflh  a  persoQ  is  not  Intended  by  the  law  to  mean  a  mere  operatlen  or 
motion  of  the  mind  or  of  the  tongue,  bnt,  in  efltet,  a  botiajtde  serioos 
aad  anhatantial  pwqiosal  the  oMu  ot  a  fair  bargain,  aooompanied  with 
payaient  As  long  as  the  patentee  haa  been  in  a  position  to  hear  and 
aeqaieaoe  to  such  demand,  and  has  not  refttsed  such  a  lUr  bargain  [no- 
posed  to  him,  he  haa  not  frnfeMed  his  rigbta. 

If  it  were  neecsaaiy  to  ftualsh  a  ooHateral  proof  of  tiiU  intentioa  of 
the  l^tislature,  within  the  law  itsd^  of  reqairing  on  the  part  at  the  oos- 
toncTS  as  aetaal  sabetautlat  demaod  or  request,  aocempanied  with  a 
settlemcDt  oi  royalty*  it  would  be  found  in  sectloD  31,*  la  which  an 
(set^ition  to  that  obligation  of  demanding  is  made  in  fitvor  of  the  Gov- 
ttnment,  which  is,  by  way  of  dwogation  to  the  gennal  rule,  allowed 
to  aiake  use  of  all  iuventiona  witheat  going  to  the  patentee,  even  daring 
the  two  yean'  delay,  bee  of  any  blame  for  intringement,  by  reemtlng 
to  a  special  and  an  exceptional  mode  of  settling  apon  the  prioe  to  be 
paid  to  the  patentee.  The  same  roles  of  interpretation  apply  t*  the 
provision  of  Uie  act  as  regards  importation.  Tbe  law  says  that  the 
patent  shall  be  void  if,  after  twelve  montiis  of  its  being  granted,  ^  the 
patentee  or  his  assignee  or  aMignees,  fbr  tbe  whole  or  a  part,  importa 
or  oaoses  to  be  imported  into  Canada  the  invention.'' 

Hie  evil  aimed  at  by  the  legislatare  in  ordering  the  penalty  of  for* 
feitare  is  Uie  importation  of  [wtented  inventionB  being  made  to  tbe 
detriment  of  their  being  mannfaotored  In  Canada.  If  that  was  done 
even  by  other  persons  tban  the  patentee  or  his  assignees,  bat  with  his 
oonsent.  that  would  call  for  tbe  lipplicatioa  of  the  remedy,  although 
the  mere  wording  of  the  law  might  be  pleaded  as  exonerating  the  pat- 
entee from  tbe  responsibility  of  having  actually  imported  or  oaoaed  to 


*  Srctkim  2t.  Tbe  Qaverament  nf  CumU  in*f  alwayi  um  any  patealed  iuventioa, 
paying  to  tbr  patentee  •nob  snin  m  the  oontmtwionnr  may  report  to  1>«  a  rBaaotiabl* 
•owpMiMtioo  for  the  dm  Ibereof.— The  patent  act  of  Wn. 
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be  imported.  Od  the  other  hand,  the  actunl  importatioD  of  a  few  ma 
ohlaea  aa  modeli,  or  for  the  porpoce  of  bringiDg  the  aaefiilnesB  of  the 
inveotion  before  the  eyes  of  the  Oanadiaa  pablic,  and  ther^y  hasten* 
lug  the  working  of  the  patent  In  Oanada,  ooold  not  be  reasonably  taken 
as  being  the  ootnmlaaion  of  the  evil  of  iqjnrlng  the  manateotorlng  in- 
tereata  of  the  oonntry.  It  may  be,  on  the  contrary,  in  some  given  caaee, 
the  best  and  promptest  way  of  benefiting  Canada  with  a  new  and  yet 
nnappreciated  inventioD,  and  the  importation  of  few  models,  then,  wonid 
be  fostering  the  object  of  tiie  law,  whioh  Is  that  Canadian  indnstzy  and 
Canadian  labor  shoold,  In  the  shortest  possible  time,  be  made  to  profit 
by  new  inventions.  The  words  "carry  on  in  Canada  the  oonstmotion 
or  manufactnTe,"  with  their  context,  oannot,  therefore,  mean  anything 
else  tiaan  that  any  citizen  of  the  Dominion,  whether  residing  in  Prince 
Bdward  Island,  in  British  Colombia,  in  Ontario,  Qaebec,  or  elsewhere 
on  federal  soil,  has  a  right  to  exact  from  tJie  patentee  a  license  of  oaing 
the  invention  patented,  or  obtain  the  article  patented  for  its  nae  at  the 
expiration  of  the  two  years'  delay,  on  condition  of  applying  to  the 
owner  for  it,  and  on  payment  of  a  &ir  royalty.  The  words  "impwts 
or  cansea  to  be  imported  into  Canada"  cannot  mean  anything  else  than 
injury  to  borne  labor,  which  iqjary,  if  aotaally  done  by  or  with  the  con- 
nivance of  the  patentee,  most  decidedly  entail  forfeiture  of  his  pid»nt. 

It  has  been  argued,  in  view  of  meeting  the  above  mentioued  intw- 
pretation  of  the  words  "constraction  or  mannfoatnie,"  that  the  statate 
has  foreseen  the  difBcnltles  of  special  oases  and  has  provided  for  them 
by  snb-seotion  2  of  section  28,  in  giving  to  the  Oommiaaioner  the  power 
to  extend  indefinitely  the  delay  in  snoh  oases — as,  for  instance,  wonld 
be  iUnstrated  by  a  patent  granted  for  a  graving-dock. 

The  purport  and  effect  of  Bub-seotiou  2  is  totally  di&brent  from  and 
even  at  variance  with  the  meaning  given  to  it  in  this  argument.  A  de- 
lay does  not  at  all  remedy  the  condition  of  impossibility  in  which  a  pat- 
entee is  to  establish  at  any  time  manufactories  accessible  to  a  popola- 
tion  scattered  over  a  territory  which  extends  tiom  ooean  to  ocean,  with 
an  area  amonntlng  to  millions  of  miles.  It  does  not  do  away  with  the 
impoAsibiiities  at  any  time  of  keeping  articles  in  stock  withont  purcha- 
sers, Sm.  Bnt  this  is  not  nil.  Sub-section  it,  cnnatrued  as  is  proposed 
by  the  said  argument,  wonld  lead  to  a  [wsitive  defeat  of  the  intention 
of  tbe  legislature,  which  clearly  is  that  the  patentee  most  8ui>ply  Can- 
adian citizens  with  tbe  invention,  when  requested  to  do  so  by  any  one, 
on  payment  of  a  reasonable  |n-ice  or  royalty.  The  effect  of  the  delay 
of  two  years  and  the  effect  of  any  fUrtfaer  extensiou  thereof  mewis  that 
during  that  time  tbe  patentee  is  permitted  to  withdraw  entirely  (the 
Government  excepted)  tbe  use  of  his  invention  fit»m  the  Canadian  pal^ 
lic^that  he  can  refuse  the  use  of  it  to  all  and  everyone  under  auy  iumI 
every  circumstance.  It  follows  that  the  granting  of  a  long  delay  wonld 
amount  to  depriving  during  auch  time  Canadian  industry  of  the  use  of 
such  invenlion,  which  could  not  be  imported,  and  which  the  inventor 
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vonld  not  be  bound  to  fnrnish  on  any  oondition.  As  it  1b  lo^cally 
neeesaary  to  carry  tbe  argument  to  the  extent  that  there  are  many 
oases  in  which  the  difficulty  being  of  all  ttm«s,  the  delay,  of  LSoesaity, 
should  be  oarrfed  to  the  whole  duration  of  the  patent,  it  amoonta  to 
■aying  tiiat  the  Oommlmioner  of  Patents  is  empowered  to  grant,  and, 
in  faot,  forced  to  grant,  that  Oanada  should  remain  for  a  long  period  of 
time,  or  the  whole  period  of  the  duration  of  patents,  quoa^  the  utility 
of  oertaiii  inventions,  in  a  state  of  industrial  inferiority  as  oompared 
with  all  other  oonntries.  Another  proof  of  the  total  error  of  the  argn 
ment  is  that  the  whole  of  tlie  twentyeiglitU  section  applies  to  "  every 
patent  granted,"  preclading  in  the  very  terms  of  the  law  tbe  idea  that 
it  intended  to  deal  with  cases  j  nay,  expressly  enacting  that  the  same 
provisions  are  to  apply  (>qnally  to  all  patents,  as  a  matter  of  course,  in 
tbe  legitimate  sense  which  is  naturally  and  equitably  suggested  by  tbe 
nature  of  thingB  in  matters  of  inventions  and  patents  of  inventions. 

The  views  taken  here  o»  the  question  at  issue  are  fully  sustained  by 
the  couatmction  and  inteipretation  put  on  similar  or  ideutical  legal 
enactments  in  other  countries.  The  Jnri»prudence  established  and  the 
doctrine  laid  down  by  Jurists  and  patent  experts  in  countries  where  the 
patent  laws  contain  the  same  dispositions  as  ours  about  mannfactnring 
and  importing  appear,  from  extensive  reading  ou  the  subject,  unani- 
mous. It  will  be  BufScient  to  enter  into  a  short  exploration  of  this 
jfronod  to  prove  the  assertion  of  such  common  conseut  of  nations  in  the 
matter. 

In  England  the  patent  laws  do  not  contain  the  same  prescription  as 
our  statute  presents,  and  no  specific  provision  is  made  to  secure  to  Qm 
public  the  uBe  of  the  invention  or  to  home  tabor  the  benefit  of  ite  work- 
ini;;  bat  there  exists  in  tbe  present  letters  patent  issued  in  England  a 
proviso  which  shows  by  analog;'  what  doctrine,  prevails  on  the  general 
qnentioii  of  the  ohIigationB  of  tlie  patentee  when  be  is  bound  to  furnish 
his  invention  nnder  pain  of  forfeiture.  Among  the  circumstances  that 
cause  English  letters  patent  to  "  cease,  determine,  and  become  void  "  is 
the  following:  If  he  (the  patentee) — 

Sbkll  Dot  tinpply  or  ufln'^  to  lie  niipplied  for  our  service  nil  mich  articW  of  the 
Mi<1  Indention  s«  lie  ihatl  1m  rc<]iiiT«d  to  HUpply  b;  the  officen  or  comniixoioiiern  a<l- 
niiiUteriiig  thn  departufnt  of  ouracrvioe  for  the  nsu  uf  which  the  uniue  shall  be  re- 
quired, ID  encb  mantier,  at  ttiiclt  timeit,  atid  at  and  upon  aiich  reaaouablu  prioM  uid 
teriuB  ui  ■hsll  be  nettled  fur  tbat  ]>urpoBe  by  the  itiiid  offlcerti,  A,c. 

ThiB  shows  that  it  is  not  supposed  that  the  legitimate  obligation  of 
tbe  patentee  toward  the  customer  is  to  keep  open  shops,  to  keep  stock, 
bat  to  sapply  the  invention  only  when  requested  to  do  so  by  a  formal 
demand  accompanied  with  a  settlement  of  the  royalty.  Similarly  to 
■  tiio  laws  of  England,  the  present  patent  laws  of  tbe  United  States  do 
not  contain  the  condition  of  lapsing  for  reason  of  oou-nianu factoring  or 
of  importing.  Tbe  absence  of  such  dispositions  from  the  patent  aote 
of  those  two  prominent  manufacturing  countries  is,  it  must  be  conceded, 
lUitagonistio  to  the  idea  of  Braconian  interpretation  of  the  said  ood. 
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ditloBS  where  Uiej  do  exist.  Hie  obUgntkui  of  manoAotarinir  in  tb* 
United  State*  did  exiit  for  »  eertain  time.  It  vm  Introdnoed  by  » 
iliort  act  in  1832.  Thiit  act  wae  repealed  by  tlie  patent  act  of  1886^ 
bat  a  pEOriaion  of  the  kind  wae  maintained  In  the  laat-mentioned  atatnte. 
By  the  iUteenth  aeotitHi  the  defendant,  in  an  action  at  damages,  was 
permitted  to  plead  tlu  general  iasae.  At  the  end  of  the  enonaratiott 
of  defccti  we  read — 

■  ■  Ortk*tthapkUBtM,if  ui«liaiikttb«tiiBetlMp*taatwHBnal«d,hM 
lUlad  and  HglNtad  Aw  tha  apAM  of  •lgkt«*n  montlu  from  ths  d«t«  «f  lli«  pataat,  to 
yat  and  wmtlnna  onaak  totliApnbUa,  <»  nMOMtbla  tanui,  tbalnrenttmi  or  diaoo^atg 
fcr  whloli  the  patent  iNUd  in  eltl«  of  whfota  oaaea  Jod^out  aball  li»  nodnod  ftir 
tte  defendant  with  tMtttt. 

The  proviiloni  of  this  danae  were  invoked  in  oDe  case  of  an  aselcned 
alien's  rights  (TatMam  v.  Leteber*),  Messrs.  Jasdoe  Ntibon  and  Bett^ 
Bt8t«  of  New  Tork,  dedded— 

Thai  even  If  the  pUintUh  took  their  right  with  the  eondlUon  attMhed  to  aUeo 
pMenteee,  yot  they  had  aatiifled  the  itatnte ;  that  thej  need  not  pmre  that  dtej 
hawked  the  patented  lupwreatevt  to  obtain  »  nacket  fiw  it,  «r  that  tb^  esdeaTOied 
toeeUittoany  paieon,  bnt  that  ItieetednpenMioee  who  aongfat  to  defeat  the  patMt 
to  p  ve  that  the  plalntlflh  negleeted  or  refbeed  to  eeil  the  patented  fnvantieK  Cor 
neeonable  prieee  wfann  applLoation  wai  made  to  tben  to  pnrehaaft. 

The  Freotdi  legislatioD,  as  does  the  legislation  of  most  oonntries,  oon- 
tains  oooditions  similar  to  those  of  the  tweu^-eightii  section  c^  oar 
"patent  act  of  187:3." 

The  doctrine  and  jorisprodenoe  adopted  on  the  snltJeet  is  amply  aom- 
med  np  in  tiie  quotations  of  two  eminent  writers  on  patents  and  patent 
laws,  which  will  fbUow,  after  citing  the  text  ot  the  law.  The  Freoeh 
law  reads  thna,  Article  33 : 

BhaU  be  deprived  of  aU  hU  righte  ■  •  ■  S.  The  patmtee  who  ehaU  m(  hav* 
worked  hla  invention  In  France  within  a  delay  of  two  yeara  fimn  the  date  at  the  alg- 
natnre,  orwho  absll  Mepend  hUoperatione  for  two  ooneeentive  yean>  nolee*  be  ibow 
canae  tea  ineh  inaotiTity.  3.  The  patentee  who  will  have  introdnoed  in  Franoe  artl- 
olea  meiiBflMtnMd  In  fcrelgu  oonntrlee  eimilar  to  tiioae  gtM  ranteed  by  hie  patant. 

It  most  be  remarkeil  that  the  last  proriso  at  the  end  of  paragn^  2 
of  the  French  law  is  similar  in  eflbot  to  the  means  adopted  by  oar 
■tstate  for  making  the  non-mann&etnringaoonditionof  nnllitiy,  totake 
effect  only  when  rendered  applicable  by  an  admlniatratJTe  deoition. 
!nie  oallity  enacted  by  the  French  law  can  be  pleaded  in  ooorts.  His 
nullity  enacted  by  oar  act  is  conditional  upon  the  decision  ot  the  Min- 
ister of  Agricaltnre,  who  atooe  is  to  say  whether  the  condition  la  to  be 
enforced  or  not 

Baoonard,  after  qaotiog  Arago'a  speech  in  the  Ohambredea  Depotte 
(1814)  against  the  stringency  of  the  then  proposed  legislatitn,  goes  oo 
to  explain  how  it  is  to  be  understood : 

The  tribuDaU  will  appreciate  [lie  a^e]  aoaordini  to  eiicnnutancce  whaUtar  it  hi* 
beeii  worked  or  not,  whetbrr  or  not  the  working  haa  beea  intempted.  If  tharteMNa 
of  not  working  are  BofflcieDU7jDatiaed.l 

*  Blatobfbrd,  C.  C,  Vol.  II,  pagei  49  to  51. 

Traitd  dee  Brevet*  d'lnreu^on,  Farie,  1844,  pK"  MS. 
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'Bti»  wu  eaii  by  a  magistiate  of  the  bigbeafe  oidtx,  uid  a  speoiaUatr 
in  Mitidp&tion  of  th<  jodicial  deoisloiit  whieb  afterward  oonflrmed  hii 
views  of  tbe  matter.  Many  yean  after,  BMarride,  reviewinj;  the Joiis- 
pnidenoe  establiabed  on  the  vabjeot,  reoapitnlatea  it,  and  eiposee  the 
doctrine  in  the  following  sentwioea  : 

Th*  spirit  of  tiia  1* w  U  thmeftm  f ndnbltoble.  It  intenda  to  poDlali  onlj  YOlvattrj, 
piwaMditMtad,  uid  oftlcoUtMl  Inaetirltr-* 

It  is  to  be  remarked  that  BMarride  is  not  a  looee,  but  rather  a  strict, 
interpreter  of  laws.  He  holds  that  the  laws  of  France  do  not  admit 
of  prstoriao  interpretation,  and  are  not  to  mitigated  by  the  oonrts,  no 
matter  how  severe  and  hard  ttiey  may  be.    B^darride  again  says: 

TltA  ToldMtM  of  paragnph  >  of  AiHole  3S  tonoliM  onlj  Tolnntary  Inactivity.  Tb» 
law  wiahet  to  punlih  for  loketioa  tbe  only  one  who  ha*  willingly  nmBlned  Idla.  It 
wonkl  have  been  raally  too  m^ut  to  extmd  the  penalty  to  the  oae  who  baa  abataliwd 
OBaoooantof  dronnatauoecindependeut  of  hii  wlll.t 

Ab  regards  the  Importation,  BMarride  says : 

Tbo  prohibition  harlng  fbr  Ita  anlqnn  ol^eet  the  proleotiou  of  national  labor.  It 
WMild  liave  boon  nnnaMaable  to  extend  it  to  omm  In  wbloh  eDoh  prataetiou  oonld 
■M  be  lfliimd.1  The  Jndicial  aathoctty,  exolnalvely  ioepiied  by  thia  qtiilt,  leAued 
to  vply  the  penalty  of  foiMtore  when  tbe  imttortatloD,  .although  non-anthcnlBod, 
waa  not  In  ita  natnre  bnaoeptlbk  of  damaging  national  labor.'  It  in  proper  to  decide 
to-d^raaitwaideeldedby  tbeooartaofDonaiaml  Paria  iDHMeand  In  ISbS.  Shonld 
aat  be  ooaddered  a*  TloIaUon  ttttkt  prohibitlOD  of  the  law  the  importatlDn  of  a  few 
apeelnieaa  «f  tlia  artialM  or  the  importation  of  maohtnea,  having  no  other  object  la 
<rtow  than  to  tlud  eltlMr  aaaooiatea  or  lioeuaeei  ibr  the  invBntion.t 

It  woold  only  be  a  matter  of  time  and  labor  to  extract  similar  aathori- 
lias  and  decisions  fkom  Uie  records  of  other  oonntries  where  the  laws 
ace  either  identical  ot  similar  to  oar  statnte  in  this  respect.  All  this 
•hows,  to  borrow  the  very  words  of  Benonard,  ^how  the  practice  of 
nations  solves  by  oommon  sense  and  experience  the  questions  raised 
bf  neeeasi^.'' 

nie  qnestion  ot  dootarlne  having  been  thus  established,  it  remains  to 
eixamine  the  fltets  of  t^e  case  to  oonfront  tbem  with  the  meaning  of  tbe 
■tatate.  The  evidence  addnoed  is  ample  to  give  any  one  a  dear  and 
vomistakable  knowledge  of  the  state  of  affitira. 

As  to  maoulhctarlng,  itis  proved  that  none  of  tberespondeui's  inven- 
tions wvn  pnt  np  in  Uanada  witiiin  the  time  prescribed ;  but  no  proof 
b  given  that  he  has  reftised  to  ftarntsh  them  to  any  one  at  any  time. 
On  the  contrary,  it  is  shown  in  the  clearest  manner  that  he  has  not 
been  reqaested  by  any  one  to  be  anpplted  with  them  dnring  the  time  of 
ioaotivity. 

As  to  importation,  it  is  proved  that  the  machines  imported  at  Thorold 
by  Messrs.  Howland  &  Spink,  more  than  twelve  months  after  the  date  of 

*  BMairide.  CominenttirN  dea  luia  anr  lea  Brevet*  d'Invcntion,  Maiqnaa  do  Fab- 
riqne  et  lU  CouuMrea,  &o.,  Paiia,  1800,  Vol.  I,  paga  44S. 

tBMarrid*.    Vol.  I,  page  460.  CoOqIc 

fBMairida.   ToL  I,  phm  4U,  W,  4CS.  ^v'v^l>. 
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the  patent  are  of  Smith's  invention,  TSo.  2,357 ;  that  Smith  waa  neitlier 
the  oonaigaer  nor  the  cODsignee,  nor  the  owaer  thereof;  that  he  did  not 
actually  import  tbem,  but  that  he  consented  to  the  importation,  which 
action  amonuts  to  causing  them  to  be  imported.  It  is  clear  that  Smith's 
oonseut  in  this  instance  vas  uot  intended  to  defy  the  law ;  that  it  did 
aot  cause  any  apprecivble  ii^ury  te  (Canadian  indastry,  bat  had  for  it« 
object  to  bring  the  merits  of  his  patents  and  procesH  before  the  Cana- 
dian public,  with  the  honest  inteutiuu  of  manuftwtariug  in  Canada,  as 
hia  efforts  to  introdnce  his  process  in  Lawson'a  mill  proves. 

The  disputant,  aiming  at  the  proces  of  cilling  patented  under  Ko. 
2,409,  has  tried  to  connect  Patent  No.  2,257  with  Patent  No.  2,409,  as 
being  ueceeearily  dependent  on  each  other  in  tbe.way  of  cause  and  ef- 
fect, or  rather  object  and  means,  but  has  failed  in  that,  and  by  his  evi- 
denva  has  in  fiwst  proved  the  contrary  of  his  proposition  in  establishing 
that  Smith's  process  does  not  lequiru  any  special  plant  or  machinery, 
but  CHU  be  added  to  any  mill  by  ordinary  tools  and  workmanship  and 
with  ordinary  mateiials,  which  is  besides  made  plain  by  a  oarefnl  stady 
of  the  patents. 

The  disputant  has  also  tried  to  prove  unwilliTignes.i  on  the  part  of  tlie 
patentee  to  fiimioh  the  Canadian  market  at  the  same  time  that  an 
active  demand  is  alleged  to  have  existed  in  Ontario  for  several  years 
for  such  processes  of  milling  as  Smith's,  an  nBsertiou  which  is  poorly 
sustained  by  Barter's  third  declaration  and  his  own  trade-clreolar 
(hereinbefore  aiialyised),  and  by  the  fact  that  one  of  the  witnesses  who 
makes  this  assertion  (Mr.  Lawson)  had  no  middtiugs-poriflers  of  the 
sort  in  his  own  mill  at  Thorold  in  May,  1ST6,  when  he  refused  the  offer 
made  by  Smith  to  bimiteir  (Lawson)  to  have  one  pnt  up  for  him,  be  hav- 
ing objected  to  the  ordinarj-  price  charged  for  royalty. 

The  disputant  insisted  on  the  point  that  the  three  itetitions  of  the 
respondent  (documents  4,  5,  and  6,  bereiubefni-e  analyzed)  are  a  virtual 
admission  of  liiq  having  failed  to  comply  with  the  exigencies  of  the 
statute.  It  would  be  hurdly  fair  to  take  even  an  unconditional  admis* 
sion  of  the  sort,  made  under  the  circumstances  and  in  error,  an  carrying 
with  it  the  necessary  tlestmctiou  of  the  patent.  The  i>etitions  referred 
to  are  not,  however,  hu  admission  of  that  kind.  The  pntentee,  after  a 
Statement  of  facts,  says  he  "submits  that  his  act«,  as  aforesaid,  are  a 
BDfflcieut  compliance  with  the  terms  of  the  said  twenty -eighth  section  of 
the  patent  act  of  1ST2,"  *  *  *  He  has  been  unable,  "  for  reasons 
aforesaid,  to  comply  literally  with  the  terms  of  the  said  sectioo,"  and 
be  conclades  by  asking  for  a  "declaration  that  the  said  pntent  has  not 
become  forfeited,"  and  also  for  "  an  extension  of  time  to  commence  the 
manafaoture." 

It  is  clear  that  the  patentee  was  conaoions  of  having  compiled  with 
the  spirit  of  the  law,  but  was  apprehensive  of  the  luterpretatlou  given 
to  the  words  on  account  of  threats.  He  asked  for  an  exteniloa  of  dela^ 
a  inig  time  after  the  exiilratlon  of  the  stotutory  delay,  which  e 
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cao,  of  course,  be  granted  by  the  CommlSAioQer  only  as  a  ooDtinuatioD 
(vitboat  intemiptioD)  of  the  respite,  of  which  it  is  the  mete  prolonga- 
tion. When  the  etatntory  delay  has  expired,  a  patent  then  is  either 
voided  or  in  operatiou,  according  to  the  spirit  of  the  law,  and  no  other 
proceeding  on  the  point  in  question  can  interTene  unless  a  dlspate  is 
raised. 

These  few  remai'lcs  seem  sufficient  to  show  the  real  meaning  of  this 
incident,  and  to  prove  that  the  fact  of  the  patentee  having  presented 
tbe  said  petitions  and  the  terms  of  these  petitions  cannot  in  the  least 
alfeot  bis  position. 

The  counsel  of  tbe  disputant  has  argued  iu  &vor  of  the  conclusions 
of  bis  dispute  from  an  official  answer  given  to  a  letter  written  to  tbe 
Patent  Office  at  bis  (the  counsel's)  advice  pendente  lite.  As  this  is  a  mat- 
ter of  constant  occurrence,  and  as  it  gives  tbe  occasion  of  showing  bow 
different  is  neoessarily  an  tfnswer  to  a  qnestion  put  in  the  abstract  ttom 
the  decision  of  a  case  presented  with  all  its  bearings  and  partienlars,  it 
is  of  importance  for  the  Patent  Office  and  for  the  public  to  dispose  of 
the  argument. 

Tbe  letter  written  contained  the  following  question: 

!■  it  couidflred  sa  "conatrnotlon"  •offleiMit  to  hold  the  patent  if  an  article  oompoMd 
of  rartoiu  part*  ta  Imported  in  parto  aud  put  together  and  conatcucted  In  a  Canadian 
mannActoryT 

The  letter  in  answer  was  as  follows : 

Ton  aalc  if  tbe  roanafiwtnrlng  olause  of  the  patent  act  would  Im  ooniplied  with  hj 
tuporting  the  whole  of  the  parts  of  a  inacbineiy  to  be  onlf  pat  together  in  Canada. 
ETidenlif  thia  would  nat  be  in  complianoe  with  the  reqnireinenta  of  tbo  law. 

To  sucb  an  interrogatiOD  no  other  than  an  answer  based  on  the  sup- 
position of  a  breach  of  tbe  law  could  be  safely  given ;  bnt  if,  departing 
from  tbe  abstraction  of  the  above-given  qaestioti,  tbe  investigation 
were  made  as  regards  a  certain  patent  uuder  specific  circumstances,  tbe 
conolusiou  miKbt  be  widely  different  from  the  general  answer.  lu'^t, 
it  is  not  difficult  to  imagine  a  case  in  whioh  the  iinportatiou  of  all  aud 
every  one  of  the  component  parts  of  an  invention,  to  be  simply  put  to- 
gether in  Canada,  would  not  be  an  importation  iu  the  meaning  of  sec- 
tion 28  of  the  patent  act,  but,  ou  the  coiitriiry,  would  be  the  ouly  nieaus 
of  obeying  tbe  statute  as  to  mauufacturiug,  aud  therefore,  to  all  intents 
aud  purposes,  in  full  compliance  with  the  spirit  of  the  law  uml  the  nature 
of  the  contract.  Such  would  be,  for  example,  tbe  case  of  a  patent 
granted  for  a  composittou  of  matter  all  the  ingredients  of  which  would 
be  products  not  to  be  funud  in  the  country — a  cotupouud  uf  exotic  guuis 
and  extracts,  for  instance,  or  a  mediciue  composed  of  portions  »f  tropi- 
cal plants.  This  is  sufficient  to  illustrate  the  difibreuce  of  cases,  every 
one  of  which  must  stand  on  its  own  merits,  viewed  in  the  light  of  the 
tactB  confronted  with  the  spirit  of  the  law.  The  conclusion  is,  that  the 
respondent  having  refused  no  one  the  use  of  his  inventiuus,  and  that 
Hie  importation  assented  to  by  bim  to  be  made,  being  iuoonsideraUer 
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having  Inflloted  no  ii\|ary  on  Oftutdiftn  mana&ctoTM^  aad  hariBg  been 
M  cooDtensnoed,  not  in  deflsnoe  of  the  lav,  bat  evideatly  as  a  meuu  to 
create  a  demand  for  the  mid  inrentions,  which  13ie  patentee  intended 
to  maaofactnre  and  did,  in  fcct,  offbr  to  maDO&otare  in  Oanada,  he  hM 
Dpt  foriUted  his  patents. 

Therefore,  George  Thomae  BmiOi'fl  Patents  So.  2,207,  for  a  '*5oax- 
dreasiDg  maohiDe,"  No.  2,208,  for  a  "floor-dresalng  matddDe,"  and  Ka. 
2,409,  fw  a  "prooeea  of  milUng,"  have  not  beoome  nnll  and  void  onder 
the  proTisknu  of  aeotion  28  of  the  patoit  aet  of  18^ 
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ABUtDOSED  in>LIOATION.    I 
ABAHDONSD  EXPBRIICBHTB. 
Tlia  bet  tbat  an  anegad  Hitlolpatliig  derlM  made  no  impiMiluD  on  tba  tnda  tuid 

WM  mot  m  pneUoftl  nMMt  IndiutM  an  Bbaodaned  experimant.    *^ok*  t.  Ottt 

«(aJ.,40e, 
ABANBOVEDINVEKTIOIIS.   SoaAgMriMtnial  Dm; /HMi>HMi*tMM»«liiotCIafaMid,l. 
ABAHDOHMENT.    Baa  flMiuMMi^CIalM,  1, 1;  /aMNdanSltMn  »a(iiolCliifiMd,6; 

iVforitv  (t^  /hmkHoh,  4  . 

I.  AbAKDOHKBHT  BT  PCBUOJLTtOK  IXUKIS  TO  THl  BlKKVlT  OF  THK  PUBUC— A 

noral  thing,  (ha  tnTantloD  of  the  pfttentea,  taUj  ahown  and  pnbllBhad  tn  th« 
dmring  of  bU  pataDt,  aren  though  not  belonging  eiolaelTely  to  him  a*  not 
being  Inelodad  tn  hie  alatoia,  and  even  If  eatopped  from  bnlng  aet  up  In  a 
alalia  npoD  relaMia,  ma;  not  be  donated  to  an  Individual.  If  the  patentee 
hai  loet  it— if  It  la  abandonRd— It  haa  gone  to  the  pnbllo  and  la  the  pnpertT 
ofthepnblle.  Bx  p«rtt  Bordmi,  9. 
t.  What  the  eanaea  were  that  led  to  a  long  allenoa  on  the  part  of  the  patentee  are  not 
•o  material  ai  thefaetllaelf  that  he  made  public  the  knowledge  and  um  of  hia 
inveottoD,  and  then  for  fenr  yean  remained  wholly  eilentand  took  no  action 
ftr  the  proonremeut  of  a  patent.  HtUl,  that  nnder  the  elrenmetancea  tlie  in- 
vention  ninet  be  regarded  aa  dedicated  or  abandoned  to  the  publfo.  'Amdrmt* 
tt  aU  T.  Houf,  199. 

3.  Abandoamant  of  an  Invention  la  not  to  be  preanroed  ttota  the  fkot  that  It  fa  abown 

mai  deaeribad,  though- not  lechnieally  ol aimed,  In  a  patent.  If  there  la  coupled 
with  anch  deoerlptlon  and  dleolalmer  a  uottoe  anil  reiervation  of  the  right 
and  dee]ar»tlonoftfaepDrp<i*"t^°'*f'n*'ioh  invention  in  a  solMeqnent  appli- 
oation,  which  li  In  faot  filed  with  reaaonable  dlltgeuoe.  £c  pttrU  Aolii 
(O.  O.,  vol.  96,  p.  113)  OTerraled.    Jix  parU  Derbg,  21. 

4.  Tba  notice  and  reaerTatlon  mentioned  above  mnat  be  fbtlowed  by  dlligenoa  In 

filing  an  application  for  aucb  Invention,  Eaah  dayV  delay  tends  to  prove 
abaBdonmant,  and  la  at  the  peril  of  the  applloaot.  Both  the  law  and  pnbllo 
poUey  demand  vlgitanoe.    Id, 

b.  In  aeetion  48H  Bavleed  Statntwe  the  olansa  "npon  Mlnre  of  the  applleaitt  to 
pfoaaente  the  eame  within  two  yeara  after  an;  action  thereon  of  whioh  notice 
aball  have  been  given  t»  the  applioant"  li  in  effect  a  atatnte  of  Ilmltatlona, 
easing  plainly  to  applleanta  that  if  thejdonot  pu«h  their  application*  ahoad 
with  reaaonable  diligence  they  will  be  regarded  aa  having  abandoned  tUem. 
Alports  JCIeeka,  39. 

e.  In  oooaidering  a  oaaa  arialng  under  aeetion  4894  It  U  neoeaaary  to  ezenlie  grpHt 
eiffela  tbeapplloatlou  of  tha*aprinoiplaa,leatlt  be  fuiind  that  in  iihowlngUM 
great  lanlenoy  to  one  applicant  the  intereats  of  the  public  at  laiye  oi  of  prl  - 
rate  indlvlduala  have  envied.    li. 
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ABANDONMENT— Continned. 

7.  Tba  tMm  "  unavoidable  "im  tiud  in  HuX  stMule  m«uu  that  the  inreotor  wm 
preveuted  from  proeMtiMng  bis  ewe  by  circiuiut«noe«  over  wUeh  be  hMl  na 
control.    M. 
R.  The  proof  raqai»lte  tn  entlafy  the  Commluioner  that  raeb  a  ctate  of  teota  ex- 
lated  in  any  ^ven  omt  mnst  be  (bll,  olear,  and  oonaliulTe,  and  It  la  not  eo  in 
tUe  oaae.    Id. 
9.  While  the  quBition  ••  to  whether  the  eaoeeilation  of  all  oUima  worka  an  abtte- 
donment  of  the  applieatioo  li  not  fV«e  ftvm  donbt,  In  ni;  jndgmeat  olalma 
are  iudlipentable  to  the  UA  of  an  appUoatlon,  and  tiie  oanoellailon  of  ^  of 
them  irltbont  enbatitotlng  othen  ■t|nlllee  the  intent  of  the  inventor  to  ftbao* 
dODhli  appUoatlon.    Ma  partt  Lumtitl,  66. 
10.  Whetiwr  b*  aball  be  nqnind  to  put  Hurt  ftbaudoiuoutt  in  a  wt  fbnn  of  irotda 
i«  a  matter  in  the  dleoration  of  the  Offloe,  and  aa  nnder  Rule  186  the  amend- 
ment !■  defeotlTa  In  not  expieailj  deoluing  the  intent  to  abaadon,  the  Ex- 
aminer nBB  right  in  refnaing  to  enter  it.    14, 

ABANDONMENT  OP  MANUFACTUBE.    See  IitfmiMm. 

ACCOUNT  OF  PROFTTS.    See  Amm^m  sad  Prttflti. 

ACilCIESCENCE.    6m  OtUf.l;  Itfrinitmnt,  3,6,  W. 

ACTION  AT  LAW.    Bee  Driag,  I ;  Jnfringtmtut,  S4;  /ary  THtHi;  HMOit. 

ACTfON  FOR  DAUAQBS.  B^BiUbtB^tti  DamagM  amdPnJUt;  LietMMi  IfyHee 
la  UM  Fublie  o/Palmttd  Arttelm;  iVooMoa  la  U*  Cnrt*. 

ADMINISTRATOR.    Bee  A-igumMU.  1 ;  PtrUtt  to  SM ;  ZtUa  to  PaUat,  1,  S. 

AUMI&BIBILITT  OF  EVIDENCE.  See  Ainvtr  to  Bitt,  I;  Bltti*  XqwUg;  Dmmmtm 
aad  Frojitf,  IS ;  Srid«ao«,l,9;  X4eMMai,  7,  8;  PraeHtmhuOMCmtrU.t. 

ADVERSE  RIGHTS.    See  Baitntt,  SB,  41. 

AQENT8.    See  KaMify;  S«niM  of  Prottm. 

AOOREOATION.  See  JaHofpoAea,  i;  CdaatrwMm  of  8foii/U,M»u  ami  PmtmU,  7; 
Jfe»Pa(««taMIi4,  S,  3 ;  P«-N«Mlar  Pafaati : «,  XdttMMdXUtla;  PalptlaMII^,  4. 

AGREEMENT.    Bee  XImmn,  3, 4,  T,  a. 

AMBIGUITY.    8ee£toMtM,4. 

AMENDMENT  TO  BILL.    Bee  Praetioa  la  tta  C^mrii,  3, 7. 

AMENDMENTB.  Sm  Jiwufamaiaat,  10 ;  AppUeaUMit ;  Drowiaft;  Sme  MtMor ;  Pwar 
tfAttorMg  to  Amond;  SeluM4,*. 

ANALOGOUS  DEVICES.  Bee AuHoipaHon,l,3;  CmulrmMoMitfl^oe^UmtiotummdPmt- 
olt.ff;  i*/H>f»#a(,  f,9,10,M,  16,  17,lt»,  30,  dl,!13,3Si  /al«r/«ri««  i^ttoal*,- 
Mackinit;  I'lutUnlor  Patdnlt:  3,  Stag;  IS.RafdtIt;  18, £aN9 ;  98,  Onaa ; 
66,  Zioiekl :   Fialalion  o/ /ajaaelioa. 

ANNULMENT  OF  DECREE.    See  Prmetiix  la  U«  Cam-to,  II ;  JTeitawa,  17. 

ANNULMENT  OF  PATENT.     See  ImuHd  PalemU,  1,8. 

ANSWER  TO  BILL.  Bee  Danofaiaad  Profiu ;  Dofout;  ProMeointko  Oomio.i. 
1.  An  anawer  in  equity  ia  reqnlred  for  diaoover;  and  evidenee,  aa  well  aa  for 
ground*  of  defeuae,  and  evidence  eanuot  be  given  by  attomcy ;  therefore,  an 
anawer  ao  made  ia  wholly  irregnlar.  *  Wootbr  v.  Jfaaer  «t  al.,  896. 
3.  Bnt  aa  the  orator  did  not  move  to  have  the  anawer  taken  off  the  fll«  for  the 
inegnlarlty,  nor  to  have  the  bill  takeo  pro  oo»ftoto  for  waot  of  an  anawer, 
nor  except  to  the  uiawet  fur  inaufficirncy,  by  replyiug  to  it  he  admitted  it  to 
be  anfficient,  however  imperfect  it  mi);ht  l>e.     Id. 

ANTICIPATION.  See^taaAmad  ExperiMtnU ;  Com&uolioti  of  Clafmo,  S;  i>terNMlar 
PMtlUi!  10,  Burdrtt;  19,  Cktrrj;  •£,,  Fonmnik;  -X.Otorgo;  SS,  nriM;  36, 
Jaafcia*;  tv, Xation  aud  LittU ;  M.Ptitrt!  5H,ifaMHMa;  Si,  IFrir;  Priorilt^ 
JacmlioN,  l,6i  I'ablio  tut;  aubtqueul  I'altnlmjvr  Same  /NcoaUaa. 
1.  A  device  whkh  uould  uui  Iw  iiiwd  aa  a  aulHitiluU)  fuc  U«  patentee'a  Inventioa 
withoat  the  ezoroiae  of  ioTentioD  la  not  an  anticipation  of  it.  'CreaArl  d 
At.  V.  r»«  J'arkfr  CarrUgt  Ueedt  Coavaav.  3W. 
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ANTICIPATION— Cod  tinoMl. 
it.  When  •  olaim  doM  not  oorer  *  mere  aggreg»tiini  of  BttpBrKt«  sleiuenM,  Mid 
tbue  in  not  iboirn  b  mure  meohauiual  Jnxtapotition,  but  Oftch  odo  of  the 
•lementa  of  th«  vUioi  oootrlbntM  to  the  oombloed  rasolt  which  U  due  to  the 
Joint  mad  oD-opentiog  iMtioD  of  all  of  them,  the  oI«lm  li  not  aatlolpftted  by 
ihowing  that  oertaiu  of  Ita  IndlTldnal  paita  ire  old.  'SmHmu  t.  JTmimU*  tt 
<U.,3¥i. 

3.  b  ocmaideiiDg  antioipatloo  liM  ii  not  of  the  OMence  of  the  iDvautlon.    *  J'tttn 

V.  TU  Aatict  iiaimftutm-lmg  Compaitif,  SJH. 

4,  That  whioh  wonld  infringe  the  patent  If  lateiantlolpateaU  earlier.    *iiL 
APPEAL  FBOU  THE  PBIHART  EXAMINES. 

1.  APPKALS— PXRTIMKKCT  or  A  BirKKXKCK  AFFB11.1AU  TO  HxAMonaB-a- 
Cbibi'. — Whether  or  not  a  reference  cited  b}'  the  Examiner  i*  entirely  dUhr- 
ent  from  the  invention  olaimed  by  an  applicant  li  a  qnestlon  iffeotiog  th« 
merila  of  tbe  eaae,  and  aa  lunh  la  appealable  1u  the  flrat  Inatanee  to  the  Es- 
amlne»-ln-Chief,  aud  nut  to  the  Qommiuioner  dlreot.    JEk  parte  Bvrdtn,  9. 

8,  The  queitlon  whether  an  appeal  troni  the  deoision  of  the  Primary  Examiner,  re- 
quiiiug  a  dlvlilon  of  an  application,  ihonld  be  heard  by  the  Examlncre-ln- 
Chief  or  by  the  Commiuioner,  in  a  matter  of  adminlctratlve  dieaiiminatlon, 
and  !■  not  within  the  control  oi  supeiTlslon  of  the  conrt,  bot  belonga  to  the 
admlntttratiTe  part  of  the  Oovemment.  'GorUmv.Butteneorth,  CoMMlMloMr 
^PotMtt,  SSI. 

3.  Fron  a  ilooitlon  of  the  KxamlDer  ai  to  the  pertinency  of  a  patent  died  agalnet 
a  claim  an  appeal  lies  in  the  tint  inatanee  to  the  Eximinerv-in-Cbief,  and  not 
to  the  Commiaeiuner.    £x  parte  Kerr,  'JH. 
APPEALS  TO  THE  SEC&ETART  OF  THE  INTEBIOB. 

1,  When  the  Commlailoner  of  Patente  stands  in  this  court  npon  the  ground  that 
hie  deoiaion  tn  faror  of  an  applicant's  right  to  a  patent  la  permanent,  a  legal 
duty  to  proceed  to  the  next  step  oonseqnent  npon  saeh  permanent  deoislDa 
most  aiiae,  and  a  failure  or  refasul  to  so  proceed  presente  the  very  evil  whteb 
the  writ  of  mandamna  la  designed  to  cure.  *  UMM  Btatet  tx,  rcl.  R.  Hm  4' 
Co.  ami  Grergt  C.  Gill  v.  Sti^mlu  BaHenvortt,  CmmUwisxr  of  PalrnU,  VH. 
8.  When  It  appears  by  the  Commissionet'sretnm  that  berafiued  to  prepare  a  pat- 
ent out  of  deference  to  the  action  of  the  Beoretary  of  the  Interior  in  enter- 
taining an  appeal  f^m  and  revprainK  Lla  decision,  that  act  of  deference  doea 
not  eooatitote  an  exercise  by  him  of  disonitlon  as  to  hia  own  executive  fnno- 
tiona  in  anoh  a  sense  as  wonld  cause  the  writ  of  maadamna  to  be  an  int«>r- 
fbrenoB  with  executive  discretion.     'Id. 

3.  In  this  proeeeding  for  mandamus  the  inqniry  (i,  whether  the  title  of  the  petl- 

titmer  has  been  so  adjudicated  already  that  he  is  entitled  to  the  ftnit  of  that 
■djodioatlon  by  the  performance  of  a  merely  ministerial  duty.  The  remedy 
provided  by  section  491!>  Bevised  Statutes  is  not  an  adequate  remedy  in  such 
raae.    '/d. 

4.  The  provitinna  of  the  statnte  givingthe  Secretary  powerof  directing  is  general, 

and  the  provialoua  relating  to  the  duties  and  powers  of  the  CominlsBloner 
are  speciBc.  It  is  the  latter  which  muat  control.  When  the  sections  of  the 
statutes  are  conaidervd  together,  it  must  be  held  that  the  Commissioner  must 
perform  his  dullos  under  the  direction  of  tlio  Secretorf,  except  when  he  la 
already  directed  by  the  Ruperior  dircclory  power  of  the  legialuture.  'Id. 
&.  Applying  the  abovemlcof  coustniction  totheCiimmisHiouer'sderiBionH  iocnnea 
of  iuterferenoe,  Htti  that  tbey  are  not  snbject  to  the  diretftory  power  of  the 
Secretary,  either  by  couiemporaneona  dictation  or  by  appeal  and  reversal 
deaeribed  as  dbrvctlon.     'Id. 
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1FPEAL8  TO  THE  8SCBBTART  OF  THE  IHTEIUOB-OniHiiiifd. 

6.  It  ^p«»rlhg  that  what  wma  !■*— d»d  to  b»  »  eoinpleto  Bfitw  irf  i— idiw  by  »p- 

PmI  from  the  dteWoiw  of  the  CoBmlidoBoi  hH  bean  providad  br  Um  aMM 
•totntawUalipnrldMlMihe  dinatny  pown  of  tba  SoentUT,  MOU  that 
In  tlia  abaeaoa  of  waj  e^tM*  prorW^  for  appoal  to  tbe  Baantair  ao  Infer- 
antial  right  of  appeal  U  axolnded.    'It. 

7.  Up<w» tha aboToeonridoratloM  It  U fcrthanaore BM  that tha  appaUata piooo«d- 

logi  aad  MTcnal  by  the  SaoMtaiy  in  tha  oaoa  at  hand  wara  nnavthaalaaA,  aad 
tberafine  a  nBllitj ;  aod  that  oonaaqoontly  tiie  Ooaimliiioaar  of  FataMa,  bav. 
lag  AnaUj  atUodleatad  that  tha  rehltota  are  antitlad  to  a  pataal,  f^r^vty 
TsftuM  to  inue  tha  lame,  and  Onhnd  that  the  writ  of  pntuptory  Dandamu 
■hallltne.    'Id. 

8.  In  all  mattwe  In  wbfob  the  setlon  of  tbe  Coaimi«ioneT  Is  jodioial «  qnaai-Ja- 

dleUl,  the  fhot  that  no  appeal  la  eapreeely  glTea  to  the  Boerelaty  la  aeaalwatTO 
that  none  la  to  be  Implied,  and  thle  U  eqnally  tme  whether  or  not  an  ^pe»l 
Is  allowed  to  the  aoarte.  'ButUriMrtk,  Cmmiatioittr  «/  Ptomt,  w.  Zlke  I7m1M 
sum  «  rtl  Sot  »t  at,  4S9. 
t,  Tbe  inperrlaion  oonfbrred  upon  the  Bwrttarf  by  the  atatnte  doea  not  a 
1m  blmtoiabatitnte  hli  dleeretloii  and  Judgment  fbr  that  of  Ae  C 
when  by  law  the  latter  It  requited  to  exerdBe  hla  own,  and  whai  that  Judg- 
ment, nnleei  reTeraed  In  the  ipeoial  mode  pointed  ont  by  Jndleial  proBwa,  la 
by  law  tbe  eoudltlon  on  which  the  right  of  the  clalnunt  la  declared  to  de- 
pend.   *Ii. 

10.  When  the  CommlMioner  of  PatenU  deeldad  that  the  relaton  were  entitled  to  a 

patei  t,  he  had  ftilly  exerolaed  hla  judgment  aad  diaoretion,  aad  tha  minlitrr- 
lat  dirty  that  remained  oonld  not  be  avoided  merely  out  of  deferaaeo  to  the 
claim  of  the  Seoretary  to  rOTerea  and  aet  aalde  the  deolaion ;  thereAno,  a  man- 
damna  was  properly  directed  to  tbe  Commiasloner  to  oompel  him  io  paribim 
his  duty,  to  wit,  to  prepare  the  patent,  to  lay  It  bafeio  the  8e««tary  tot  his 
slgnatnre,  and  to  himself  oonntenlgn  it.     '14. 

11.  In  snob  a  case  the  remedy  by  bill  In  eqnity,  anderBeetlon491&,Unotappnipriat«, 

beeaaae  It  appllea  only  when  tbe  Commlaelonor  deeMea  to  i^oot  aa  ^pUea- 

tlon  fbr  a  patent  on  the  groand  that  the  applleant  ie  not  on  the  mraita  eati- 

tledtoit.    'Id. 
APPEAU.    See  JaritdlMidH  ;  B^Mrkig,  1. 
APPLICATIONS.    8ee  AimdowmtHt;  iXoMoa  «/  JppKeatloN,  1,  8,  4;  JlhtleaWea  ^r 

Claim*;  SmplosioftluPalt»lQfi»,l,i,S;  InUrfirmm;  Htm MmOm ;  Priaritg 

When  an  aiiplloatioo  la  ooue  filed,  be  it  a  dlviatonal  or  other  wiglnal  ap^teatfon, 
it  pieaenta  a  curtain  state  of  fbets,  and  when  examined  on  that  state  of  &ets 
the  Patent  Offlee  has  done  all  that  Is  reqaind,  the  ^iplleant  having  roeelrcd 
■11  that  a  single  fee  will  oover.  Be  may  not  idhlA  from  one  atato  of  bote  to 
another  and  draw  in  exbanoons  natter,  whether  It  be  fhiaa  aa  entirely  in- 
dependent Bonroe  or  from  a  divisional  application.    At  pw4*  JSolt,  43. 

APPLICATIOXS  CONCURBEIfTLr  PENDING.    See  Mriitea  q^  JypJieallea,  ft,  6. 

APPLICATIONS  FOB  BElSaUE.    See  Jtrlssaee,  93. 

AJ98ET8.     See  Tradt-Maria,  3. 

ASSIGNMENTS.    See  TVods-Jforfo,  1,  S,  14. 

1,  An  aaaignment  of  a  patent  by  an  admlnlatratoi  Is  valid  onder  tha  act  «f  Jaly  i, 
1870.  Tiie  decision  in  tbe  esM  of  Tk*  Oum  Sati^f-  Paine  Casyaiq)  v.  lb  C% 
o/ym  Ba^ford  approved  on  tbli  point.  ■Sradlqr  el  oL  v.  Dull «(  oL,  S19. 
S.  Wheie  B  patentee,  afler  selling  alt  his  rlghU  nnder  the  pat«lt,anbsaq»eatly par- 
obasee  an  older  patent  to  defeat  hisaidgnee's  rights,  AeUtbat  annh  pocaad 
ing  Ie  tnanlfeetly  aajaat  and  iueqnitable,  even  If  tbe  older  pataat  nlwil^  astiat 
pates  the  patent  for  the  device  sold.    •  Cimwi  el  aL  v.  AmbaO,  STU. 
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ASaiamiENTS— CoDtian«d, 

3.  Wbere  ■  patentM  ha»  aoM  «11  hU  rfgbt,  title,  Mid  inMrcat  in,  to,  Bud  nnder  hia 

pAt«Dt*,  uDd  MibB«qn«Dtl;  pnrchaaet  ui  older  patent,  BM  tliat  by  anoh  cDb- 
iwqauDt  pnntuae  an  aosl^nee  eumot  be  diapowened  of  the  foil  benefit  of  wbftt 
hu  been  Bcqoired  ttota  the  pftteotee.    'Id. 

4.  Wliete  othen  are  asHiv^iated  with  the  patentee  <n  the  pnrchaae  of  ■  prior  patent 

anbaeqneut  to  it  ule  by  the  patentee  of  all  hia  right,  title,  and  interest  in,  to, 
aod  nnder  hia  onn  patenti,  Hrld  that  the  prior  akle  operate*  aa  a  Ueenaa  aa 
againat  all  of  the  pDnshaaen.    *I4. 

5.  If  othera  Join  with  the  eeller  In  the  pnrohaie  of  the  prior  patent,  anah  omieta 

mutt  look  to  the  original  acller  fi>r  their  ouupensatlon.    */A 
S.  Hw  anawer  admitting  the  Talidit y  of  the  patent*  ined  on,  and  one  of  the  detBnd- 

anta  being  the  original  patentee,  their  ralldlty  cannot  be  diiputed  on  a  lolt 

for  Infringement  brooght  by  an  aaaignee  of  the  patents.    'Burtlt^l  v.  Curta» 

•<aI.,S73. 
7.  Tb«  anllre  title  for  the  State  of  Wiaoonain  being  In  ooniplainant  for  BelasnePat- 

enta  Kos.  6,840  and  8,tM6,  deftandAnta  are  eatopped  from  denying  their  T*lid- 

Ity.    'Id. 
ATTOKHETS.    See  SUmituHion  of  CUimt,  3 ;  Poimt  nf  Attfini»s  to  Ame»d ;  £«1m«m, 

n. 

BAB  TO  A.  PATENT.    Sea  luvenlion  Bkmeu  ivt  not  Claimed,  4. 

BILL  IH  EQUm .  See  Jppo^l  to  tkt  Seorefary  of  tkt  tnttrior.  11 ;  Dtloy,  S ;  fasalU 
Patfab,  i;9;  FrMOiea  i*  Ikt  CoktU,  3. 
1.  Even  though  tereral  p»teut*  cover  loventlona  whieh  are  capable  of  being  naed 
ooDjolntly,  and  which  are  made  and  sold  aa  part*  of  the  lameeleetrio-Iighting 
syatMn,  yet  if  the  InTentlona  ma.y  be  naed  separately  and  openUe  independ- 
ently with  teapeet  to  eaeh  othw,  and  any  of  tbem  may  be  infringed  without 
inMnging  the  othem,  the  biU  mnat  be  adjndged  to  be  open  to  the  objeetlon 
of  unltiflkrioaaae**.  "t'eupMaW  Bleelrie  Ugkt  CoMjNMy  t.  Brtik-Mwrnn 
flMrie  UfU  CMpntf,  383. 
i.  A  petition  to  flie  a  eopplemental  bill  introdneing  new  eridenoe  in  a  oaae,  after 
ft  decieion  therein,  dlsmlased,  beoanae  it  fUled  to  show  thftt  the  petitioner 
conld  not  with  reasonable  diligenoe  have  obtained  prior  to  the  former  bear- 
lug  the  testimony  wbloh  be  aeek*  to  addnoe,  and  also  beeftnse  sooh  new  m»t- 
ter  1*  Inmaterial.    'Spill  v.  3k*  CMuMd  MmmfiHturtnf  CMwpaay,  4G3. 

ULL  OF  BALE.    Bee  nwJ*-jr«r«i,  3. 

BEKACB  OF  COBTKACT.    See  Us*****,  S,  3, 4. 

BUBDEN  OF  PROOF.  See  Dmwutgei  and  ProJlU,  10;  I^frintommt,  K;  Prioritg  of 
ittvoiHM,  7. 
Where  the  oomplalnant'a  patent  wa*  granted  befbre  the  date  at  whloh  the  defbnd- 
ftnta'  applleation  was  filed,  it  is  inonmbent  upon  the  latter  to  prove  beyond 
'ft  reanonable  donbt  that  their*  was  the  prior  Invention,  and  thia  being  4one, 
the  bntden  la  tisnaferred  to  the  complainant  to  aatlafy  the  oonrt,  by  proof  aa 
eoftvinoingaethat  reqnired  of  the  defendants,  that  his  invention  preoeiled 
thelra.    TlUyarv.  ffarf,  >'.,et  «f.,  3tS). 

BUSINESS  CIBCULABS.    See  JVIer  JNtWtoiffoM. 

CANADIAN  PATENTS. 
1.  llAXurACTOXK  AXD  CoxsTKUCTiOH  WrTHiK  Two  Years.— The  Canadian  int- 
ent law  nqniring  "  conatmction  or  uftnnfaetnre  of  ttie  invention  or  dlacov- 
ery  patented  within  two  yean  of  the  date  of  the  patent "  doee  not  oontem* 
piste  foieing,  ou  penalty  of  forfeltare,  the  patentee  to  aotiially  fabricate  Us 
invention  with  hia  own  capital,  within  BpeclBc  estahlUhments,  with  Ua  OWB 
tuo]a,  and  to  keep  atock  for  every  moment  of  the  exlatence  of  his  privilege 
thronghont  the  Dominion.    %  BurUr  v.  Sfith,  537. 
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CANADIAN  PATENTS-CantlDoed. 
U.  &utK.—  The  Kal  meanlDK  of  tha  law  la  ib»t  the  patetilM  tuut  he  nady  alther 
to  romiih  the  artiole  binMslf  or  to  k1**  lt€«ii»B  of  Diing  on  tBMonable  temta 
to  any  p«noii  dadrlug  Co  ate  l^.  The  woitla  "  evry  on  tn  CBnada  Uw  oon- 
•tnctioD  or  luBiiafiketara,"  with  their  context,  mean  tiiM  *^  oitlMO  of  tb« 
Dominion  haa  a  right  to  exact  from  the  patentee  a  ILoeme  for  oaiiig  ttw  iiiTea- 
tion  patented,  or  obtain  the  article  patented  for  Ito  a*e  M  the  expiration  at 
the  two  year*'  delay,  on  oondltion  of  applj'log  to  the  owner  fer  11  and  on  p»J- 
luent  of  a  fair  royalty.  $1V7. 
3.  Importation.— The  wordi  "  import*  or  oanwa  to  Ite  Imported  into  Caokda,"  Me- 
llon 38af  tha  patent  act  of  11179,  mean  the  importatlou  of  patented  InTMttiaiia 
totheiqjnry  of  home  labor,  anddo  notooverthe  aetaalimportattouofafiBW 
machine*  ai  model*  or  for  the  pnrpoee  of  bringing  the  OMfoloeM  of  tit*  In- 
vention befort)  the  Canadian  pnbllc.    f  197. 

CANCELLATION  OF  CLAIMS.  See  Ai»iUhmmt*t,  9;  ZUMiaaltoa  rf  CUmi;  Ea- 
Utut*.  81. 

CHANQE  OF  FOHM.    Ot*  ComUntttimt* ;  I^fr^»0«»^*t,  U,  91. 

CHANGE  UF  INTENTION.    See  A*HoipM<M.  1 ;  /•iM/ertof  PalMttt. 

CHANGE  OF  UATEHIAL.     See  l^fTimt§M«»t,  t. 

CHANQE  OF  PROCESS.  See  Caaitrwoitea  qT  ^ee^fUattnt  tad  fWMtf.S;  I^frimg»■ 
■Ma',  1,B,«,31. 

CHANQE  OF  STBUCTUBE.  See  C'cMtlaaUMu;  lufliugtmmt,  &,  a,  U,n,  IS.  SO, 
Ul,3£;  /kmmHim*, tl. 3, 4 ;  Non-PattnimiiUtf,3;  Partte»tarFaUHti:  Z,Bim§;  13, 
Bull,-  lS,ltl,£Hnf«t(;  68,  Bobintan ;  P»taUaliNtg,  2. 

CHEUICAL  EQUIVALENTS.     SeelVriupMUiil.SS. 

CIBCUIT  COUBTS.     See  JVmNc*  ia  U*  Caarl*. 

CLAIU8.    tiMAbaiid<mmMit,9i  OmlriuMoinif  apto{licaa»MmniFaUnta,»,l,7;  Draw- 
ing*;  EHmitMUoii  of  Claim*,  l.S;  /bM/mwuw.I.S;  JtebMet;  SfM^ieatitmt ; 
Ttoknical  TarwU. 
1.  No  mattvr  whetiier  an  lotontor  1*  a  pioneer  in  hi*  line  or  not,  he  eaanot  make 
a  Talld  claim  the  aooiie  of  which  ii  aoexIenaiTe  aa  toluolode  meanaaabataa- 
tially  differeut  (him  thoae  duBcrlbcd,  even  though  the  eanra  reanlt  may  Iw 
prodnced  by  luch  different  mean*.     ExparU  Demmiiig,  IS. 
i.  Au  Inventor  may,  hiiwever,  employ  language  infllcieDtly  oomprehenaive  to  in- 
olnde  colorable  varistiona  of  hie  inveution,  intcbaulcol  uquivalenta  tbereol^ 
and  (if  the  Htate  of  the  arl  will  Justify  it)  modification* differing  in  fsrm  bat 
emlKMlying  (beaamt-  principle*.    Id. 
'A.  Claim*  which  depend  npnn  *nch  word*  aa  "  meana"  and  "  lueebaiiiam  "  to  es- 
pmw  their  patentable  difference  over  the  prior  state  of  the  art  are  too  broad. 
Id. 
A.  Anil  it  iannt  anflicient  that  the  olalma  coutain  word*  of  Tefer«n(re  to  the^eoil- 
cation  whore  the  iDTentioo  isdeeoril>ed,fbrnadertheatatute  it  ia  the  ofict'f 
U«  oIoiM*  toaet  forth  apeotftcally  and  definitely  the  actual  inveution  eovetvd 
by  the  patent.    Ii. 

5.  Where  a  claim  in  a  patent  ia  for  a  certain  arrangxmeut  of  element*  which  p«r- 

(brm  a  diethiot  and  Independent  reanlt  in  a  machine,  a  obaoge  of  tbaae  part* 
1' ban  gen  the  patented  arran)(ement,  and  theniaehtne  become*  pra  taafeaBaw 
mncliitie,  and  i*oat  of  the  reach  of  the  patent.  *Sea|r  v.  SarHa^  Aaai  At- 
vtltpt  CoMjianjf,  305. 

6.  Every  I  uatro  mentality  or  Babatance  intended  to  be  an  element  or  ingredient  of  a 

claim  ma*t  be  directly  broutcht  in  a*  aacb,  not  Inferentlally  Included,  or  only 
ultuded  to  in  naming  aome  other.     Sx  parte  BotI,  4:i. 

7.  It  la  to  be  observed  thatclalmafnnninK  part  of  om  case  cannot  bo  toaltemattve 

0|>n*tractloD8 — that  ia,  alternative  with  othar  cl^ma  to  conatnutio&*;  m 
other  word*,  which  are  modifloationaof  oon*tmetioiuMt  Up  in  nthnr  nlai^" 
nor  may  slalm*  be  in  themeelree  alternative.    «, 
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CLAIUS-Cootiaaed. 

8.  Each  oMot  miut  be  to  a  oomplete  and  oporailve  oombiaatioa  in  the  direetioti 

of  the  iuTentioa.    Id. 

9.  SpUTnMO  UP  ADD  HuLTin.TiHQCLuifs.— Thepracticeof  nniiBoewsrily  aplit- 

ting  ap  anil  luoltipIyiDg  claim*  dUapproved.     *  Bottocb  v.  Gootlrieh,  404. 
10,  A  olaUn  whlcb  mainly  dependa  apoo  anch  language  aa  "meohanlam  anbstantl- 
ally  as  described  "  to  espt«M  the  toTeatioD  Hoanht  to  be  pat-eated  [s  vague 
and  Indeflnite,  and  doe«  uot  comply  witb  the  atatnte.      Ex  parte    IVilkiii,  71. 

COMBINATIONS.  Bee  CoMtraeliON  of  3p«eiJU»thni  and  Patenti,  7  ;  J^fri»g«mmt,  &, 
8,  1?,  85,  M,  S7 ;  Inventimt;  /Nrmtton  Mmm  iKt  not  Cfained,  7 ;  Joindtr  tf  Iii- 
tentUmi;  PmrtUmlar  PiUenU :  3,  4,  Bi»gi  13.B,^l;  t6,  Satiou  <ind  Uttle;  b7, 
SobintM;  PalMrsUlJIf,  4;  BdMum,  14,  37;  AdM^Ntaf  Fatmit  for  tanu  7a> 
MNfiea,  3. 
Wbete  a  claim  In  a  patent  is  fur  a  certain  anangement  of  elementa  whish  perform 
a  diatinot  and  ludepandant  reaalt  Id  a  machine,  a  change  of  thaae  parta 
chaagea  the  patented  airaogement,  and  the  machine  becomea  fn>  taxto  a  new 
machiue,  and  la  ont  of  the  reaoh  of  the  patent.  *  Stag  t.  BtrU»  4'  Jonm  Hn- 
v»t«pt  Compan),  306. 

COUHI8S10KER  OF  FATBETTS.  See  Appttlftom  the  PHmary  Bxamintr;  Appml 
U  the  S€erttaiy  of  the  laleHor;  Delay  la  PrOMOntiitg  an  AppUeatio*;  Formtr 
DeetrioM  JLJIrmed,  I;  JurUdieUon ;  Maniomm;  Behearing,  2;  BeUtaee,  10,31, 
36;  TVoda-Jfnrfa,  ae. 
The  diaoreliou  rested  In  the  CommlMionBT  by  aection  4S94  RcTised  Statntea  ia 
Judicial  diaoietiou, and  not  mere  oomiilaisance.    Brparit  CkapmaK,  72. 

COUHOIf  USE.    See  Jba^donment,  1,  8;  PubHo  Urn. 

COMPARISON  OF  PATENTS.    See  Interfering  Potoato. 

COMPOSITION  OP  UATTEB.    See  OmttriioHon  of  ClaiMt,  3;  Wrfaffemeat,  39;  PaL 
omIMUtt. 

COMPOUKDS.    See  Jobtdir  e/InttiMMi. 

CONCEPTION  OF  THE  INVENTION.    See  Burden  of  Prw^;  PHoritg  nf  JaMaUoa. 

CONSENT  OF  INTENTOB  TO  USE  OF  INVENTION.    See  J»attdottMea(,l;  7awar 
Haa  Shmv^  but  aat  Ciabued,  3. 

CONSTRUCTION  OF  CLAIMS.  See  Claim,  6, 7,  8, 10;  Coaifrtioiwa  of  Spedfloatitm* 
and  PalenU.i;  BciM»<i,U;  SpetAJloatioiu. 
1.  It  ia  doubtful  whether  a  claim  ia  valid  which  Is  bo  broad  as  to  inclnde  every 
luetliodliDOwi]  of  effecting  a  particnlar  reaolt.  *  LamUar  v.ifaaifUoBatal.,  414. 
9.  A  claim  for  the  nseof  npartianlar  Inert  material  in  a  Domposition  of  matter  ^eld 
to  be  void  In  view  of  the  ii«e  before  the  date  of  the  invention  of  othei;  Inert 
materiald  of  the  same  character  and  theesiatence  of  knowledge  of  the  natore 
of  the  parti ciilai^i a tarial  claimed.     '  )F«IH«f  «tal.  v.  Crsatelal.,  419. 

CON8TBUCTI0S  OF  THE  CONSTITUTION.    See  Coptrigkt,  5,  6,  7. 

CONSTRUCTION  OF  BULE8.    See  Delag  (a  PnnoeuHng  as  jl^ipUoatfoa ;  DUelatmtr 
KNitw  Bnle  43 ;  Inreiitlon  Shoua  b»t  not  Claimad,  3 ;  Inttrfertnee.  1,  3. 

CONSTBUCTION  OF  SPECIFICATIONS,    See  Spetiflcattone. 

CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.  See  .iftaadaaMl  Sxptri- 
MMft;  Anticipation,  9,11,  4;  CannHan  PatenU ;  C^mbtnaUowt ,-  Comlmttlon 
o/C/oiMi,  3;  Drawing* I  Xridtnca  of  tnrtntion ,•  I^ffiugrment,  9,a,  10,  11,  13,18, 
31,  as,  24,  3.t,  39.  30,  31;  Intenlton;  Inrtntion  Skoten  int  not  Clalmod,  7 \  In- 
operatirt  Pale»tt;  Maekinetf  Ntn-Inrentwit ;  Xoit-PattHtabilitg ;  ParUenlar 
FatMtt ;  Pover  of  AtiorMg  to  Jmeni  /  PniUe  Um  ;  Kelttntt ;  BentlU ;  Specyien- 
Kmi;  Teeknioal  7enn(. 
1,  Frocus— Procsbs  or  Opzhatixo  a  Hxcnxinsif  kot  Patzntable, — A  party 
having  invented  effective  meani  for  giving  olienlai  direction  to  a  feed  meoh- 
anlsm  Is  entitled  to  a  patent  for  said  means,  bnt  not  for  merely  giving  each 
direction  apart  from  the  mechaniam,  nor  to  the  prooee*  of  operation  of  Ua 
mechanism  for  giving  auoh  direction.    'Drgfoc*  v.  WIsh,  100. 
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CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS— Con  tin  ne.i. 

9,  New  I'SE— Oi.ii  Pbockss,— The  appltcatiun  of  an  old  proceax  or  machine  lo  a 
Riniiliir  or  aimlugoiiB  mitijert,  with  uo  cbange  iu  the  maiitH-r  of  apiilyiii;;  ii. 
hikI  nil  result  snbMtniitially  iliHtinrI  in  ita  natUK,  nrJU  ndt  siixtsiu  a  patoDt, 
even  if  the  uow  furiii  of  result  hiia  not  befiire  lieen  coiitemiilnted.  'I'eniiagl- 
vania  I'nilmad  Vompen^  v.  Loeooiotire-Eiigiac  Sa/eis-Triick  CompaHi/,  li36. 

:).  It  in  iinriinteriH)  uhetlier  "r  not  a  certain  coiistrncMon  luif^bt  have  lieen  covereil 
by  the  1an<;nai:e  of  the  K[i«elflcntinu.  since  ihe  claims  are  tn  1-e  dealt  with  nnd 
nuthiu)];  else.  'Turner  .(-  Sri/iHonr  ^annfa'-liiriiig  Company  T.  Dorer  SlatHi/ia^ 
C'niujHiitv,  258. 

4.  Where  nn  inventor  is  the  tirst  to  euter  a  particular  fleM  of  iaTention.  the  claim 

of  bin  pntnnt  nhnald  lie  couatrueil  bruadl.r  to  cuver  an;  similar  apparains 
TChk'h  eli'criK  the  some  result  in  mibslantially  the  samo  manner.  '  Torjru-i'^': 
ifmiu/n-luritig  ' 'omjwtiv *'  o'-  t.  Cilfi  o/  Jlvffatc  rt  aL,  S!67. 

5.  The  court  cniDiiit  conniiler  nhetber  it  claim  niiKht  have  been  maclc  bmailei  in 

vieir«rtlie  invention  described  iu  lheH|>e(-tli[:iitioDR  anddraninga.  If  it  fiiitn 
In  cover  all  the  |>atentee  intended  to  secure,  his  remedy  was  thmngb  reissue. 
The  (jonrl  canuot  enlatKe  the  patent  by  cuniitniction.  The  patent,  an  it 
stands,  held  not  to  be  infrin^d.     'Brcker  v.  Haitinp  el  al.,  2S5. 

6.  TheppidncMouof  a  patent  shows  prima /ncfc  that  all  the  preliminary  awpsnec- 

essary  Ct>  the  (rrant  Lave  Wen  taken.     "  ffcotirr  v.  Matr  tl  al.,  at>6. 

7.  Donhti'ii  ivhi-ther.  in  the  liulit  nf  the  Judicial  decisions  on  the  subjei-I,  .i  pntriit 

conM  riijhtfully  be  gmnleil  containing  claims  covering  several  distinct  and 
inde|«-iidern  improve  men  ts  iu  one  (rnnb.  and  tbcrefDrc  it  is  maili:  a  cuudition 
a|>on  which  the  relief  prayed  in  the  bill  vill  be  ^tuuted  that  the  pateotee 
shall  di.acittini  all  but  one  of  the  Kaid  improTeiueots.     'Stnioni  v.  Romadka  tJ 

6.  Ths  objixtioD  that  [be  specification  describes  and  the  claim  covem  a  iumIchs 
form  or  construction,  as  well  ana  useful  one,  is  of  no  avail  where  the  infWnger 
uses  the  latter.  The  well-knov-n  inaxiui  applies:  "Ciile  per  imiliU  nom  rili- 
atMr" — thai  whicii  in  serviueable  isliot  to  be  rendered  invalid  by  that  which 
is  useless.     '  The  Brotm  Manii/acliiriHg  CotHpaHg  v.  Dtert  4"  Co.,  X^. 

9.  Where  tlie  patent  covered  a  time-lock  in  which  same  part  of  the  necbanisiii 
between  the  ]>nwer  and  the  bolt  is  mode  yielding  by  means  nf  a  spring,  m>  as 
to  leave  the  holt  fast  in  case  of  a  shock  to  the  lock  from  the  outside,  a  pre- 
lltoinairy  in.in»ction  refused  where  the  yielding  portion  nf  the  alleged  inftitig- 
ing  device  consisted  of  a  screw  ^vhich  is  to  be  stripped  of  its  threads  by  the 
shock,  nnd  there  was  no  proof  that  the  shock  would  so  operate.  'NmtitmTji 
rt  al,  V.  Motiman',  401. 
10.  Where  the  crushing  of  olea^itous  seeds  constituted  one  step  iu  a  prooeae,  and 
thut  waN  elTpctetl  l>v  two  mechanical  npplinnceH,  nud  it  was  found  that  dis- 
penninK  with  one  of  these  appliances  \Tas  attended  with  beneficial  reanlts. 
Htld  that  the  discovery  or  invention  was  not  of  a  new  serin  of  acta  or  stcpA 
constilutiiiir  a  proeesB,  bnt  only  of  certain  mechanical  chances  in  carrying 
into  etlecl  llie  well-known  old  steps  of  the  process.  'Latelker  v,  SatmiltoH  el 
at..  iU. 
CONSTRUCTION  (>y  STATUTES.  Sec  JJanrfnsmei.f,  5,  iJ,  T:  Jppenli  lolkt  StertU-j 
of  lheInienor,:i.i,  n,  11:  AtfignnitiiKi,  \ ;  Claima.lU;  Commleiioiierof  I'ntenU; 
Copurighl :  Dflag,  2:  Dflag  in  PrmrruliHg  an  Jpplieallon ;  KwplojfA of  tlit  Pel- 
nil  Ojffin;  1,2,3:  Iiitfrferlng  faUHU ;  /urenlioH  Shoita  buliiot  Ctaimtd,  4;  Jn- 
ri)dri/i»« ;  iiuiitofiim  of  Unile'l  Slate*  t'altalt  bit  Foreign  Paten*  Prrrioattt 
nranlrd:  Xeii'matter;  Oath  of  Tnrenlor ;  Prior  T'lMicaliani  ;  Stnmping  Paltnleil 
Arlirlrt;  Siih,ei,uenl  Palfntt  for  same  fnri«lii>H ;  Ttc*Bi"ca/  7>r»w;  Tilfc  to  Put- 
ml;    Ti-adi-.Vnrkt.  20,  »!,  ST,  2". 
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CONTEMPT  OF  COUBT.     St«  Eeidexet,  2 ;   Violation  of  Ii^Hnctitn. 
lNJONcno!ra— M0T10N8  FOB  Cojttbmpt.— Motions  for  oontMnpt  for  vioUtioD  of  in- 
JuDctionH  are  not  granted  anlexa  the  violation  of  tli«  lujanotion  is  plain  and 
free  from  donbt.     Doubted  ia  tliis  case  whether  there  is  a  violation.     'Smitli 
V.  Battgardelat.,  150. 

CONTENTS  OF  FILE.     8«w  Asfuim,  ->9. 

CONTESTED  CASES.     See  Burdtii  of  Protf. 

CONTINUOUS  APPLICATION.    See  Jurealtoft  »<mcn  h»t  not  Claimei,  I. 

CONTRACTS.    See  Daniagt*  and  FroJUi ;  Lictatet,  -l,  i,  4. 

CONVEYANCE.     See  Tradt-Marki,  1,  2. 

CO-OPERATION  OP  PARTS.    See  JnthapaHo*,  2:  Patentabltltv,  A. 

COPYRIGHT. 
1.  Pkintbd  Copy  of  Titlk  or  Book,  &c. — The  "  prititad  "  copy  of  the  title  of  » 
book  OTOtbef  aniclerai]niredb;r  aeotioii  4956  Revised  Statute*  to  be  deUvend 
or  mailed  to  tbe  Libratiaii  of  Cougrem  may  be  "printed"  with  a  pen  an  welt 
as  type,  with  or  without  the  aid  of  tracing  paper.  'CkapmoK  v.  Ferrf  ttal., 
80. 
4.  Deposits  or  Copies  of  Work  with  Lidrarian.— The  copies  of  a  copyright 
work  requiieil  by  seoriou  4951)  Revised  Statutes  to  be  deposited  witA.^he 
Librarian  of  Cougress  within  Icu  ddya  after  publication  may  bi'  so  deposited 
after  the  printing  of  the  work  aud  before  its  formal  publication.     'Id. 

3.  CoPTRiOHT  OK  UAF — Infrisosuent  or.~It  is  difficult  to  say  iu  some  cases  what 

coBStitates  an  InMnj^ment  of  the  copyright  of  a  map;  but  where  the  mbae- 
qnent  map  appears  to  have  been  substantially  copied  from  the  prior  one,  with- 
out alteration  or  reririon  except  ill  scale  and  color,  there  ia  clearly  au  infringe- 
ment, whioh  authorizes  a  court  of  eqnity  to  enjoin  the  satu  of  snch  infHnging 
map,  and  to  require  the  publisher  lo  aoconiit  for  the  profits  arising  from  tbe 
sale  thereof.    */d. 

4.  The  object  of  section  4969  Revised  Statutes  is  to  give  notice  of  the  copyright  to 

the  pnblio  by  plaolng  npon  each  copy,  iu  some  visible  shape,  the  name  of  tbe 
anthor,  tbe  existence  of  the  claim  of  exclnsive  right,  and  the  date  at  which 
this  right  was  obtained.  This  notice  issnfllciently  given  by  the  words  "Copy- 
right, I8Sa,  by  N.  Sarony,"  found  ou  each  copy  of  the  photograph  under  coa- 
sideratton.  'Tht  JIsrraw-OlfH  lAthograpMe  Compang  v.  Sarong,  186. 
&.  Tbe  construction  placed  upon  the  Constitution  by  the  first  net  nf  1790  and  the 
act  of  IADS  by  the  men  who  were  contemporary  with  its  formatiou,  many  of 
whom  were  members  of  the  cunveutlon  which  fimuied  it,  is  of  iteelf  eu titled 
to  ver>-  j;rent  weight ;  and  when  it  is  remembered  thiit  the  rights  thus  estab- 
lished have  not  beeu  disputed  during  a  period  of  neArly  a  century,  it  is  almost 
conclusive.     *Id. 

6.  An  anthor,  in  the  sense  in  which  the  term  is  used  in  the  Constitution,  is  "he  to 

whom  sDythlng  owes  ite  origin;  originator;  maker;  one  who  completeaa 
work  of  science  ur  literature."  So,  also,  by  "  writings  "  iu  this  clause  of  the 
Constilntlon  Is  meant  the  "literary  pnMluotions"  of  those  untbors,  aud  Con- 
gress has  very  properly  declared  these  to  include  all  forms  of  writing,  printing, 
engraving,  etching,  d:e.,  by  which  the  ideas  in  the  mind  of  the  author  are 
given  visible  sxprension.     'Id. 

7.  No  donbt  entertained  that  the  Coostltntiou  is  broad  enough  to  cover  an  sot  an- 

thoriiluK  copyright  of  photographs  so  far  as  they  are  representatives  of  orig- 
inal iutelloctnal  conceptions  of  the  author,  and  tbe  facts  being  that  the  pho- 
tograph in  question  was  uiade  entirely  ^m  the  plaintiff's  original  mental 
conception,  to  which  he  gave  i-isible  form  by  posing  the  subject  in  front  o( 
the  camera,  ssleotln);  aud  arranging  the  costnme,  draperies,  Ac,  arranging 
and  disposing  the  light  and  shade,  snggestiug  and  evoking  the  detdted  ex- 
prenion,  AM  that  the  photograph  in  question  is  an  original  work  of  Ht,  of 
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COPTRIOHT— Contiuned. 

vhlch  the  plaintiff  Is  tbe  »nthor,  and  of  m  clawof  iaveationa  for  wliidi  the 

Cotwtltntion  intended  th«t  CongTMi  sbonldMcnre  to  him  the  •soliisiTe  risht 

to  nM,  pnblith,  and  aell,  ab  it  liks  dono  b^  seotion  4964  B«Tited  SUttntea.    '14. 
C0EP0BATION8.     Sen  LtoWWj;  Serrioec/Proow.. 
COSTS  OF  SUIT.    8«e  ParMontw  Pattalt :  52,  OtMh 
1.  CosTfl. — Where  tbe  defendanta  iofHoge  only  one  of  two  patenta  aaed  npon, 

□either  party  ahoald  recover  ooeta  as  against  the  other.     'Aiaau  v.  Award 

«tal.,117. 
t.  A.  decree  for  the  complainant  on  only  one  of  the  tiro  patent*  declared  or  eboiild 

be  withoat  coiti.      'Eiitrui  v.  Tkt  Buffah  LttMooftas  Off  Coe^May  <Ua»- 

itri),  375. 
3.  Wbere  neither  party  fhlly  prevail*,  decree  will  be   without   coats  to  eltlier. 

'Sage*  V.  BUA«thoHpt,  413. 
COUBT8  OF  EQUITY.    See  BiU  tn  Equitg;  JVKafOiMl,  4;  IVude-Jforla,  <i. 
CBOSS-EXAUINATIONS.     See  fvldmoo,  1,  3. 
DAMAGES  AND  PBOFITS,     See  D»lag,l;  I»JHas»Mt»l,\4,i4;  LUiUUtf;  Xtemwa; 

Trad«-Jfarb,  6,  9,  11,  13,  15. 

1.  PxoFm.— In  view  of  the  former  deciaton  of  tbl(  eonrt  in  tbcae  oaara  (reported 

ander  the  name  of  tbe  Cawood  patent,  94  U.  8.,  695),  nothing  was  left  opea 
for  farther  inqnlry  but  the  amounta  of  the  former  recoveriea  for  the  oae  of  the 
non-infringing  macbinea,  and  tbe  true  way  of  determtning  thia  clearly  was 
I«  find  out  what  part  of  the  proltts  fur  whitih  the  original  deereea  were  ren~ 
dared  had  been  made  by  the  aae  of  tbe  non-iafrlnging  maohinea.  'fUteoii 
C«alraE  Railroad  Compang  v.  TarrtU,  VZJ. 

2.  FKoriTS— Whxn  ItrntsMer  in  Allowablk.— As  a  general  mle,  a  patentee  ia 

not  entitled  to  intereat  on  profits  made  by  an  infringer,  because  profit*  are 
regarded' in  tbe  light  of  nnliquidated  damages;  but  where  a  case  was  sent 
hack  to  ascertain  how  much  should  be  deducted  IVom  decrees  forerroia  in  tbe 
acconnting  a^  then  stated,  it  seems  not  at  all  inequitable  to  allow  interest  on 
the  corrected  anrnnnts  tram  the  date  of  tbe  niastsr's  report.  Tbe  osaes  ar« 
entirely  different  in  thia  particular  from  what  they  wonid  have  been  if  the 
orlgiual  deoreea  had  been  reversed  for  error  In  the  prinoiplea  of  the  acconnt- 
ing. The  decrees  In  the  preaent  cases  may  be  eouaidered  as  afHnned  in  part 
and  reversed  in  part,  tho  new  referenee  being  had  only  to  Und  oat  the  exact 
extent  of  the  reversals.    'Id. 

3.  It  does  not  always  follow  that,  because  a  party  may  have  made  an  improre- 

ment  and  obtained  a  patent  for  it,  auotber  nsing  the  improvement  will  be 
mulcted  in  more  than  nominal  damages  for  the  infringement.  If  other  meth- 
ods in  common  use  produce  the  same  result  with  equal  facility  and  cost,  the 
nse  of  the  patented  invention  cannot  add  to  tbe  gains  of  the  infringer  or  im- 
pair tbe  Just  rqwards  of  the  inventor.  Tbe  inventor  may,  indeed,  prohibit 
the  nseoTexactalkense-ftefiir  it,  and  if  such  license-fee  hH  been  genenUy 
paid  its  amount  may  be  taken  as  the  oriterion  of  damages  to  him  when  bis 
rights  are  infringed.  In  the  abaenceof  such  criterion  the  damages  mnat  nee- 
eesarlly-lie  nominal.    'Btoek  tt  nl.  v.  Thont  tt  al.,  19i. 

4.  When  a  pat«nt  Is  for  an  ImprovemeDt,  and  not  for  an  entirely  new  maeblne,  the 

patentee,  In  order  to  entitle  him  to  more  than  numiual  damagea,  must  give 
evidence  tending  to  separate  or  apportion  the  defendant's  profits  and  the 
pBteut«e's  lietiteen  the  patented  feature  and  the  unpatented  fbatnrea,  and 
such  evldeaue  must  be  reliable  or  tangible,  and  not  oo^Jectnral  orspeenl^re ; 
or  be  must  show  by  eijnally  reliable  end  satis&ctory  evidence  that  the  prof- 
its and  ilauages  sre  to  be  c^oulated  on  the  whole  machine,  for  the  reaaon 
that  the  entire  value  of  the  whole  machine  as  a  marketable  article  is  propwly 
and  legally  attribnUble  to  the  patented  feature.     'Oarrstsaa  v.  ClortataJ:, 
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DAMAGES  AKD  PSOnT»-Coiitliiaed. 

&.  In  an  »cacnint  betbre  >  raaater,  erldence  of  pftymenti  for  pwt  iufVingsment,  for 
the  pnrpoM  of  uceTtMDiD|[  the  ftmamit  which  ihonld  be  p*id  by  the  dafend. 
ut,  UlneoRipeteDt  To  admit  It  Uoontnry  lothemftxlin"JMlrr  aUMoela," 
A.O.     *  Wateott  et  al.  t.  Jiudi  tt  al.,  985. 

6.  Whenthetaleof  lieenaeebytbepataiitMhMbeenanfflaleiittaeBtablieh  ft  prtoe 

for  aooh  licenae*,  that  pii;e  afaonld  be  the  meaaore  of  hla  damaf[H  agaimt  an 
InftiagBt;  bat  a  royally  ok  Uaenae-fee,  to  be  binding  an  a  atiaaxeT  to  th« 
Hoentea  wUeh  Mtabtiahed  It,  moat  he  aolfbnn.    'Id. 

7.  Proof  of  a  dugle  UoMiae  U  not  lafflciont  to  eatabliah  a  market-price.    'Id. 

&  In  rcepeot  to  two  or  more  claim*  In  a  patent  eaoh  of  ralae  and  Jiatlnet  ttem 
the  other,  one  cannot  equal  all  in  Talne  any  mora  than  in  mathematlca  a  part 
can  eqnal  the  whole.  A  lioanwie  may,  if  he  ehooae,  bind  fainuelf  to  pay  th« 
same  price  whetbor  he  nae  the  entire  inTontton  or  a  part  only,  but  at  the 
•ame  time  be  acqnirea  the  right  to  oae  oU,  and  bo  bis  agreement  may  not  be 
nnraaeonahle;  bat  if  aa  againat  an  infringer  anch  a  Uoenae  can  have  any 
Airce,  maaonably  It  miut  be  In  the  way  only  of  eatabllahlng  a  royalty  for 
the  entirr  Invention.  'Id. 
9.  He  law  wonld  praenme  damage  and  deprivation  of  profits  from  infringement ; 
bnttboMmnst  be  at  leaat  proof  of  the  latter  to  make  ont  either  by  It.  'TFom- 
ter  V.  MuMT  el  al.,  998. 

10.  In  an  Infringement  suit  tbe  burden  is  on  the  plaintiff  to  show  die  anionnt  of 
damages  he  has  anffered,  and  if  ha  fbmlshes  resaonably  satiafaotory  evldenoa 
on  that  subject  he  is  entitled  to  snlHtantial  damages;  otherwise  to  nominal 
damagea.  *Jfaf<oa«l  Car-find*  Bkt*  Comprng  y.  Tsrrs  SatiU  Car  and  JTana- 
/aelartof  C6Mp**]r  tl «!.,  3S7. 

It.  On  the  qnestlonof  damages  it  is  oompetent  for  a  patentee  tnprovr  theprioea  at 
which  licenses  were  granted  nnder  the  patent  while  it  was  in  force ;  bnt  in 
order  to  be  competent  evidence  of  valne,  the  prices  ogrred  npou  mnst  have 
been  prices  fixed  with  regard  to  the  fntnre  nae,  when,  there  being  no  liability 
lietween  the  parties,  they  are  preaamed  mi  both  sidea  to  have  aeted  volnn- 
tarily,  and  therefore  to  have  made  np  their  minds  deliberately  as  to  what 
was  a  fUr  price.  Snoh  arrangementa,  lleensea  thas  grant«d,  Ikea  thus  fixed, 
are  oompetent  erldence  to  consider  in  determining  what  the  actnal  valne  of 
an  inveutton  is  and  what  the  reeoveiy  ought  to  be  for  Ita  use.     "Id. 

19.  It  is  not  competent  for  a  patentee  to  prove  the  prices  paid  for  infriogenienta    . 
already  perpetrated,     Bnch  aettlsmente  are  not  at  all  admissible  on  the  anb- 
joct  of  valnr.    'Id. 

13.  The  valne  of  an  invention  for  which  an  Infringer  is  liable  is  the  valnoat  the  time 

of  tbe  Infringement.  A  man  who  has  got  a  patent  owns  It  as  property, 
and  if  anybody  sees  fit  to  infringe  It  be  Is  bonnd  to  pay  for  Its  fair  valne, 
and  tbe  foot  that  there  is  something  else  Jost  aa  good  or  better  does  not  en- 
tirely destroy  its  valne,  hat  ma;  affect  it-.     'M. 

14.  Tbe  doctrine  of  a  confnsion  of  goods  bss  no  application  to  a  anit  for  infringe- 

ment of  a  patent,  especially  where  there  is  only  a  eonfndon  of  bookkeeping, 
and  not  a  confnsion  of  tbe  articles  themselves,  the  artloles  being  incapable 
ofmixtnre.    */d. 

15.  If  a  party  show  an  nnwilljngn<*a  to  let  the  ^tb  nnt,  and  keepe  back  facts  and 

the  means  of  getting  at  facts  in  his  power,  then  the  Jury  is  warranted  in  draw- 
ing tbe  strongest  possible  inferenoee  againat  him  which  may  be  drawn  ticn 
tlte  evldeuee  aotaally  given  In  &Tor  of  the  other  party ;  bat  if  he  comes  for* 
ward  with  his  books,  furniabes  ail  tbe  evidence  in  his  power,  and  Is  fairly 
candid  I  n  tbe  matter,  no  inferences  ahonld  be  drawn  agidnst  him  except  soch 
as  are  fktrly  drawn  tmn  the  evidence  addncod.    'Id. 
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DAMAGES  AND  PEOFITS-CMtlniiwt 
K.  The  n:al  queatioo  now  ii,  whether  Uie  fact  of  tbe  iuvMlidlty  is  »  good  uiiwar  to 
thin  actiuD  upon  the  contnot.  The  defeodkut  has  h»d  and  ei^yed  what 
waa  coutrocted  for,  nad  it  U  no  au»wer  to  uy  that  the  aaim  might  hare  beea 
had  withoat  the  contract.  The  defendant  ooald  not  both  aland  upon  the 
patent  and  rapadlBte  <t,  nor  npon  the  plaintllPB  title  and  repndiate  that. 
'MilKgan  t.  lalonre  f  Gr^^/tan  Manufttctmiiig  Uom|>«>|r,  4L0. 

DATE  OF  APPLICATION  IN  BENEWED  CASBS. 
The  orlgiDal  applicAtion  waa  Bled  in  the  United  StatM  Paten*  Offlce  October  17, 
1877 ;  allowed  December  9V,  1877,  forfeited  fur  non-pajment  of  the  tiaal  fee, 
and  renewed  Februarj-  4,  ld79.  Held  that  the  application  made  by  the  pat. 
entee  in  Febrnaiy,  1879,  mnet  be  considered  as  hia  Hntapplloatlan,  the  fbrmer 
application  going  for  naught,  and  leaving  him  to  stand  npon  the  application 
as  made  at  the  time  he  renawetl  it  npon  his  old  apeolflcations  and  diswinga. 
•  nVir  V.  Jfontm,  38fl. 

DATE  OF  FILING  APPLICATION.    S^ Burden  af  Pnmf;  Ditinon of  App1UMti<m,\,^ 

DATE  OF  FOREIGN  INVENTION.     See  /atporhrf  Jawatioiu. 

DATE  OF  INVENTION.     See  PrioHtt  of  IntttUio*.  3. 

DATE  OF  PATENT.     See  BHrdtn  of  Proof;  Rault. 

DEATH  OF  PATENTEE.     See  Par*,  ia  Siril;  IXiU  to  Paint. 

DECEPTIUN.     See  Tradt^UrVt,  2S,  KJ,  34,  25. 

DECISION  BY  FORMER  COMMISSIONER.     Sen  ff^keariag,  3. 

DECISION  OF  COMMISSIONER  CONCLUSIVE.    See  App*al»  to  At  Sterttarg  o/ltit 
iMleHor,  7 ;  KeUmei,  1". 

DECISIONS  OF  COMMISSIONER  OF  PATENTS  AFPIBUBD.    See  JWsnM,  i'-. 

DECISIONS  OF  THE  COilRTS.     See  £siMM«,  3fl. 

DECREE.    See  Co*t*  of  Suit;  Iitfri*gefuiit,  t ;  ParHcnUrPatatli :  5-2,  OiMt;  PrmMet 
ia  the  Conrit.  S,  ij,  6, 9, 10, 11 ;  A«i*«i>M,17. 

DEDICATION  TO  THE  PUBLIC.     See  Aiandonmtml.  1,2;    Inrcntion  .fAoam  tal  Ml 
ClatMed,  &,  6. 

DEFECTIVE  AMENDMENTS.     See  J ftaadoo  aunt f,  10. 

DEFECTIVE  CLAIMS.     Sne  Con*tTuctioK  of  Sptci^natio^i  and  Pateutt. 

DEFECTIVE  SPECIFICATIONS.     See  Aeftaae*,  19, 30, 97, 3S,  3J,  33 ;  SpM^f«tioH».  2. 

DEFECTS.    Bee  .Imwrrlo  BilJ;  CoHitriiclioiiofSpedflcationta»dPaU»U,7,Hi  /■*•>- 
Uo»  Shown  but  nor  Clalmtd,  3. 

DEFENSE.     See/>e'av,  3;  Eridt»et!  Infringememl,  V, :  Prhiilg  of  hrfntion. 
It  la  ilciiilitfiil  \Tliether  a  defense  not  set  up  iu  the  answer  can  he  made  at  the  hear- 
ing.    *  .SruioHt  V.  liomnilka  et  al.,  731. 

DELAY.  S<<«  Abandonmtiit,  •i.H,  6,  T,  8;  Infringement.  3;  Tnrtnlion  Skoim  hit  *•! 
flamtd,  :(;  Bdtne*.  1,8,3,6,7,8. 
1.  Where  a  patentee  lias  for  thirteen  .veara  acrjuleaceil  in  InlViDKenieiiC  nf  his  patent, 
and  it)  hi*  hill  shnwa  no  eicuse  for  hia  dela;,  nor  ignoranoe  of  the  condoct  of 
thuilefendunt,  niirinal>ility  on  theoniplainaiit'a  part  to  aaaer^hia  rights,  SfU 
that,  whatever  act-ion  at  law  he  may  have  for  damagea,  hiaownlaehei  prevent 
a  conrt  of  equity  fmm  Inter&riiiK  by  injunction.  'MvLangiJin  v.  Peopl^t 
llaUKBg  Compang,  403. 
3.  The  general  principleH  nf  eqnity  JnrispRidence  control  in  patent  cases  (Rev. 
Stats.,  HecH.  Ii39  and  AHUl),  and  (he  qneation  of  lachca  can  be  r^aed  by  de. 
lonrrer,  and  iit  a  good  defense  to  a  bill  in  vqnity.  (Walker  on  Patent*,  sec 
5»7.)    'Id. 

DELAY  IN-  APPLYING  FOR  REISSUE.  SeeBaiitMin. 8,22,33,36,31,33,34,35,39.40. 

DELAY  IN  PROSECUTING  AN  APPLICATION. 
When  the  atatute  ami  rule  say  that  it  mnst  beahown  to  theaatisfaotionof  (ImOou- 
Diiwitiiier  that  the  deluy  ia  prosecuting  an  application  ii  nnavoidabts,  it  is 
meant  tliat  aatlsfactory  evidence  mast  be  adduced  that  the  delay  eonld  sot 
ha*e been  avoided.    Ezpcrte  Chapman,  7i. 
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DEUL'RSER.     See  DeUg,  2;  Pracliee  in  (Ac  CourU,  2,7. 

DESCENT  OF  TITLE  TO  PATENT.     S-:o  Title  to  Pa(f«l. 

DBSCBIPTIOK.     See  Cfafna,  1,3,3,4;  Drtueingi;  Priority  of  Inrention,  i;  Ileuiuet, 
19,iO,25,W,!»,30. 

DEVIATION'.     See  ConbinalioM;  iH/riugemenl,  1S,-J0,'J1;  Tnrtnlioiu,  l,:i. 

DIFFEBENT  ISVENTIONS.     See  InvtHliaut,  I. 

DILIGENCE.    Sve  AbanrUmmtnt,  2,:<,4,n,e,7,tj;  Bill  in  Equity;  Inrtttion  Stoion  bvl 
HOl  CIainwf.3;   Prioritg  of  I>iteyttioti,(i;  Rennet,-!. 

DieCLAIHEKii.    See  Jftaiidtfiinciif,  3,4  ;  Conttrncliaii  of  Siiti-ijifalioiit  and  Fatentt,  7 ; 
iKeeniioH  ShoKm  but  not  CJaimtd.  1,3;  Seinuti,  15;  Reieritilion  for  SabieqiieKl 
Pattiit. 
It  ia  settled  that  a  ilUolairaer  need  Dnt  Ue  filed  until  the  court  baa  parsed  ni>oii  the 
contested  clulmB.     'Stall  r.  ATnttUong  •f'  Son,  -297. 

DISCLAIMER  UNDER  RULE  43. 
Disci^mait  undkb  Rule  43— Spbufic  Rekeekncks  REqiiREi>.— Rnle  42  con- 
templates such  specilic  rerereiice  n»  nill  clearly  identity  the  particular  appli- 
cation refern-il  to,  nnd  thia  wotiM  scetn  to  Ik  bttt  ac>-nnipli!<lipd  l>y  stating 
the  date  i>f  ftlingaiid  the  wrialnnniber  of  the  application,     i  Ex  parte  Finch,  1. 

DISCRETIONARY  i'OWER.     See  C-omuiintioiiey  of  PolroU. 

DISCLOSURE  OF  INVENTION.     Si's  Aba»do»mei>t,  1 ;  Prior  PabWcation. 

DISPUTED  TITLE.     See  /Vneliw  in  (*b  Vovrli,  7. 

DIVISION  OF  APPLICATION.  Seb  Appeal  from  tbr  Primarii  F.iaiHiner,'2;  Appliea- 
tiont;  iHterftrmrp;  Inveaiion  Shoaii  hat  not  CiaimrA.  \,ii.i\  Joix^rr  of  Inven- 
tion*; Siihteqitfnl  Palmltfor  game  InriHliiiHt-J. 
1.  Practici  in  Patbst  Office— Dirrv  ok  Kxaminkr  in  Divisional  Applica- 
TIOXS. — Whcu  an  appliiratioii  is  liled  ii»  a  diviaimi  ofa  i'uruier  application, 
tlie  Urst  duty  of  llie  Examiner  in  tu  dptermine  wht-ther  llir  one  is  a  coutlDn- 
ntiou  of  llio  other  applicatiuii  iiiidfr  the  lanv  Ej- parte  Bnell,  4. 
•2.  I'HACTioE — Divisional  Application  Cannot  hk  Ba»ei>  on  New  Matter, — 
Au  iipplicatinu  based  niM>u  waiter  luiwarrantably  iiilroilnced  intoa  former 
application  cannot  he  considered  aa  a  division  of  i1ie  prior  iipplication.  }i. 
:).  It  ia  douhtfiil  wlietlier  ciniriia  to  the  process  :inil  lo  llii>  iii-itrnuie utilities  of  the 
pmcesa  conntitutc  two  sukjectn  of  patoiits.  It  n'onld  xeenj  that  the  pnMeiis 
io  nut  patcutatilc  at  ull.  '  I'liiitd  States  er  rel.  Juki'  S.  Oortoa  v.  BtnjaMin 
lliiltertn/rlh,  Comiiiittioiif  of  I'alrHia,  2*^1. 
4.  Applicatiiitii  fur  letters  patriit  :iri-  ii>  bi'  divide.)  mily  n[io:;  lines  iliawti  between 
W'paralde  aiid.lisiinci  p.iris  ..f  tlip  HiiiiM  iuveiii..cl.  Xi.  iuv.'iuion  can  be  di- 
vided upon  an  iui»);junty  line,  one  delenuiui'd  l>v  -.i  ui.ti'  ditftrenci'  in  n-onk,. 
na  by  the  retaiive  lireadtli  of  rlainia  to  ideniicnlsnl'ieet-iiiiitter;  that  is,  upon 
a  distiuclion  ofseopu,  not  of  snWtaiiee — of  the  mind,  not  of  matter,  Diviit- 
louiil  appliealioiiH  wliieli  reliile  (o  the  sitnie  iiini'hine  or  structure,  and  contain 
claims  lo  tbe  const  it  tietit  p!irt«  tbereof  n'hich  iui.Tneave  with  eiich  other,  or 
overlnp  one  nnollier,  an-  iin|iropc'v.  Es parti-  Holt.  iX 
.'■.  If  pi'operly  divided  out.  ii  is  iwrniisMiblc  to  claim  in  no  upplieatiou  uiaiter  which 
in  :i!ion-n  nod  di'^rribed  but  not  claimed  in  a  patent  to  the  same  applicant, 
provided  Ibe  iipplii'utiim  opoti  whieb  tbu  patent  was  granted  was  coiicnrrentl; 
p.-nain[;,  aw  pointed  out  in  cj- parte  (Vcft.v  (SHO.O,,  J3ua);  but  wliere  the  aub- 
jeet-mnller  in  one,  inte>:rnl,  and  indivi^tbli',  tbe  mere  fact  that  the  applieationa 
were  Hiiiiuli-.ineoiialv  before  tbe  Office  will  not  warrant  the  grautinj;  of  more 

IS.  The  eane  here  on  appeal  in  one  in  wbieb  there  could  be  uo  proper  divis^oD ;  but 
even  in  eases  wliere  tliere  can  be  projwr  division,  if  the  divisioiia,  when  put 
together,  eonaiitiituan  orgaui/eil  machine,  depending  for  its  operation  as  sucb 
iipou  eai'h  of  tlin  ilintincl  anil  sepni«te  divisious,  it  seeina  only  pro)>er  that  all 
the  divimiins  abonld  lie  peniliu;;  conuurreutly,  and  ikould  ittne  tiMMliamoyfijl, 
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DIVISION  OF  APPLICATION— Continned. 

Miftlnf[oii>  ta  ilivinioiM  of  »  leiwae,  In  order  that,  Ihronffh  the  iiiterd«p«nd- 
OUM  of  the  pttrta,  by  withtLoIdiug  from  patent  natil  tuaoh  later  an  «Menti*l 
pan,  or  a  aab-aggronpiueut  of  parta,  or  liv  pat«Dtiiig  the  neparate  part*  or 
gnb-aggnniiimaata  of  part*,  teiiatim,  at  loog  intcivalt,  the  term  of  pateat  pro- 
lectlou,  of  exulutivii  right  to  tlir>  macbme,  may  uot  be  exteoded,  or  M«m  t» 
be  exteuded,  beyoud  that  Itmitod  by  Un-,  and  depriTs  tlir  pnblie  of  right  to 
tlie  machine,  oi  be  a  menaee  againet  snch  right,  aftar  the  nnt  patent  haa  ex- 
pired. The  wnie  eotmideraiiODB  obtain  irith  respect  to  proecM  aud  pmdoet, 
maohiue  and  prodoct,  and  maehine  and  method.  Of  coune,  where  the  prod- 
dot  ean  only  be  made  by  one  process,  the  two  are  eo  linked  together  that  the 
invention  iaooe,  and  there  cau  be  uodiviidon;  bat  where  the  prodnec  iaea- 
pableof  being  effected  by  Tarloiu  methods,  proBaieeu,  or  maohiaes,  aad  di*la- 
ion  is  thoe  powible,  wheri;  the  procev  or  the  machine  woald  prodnee  no  other 
product,  the  method,  proceaa,  or  mi^hine  shonld  not  be  allowed  to  go  to  pat- 
ent before  the  prodaet,  and  the  prodaet  be  eubaeqaeatly  patented,  «a  in  aneh 
caae  the  public  may  seem  to  be  baned  ftom  the  om  Af  the  methed  or  proeew, 
or  of  the  machine,  even  after  the  patent  npon  the  mom  luw  expired,  for  tbo 
reason  that  there  cannot  be  tneh  nee  withont  making  the  piodnct.  Proper 
dJTiaion  between  process  and  product,  dlTisloQa  between  maohine  and  product 
and  between  machine  and  method,  shonld  itsae  ■imnltaneoasly.  If  the  patent 
for  the  proeew,  or  for  the  maohine,  leine  first,  a  eDbeaqnent  patent  npon  the 
prodaet  shonld  be  refbaed,  and  in  the  ease  of  machine  and  method,  if  a  pat- 
ent on  the  maebina  issae  first,  a  aabesqaent  patent  on  the  method  shonld  he 
refused,  all  npoa  the  ground  that  it  would  seem  toextond  the  monopoly,  aud 
is  thna  against  public  pulicy.    Id, 

DRAWINGS.  See  Aban^KmMt,  1 ;  Prior  AppUoatioit:  PHoNtjr  o/  />r«nMaa,  4,  5,  6; 
StiniM,  13. 
1.  It  h  proper  to  disclaim  one  figure  of  a  drawing  and  retain  another  Bgore  which 
lUnstrates  a  distinct  device  all  of  whose  features  are  clearly  describml,  al- 
tboagh  the  distinctive  principle  of  the IttTention  ieneithei  known  nor  stated. 
.'Brnth  «t  al.  v.  Coodil  el  al,  MB. 
9.  Modifications  of  an  inveutlon  deacrlbed  iuaapeclScation  maet  aleu  be  lllostrated 
in  the  drawing.     Exparte  Witlg  OMd  Caffreg,  68. 

DUBATION  OP  PATENT.    See  Umilalim  of  Uaitti  StaUi  PaUnt  Ijr  FortifH  Fattmti 
Prmhiulf  Granted. 

DUTY  OF  EXAUINEH9.    See  DivUion  o/JppHeaiUm,  1. 

EUHINATION  OF  CLAIMS. 
1.  The  elimination  of  all  claims  from  an  application  io  in  effect  an  abandonment  of 

it.     Ex  partt  Laiictll,  ii. 
i.  A  power  of  atturii'^y,  which  gives  an  agent  full  power  to  proaecnte  the  applica- 
tion, to  make  Alterations  and  ameuilmeuts  therein,  nod  to  transact  all  buti- 
uesH  in  the  Patent  OtSoe  connected  therewith,  does  not  anthoriza  him  to 
eliuiiuste  all  claims  from  the  application,     /if. 

EMPLOYE  OF  THE  PATENT  OFFICE. 
I.  BicnoK  4S0  RxviiBD  Statutes  Cdnbtrubd.— Under  eection  400  Revised  Stat- 
utes nEHcera  and  employ^  of  the  Patent  Offloe  are  prohibited  Iron  acquiring, 
directly  or  JmlirecFty,  any  interest  whatever  in  a  patent,  and  are  also  pro- 
hibited fruui  filing  an  ajiplicafioa  for  a  patent. 
3.  Hamk — AfPUCATiOK  EviDKNCK  uT  A  Paktv's  Tttlx. — An  appUcatiOQ  is  the 
evidencu  of  an  applicant's  title  to  the  exolosive  right  or  privilege  sought, 
and  since  he  can  acqnire  no  interest  in  the  thing  itself,  to  say  that  he  might 
nevertheless  take  steps  tu  establish  his  title  thereto  would  be  to  prwiounee 
an  absurdity. 
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EUPLOTE  OF  THE  PATENT  OFFICE-Contiouwl. 
3.  Same— AppLtCATiOM  and  Fzi  to  bx  HiCTDiitinui.— AppUoatioiu  ftled  In  ooutn- 
Tontioit  or  the  slfttnte  as  eaoHtiued  by  thin  dMistou  will  be  relnmed  ta  the 
put;  filing  the  a*nie,  uid  the  fee  will  also  b«  Tetunied.  Oplnioit  ToHoking 
tht  RigU  nf  BmplogA  o/  tkt  Paint  Ofet  lo  FiU  an  AppUeation  for  a  PaUnt, 
13. 

ENLAEOEUEKT  IN  BEISSUE  OF  COMBINATION  CLAIMS  TO  COTEB  THE 
SEVERAL  PARTS.     See  BrUwiM,  ST. 

ENLARGEMENT  OF  CLAIMS  IN  REISSUE  TO  EXTENT  OF  ORIGINAL  INVEN- 
TION PEBMI8SIBLE.    See  RtiMne*,  36. 

ENLARGEMENT  OF  ORIGINAL  CLAtMS  IN  KEISSUB8.    Sm  PwMnldr  P«1«n(«: 

13,  Bull;  S9,  E^kUm;  83,  Ecrte;  37,  (Jr-«M,-  39,  JfatrtMH;  fieitcMM,  1,7,13, 

14,  IS,  17,  IS,  SI,  S4,  Sr>,  as,  87,  S8. 39, 31, 34, 3&,  41. 

ENTBKS  ON  FILE-WBAPPERS.    See  PraetiMviilk  Patent  OfflM,l.i. 

EQUTTT.    See  Antievr  to  BUI;  /arolMitys/  Patwtt;  £l««iiMt,  9,3,4;  Pr»ctUx  lit  Ike 

CUH-U. 

EQUIVALENTS.     See  J«tid|MliiM,  1;  Clafnt,  3;  Infrinftrntnl,  1,8,15,28,88. 

EBROB.    See  JMtMoi,  36, 37,38,  »0. 

ESTOPPEL.    See  AuignrntitU,  6,7  ;  I^muOim;  BiktaHnt,  8. 

EVIDENCE.  See  Bill  in  SqitUt  f  Dawtagtt  an4  Pn/Ut,6,  11,1-2,  16;  iMayJ«iVe«*> 
enttnfnA^Uealion;  Ii^fringement,  Ib^  Jurf  IVtalt;  £ioM*M,7,e;  Priority  tf 
ii>TMtl<M,4;  TinlfMMjr;  fPItMMM. 
1.  brruNeufKNT— CoKPKLUKa  DtneKDAirr  to  Give  Namk  or  Cdstomkr.— In 
ft  suit  tor  the  iuMuKetnent  of  »  patent,  where  the  validity  of  the  patent  and 
the  InMnftemant  are  denied,  the  complainamt  oaoDot,  as  part  of  hia  prelimi- 
nary proof,  compel  the  defendant  to  dlwloM  the  namea  of  his  oonfldential 
cnatomen  to  whom  he  ha*  fiiralihed  articled  alleged  to  be  covered  by  the 
patent,  bnt  he  ma;  be  required  to  give  the  name  of  one  penon  to  whom  he 
bai  fnmiahed  snch  artiolea.  'BoierU  v.  IFalbjf,  77. 
S.  CoXTZHPnv— PowxR  OF  Examutkr  to  Rule  om  Evidkmce.— The  Examiner 
ban  no  power  to  mie  on  the  admiwlbility  of  evidence,  and  defendaot,  when 
a  witneM  before  him,  haa  a  right,  upon  a  qneitlon  not  Itee  from  doubt,  to 
take  the  opinion  of  the  conrt ;  and  when  he  lefbtea  to  answer  nnder  adviee 
of  oonnnl  and  appuTsntly  In  good  faith,  be  ihonid  not  be  punished  for  con- 
temptof  oonrt,  even  though  be  acted  mlatakenly,  'Id. 
3.  EviDBKCE— iHcovsiiTEnr  Conduct  or  Respondemt.— That  the  reepondent 
offered  a  lai^  snm  of  money  for  a  patent,  and  inbaeqnently  took  ont  patenta 
for  almilar  devioea,  are  facta  to  be  coniidered  a«  being  inconsistent  with  hit 
onbaeqnent  oontentlon  of  want  of  novelty  in  the  patent.  *BMto>A  v.  Oooi- 
Hdb,  404. 

EVIDENCE  OF  INVENTION.  .See  Almndonei  S^trinMU;  InwnHaM,  4;  PtioHtg 
of  /amilf  M. 
The  fhot  that  a  patented  article  immediately  on  its  introduction  waa  encceesful  in 
the  trade  i*  evidence  of  invention,    'ffiob  v.  Oito  «l  mL,  405. 

EVIDENCE  o*'  VAironr  OF  A  PATENT.    See  AanJm  ef  Proof ;  CotittrtuAian  of 
^tc^UatUm*  awl  PotmM,  6 ;  IntaHdUg  of  Patent*. 

EXAMINATION  OF  WITNESSES.    See  fvidffm,  1.8. 

EXAMINER  NOT  BOUND  BY  OPINION  EXPRESSED  BT  HIS  PREDECESSOR. 
See  Prootf u  in  tU  FaXenl  Offlet,  1 . 8. 

EXAMINERS.     Sea  AhaniontKonl,  10;  ApptaU;  IXvWm  of  AfpUaMon,l,  8;  FnwNee 
ia  tilt  Patent  Ogict,  1, 8 ;  Trade-Marki,  80,  S9. 

EXAMINERS-IN-CHIEF.    Bee  Appeal  from,  tit  Primary  B*^*»»r;  ApptaU.       ^Ic 

EXECUTORS.    See  7Wt  to  Patfat.  '^ 
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EXPBR[MEirrAL  USE.  8m  fiiAfto  ITtt. 
The  law  permita  *a  inventor  to  oonatTnot  «  niftchiiM  wliioh  h«  is  engaged  in  atndy- 
ing  apoa  and  developing,  and  place  it  in  Mendly  iiande  for  the  parpoee  of 
testing  it  and  oaoeitaining  wlierher  it  will  perform  the  fimetions  elaimed  for 
it,  and  if  tbeae  machines  are  strictly  experiments,  made  solely  with  a  viftw 
to  perfeot  the  device,  the  right  of  the  inventor  remains  unlmpaiTed  ;  bat 
when  on  inventor  puts  his  iuEompletc  or  experimental  device  npon  the  nmr- 
ket,  and  sell«  it  a^  a  inaunfactnrer  more  than  two  years  before  he  applies  for 
hla  patent,  he  gives  to  the  public  the  derlce  iu  the  condition  or  stage  of  de- 
velopuieut  in  which  be  aellii  il.  In  Bach  aaae  his  patent  cannot  be  allowed 
to  relate  back  and  cover  toruia  which  he  gave  to  the  public  more  than  two 
years  before  be  applied  for  a  pateut.    ^Lgmait  v.  ilai/poU  »l  ol.,  J52. 

EXPIBATION  OF  PATENT  DUBING  PENDING  OP  SUIT.     See  /s/riafHWMl,  4 ; 
Practice  ta  tA«  Coartii,  X 

FALSE  TESTIMONT.     Se«  WitueMe*. 

FEES.    See  Emplogi  o/ tlie  Patent  Ojgiei!,  X 

FILING  OF  APPLICATION.    See  Bnrden  of  Proof  . 

FIRST  AND  ORIGINAL  INVENTOR.    See  ConttmctioH  of  SperlfioatUnu  and  Patoitt, 
4;  Priority  of  TnrtHlim. 

FOREIGN  INVENTION.    See  Imporlei  hr»Hlio»t. 

FOREIGN  PATENTS.     See  Canadian  Pattntt;  UmitaOim  of  United  Blatm  J'alnf  6jr 
Forrigi  Patrnli  PrtrioHtlg  Granted;  I'ublie  U»e. 

FORMER   DECISIONS   AFFIRMED.     See   Amigumenli,  I;  Damagf  atid  FrojUt,  1; 
Practice  in  the  Court*,  6 ;  Beiuae4,  'J,  34,  35. 
1.  FoBUitR  Decision  ArFiHUEo.— Decision  of  the  Comiaisaioner  of  Patents  in  sz 
jiarfe  Hatchnian  (reiiorted  iu  3&  O.  G.,  079)  affirmed.     '/«  re  Baldtmmn,  116. 
S.  FoBUKR  Decisions  AFfiRMKn.— Coiuo  upheld  for  the  same  reasons  and  patent 
Hustaini'd  to  tbe  same  extent  as  in  tbe  caae  of  OratrU  v.  Bagmor  cd  al.     'Beoy 
V.  IM-lin  if-  Jone*  Enrelopt  CoMJMHjr,  15T. 
3.  Tbe  diMsision  made  in  Wooeta'  v.  Handy,  dismisBlnK  the  bill  on  aooouut  of  the 
invalidity  of  certain  cIhIius,  is  also  made  iu  the  suits  agaimit  the  defendants 
enumerated  iu  the  decision,  iJi  fVootUr  v.  Hoier  Mackine  CompaMi/.    '  fTpotifr 
V.  Hove  Madiiue  Compaug,  33t>. 

FORMER  DECISIONS  COMMENTED  UPON.     See  Rei»»Mi,  39. 

FORMER  DECISIONS  CONSTRUED.     See  Iiirtiilio«  Shoirit  b«t  not  CUimtd,  4. 

FORMER  DECISIONS  REVERSED.     Soe  Abandonment,  li;  Eei»»u»,  17. 

FRAUD.     See  Im-alid  Patcntt ;  Keiiauet,  Id,  41 ;  JVadr-iJarkii,  VS. 

FRAUDULENT  PATENTS.    See /arofid  i*a(aN(i. 

FUNCTION.    Sra  JCxjierimeHlal  r« !  .Vo«./'offfl(<iiHi(y;  Rtinue*,'!. 

GENERIC  CLAIMS.     See  Co»$lr«i-tioii  <ifSpni^tioni  and  PatenU,  i  ;  Inlerfemot,  -J: 
3iib$fqtie»t  PaltnteJOT  Same  Inreiitio*, 

GOVERNMENT  RIGHT  TO  VACATE  A  PATENT.    See  Invalid  PateHtt. 

GUARANTEE.    Sre  TradtMarla,  il. 

HEIRS  OF  PATENTEE.     See  Partit*  U>  ShU  ;   Title  lo  Patent. 

IDENTITY  OF  INVENTION.     S^  .iiiticipadon ;  Infrinfrmrnl. 

IMITATION  OF  TRADE-MARKS.     Si-e  Tradf.Markt,  'ii.  %t,  ■»,  dO. 

IMMATERIAL  EVIDENCE.     Sev  11(11 1«  Eqaitg. 

IMMATERIAL  VARIATIONS.    See  IwfHn^cmtnt,  1, 16, 17 :  Particular  Palett* :  3, Bi»s; 
Iti,  llnrdett;  4(1,  Nation  and  LHtlt. 

IMPERFECT  CLAIMS.     8.e  Cioiari,  10. 

IMPERFECT  DESCKIPTIOS.    Bet- Prieritg  of  InretilioK,  i. 

IMPLIED  CONTRACTS.     Si-e  Uecnue;  7. 

IMPORTATION  OF  PATENTED  ARTICLES  INTO  CANADA.     Stsi  raNodiw  P»l- 
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IMPORTED  INTENTIONS. 

It  ftppcMiDg  fttHD  tbe  evldeoM  thM  the  niachinea  Klird  npon  to  anticiputc  tlie 
c4MiipUlDSnt'a  {nventiou  did  not  ftTrive  in  thii  conntry  ddIII  i,hat  the  date  of 
compUin»nt'«  tiiTentioD,  Sel4  tliat  aaeh  maehiuM  hare  no  bearing  npon  tbe 
qoMtiou  of  noretty.    *  Wtilmt  Dyncmn  SheU-ie  Maekine  Ceimpang  v.  Armoiu  tt 

UtPEOVEMENTS.    8ee  Iiffringtmnt,  IW ;  Iitltrferiitg  PaUxU. 

ISADTESTENCE.    See  /iirratiM  S\o»n  t>l  moI  ClainuA,  'i ;  Rtittnet,  4,  36,  37,  2g,  30, 

3S. 
INCOMPLETE  DBAWINGS.    See  FrUmt  t,f  ImetHio),,  4. 
INFKIMGEUENT.     See  AntMpatioii,  t,  2.  4 ;  .4uijrHiHcM((,  b,  7 ;  VonttrnctimLof  Spteifi- 

(«M«M«  mJ  PolMb.a;  OspirHf Al, 3 ;  Cotb  o/  £k4(,  1;    Domajicf  sNfi  i>w>b; 

D»Us,\%   Evidt»e»;    Injuiiettoni   I»ltrfering   Paleitti ;   ZiatilUg ;    Particular 

PaImM:  1,  Barker  ;  8,  SsKMaa ;  4,  Bitig  ;  h,  Bomcirk ;  6,  Botloek ;  7, 10,  BroHm  ; 

13,  fiHtt;    16,  Bimtg;   19,  Cktrrg;   20,  Croit/  aail  Krilogg;  39,  2a«e«;  33, 

iUte^MTfk;  37,  XIojFd;  38,  i.)piiMii;  48,  Mattheiot ;   60,  3rra>tNry;  55,  PtUri; 

«0,  5iMr>i«raiid  S«Hi,-  fl^  SmUk;  64.  Fan  0«aMii/  66,  Ztnieklf  Htittut$,  16; 

7Vwla-lfai-t(,6,9,lS,13;   rioIaMtm  o/ feJanaUon. 
1.  Prockm— Iti7RiNaK»U(T.— DefeDdwils  treftled  toliacco  in  »  method  similar  to 

tbe  proeew  patented  by  plaintiffs,  except  that  deTendautB  made  use  of  an 

e<]Di  Talent  for  the  gnm-arabic  nsed  by  the  plaintiffs  to  produce  tbesame  effect 

•a  that  Teiidere<t  by  plaintllft'  prooeea.    SM  that  this  was  infringement 

'MiatbaUT.Sm,19. 
i.  iKTBiNOKHurr.— The  aecompliahment  of  the  aanie  resnlt,  bnt  by  different 

meant,  does  not  constitute  infringement.     'Drgfootv.  ll'Ute,  100. 

3.  UirKNiBa — lurxufOKHWfTi  of  Patbkt  Without  ICnowlxdok  of  Patxntbs 

DoKS  Nut  Wobk  ak  Abanoonmbnt.— Wliere  infriiigementa  by  various  parties 
and  for  oooiidemble  periods  have  been  ahown  to  have  taken  place  during  the 
life  of  tbe  patent,  bat  the  oircnmstancea  fail  to  establish  acquiescence  in  the 
[nataucea  when  the  InfringemeDt  was  known  to  tbe  owners  of  tbe  patent, 
there  exiata  no  tneli  laohea  as  wontddefeat  an  accounting.  'Jdom*  y.Soward 
etta..  117. 

4.  Practiok  ui  CouRn — Codht  will  Dktihmink  the  Whole  Coktroversy, 

BTBM  IT  Patxht  Expires  Pemdinq  Suit.— There  i*  no  duubt  of  tlie  pro- 
priety of  dooreetng  an  aeooanting,  altboogh  the  patent  has  expired  sinoe  the 
ootnmeDoement  of  the  anlt,  and  although  for  that  reason  there  shoald  not  be 
an  InjDttotion.  The  jnriadiclion  of  n  cunrt  of  equity  having  been  legiti- 
mately invoked  by  the  complainant,  he  will  not  be  sent  away  without  redreM 
becanee  all  the  redress  to  which  be  was  originally  entitled  cannot  now  be 
awarded  to  bini.  Thr  coort  wilt  retain  the  ranse  in  order  to  coniplvtrly  ile- 
termlne  the  controversy.  '14. 
b.  iNrHINOKMKNT— EonvAi.BNT.— The  tiHi^  li.v  derendnnle  of  the  combinntion  of 
the  patentee,  except  that  nii  pquivnlRiit  eirment  Ih  sntisti  tilted  for  ouii  of  the 
elementsof  the  Intter's  oumbiuatiiiu,  is  nn  infriu (fitment.  *Rviig  v.  Itafuorrl 
(r?.,15.1. 

6.  I.\rRIKGKMB.NT>-SlI.ICKGR  NUT  ESTOfl'EI.  t  SPKIt  TItB  ClltCVMSTAKCKB.— WllWe 

It  doeH  not  npitenr that  the  pntontiie  Ipil  tKuilefnidaiits  into  any  ci|>i^iiilihire 
or  cnnren  ofcnndnct,  by  his  silence  when  hi>  ought  to  tinvrH|Mikcii,  which  thcv 
would  not  have  made  or  followpd  If  he  linil  stiokeii,  an  iiifyinj-emi-nt  will  nnt 
Iw  nvoided,     'Id. 

7.  IxTBiKOKMENT.— If  nn  invention  made  and  sold  jirior  to  Ihodnto  of  th<!  i>Ht> 

entee's  invention  is  not  an  auticipatioa,  it  is  not  au  iufriuKenient  of  it.  ,',  M. 
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IHFRINaEMENT— C«Dttiin«<l. 

6.  When  ap»t«ut  is  for  &oonibinatioii,onflflIeiii«Qt  of  which  i«  >  gokr-whMl  with 
•  cone  Hupport«d  iu  a  peculiar  muiDer,  »ud  tfatt  dttfeoduit  naea  th«  gv»z- 
wLmI  with  the  cone,  bat  the  lAlter  U  lapported  diflbMntly,  thoagti  the  »1»- 
menta  employed  by  the  defBodkiit  kra  the  eqnlvftleut*  of  thoae  of  the  eotn- 
plunaut  in  the  patent  oorabinfttion,  H«U  th*t  the  defeaduit  take*  the  oom- 
plKlnknt's aombt&AtioD  and  infringeehiipateiit.  'ifHuifT.LUftniiMdMMt- 
ufaettcrixg  Compang,  2S3. 
9.  The  oUlm  In  Beiieae  Letter*  Patent  Nu.  4,K!1,  granted  to  Chftrlee  Oraeba  Mod 
CharlM  Lleberoiaati,  April  4,  ISTl,  it;  "Artificial  ailsarine  prodneed  f^m 
■DthnMne  or  Ite  derivfttiTes  hf  either  of  the  methode  herein  deaorib«d,  or  by 
any  other  method  irhich  wUl  piDdoce  ft  like  leenlt."  UaUae  It  !•  Hbown  tbftt 
the  method  deeeribed  Id  this  patent  waa  followed  to  produce  Ihn  defendanfa 
artiale,  or  nnleae  It  U  ohown  that  that  article  oonld  not  be  prodaeed  bj  anj 
other  proeeaa,  the  delendant's  article  doaa  not  infrinKS  the  patant.  'CaoJt- 
ra%t  ft  al.  v.  Badiieit  AMin  axd  Soi»  AMt,  830. 

10,  Every  pateut  for  a  product  or  compoeittou  of  matter  mnat  idenU^  It  ao  that  it 

can  be  reoc^uiied  aaide  from  the  deaoriptlon  of  the  pnMew  for  making  it,  or 
elee  ncthiog  can  be  held  to  inftiDge  the  patent  which  fa  not  maile  hj  tbat 
ptooeaa.    'ti. 

11.  The  wope  of  a  patented  invention  may  be  ao  narrowed  by  the  prior  atata  of  the 

art  that  Infringement  ouinol  be  adjudged  to  exist  iinleM  there  hae  been  aa  . 
appropriation  In  aiib«t«ntial  form  of  cunatmotion  of  the  identieal  eleoMnta 
which  the  inveiitnr  hud  a  right  to  claim  aa  new  Id  hia  patent.  *£Bl«de«  t. 
fiariii«  Wag9K  and  Varriaga  CMtpany  rt  al.,  3&7. 

15.  To  constitutn  iofriugement  it  mnst  appear  that  all  the  eleraent*  of  a  patented 

combination,  or  their  eqnivalenta,  have  been  appropriated,    *Ii. 

13.  The  bUl  diamiaaed  npon  the  gronnd  of  non-Infringement,  without  deciding  the 

validity  of  the  reiaeue  patent.    */ii. 

14.  The  deHendaota  are  held  to  infringe  the  patented  loTentlon,  notwithatanding 

they  have  introdooed  aome  improrementa,  have  employed  a  well  known  me- 
elianical  equivalent,  and  made  oertain  minor  dUfitrenoea,  the  two  mechaaiame 
beInK  in  'all  eaaential  particnlara  alike.  *lfffr*wt«fe  Mam^ftietariMg  CeMpaajr 
t1  ah  V.  City  of  Buffalo  tt  at.,  K7. 

16.  The  bnrden  of  proof  ia  npon  the  defendant  to  ahow  that  the  eootpiainant  ia 

not  the  firat  inventor,  and  a  mm  preponderance  of  the  evidenee  in  that  di- 
rection ia  not  enough.  Tbe  proof  mnat  be  of  each  a  convinoiug  ohatsotcr  aa 
to  saliafy  tbe  court  bejand  a  reanonable  donbt.     */ri, 

16.  B»ld  that  defendant*  infringed  the  flrat,  aeoond,  third,  dfth,  aizth,  and  aev- 

entb  claima  of  Beiaaae  No.  8,S40,  and  the  lirst,  aeeond,  fifth,  idxth,  and  oeventh 
olaima  of  Beieaue  No.  8,846,  in  the  oouatmotion  of  Inmber-diieia  built  by 
them  in  the  Htate  of  WieooDain.     *&ard*all  v.  Cuttou  «t  ml.,  S73. 

17.  Slight  mechauleal  devtatiooa  fhim  the  apeeiflo  directlona  given  iu  both  of  theae 

patenta,  Belwnea  Nos.  8,840  and  8,846,  when  the  main  featnrea  are  Inowpo- 

rated,  will  not  avoid  the  charge  of  infringement,     '/d. 
16.  A  stmctnrs)  difi'erenoe  iu  form  and  hIeo  doea  not  avoid  infringement  If  the  aame 

work  ia  done  by  anbataDtially  the  same  meana.     'Stwitf  Jfodtiae  Coayay  v. 

Framt,2ai. 
19.  When  an  invention  ia  both  new  and  naefnl,  tlie  want  of  public  aoquwHenea 

cannot  avoid  infringing  parties.     'Sutteg  jraMf/hetaHttf  CoaqMitr  ^-  nUUa 

i^MTtaf^Co.  <t«l.,:i8e. 

30.  A  atmctnre  embracing  all  the  elamenta  of  the  patented  invention,  and  alao  an 
additional  feature  not  found  in  the  latter,  conatitote*  an  infringMBtatof  the 
pateut.     'Rftmtr  v.  Shaoa  tt  at.,  S88. 
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INFRUfOEMEHT-Coutluiied. 

31.  Whe^  tho  form  of  the  defeDilaot'a  deriee  is  diffsrent  ftom  tbe  oompUitiBnf  b, 
ito  mode  of  operfttion  Is  different,  Mid  the  reault  of  ita  operation  In  aomewlut 
different,  it  CAunot  be  uld  to  be  the  wme  or  snbttkDtially  like  tbe  oompUin- 
ant's  invention,  and  there  ia  no  inftlngamant.    *FUid  t.  /rtland  «(  »l.,  392. 

9ft.  It  baa  nevnr  been  held  that  an  equivalent  known  at  the  date  of  the  iaveution 
could  be  naed  without  infrlugiog  the  patent;  aaoh  a  holding,  if  generally 
■dopt«d,  would  amoant  praotieallj  to  the  deatraotlon  of  the  law  of  •qniva- 
lenta.    "Kjtkl  t.  Hurler  «f  al ,  315. 

23.  If  it  U  plain  th«t  the  defendants  have  embodied  in  their  devioe  the  eayuti»l 
elements  of  organiMtion  eontaiued  in  the  complainant's  fastener,  or  made  a 
fastener  that  in.it*  eonstnictlon  exhibtta  the  eqniTalenta  of  the  patented  de- 
vice, tbe  defendanf  a  mnac  be  held  InMngrrs.    'StttUmi  v.  Bomadka  tt  tU.,  340. 

54.  It  is  fbr  the  conrl,  as  a  matter  of  law,  to  construe  a  patent,  and  for  the  Jnry,  as 

a  qneatinn  ol  fact,  to  determine  whether  it  hoa  been  inftinged,  and  the  amoant 
of  damages  thrtt  shonid  be  allowed.  'IfaUotial  Car-Bntkt  8ko»  Company  r, 
Atr*  JIsHt*  CtiT  and  Hannfaeturiii/  Co»fa*g  tt  al.,  307. 

55.  When  one  party  niannfaotnrea  one  portion  of  tbe  device  covered  by  a  oombt- 

iiatfon  claim,  and  another  party  mannfactaiea  the  other  part  of  the  oombina- 
tiou,  and  it  doea  not  appear  that  the  two  parts  are  capable  of  aeparate  dm, 
HeU  that  the  partiea  are  Joint  infringera.  *8^»uM«r  v.  Pouatnqr,  39S. 
26.  And  tbe  defamlants  cannot  protect  themeelvea  by  invoking  the  wellniettled 
rule  that  where  a  patent  ia  for  aoomblnstiun  merely  it  ianotinftingedbyone 
who  naea  one  nr  more  of  the  parts,  bnt  not  all,  to  prodUbe  the  same  lesalts, 
either  by  themselves  or  by  the  aid  of  other  devioea.    'It. 

57.  Even  If  there  ia  no  proof  that  the  defendant  had  made  an  actnal  ptearraDge- 

moDt  with  any  partionlar  person  to  supply  the  other  portion  of  tbe  comltina- 
tlon,  it  willbeinferrediVom  thecircDmstanoesof  tbe  omo  that  It  is  the  intent 
of  the  defendants  that  aach  other  portiona  shall  be  added  to  theii  article  of 
maDDfkctnre.    'Id. 

58.  iKVROVKMzirr  vpom  Formkr  iNVENTiOH—lNnuMOiHiufTa.— Letters  Patent 

for  an  inprovement  made  to  a  patented  inveulion  bj  additional  faatnrea  hav- 
tug  no  material  effect  upon  the  cbaravter,  n|mmtinn,  or  result  pnxlnceil  do 
not  confer  npou  the  anbaeqnent  patentee  a  right  tn  nw  tho  original  device. 
*AMtoeitv.  noodriek,  4M. 

29.  It  appearing  that  the  use  of  the  proportions  naneil  lu  the  patent  did  not  pro- 

diiM  a  new  and  nsefnl  reanlt,  and  that  the  defendante  had  not  employed  the 
exact  proiiortiiiiLS  apedSeil,  tbe  bill  phonld  be  diamiaud.  '  W«Uiitg  tt  si.  v. 
Cmaeilal.,  419. 

30.  Where  a  patent  olearly  ahowa  and  describes  a  machine  whose  nae  neeeasaTlly 

involves  the  production  of  h  certain  prooesa,  no  other  person  can  oftern-ard 
patent  that  pnoeeo.  The  Qrat  patentee  fsentitled  to  hiameohaniam  for  every 
nse  of  which  It  ts  capable,  even  thongh  be  did  not  foresee  all  of  them.  'Km 
FroMM  Ftrmtnlatioii  Compang  v.  Kock,  4SI. 

31.  A  olaini  to  the  proona  of  maturing  and  browning  eoffbe  by  snlifectlng  It  In  its 

nncDmd  condition  to  the  direct  action  oF  ateani  is  not  IntHnged  by  the  ap- 
plication of  heat  only  to  the  coffee  in  that  condition,  even  though  the  beat 
generates  steam  ttoia  tbs  moisture  in  the  coffee.  The  steam  cannot  be  omit- 
ted and  tbe  prooeM  be  the  same.  '.Arnold  v.  Pielpi  «l  al,  i9». 
^  32.  The  defendant's  aiilky-plow,  using  a  link  instead  of  a  pitman  and  holding  the 
lever  on  the  ratchet  by  a  trigger-aprlag  instead  of  a  llat  spring,  the  sliding 
axle-arm  and  the  lever  bring  fonnd  lu  ealier  patents,  ^eld  that  aoch  sulky- 
plows  did  not  infrlngo  Rabinsau's  flntt  claim.  *6ilbtrtv.  n'dr  Plov  Com- 
pang,  505. 
INFBINOEUENT  IN  PABT.  Hee  Co»ttr»clSoK  of  Sp€<iJkaHon*  aitd  PaltnH,  8 ;  Inttr- 
firing  Palenti. 
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IXFRINGEMENT  OF  A  TRADE-UARK.     Sae  Trtid^-^arlu,  !)i,a3,24,9&. 
INJUNCTION.     S«e  CoN*(rMo»a»  o/ SjMciAoatmu  nnd  PaUiiU,9;  CoHtmpt:  Delag,  1  ; 
Pra«ti«e  in  the  CoiirU,  I;  TVixIcJfiirtt,  6,13,16,99;   VMatum  of  InJ^xetion. 

1.  Pheuminary  Injunction — Orakted  whirr  Drfrndants  ark  Estoppkd,^ 
A  part]'  having  indaced  a  comiilainant  to  acquire  ft  patent  ftod  to  engage  in 
making  and  setliug  articles  under  it,  is  a«top]ie(ltn>m  cooteatiatf  ttie  validity 
uf  it  far  the  purpOM  of  »  motion  for  a  prelimiiiar;  iqJoDotiou,  and  a  second 
party  who  was  cognizant  of  all  the  faota  and  aeenui  to  huTe  been  the  princi* 
pal  promoter  of  the  transaction  occnpiee  no  better  positioD.  *  The  TiaM  Tilt' 
.     graph  Conpatig  v.  Cmti/  el  at.,  119, 

•i.  Injunction — Not  to  Ibsur  when  it  would  Work  lNJi;«ncR. — An  iujnnction 
sboiilil  uot  iime  when  it  wunid  work  great  harm  to  uoe  party  wlthont  corre- 
spouding  l>ene&t  to  the  other,  at  leaat  where  adequate  protection  can  be  af- 
forded Ity  other  means.     'Swi/l  v.  Jenki  et  al.,  'XS. 

3.  Patknt  Suits— iHpRiNOEMKNT—ABAirDoXMKNT— Injunction.— If  a  defendani 
has,  befnre  suit  brought,  abandoned  the  maiinfactiire  and  wtle  of  an  iolKng- 
inK  niachiuu,  and  the  cnnrt  is  satisfied  that  the  abandonment  was  in  good 
fhitb  and  llual,  an  injunction  ongbt  not  to  be  gnwited.  Bntif  thadefCDdant, 
af)«r  such  abandonment,  has  engaged  in  the  inaniifootnre  and  aale  of  another 
machine  which  is  also  an  infringing  machine,  and  suit  isbrongfat  fiirboth  in- 
(yiugemeuts,  the  court  will  retain  the  whole  oanae  under  ita  eontrol,  and 
make  the  injanction  nud  order  to  ocoount  to  apply  to  the  maanfactnrc  an<l 
aale  of  both.  *  (Mrll  tt  al.  v.  SleM  et  al.  4fll. 
INOPERATIVE  PATENTS.     See  FHnniti,  19,  27. 

If  a  patient  is  inoperative  so  tkr  as  not  to  cover  all  that  the  party  is  entitled  to 

claim,  it  is  inoperative  within  11m  meaning  i>f  the  provisions  of  the  statnle 

relating  t<i  reissnea.      •Giant  PoKxler  CosijMHjr  v.  Sa/etg  yiUv-Pomda-  Co«i- 

pan)/  tt  al.,  161. 

INSUFFICIENT  DESCRIPTION.    8m  CotttrHcUon  ttf  SpMiJUiaiiaiu  and  Pattalt ;  Ri- 

iniiet,  7, 1^,  10,  '20, 2G,  32, 33,  36 ;  5jM0(|l«tt>4iu,  3. 
INTEREST.     See  Dawtagu  and  ProflU,  S. 

INTERFEKEKCE.     See  Apptah;  Appealt  to  the  Steretarg  of  IMt  Imteriitr;  Friorilf  of 
/nreulioR. 

1.  Pabaorai-u  1  OF  Rule  93  and  thw  BsaiNMiNa  ov  Ruls  94  CoN»TRrKi>— 
Conflict  in  Claims  Dsfinkd.— The  spirit  of  the  mle  of  Interference  is  trn 
that  olaima  ninat  conflict  in  teima  in  order  to  oonatitnte  an  tntsrftrenoe,  bat 
that  the  Hnbject-matter  olaimed  mnat  conflict.  It  Is  not  eMentiol  that  the 
claims  should  be  so  alike  that  the  claim  la  any  one  eaw  wiU  apply  Jna*.  to  the 
matter  or  device  of  the  other  or  othen.  If  theol^m  of  one  party  will  inolnde 
that  of  another,  there  is  au  interference  in  fhot.  It  sbonld  be  oettled  in  (he 
Patent  Office  who  is  entitled  to  the  brood  ololm,  and  this  abould  appear  as 
the  Ttwnit  of  nn  inierforcnco  proceeding,     f'x  parte  Uploit,  % 

S.  SruBRQURKT  Patrnts  with  Broaiiks  Claims.  Neither  the  spirit  of  the  law 
nor  public  iHiI Icy  SAnctiouH  the  graittiugof  patents  with  speoiflo  olum*  white 
ap)ilicBti»ns  with  generic  olaims  are  still  pending,  the  objection  being  thai, 
whether  thu  application  iritli  thn  gnnnrio  claim  belongs  to  the  same  partr 
who  ban  a  S|iecitlc  claim  under  the  geiiU',  or  is  an  npplicHtiou  of  a  dtffrrec 
party,  a  patent  curoring  by  a  generic  claim,  if  asubaeqneut  patent,  improperly 
cxti^nds  llie  monopoly.     Id. 

■J.  No  iiitorreronco  can  He  escwpt  as  between  claimants  of  the  same  invention.  If 
an  Applicant  olaims  that  which  is  shown  iu  »  prevtons  patent,  the  paleoti-e 
slionld  be  nolilind  i>r  it  and  nn  opportnnity  lirst  olFered  to  hioi  to  lay  claim 
to  the  invention.     -  Wnmiw  v.  LillU,  17(1. 

*.  An  litterferencK  cannot  bo  declared  with  an  improper  divisional  apptiomtion.  Ex 
parte  Hell,  43. 
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DTTERFERINa  PATENTS.  Where  two  patents  cover  dietinct  thioga  Ibey  do  uot  in- 
terfere iTitliin  tbe  ooatemplation  of  section  491S  Revised  Stfttatea,  even 
thoagh  one  inventor  takes  the  invention  of  the  otbor  to  improve  npon,  and 
thereby  infringes  the  patent  of  the  latter.  'Pentlargtv,  Seie  York  Stmg  and 
BH$kiiig  Company  et  al.,  304. 

INTERLOCUTORY  DECREES.    See  Praetiee  i»  Ikt  Conrtt,  10, 11. 

INVALID  APPLICATIONS.     8e.>  Onlli  of  iHvmtor,  1,  :i. 

INVALIDATION  OF  PATENTS.     Seo  Prhrils  of  Intention,  e. 

1NVAJ,IDITY  OP  PATENTS.     See  ConitrHctlon  of  Spreifieanoiii  anil  PaUnii,  7;  Ex- 
perimeoltil  Vie;  JfoH-Patenlabnity ;  Reinuei,  1,9,36,97,28,1)1. 
In  order  to  invalidate  ft  patent  on  the  ground  of  prior  nae,  it  ia  necessary  to  addnce 
evidence  of  that  h)gb  character  which  convinces  the  conrt  bej'and  a  reason- 
able don  bt     'Ertrettv.  The  Buffalo  tutricatinj  Off  Coinpang  [Linitrd),  27&. 

INVALID  PATENTS.  See  PartkiilarPa(r»tt:  1,  Barkrr;  5,  BoihHck;  13,  Bull ;  16, 
BuTdtlU;  19,  Chrrnj;  22,  Eaglelon  ;  43,  Earle;  25,  Foriierook;  26,  Otorgt; 
27,  Gnen;  39,40,  Mattkact;  43,  ureMillan;  44,  MuUigait;  46,  Natioi,  and  Lit- 
tU;  57,  Robinion;  61,  Anllk;  65,  Weir;  lteit$ue»,  31. 

1.  Patesto  Obtained  throuuii  Fraud— Rioht  OF  Gover.vme.vt  to  Vacat*.— 

There  is  no  illBtiiiotion  between  letters  patent  for  an  invention  and  for  land 
asre^iards  the  rlgbts  and  remedies  for  vacating  them  when  obtained  by  Trand. 
The  right  ie  the  same  h  that  which  a  State  has  to  annnl  the  charter  of  a  cor- 
poration created  liy  its  legislature  if  obtained  b?  brand.  *  riiitsd  Stale*  v. 
OHHniHg  rt  al.,  93. 

2.  Same— Proper  R km EDT.— The  appropriate  remedy  in  Imhalf  of  the  United  State* 

when  a  patent  for  an  iuvention  ha«  been  obtained  by  fraud  Is  by  a  bill  in 
equity.    'Id. 
INVENTIONS.     S«e  Coustruelion  of  Clainu,  2 ;  CoHtlmofton  af  Spfrificalioii*  and  Pal- 
enCijii;  £tideiie«of  InvOttioa;  Int^rferenee, 'i ;  Ifon-IaeeiiHoii-;  PatmiiabiUty,9, 
3,  4;  Potctr  of  Altamey  to  Amend,  2. 

1.  Ik VBNTroN— Simple  Chanoe  Bsmkuyino  Defects   Sufficient.— A   simple 

change,  which  others  failed  to  discover,  and  which  remedied  a  grave  defect, 
Beld  to  constitute  a  patentalile  differenco.     'Adan*  v.  Hmoard  el  al.,  117. 

2.  Whru  an  inventor  merely  brings  an  old  element  into  his  machine,  he  makes  no 

inveutioii ;  but  where  be  does  luorc — dispenses  with  certain  parts,  dnplicAtes 
others,  rearranges,  imd  siinpliHiH  the  luachine— he  must  be  held  to  have  made 
an  invention.     'Mimdn  v.  Lidrieripood  MannfaeUrliig  Company,  223. 

3.  Transferring  the  point  of  applying  the  lifting  force  of  a  spring  from  a  pnint 

liebind  the  forward  end  of  I  lie  beam  to  an  arm  on  the  ooupliug,  to  which  the 
beam  is  jilvbted,  BeM  to  involve  patentable  inventloo.  'The  Brown  Mamm- 
/actuTiHij  Cimpans  v.  Dftrr  <f'  Co.,  380. 

4.  Thti  fbct  that  not  only  the  defendants  in  this  ciwe,  but  other  large  manafaetnrers 

of  cultivators,  have  at  once  adopted  substantially  the  sameauiiliaiy  lifting 
devices  shown  in  complainant's  patent,  is  evidence  of  the  popular  acceptance 
of  thin  as  a  practical  solntiun  of  many  of  the  ilifflcnltieH  which  had  been 
eiiconnlered  in  the  attempt  fo  use  Che  older  devices,  and  is  such  a  change  and 
improvement  as  required  niot«  than  mere  niechauical  skill,  and  brings  thia 
device  fairly  within  the  domain  of  the  patent  laws.  ■  Id. 
INVENTION  SHOWN  BUT  NOT  CLAIMED.  See  AbaHdonme»t,  1,  3,  4;  CoH»trM- 
lioHof  Si>ecificati07it  and  Paltnti,5;  Duclttimer  ander  KuU  fi ;  Vivition  of  Ap- 
pHcatioH,^;  Raerr-atiom  for  Siib§eqHeHl  PaltnU;  Subttquenl  Patent!  for  Same 
Ini-eHUoH,  1,  2,3. 
t.  An  application  was  tiled  December  11,  IS&i,  certain  claims  of  which  were  pat 
into  interference.  Under  Rule  125  matter  not  iu  interference  was  with- 
drawn from  the^ral  and  made  the  basis  of  a  second  aspltoation,  upon  whioh 
second  application  a  pat«nt  waa  granted  February  20,  1983.  Said  patent 
9373  PAT 37 
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IHTEimON  8B0WH  BUT  NOT  CLAUIBD-CantlDBwl. 

eontalDed  ft  dlMUiniei  coTerins  all  featunM  ihowa  bnt  doI  claimed  tbanin, 
Mid  ^10  •  eUiue  iMBirtng  the  right  to  slaim  aaeh  fefttarei  in  kn  kpplioktion 
filed  pnviottil;.  During  the  pendeno;  of  the  fint  «pplia»tian,  wad  »Aer  the 
pfttent  b*d  iHned  on  the  aeoond,  a  third  *pplicfttiou  wae  filed,  with  clelmi 
eorerlDg  the  matter  deaoiibed  in  both  the  flrat  application  and  the  patent. 
H«td  that  nnder  the  circnmataneeo  the  third  mact  he  legarded  m  a  dlTisioa 
of  tfaefirat  applloation,  and  theieioTe  the  invention  olaiinedin  theUttet  caa- 
not  be  deemed  to  have  been  abaodoned  by  leaMU  of  its  being  deacriiwd  in  the 
patent.  JEi  |Mrt«  CItrkt,  Ifl. 
3.  Neither  of  the  applioatious  almve  referred  to  •houid  be  allowed  nntll  amended  ao 
aa  to  diaclaim  the  invention  ataowu  bnt  not  claimed  therein,  with  proper 
crosa- reference  to  the  application  in  wh[ch  anch  olaim  it  made.     Id. 

3.  Where  an  Invention  ia  daacrlbetl,  bnt  not  claimed,  in  a  patent,  and  no  notlee  of 

an  InteutioD  to  claim  it  in  a  anbKqnent  application  is  oontaloed  Uienin,  if 
the  inventor  ia  Joatly  entitled  to  claim  such  invention,  and  has  inadvertentlj 
omitted  to  insert  it  in  hi*  patent,  the  appropriate  remedy  li'a  reiaane,  and 
not  a  aahseqneDt  application.  Snie  91  anthoriiea  thli  eonrae,  and  it  la  ana- 
tained  b;  the  ilecielons  of  the  Offlw  andtbeoonrteineaiieawhure  ^plication 
ia  made  without  nnreaaonabledday.    E*fi*rtt  Dtrig,  SI. 

4.  The  oaae  of  CampMl  t.  Jamu  moat  he  eonatmed  to  fbrbid  the  patenting  of  aa 

Invontion  by  a  party  nho  haa  already  patented  the  luune  inveotloa,  and  not 
'     nieruly  ilcscrJlH»d  it  in  a  patent.     The  atatote  doea  not  make  prior  deacription 
ill  a  putent  a  bar,  bnt  being  patented.    (S»e(lnna  48H6, 4887,  and  4ftiO. )    *  r«r> 
motU  Farm  Maaklite  Coa^tty  *t  at.  v.  Marble,  CeaiMfaM'OMr  of  Pultmti,  S07. 

5.  Where  foiir  claima  of  an  applicant  have  bren  r^eoted  aoiely  on  the  gronnd  of 

their  riubject-matter  being  deacribed  la  a  patent  granted  to  the  aame  party 
before  tbo  date  of  filing  of  the  applioation,  Htli  that  tbe  rejection  is  eiro- 
neona,  and  the  applicant  ia  entitled  to  a  patent  embTaoing  anoh  claima.    'M, 

6.  Nok-Claim  uf  Afparkst  Dkvick— AjtAsnoNHENT. — The  omiaaion  by  an   in- 

ventor to  claim  a  combination  or  device  apparent  npou  the  face  of  hla  patent 
amonnta  to  a  dedication  of  tbe  neglected  contrivance  to  the  naea  of  the  public 
•Svifl  V.  JmkM  ri  al,  K8. 

7.  Apart  which  under  certain  ooudiiioua  maybe  a  aervioeable  addition  to  the 

niocliine,  bne  is  not  Indispensable,  and  In  not  mentioned  In  the  claim,  held  not 
to  be  an  element  of  the  patented  combination.  *  Bradltg  et  aL  v.  Dmll  tt 
ol.,  319. 

JOINDEB  OF  inVENTION.  Bee  DtrUioH  o/ Jjtpltcatloa,  3. 
Joinder  or  Inventioit — 8k vkkal  Cuius  to  a  "Composition"  FicninssiBut. — If 
several  claima  to  a  "  compoaition  of  matter,"  thongh  dlittinot,  cover  aaeooia- 
.  tioaa  of  eleiuentH  which  contribnii:  tu  the  production  of  a  single  l*eneficial 
teanlt,  and  do  not  thll  niidot  different  claaae*,  Ibey,  properly  speaking,  cover 
knt  aalngle  )iiv«iLtiou,niiil  hence  way  lie  inelnded  in  t lie  same  application. 
ExparU  Hmi*,  S. 

JOINT  ISFBINGEhS,    See  Jw/H-tfO"*"',  95,  36,-^. 

JUDGMENT  BY  DKiAULT.     6ee  Fn-ctiM in  tkt  Court*.  5. 

JUDGMENT  <  F  THE  COMMISSIUXEK.     &<.«  Iltinaf,  ^. 

JUDGMENT  OF  THE  KXAMIMEK.     See  Practitt  i«  Ike  Paltnt  Offer,  1,  3. 

JUBISDICTION.  8«e  Appeal /i-dm  thr  I'rlMars  BxamlHtr  ;  U»ii»vt*,  10. 
1.  Where  a.blll  In  i-i)nity  ia  brongbt  to  obtain  a  pateut(nnder  section  4915  Reviiietl 
8tatntea)m  the  district  of  Vcmitint,niid  thcCoiiimiisilonur  of  Patenta  aooepts 
service,  Beld  that  by  Niioh  aucaplauuo  the  Commteaiuner  coneentv«i  to  be 
funnd  lu  said  district,  ami  liis  net  in  this  reapect  in  binding  npon  Ills  snceesMr. 
"VvrmoHtFarm^aoHiitVontfiiiHgel  al,  v.  lliirble,  CommiMioHtrof  Pal*itt,m. 
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JUKBDIcnON— Continned. 
3.  Wben  the  section*  of  the  statate  ue  conMraed  together,  it  Is  held  that  when 
theie  are  tiro  tntflrfering  pateote  the  oinniit  oonrt  of  the  district  whereof  the 
defendant  ie  an  inhabitant,  oi  where  he  may  befonnd,  is  the  court  "having 
cognizanoe ;  "  and  where  an  original  application  for  n  patent  haa  been  refused 
and  a  remed;  ts  songbt  io  eqnUf,  nnd  theprocFssis  to  be  served  on  the  Com- 
niisaioiier  of  Petenta,  then  the  circait  court  of  the  District  of  Colnmbia  is 
the  proper  tribnnal  to  entertain  the  enlt.  'Prmtiu  v.  EUiiwfth,  the  Iat» 
Comminiotttr  of  Patent*,  913. 
3.  Ad  objection  to  the  jurisdiction  of  the  oiTcnlt  oonrt  In  PennsvlTaula  is  that  it  haa 
no  mode  of  enforcing  obedience  to  its  decree,  since  the  circnit,  conrta  oataide 
of  the  District  of  Columbia  here  no  anthoritf  to  issne  a  writ  of  niandamns 
toanofSoerof  the  United  States  commanding  bim  to  do  a  ministerial  aoL  'Id. 

JURISDICTION  OF  THE  C0MMI8SI0NEB.     See  JMuh«.21;  TraiU-Marki,  »,^, 
S8,  90. 

JUEISDICTIOH  OF  UNITED  STATES  C0UET8.    See  Prne(J«e  JN  He  CoKrte,  10. 

JUKT.    See  Dawtagt*  Md  PrajlU,  15 ;  Jii/rluffemeNt,  2A. 

JUKY  TRIALS.     Bee  DanagfM  and  FrofiU,  15 ;  Iti/Hngmeiit,  S&. 

Where  the  evidence  reated  almost  wholly  in  parol,  and  there  was  euongb  I'O  either 
side  to  well  warrant  a  finding  that  way  if  tbore  had  l>oen  none  on  the  other, 
and  the  (leteriiiiuation  of  the  question  depeitded  npon  the  credibility  of  the 
witnesecR,  HehJ  thflt  thai  qneetlon  was  within  the  peonltar  province  of  the 
Jnry,  and,  nnlese  it  ippenis  that  they  did  not  consider  the  qneetlon  fairly  and 
decide  it  aocordfug  to  tbelr  best  Jndgmetit,  tbeconrt  hasno  disposition  or  an< 
thority  to  review  their  work.  '.tfilHpnn  v,  LnlaHcv  4'  GrtuJfitH  MnuKfadarimg 
Compaxg,  410. 

LABELS.    See  IVade-JfarU,  30, 97,  38,  99. 

1.  While   a  person  hae  the  right  to  use  his  own  name  na  a  label  on  goods,  he  will 

not  be  permitted  to  ose  it  in  ench  afortnorinsncb  an  arrange  men  t  with  other 
wants  as  to  lead  tbo  public  to  suppose  that  The  goods  are  those  of  aeotberper- 
MU  who  has  the  same  name  and  haa  previonsly  employed  it  in  the  some  way 
to  indeutif^  his  Koods.     'Laadrtik  ^  S«h»  v.  LaKdrtili,  510. 

2.  If  the  defendant  has  the  right  to  use  the  same  words  ae  those  which  constitute 

ihe  complainant's  label,  he  ongbt  to  aooompaitj  them  with  some  clear  itidteia 
of  the  eonrce  of  the  goods.     'Id. 

LACHEa     See  Delag. 

LEGAL  REPREBENTATIOIf.     See  TltU  Io  PaUat. 

UABILITY. 
lu  an  action  at  law  for  infringement  of  a  patent  all  parties  who  participate  in  the 
Infringement  arc  liable,  altbongh  some  are  simply  acting  as  offlcent  of  a  cor- 
poration. All  patties  who  participate  in  a  tort  or  tteapaea  are  liable,  and  a 
mnn  cauuut  retreat  bi'hind  a  corporation  aod  escape  liability  for  infringe. 
lueiitH  in  which  be  attively  parti  i^ipalos.  *  National  Car-IlrttltSlioc  Companii 
V.  Tfrrt  Uanlt  Cur  a»d  iaamifaeturiug  Contitang  et  al.,  ItOT. 

LICEKSl^ES.    !^  Prncticr  in  Ike  CoxrU,  3. 

LI0KMSE8.  See  .liatgiitiie«l»,  4,  .'■;  DaMinjm  and  I'rofilK,  3,  <i,  7,  U,  II  ;  L'»t  of  I'atCHled 
ArMtf,  1,  2. 
1.  Diiriiij;  till' rxisleuceiif  aparlnershlplietwei'ii  two  pi-rsons  one  of  tlieni  invt>i)ti-d 
a  iiiai-hluf  npon  which  n  i>at«nt  wns  grantoil  to  hiiu.  Tho  liriu  paid  the  fees 
end  ciMtHof  procnrint;  tliu  patent  and  tbe  oxpcnees  of  an  esperi  mental  trial 
"f  the  tnvi-ntion,  and  hIso  pnlil  the  cxpenees  of  eiime  llgitation  which  ensuei), 
ll  npiieiireil,  huivuvt>r,  that  all  the  ontlny  by  tbo  firm  wjin  more  tbnii  repaid 
hy  the  lienelitn  arising  from  the  use  of  the  invention  In  tlie  piirtni-rship  bnsi- 
iicw.  tfcU  timt  njHni  these  fncls  nii  implied  licenMi  arises  to  Ihe  member  uf 
the  lirm  not  the  iuveiitor  to  make,  vend,  and  iteu  tbo  patented  inoeliine  after 
thodisanlntionoftliepartnerehlp.    '  KtUer  tl  at.  v.  StohtKbaeh  et  al.,  174. 
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LICENSES— ContiDued. 
3.  If  the  coiupl»iDaQt  ban  refused  to  fulfill  any  of  bis  obligklioiig  io  matters  of  nub- 

atftnce  under  the  license,  a  ronrt  of  equity  vill  unt  iuterf«re  to  »uial  bim  h; 

compelliDg  the  defeudsuts  to  ubaerve  the  obliHatioDB u|k>d  tb«ir  pan.     '/ot- 

ter  V.  GolfUelinidl  et  al..  35d. 
3.  A  pTODiise  in  tbe  alteniative  iinls  the  alteroative  io  tbe  election  of  the  promisor, 

unlae«  there  in  something  to  t»ke  it  OQt  of  tbe  general  rule.    'Id. 

A.  Wbwe  both  pnrtiea  haye  acted  npon  a  certain  construction  of  an  ambigaonit  doc- 

ttment,  that  conitmction,if  iu  itaelftuimissible,  will  be  adopted  tjy  th^  court. 
•Id. 
t.  There  is  no  qaeetion  but  that  the  anioRnt  of  an  established  license-foe  for  tbe 
use  of  «  pateut«d  inveution  ia  what  the  patentee  loses  by  the  ate  of  the  in- 
vention iu  violation  of  the  patent  n'ithoot  license  and  u  proper  measure  of 
damages  for  such  infringement.     *  Wbottrr  v.  Simonton  et  al.,  366. 

6.  When  on  a  Unit  hearing  of  a  case  the  master  reported  damages  for  a  larger  use  of 

thu  patented  inrention  than  the  defendants  tcere  guilty  of,  and  the  case  was 
referred  back  to  him,  with  liberty  to  the  complainant  Io  reopen  his  proof^ 
H*ld  it  was  proper  for  Ibe  master  to  report  that  tbe  orator's  ticenae-fee  was 
for  the  privilege  of  using  an  inventjun  precisely  like  that  used  by  the  de- 
fendants, for  tvbich  this  account  of  damages  is  being  taken.     'Id. 

7.  Sucli  licenses  are  not  required  to  be  In  writing,  neilber  is  the  amonnt  of  tbe  fee 

required  to  be  shown  by  writing.     The  whole  may  be  shown  by  parol.     */d. 

B.  The  written  contrncls  of  license  between  the  orator  and  others  might  beevideuec 

between  the  orator  and  the  defeodants,  but  as  this  suit  ia  not  brought  upon 
these  licenses  and  the  defendants  are  not  parties  to  them,  they  are  uot  con- 
clusive upon  either  the  defendants  or  tbe  orator,  as  they  would  be  upon  the 
parties  to  them  in  suits  between  those  parties  upon  them.  '14. 
9.  Patent  Law — Ikfrin'oembnt  on  tre  Trrritohiai.  Rights  or  a  Ouaktee  of 
AN  EzcLOSivR  Bight  to  Hanupacturr  akd  Seix  Undkr  the  Patent  ix 
a  Specified  Part  of  tmb  Uhitbd  State,s.— A  sale  of  patented  articles  in 
tbe  ordinary  course  of  trade  outside  the  territorial  limits  to  which  tbe  right 
of  nnloisreatr  cted  by  the  patentee's  grant  is  unwari-anted.     'Hatdi  v.  Adam*, 

LICENSK-FH^E.     See  Liee»»a,  :>,  0,  7.  U. 

LIMITATION-  OF  UNITED  STATES  PATENT  BY  FOREIGN  PATENTS  PEE- 
VIOL'SLY  GRANTED. 
The  provision  of  the  Htntutex  thai  a  United  States  patent  for  au  invention  pre- 
viotixly  paipDted  abroad  shall  be  so  limited  as  to  expire  at  the  same  time 
with  the  foreign  ]>ateiit  seeuis  to  mean  that  the  term  of  the  pateut  here  shall 
be  a*  long  an  tbe  renmiuder  of  the  term  for  which  the  patent  was  granted 
there,  without  rel'ereiioe  to  incidents  occurring  after  tlie  grant.  It  refers  to 
tiling  the  tenn,  uot  to  keeping  the  foreign  patent  in  force.  'Boimn  KleetrU 
FrottBtlBt  CouipOHg  V.  Mttropolitam  Burglar  Alarm  CoMpang,  3^. 

LIMITED  PATENT.    See  Beittuei,  4. 

MACHINE  AND  METHOD.     See  DimUiait  of  AppUcatioiu,  U. 

HACHINE  AND  PROCEf^S.     See  Coiutriictioii  of  3pedJiealio*ii<tiii  Paitnh ;  Infringt- 
meat  30;  Xon-PateHtabilitg. 

MACHINE  AND  1T8  PfiODL'CT.     SeeCflwfciiwtioM;  Difiiiou  tif  Appticatiom,  e ;  /■- 
fringtment,  30. 

UACHlNEti.     See  CembiHatitne. 
The  manner  of  using  it  does  not  characterize  a  machine.    This  is  effected  by  It* 
■truotnre  and  capabilities.     *Sewf«j  Macliint  Cotnpann  v.  Fi'ame,  381. 

MANDAMUS.     See  Apptal  U  tht  Sworetary  of  tin  Interior,  1,  2,  3,7,  10;  Sehtariiig.  2. 
Mandamus  will  not  lie  to  uompel  a  public  otUcer  to  do  a  particular  thing  which  his 
superior  in  authority  has  lawfully  ordered  him  uot  to  do.     ' Btilltrxartk,  Com- 
nii»iontr  of  Patenli,  y.  Tht  United  SlalM  tx  rtl.  Hot  el  ai.,  429, 
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MANUPACTLRE  OF  PATENTED  ARTICLES.    Sea  Damage*  and  Projila.  13;  Jnfri«j«- 

maiil,  li5,  26,iJ7;  Slampins  Patented  Jriicls'. 
MASTER'S  BEPOKT.     See  Lice<,if,  6;  Fraclicc  in  the  Courtt,  10. 
MEASURE  OK  DAMAGES.     See  Daulojw  and  ProJil$,  3,  6,  7,  11,  13 ;  Litentft,  5,  6,  7, 

8;  n-ode- Jfai-l»,  16. 
MECHANICAL  CHANGE.    See  Changtaf  Strneltn ;  Cottlmctioii  of  Spee\ficatioiit  and 

PattHtM.  10',  I^fringemml,  i,  5,  14,  16,17;  Ktn>-Itire»nmi ;  PartioHJar  PaUnta: 

3,  Bin<j :  A«<n>u,  7. 
MECHANICAL  i:0N3THUCT10N.   See  J)iHDipa»to«,«,;!:  Combinalioni;  iHrentioBt.'i. 
MECHANICAL  SKILL.     See  Kim- Invention ;   Xon-I'ateiitabililg ;   Particular  PaUaU : 

16,  Burdelt;  4\),  Xalhn  nn4  lAitk. 
MECHANICAL  SUBSTITUTE.    Heo  InttnlUm. 
MERITS  OF  THE  CASE.    See  Jppfalt. 
MISTAKES.    See  ifoMiret,  4,  !^,  ^, -^i  ;id,  99. 
MISliSDEKSTAKDINGS.     Si't-  lUiuHtt,  21. 
MODEL.     See  i'rioriln  of  ItirrntiOH,  :,. 
MODIFICATIONS.     Sre  Dramngi;  XoH-Palentahiliti/,  i. 
MODE  Of  OPERATIOS.     See  lafrlngtmail,  21 ;  .Vo«-PaJ«n(a*i(ir^. 
MODIFICATIONS.     See  Juticiiiation ;    'laimt,  2;    iH/riagemcnt,  -JO,  -Jl ;    Initrftring 

Pattnti. 
MOTION  TO  AMEND  ANSWER.     S*w  Jniwer  to  Bill,  2. 
MOTION  TO  DISCONTINUE.     ^>o  Praetioe  in  ^f  tV»rr«,  6. 
MULTIFARIOUSNESS.    See  Bili  in  Egwilg. 

MULTIPLICATION  OK  CXAIMS.     See  Conitmetion  of  Sjinijicnlloii  and  PatenU,  7, 
NEGLIGENCE.     See  JftandOHmnil,'  Dtlay. 
NEW  APPLICATIONS.     See  Inrtmtion  Shown  bnt  not  Claimed. 
NEW  CLAIMS.     Scu  AbaHdoavuiit,  1;  ElimiHatiou  of  Claim,  1;  Jiireilion  Skmmi  but 

Hot  rittimtd,  3;  Jteltiuti,  21,34,-^31. 
NEW  ELEMENTS.     See  li^iugtmtul,  20;  Inttrfniiig  Pateiitt. 
NEW  MATTER.     See  ffriHiua,  34, 

lu  un  origiu.ll  upiilkntiou,  mntter  not  Trarrauietl  by  thti  vnae,  as  first  Hied,  aliould 

not  lift  <lesi);iiali^il  by  ib«  leriii  "new  matt«r."    The  term  "  nrw  luatler''  is 

employed  iu  tlie  :<lBtut*f  And  io  the  RuUi  nf  Practice  ouly  willi  leference  to 

reisBueB.    Ei  parte  Ball,  43. 
NEW  PROCESS.    See  PatentabiHig. 

NEW  RESULT.     See  ConitrHction  of  Specificaliont  and  PaUiitf,'2. 
NEW  TRIALS.     8m  Sthtaring,  1. 
NEW  USE.     See  ((>«.(. mfidt  of  Sptcifieationt  and  Patent*.  2 ;  yo'i-Inrentioii,  I,  2 ;  Nim- 

falentabililji,  1,2. 
NOMINAL  DAMAGES.    S««  Dumagetand  Profit),  a,  1, 10. 
NON-INVENTION.     See  PartiCHlar  Patail*  :  Id.Bardrtl:  il,  Malthexcs;  A3,  MeJUillan ; 

4*,Mimgaa;  i6,i7,A«,A9,  Nation  and  Little;  ru.^i.RobiHtvH. 

1.  Nos-I»vp,NTioN-.— In  tracks  niready  in  nse  on  rail  road -cars  the  fciog-bolt  which 

belli  the  ear  tn  each  tnick  passed  thronj^h  s  bulater  iiupportiug  the  weit(l)t  of 
the  car,  aud  throiit;h  au  eloii^^ated  upeniag  iu  the  plate  belon,  ao  as  to  allow 
the  Hiviveling  of  the  Irnck  iipiiu  the  bolt  aud  lateral  uiuiiou  iu  the  tnictc.  and 
the  bolster  was  *iiM]icndiMl  by  divergent  pendi-iit  links  from  brackets  on  the 
fraiiiH,  whereby  the  weight  of  the  car  tended  to  counteract  auy  tcudency  to 
depart  from  the  line  of  the  track.  Held  that  a  patent  for  entplojiiig  snch  » 
tmek  as  the  forwanl  tnick  of  a  inconintive-euiiiue  with  fixed  driving- wheels 
was  void  for  want  of  novelty.  'Pfnanglraaia  l.'ailroad  CoMpaHy  v .  Lo:vmutife- 
Eiiginr  faJety-Tritvk  Compai'n,  IW. 

2.  The  applieatioii  to  a  device  of  a  featnre  which  hail  already  been  in  iikc  for  the 

snmi'  piirposo  in  another  form  of  tool  lacks  the  invenliou  reijuisile  to  sup- 
port a  ]>atent  within  the  decisions  of  the  Supreme  Court.  'Collin*  Company 
V.  Cot*  et  al.,  374. 
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MOK-INTENTION— ContiDn«d. 

3.  Any  skUled  mechuiic  could  have  »dApteil  the  oomb-nuMliiDO  to  vehiole-daahM 

without  tb«  exeroiM  of  iarsDtion.     'Ftttn  t.  Tkt  AcUm  Matu^getmrimf  C«m- 

4.  Wbere  tbe  al»iia  wu  for  a  blank  from  wUcIi  an  old  artiola  liad  been  made,  aod 

the  only  ImprOTement  mggeated  waa  a  more  eonTemMat  form  of  *'f"'*IHg 
and  packing  for  traiuportatiOD,  tbe  parehaeei  t«  fbnn  tbe  aitiele  ftom  tbe 
blank  Id  the  old  way,  HtU  that  thia  oonld  not  be  regarded  by  the  atatnte  aa 
au  Improvement  in  an  art  or  manafaotnre.    'Anttreek  v.  JImI,  466. 
&.  The  only  field  of  imvention  left  for  the  patent  to  oarer  waa  the  i^plleation  by 
tbe  old  and  familiar  arrsngemente  of  ahafta  and  eog-wbeela  of  (he  power  of 
an  anxfliary  engine  to  a  eapatao  Inatead  of  a  wtudU«.    It  U  plain  Uwt  no 
•nofa  ingenaity  ai  merited  the  lasne  of  a  patent  was  reqniied  for  thia  impror^' 
raent,  bnt  only  tbe  ordinary  J odgment  and  akill  of  a  trained  meehanlo.    *  Jfar- 
rii  «t  ol.  V.  MeUaUn  «1  oL,  478. 
NON-PATENTABIUTY.     BeeiNvMM^.^UealiM;  /)ifi«limA«Mta<w>ICMwd, 
«;  ?r«i>-/i>raBHoii,2;  PafmteMUly,  tf. 
1.  PROCBSS— F(nICnOHOBHOD■OrOPXBATIOHO^MACHII^tI»>TpATU(TABI.K.— 
A  function  Mmodeof  operatiou  of  a  machine  i*  not  patmtable  apart  fh>m  the 
machinery.    'Rtof  v.  Bmfpiar  tt  si.,  t&3. 

5.  A  lonTer  coDaiatingof  alantlng  elate  and  a  tetionlated  aoieen,  both  being  old  aa 

vindow-cnveringe,  there  wonid  not  appear  to  be  any  patentable  iaventiMi  in 
putting  the  two  to  naeH  together  for  which  each  waa  before  well  kuown  aep- 
arately.  Neither  opanttca  any  differently  or  tioeampliahea  any  reanlt  in  omt- 
nectioD  with  the  other  different  from  what  it  would  if  the  other  were  tiM 
tberv.  They  appear  to  form  a  mere  aggrc^tioo  and  not  a  patentable  oou- 
binalion.  'Hagm  v.  BicMhaafi,  41S. 
St.  The  addition  of  flangea  to  the  gntters  foratlffooing  them  were  merely  nch  addi- 
tiona  aa  would  be  eupplied  by  good  workmonahip  when  needed.  They  weva 
not  new  for  that  iinrpoae,  and  the  nae  of  the  flange  ahape  for  attaching  (be 
tetionlated  covering  would  appear  to  be  very  obviona.    li. 

NOTABY  PUBLIC.    See  UatA  of  farmtor,  1. 

NOTICE  TO  THE  PUBLIC  OF  PATENTED  ABTICLE8. 

Every  one  is  bound  to  t^ke  notice  of  the  exlatanee  of  a  patent  and  of  tbe  rigfati 
of  parties  under  ir.  Like  tbe  record  of  a  deed  to  real  eetata,  the  raeoid  of  a 
patent  at  Waahington  ia  notice  thereof  to  all  the  world.  'JfaWM«l  CW- 
Brcka  5toe  Onitpaay  v.   Ttrr»  B»»U  Car  mni  JfatHf/ioofBriay  Comf»j  tt  A, 

aw. 

NOVELTY.    See  JAMi-ZMmfiwi. 
OATH  OF  INVENTOR. 
1.  Oath— Sncnoir  4999  HitneKD  Statutes  Cokbtkuxd.— Sectien  48M  Beviaed 
Statutea  doea  not  author]  le  an  applicant  who  ia  a  reaident  of  a  foreign  oone- 
try  to  make  oath  to  hla  application  before  any  officer  other  than  thoae  daaig- 
natetl  in  eaid  aeotlon.     They  are  "any  miniater,  tAargd  Saf^rm,  oonanl,  or 
commercial  agent  holdlog  comroiMion  under  the  Oovernuient  of  tbe  United 
Statea,  or  any  notary  public  of  tbe  foreigu  coontty  iu  which  the  applicant 
may  be."    Sxpartn  Grvim  and  Sekumann,  S, 
V.  Samk — AuTriOMTY  TO  ADHiNiaTBR  Oathb  Debivku  from  UNriKD  8TATX8  Stat- 
ITK  Aliine.— Such  de«i|inated  offlciaU,  iu  adminiatering  the  oath,  act  by  vir- 
tue of  the  authority  conferred  by  the  statute  of  tlie  United  Statea,  and  not  by 
virtue  of  any  power  or  anthojity  couferred  by  the  foreign  QovemmenL     U, 
3.  Same— OrFicRit  not  Autiioiiizkd.— An  oath  taken  before  a  Jndge  of  the  royal 
PruMlan  court  ia  not  sufficient.     Id. 
OBJECTIONS.     See  Hill  ia  Eq»Uf ;  Coiufruftoa  of  Spt^eaHom  a»i  Potaafa,  i. 
OFFICE  OP  THE  CLAIMS.    6^  Claim,,  i ;  ^M^floBlUtnt. 


IHDBX.  688 

OFFICE  OF  THE  SPECIFICATION.    8m  «/m«ImI(mm. 

OFFICERS  OF  A  CORPORATION.    8m  ZMtUtt;  AtHm  ^FrMtu. 

OFFICIAL  RECORD.    Bm  NMm  to  tke  P»UUi  ^  PmtmUi  drUelm. 

OLD  DEVICES.    Bm  IT^FmtmiUhlUt,  3,  3. 

OLD  ELEMENTS.    8m  JalMrallM,  S;  CmmMmMImm;  C^M»wMMtrCWM,S;  Cm. 

■<nM«M^4)MflMMM*>«4F«lMil*,  9,  10;  J«/Hb»i«m>.  IB;  InlmftHmf  Fmt- 

mt»;  ffM-ZMMltM,  S;  J^imUMWy,  ^4;  Rm^U, 
OLD  PROCESS.    8Mr;MrtnKliM4^4pMl|lMHM««MlF«lMto,  S. 
OHISSIONa    Sm  JuMilM  3>— n  M<  ■»<  Cf«fcM<,  3;  Bdumm,  2t. 
OPINION  OF  THE  EXAMINER.    8m  Avufltf  la  U*  PWmt  OJIcw,  1,  S. 
OWNESSBIP.    8m  Anm««*  ««d  Pr^t«,  13. 
PAROL  EVIDENCE.    8m  J^g  IVteb. 
PAJITUL  USE.     8m  CMtiriMitlM  of  8fMHfU»»aaM  and  Faiml»,9;  InMngomitt,  IS, 

90,87. 
PABnCULAR  PATENTS. 

1.  Bakrx— SoLDMiMG  Dkvicu.— Tbe  BeiMM  PMeot  No.  8,781,  gnuited  J11I7  1, 

18TV,  to  EdwMd  M.  Lang,  for  an  ImprorraMDt  In  Mldering  dariMi,  aa  M- 

■igneo  ot  Abal  Batkar,  eonatmml  and  held  to  ba  loTalld  aa  to  tha  flnt  thna 

claima  aod  not  to  be  infringed  aa  to  tb«  nmaining  ol^ma.    'JfoJfwnqr  »t  mL 

r.  MMory  tt  tL,  344. 
%  Bauhak— AiTAUTua  FOB  DsYuia  Saxd  akd  Oravki.— Patent  No.  121,746, 

gnwted  DMomber  IS,  1871,  to  Allen  H,  Baamati,  fat  an  appantoa  (<»  drrlng 

Band  and  grarol,  eonatrnad,  snatained,  and  beld  to  be  Infrlngad.    'BrmU^tt 

at.  r.  DmU  H  uL,  S19. 

3.  BiNo'i  Pat»it— Shou  fob  Cas-Bkaku— Conbtkuko  akd  LmmD.— In  thla 

Mat  It  waa  held  tbat  on  the  lecord  herein  elaiu  9  of  Letten  Patent  No.  40,166, 
grMited  to  Janna  Blnf,  Ootobar  6, 1863,  for  an  Improved  ahoe  for  ear-brake»— 
nanelj,  "The  oombfnatlonof  ahoe  A,  lole  B,  olevlaD,  and  bolt  Q,  the  wholA 
being  couatmetod  and  arranged  sabatantlally  as  apeolBed  " — doea  not  embody 
any  lateral  rooking  motion  in  the  ahoe  m  an  elanwnt  of  the  oombioatlon. 
*£afa  Skof  m4  jndtlfM  Soutktm  EaUvsr  Comp^Mf  v.  ValtoMl  Cmr-Brmk» 
BhM  C«mpmmg,  191, 

4.  Sams— iNFUVOumrr— CoMBiNATiOKB— HxcHANiCAL  Chahobs.— On  aoob  a 

eonatmetton,  there  waa  on  the  reoord  herein  pMantabtB  noreltf  in  laid  etabn, 
and  a  etmctnre  having  the  moib  foar  parte  In  oomblnation,  with  merely  for- 
mal, and  not  anbataDtial,  mechanical  differeocee,  iofringea  uid  claim.    *Ii, 

5.  BosTwiCK— SoLDBKiNO  Irons.— Beiuae  Letters  Patent  No.  S,466,  granted  Oc- 

tober 29, 1»78,  toE.  H.  Laug&  Co.,  m  aatlgQMof  Jabei  A.  Boitwiok,  foran 
Improrement  in  Mlderlng  devtcea,  beld  to  be  Invalid  as  to  the  flrat  claim  and 
not  to  b«  Infringed  m  to  the  other  claim.  'MeMarraf  U  al.  r.  Malhrg  tt  al., 
344. 

6.  BoarocK— -SswiMa-UACRiNit  TucK-CREAaxna— Lettbss  Patkkt  Noa.  64,404, 

80, 980, 81, 160, 117, 501.— Letten  Patent  No.  64,404,  iwned  May  7, 16B7,  and  No. 
80,960,  Iianad  July  98, 1866,  to  Edward  Boatook,  for  Improvementa  in  nwing- 
niachine  tack-creawr,  are  not  shown  to  want  patentable  norelty,  and  are 
Infringed  by  the  devicM  constrneted  noder  Letten  Pat«nt  No.  61,160,  iNued 
Angnat  18, 1868,  and  No.  117,501,  iwned  Hay  16, 18T6,  to  Henry  C.  Goodrich. 
'Bottock  T.  GoodrUli,  404. 

7.  Brown— CouPUMOB  fok  Cultivators. — The  flrst  olslui  of  Letters  Patent  No. 

190,dlG,  granted  to  William  P.  Brown,  Hay  1!>,  1977,  for  an  liuiirorenient  In 
conpKngs  for  cultivators,  exHiiilned,  sustained,  and  the  defendant  held  to  in- 
fringe.   TA*  BroN-N  ifaNn/dc'HrJRj  CaayMsyr.  Dwrv^  Co.,  380.  '-^' 
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PARTICULAR  PATKNT  8- Con  tinned. 

H.  Same— Same.— Tbtf  pbrati- ill  tliu  elaim  "agaiuittor  nith  tboireight  of  therear 
cultivators  ur  ploirs'*  KLoiild  not  be  rend,  oa  defendant  cooteiidE,  "  Bfjaiust 
and  n-itb  the  weight,"  &e.  There  h  no  iiucerlniuty  or  ftnibigiiity  in  thin 
claim.  Tbe  claim  is  coniprebennive  enough  to  cover  both  the  nmi  H  <by 
which  a  «priug-powEr  in  applifil;  and  ibe  arm  M'  (b;  ^hich  the  draft-power 
can  be  applied)  for  the  purposes  to  uhich  tbe  inventor  proposed  to  apply 
them.     'Id. 

9.  Saue— Same, — Tbe  fact  that  these  older  devices—Stover  of  l^fTO  and  Brown  o^ 
1872 — which  it  is  now  claimed  ivere  auscepiible  of  being  modified  b,<F  mere 
mechanical  sliill  into  a  machine  in  its  operation  and  effect  like  that  shown 
by  tlie  cnmplaiiiaut's  patent,  rested  without  any  auch  niudiGcatiou  until  the 
pretwnt  patent  was  prouin  Igated,  held  to  be  ([iiite  conclnaive  proof  that  it  re- 
quired Mnielbing  iiioi-e  tbitii  inert;  luechaiiical  ikiti  to  produce  what  ia shown 
is  this  pRteut,     'Id, 

10.  SAME-i^AMK.- LetUra  Patent  So.  190,816,  granted  May  lb.  \t?17,  to  William  P. 

Brown,  for  an  improvement  in  couplings  for  cultivatore,  conatmcd,  and  the 
decision  in  Bmen  ManvfacturiHg  Compaug  v.  Drrre  ^  Co.  (38  O.  G.,  1187)  ap- 
plied thereto  in  ko  fai  aa  relalvatn  the  timt  claim,  and  defendant  held  to  in- 
fringe il  and  also  the  second  claim.  'TitBrotcK  ^a*iiif<Kltri»g  CvmptnsT, 
B.  D.  B»/ori  <f-  Co.,  385. 

11.  Same—Same.— Defendant's  bracket,  tLougb  castuponandaaapart  of  tbe  pipe- 

box  or  conpiiug,  held  in  every  ptirticniar  to  take  the  place  of  and  be  lite 
eqnivalentof  theatirrap  O  shown  in  complainant's  patent.     */d. 

12.  Same— Same.— So  also  the  projecting  arm  of  iho  defendant's  pipe-box,  thongb 

made  tteparately  nnd  Ibeu  rigidly  iillacbed  thereto,  is  in  all  euratial  func- 
tions but  the  projection  n  of  tliecompliiiuant's  pnt^nt.     'Id. 

13.  Blix— AfPAKATus  FOR  Cleaning  Pki vies— Claims  1  and  :(  Drci-aRxd  In- 

valid FOK  KM.ARr.BMBNT.— ClaimH  1  and  3  of  Buiwiie  Letters  Patent  Ko. 
6,963,  granted  to  Lewis  R.  Kciier,  February  89,  1B76,  for  un  improvement  in 
apparatus  for  cleaning  privies,  tbe  nrigiii.tl  Patent  No.  115,565  having  l>een 
granted  Jnne  6,  1871,  to  Hetirj-  C.  Bull  and  Joseph  -M.  Lowenstein,  on  the  in- 
vention of  said  Bull,  and  tb»  application  foi-  tbe  reissue  having  been  filed 
January  11,  11576 — namely,  "  1,  A  privy-vault  cleaning  apparatus  conatsting 
of  an  air-pump,  a  deodorizer,  and  suirnble  tubular  connections,  in  combiua- 
tiou  with  an  indepeudeutly  movable  receiving-cask  having  an  induction  paa- 
sage  or  opening,  and  alao  an  air-iipeiiing  for  cunuectiuu  with  the  air-pump, 
and  provided  with  ticreiv- necks  at  each  opening  for  receiving  sealing  caiw  or 
covers,  substantially  as  described,  whereby  tbe  movable  cask  may  be  located 
in  any  desired  poHitiuu  with  relation  to  the  vault  and  privy,  and  the  pump 
and  deodorizer  localod  in  any  desired  position  wjthrelation  to  the  vault,  privy, 
and  cask,  and  alHu  n  hereby  the  cawks,  when  tilled,  inny  be  hanilled  as  is  usual 
with  filled  cBsk.a,  as  set  forth ;  X  The  combination,  with  a  portable  night-Boil 
cask,  of  afloat-valve  located  at  tbe  air-paHflBg*!  substautially  as  described, 
whereby  the  fluid  mutter  is  prevented  from  entering  tbe  air-passage  and  clog, 
gii'g  ibe  NUctiiui  air-pijie  and  pump,  as  set  forth"— are  invalid,  because  they 
are  for  inventions  not  indicated  in  the  original  patent  as  inventions,  being  for 
sub-combinaliuns  In  cimbinations  claimed  in  the  original,  and  were  made  for 
the  piirpow'  of  coverin-r  feai!ir>-ft  dewribed  in  patents  issued  to  others  during 
tbe  interval  bi-Iwcen  the  granting  of  the  original  nrid  the  application  for  tbe 
rtisfiie.  Those  fealurtiH  are  contained  in  the  defendant's  apparatus,  and  that 
ttpparlus  does  not.  infriiiftf  any  claim  in  llie  original  patent.  'Cltmtuht. 
Odorlen  Eii^raUiii/  Appaiiilua  Compang.  6fi. 
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14.  Bckdktt—Ricku-Ohg&nb— Claim  1  Constrdbd  and  Definkd.— Claim  1  of 

LeiteTR  Pateut  No.  HT,241,  granted  Pebmary  23,  1669,  to  Eil«y  Bur^^tt,  as  in- 
venlor,  for  aeventeeii  yeara  trom  AiiK">^  ^'  '^'^i  foraniraproTemmitiu  reed- 
orgMis~aanit!ly,  "The  urTaDgemeat,  In  a  reeil  musical  initrnmeot,  of  the 
reed-board  A,  liaviDg  the  diapaaou  ^t  a  and  its  octave  oel  b  and  the  addi- 
tional vet  If  exiendiag  from  abont  at  tenor  P  upward  throii)[h  tbe  scale,  sub- 
staDtiallj  as  aud  to  the  etfeot  tiet  furth  "— dettucd  and  couetrned.  '£$t«s  «t 
al.  V.  ISnrdftt,  9n. 

15.  S AMR— Anticipation. — A  T««d-board  ivith  two  sets  of  reeds  aod  a  third  partial 

set  nas  made  aud  pat  ioto  au  orgsu  by  oue  Daytou  prior  to  tbe  iuvenlion  of 
Burdelt,  and,  snch  orgau  tteing  put  in  evideace,  it  nae  held  that  the  alleged 
infriugiDg  organs  contained  uotbiug  which,  so  lac  as  said  claim  1  was  cod- 
oeined,  was  uot  found  in  siicb  priur  organ.     'Id. 

16.  Same — Claim  i  Cosstk^rd— Anticipation— N  on -Invention. — Aa  to  claim  2 

— namely,  "  Tbe  rerd'board  A  and  foundation-board  G,  conBtnicleil  with  the 
coDtcacted  valTe-openings  D  P  P,  aud  the  reeds  Hrranged  in  relation  thereto, 
all  in  the  manner  described"— it  was  held  that,  in  Tiew  of  the  state  of  tbe 
art,  there  was  no  iuvcotion  in  making  the  length  and  size  of  tbe  ralve-open- 
lug  greater  or  less  iu  a  reed-board  of  a  given  width,  or  where  the  reed-boud 
waa  made  wider  or  narrower,  or  had  more  or  less  sets  of  reeds  in  it,  either 
full  or  partial ;  aud  that  tbe  vibratiug  ends  of  tbe  lowest  and  longest  reeds 
in  each  prior  orgsn  were  as  near  together  as  tbey  were  In  the  reed-boaids  of 
the  alleged  Infringing  organs.  On  these  views  a  decree  was  entered  in  iavoi 
of  the  defendant,     'Id. 

17.  Bt;BaEY'e  Cooiuko-Stotk  Patekts— Fibst  Pouh  Cuims  of  Second  Reisjjux 

COKSTRUBD  AMD  LiMtTID.- Tbe  Urat  four  claims  of  Keissne  Letters  Patent 
No.  3,ei5,  granted  to  Esek  Bassey'and  Charles  A.  McLeud,  Pebmar;  1,  1«70, 
for  a  cookiag-stove,  the  original  patent,  No.  5(i,&%,  having  been  granted 
to  said  Bnssey,  aa  inventor,  July  -J4,  18tii>,  and  reiasiied  to  him,  as  Ko.  3,64», 
September  28,  1869— namely,  "  1.  A  diving-Hae  cooking-stove  with  tbe  eiit- 
flue  so  oonatrncted  as  to  iuctose  uu  tbe  sides  and  bottom  the  culinary  boiler 
or  hot-water  reservoir  B  ;  a.  A  diviug-lioe  cookiog-stove  with  the  exit-flue 
constrneted  across  the  bottom  and  up  the  rear  nprigbt  siile  of  the  culinary 
boiler  or  hot- water  reservoir  B;  3.  Adivin£-flne  cooking-stove  constructed 
with  an  exit-passage,  Y,  below  the  top  of  tbe  oveu,  aud  an  exit-flue,  E  E',  in 
combination  with  an  nucased  reservoir,  B,  attached  to  the  rear  of  the  stove, 
and  placed  Just  aliove  such  exit-pastage,  and  so  nrmaged  that  the  gases  of 
combustion,  in  passing  tbiongh  snch  exit-flue,  will  impinge  upon  or  come  in 
dbrect  contact  with  said  reservoir,  substantially  aa  and  for  the  purposes  here- 
inbefore speclded  j  4,  An  eiit-pasHage,  P,  constructed  iu  the  rear  of  a  diving- 
flue  cooking-stove  and  below  tbe  top  of  the  nven,  in  coinbination  with  an 
uncased  reeetvoir,  B,  attached  to  tlif  rent  of  the  stove,  tbe  bottom  of  which 
reservoir  is  also  below  the  top  of  tbe  oven,  and  so  nrrauged  (hat  the  gases  of 
combnstionwjil  come  in  contact  with  and  hent  such  rewrvoir  by  a  direct  draft 
from  the  tlr«-box  to  thesmok«-pipe''''are  limited  to  a  struct  are  in  which  tbe 
front  of  the  reservoir  has  no  nir-spaee  in  front  of  it,  and  iu  which  the  exit- 
flne  does  not)  expand  into  a  cbauibf  r  at  the  bottom  of  the  r^iservoir,  and  in 
wbioh-tbe  vertical  part  of  tbe  exit- tine  does  uot  pass  np  through  the  reser- 
voir. 'Butteg  el  al.  v.  £j-ce?*far  Hanu/ndHi-iiig  CompaHj),  102. 
J8,  Same— Not  Infrixokd,— Hphcb  those  claims  are  not  infringed  by  a  stove  in 
which,  although  there  an-  three  flues,  and  an  exit-passage  below  tbe  top  of 
the  oven,  and  a  resen'oir  thr  bottom  of  which  is  be liiw  tbe  top  of  the  oven, 
no  part  of  the  rcur  end  vertical  plate  is  removed,  so  as  to  allow  the  gases  of 
cnmbuMioLt  to  come  into  direct  contact  with  tbe  front  of  tberrservoir.  noria 
any  each  ptate  employed  uu  the  plate  ii'  ic  of  tbe  patent,  but  there  is  a  dead- 
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■IripMe  botw—B  tho  i>m  ptoto  of  tba  Aim  and  th>  ftowt  of  th>  tawrrolt,  — < 
tha  •xlt-duH  1*  not  ft  Buiow  one,  oMriad  mho*  tbs  mlddla  of  Uw  bottmn  of 
Qm  rwBfTotr,  h  In  the  pstent,  but  tbo  prodnote  of  oombuttion,  on  laaTing  tbe 
flno-tpaeo,  paM  Into  *  ehuuba  bei)«*th  tlio  nwrvoir,  tbo  an*  of  whleh  to 
ooextwudre  irith  tbo  antln  wufaee  of  tbe  bottom  of  tbe  leeerroir,  mm!  tb» 
Tortlol  piwege  ont  of  eoeb  ehftailMt  tonot  oneonteideof  theioH  of  tbareft- 
errolr,  but  ia  oae  in  and  thiongb  tbe  body  of  tbe  reeervoli,  and  ranoTkble 
with  it.  '14. 
19.  CmURT—CAiTB  FOB  TKAKtPOKTATioa  OF  CxmAM.— Letten  Pstent  N».  80,814, 
gnDted  to  Juba  Q.  CbMTy,  I>DeaBibar  83, 18W,  niMMd  July  U^  IBBl,  No, 
9,ni,  for  improTeineut  in  bmw  fi>r  tb*  tmuportaUon  of  oteHu,  b«d  boon  kn- 
tlolpated,  And  beiioe  tbeie  wm  no  lutHngementbr  8w*b.  'Cttrrjf  r.  Bmat  « 
el.,  3Ue. 

90.  CitWBT  AMD  Kuxooo— ICAOHims  fob  Fulums  ass  Kofflimo.— Letten 

Patent  No.  37,033,  gntited  Daeember  9,  ISM,  to  C.  0.  Craab;  and  Hmir  Kal< 
lagg,  tbranlmpioreniaininmaobiDeefor  frillingandinflUnf,  oona(nMd,aBd 
tbe  aaeoiMl  and  fbnith  claim*  bold  to  ba  inlHngad  by  defbiidBBta'  mmhtwti 
'IMlt  T.  CI^Ha  *l «!.,  4S0. 

91.  DOTLS— Holds roRHAKDiaCoiiBiiraDlxaOTS OF StxklaitdIbom.— See  JUl*t- 

wortk. 

99.  Eaqlbtok— jAPAir!(KD  FoBVTnnw-BPBiiiofl.— Letten  Patoit  No.  199,001, 
grantrd  to  tfaa  Eagleton  )l«iQAetnrlii]t  Cot^aoy,  Daoambar  U,  1871,  for  an 
impioTemeat  In  Japanned  nimitiu*4priBga,  aa  Uw  alleged  famatlaii  of  J.  J. 
EaglrtoD,  held  to  be  invalid,  and  tba  firiloirlngpoliiteniled:  («)  TIm  patent 
iafor  ateel  faniltnre-*t>ringa.pioteeted  by^pan.and  tempered  by  tbe  beat 
need  in  bakiagon  thejapan.  (1)  Soeh  aprinKa, ao  protaetedand  tempaied, 
wore  known  and  need  by  variona  peraou  named  in  the  anawer,  before  tbe 
date  of  the  patent,  (o)  The  ^eolSeation  wbieh  aeeoipaiited  the  orictnal 
applloatlon  by  Eaglelun,  Jnly  ft,  186H,  did  not  ant  forth  the  dtaeoreiy  tbst 
moderate  heat,  anob  »•  nwy  be  applied  in  JapMintng,  will  impart  temper  t* 
the  ipringi,  but  aat  forth  merely  the  prateotlon  of  tbe  fringe  by  japan,  (d) 
Not  only  doea  the  eTidenoe  fail  to  ahow  that  Eaffleton,  who  died  in  Febnaiy. 
WO,  In  fact  made  and  naed,  prior  to  anob  other  peraona,  the  Inrentlou  eorefed 
by  tliB  patent  as  iwned,  but  It  abowa  that  be  did  not,  and  that  probably  It 
neTer  oame  to  his  knowledge  while  be  llTad.  («)  Japwudng  by  itaalf  wm 
not  patentable,  and  Kagleton,  in  the  ^eeifloation  whieb  be  aigttad  and  awora 
to,  didnotdeaoribeanymodeofjapangingirhioh  would  temper  or  atnugUiaB 
tbe  ateel,  and  did  not  even  mention  that  the  itupvx  waa  to  be  applied  wiUi 
heat,  and  it  now  appear*  that  the  temper  and  attength  are  pradneed  by 
the  heat  altogether,  and  not  at  all  by  tbe  Japan.  (/)  The  only  Invaati^m 
to  which  the  applioation  and  oath  of  Eagleton  wen  mftnble  waa  that  c< 
mwelj  J^tanning  ateel  fnmltnre-apringa ;  the  aothority  given  to  bla  attomaya 
waa  only  to  amend  that  applioation,  and  ended  at  Ua  death ;  the  anend- 
menta  made  were  not  mere  ampliSeallon*  of  what  had  be«i  in  the  applio*- 
tion  liefuie ;  the  patent  waa  granted  upon  tliem  wlthoat  any  new  oath  by 
tbe  admtniatratrix,  and  tfala  defense  la  not  required  by  etatnta  U  be  apeeifi- 
cally  act  forth  in  the  answer,  and  can  be  availed  of  ondwthe  {aaneaiaiaed  by 
the  pivadinga,  aa  showing  that  the  plaintiff  baa  no  valid  patent.  'EafMon 
Mttnujaeturing  Cowpaiiji  v,  Wnt,  BraHeg  if  Cory  JVani^actariaf  Ca»p— y  tl 
«(.,  961. 

93.  Earlk— Eoo-Beatbrs.— Reiaaue  Letten  Patent  No.  6,543,  granted  Jnly  13,  ISTS, 
to  Timothy  Ularle,  for  an  improvement  in  egg-beatera,  eleven  yeara  after  the 
grant  of  the  original  patent,  »nd  with  a  broulur  claim  than  tbe  latter,  held 
to  lie  invalid.     'Tunfr  f  Segmottr  .l/aaa/dclartaj  Vomfang  v.  thr*t  glawpiay 
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M.  EvBixn— DKTXuiuraNO  the  Obade  of  Lubucathhi  Oil.— L«tt«M  P»tMit 

Ka.  174,N)8,  granted  HMdi 7, 187S,  to  H.  B.  ET«T«rt,«Mtaliwd.  •E»t>-mlr- 
Tht  Bt^&  £«MMiH>f  OU  CMvoay  ILtmUti),  3T6. 

K.  FoKKCBOOK— Homr-FBAMBB.— Letten  Patent  No.  S43,fi74,  gnntod  Judb  118, 
IBHl,  to  JuBM  Fomoioak,  for  an  ImproTemait  In  aBOlional  htmvj-ttamM,  oon- 
•tnwd  BBd  deelaMd  Invalid,  tba  deviw  oorered  by  the  eUim  having  boon  on 
•at«  tot  aiora  than  two  joan  bofcn  tbo  patontoe  filed  Us  ^plioatlon ;  alao 
antiolpated  b?  Lettan  Patent  Ho.  UT,473.    'F«ru4>root  t.  JToot,  456. 

M.  Qwomam— Box-Tom  roB  Boom  mxd  8B0na.— LetUn  Patoot  No.  S6,8M,  giantod 
to  H.  W.  O«org«,  Oatobar  19, 1MB,  for  an  inprovametit  In  box-tooa  for  boote 
and  iboea,  aotlolpatod  by  Lotma  PaUart  No.  6B,WI,  granted  to  Alfred  B. 
Elr,  September  94,  lfM7.    'Trim  r.  SkMHrtt  at.,  16i>. 

37.  aBKBK— Dnivui  Wiu_— Patent  No.  73,486,  Jaanaiy  14, 1888,  and  Kalaaae  No. 
iiSm,  Haj-  9, 1871,  granted  to  Nelaon  W.  Oreeu,  eunatmed,  oonpoiad,  and  tba 
roiaane  held  to  oovar  an  Invention  dlfltoent  from  that  anbraeed  in  the  <mgi- 
nal  patent,  au<l  te  be  therefore  void.     * Jadmn  rt  ml.  v.  Bvttf,  M9. 

M.  aAHK— AvnciPATiON.— It  being  tme  that  in  IB49  and  18B0  irelli  wen  driven  at 
Htlwankeo  bf  a  proooM  not  diatingaiahable  from  that  devlaod  by  the  paten- 
tee in  ISei,  and  theao  wolU  were  driven, not  a»moreexperlnMnta,nor  for  the 
pnrpoeo  of  eaUbltloB,  bnt  for  pnbllc  and  oontfnnoM  nee.  It  la  held  that  the 
defenMof  want  of  novelty  la  aDBteined.    *U. 

W.  CUTxa— SxTUOHT  TDKRsra  amd  CoitaHVATOKua.— na  aeeond  and  third 
olaima  of  Baiaane  No.  S,fl80,  grantwl  April  S»,  liTV,  to  George  Bayaa,  ftff  an 
iuproTeoHtBt  in  Bkylightt  and  oonaervatoriea,  oonstmed,  anatainod,  and  hold 
to  be  infringed  by  defendant.    'JTayM  v.  BMtMoapt,  413. 

ao.  Hicks— Hon.-  Latter*  Patent  Na  ie9,8»),  granted  April  3, 18n,  to  O.  H.  Hicka, 
for  an  Improvement  In  linea,oanaidereil.    *Coei  v.  5naAi*ly  IM  Cmpaajr,  ISO. 

31.  HiCKi— HAOairrraQ  Tbkbhometkbs.— Beiwiad  Lettera  Patent  No.  10,189, 

granted  Angiut  99,  lt98S,  to  Jamea  Joaeph  Hteka,  aMlgnea  of  Lnlgi  Peroni, 
for  a  magnll^ing  tbermoaiater,  the  prlaoipla  of  whlah  la  the  plaelng  of  the 
bore  of  the  ttaermoaMter  In  rear  of  or  beyond  a  magnifying  anrve  or  anrfiMe 
throngh  whieh  the  bore  ia  to  be  vtewed,  declared  valid,  'fllefa  v.  Otto  tt 
•L,  40S. 

32.  HULMK81.XD  BooMn—EutcTBic  LutiKO  FOR  8afu.— Patent  No.  190,874,  granted 

to  Edwin  Holme*  and  Henry  C.  Boome,  November  14, 1871,  aonatmed  to  be 
for  an  electrical  covering  fitting  the  ontaide  of  aafta,  ae  diatlngniahed  from 
an  eleetrioal  protectloa  applied  to  honse*  and  other  bnlldinga  and  te  rooma. 
The  patent  anatalued  and  a  preliminary  Iqjnnotion  granted.  *f  alaMt  EUctric 
FrotmHra  Con^oay  v.  Jfaft-epoiKaa  BurfUr  JUrm  Cam^mng,  387. 

33.  Ilunoworth— HoLDsroHlNQOTB.— I^ttersPatflotNo.  106,700, graatad Angoat 

17, 1B7S,  to  John  Xllingworth,  and  No.  99,299,  granted  Fabmaiy  1,  1870,  to 
Patrick  Doyle,  for  molds  for  iagote,  constnird,  anatalned,  and  held  to  be  in- 
fringed by  machine*  aaed  nader  Lattrra  Patent  No.  340,T:i7,  granted  April  96, 
1081,  to  dpaulding  si  af.,  a*  aaaigpeei  of  Alft^  E.  Jouea.  'DtgU  v.  Spaitldtaf 
elal.,iei. 

34.  Irwin— LANTXRira.— Patents  No*.  47,551  and  50,591,  granted,  reapMtlvelj,  May 

9  and  October  84,  in65,  to  John  H.  Irwin,  for  improveniento  in  laotema,  eon- 
■tmeit.     ^Jiaau  v.  H»tm-d  et  al.,  IIT. 

35.  jKMXiNa— Snu-CuMiKO  Fa  ucbts. -Letter*  patwit  granted  to  Nathaniel  Jea- 

kin*,  Jnne  97,  liM6,  for  an  Imptovemetat  in  ielf.oIaatng  Eaooeta,  oonatrned. 
■Zne  «t  «1.  V.  80/g,  113. 

36.  Sami— CONanuxD  and  Limited.— In  view  of  the  fact  that  certain  meohanloal 

eqnivalenU  of  a  device  elalmed  were  previonaly  oaed,  the  patent  wa*  con- 
atmed  to  cover  only  the  apeclHe  device  mentioned  in  the  claim.    *Ii. 


588  im)GX. 

PARTICITLAE  PATENTS— C  out  in  UPtl. 

37.  Lloyd — PuuDLixo-FuR^fACES.— Liitt<;rit  Pat«Dt  No.  rJ5,tt50,  i^uled  Felira&ry 
It,  IBT-i,  to  £.  Lloyd,  for  nn  improvement  in  pudilling- furnaces,  construetl 
and  sustnined,  bot  beld  not  tu  be  infringed  liy  the  defeiidAnM.  'Llogd  r. 
Miller  tt  al.,  lt>5. 

36.  Ltman — TkaphforExbaubt-Stram  Pipes.— Lett«nPal?Dt  No.  170,&Sl,  granleil 
July  4,  1076,  to  Wilfrad  C.  LyiUHO,  for  au  improvement  in  traps  for  eihauet- 
dtesm  piiieo,  unnstrued,  sod  held  iiot  t«  be  infringed  by  a  oou(lrDaer-bea<1 
hitviiig  nu  enlarged  drain-pipe  instead  of  a  haod-hole,  and  not  baving  inside 
oonea  with  turned  rimB  or  edges.     'Lynaa  v.  ilagpoUet  al.,Xi3, 

39.  Hatthewu— Sooa-Watur  Fountains.— The  ilrat  three  olaims  of  Beissae  No. 

0,634,  granted  Aiigost  5,  1879,  to  John  Matthews,  for  a  soda-water  fonntain, 
couHtrui-tl  and  bold  to  lie  broader  than  the  original  cinirna,  and  tbe  reissuo 
Dot  having  been  applied  for  iiutil  seven  yean  after  the  original  patent  waa 
granted,  is  controlted  by  tbe  ruling*  in  Miller  v .  Bridgeport  Brau  CoMpaitg 
(21  O.  a.,S01),  Jameiv.  Campbell  {U.,:i37),  &e.,  and  adjudged  to  be  invalid. 
'Matiheui  tt  at.  v.  7Jk(  Iron-ClaA  Mmnifaetitr\ng  CompaRy,  443. 

40.  MATTKttWS— Soda-Watkr  Apparatus.— Claim  1  of  Keiasue  No.  8,«I7,  granted 

August  5, 1H79,  to  John  Matthews,  for  a  soda-water  apparatus,  eonstrutd,  and 
the  combination  covered  thereby  held  to  have  been  on  nale  in  the  United 
States  for  more  than  two  years  before  the  flliug  of  the  application  for  the 
original  patent.     "Id. 

41.  Mattkkws— VsasBLs  for  Containino  Oases  aub  Liquids  ukdrr  Prushrb.— 

The  first  four  claimi  of  Pat«nt  Ku.  159,433.  granted  Febrnacy  %  1S75,  to  John 
Matthows,  for  a  veael  for  containing  gaaea  and  liquids  nnder  preasure,  betd 
not  to  b«  inft'inged  by  defundant'i  device ;  also  Htli  tbM  if  claim  5  ia  not  lo 
br  conllned  to  re-enforcing  n-oahers  applied  to  tlic  end  of  iinch  a  lamel* 
lar  vosael  as  the  speoilicatiou  tlescribes.  tbe  state  of  tbe  art  is  shown  to  he 
such  that  there  was  no  iuventiou  iu  applying  a  re-euforcing  washer  to  an 
aperature  sncb  as  the  <lefendant'«  at  tbe  time  Mattlieu'i  made  bis 
Aside  from  this,  the  exlenaive  use  which  Haltbews  made  of  bis 
mure  tban  two  years  before  lie  tiled  his  appllealion,  iu  bis  regular  business  of 
mannfncturingfoontJtisn  withtb^nptTature-hendrp-cnforcedliTwashera,  can- 
not be  reganled  us  an  i^speriniKntiil  use.  '  !d. 
Ai.  Uatthkws- Fiii.'NTAiN  roR  CitNTAiNi.io  Abratf.d  Bkvekaoes, — The  claims 
of  Patent  No.  17il,5d«l,  granted  July  4.  l«7b',  to  John  Matthews,  for  fountains 
for  containing  aeraird  beverages,  r.\aniiii>-d.  and  cliiiin  1  beld  not  to  be  in- 
fringed, and  claim  'i  lii'ld  to  Ihs  invalid,  in  viow  of  the  slate  of  the  art.     ' U. 

43.  McMiLLiN— Appi.yisi!    Stf.am-Fowkr  to  tiik  Capstans  of   Steamboats.— 

LeltKrs  Piitenl  Nt.  (^f.iHr.  eX^mv-A  April  Ifi,  TM37,  to  John  S.  McMillin,  for  an 
improve  IMC  lit  in  apjilying  <it<-nm-pi>wer  10  th<!  (':ipi<tnns  of  3tPanilii>atH  and 
olhiT  craft,  declared  vnid  for  nuMt  of  p:»pijuble  invi'ntion,     'M'lrrit  it  at.  v 

44.  MiLi.HiAN— Skkkt-Mktal  Vesbeij*.— Letlprs  Patent  JTo.  189,ii0.  graoteil  April 

3,  lf<77,  to  Henry  I'.  Milligan.  for  an  improvement  in  sheel-mctai  vcsnelH  for 
cnliiiiiry  piitpiisc's.  lir'tiiirrd  void.  ' Miliga»  v.  Lalaavt  •!■  Grrwjean  Afuniifact- 
nrinji  Compatiii,  41(1. 

45.  M  UNI' y—Fkicti()s -Drum.— Rei««iie  I.e tiers  PatPiit  No.  9,^*89,  gruntetl  July  13, 

Iv^,  to  Joseph  H.  Mundy,  fur  nn  improvement  in  rriction-drum)',  conatriied 
and  beld  to  cover  a  novel  and  pateutaldu  invuntiou.  'M»<ids  v.  Lidi/erKooi 
Atannfaclariiig  Cimpaay,  Si£l. 

46.  NATir>M  A.vo  Littlb— Ci>okino-Stove— Patkn't  No.  14-2,933  Viiid  pi.r  Want 

OP  Novelty.- Theclnimofl^tiorsPatcntNo.  14^,93-t,  granted  to  David  H. 
Nation  and  Ezekiel  C.  Little,  an  inventors,  September  16, 1873,  for  an  Impmve- 
mcut  in  reservoir  cook ing-stove»— namely,  "1.  The  combination,  with  the 
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back-plmte  I  of  the  cooking-store  A,  of  the  reservoir  C,  arran^d  on  a  inpport 
fttMat  mtdwny  between  tbe  top  nnd  bottom  plHtes  of  the  Btove,  and  the  air- 
ohambert,  betweeu  tlie  stove -back  and  reservoir- front,  open  at  the  top,  sod 
eominuiiicatJiig  vritli  thenir  in  the  room,  au  list auti ally  ssand  for  the  pnrpoeei 
evt  forth;  2.  The  combiuatixn.  with  tbe  atove  A  and  reservoir  C,  of  th« 
Rmall  opeuiog  a,  the  sheet^flue  G  aader  the  entire  iMttooi  of  the  reservoir, 
and  the  miall  exit  paaeage  or  pii>e  E,  all  ■nbatantiall.v  bh  and  for  the  pnrpoNa 
herein  set  forth  " — are  void  for  want  of  novelt}',  'BaMen  el  al.  v.  Ercthior 
MaHi^faeturiwg  Cowpaiiy,  lOll. 

47.  NiTioM  AND  Little— Coo Ki»o-STOVE—PATE»fT  No.  149,934  Void  por  Want 

OF  NOVKLTY.— The  claimB  of  Letters  PatentNo.  143,934,  granted  to  David  H. 
Nation  and  Eaekiel  C.  Little,  September  16,  IHTi.  for  au  iniprovenient  in  res- 
ervoir cook  iiig-Htovos— namely,  "1.  The  di-tachabte  haae-pan  or  tliio-shell 
D,  attached  tn  the  liody  at  a  point  near  ttie  ceiitnr  of  the  back-p1ate  of  the 
Btovo,  by  means  of  hooks  a  a,  c»«t  on  tbe  base-pan,  and  pins  t  J  on  the  ntove- 
body,  snlntantiaMy  for  tlie  piirposea  herein  set  forth  ;  2.  The  portable  reaer- 
voir  F,  with  the  flue  £  in  the  rear  vide,  in  combination  niih  tbe  poKable 
ba«e-pau  or  Hne-ahcll  D,  siihMaotlally  as  and  for  tlie  pnrpones  herein  set 
forth;  3.  The  combination,  with  a  three-flne  9t«ve  having  damper  H,  u- 
ranged  aa  deseribed,  of  the  portable  base-pan  or  flne-shell  D  and  warming- 
closet  O,  alt  (tnbatantially  ao  and  for  the  purposes  herein  set  forth  " — are  void 
for  want  of  novelly.     'Id. 

48.  Same- NOM-IsvB>-noN— Oi.D  Devicks,— There  waa  no  invention  in  claim  1  in 

nsiu);,  to  attach  tbe  ba:40'pau,  nn  ohl  mode  naed  in  at  Caching  other  projectiog 
parts  of  the  atove.     'Id. 
4il.  Sauk— Same— Alio BKO ATI O.V.— CI aiuiH  2  and  3  are  uier«ly  for  aggregations  of 
porta  and  not  for  patentable  lujuibinatioDS.     'Id. 

50.  Newbury— TiUK-LoCK.— Letters  Patent  No.  262,094,  granted  August  1,  li^, 

to  Henry  F.  Nen-bury,  for  au  iiniirovement  in  tima-locks,  construed  and  held 
not  to  be  infringed.     'Nmnburji  el  al.  v.  Mottman,  401. 

51.  NoKEi. — GxrLostvp,   COMiiiL'sn. — Rfiasut^   Letterti  Palcnt  No.  10,'JCT,  iasued 

January  9,  Lri83.  ii|>oii  tbe  application  of  Altred  N'oliel.  to  the  Giant  Powder 
Company,  IIS  iMsignee,  for  au  improvement  iue\ploiti\'i>i:om|ioutids,  examined 
and  HRstuiued.  '  The  GioMl  PotrtUr  Company  v.  Jilt  Safelg  Xiliti-I'oirder  Com- 
lioHget  al„  V'l. 

52.  OdklI-— RliLl,Kll-Mll.l.s.— Tbe  ttrst  claim  of  Reissnc  Lefers  Pafint  No.  10,l;», 

granted  to  couiptainnnt  Odell,  Jnna  22,  ISC-i,  (ar  au  improvi'infut  in  roller- 
miUn  for  crashing  or  grinding  grain,  middlings,  and  other  mali'tial,  held  to 
l>e  invalid  ;  the  second  and  fourth  claims  susiained,  Complainnnta  required 
to  file  a  disclaimer  of  the  Knit  claim  boforc  di'cree,  and  the  decree  for  an  in- 
junction  and  account  to  l*e  without  coots.  'Odtllelal.  v.  Stout  tt  al.,  Kl. 
55.  Pimtlis— Tool.  FOR  Attaching  Shebt-Mktal  MoiDiN'aa.—Lettera  Patent  No. 
n'',4G3,  to  Gi-orite  M.  Petera,  June  G,  1S7C,  construed.  Tel^ii  v.  The  Jcfitw 
MaHHfaclHriag  CniRpnBH,  378. 

54.  Claims  1  and  2,  relating  lo  shdath  for  supporting  moldings  while  being  forced 

on  ^ ebicle-dasbrs,  nnticip^iti-il  by  Ihe  Noyea  sliuath  for  >-upportiog  moldings 
while  being  forced  onto  coinlis,    'Id 

55.  The  third  and  fourth  claims  not  infringed.     'Id. 

56.  UkaV  akd  Nkubour- Kxvklopb-SIachise.- Reiasno  Letters  Patent  No.  2,529, 

gr:Lut<-d  Match  26,  l.%7,  lo  George  H.  Reay  aud  Lewia  Negbour,  for  au  im- 
provement in  envelope-machines,  declared  valid  in  part  and  invalid  in  part 
'Sean  ^'  licyi'iT  el  al.,  I&3. 
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ST.  BoBimOM— Flows.— The  flnt  «l*lm  In  tlM  pMent  U>  SoUnscNi,  No,  66,413,  for 
•n  ImpnTement  in  wheel,  gutg,  utd  tnaeh  plows,  ia  aa  fellom ;  "  The  eou- 
biOMtioii  of  Ihe  angnlw  Ia*«l  A,  ntebot  C,  ipring  B,  with  tbe  pitman  D,  amA 
■llding  »sle-arm  E,  In  tb* manner  dMcribad  and  fbr  the  pnrpoee  set  forth." 
"The  manner  dsMribed"  Is  the  manner  of  rairing  and  lowcsins  Ibo  aliiUng 
azle-ann,  and  "  the  pnrpnae  aet  forth"  la  toiegnlate  the  depth  of  the  (hrrow 
in  plowing.  S*U  that  noh  claim  U  inralld  in  view  of  tbe  state  of  tb*  art. 
'GilbtrtT.  H'«irJ'I<wCMM|MiW,606. 

ce.  Bahk.— Earlier  patents,  all  ahowing  sliding  axle-tree  arms  and  raiiona  devioea 
fbr  raising  them— as  •  screw,  a  toothed  aegment-leyer  and  a  rack,  a  lever  and 
an  eceentrte,  a  bent  lever  and  a  chain— and  one  of  them  having  a  tattdket, 
the  segment-lcTcr  and  rack  rcqniring  no  pitman,  and  tbe  screw  requiring  no 
ratchet,  the  bent  leTer  and  ebain  being  the  etiuivalent  of  aa  angtilar  lever 
and  pitman,  and  the  aprlng  being  an  obviona  mechanical  neceaeitj,  it  foUows 
that  these  varlons  patents,  taken  together,  have  all  the  elements  of  Sobin- 
son's  oomblnation,  and  even  if  the  minor  elements  of  Bohlnaon's  claim — as 
the  spring  and  tbe  pitman — aro  not  fonnd  in  suj  of  theso  earlier  patents,  if 
the  Icven  shown  in  such  patents  supply  inch  parts  by  their  peculiar  sbnct- 
nre,  and  maks  ths  spring  and  pitman  of  Bobinson's  claim  nnnensssMj,  or  if 
tbs  devioM  shown  in  the  earlier  patents  are  Interchangeable  wlthtbo  oom- 
bination  of  Bobinson's,  HM  that  there  would  be  no  noveltj  or  any  thing 
which  rises  to  the  merit  of  invention  in  Bobinson's  said  oombiuatitMi.    *Jd. 

59.  Sakb. — Although  the  earlier  patents  of  Tow  lea  were  fbr  wheel  onltirators,  and 
tbe  nse  of  ths  axls-raialng  devicsa  in  them  was  to  raise  the  enltivator-toeth 
ont  of  the  groiintl,  and  even  If  the  Towlsa  maohines  were  not  practical  ma- 
cbinM,  yet,  at  they  show  axlo-mitlng  dsvioea.  Held  that  these  Vowlea  pat- 
ents are  admissible  for  the  purpose  of  determining  the  novelty  of  Bobinson's 
patent  and  of  limiting  his  claim.     *Zd. 

to.  BcimmRAin>BBTT8—8capEin>«R-ein>8.— Tbe  snspendec-ewts  made  eonfinm- 
■bly  to  Fatsnt  Ko.  IT9,36G,  granted  Jnne  27,  1876,  to  S.  Bchirmer  and  Jacob 
Betts,  do  not  infHnge  the  patont  of  ShenBeld.  'ShmtflM  v.  Seklrmtr  et  a!., 
41S. 

61.  SiuTH—TnccKS  fob  LocoiiOTivna.— Letten  Patent  No.  34,377,  granted  to 

AlbaF.  Smith,  Febmaryll,  190S,  fbr  an  imprareanent  in  ttnoks  for  loeomo- 
tlvea,  doolared  void.  'Tk«  Powtjilsaaiii  fioflroad  Coa^mtif,  ^ptlUnt,  v.  TU 
LoamoHw  Engina  S<ffttg  IVsei  Compang,  168. 

62.  Smith— UowiSo-MAcniNBS.— LetteiB  Patent  Noa.  il33,€SS  and  993,949,  granted 

October  6,  1880,  and  May  6,  1B84,  to'  Gphratm  Smith,  oonrtrned,  snst^ned, 
and  held  to  be  infringed.  'HMMg  MauufaeUtrint  Compaitt  v.  WUliam  Datri»i$ 
i-Co.»tal.,2i». 

63.  Sullivan— Harness  for  FiRK-Exi;iyB8,  &c.— Letters   Patent  No.  171.190, 

granted  December  14,  187'>,  to  Eilward  0.  Snllivau,  for  an  Improvement  In 
hamem  for  Sre-ciiKiiieH,  sustained.  *  TConwict  Manufael*riiig  Comfamg  tt  at. 
v,  Cilg  of  Bxifnlo  tl  ai.,  2(17. 

64.  Va»  Okaskx— SI7.K  A.VD  Quality  Ticrbt.— Letters  Patent  No.  149,898,  iwincd 

to  HalmusKh  Vnu  Gcasen.  on  April  tit, 1874,  onnstmed  and  held  not  to  lie 
Infringed.  •Eiml-all  \.  Catiniiiriham,  291. 
66.  WEtR—RAiLnoAi>FH0G8.— Tlicsecond clairoofBeiasnePateut No.  8,914, gianred 
May  90, 1879,  to  Freilric  C.  Weir,  fbr  sn  improvement  in  railroad-frogs,  re- 
quires the  point  of  the  "frog"  to  be  conHtracted  as  directed  in  the  bodj  of  tbe 
patent.  The  U-iton,  an  a  mude  of  connecting  tbe  point  and  wing  rails,  was 
in  public  ose  and  well  known  before  the  oomplaiaanc  claims  to  faave  iieen 
the  inventor  thereof.     "  Wtir  v.  Jforden,  38S. 
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66.  Zwicn— Looms.-— The  ncond  uid  third  elaiiu  of  P*Mnt  No.  63,353,  grAoted 
Utroh  SB,  1867,  ta  Junea  J.  Wftlworth  and  QuBtaToa  E.  Bascfaick,  MaigD«M  of 
Cuper  Zwiokl,  Tot  an  improvement  In  looms,  conatTaed  and  belduottofakve 
been  inbiuged  by  the  deftndanta.  'Ti^ft  v.  Steve  el  al.,  151. 
ST.  Dtiutt  or  IxvniTiOK. — Doabted  whetim  there  ia  aay  ntititj-  in  the  ekm 
mentioned  in  the  third  claim,  snppoding  the  noae-piece  to  be  attached  to  the 
cam  eTKCtlj  aa  ahown  in  the  model,  and  it  not  appearing  that  any  looms  em- 
bodying the  improvements  claimed  hare  ever  been  pnt  in  operation.     'Id, 

PARTIES  TO  SUIT.     See  /(u'lmeMn  ;  LiabtUts ;  FraotfM  in  fJw  Conrtt,  2. 
PsA(7ncE  IK  THK  CouxTB— Dbath  ow  Patkntkk  after  Appeal  Does  not  Abate 
THE  SoiT.— The  death  of  the  patentee  since  the  appeals  were  taken  does  not 
prarent  the  aalte  tnm  being  ftirtheT  proeeouted  In  the  name  of  the  legal 
TepresentatiTea.     'nUnott  CemtrtU  SailtMid  Company  v.  Tarrtll,  137. 

PARTNERSHIP.    See  LUxnte*. 

FASTS  OP  INVENTION.     See  AuOe^tatitM,  2 ;  CombtMilwiu  ;  NoK-IntenHoH,  2 

PATENTABILITV.  See  Combination*;  Conttrvction^SpecifiMHani  and  Patenl»,l,S\ 
ItiTtntion;  InTtntion  Shown  b»t  not  CUUtned,  5;  Iton-Invontion ;  Ifon-Paltnta- 
aiity. 
1.  While  a  new  process  for  prodncing  the  old  article  (alizarine)  was  patentable,  the 
prodnct  Itself  eonld  not  be  patented,  OTon  though  it  (ras  a  product  made  artl- 
floialty  for  the  tirst  time,  in  oontradiatinction  to  being  eliminated  from  the 
madder-coot.  Calling  it  "  artificial  alizarine  "  did  not  make  it  a  new  com- 
porition  of  matter,  and  patentable  aa  snch  by  reason  of  ita  ha\ing  been  pre- 
pared artificially  for  the  first  time  trom  anthracene,  if  it  was  set  forth  aa 
alizarine — a  'well-kuown  aobetance.  'Cockrano  el  al.  v,  Baditehe  Anilin  and 
Soda  Fabrik,  itSO. 
8,  A  difference  of  constraotion  perfectly  ob'Tiona  to  any  competent  mechanic  doea 
not  conatitnte  a  patentable  invention.  'NaHonal  Wir«  Hatlret*  Company  v. 
A'ew  York  Eroded  Wire  liaUrtu  Company,  279. 

3.  A  change  mailo  in  an  old  device  which, 'tbongh  simple,  is  effective,  and  prodaoes 

anew  and  naefnl  resnlt,  held  to  involve  the  exercitaof  invention.  'Setting- 
VaoMaa  Company  v.  fVoM*,  fiSl. 

4.  There  ia  no  patentable  combination  in  a  mere  t^gregation  of  old  devices  which 

prodace  no  new  effect  or  reanlt  dne  to  their  conoiirrent  or  sncoeaaive  Joint  and 
co-operating  action;  bnt  it  ia  by  no  nieana  essential  to  a  patentable  combioa* 
tlon  that  the  Several  devioee  or  eiementa  thereof  shonld  coact  npon  each  other. 
It  is  BufBoient  if  all  the  devioee  co-operate  with  leapect  to  the  work  to  be  done 
and  in  fVirthemnce  thereof,  althongh  each  device  may  perform  ita  onu  par- 
tlcnlar  fanctibu  only.     *8lilt  v.  Jrnutrong^  Son,  297. 

PATENTED  ARTICLES.  See  notice  to  the  Pnblie  of  Patented  Jrlictee ;  Stamping  Pat- 
ented Jrliola. 

PATENT  I^WS.    See  Conilmclion  of  Slaiiiitii. 

PATENT  OFFICE.     See  Awj>%tfo/(Ae  rafcl  (ijftr«,  l,'i,'-i. 

PATENTS.  See  ConitmctioH  of  Speeifiealion*  aud  r«lriiU,  r,,  C ;  XoHoe  of  Fahuled  Jr. 
licln;  PHoriln  of  JnteHtioM,  H. 

PATENTS  CAN  INCLUDE  HUT  A  SINGLE  INVENTION.  SeeCoM/rMO/io»o/Sp«i- 
fiealiooi  and'  Paienii,  7  ;  Joiiidrr  of  Iiirendotit. 

PATENTS  OBTAINED  BY  FSAUD.     S*e  Jaralid  l-aU«t,. 

PATENTS  ON  DIVISIONAL  APPLICATIONS  FOE  PROCESS  AND  PRODUCT, 
MACHINE  AND  PRODUCT,  AND  MACHINE  AND  METHOD  SHOULD 
ISSUE  SIMULTANEOUSLY.     See  l>iH«ion  of  Appliralioni,  C. 

PERMISSIBLE  CHANGES  IN  REISSUING  PATENTS.  See  l«rention  Shown  bnt  mM 
Clatmed,  n ;  JietalHta,  19,  21,  23,  04. 

PLEA.    See  i^clice  ia  the  ConrU,  4. 
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PLEADI>'Q3  IX  EQUITY.     See  JoMnr  to  Bill ;  BtU  tn  EqnUg. 

POWER  OF  ATTOBNKY.    S<-*  Jnwrr  to  Bill,  I. 

POWEU  OF  ATTUKNEY  TO  AMEND.     $«e  fiUmtxafuii  o/  Cfdin*.  2;  ReiMitet,  1,31. 

1.  Attorsby— P*BTV  HuL'ND  BY  ACTS  OF  MIS  Attobwey.— In  legal  effect  the  io- 

tion  of  &D  applicant  or  liii  attoruej  ia  tlie  KBine.     /n  r«  Hatckman,  116. 

2.  Where  »  iiiitent  eovera  vfnaett  having  liotli  n  nbotilder  anil  wire,  and  the  inveotor 

(lid  lint  invent  Ihv  wirv,  ibe  act  uf  tlif  mlitiliir  insertinK  it  would  seem  tu  be 
unaiilhorized,  and  tlie  patent,  rh  to  the  [mblic,  void.  'Villlga»  v.  Lalanee  j- 
Groyran  3/aiiiiJactHriBg  CoMpaiiji,  410. 

POWEK  OK  THE  C0UKT8,  See  Conitmctioii  of  SptdJUmiOH*  and  PatttiU.S;  Jurj 
Trial*;  itanda-HHi ;  I'roctice  m  tlie  Covrti,  10,  11. 

PBACTICE  IN  THE  COURTS.  See  Ansictr  lo  Silt;  A/ipeaU  to  tht  Seortiarj/  of  tMe 
Inltrior,  1,  ^,  J ;  Att'tgitiiuMU,  i>,  T ;  iHtl  ia  Equity ;  RurdeH  of  I'too/;  ComItmc- 
liaiof  Sp«eiJiealioin  and  PaltMt»,5,e;  Contempt;  Co$t»»f  SmiU;  Damagr**^ 
i-iofiu,  3.  4,  6,  9,  10,  1!V;  Defaiie;  Delay,  3;  iMrinoa  of  JftpJiraltM,  4  ;  Evi. 
itHct,  1,  -i ;  Jn/riN9cM«Nl,  3,  4,  ti,  15,  84 ;  Injuuotiion  ;  Jnltrftmtc*,  4 ;  ■/■>¥ 
jyiafa;  /.iMHfM,  »,  3,  4,  7,  8;  Fnorily  o/  Invnti»»,  2,  3;  AciMwt,  10;  TMi- 
nony;   TVadc-JfarJki,  !f,  10;   fPitMMM. 

1.  Umitkd  t^TATes  t^L-PRB>iK  Court  Rules.— Rnle  30  of  Supreme  Court  rales  ap- 

pliea  oul.v  to  uHaes  npiittiled  liefon  ita  adoption,  •Dd  U  praotieall.v  obaolete. 
•  irhiU  el  at.  V.  Itiinhar  el  at..  V.'k 

2.  pAttTiEK  TO  Suit— Ni>  Uiuisctiun  Bkihg  Taebn  to  Nan-JoiKOBit,  Decbke 

GiVKN.— A  complainant  beinK  owuer  of  an  undivided  tliird  iuter«8t  ii>  a  li- 
i:i:iiiH'.  iitiil  no  ulijeulioli  liuviuf;  lieou  [ukuii  by  demurrer  or  tlie  answer  to  the 
JIII1I  jiiiuili-T  of  tin;  otliiT  two  owuem  nf  tUe  liceuBe,  sncb  uoii-joidder  «Minot 
b<-  iiisiMt<'d  oil  to  defi:at  a  decree.     'AiiinHt  v.  Boieardrtai.,  117. 

3.  Practice  is  Colrth— Amexdmkst  to  Bill.— A  bill  wa»  bruu^iht  before  the 

pntunt  eipiml,  but  it  wdh  defective,  and  aii  amendment  was  tiled  after  the 
^lateut  liiidex)iirod.  tfeMthat  the  araendiuent  mode  the  bill  ae  it  ahoatd  have 
been  at  first,  and  in  effect  an  if  it  bad  been  ao  at  firat ;  and  if  a  case  for  equita- 
ble relief  is  ahowu,  the  bill  aUould  be  ret«ine<l  for  that  aud  such  cognate  re- 
lief BS  in  neceuory  to  do  complete  juotice.     'Seag  v.  ^jmor  el  id.,  153. 

4.  TUft  o1iji-ct  tif  n,  pli-u,  wberi!  tlicre  isiWiiiotertaiii  ninxle  isanerBqniring  but  little 

eviili^ilre,  tbiil  will  dlalioxe  uf  the  whole  ctLie  if  aiiHlained,  ia  to  try  that  inue, 
without  putlinK  tlie  ]iiirli«i  to  tliH  GX]i«nit«  of  the  trt;il  uf  the  cane  at  large, 
Alld  pWa  arc  limiti'd  lo  a  single  defeuM-  or  imuc,  iiii1i'?>s  by  itcrmisaion  of  the 
coiiLt  thi'  <Ii-ri-iiiluiilHHivallii<ivi'rl  to  pleail  double.  Held  tliat  thoplea  in  thia 
cnne  doi-H  not  L-onforin  tu  this  rule,  and,  beaides, comen  too  late.  'SJaal  fov- 
dtr  toHipaiin  v.  Safrln  yUro-l'oindtr  f'o»;May  el  al.,  Ifil. 

5.  A  dcc-rco  rendered  ag:iinHt  a  pliiintiff  becauae  of  hiti  failure  to  reply  to  a  plea  or 

act  it  down  for  iir)ruuieiit  is  not  conclimive,  aiuctt  all  the  antboritien  agt«e  that 
in  ardrrlo  vouatitiitt'tlic  former  Judgment  or  deem  a  bar,  it  muat  appear  that 
the  point  in  iMiie  woa  jiulicially  det«rininei1  after  a  hearing  and  upon  oon- 
HidiTation  of  the  nierita.  'A'efin-  rl  al.  v.  SlolteKbaeli  el  at.,  174. 
a.  When  Huit  is  briiught  on  tmo  patenta,  bnt  after  Icitiinoiiyia  taken  in  reapoet  t* 
nmr  [>f  them  the  plaintifTa  make  a  motion  for  leave  to  discontinue  ao  mnch  of 
the  bill  UH  relates  thereto,  ifcM  that  the  decree  abould  Iw  for  distniae&I,  with 
the  condition  that  the  evidence  taken  by  the  ikTeudantR  in  relation  to  the 
piituni  iriHs  lie  stipulateil  into  any  future  anit  between  the  eame  ptrtiee. 
•Jlri'ih  el  al.  v.  Cniilit  *■.'  nf.,  WC. 

7.  A  qiM.'stion  of  title  ruisi^d  by  demurrer  cannot  be  disposed  of  by  anteiidiueQt. 

'The  ShaK  Uelirf-rahe  romjMJHj/  v.  Tl>e  dig  of  ffnr  Briford.  889. 

8.  Ailcdsimj  in  a  jirior  tuse,  <'onstrtting  the  patent,  held  to  be  oODlrulliug.     'Firld 

v.Irelajitletal.,-£H. 

9.  Rule  :W  of  the  m|uily  rules  pniaurilxd  by  the  Supreiue  Court  Klates  to  twhear- 

ings  after  a  final  dt-cree.     •fFoatlerv.  Hatidg,32i. 
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PRACTICE  IS  THE  COURTS-Coatinued. 

10.  Intorlocatory  decree  nunsin  under  Ihn  control  of  the  court  and  sniiject  to  iti 

revision  nntil  tbe  master'a  report  cornea  in  and  is  flnkll;  acted  upon  by  tbe 
court;  ftnd  therefore,  upon  Bnal  hettriag,  tbo  court  ia  at  liberty  to  interpret 
the  law  iu  tbe  light  of  deciaions  annoiiuced  uince  the  nndition  of  tbe  inter- 
locutory doprw.     'Id. 

11.  An  interlocutory  decree  rendered  some  years  since  may  be  overrDied  at  liuftl 

hearing,  in  view  uf  dnciaious  on  the  queationn  of  law  involved  made  in  tbe 
interval  betwren  the  interlocntory  and  final  decrees.  'Jmeriean  Dia-Moai 
DHll  CompaHg  v.  The  Saltipan  ifaciiwe  Cnmpaiig,  355. 
PRACTICE  IN  THE  PATENT  OFFICE.  See  Akandonmei.!,  3,  4,8,  10;  Api^aU ; 
Jppeal from  tie  Frimarn  Eraminer  ;  AppliMdoni;  Cfaimi,  1,2,  3,  4.  6,7,  S  ;  ne}ag 
in  FroMvating  a»  JppJioatiou  ;  Dilcfnlwar  under  Bule  43;  Diriiional  AppHea- 
Hon,  1,2,.'), 6;  Dramngi ;  Elimination  of  Claiwi ;  Employ^ of  tlie  Patent  (^fUx.S; 
Interfrrtnee;  iBrenHon  S}i»KiibiitnolC1<iimtd,l,2,Z;  Joinder  of  Invenlion ;  2ftw 
Mailer;  Foftr of  AUomts  Iu  Amend ;  Prior  PubHeationi ;  Eelitariitg;  Seittvtt, 
4,5,36:  Reterralion  for  SnbieqtMnt  Patent ;  Speeiftealiont ;  SabiequtuI  Patent  for 
Sane  Inrention  ;  Techiilail  Termi. 

1.  Practice — Favorable  Ji-dgmest  of  Examiner  Exphkssrd  by  Forwakb- 

fna  Cask  tq  Ibbur  Division.— It  is  not  until  the  F.xaniinrr  Hi){nB  the  fiie- 
wrap|>er  aod  forwarda  the  applicailon  to  tbo  Issne  Division  that  he  oau  ba 
considered  as  having  rendered  a  favorable  Judgment  upon  it.  tie  may  have 
fbnued  an  oiiitiiou  in  ita  favor,  or  exi>re»aed  au  oral  or  even  a  written  suggea- 
tion  iu  the  same  direction ;  but  these  do  not  constitute  bia  formal  favorable 
jndgment.     Exparle  Buell,  4. 

2.  Practice— Bx AMIS KR  mot  Bound  bv  Conclusionb  or  Hia  Prcdkcessor. — An 

Examiner  Is  not  obliged  to  adhere  to  a  favorable  omclasion  which  hia  pred- 
oeeaaor  formed  or  eKprewed  in  regard  to  tbe  admisalnn  of  oertain  matter  into 
a  jtarticulor  apylioation,  unleu  such  expreesiou  took  tbe  form  of  a  favorable 
Judgmeut.     Id. 

PRESUMPTION  OF  LAW.     See  Damafin  and  Pri>jltt,9;  PHoritg  of  Iuv,ntio«,7. 

PRIMA  FACIE  PROOF.     See  Conttriiction  of  Spedficationi  and  PnfciiM,  6 :  PrioHtg  of 
Intention,  7  ;  Heinuet,  tl6. 

PRIOR  DECISIONS.     See  Praellcr  in  Ihe  Cni.rU,  i*. 

PRICK  DESCRIPTION.     Sre  l»ve>iliou  />hoir>>  but  not  Claimed.  4,  r>. 

PRIORITY  OF  INVENTION.  See  Abandoned  E.eperi<nt.>l:< :  Hurd^n  of  Proof ;  Con- 
ttrnclion  of  Specijiealioiia and  Patrult,  i;  Imported  Inrfntiana:  Infringement, 'i^; 
Prior  Pnbiicalion, ;  PubUe  Cir. 
I.  Prior  i'sk — Phiok  Application  Aldnb  not  Sukkicibwt. — A  prior  application 
for  a  patent  aloue,  without  i^vidence  lo  abow  that  such  a  luutern  aa  is  de- 
scribed therein  wa*  ever  conatrncted,  ia  not  aufflcieut  to  defeat  a  patent. 
'Adama  v.  Hotrard  rl  ai.,  117. 

3.  Tlie  evidcnri'  of  prior  iuveiiliiiii  is  usually  entirely  within  the  coiitrnl  nf  the  party 

asBertinp  it,  and  sn  wide  i»  tbe  nppoitinilly  ftir  deception  or  mistake  that  tbe 
niillioritifs  lire  nlninal  tinaninioun  in  holding  that  it  iiiuhI  be  <>stal)lisbed  by 
|in>«r clear,  positive,  and  nueqnivcieal— nothiiiK  uiimt  l>e  left  to  speculation 
or  coiiJ.-Mnre.  •  Tkoser -v.  Hart,  jr.,  rl  n(.,  31'J. 
\\.  It  l>oinK  found  that  no  one  of  tbe  principal  ciroumHtanceit  relied  on  by  tbe  eotn- 
plaiuant  ia  ftwn  from  jjerplexity.  cither  ita  own  date  Iwiiig  uncertain  or  lliere 
being  ditHciilty  id  connecting  It  with  the  invention,  the  iloubt  is  ureatod 
which  the  aiitburitiesbohl  must  be.iliseut  from  the  mind  of  the  eimrl,  ami  it 
folloWH  that  tin-  bill  must  lie  dismissed.     'Id, 

4.  Au  imperfect  description,  cimpled  with  au  incomplete  drawing,  ia  insiiQii:ii'ii:  :i> 

invttlidate  a  patint.     ".Viip  Proert*  Fermrnlation  Comiiang  v.  Koch,  ■til.  I,  ■ 
J)373PAT 38 
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PBIOBITT  OP  INTENTION-CoDtiDaed. 

5.  Tho  rale  fhat  an  inTeation  may  be  exhibited  either  in  a  drawing  01  ntodel,  an  •» 

to  lay  the  foandation  of  a  oUim  to  priority  (Lmm  Cm^hmjt  t.  JTI^fiiu),  ia  to 
be  taken  with  the  qiialiflcatioa  that  It  moBt  be  followed  np  with  rraaiiiialilii 
dlligeuoe.  Heraly making  drawlnga  U  not  anchan  embo^mcut  of  inTBntion 
aa  will  drfeat  a  sabaeqaoot  paUot.     '  Odall  «t  al.  t.  Slont  at  at.,  461. 

6.  Patruta  granted  between  the  making  of  a  drawing  by  ooraplainant  and  hla  filing 

ao  application  a  year  afterward  are  not  antiolpated  by  his  luTenlion.  'Jd. 
1.  The  pnaumptlon  of  law  la  that  a  patentee  ia  the  mvenlor  of  that  for  wbieh  let- 
ter* patent  are  granted  to  him.  Wbeever  alleges  the  contrary  mnat  aaanme 
the  bnrden  of  proof  E*ldenoeof  doubtfal  probative  force  will  not  OTOrthrow 
this  legal  pnanmptlon.  ' Amtrlnan  Bell  Telyfhone  Coatpaay  r.  The  Pttflii 
TtUphaiui  Compmt  «t  al.,  476. 
8.  A  patent  may  be  invalidated  by  proof  of  the  exiatanoo  of  practical  inabmneota 
fnlly  capable  of  nae  prior  to  the  origlnatioD  of  the  invention  by  tba  patentee. 
•H. 

FRIOB  PATENTS.    See  LlmiUHion  «/  Unittd  3Mm  PalemI  ty  F»rtlt»  Patsalt  Frntoatlf 
BrtMttd. 

PRIOB  PUBLICATIONS.  See  Abandonwunt,  1. 
1.  Prior  Pcbucation' — A  Dbawimo  of  a  Fatekt  a  Pubucation. — Even  with- 
out any  deacriptlon,  if  a  poblisbed  drawing  folly  and  clearly  exhibits  and 
(liKloeaa  an  invention  songht  to  b«  patented,  it  ia  an  adeqaate  and  complete 
referenoe  of  itself  alone.  It  ia  to  be  oonsideied  aa  a  pnbliottion.  JEcjMrtr 
Bar  dm,  9. 
St.  BoaineM  oircnlars  which  are  aant  only  to  persons  engaged,  or  onppoaed  to  be 
engaged,  In  the  trade  are  not  sach  publications  as  section  4b86  of  the  law 
contemplates,  and  in  a  oontaat  of  priority  will  not  allbrd  a  baala  foe  a  oUim 
of  prior  Invention  as  against  a  patentee.  'Ifet  /Vhwm  J'jrmsatalian  Cou- 
pauf  V.  JTook,  421, 

PBIOB  UBE.     See  Fatlic  Ute. 

PROCEEDINGS  IN  EQUITY.     See  BquUg. 

PBOCESS.    Sh«  CoMtntctio*  of  Spte^/UMioiu  and  Pafcati,  1,  2,  10;  /yriapsisai;  31 ; 
Madiinn;  y<in-PaUntaUlitg. 

PKOCEfiS  AND PRODXrCT.     Soefflristoao/ JH>ItoB«*a,3,6;  lnfi'iitt«mttt,l,3,9,10; 
FaUnlabllitf;  Jfaltnet,  IS;  Bttult. 

PBODUCT.     See  CoMtlwifioiii,-  Joind^  a/ InvtMUoni ;  RetulL 

PBOFITS.     See  Itamaget  and  FrofiU. 

PBOOF.     See  B»rdak  o/  Vroof;  CoMilnurUon  of  SpretjtaatJoM  and  PatmU,  6;  D*»*tm 
and  Profit!,  9,  10. 

PROOF  OF  INVENTION.    See  Etiidenee  i^f  InvmHo» ;  Frioritg  of  ImvfMeu.  4,  6. 

PROPERTY  SIGHTS.    See  Dopm^m  and  ProfiU,  13 ;  £MpIoy^  </  Ou  PmUnt  Ofet,  1, 
2;  Tille  ta  Patent,  I,  3;  Trade-Harki,  7. 

PUBLICATION.     See  AboHdonntent,  I ;  Prior  Pnblioatioiu. 

PUBLIC  RECOGNITION  OF  VALUE  OP  AH  INVENTION.    See  Aiandmud  &p«i- 
latxU;  Ei-idence  of  Intention  ;   Iii/rlttg»me»t,  19;  InrontioM,  *. 

FUBLICUSE.     Seedfr(iMrfoHm«nf,2;  ExpeHmentalUie;  Imported Invmiitnu ;  li^fri»§»- 
Mml,?;  Inrnlidilg  of  Falentt;  Btiiiequwt  Fattnta  for  ta»«  InttnSon,  i. 

1.  The  use  or  knowledge  of  the  nse  of  an  invention  in  a  foreign  oonntoy  by  penons 

residing  in  tliix  country  will  not  defeat  a  patent  which  baa  hare  been  granted 
to  a  bona  Jfde  patentee,  who  at  the  tine  waa  ignonnt  of  the  inTeaUsD  or  ita 
nee  abroad.     'Dogle  r,  Spaulding,  IHl. 

2.  A  devicB  which  was  need  for  about  two  and  one-half  months  only,  and  waa  then 

laid  aside,  Held  to  be  an  anticipation  of  a  patent  whan  the  nae  waa  not  far 
the  purpose  of  testing  the  device,  bnt  waa  a  public  and  practical  ose,  with 
■a  much  inccea  as  waa  reasonable  to  expect  at  that  early  stage  of  a  pMttea- 
larart.     •Briteketal.  v.  Conditetal.  306. 


PURCHASE  OF  PATElfTED  ASTIOLEB.    Bee  JToHm  to  »«  PmWe  of  PottnM  JrU- 

eUt;  Staa^hty  Patmttta  ArUOm  ;   Um  0/ PolMtod  ^rtteb*. 
SSC0HBINATI0N8.    8m  4«N«^a«o«,  S;  CowMiMHont;  It^friMfmrnt,  SO,  8S;  Abr- 

BECOBDB  OP  THE  PATENT  OFFICE.    8m  M>tioe  to  tk»  PM»He  <tf  Patrnttd  ArtMm; 
lyada-Jforto,  90. 

BEDUCTION  TO  PRACTICE.    8m  PrUHIt  of  InwemHitn,  1,  8. 

REFERENCES.      8m  AppttO*;  JMmMnmt  wutor  JI«1*  4S;  /mmrNm  OuHm  tail  Ml 
CMM«d,  tf;  Aior  PatUoMtoM. 

REFUNDMENT  OF  FEB8,    8m  AvI«ytf</UePa(«»(  Gtfhw,  3. 

REHEARING.  8m  ProoHw  id  the  CwrU,  9, 10,  11. 
1.  After  ft  own  hss  b«en  twwd  And  deoidad  by  tlw  CommlMlcmer,  It  la  oompfitMit 
for  either  puty  to  move  tac  m  new  triftl  ot  rehearing  «n  the  icoord.  Wbaft, 
bowerer,  the  puty  Mis  to  mftke  aaeli  motton,  bnt  pioeeeutea  an  appeal,  SiaU 
that  the  pNeeoutloD  of  eooh  appeal  operatea  ai  a  aabatantial  walrei  of  the 
riffht  to  enbaiMiaenUy  make  anch  motion.  Oill  t.  800U,  66. 
i.  In  antwer  toamle  from  the  oonrt  requiring  the  CommiHlonerteehowoaiue  why 
a  writ  ehonld  not  ianie  against  him  to  compel  him  tolMoe  a  patent,  be  stated 
that  he  did  not  dealre  to  hear  Airther  arEumeot  in  the  oaae,  nor  to  make  any 
otlier  or  additional  Inqnii?  or  inveetlgation  in  that  tiahal^  bat  withheld 
tbe  patent  in  defereDoe  to  the  Secretary  of  the  Interior,  to  whom  the  oaat 
had  been  appealed,  and  thercnpon  the  writ  of  mandamna  haTiog  been 
awarded,  flfld  tliat  the  Commiiaioaer  la  eetopped  by  aaid  retnm  to  aay  that 
be  dealna  to  rehear  tbe  omm  or  to  be  farther  adrlaed.  Id. 
3>  Th»  oaM  having  been  decided  by  a  former  Commiaatoner,  it  would  be  obnoxiou 
to  the  proriaiona  of  Bale  13ff  for  tbe  preaent  Commiadoner  to  rehear  it,  no 
new  &ota  having  been  preaented  to  him.    IS. 

REISSUE  OP  A  REISSUE.    Bm  JMmm,  IS,  3i. 

RBIBSUEB.    Bm  CotitkrmMan  tf  SptelJlcaUon*  and  PalomU,  6 ;  /B«p«raNM  PateuU;  1*. 
eaaHoii  Akowa  M  net  Clatnad,  3 ;  Sau  MaUtr. 

1.  RnuuK— Broad  BNiKQ  or  thx  IirvurnoM  Bxtomd  that  Obiqikallt  Prk- 

emxriKD  mot  PRBMiaaiBLX.— A  cUin  in  a  relamta  which  oovers  an  Invention 
dearly  beyond  that  ahown  in  the  original  ia  invalid,  whether  the  tinw  elapo- 
ing  betWMn  the  raiaaae  and  original  patent  la  gnat  or  not     'Drxfoot  r, 

2.  Same — Lapsb  of  a  Fiw  Mohths  mot  too  Qrkat. — A  r^Mne  granted  wlttiin 

a  few  iDonthe  of  the  date  of  the  original  patent,  and  before  othen  appear  to 
have  done  anyihing  in  that  region  of.  Invention,  la  looked  npon  &Torablf . 
"Id. 

3.  Samx— IirvAUDiTT  OF  One  Dom  Not  Avoid  Asothbr  Ciaim.— A  claim  valid 

In  a  first  reiaaue  ia  valid  in  a  aeoood  relaane,  notwithatanding  the  latter  con- 
tains an  invalid  clain.    */4, 

4.  RxuauK— iMADVKRTiitCK,  Accidsnt,  ok  Hutake.— Where  one  of  the  claims 

in  an  original  i^pllcat  ion  woar^eoted  upon  refenutoa  to  certain  patent^  and 
the  applicant,  by  his  attorney,  orders  the  same  to  be  erased,  and  thua  obtains 
and  accepts  apatent  for  the  residue  of  hia  claims, there  haa  been  no  inadvert- 
ence, aoddent,  or  mistake  within  the  meaning  of  the  patent  law,  and  the 
patentM  is  not  entitled  to  a  teiaane  covering  the  claim  befbre  erased.  In  re 
Hatchaan,  116. 
&.  Rxuaux— Rdix  of  Lachbb  more  Rioid  wuem  iMVumox  u  BBOADEiraD 
THAN  WHXK  LiMiTBD. — Unreasonable  delay  a  liar  to  roiaane,  although  it  la 
aoDght  to  narrow  and  restrict  the  claima;  bat  the  rule  as  to  laches  is  mora 
rigid  In  eaaea  where  applicant  seeka  to  broaden  olaima.  SKgartt  MtttOttM 
tmdMMt,  13. 
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«.  Reimuf— Ko  Lachks  undkk  thk  CiROimsTAKcn.— After  litigation  Iwtiiig 
twelve  years  tbe  Bupi«m«  Coort  of  tbe  United  8tat««  beld  that  the  psMnt  of 
HUtbewi  and  Baoe  covered  a  bmader  iDvention  than  they  had  a  right  to 
claim  u  uew.  Matthews  aud  Bace  thereupoD  apply  for  reiatoe  with  elainiB 
reatricled.  Btli  that  they  might  do  so,  and  the  «iz  monlha  wa»  not  in  tho 
particniar  case  unreaHonalile  delay.     Id. 

7.  Rkisscb — Claim  too  Bhoad. — Tbn  original  patent  showed  cwrtaiu  devices  tn 

which  no  function  wna  ascribed,  aud  the  position  of  which  with  Teferenee  t-o 
a  particular  part  of  tbe  machine  was  not  shown  with  accnracy.  Tbe  reiesne 
deHi;ribed  ancU  devices  as  oocapyiog  a  deltuite  position  with  refetenoe  to  s«id 
partiuiiliir  part  of  the  machine  sad  as  having  a  speoi&eil  function,  Bali  that 
a  claim  in  tbe  reissue  roveriog  the  srrangainentdeacnbMlthei«iD  embraced  an 
invention  different  from  that  sfanwn  In  the  original,  was  too  broad  to  be  added 
at  any  time,  and  was  therefore  void.     *Rtini  v.  Sajrimr  «(  at.,  IKI. 

8.  ReisaUK— Lapsr  of  Timb. — The  reiwae  was  taken  ojt  more  than  three  yearn 

after  the  ori|;inal,  and  wonld  seem  to  be  for  that  reason  uneeaaonable  and  in- 
valid.   'Id. 

9.  Rkibkuk — Pahtiai,  Isvalidity. — Invalidity  of  gne  claim  does  not  necnaarilj 

render  tbe  other  olaima  of  tbo  ruiwiie  invalid.     'Jd. 

10.  The  question  whether  there  is  a  fraud  in  the  surrender  and  application  for  a  re- 

issue isfcir  tbeolDcerHof  the  Patent  Office  alone  to  decide,  and  their  determin- 
ation is  conclusive  in  a  collateral  proceeding.  The  court  can  only  examin* 
and  poaa  upon  what  appears  upou  tbe  face  of  the  patent,  and  see  whether 
there  is  auything  to  indicate  its  invalidity  or  render  it  void  upon  ita  fac«. 
All  questions  of  fact  behind  tbe  patent  are  to  be  esanilned,  heard,  and  oon* 
dnaively  determined  by  tbu  Commissioner  of  Patents.  'Giami  fowder  Com- 
pani/  V,  Safety  Hitro- I'owder  Company  at  ml.,  161. 

11.  Wbef«  an  original  patent  is  valid,  but  tbe  reiaaue  based  thereon  is  Invnlidi 

there  is  no  good  ri'aaon  why  a  second  nissue  embracing  the  valid  claim  alone 
of  tbeoTlKinal  patent  would  not  be  valid.    'Id. 

I'i.  The  rclnsai!  patent  certainly  is  for  a  dlffisrent  invention  fVom  that  described  in 
tbe  original  patent,  UDleus  the  product  dalmrd  in  the  wissue  Is  precisely  that 
product,  and  no  other,  which  tbe  process  described  in  the  original  pateni 
liroiliiceH.     'CophTane  el  at.  v.  SailiiKht  AniliH  and  Soda  FtArik,  230. 

l;).  The.  BiietiticatioTi  and  drawiii)^  ol  tbe  reissue  upon  wbii^li  the  suit  is  brought 
being  HUkHlantially  the  name  an  tlioKe  of  rbc  nri)tiua1  patent,  it  fullows  that 
tbe  reissue  was  nut  fur  the  pnrjiiiiw  iif  mshiu);  tbe  oTigiual  spi^ilicaliou  more 
full,  accuralB,  or  inti'lliKiblp,  »r  for  the  unrposo  uf  eliminatitiK  from  it  what 
the  inventor  had  iml.  lli.'  vij-lit  to  claim  a«  iie>v.     •lUeMiiiraii  el  ol.  v.  Hallor/i 

w  of..  a«. 

H.  A  claiiu  to  a  coiubi nation  of  parlB  n  liicli  Bpi'fiiii'B  tlial  such  piirle  urr  cooatniot- 
ed  in  it  piii'lioular  way  lor  ii  upeciHl  piiiiuM'  cannnt  \k  i-xiianded  by  reiasne 
so  Iks  III  iiii'liitlc  L-ouibiuHtioHH  of  llioMo  pitrtti,  uipri'ittiud  mi  tw  lu  cover  tbem 
broadly  and  without  liuiilulion  as  lo  thi-ir  count nivti on  or  wlvantages.     'Id. 

1E>.  It  i«  not  competent  for  the  i>al<niteo  or  his  lueixueee,  by  merely  disulaiulug  all 
the  changes  mnde  in  a  reistiuo  patent,  to  mvivunud  restore  the  ncigiuni  palent. 
This  wmlil  lie  "lone  only,  if  it  ooulil  l>edoiie  nt  all,  by  surnmder  of  the  reineed 
patent  nud  tlte  gtnut  of  another  reinHUC.     'Id. 

16.  An  exiunsion  of  claims  by  reinne  nearly  live  years  after  tbe  iseiiance  of  tbe 
original  patent  is  not  warranted  according  to  the  recent  deoisioiis  itpun  this 
HUl'lect.     '^IwoN  V.  .VrNmnfin  rtiil.,  £il. 
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17.  Decrees  mitainiug  certAin  cUima  of  b  leiMue  paUut  b*viDg  beeu  made  wheo 

much  1MB  ■trictuen  in  compariD);  reiuued  patoats  with  oiiginait  was  n- 
qnired,  tbey  ue  diaregudcd.  Mid  tbe  clainii  bold  tu  be  too  narrow  lo  embrac* 
the  dofeudauf'a  iuveutiou  itt  too  broad  for  tbe  original  inveatiou  and  oImoi. 
■NtUian*l   Hire   MtiltreM  Company  v.  WtK  York  Bnudtd  Wire  Matlrtn  CViiu 

18.  If  tbeteiBiioIblDK  ia  areinaue  bealdet  what  ia  an  espanaion  of  the  origiual  pat- 

ent wbich  wonld  cover  anything  id  the  defuDdant's  ■triictore,  he  does  not  in- 
fringe anything  that  is  valid  iu  the  |>at«iitB  in  suit.     'Id. 

19.  The  correction  of  a  patent  by  ineana  of  a  reiwoe,  where  iuTaliil  or  ioaperatiTa 

for  want  of  a  flill  and  elear  dtHH!ri|>tion  of  tbe  invention,  la  proper.  'SetBimf- 
Jfacttfi«  CoMjMay  v.  Frauu,  HKl. 

20.  Wlien  tbeie  ia  a  doitltt  aa  lu  whethttr  tbe  dMcriptiou  in  a  patent  will  l>e  mit* 

imderstood,  the  Jadgnieut  of  the  Patent  OlUue  as  to  the  iivceixity  for  a  re- 
iaeue  ia  entitled  to  groat  welgbt.     'Id. 

SI.  Where  it  appean  from  tbe  original  papers  in  a  oaae  that  a  certain  feature  w«> 
within  the  uoutemplntion  of  the  inventor  aa  a  valuable  element  lu  a  patent- 
able combination,  and  it  is  pmved  tbut  a  i^lniin  emlimcing  auch  feature  waa 
eraaed  from  the  original  application  through  a  ni iau nil entan ding  of  tbe  in- 
vention by  the  aolicilon,  Htid  tfaut  tbe  Comniiufcioiifr  ot  Pnlents  committed 
no  error  in  granting  a  reiaauu  coutniniiig  a  claim  emb racing  sricli  feature. 
■SUtz  V.  AnmtroHg  J-  SWi,  8S7. 

99.  Ttw  fact  that  a  reiasae  application  waa  Hied  within  two  ,veara  afttr  the  grant  of 
Hii  orignal  patent,  while  it  may  nut  be  conclusive  agalnat  tbe  charge  of  un- 
reasonable delay,  ia  entitled  to  aome  couaidecation  in  view  of  that  proviaion 
of  the  patent  laws  by  which  nothing  less  than  two  AiIl  years'  pabllo  iiae  of 
nn  invention  ia  a  bar  to  an  application  for  a  patent.     'Id, 

%1.  In  (leletmining  whetber  an  inventor  iaguilty  of  inexcusable  delay,  tbefoct  that 
tbe  ciirrection  of  a  miatake  by  reiaauR  waH  before  any  adverse  rights  had  ac- 
crued ia  a  consideration  of  paramount  iuiportanue,  anil  ilongbt  to  connt  Bonw> 
thine  'n  his  favor  that,  being  of  foreign  birth,  «ducnt.ion,  and  an  alien  tongna, 
lie  encountered  diffionltiee  in  acquiring  a  knowledge  of  our  language  and 
lawB.     'Id. 

34.  If  a  patentee  might  have  claimed  au  element  generally  and  broailly,  most  aa> 
Biiredl;  his  nii>re  limited  claim  cannot  he  successfnlly  impeaebeil. .  'Id. 

S&.  Wheru  it  can  !>«  aeon  that  the  pateiiteu  seeks  by  apt  words  of  description  to  se- 
curo  ivhat  lie  has  hnne«t1y  invented,  and  nothing  more,  the  court  abonld  hesi- 
tate lo  legard  with  favor  the  accuHatiou  now  no  freely  mnile  against  reissned 
fiatcnts.     'Crandal  cl  al.  v.  Tke  J'tirter  Carriagt  Goo^i  Companii,  nOJ. 

2C.  The  rule  laid  down  by  the  Supreme  Court  is  that  where  it  is  sought  merely  to 
enlarge  a  claim  there  must  >>e  clear  mistake  and  inadvertence  aud  a  epeedj 
Rpplicalioii  for  ita  uurructioii,  with  no  iiDreiMiiiinblu  d»luy  ;  that  in  auch  ft 
caau  H  potently-  cannot  wait  until  other  inventtv^  have  produced  new  forma 
iif  imiirovemi'ui  ami  theu  apply  fur  such  au  unlargeiiient  of  his  claim  aa  to 
iiiiihc  it  MDbrace  thiHw  new  foruia,  and  that  whtm  it  is  apparent  ^in  a  cora- 
parisun  of  the  two  pateuta  that  the  raiasue  is  made  to  enlarge  the  scope  of 
the  patent,  llietourt  may  dvriilc  whetbi-rtlie  delay  wna  iitireoHonnble  and  the 
reiwiie  theicfon^  void,     'frimltr  v.  Umdg,  VIA. 

'17.  Wli^re  an  invention  covered  by  the  claim  of  tbe  original  patent  wns  cleurly  and 
acciimlely  described  iu  the  spprificntion  of  that  patent,  and  there  waa  no  de- 
fect or  inHufliciency  so  far  ns  tbe  dfaiTiiition  waa  concerned,  and  the  patent 
wne  not  invalid  or  inoperative  to  cover  anything  arigiiig  out  of  such  deicrip- 
tiou  which  u  na  Bet  forth  as  an  invention.  Held  there  ia  no  evidence  that  there 
was.  ill  fai't,  any  ina<)verteuc«,  accident,  or  mistake,  and  hence  a  reissue  with 
enlarged  claiius  waa  not  autborizeil.     'Id. 
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18.  A.  qMoiSoktloii  mvd  «Mm  in  the  OTiginml  p*t«nt  bkriag  been  fruaed  a»  m  to 
eorer  aoemfttely  and  d^nltelf  «  eertain  iBTmUon,  thov  waa  bo  amr  irUeb 
had  arlMU  thnmgh  liudTMtMiee  or  misfatke,  not  wh  tbere  mij  defecMTBnWi 
or  InaDlBaleuoy  in  the  ■peelflofttlon,  and  henoe  there  kraaa  do  «aae  for  *  nUme. 
*.^Mr{aM  Ataam^  JirUl  C»mpm^  r.  Hm  AOUvm  JfadUaa  CMynv,  3S6. 

89.  When  a  apeoido  inraatloii,  eomplete  ia  itMlf,  wm  deacribed  ftiUy  «nd  tHatiAf, 
withoat  BUbigai^  m  obaenrity,  in  am  otlgln>1  p*tent,  and  *U  the  papen  In 
tlM  Ale-wrapper  ahew  It  to  hare  been  the  IntcDtJMi  ol  the  patentee  to  hare 
thoa  limited  Iiia  inTentlon,  a  bnad  eonatmctioD  of  the  elaisM  of  a  tel«iie 
wonld  not  bejaatidable,  eren  tlMogh  the  history  of  tiw  art  aitowa  that  aneh 
bfoader  inTeotton  ahoold  h»Ye  been  claimed  in  the  original  patent.  'TmU 
Look  Mamiifaelmi»f  Comp»»t  y.  Jamm,  368. 

30.  nieie  waa  no  Inadvertence,  aooident,  or  mtatake  within  the  oonttunpUtion  of 
Qm  artatnto,  nor  was  there  the  nature  of  dofaotiTengaa  or  inannelBney  meant 
by  the  atatnte,  althoDgb  the  patentee  might  have  lUlen  into  an  error  of  Jsdg- 
mant  or  Into  an  erroneona  oonelualou  of  ftot.    *7d. 

SI.  A.  broader  olalm  made  in  a  reuane  nine  year*  after  the  grant  of  the  original  pat- 
ent held  to  be  invalid,  -ikt  FmeHum  Oil  Cra^Mtty  v.  n«  B^fiU»  tatrteaWf 
Ott  Camrumt  CZKmUmI),  377. 

as.  Wlunniianehadbeenheld  tolM  IpvalidbeeaaaetheepeoIfloatioBdldimteaa- 
tMD  the  ftall,  clear,  and  exact  deaoriptlon  of  the  inveatioii  that  the  law  re- 
qnfrea,  H»\d  that  In  the  light  thrown  npon  the  aobjeet-matter  of  the  patent  by 
the  evidenoe  introduced,  and  bj  the  ftaller  apeolflcation  of  the  laat  reiaane, 
Iba  tme  oharacter  of  the  Invention  had  been  fairly  bionght  out,  and  the  n- 
ianie  was  raatained.     'BtkmMtr  r.  PowiM«y,  308. 

33.  A  patent  reiaane  with  elalnia  more  epeeifioally  and  clearly  deaoriblng  the  inven- 

tion la  valid,  altbongh  applied  for  more  than  two  yean  after  the  date  of  tha 
original  patent,  and  althongb  the  original  clalma  in  connection  with  tha 
apeoificatlon  were  capable  of  the  same  conetmetlon  ■•  tbe  olaims  of  the  ra- 
iaaued  patent.    'Hiaki  v.  OMo  at  oL,  4K. 

34.  Aayat  v.  Mm  (18  Fed.  Rep.,  ISO)  and  BmfM  v.  Doytoa  <80  Fad.  Rep.,  8W)  fi>l- 

lowed,  and  the  eighth  claim  of  Beiaeoe  Ho.  8,674  and  the  flrat,  aeoond,  and 
Mventh  of  Ho.  8,67s,  whioh  were  added  after  the  patenta  had  etood  Cm  nearly 
nine  yeata  witbont  diem,  iMldto  be  void  for  the  naaona  given  in  tbeee  foimar 
oaaea  aa  to  other  elalma.  'Bmgm  v.  BiekMtn^t,  413. 
36.  The  flrat  three  claims  of  Beisene  No.  ej,8:i4  ennatmed  and  hrld  to  be  broader 
than  the  original  clalma,  and  the  reisBne  not  haviog  been  applied  for  nntil 
aeven  years  after  the  original  patent  was  granted,  ia  oontroUed  by  the  rallnga 
in  MUlar  v.  Bridgtporl  Bra**  Compang,  (SI  0,  O.,  Ml),  Jama  t.  Cam^U  {Id., 
337),  Ac,  and  adjodged  to  be  invaUd.  ■JfattAgimsta).  v.  Tkt  ttwClai  Mtmm- 
faahiTing  Cvapaag,  443. 

36.  The  granting  of  a  reluue  is  priata  faeie  evidence  of  inadvertence,  accident,  or 

miatahe,  aa  the  granting  of  original  letters  ia  prtata  faeU  evidence  of  Inven- 
tion. Thia  evidence  la  not  oonelnsive,  nor  ia  the  action  of  the  Commissioner 
of  Patents  ra  o^sdisata.    'OdsUrial.  v.  5foK(etat,461. 

37.  RiiMDKO— EittABOiKO  Claims— COHBI NATION— Fartb.— The  innodoetion  into 

relMDcd  letters  patent  of  clnima  for  the  patentable  parts  of  the  eombination 
claimed  in  the  original  letters  doea  not  invalidate  the  relaaned  letters,  if  the 
patentee  waa  the  first  iUTentor  of  tbe  patentable  parts  claimed,  althongta  tha 
original  patent  was  for  the  combination  atone,  so  deaoribed  and  claimed  thnt 
the  parts  were  not  to  be  used  separately,  bnt  blether  and  aiunltaaeowly. 
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38.  Bajr — LucTTS  or  Rulx.  — A  patentee  diaj,  under  praper  oiicunuttuieea,  by  i«- 
iMiie,  enluge  hie  olkiuu  m  aa  to  make  tliem  extend  to  the  Umlta  of  bia  in- 
vention, bat  be  i«  bonnd  by  thoae  limit*.    He  maj  not  enlarge  the  inYontion. 

•a. 

3t>.  Sunt— Wbkk  Ci^Aon  MAY  BE  Eki-uoed.— Upon  the  anthority  of  Jmim  r. 
CumfMl  and  other  dedalona  at  the  Bnpieme  Court  It  la  clear  that  tba  olaim 
of  a  patent  maj  be  enlarged  by  a  ralMae  If  the  patentOB  more  promptl;  and 
no  righta  of  otben  have  Interrened,  and  the  dela^  in  thla  oaae  of  ilz  month* 
ia  not  nmeaaosable.    */d. 

-40.  BU(B— WiTHIX  WHAT  TiMK  AfPLICATIOX  TO  BX  If ADI— WHAT  IS  A  BXAAOK- 

ASLX  Tiiu.— There  la  no  nile  fixing  the  pieoiee  time  vithln  irhioh  applio^ 
tion  for  a  releinie  moat  be  made.  What  la  a  reaaonable  time  la  a  qaeatlon, 
when  a  relsane  is  attacked,  to  be  decided  by  the  eontt  npon  the  oaae  preaauted. 
The  rule  ia  equitable,  and  therefore  flexible,  and  to  be  applied  acaardiog  to 
equity.  */d. 
■41.  Samk— BausDw— ErrxcT  bpom  Oth«b  Claims  of  Iktauditt  or  Onk.— 
The  inralidity  of  one  of  the  olaima  of  a  reiasned  patent  doea  not  InTaltdate 
the  entire  ieiBiae,provldedthalnvalidclaimwBa  made  in  good  faith.  Whertt 
it  appears  that  claiue  in  a  Teieeoad  patent  were  made  to  broaden  the  inven- 
tjon,  and  thereby  to  ooyer  iotenuediate  Inventions  or  Improvemenla,  the 
frand  may  so  vitiate  all  the  claima  in  the  reisened  patent  that  all  will  be  held 
to  be  void ;  bat  one  claim  in  a  relaaoe  may  be  void  without  necuwrily  Invali- 
dating the  other  olaima.  .  'li. 

SEJECTED  CLAIKS.    See  BUmi»alio*  ^  CUkwiM ;  RtUwt,  A,  SI. 

BEHEDT.    8m  Annew  le  Sill,  S ;  CoMtr^tliMt  ^  S^ii^itmUvM  and  FnimM,  5 ;  iitralU 
PafMli;  ZmmMm  OUtra  hit  Ml  Claimti,  3. 

BENEWAX  OF  FOSFEITED  CASES.     See  Dmit  of  JppNoaHmi  <n  ffeaMMd  Cmtm. 

BE8  ADJUDICATA.     See  Beimm,  X. 

BE8EETATION  FOB  SUBSEQUENT  PATENTS.  See  J»«iwf*MM»J,3,4;  DUeMmtr 
■ad«r  Sah  48 ;  /mwuNoii  SIioyhi  but  Ml  ClabMd,  1,  S,  3. 
It  ia  not  intended  to  eanetlon  lAtpriieliM  of  incorporating  in  patents  declaratioDa  of 
laaervation  of  partlonlar  Inventiona  not  oUimed  tbereio.  Sneh  praotloelaof 
donbt^il  propriuty,  and  onght  oiriy  to  be  pennltted  in  exoepttonal  oaaea  and 
on  oouaiderationa  not  dlaooased  in  thla  deeiaion.     Es  parte  Dtrhf,  SI. 

SESTRICTIOHS  OF  CLAIMS.    See  JMwtwt,  4,  S. 

BE8ULTB.     See  CombinaUoui ;  CondrsofiM  e/^p«fJlc«Noa*  (ii>dPaltMr«,  S;  /e/Wttf*- 
MMl,  18,  81 ;  fieiwwi,  19. 
If  an  Inventor  la  th  e  flret  to  prodnce  a  lesnlt,  he  ia  entitled  to  all  meana  known  at 
the  date  of  bis  patent  by  wbloh  the  same  leanlt  can  be  produoed,     *XaU  v. 
Uka  ificelbr  tt «!.,  316. 

BEVIEW  OF  FORMKB  DECISIONS.    See  ProcNm  in  lb  Comrl;  10, 11 ;  ProeNw  ia 
tta  Patent  Offlct,  1,  8 ;  fietMNo,  17. 

RIGHT  TO  USE.    See  AnigwmetiU,  4,  6;  /•/Hafmml,  83;  LUmta;  BmtU;  Vm  •/ 
PofaaM  JrlMm. 

BOTALTT.    See  Dammtei  and  PrtJlU. 

BDLE8 OF PBACTICE.    Bee.dtaMloirMMit,  10;  J>iaol«iM<r«Ndar  JIate«i;  faferfWwww, 
1,  S;  Nma  MatUr ;  Behearint,  3. 

SAl^   OF   PATENTED   ABTICLES.    See  HoaiayM  Mil  Pivjlii,  14,  IS;  Liamm; 
StampUf  Paintti  JrUeItt;   Um  ^  Patmltd  Arti<ilt$. 

SCOPE  OF  AN  INTENTION.     See  AmlMpaOon,  1,  8,  3;  ComUmaHont ;  ConHnuti»» 
^  ^yeeiitoallMH  aad  Pateab,  10. 

SCOPE  OF  A  PATENT.    See  CW««,  1,  2, 4 ;  7»r/tv'~"t.  30  i  JlM*^ 

SECOND  APPUCATION.    Bee  A\miM<mm%,  3;  IwemtVM*  Shirwii  i»t  »ol  CMmti; 
AmtmNm/m-  SaUtqtumt  Pateal. 
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SECOND  INVENTI0S8     8**  Intw/eriMg  FaUmti. 

SECOND  REISSUES.     See  Btittiui,  11,  15,  38. 

SECRETARY  OF  THE  INTERIOR.    See  Aw^i*  <o  tke  Stcnlarg  of  Ikt  Inlmi&r. 

SEPARATE  APPLICATION,     See  J«iMd>r  of  InncMtiont. 

SEPARATE  INVENTIONS.     S«e  ComH/tatU>n$  ;  InfringtmeHt,  il ;  Imltrfming  Poieste. 

SEPARATE  PART8.     See  Bnn^n,  37. 

SEPARATE  PATENTS.     See  DiBiiioiitf/ JjijiUmImk;  Jloii-Patmtahmts ;  EtoanoAom 
for  S»boequ«*t  Paltul ;  Sitb»e^¥t»t  PatenUfor  »amt  ImttnUon. 

SERVICE  OF  PROCESS.    See  Juritiietion. 

Uoder  the  itatntea  of  PennaylvAni*  m  foreign  corporation  vhieh  tranaact*  bnuneoB 
in  that  Statu  thtODKh  its  anthorized  ageot*  is  Mueiutbln  to  eait  then,  and 
Mrvlce  of  prooeee  upon  Its  agunts  is  j^ood  lervice  npon  it.  'Ha—tf  Ma»i^V!t- 
Hriaf  ConpaNy  t.  WilUam  Deerimg  4-  Co.,  tt  al.,  206. 

SETTLEMENTS.     See  Diunage*  and  ProJtU.  12. 

SIMILAR  DEVICl!:S.     See  Aualogota  Dwicm. 

SINQLE  INVENTION.     See  Caii«(rit^l>oii  of  Spreifl'xHltM  and  Pattmti,  7 ;  JoiaOor  of 
/MwnliMw. 

SPECIFICATIONS.     See  Ctaiiat,  1,  2,  4,  6,  7, 8 :  CoNttrHelioN  of  SpteiJhatioM  and  Pat- 
mi;  3 ;  DrMcing* ;  RHmim,  13,  19,  •20,-J7,'iH;  Teaiikal  Ttrm*. 

1.  The  capacity  of  the  inTCOtor  or  Btt«n)By  to  iiDdentaniL  the  iaventloa  deacribed 

should  not  be  tbe  starid»rd  by  which  to  meBsnre  the  ability  of  others  skilled 
ID  the  art  lo  comprehend  the  epeciUcatioti.     Ex  parte  Krrr,  27. 

2.  Whtre  the  gist  of  the  invention  lies  in  the  constmctioD  and  MTanceuient  of  oer- 

tain  partN,  i1  ii  unt  permigeible  in  the  riaim  to  mention  the  parte  in  a  general 
manner  mid  tbeu  iwld  woriI«  of  reference  to  the  stHviflcatioo  m  a  deGoition  of 
Hoch  conntnii'tion  and  arrangement.  Id, 
'i.  The  description  of  ad  invention  by  a  fpeciflontion  alone  fs  Dot  now,  as  formerly, 
all-snfflcient ;  bat  the  desoription  mast  be  snpplemented  by  a  speoifie  and 
IT  ell -defined  claim  to  the  v*rt,  improvement,  or  coubinatloo  whieh  the  in- 
ventor regards  as  his  property.  The  aim,  end,  purpose  of  the  ipteijleatitm 
under  the  gireacut  statute  is  to  rfestriV  the  invention  songht  to  be  covered  by 
the  patent,  and  the  manner  of  making,  eonstraoting,  and  using  the  sama. 
The  aim,  tlie  end,  the  purpose  of  the  claim  is  topol*!  as  I  fMrlimilar^  anddis- 
liiK^lly  (f#flH«  the  invention  to  be  secured  to  the  individual.  The  olaim  is  tbe 
iiieaeure  of  the  patent,  and  the  day  has  passed  when  the  courts  will  saanili 
throogh  the  Rpecilication  for  information  n'hich  it  is  the  very  office  of  tbe 
claim  to  imparl.     Er  parle  Bolt,  4H. 

SPECIFIC  CLAIMS.     Se^CoinlraetioHo/Claimi.l;  /Hf«rf«mor,3:  Stbttquent Palmlt 
for  Sane  InvtBllon. 

STAMPING  PATENTED  ARl'ICLES. 
When  it  wnsdifBcnlt  to  stamp  the  patented  article  "patented"  on  acoonnt  of  its 
small  size,  bnt  the  packages  containiuK  sncli  articles  were  stamped,  it  is  held 
that  the  statute  woe  BiiRlclentlycomt>lied  with.     'Sttttont  v.  Bamadka  tt  at., 
340. 

STATE  OP  THE  ART.     See  Ciaiwi,  U.  :!;  In/ringtmiiil,  11., 

STATE  STAIl'TICS.     .lee  Snrice  of  Pronu. 

STATUTES.     8<<e  CnitMrHcHm  of  Utatulr*. 

SUBSEQUENT  PATENTS  FOR  SAME  INVENTION.  See  J  fcm  Anna  ml,  3,4;  Dirit- 
ion  of  Aiiplie.atiimt.b,6;  lufriHgemcHl,  'ib  :  Inventien  Slioxm  but  motCtaimiti, 
3,  4,  Ti,  l>;  Jlcati  ration /or  £ub«e<jNeNl  PaliHli, 
1.  It  Ik  ugalnnt  the  spirit  and  letter  of  the  law  to  grant  uu  iudejiendent  patent  to 
an  appllcnnt  for  nu  invcnlinn  nliown  ami  i)(«cribed,  though  not  claimed,  in 
s  prior  patent  issned  to  the  Rnme  perHon.  'Marvin  v.  tAIIit,  VTV. 
9.  The  pretext  that  no  clnim  wan  made  to  the  invention  in  the  original  (latent  will 
sot  avail,  aiui'e  the  law  provides  for  the  anieuding  of  patents  ItyenUigcmeDt 
or  restriction,  or  even  by  division  of  the  subject-matter,     "id. 
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SUBSEQUENT  PATENTS  FOE  SAME  raVENnON-Continoed. 

3.  CoMaiKATioM  OF  Sbpakatb  Devices — Sub-Combination.— Tbe  fftot  that  a  de 

Tioe  COTuprUing  Mveral  patentable  elemanta  has  bean  patented  as  a  whola 
will  not  pnveut  the  patentee  troax  afterward  •ecnring  a  patent  for  a  ctaU' 
binatioD  af-anf  nambei  of  tbe  elementa  leaa  than  the  whole,  provided  he  ap- 
plies for  it  before  the  leaser  combination  baa  been  two  yeare  In  publlo  nae. 
'CoAav.  fFons  TownOn,  179. 

4.  When  a  pereon  invents  the  ■ubjeot-matter  uf  a  narrow  claim  upon  a  oertain  en- 

tity, in  the  name  moment  of  time  and  aa  the  aame  aenxe-conoept,  be  iuTenta 
that  of  a  broader  claim  thereon ;  benre  a  second  patent  to  him  with  claim  t» 
Bubjeot-matter  which  uiim prebends  tbe  claim  of  bia  previoua  patent  ia  void  aa 
being  anticipated  In  aach  previoua  patent,  and  ao  the  allowance  of  appliea- 
tlona  witb  claims  to  specific  devices  or  "  species,"  while  an  application  con- 
taining a  "generic"  claim  covuring  thnae  species  is  in  controversy  or  with- 
held, is  condemned.     Ezparte  Holt,  43. 

SUBSEQUENT  PATENTS  WITH  BROADER  CLAIMS.     See  InUr/rmiot,  3. 

SUBSTITUTION  OF  MATERIAL,     See  InfriHgament,  1. 

SUBSTITUTION  OF  MECHANICAL   CONTRIVANCES.     See  Changt  of  Stnettnrt. 

SUBSTITUTION  OF  PARTS     See  hfyimgement,  5. 

SUFFICIENCY  OF  AFFIDAVITS.  Si.>e  Jfran<fon«fi.(,8(  AMKcrloBiH,  1;  BurOtnof 
Proof. 

SUIT  FOE  ANNULMENT  OF  A  PATENT.  See  Invalid  PaUnU,  I.  8;  /aralWHy  of 
PalmU. 

SUITS  FOB  DAMAGES  AFTER  EXPIRATION  OF  PATEINT.  8«e  Dama^  a»d 
ProfiU,  II. 

SUITS  FOR  INPRINOEHENT.  S>^e  Cast*  of  S«it:  Uamaijm  and  ProfiU,  10,  16}  I»- 
^nclioN ;  Jitrg  Trial*  ;  Practict  in  tkt  Court»,  6. 

SUITS  FOR  LICENSE-FEES.    See  Lieemei. 

SUITS  IN  EQUITY.  See  A—mti-  to  BiU;  Bitt  in  Eiiuitp ;  Burden  of  Proof;  Damagtt 
and  ProfiU,  9,  10;  Imaliditij  of  Puttntt;  Farlin  to  ShU;  Praetico  i*  the  CohtU. 

SUPPLEMENTAL  BILL.     See  Bill  in  £,V/uily. 

SUPREME  COURT,  DISTRICT  OF  COLIJMBIA.     See  Jariadiction,  2,3. 

TECHNICAL  TERMS. 

I.  B;  the  wori<H  "puraoaH  skilled  in  the  urt,"  aa  iiaeil  in  tbe  atutiite,  is  not  meant 
persons  who  rxcul  thfir  felini^H  [u  particular  arts  or  bcIcdcpii,  bat  merely 
men  who  beve  orilinary  or  fiiir  iuforuintion  in  tbat  particular  line.    Ex parit 

'i.  Snch  eipTeHBiouH  as  "lueaiiR"  and  "mecbauisin"  are  generally  objectionable,  aa 
being  iiidetiuile.  Tboy  are  obj<'ulioiii^>le  as  employed  in  this  cane.  They  are 
always  objei:ti unable  if,  by  their  uae,  the  tdijm  iltttf  doce  not  diBtingnisb 
what  is  believed  to  be  new.  But  i1  ii>  not  iutendrd  to  intimate  that  any  par- 
ticnlar  expreHKiim  or  form  of  words  ia  always  to  be  exclodinl  from  a  claim — 
that,  furesaiui>le,si]chexpreitsiuuaaB  "meaua"  and  " mecbanisiu ''  may  never 
be  employed.  On  the  cotitrury,  if  th«se  words,  uonple*!  with  the  reqnisite 
words  nf  qualificntiuu,  ever  rxiireita  tbe  exact  invention,  or  refer  to  merely 
adjunctive  dvvices  readily  understood,  they  are  not  objectionable.  Compre- 
hensive terma  and  (ihrases  to  include  Dievbanical  equivalents  are  ijuite  proper 
(see  at  parte  i>»™mi»j,!iO  0.0,,  1307)  if  they  are  clear— that  is,  provided  they 
distinctly  expreaa  tbe  ivvmtion  and  are  warrant^ul  by  the  specification.  Ex 
parts  Holt,  43. 

TERM  OF  PATENT.  See  Linilatioa  of  Vtiited  Statu  PaltHl  ha  Foreign  I'almU  Pre- 
riOHtlg  Granted. 

TERRITORIAL  RIGHTS.    See  Lkeneen. 
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TESTIH6HT.  Bm  WUnmtti. 
In  OMM  when  a  ehMM  of  onl  tMtimotir  MciUrti  It  la  uaoaltj  fonod  that  the  Jvdg- 
mant  is  ooDTlnand  bf  a  fbw  leading  &eti  and  (ixfM*  cntUned  ao  eleatlr  that 
thejeannotbeobMiiTedbjrpieTarloaticnior  theabenaticiiiaiif  DMioMj.  StU 
that  Iheta  and  toAola  w  aogcnt  and  pennaalYe  an  fimnd  in  thie  oaae  that  tha 
taaUmcMT  of  a  myriad  «r  iritaewei  oannot  iRerail  afaioat  then.  'Aamitmm 
BM  nUrJttmt  Compmng  r.  The  Pt^U*  XiUfliMM  CtmpMtg  ^  al.,i7b. 

TITLE.    See  AMMfMBiMt  JYi>;l(i,]3;  IVoeHMtaOi  CMn-tf,?. 

TITLE  TO  PATENT.  Bee  .iirif>B«af(,S,3,4,G,6,7;  AvIvv^q^ttcPatfat  £t|b«,l,S, 
3;  Uctnstt;  FrtuHMim  the  C»m^,7. 
1.  TwojB  a  oompariiOD  of  the  teoUose  of  the  statatee  lelaUng  to  patent!  it  U  mad* 
olaat  tl>at  a  pateDt-iigbt,  like  aor  other  pmonal  propertr,  b  nndwateod  br 
CongTCM  to  Teat  in  the  axMaton  and  adnlnlatntoia  of  the  patmtee,  If  ho 
has  died  without  baTingaMlgiied  It.    'Tta  Skmrn  BtU^.rmh*  Ctmfm$  t.  r>a 

S.  "LegaliopraaantatlTea"  uithepateotaetiiiCMiee^ewitoworadBilnlrtratoafc  'Jg. 
TBADE-MASK8.    See  CepyrifAt;  XdMt. 

1.  T&adk-Makks— A  Tradx-Uaxk  Hat    be  Comvird  with  thm  Pkofsmt 

WITH  WHICH  tT  IS  AuociATiD.— Aa  an  abatraet  right,  apart  from  ttta  artielo 
manntetoied,  a  tiade-mark  cannot  be  aold,  tbt  leaaon  being  thataoeh  tnuM- 
tei  would  be  pradnotlre  of  band  npon  the  pablla,  bat  In  oonnoetlon  with  th* 
artiola  produced  it  ma; be bongbt  and aold  Ukeother  property.  'Jfetyaaclal. 
T.  Soger*,  167. 

2.  Tudk-Uarks  Will  Pam  Ukiwh  Bill  ov  Salk  Without  Sxmcavs  Mnr- 

TIOK. — For  a  trade-maT^  to  pan  nndera  blllof  aale  it  la  not  neeeaaarj  that  it 
ahonld  be  epeelfloally  mentioned.  If  a  trade-mark  la  an  aaaet,  aa  it  la,  then 
la  no  reaaon  why  It  ahoold  not  iiaaa  onder  the  term  "aaoeta  "  in  an  Inatm- 
ment  which  conveys  the  entire  partnerahip  property.    'Id. 

3.  A  trade-DMrk  la  a  sign  or  symbol  primarily  confined  excloatToly  to  the  Indie»> 

(Ion  of  the  origlh  or  ownership  of  the  gooda  to  which  it  is  attached,  and  it 
may  be  aompoaed  of  any  name,  device,  line,  Ugnre,  mark,  word,  letter,  nn- 
metal,  or  eombinatloD  or  arrangementof  anyor  allof  tbeae,  which  will  aerre 
the  aole  pnrpoae  of  a  trade-mark,  and  which  no  other  pwaou  can  adopt  or  oae 
with  eqnal  tmtb.     XAvtrg  ^  iSoas  t.  UtHcU  f  Ce.,  B15. 

4.  Terma  which  deelgnate  merely  the  name,  qoality,  kind,  aise,  unmber,  or  •(»- 

menta  of  an  article,  or  Lave  become  lla  proper  appellation,  or  that  menly 
deaaribe  it  or  dtieot  the  mode  of  its  oae,  <a  purely  generic  or  geographical 
terms,  and  the  neceosary  and  common  usee  in  which  the  English  langnaga 
and  Arabic  numerals  are  employed  by  the  people  to  exprefs  the  trntb,  thdx 
ideas  and  feelings,  are  oommon  property  which  all  may  oae,  but  which  wmm 
can  appropriate  eiclnalvely  to  himself  a«  a  trade-mark.    tlA 

B.  A  trade-mark  becomes  the  ezoInsiTe  property  of  one  only  when  he  baa,  prlorto 
any  one  else,  appropriated  and  need  It  to  indicate  the  origin,  ownership,  and 
qnality  of  an  article  to  which  it  ia  attached.  Ita  vatne  reeta  on  lepatatloa 
and  on  Ita  implied  gnaranty  that  tbe  article  ia  trf  a  eerti^n  qnality.  Ita  ob- 
ject is  to  pievent  one  person  from  selling  his  goods  as  those  ofanotber  of  ea- 
tabllshod  repntation,  to  the  Injury  of  that  other,    tid. 

6.  When  plaintiff  shows  that  he  has  adopted  a  legal  trade-mark,  that  it  has  been 
infMoged,  and  that  actual,  probable,  or  possible  damagea  have  or  nay  icavlt 
tiom  ita  infringement,  he  is  entitled  to  relief  usually  In  the  fbm  of  aa  IqjDBO- 
tiou  andan  acconnt  of  pratlta.    tId.  -.  , 
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TBADKUABKS-ConttniMd. 

7.  Wban  no  pAtont  ii  hald  bj  theowiMtof  plows,  uifonamAf  make  plows  In  ax- 

•at  ■imllitade,  id»j  bruid  tlie  umim  of  the  mannfketnnr  Mid  the  pl*ee  of  the 
nisntifbotiiTe  od  •neh  part  of  tlw  plow  as  bs  pleasM,  taking  oan  m  to  qm  tbe 
btand  M  not  to  d«oal*o  tha  pablio  Into  tbe  belief  that  the  plow  is  the  niano- 
ftotoM  of  anotbar.    tU- 

8.  Althosf  h  e«rtaiD  Irttos  and  nonwrals  maj  have  oonte  to  tndioate  to  (ha  publio 

the  origin  or  ownership  of  appellant's  plows,  as  the;  did  not  appropriate  Uwa 
bj  adoption,  Die,  or  olalm  as  a  part  of  their  trade-mark,  thej  cannot  be 
tnatad  as  a  part  of  It  eimpl}- beoaoae  they  appear  oapable  of  serring  tbe  sane 
pnipooe.    tl^- 

9.  Coortaof  eqnity  afford  a  remad;  against  tbainMngemeut  of  a  trade-mark  or  of 

the  trade  repntation  of  its  owner*,  on  the  prineiple  of  ptotaoting  proper^,  of 
promoting  fair  dealing,  and  of  protecting  the  pablic.  Where  a  trade-mark 
Itself  has  been  infHn  gad,  neither  frand  norths  inferior  quallt;  of  defendant's 
artfele  need  be  proved.  But  where  a  propertjr  right  not  amounting  to  a 
trade-mark  has  been  InMnged,  it  is  enential  to  show  frandiilent  tntent.  Bat 
eonrts  of  taw  require  proof  of  deceit,  frandnleot  intent,  or  speoial  damage 
(unless  damage  la  piesainedj  in  iMth  caaas.     ild. 

10.  Where  the  action  isliroagbt  to  restrain  the  frandnlent  oaiirpation  of  plaiutUfs 

trade  reputation,  plaintiff  need  not  make  ont  a  legal  title  to  an  ezcluaiTO 
trade-mark,  bj  the  nsnrpatlon  of  whiith  defendant  has  done  the  wrong.  It  ia 
enough  that  defendant  sells  his  goods  as  those  of  plaintiff,  either  by  the  nae 
of  plaintiff's  trade-mark  or  any  oitiur  means,  that  snob  fraudulent  tale*  reanlt 
oraralikalj  to  raanit  in  damage  to  plaintiff.  It  is  the  pnrpoaeta  design  of  the 
act  that  constltotee  the  wrong,  and  thongh  a  man  ma;  nae  any  letters  and 
flgnrea  (wbloh  are  oommon  property)  to  Indioate  the  aise,  qoallty,  and  de* 
aoriptioii  of  bis  goods,  yet  he  oaunot  do  this  in  suoh  way  aa  to  mislead  othen 
into  the  belief  that  good*  made  by  hiuiseif  were  made  by  another,    (fd. 

11.  If  Mie,  with  a  liad  motive,  exercises  bia  righta  in  a  lawful  and  proper  way,  and 

li^aiy  reeoita,  there  is  damage  without  legal  litjury ;  but  if  with  a  bad  mo< 
tive  be  exercise*  his  right*  in  an  uulawful  mnouei,  there  ia  both*damage  and 
legal  iit}nry.     (M 

13.  Aa  to  what  fiuila  oonatitute  infringement  of  a  trade-mark  or  trade  reputation,  no 
rule  oan  be  formulated  that  will  embrace  every  act  of  infHugement,  and  the 
original  and  alleged  Imitation  are  of  primary  importance.  The  naemblances 
need  not  t>e  such  a*  would  niiilead  an  expert  or  ouuld  not  be  eaolly  detected 
if  each  case  must  depend  mainly  on  Itself.  Bat  resemblances  and  diffisrence* 
between  the  original  and  the  spnrion*  were  seen  together.  It  is  enough  If 
suoh  reaemblance*  exist  aa  would  lead  an  ordinary  pu^hnser  to  anppoae  be 
was  buying  the  genuine  article,  and  not  an  imitation.  If  the  difference*  are 
only  colorable,  and  there  la  uu  reason  for  the  reaemblaucea,  except  the  por- 
pose  of  deceiving  the  pnrohaiier  of  one  article  Into  the  belief  of  it*  beiug  the 
mannTacture  of  auuther,  the  ooun  will  presume  a  llaitd  wa*  intended.     M4. 

13.  Thongh  the  particular  oomblnations  of  letters  and  flgiire*  used  by  appelleea 
were  uut  entitled  to  protection  a*  part  of  appellants'  trade-mark,  yet  it  ap 
pearing  that  ap!>el]ee*  copied  tluMie  coiiibinatious,  not  for  tile  jMiqioee  of  in- 
dicating the  sixe  and  quality  of  tbetr  plow*,  bnt  for  tlie  purpOK  of  mislead- 
ing the  public  into  the  belief  tbat  appflleea'  plowa  were  of  a  kind  made  by 
appellants,  bavlug  an  establiabed  reputation  and  large  aale,  Bald  appelles 
are  liable  to  appcUaula  for  ilamagm  leeulcing  from  Ioim  of  trade  in  conae- 
ijUBuce  of  such  Mpylug,  uiid  Ui  an  ityunutlon  restraluiug  the  fiirther  aale  of 
anch  plow*.    JM. 
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TRADE-MARKS— CoDtiiintNl. 

14.  The  rif^ht  to  tb^  riclasiTc  dm  of  k  wonl  or  lymbol  as  a  trkd«-mmrk  ia  imepkr^ 
ftble  Iron)  the  nght  U>  nwke  »od  tell  the  eommodit;  to  which  it  ha*  been 
approprikted  to  deaigDnte  the  article  as  the  prodoctioa  at  article  of  the  pro- 
prietor, and  \Tould  iweiii  to  l>e  an  incident  to  the  boaiDeaa  of  the  place  or 
eKtabliBboieut  to  which  it  owea  ita  origin,  and  irithODt  whioh  it  can  hate  no 
independent  exiatence.  It  should  be  deemed  to  paBH  with  a  traiufer  of  tha 
baaineaa,  because  auch  an  application  ia  oonaistent  with  the  character  of  the 
transaction  and  the  pretninsble  intention  of  the  parties.  'Jke  AUmmlia 
Mining  Cempany  t.  Sobinton,  277. 
1&.  The  complain  an  t'a  damagea  are  meaanred  by  the  extent  to  which  the  nnlawful 
nae  of  the  wor^  "  Champion  "  baa  interfered  with  the  aale  of  ita  float.    *Id. 

16.  The  right  to  an  iojanction  ia  not  affected  becatise  the  appropriation  of  their 

trade-maik  haa  been  a  limited  one.     'M. 

17.  it  1b  not  incumbent  upon  the  oomplainania  to  ahvw  that  their  Iratle-mark  haa 

been  copied  in  every  particular.  It  is  snffloient  if  it  has  been  imitated  to  aa 
extent  calculated  to  niixlead  purcfaasets  and  eaose  the  article  to  which  it  haa 
been  applied  to  pass  aa  their  article.    */ii. 

Id.  >Io  applicant  may  rrgialer  a  trade-njiuk  nnless  he  can  establiah.  Unit,  that  he 
has  the  right  to  nee  it,  und  no  oun  else  has;  iiecond,  that  it  is  not  identical 
with  the  registered  or  kno«n  trade-mark  of  aoother  person  ;  and  beyond  this 
be  muat  show  that  he  ia  using  the  Crade-mnrk  which  he  so  owns  in  commerce 
with  foreifrn  nations  or  Indian  tribes.     £x  parte  L^oh,  Diipugf  Co.,  89. 

19.  The  statute  does  provide  that  the  trade-mark  songht  to  be  ngistered  shall  b« 
naed  In  foreign  cuninierce;  but  it  doe«  not  in  terms  provide,  nor  in  fair  intend- 
ment convex  the  idea,  that  a  party  may  arqiiire  the  right  to  nse  aomebody 
else's  tradp-mark  merely  by  using  it  In  such  trade.     Id. 

30.  Where  the  records  of  this  Office  disclose  that  certain  parties  registered  a  trade- 
mark under  the  law  of  loTO,  that  such  trade-mark  was  their  property,  that 
they  bad  been  using  it  in  this  country  fur  ten  yeare  next  preceding  the  date 
of  their  application  for  registration,  and  there  is  no  evidence  that  they  have 
ever  abandoned  such  trede-tnnrk,  ITtId  that  section  ^  of  the  act  of  1881  and 
the  spirit  of  the  whole  statnte  authorize  the  Patent  Ofilce  to  take  notice  of 
the  facts  recited  in  said  records  in  determining  "the  presumptive  lawfblneaa 
of  claims  to  Ihe  altege<l  trade-mark"  by  subaeqneut  applicanta  for  regiatra- 
tion,  and  the  Examiner  was  juutiliud  iu  rejectiuic  the  application  foiregialia- 
tion  on  the  facts  disclosed  in  said  record.    Id. 

HI.  The  lending  principle  of  the  law  of  trade-marks  ia  that  the  honest,  akiltfal,  and 
industrious  inannfactiirer  or  enterpriaing  merchant  who  haa  brought  into 
market  an  article  which  has  found  favor  with  the  people,  and  who,  .by  affix- 
ing to  it  some  name  or  device  to  distingnisb  it  aa  hi*  and  ttota  all-othera,  haa 
fumikhcd  bin  uuataolee  of  the  quality  and  Integrity  of  the  manufacture, 
shall  mueive  the  first  renard  of  hU  honesty,  industry,  skill, or  enterprise. 
'  Tl.f  Ligjelt  .}■  Myer*  lobarm  Compatig  v.  B^st,  .149. 

29.  Such  a  person  is  not  in  anV  manner  or  Dxt«nt  to  be  deprived  of  the  right  he  baa 
acquired  by  another  who.  to  that  end,  applies  to  his  owu  ptodnotiona  tha 
name  mark  ur  u  colurablu  imitation  thereof.     *Id. 

33.  In  considEi'iug  uu  Blle)i;i:d  iuiitutluii  of  a  trade-uiaik  aiglit  muat  notbeloatof  tha 

charHcter  of  the  inertlutidiao,  the  use  to  which  it  is  put,  Ihekiud  of  people 
who  ask  for  it,  and  the  manner  in  whioh  they  nsaally  order  it.     'Id. 

34.  If  the  articie  on  ivbich  the  alleged  iufrlngicg  mark  is  placed  rosemhlea  another 

article  banrio);  the  trad  cm  ark  that  is  claimed  to  have  been  infringed,  ao  that 
this  rcaemblani*,  wlieu  blended  with  the  appearance  of  the  device,  haa  a  tend- 
ency to  deceive  Ibc  onliuary  public,  then  the  very  nature  of  the  article  be- 
comes potential  evideuce  in  tlie  case  to  show  a  pnrpoee  to  deceive.     '14. 
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25.  While  there  is  do  trade-mark  iQtbe  Bhspeofcoiuplaiiiaiil'siilag  of  tobacco,  yet 

whea  defeudaut  makes  plugs  oi  the  same  general  appearance  and  piili  od 
them  a  device  of  such  geuural.reseuiblance  U>  oompUiuant'ii  that  the  OTdJnary 
caHtomer  ia  deceived  thereby,  there  is  clear  gtouDd  for  an  Iqjunotitfii.    'Id. 

26.  Congresa  inteoiled  to  devolve  Dp<m  the  CommiaBiouer  of  Patents  the  duty  of 

determinlDg  the  character  of  the  snbject-iualter  oflered  for  reg^iatrntion  under 
iu  the  label  and  tiade-inark  law.     Ex  yarla  MoodU,  X>. 
'£7.    Tlie  proper  conittractiou  of  the  statute  is  (bat  the  sabject-uiatter  of  an  appU- 
catiun  for  a  label  ahall  be  that  which  may  be  properly  elaiiued  aa  a  label,  and 
not  b^  merely  subject-niattiir  for  a  trade-iuark.     Id. 
28.  Uitt  the  statute  does  not  mean  to  imply  that  if  certain  BUbjoct-inatti^r  is  fonud 
to  )>e  iucapable  of  regiatratiou  as  a  trade  matk  it  cuu  uevertheleax  be  regU- 
tered  as  a  label,  for  it  may  not  be  deiicriptive  of  the  qnality  or  nature  of  the 
goods,  aud  therefore  fHil  Ui  oouetitute  a  label,     li. 
39.  Id  the  cum  nt  bar  the  Examiiicr  projxTlj  refuiied  to  register  as  a  label  matter 
which,  gu aged  by  the  eatablish  rules,  constitutes  ODly  siibjact-malter  for  a 
trade-mark.     Id. 

TRIAL  BY  JURY.     See  J-rj  Triait. 

TRIAL  Ol''  ISSUE.     See  I'radict  in  Iht  CoarU,  4. 

TWO  YEARS'  PUBLIC  USE.    S*e  PMie  (Jm. 

UNITARY  RESULT.    See  Joi»Arro//«rm(ioii-. 

UNITED  STATES  CIRCUIT  COURTS.     See  /flri»rfic(ioir. 

UNITED  STATES  SUPREME  COURT  RULES.     Son  I'ra«lire  in  theCoHrb,,  I,  9. 

USE.    See  £i'pen»«NlaI  {Jir:  /nrmfJOH*,  4;  J'ublie  Uit;   U»e  of  Paltultd  JrtKlet. 

USE  or  PART  OF  AN  INVENTION.     See  IhmiagM  and  Frofilt,  8. 

USE  OF  PATENTED  ARTICLES. 

1.  The  purchase  of  a  iiul«[il«d  article  from  the  patentt'e  I'onfers  iipon  the  buyer  the 
right  to  UBO  the  Hrticio  to  the  sanie  extent  as  though  it  were  not  the  sub- 
ject of  a  patent,  but  the  sale  does  not  import  the  permiasiou  of  the  vender 
that  It  may  be  used  in  a  way  that  will  violate  his  exclusive  property  in  an- 
other invuutiou.  'lloouvtit  v.  Wettrrii  Bltelrie  Compans,  It-IT. 
3.  When  the  article  is  of  such  peculiar  chiimcteri sties  that  it  cannot  1m-  dealt  iu  as 
a  trade  commodity,  and  cHUUnt  lie  used  practically  at  all  unless  as  a  part  of 
another  patented  artiete  of  the  vender's,  it  would  be  against  good  eonscieuce 
to  alloir  an  injunction  to  a  vtiuder  under  such  circuniatunceH ;  hut  this  is  not 
true  of  the  arlicle  in  (inestiou.     'Id. 

USE  OF  A  PATENTED  INVENTION  IN  CONSTRUCTING  OTHER  INVENTIONS. 
Sfo  /B/i'i«jjeiHenl, 'JO,  !!3;  Mtr/ering  I'alentt;   Vteof  J'attnltA  /swnlions, l,a. 

USE  OF  PATENTED  MACHINES.  See  {.■ow«(r«c(i»H  of  S,Knfimlium  and  I'atmU,  «; 
Damage*  and  I'rofilii, 

VACATION  OF  PATENTS.     Sen  Invalid  I'atenU,  1,  a. 

VALID  IN  PART.  Sim-  Conitruclioii  of  Specifi-adniit  ai'd  PiiUhIi,  7,  9;  I'.iilhulai-  I'ai- 
en<»:  f*,  Keaji  and  Xeiibnur:  IlriMvti,  'J. 

VALIDITY  OF  PATENTS.  See  Damageg  and  Frojitt;  EridtHcr  of  lnreuHo«  ;  I'uicer  of 
Alloruen  lo  .4iHtnd;  i'rini-itii  of  Inptnlian,  Vi;  Public  Uae;  IImihH'i;  1,  :i,  |1 ;  Sub' 
w/i«»t  I'almla/iir  mine  Incrulion,  I,  'i. 

VALID  PATENTS.  S«b  rur/i<ii(flrral«B(»;  -i,  Jtaamati;  0,  Jtotloak;  7,  /.VotP",-2y,  ii- 
n-eni;  31,ffiol-*;  :ta,  Holmei and  Bnm i ;  ;I3,  Illingirorlh :  -ST.LIosd:  51,.Yoli((; 
56,  lltag  and  Segboiir  ;  6-J,  Smith  ;  G:i  Sulliran. 

VIOLATION  OF  INJUNCTION.     Sto  Conltinpl. 

Motion  fur  punishment  of  the  di^frndant  fur  a  vioUtiou  of  the  injiinutiou  i;iiiuled 
on  final  heiiriiig  dcuir.l,  for  the  reaviu  that  the  devivi-  '■mployvil  liy  the  de- 
fend.-iiit  iinot  the  p<|iiiv.ilfu(  of  thi>  |»ii.'.it.Ml  device.     'Frlln-rial.  vliiVir- 
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VOID  CLAIMS.    8m  SmhMtuent  P«lm(«/«r  «uu  hvmUMU. 

TOID  PATENTS.  See  ContH-MeHM  of  CUiwu,  2;  CMUhwHM  «/  Bpt^tettUuM  mmM 
l>«l«»(t,2;  jr«a-7imNtiM :  ParMwIor  PW«ib:  1,  JWicr;  B,  BMtaUt;  IS, 
BhU;  16,  Burim;  19,  CtMry;  ».^I«(»n;  93,  Arb;  »,  ArmrMk;  M; 
(?OTfy«;  37,Or«*a,»,40,ir>ttbMw,-  43, jKcUVfllto;  U.jnWfM;  40.4r,jr«lto« 
*»ALUa»;  57,BMtuo»;  Bl.amUkf  Sb.Wth;  JMmm,  7,  B,  18,34,41. 

WAIVBE.    8M&kMris«,l. 

WITNB88B8.    Bee  BvUtitM,  3;  JWrf  IHoIi/  JWHwewy. 
Wbera  ft  wlliiiiw  Tililllin  ■  iiiiliiilil  rmil  Jii  iiwiimil  In  ■liiiili  liiiiiiiiiiiit  liiniiiwiwixl 
to  be  li»ble  to  mlctake,  ooorta  »re  bonod,  apon  prinelplM  of  l»w,  moialitj, 
uid  Jnitioe,  to  ^pplj  tbe  mftzlm  /•!•««  to  ww  /aim  to  omrAu. 
AU  IHvAmm  CMvaav  t.  n«  P«vV*  Tel^fteiM  CmjMnv  e>  •!■,  47B. 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


3  bias  Dba  MB?  m3 


I 


D,g,l,..cbyGOOglC 


D,g,l,..cbyGOOglC 


